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PREFACE 

TO    THE    PRESENT    EDITION. 


Afteb  the  lapse  of  thirteen  years  from  the  first  pub- 
lication of  this  treatise,  the  advances  that  have  been 
made  in  the  Patent  Law  have  rendered  it  necessary 
substantially  to  rewrite,  the  entire  work.  It  is  now, 
however,  cast  in  such  a  form  that  future  editions,  if 
they  should  be  called  for,  will  probably  require  only 
the  addition  of  subsequent  adjudications,  unless  there 
shall  be  great  changes  introduced  into  the  statute  taw. 
Although  a  revision  and  consolidation  of  the  patent 
acts  would  be  a  public  benefit,  it  is  to  be  hoped  that, 
when  such  a  code  is  undertaken,  its  text  will  be  founded 
carefully  on  the  existing  statutes,  explained  by  the 
judicitJ  interpretation  which  they  have  received.  Ex- 
tensive changes  in  the  present  system  do  not  seem  to 
me  to  be  demanded. 

For  the  convenience  of  those  who  use  this  work,  I 
have  added  an  Index  to  the  subjects  of  the  inventions 
which  are  referred  to  in  the  text  or  the  notes. 

In  carrying  this  edition  through  the  press,  I  have 
received  valuable  assistance  from  Mr.  James  Morgan 
Hart,  of  the  New  York  bar. 

New  Yokk,  Aiyutt,  I86T. 


PREFACE 

i 
TO    THE    SECOND   EDITION. 


A  LITTLE  more  than  four  years  has  elapsed  since  the 
first  publication  of  this  work,  and  a  second  edition  is 
called  for.  The  English  and  American  cases,  since  the 
publication  of  the  First  Edition,  have  been  incorporated 
with  the  notes;  and  such  alterations  and  additions  have 
been  made  in  the  text  as  were  necessary  to  adapt  it 
to  the  advanced  state  of  the  Patent  Law.  I  have  re- 
published, in  the  Appendix  to  this  volume,  Mr.  Thomas 
Webster's  very  able  tract  on  the  Subject-Matter  of 
Patents. 

I  avail  myself  of  this  opportunity  to  express  my 
grateful  acknowledgments  both  to  the  Bench  and  the 
Bar,  for  the  manner  in  which  this  work  has  been  re- 
ceived, and  for  the  place  that  has  been  assigned  to  it 
among  the  Treatises  on  this  important  branch  of  juris- 
prudence. 

Boston,  January  1,  1854. 


PREFACE 


TO    THE    FIRST   EDITION. 


The  following  work,  the  fruit  of  careful  studies  in  a 
department  of  jurisprudence  of  great  practical  impor- 
tance^ is  presented  to  the  Profession,  not  without  anxiety 
as  to  its  reception.  This  branch  of  the  law  is  -so  peculiar, 
the  subjects  with  which  it  is  concerned  are  so  abstruse, 
and  so  much  caution  is  requisite  in  dealing  with  its 
principles  and  in  combining  them  into  ar  system,  that 
no  writer  .can  expect  wholly  to  satisfy  the  wants  of  his 
readers,  who  does  not  bring  to  its  treatment  a  force 
of  intellect  and  a  reputation  as  a  jurist,  which  entitle 
him  to  be  regarded  in  the  light  of  an  authority.  But 
it  cannot  be  my  hope,  as  it  is  not  my  desire,  to  escape 
criticism.  Looking  upon  the  law  as  a  science  of  vast 
practical  consequence  to  mankind,  and  desiring  to  dis- 
charge my  humble  debt  to  its  Profession,  I  shall  grate- 
fully receive,  from  any  competent  source,  any  sugges- 
tions of  errors  or  imperfections  in  a  work  designed  for 
practical  use. 

I  have  endeavored  to  walk  carefully  by  the  light  of 
adjudged  cases ;  and  although  experience  has  taught 
me  that  the  Patent  Law  admits  of  less  reduction  to 
precise  rules  and  axioms  than  any  other  branch  of 
jurisprudence,  I  have   endeavored   to  indicate  the   true 
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•.  uses  o£  the  judgments  and  opinions  of  the  courts.  The 
'.  opinions  ,  aji4  decisions  of  judges  in  patent  causes  can 
rarely  lie:^ated  strictly  as  precedents,  unless  they  con- 
■'  cern  'the  construction  of  a  statute.  They  are  to  be 
regarded  as  illustrations  of  the  principles  of  the  law, 
when  applied  to  a  particular  state  of  facts;  and  conse- 
quently a  precise  rule  is  rarely  to  be  eliminated  from 
them,  by  separation  of  the  principle  from  the  facts 
to  which  it  has  been  applied,  unless  it  is  certainly  one 
of  general  or^miversal  application.  Correctly  regarded, 
indeed,  it  is  the  office  of  all  adjudication  to  apply  the 
principles  of  the  law,  with  nice  discrimination,  to  the 
ever-varying  circumstances  of  different  states  of  fact, 
and  not  to  rely  upon  former  decisions,  as  absolute  prece- 
dents,  where,  the  facts  are  not  certainly  the  same.  But 
this  is  peculiarly  and  eminently  true  in  the  administra- 
tion of  the  Patent  Law. 

s 

Boston,  May  1,  1849. 
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PRELIMINARY  OBSERVATIONS. 


Writers  on  the  law  of  patents  for  useful  inventions 
have  often  introduced  their  discussions  of  this  branch  of 
the  law,  by  tracing  the  history  of  monopolies  in  the  law 
of  England.  This  example  has  not  been  followed  in  the 
present  work,  because  it  is  believed  that  it  tends  to  en- 
courage incorrect  conceptions  of  the  legal  nature  of  a  pat- 
ent privilege.  A  patent  for  a  useful  invention,  is  not^ 
under  our  law,  or  the  law  of  England,  a  grant  of  a  monop- 
oly, in  the  sense  of  the  old  common  law.  It  is  the  grant 
by  the  government  to  the  author  of  a  new  and  useful  in- 
vention, of  the  exclusive  rights  for  a  term  of  years,  of 
practising  that  invention.  The  consideration,  for  which 
this  grant  is  made  by  the  public,  is  the  benefit  to  society 
resulting  from  the  invention ;  which  benefit  flows  from 
the  inventor  to  the  public  in  two  forms:  firstj  by  the 
immediate  practice  of  the  invention  under  the  patent;  and 
secondly y  by  the  practice  of  the  invention,  or  the  opportuni- 
ty to  practise  it,  which  becomes  the  property  of  the  public 
on  the  expiration  of  the  patent  As  the  exercise  of  the 
invention  is  wholly  within  the  control  of  him  who  has 
made  it>  who  may  confine  his  secret  entirely  within  his 
own  breast^  it  is  apparent  that  his  consent  to  make  it  known 
and  available  to  others,  and  finally  to  surrender  it  to  the 
public,  becomes  a  valuable  consideration,  for  which,  upon 
the  principles  of  natural  justice,  he  is  entitled  to  receive 
compensation,  in  some  form,  from  the  public  to  whom  that 
consideration  passes.  Inventors,  in  this  respect^  stand 
upon  the  same  broad  ground  with  authors.  Both  of  these 
classes  of  persons  have  created  something  intellectual  in 
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its  nature,  the  knowledge  of  which  it  is  desirable  to  others 
to  possess.  Both  of  them  have,  at  first,  the  complete  right 
of  disposition  over  that  which  they  have  created ;  and 
when  they  part  with  the  exclusive  possession  of  this 
knowledge,  and  confer  upon  others  the  opportunity  of 
reaping  the  benefits  which  it  confers,  they  manifestly  con- 
sent to  something  for  which  they  are  entitled  to  receive 
an  e^quivalent 

Whether  we  regard  the  knowledge,  remaining  for  the 
present  in  the  exclusive  control  of  him  whose  intellectual 
production  it  is,  as  property,  or  as  a  possession  of  ideas,  to 
which  some  other  term  might  be  more  appropriate,  it  is 
still  a  possession,  of  which  the  owner  cannot  by  any  rule 
of  natural  justice  be  deprived,  without  his  consent  In  this 
view  it  may,  as  it  seems  to  me,  justly  be  termed  property  ; 
for  although  in  political  economy,  and  in  common  speech, 
material  possessions,  or  the  rights  growing  out  of  them, 
are  the  objects  generally  included  under  that  term,  yet  no 
one  will  question  that  ideas  constitute,  in  ethical  contem- 
plation, a  portion  of  a  man's  possessions  entirely  under  his 
own  control ;  and  in  the  case  of  useful  inventions,  or  of 
written  thought,  there  is  to  be  added  to  the  power  of  con- 
trol the  further  economical  fact,  that  other  men  will  part 
with  valuable  possessions  of  all  kinds,  in  order  to  obtain 
that  invention  or  writing  in  exchange.  For  these  and  for 
other  reasons,  which  I  have  endeavored  more  fully  to  de- 
velop elsewhere,  in  relation  to  the  rights  of  authors,  I  do 
not  hesitate  to  affirm,  that  in  natural  justice,  —  the  ethics 
of  jurisprudence,  by  which  civil  rights  are  to  be  examined, 
apart  from  all  positive  law,  but  on  which  positive  law  is 
usually  founded,  —  the  intellectual  conception  of  an  in- 
ventor, or  a  writer,  constitutes  a  valuable  possession,  capa- 
ble of  being  appreciated  as  a  consideration,  when  it  passes 
by  his  voluntary  grant  into  the  possession  of  another.  If, 
by  the  same  voluntary  grant,  this  possession  is  bestowed 
upon  the  public,  the  logical  justice  of  compensation,  in 
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some  form,  will  appear  at  once,  by  supposing  the  benefit  to 
have  been  conferred  exclusively  upon  any  one  of  the  mass 
of  individuals  who  form  in  the  aggregate  the  moral  entity 
termed  the  public. 

Let  us  suppose  that  A,  by  the  exertion  of  his  inventive 
Acuities,  has  ascertained  that  by  placing  matter  in  certain 
positions  to  be  operated  upon  by  the  forces  of  nature,  a 
result  will  be  produced,  in  the  shape  of  an  instrument^ 
wholly  unknown  before,  and  capable  of  being  usefully  ap- 
plied to  the  wants  of  mankind.  Let  us  suppose  that  B, 
seeing  the  result,  but  wholly  ignorant  of  the  process  by 
which  it  may  be  attained,  desires  to  possess  that  instru- 
ment Conmion  gratitude  would  prompt  him  to  return 
something  valuable  for  it,  if  it  were  given  to  him ;  common 
policy  would  lead  him  to  offer  something  for  it,  if  it  were 
not  freely  given ;  and  common  justice  requires  that  he 
should  not  take  it  without  an  equivalent.  How  does  it 
alter  the  case,  if,  instead  of  a  single  specimen  of  the  in- 
strument, we  suppose  A  to  have  retained  in  his  recollec- 
tion the  process  by  which  copies  of  that  instrument  may 
be  indefinitely  multiplied,  and  that  it  is  the  secret  process 
of  making  the  thing,  the  intellectual  conception  and  knowl- 
edge, which  B  desires  to  possess  ?  If  he  obtains  it,  he  can 
make  the  thing  for  his  own  use,  or  for  the  use  of  others, 
and  by  so  doing  can  acquire  valuable  possessions  in  ex- 
change ;  all  of  which  A  could  do  exclusively  by  retaining 
his  own  secret.  But  if  he  imparts  that  secret  to  B,  he  is 
surely  entitled  to  receive  for  it  some  reward  or  remu- 
neration. 

This  secret  the  inventor  undertakes  to  impart  to  the 
public  when  he  enters  into  the  compact  which  the  grant 
of  a  patent  privilege  embraces.  In  that  compact  he  prom- 
ises, after  the  lapse  of  a  certain  period,  to  surrender  to  the 
public  completely  the  right  of  practising  his  invention ; 
and,  as  a  guaranty  against  his  concealment  of  the  process 
by  which  it  is  to  be  practised,  and  to  prevent  the  loss  of 
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this  knowledge,  he  is  required  to  deposit  in  the  archives  of 
the  government  a  full  and  exact  description  in  writing  of 
the  whole  process,  so  framed  that  others  can  practise  the 
invention  from  the  description  itself  The  public,  on  the 
other  hand,  through  the  agency  of  the  government,  in 
consideration  of  this  undertaking  of  the  inventor,  grants 
and  secures  to  him  the  exclusive  right  of  practising  his 
invention  for  a  term  of  years. 

In  all  this,  a  patent  right,  under  the  modem  law  of  Eng- 
land and  America,  differs  essentially  from  one  of  the  old 
English  Monopolies.  In  those  grants  of  the  crown,  the 
subject-matter  of  the  exclusive  privilege  was  quite  as  often 
a  commodity  of  which  the  public  were  and  long  had  been 
in  possession,  as  it  was  anything  invented,  discovered,  or 
even  imported  by  the  patentee. 

Nothing  passed  in  such  cases  from  the  patentee  to  the 
public  in  the  nature  of  a  consideration  for  the  enormous 
privilege  conferred  upon  him  ;  but  the  public  were  robbed 
of  something  already  belonging  to  them,  viz.,  the  right  to 
make  or  deal  in  a  particular  commodity,  for  the  benefit  of 
the  favored  grantee  of  the  crown.  So  broad  is  the  distinc- 
tion between  these  cases  and  that  of  the  meritorious  in- 
ventor or  importer  of  something  new  and  useful,  that  when 
Parliament,  in  the  21  James  L,  taking  encouragement  from 
the  courts  of  law,  prohibited  the  granting  of  exclusive 
privileges  in  trade,  by  the  Statute  of  Monopolies,  they  in- 
troduced an  exception  in  favor  of  ^letters-patent  and 
grants  of  privilege  for  the  term  of  one-and-twenty  years  or 
under,  heretofore  made,  of  the  sole  working  or  making  of 
any  manner  of  new  manufacture,  within  this  realm,  to  the 
first  and  true  inventor  or  inventors  of  such  manufactures, 
which  others  at  the  time  of  the  making  of  such  letters- 
patent  and  grants  did  not  use,  so  they  be  not  contrary  to 
law,  nor  mischievous  to  the  state,  by  raising  the  prices  of 
commodities  at  home,  or  hurt  to  trade,  or  generally  in- 
convenienV'  &c. 
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Upon  this  exception,  the  law  of  England,  concerning 
Patents  for  Useful  Inventions,  stands  to  this  day. 

The  modern  doctrine,  in  England,  and  undoubtedly  the 
doctrine  of  our  law,  is,  that  in  the  grant  of  a  patent  right, 
a  contract^  or,  as  it  has  been  said,  a  bargain,  takes  place 
between  the  public  and  the  patentee.  As  far  as  the  old 
cases  on  the  subject  of  monopolies  furnish,  like  other 
cases  of  grants  by  the  crown,  rules  and  analogies  for  the 
construction  of  this  species  of  grants  so  far  the  history 
of  monopolies  has  a  bearing  upon  this  branch  of  jurispru- 
dence. But  it  should  always  be  remembered  that  in  the 
grant  of  a  patent  privilege,  as  now  understood,  a  contract 
takes  place  between  the  public  and  the  patentee,  to  be 
supported  upon  the  ground  of  mutual  considerations, 
and  to  be  construed,  in  all  its  essential  features  of  a 
bargain,  like  other  contracts  to  which  there  are  two 
parties,  each  having  rights  and  interests  involved  in  its 
stipulations. 

It  is  necessary  also  to  have  clear  and  correct  notions  of 
the  true  scope  of  a  patent  right,  because  its  nature  and 
character  will  show  whether  there  is  any  close  analogy 
between  such  privileges  and  those  to  which  the  term 
monopoly  is  correctly  applied.  In  this  connection,  there- 
fore, I  shall  attempt  a  brief  general  description  of  the 
subject  of  protection,  in  patent  rights ;  without,  however, 
designing  to  lay  down  definitions,  or  to  draw  exact  lines, 
within,  or  without  which  controverted  cases  may  fall ;  but 
solely  with  the  purpose  of  stating  certain  general  princi- 
ples and  truths,  the  application  and  development  of  which 
may  be  found  to  assist,  in  particular  cases,  the  solution 
of  the  question,  whether  a  particular  invention  or  dis- 
covery is  by  law  a  patentable  subject. 

In  this  inquiry  it  is  necessary  to  commence  with  the 
process  of  exclusion  ;  for  although,  in  their  widest  ac- 
ceptation, the  terms  "  invention  "  and  "  discovery  "  include 
the  whole  vast  variety  of  objects  on  which  the  human  in- 
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tellect  may  be  exercised,  so  that  in  poetry,  in  painting, 
in  music,  in  astronomy,  in  metaphysics,  and  in  every 
department  of  human  thought,  men  constantly  invent 
or  discover,  in  the  highest  and  the  strictest  sense,  their 
inventions  and  discoveries  in  these  departments  are  not 
the  subjects  of  the  patent  law.  Another  branch  of  juris- 
prudence, of  a  kindred  nature,  aims  at  the  protection  and 
establishment  of  property  in  literary  productions,  and  in 
some  of  those  which  fall  within  the  province  of  the  fine 
arts.  The  patent  law  relates  to  a  great  and  comprehen- 
sive class  of  discoveries  and  inventions  of  some  new  and 
useful  effect  or  result  in  matter,  not  referable  to  the 
department  of  the  fine  arts.  The  matter  of  which  our 
globe  is  composed,  is  the  material  upon  which  the  cre- 
ative and  inventive  faculties  of  man  are  exercised,  in  the 
production  of  whatever  ministers  to  his  convenience  or 
his  wants.  Over  the  existence  of  matter  itself  he  has  no 
control.  He  can  neither  create  nor  destroy  a  single  atom 
of  it ;  he  can  only  change  its  form,  by  placing  its  particles 
in  new  relations,  which  may  caiise  it  to  appear  as  a  solid, 
a  fluid,  or  a  gas.  But  under  whatever  form  it  exists,  the 
same  matter,  in  quantity,  that  was  originally  created, 
exists  now,  and,  so  far  as  we  now  know,  will  forever  con- 
tinue to  exist. 

The  direct  control  of  man  over  matter  consists,  there- 
fore, in  placing  its  particles  in  new  relations.  This  is  all 
that  is  actually  done,  or  that  can  be  done,  namely,  to 
cause  the  particles  of  matter  existing  in  the  universe  to 
change  their  former  places,  by  moving  them,  by  muscular 
power  or  some  other  force.  But  as  soon  as  they  are 
brought  into  new  relations,  it  is  at  once  perceived  that 
there  are  vast  latent  forces  in  nature,  which  come  to  the 
aid  of  man,  and  enable  him  to  produce  effects  and  results 
of  a  wholly  new  character,  far  beyond  the  mere  fact  of 
placing  the  particles  in  new  positions.  He  moves  certain 
particles  of  matter  into  a  new  juxtaposition^  and  the 
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chemical  agencies  and  affinities  called  into  action  by 
this  new  contact,  produce  a  substance  possessed  of  new 
properties  and  powers,  to  which  has  been  given  the  name 
of  gunpowder.  He  takes  a  stalk  of  flax  from  the  ground, 
splits  it  into  a  great  number  of  filaments,  twists  them 
together,  and  laying  numbers  of  the  threads  thus  formed 
across  each  other,  forms  a  cloth,  which  is  held  together  by 
the  tenacity  or  force  of  cohesion  in  the  particles,  which 
nature  brings  to  his  aid.  He  moves  into  new  positions 
and  relations  certain  particles  of  wood  and  iron,  in  various 
forms,  and  produces  a  complicated  machine,  by  which  he 
is  able  to  accomplish  a  certain  purpose,  only  because  the 
properties  of  cohesion  and  the  force  of  gravitation  cause 
it  to  adhere  together 'and  enable  the  difierent  parts  to 
operate  upon  each  other  and  to  transmit  the  forces 
applied  to  them,  according  to  the  laws  of  motion.  It  is 
evident,  therefore,  that  the  whole  of  the  act  of  invention, 
in  the  department  of  useful  arts,  embraces  more  than  the 
new  arrangement  of  particles  of  matter  in  new  relations. 
The  purpose  of  such  new  arrangements  is  to  produce  some 
new  effect  or  result,  by  calling  into  activity  some  latent 
law,  or  force,  or  property,  by  means  of  which,  in  a  new 
application,  the  new  effect  or  result  may  be  accomplished. 
In  every  form  in  which  matter  is  used,  in  every  produc- 
tion of  the  ingenuity  of  man,  he  relies  upon  the  laws 
of  nature  and  the  properties  of  matter,  and  seeks  for 
new  effects  and  results  through  their  agency  and  aid. 
Merely  inert  matter  alone  is  not  the  sole  material  with 
which  he  works.  Nature  supplies  powers,  and  forces,  and 
active  properties,  as  well  as  the  particles  of  matter,  and 
these  powers,  forces,  and  properties  are  constantly  the 
subjects  of  study,  inquiry,  and  experiment,  with  a  view  to 
the  production  of  some  new  effect  or  result  in  matter. 

Any  definition  or  description,  therefore,  of  the  act  of 
invention,  which  excludes  the  application  of  the  natural 
law,  or  power,  or  property  of  matter,  on  which  the  inventor 
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has  relied  for  the  production  of  a  new  effect,  and  the 
object  of  such  application,  and  confines  it  to  the  precise 
arrangement  of  the  particles  of  matter  which  he  may 
have  brought  together,  must  be  erroneous.  Let  us  sup- 
pose  the  invention,  for  the  first  time,  of  a  steam-engine, 
in  one  of  its  simplest  forms,  the  use  of  steam  as  a  motive- 
power  having  never  been  discovered  before.  Besides  all 
the  other  powers  of  nature,  of  which  the  inventor  avails 
himself  almost  without  thought,  by  which  the  different 
parts  of  his  machine  are  held  together  and  enabled  to 
transmit  the  forces  applied  to  them,  he  has  discovered 
and  purposely  applied  the  expansive  power  of  steam,  as 
the  means  of  generating  a  force  that  sets  his  machine  in 
motion.  All  that  he  actually  does  with  the  matter  in 
which  this  expansive  power  resides,  is  to  turn  certain 
particles  of  matter  into  certaiA  particles  of  vapor,  and  to 
bring  that  vapor  in  contact  with  an  obstructing  mass  of 
matter,  to  which  it  communicates  motion,  by  pushing  it 
from  its  place.  But  the  invention  consists  in  observing 
and  applying  this  natural  power,  the  expansive  force  of 
steam,  to  produce  the  effect  or  result  of  moving  the 
obstructing  mass  of  matter  from  the  place  where  it  was 
at  resi  It  would  be  singularly  incorrect  and  illogical  to 
say,  that  a  man  who  should  take  a  certain  other  quantity 
of  matter,  and  convert  it  into  a  certain  other  quantity  of 
steam,  and  bring  that  steam  in  contact  with  a  certain 
other  obstructing  mass  of  wood  or  iron,  for  the  purpose 
of  moving  it,  would  not  produce  the  same  effect  by  the 
same .  means,  as  the  person  who  first  discovered  and  ap- 
plied the  expansive  power  of  steam  to  move  a  piece  of 
wood  or  iron. 

Again,  let  us  take  the  case  of  an  improvement  in  the 
art  of  manufacturing  iron,  which  consisted  in  the  discovery 
that  a  blast  of  air  introduced  into  a  smelting  furnace  in  a 
heated  state  produces  an  entirely  different  effect  on  the 
iron  manufactured  from  the  ore,  to  that  produced  by  blow- 
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ing  the  fiimace  with  cold  air.  What  the  inventor  did,  in 
this  case,  was,  to  introduce  a  certain  amount  of  caloric  into 
the  blast  of  air,  on  its  passage  from  the  blowing  apparatus 
into  the  furnace,  thereby  creating  a  blast  of  a  new  charac- 
ter, productive  of  a  new  effect ;  and  any  other  person  who 
should  introduce  caloric  into  a  certain  other  quantity  of 
atmospheric  air,  and  use  that  air,  so  heated,  to  blow  a  smelt- 
ing furnace,  would  do  precisely  the  same  thing.  The  in- 
vention consisted  in  the  discovery  and  application  of  the 
law  or  fact,  that  heated  air  produces  a  different  effect  from 
cold  air,  in  a  particular  art,  and  in  thereby  accomplishing  a 
new  result  in  that  art. 

In  these  and  in  all  other  cases,  there  is  a  particular  ar- 
rangement of  matter,  which  consists  in  the  new  relations 
and  positions  in  which  its  particles  are  placed.  But  be- 
yond this,  there  is  also  the  efiect  or  result  produced  by  the 
action  of  the  forces  of  nature,  which  are  for  the  first  time 
developed  and  applied,  by  the  new  arrangement  of  the 
matter  in  which  th^y  reside.  The  use  and  adaptation  of 
these  forces  is  the  direct  purpose  of  the  inventor ;  it  is  as 
new  as  the  novel  arrangement  of  the  particles  of  matter ; 
and  it  is  far  more  important.  In  fact,  it  is  the  essence  and 
substance  of  the  invention  :  for  if  no  new  effect  or  result, 
through  the  operation  of  the  forces  of  nature,  followed  the 
act  of  placing  portions  of  matter  in  new  positions,  inven- 
tion would  consist  solely  in  new  arrangements  of  particles 
of  inert  matter,  productive  of  no  new  consequences  beyond 
the  fact  of  such  new  position  of  the  particles. 

However  inadequate,  therefore,  the  term  may  be,  to  ex- 
press what  it  is  used  to  convey,  it  is  obvious  that  there  is 
a  characteristic,  an  essence,  or  purpose  of  every  invention, 
which,  in  our  law,  has  been  termed  by  jurists  its  principle  ; 
and  that  this  can  ordinarily  be  perceived  and  apprehended 
by  the  mind,  in  cases  where  the  purpose  and  object  of  the 
invention  does  not  begin  and  end  in  form  alone,  only  by 
observing  the  powers  or  qualities  of  matter,  or  the  laws  of 
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physics,  developed  and  put  in  action  by  that  arrangement 
of  matter,  and  the  eflFect  or  result  produced  by  their  appli- 
cation. Even  in  cases  where  the  subject  of  the  invention 
consists  in  form  alone,  the  principle  or  characteristic  of  the 
invention  is  the  result  produced  by  the  aid  and  through 
the  action  of  the  qualities  of  matter.  Ab,  for  instance,  to 
take  the  simplest  case :  if  I  make  a  round  ball,  for  the  first 
time,  of  clay,  or  stone,  or  wood,  I  do  so  by  putting  the  par- 
ticles of  matter  in  those  relations  and  positions  in  which, 
through  the  attraction  of  cohesion  which  holds  them  to- 
gether, the  result  of  spherical  form  will  be  produced ;  and 
this  result,  so  produced,  is  the  essence  or  principle  of  the 
invention.  In  the  case  of  inventions  which  are  independ- 
ent  of  form,  we  arrive  at  the  principle  of  the  invention  in 
the  same  way.  As  if  I,  for  the  first  time,  direct  a  column 
of  steam  against  a  piece  of  wood  or  iron,  for  the  purpose 
of  producing  motion,  the  characteristic  or  principle  of  my 
invention  consists  in  the  use  and  application  of  the  expan- 
sive force  of  steam  and  the  effect  of  motion  thereby  pro- 
duced ;  and  these  remain  logically  the  same,  whether  the 
form  and  size  of  the  wood  or  iron,  and  the  form  or  size  of 
the  column  of  steam  are  the  same  as  mine,  or  different. 

It  is  apparent,  then,  that  the  mere  novel  arrangement 
of  matter,  irrespective  of  the  purpose  and  effect  accom- 
plished by  such  arrangement  through  the  agency  of  nat- 
ural forces  or  laws,  or  the  properties  of  matter,  is  not  the 
whole  of  invention ;  but  that  the  purpose,  effect,  or  result, 
and  the  application  of  the  law,  force,  or  property  by  means 
of  which  it  is  produced,  are  embraced  in  the  complex  idea 
of  invention,  and  give  the  subject  of  the  invention  its  pecu- 
liar character  or  essence.  And  if  this  is  true,  it  is  easy,  — 
and  as  correct  as  it  is  easy,  —  to  advance  to  the  position 
that  the  discovery  and  application  of  a  new  force  or  law  of 
nature,  as  a  means  of  producing  an  effect  or  result  in  mat- 
ter never  before  produced,  may  in  some  cases  be  the  sub- 
ject of  a  patentable  invention.      When  it  has  been  laid 
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down  that  a  ^  principle,"  —  meaning  by  this  use  of  the  term 
a  law  of  nature,  or  a  general  property  of  matter,  or  rule  of 
abstract  science,  —  cannot  be  the  subject  of  a  patent,  the 
doctrine,  rightly  understood,  asserts  only  that  a  law,  prop- 
erty, or  rule  cannot,  in  the  abstract,  be  appropriated  by 
any  man ;  but  if  an  inventor  or  discoverer  for  the  first  time 
produces  an  effect  or  result,  practically,  by  the  application 
of  a  law,  he  may  so  far  appropriate  that  law,  as  to  be  en- 
titled to  say,  that  whoever  applies  the  same  law  to  produce 
the  same  effect  or  result,  however  the  means,  apparatus, 
forms,  or  arrangements  of  matter  may  be  varied,  practises 
Or  makes  use  of  his  invention,  unless  the  variation  of  means, 
apparatus,  method,  form,  or  arrangement  of  matter  intro- 
duces some  new  law,  or  creates  some  new  characteristic, 
which  produces  or  constitutes  a  substantially  different  re- 
sult For,  in  all  such  cases,  the  peculiarity  of  the  invention 
consists  in  the  effect  produced  by  the  application  of  the 
natural  law,  as  an  agent ;  and  this  effect  is  not  changed  by 
the  use  of  different  vehicles  for  the  action  of  the  agent, 
provided  there  is  still  the  same  agent  operating  substan- 
tially in  the  same  way,  to  produce  substantially  the  same 
effect  or  result 

This  may  be  illustrated  by  several  inventions  or  discov- 
eries, for  which  patents  have  been  granted,  and  which  have 
been  the  subjects  of  litigation.  One  of  the  most  striking 
of  these  cases  is  that  already  mentioned,  of  the  application 
of  a  hot-air  blast  to  the  production  of  a  particular  effect  in 
the  manufacture  of  iron.  It  is  very  easy  to  say,  in  general 
terms,  that  no  man  can  appropriate  to  himself  the  use  of 
caloric,  which  is  a  substance,  or  element,  or  force  in  nature, 
bountifully  supplied,  as  the  common  property  of  mankind. 
But  if  any  man  has  discovered  that  the  use  of  caloric  in  a 
particular  manner,  never  before  observed,  will,  as  a  univer- 
sal fact,  produce  a  particular  effect  of  a  new  character  upon 
matter,  what  reason  can  exist  why  he  should  not  appro- 
priate to  himself  the  production  of  that  effect  by  the  use 
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of  that  particular  agent?  His  appropriation,  in  such  a 
case,  would  embrace  strictly  what  he  has  invented.  It 
may  be  more  or  less  meritorious ;  it  may  have  been  more 
or  less  difficult  or  easy  of  discovery ;  it  is  still  his  inven- 
tion, and  any  one  else  who  does  the  same  thing  after  the 
inventor,  however  he  may  vary  the  particular  means  o& 
apparatus,  practises  that  invention  which  the  inventor  was 
the  first  to  discover  and  announce  to  the  world.  If  the 
patent  law  were  to  say,  in  this  case,  that  the  invention  or 
discovery  could  not  be  appropriated  by  him  who  had  made 
it^  because  caloric  is  the  common  property  of  all  men,  it 
would  be  obliged,  in  consistency,  to  say  that  a  certain  ar- 
rangement of  wood  and  iron,  constituting  a  new  machine, 
could  not  be  appropriated  by  the  inventor,  because  cohe- 
sion, gravitation,  and  the  laws  of  motion,  which  are  all  ap- 
plied by  the  inventor  to  the  accomplishing  a  certain  effect, 
are  the  common  property  of  every  man.  But  the  patent  law 
does  not  come  to  such  determinations.  It  proceeds  upon 
the  truth,  that  while  the  properties  of  matter,  the  forces  or 
elements  of  nature  are  common  property,  any  man  who 
applies  them  to  the  production  of  a  new  and  useful  effect 
in  matter  may  rightfully  claim  to  have  been  the  inventor 
of  that  application  to  the  purpose  of  that  effect  The  ef- 
fect itself  is  what  is  commonly  regarded  as  the  patentable 
subject ;  but  as  that  particular  effect  must  always  be  pro- 
duced by  the  application  of  the  same  properties  of  matter, 
or  the  same  forces  or  elements  in  nature,  it  is  correct  to 
say  that  the  appropriation  rightfully  includes  their  appli- 
cation to  the  production  of  the  effect,  and  tiiat  to  this  ex- 
tent they  may  be  appropriated. 

Inventions  which  consist  in  the  application  of  the  known 
qualities  of  substances,  extend  the  appropriation  of  the  in- 
ventor to  those  qualities  in  the  same  manner  and  in  the 
same  sense.  For  instance,  in  the  case  of  Walton's  improve- 
ment in  the  manufacture  of  cards  for  carding  wool,  &c., 
which  consisted  in  giving  elasticity  and  flexibility  to  the 
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backs  of  the  cards,  by  making  the  sheet  on  the  back,  in 
which  the  teeth  are  inserted,  of  India-rubber,  instead  of 
leather.  The  qualities  of  elasticity  and  flexibility  in  India- 
rubber  were  common  property ;  but  this  did  not  prevent 
tlie  inventor  from  sustaining  a  patent,  which  was  held  to 
*cover  the  general  ground  of  giving  to  the  backs  of  cards 
elasticity  and  flexibility  derived  from  India-rubber,  by 
whatever  form  of  application  of  the  India-rubber  the  effect 
might  be  produced  * 

In  the  same  manner,  inventions  which  consist  in  the  ap- 
plication of  a  well-known  law  of  physical  science,  involve 
and  admit  of  the  appropriation  of  that  law  in  its  applica- 
tion to  the  production  of  the  particular  effect,  however  the 
machinery  or  apparatus  may  be  varied.  There  is  a  known 
law  of  physics,  that  the  evaporation  of  a  liquid  is  promoted 
by  a  current  of  air,  and  this  law  is  common  property.  An 
invention  of  certain  improvements  in  evaporating  sugar 
consisted  in  applying  this  law  by  forcing  atmospheric  air 
through  the  liquid  syrup  by  means  of  pipes,  the  ends  of 
which  were  carried  down  nearly  to  the  bottom  of  the  ves- 
sel containing  the  solution ;  and  it  is  obvious  that  any  per- 
son who  should  apply  the  same  law  to  the  same  purpose, 
tiiough  by  a  different  apparatus,  would  practise  the  same 
invention.  Although,  therefore,  it  is  not  safe,  in  reason- 
ing upon  the  patent  law,  to  lay  down  general  rules  of  an 
abstract  character,  with  the  purpose  of  describing  what 
every  inventor  appropriates  to  himself,  without  regard  to 
the  particular  circumstances  of  the  invention,  yet  it  is,  on 
the  other  hand,  equally  unsafe  to  assume,  because  the  prop- 
erties of  matter,  or  the  laws  of  physics,  or  the  forces  of 
nature  are  common  property,  that  no  inventor  can  estab- 
lish a  claim  of  a  general  character,  irrespective  of  particu- 
lar methods  or  forms  of  matter,  to  the  application  of  such 
properties,  laws,  or  forces  in  the  production  of  a  certain 
effect 

•  See  Posty  §  S12,  §  822-827. 


XXXll  PBELBflNARY  OBSERVATIONS. 

It  is,  in  truth,  wholly  incorrect  to  say  that  the  inventor 
in  such  cases,  because  his  patent  is  held  to  embrace  such 
a  general  claim,  monopolizes  the  law,  property,  or  quality 
of  matter  which  he  has  applied  by  a  particular  means  to 
the  accomplishment  of  a  certain  end.  His  patent  leaves 
the  law,  property,  or  quality  of  matter  precisely  where  it, 
found  it,  as  common  property,  to  be  used  by  any  one,  in 
the  production  of  a  new  end  by  a  new  adaptation  of  a  dif- 
ferent character.  It  appropriates  the  law,  property,  or 
quality  of  matter  only  so  far  as  it  is  involved  in  the  sub- 
ject with  which,  the  means  by  which,  and  the  end  for 
which  the  inventor  has  applied  it;  and  this  application 
constitutes  the  essence  and  substance  of  the  invention  in 
all  cases,  and  is  in  reality  what  the  patentee  has  invented. 
He  cannot  be  deprived  of  it  without  violating  the  princi- 
ples on  which  all  property  in  invention  rests,  and  denying 
the  whole  policy  of  the  patent  law.  The  test  which  marks 
the  extent  and  nature  of  his  just  appropriation  is  the  same 
that  is  applicable  to  every  invention. 

This  test  may  be  stated  thus :  That  the  truth,  law,  prop- 
erty, or  quality  of  matter,  which,  by  reason  of  its  applica- 
tion, enters  into  the  essence  of  an  invention,  may  be 
appropriated,  to  the  extent  of  every  application  which, 
according  to  the  principles  of  law  and  the  rules  of  logic,  is 
to  be  deemed  piracy  of  the  original  invention. 

One  of  the  most  well-settled  as  well  as  soundest  doc- 
trines of  the  patent  law  is,  that  where  form,  arrangement 
of  matter,  proportion,  method  of  construction,  or  apparatus 
employed  are  not  of  the  essence  of  the  invention,  any 
changes  introduced  in  them  which  do  not  effect  a  change 
in  the  characteristic  or  purpose  of  the  invention,  are  chan- 
ges in  immaterial  circumstances.  When  the  patent  is  a 
patent  for  form,  or  particular  arrangement,  or  for  the  ap- 
paratus devised  to  accomplish  a  particular  effect,  changes 
in  these  respects  will  be  changes  in  the  subject-matter  of 
the  invention;  but  in  cases  where  the  invention  has  a 
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characteristic  or  an  aggregate  of  characteristics,  independ- 
ent of  particular  form,  method,  arrangement,  or  apparatus, 
changes  in  these  things  amount  only  to  the  substitution  of 
one  equivalent  for  another,  unless  they  cause  a  change  in 
the  characteristic,  essence,  or,  as  it  is  commonly  called,  the 
principle  of  the  invention.  This  is  very  clearly  seen  in  the 
case  of  machinery.  The  characteristic  or  principle  of  the 
invention  consists  in  producing  a  certain  effect  by  the  ap- 
pKcation  of  motion,  through  a  form  of  apparatus  adapted 
to  that  result  But  if  the  same  effect  of  the  combined 
operation  of  the  different  parts  of  the  mechanism  can  be 
produced  by  substituting  a  different  contrivance,  which 
does  not  change  the  characteristic  of  the  machine,  but  is  a 
mere  equivalent  for  the  part  for  which  it  is  substituted, 
such  a  substitution  is  only  a  different  mode  of  practising 
the  same  invention. 

In  this  sense,  all  inventions  are  independent  of  form,  ex- 
cept those  whose  entire  essence,  purpose,  and  characteris- 
tics begin  and  end  in  form  alone ;  as  wAuld  be  the  case 
with  the  manufacture  of  a  sphere  or  a  cube  for  the  first 
time  ;  and  as  is  the  case  with  all  manufactures,  the  utility 
and  advantage  and  proposed  object  of  which  depend  on 
form.  But  where  there  is  a  purpose  that  does  not  begin 
and  end  in  form  alone,  where  the  form  or  arrangement  of 
matter  is  but  the  means  to  accompUsh  a  result  of  a  char- 
acter which  remains  the  same  through  a  certain  range  of 
variations  of  those  means,  the  invention  is  independent  of 
form  and  arrangement  to  this  extent,  that  it  embraces 
every  application  of  means  which  accomplishes  the  result 
without  changing  its  nature  and  character.  In  other 
words,  it  may  be  stated  as  a  general  proposition,  that  in 
the  characteristic  or  principle  of  an  invention  are  embraced 
the  truth,  law,  property,  or  quality  of  matter  which  is  ap- 
plied to  the  production  of  a  result,  and  the  result  of  such 
application ;  and  that,  by  reason  of  such  application,  the 
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truth,  law,  property,  or  quality  of  matter  is  appropriated, 
to  the  extent  of  all  other  applications  which  a  jury,  under 
the  guidance  of  the  law,  shall  consider  as  a  piracy  of  the 
former. 

In  coming  to  this  result,  the  patent  law  establishes  no 
monopoly  beyond  the  fair  fruits  of  actual  invention.  It 
protects  the  real  inventor  in  the  enjoyment  of  what  he  was 
the  first  to  produce ;  and  it  recognizes,  as  substantive  in- 
ventions, all  changes  which  may  be  produced  in  the  same 
line  of  experiment,  or  in  the  same  department  of  labor, 
which  introduce  new  characteristics,  new  results,  or  new 
advantages  not  embraced  by  the  former  invention.  ••As 
long  as  the  patent  law  exists  at  all  to  afibrd  protection  to 
the  labors  of  ingenious  men,  it  must  proceed  upon  this  fun- 
damental principle.  It  is  now  too  late  in  the  history  of 
civilization  to  question  the  policy  of  this  protection,  which 
forms  a  prominent  feature  in  the  domestic  polity  of  every 
nation  which  has  reached  any  considerable  stage  of  pro- 
gress in  tBie  artfi^  of  civilized  life. 

It  will  be  seen  in  the  following  pages  how  far  these 
views  have  prevailed  in  the  administration  of  the  patent 
law,  in  England  and  America,  and  to  what  extent  they 
have  been  develop/ed  in  particular  cases.  They  have  led, 
in  the  construction  of  patents  in  England,  to  a  somewhat 
difierent  spirit  from  that  which  formerly  animated  the 
courts  of  law  ;  for,  formerly,  the  judges  exercised  their  in- 
genuity to  defeat  every  patent  that  came  before  them,  if 
it  could  by  possibility  be  defeated.  This  was  done  upon 
the  notion,  that  a  patent  is  the  grant  of  a  privilege  against 
'  common  right ;  and  hence  some  judges  were  in  the  habit 
of  saying  thatT  they  were  "  not  fevorers  of  patents."  But 
within  the  last  forty  years  a  different  view  has  been 
adopted ;  the  more  just  and  liberal  doctrine  has  been 
acted  upon,  that  public  policy  requires  the  encouragement 
of  the  inventive  powers  of  ingenious  men,  and  that  this 
policy  is  supported  by  every  consideration  of  justice.   The 
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consequence  has  been,  that  the  patent  law  has  made 
greater  advances,  in  England,  within  the  last  forty  years, 
towards  a  consistent  and  admirable  system  of  justice,  than 
it  has  ever  made  before  during  the  whole  period  that  has 
elapsed  since  the  enactment  of  the  Statute  of  Monopolies. 

In  America,  the  more  liberal  policy  has  always  pre- 
vailed, fix)m  the  time  when  patent  rights  came  under  the 
protection  of  the  general  government ;  and  the  rule  has 
been  often  laid  down  by  the  courts  of  the  United  States 
with  a  good  deal  of  strength,  —  as  if  in  obedience  to  the 
spirit  of  the  Constitution,  —  that  patents  ought  to  be 
construed  Uberally,  Perhaps  the  general  language  which 
has  thus  been  employed  by  judges  would  lead  to  the  con- 
clusion, that  the  leaning  of  the  courts  is,  systematically, 
in  favor  of  the  patentee  and  against  the  public ;  but  this 
tendency  has  not  been  exhibited  so  strongly,  in  practice, 
as  to  derange  the  administration  of  the  law. 

The  truth  is,  a  patent  should  be  construed  as,  what  it 
really  is,  in  substance,  namely,  a  contract  or  bargain 
between  the  patentee  and  the  public,  upon  those  points 
which  involve  the  rights  and  interests  of  either  party. 
These  points  relate  to  the  extent  of  the  claim,  and  to  the 
intelligibility  of  the  description  for  the  piu^poses  of  prac- 
tice. The  first  is  universally  a  question  for  the  court; 
the  last  is  generally  a  question  for  the  jury,  under  the 
direction  of  the  court  As  to  the  first  question,  the  ex- 
tent of  the  claim  presents  at  once  the  relations  between 
the  patentee  and  the  public ;  for  it  involves,  among  other 
things,  the  inquiry,  whether  the  patentee  has  claimed. any- 
thing beyond  what  was  really  his  own  invention.  If,  in 
representing  himself  as  the  inventor  of  the  thing  for 
which  he  has  asked  and  received  a  patent,  the  inventor 
has  included  in  his  claim  anything  that  existed  before,  he 
has  made  a  representation  untrue  in  point  of  fact ;  and 
whether  he  has  made  this  representation  intentionally  or 
unintentionally,  the  grant  of  the  patent  proceeds  upon  it. 
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and,  if  it  is  not  true,  the  grant  is  not  supported  by  an 
existing  consideration,  such  as  the  inventor  has  repre- 
sented it  to  be.  In  determining  this  question  whether 
the  patentee  has  really  included  in  his  claim  something 
•  which  he  did  not  mvent,  two  things  are  to  be  ascertained ; 
first,  whether  he  makes  use  of  anything  not  new;  and 
second,  whether  that  thing,  according  to  the  fair  import  of 
his  language,  is  represented  to  be  a  part  of  the  invention 
which  he  claims  to  have  made.  The  fact  of  whether  he 
makes  use  of  anything  not  new,  is  a  question  depending 
upon  evidence,  if  it  is  not  manifest  on  the  face  of  the 
description.  It  is  upon  the  second  branch  of  the  inquiry, 
whether  the  old  thing  is  really  included  in  the  claim  of 
invention,  that  the  true  principles  of  construction  have  to 
be  applied.  EecoUecting,  on  the  one  hand,  that  if  the 
pu|}lic  have  been  misled,  the  patent  ought  not  to  stand, 
because  of  the  false  representation;  and,  on  the  other 
hand,  that  a  construction,  which  will  destroy  the  patent, 
ought  not  to  be  adopted  lightly,  it  would  seem  to  be  the 
true  rule,  to  construe  the  patent  fairly,  and  so  as  to  arrive 
at  the  just  import  of  the  language  in  which  the  claim  is 
set  forth.  But  if,  after  applying  this  rule,  the  question 
remains  doubtful  whether  the  claim  is  not  broader  than 
the  invention,  then  the  rule  should  be  adopted,  in  favor 
of  the  patent,  that  the  patentee  is  to  be  presumed  to  have 
intended  to  claim  no  more  than  he  has  actually  invented. 
Every  patentee  is  presumed  to  know  the  law,  and  to 
know  that  if  he  includes  in  his  claim  something  which  he 
has  not  invented,  his  claim  is  void.  Such  a  claim  is  a 
kind  of  fraud  upon  the  public,  with  whom  the  applicant 
offers  to  enter  into  a  contract,  when  he  asks  for  his 
patent ;  and  fraud  is  never  to  be  presumed,  but  is  always 
to  be  proved.  The  rule,  therefore,  which  presumes,  in 
doubtful  cases,  that  the  patentee  intended  to  claim  no 
more  than  his  actual  invention,  is  founded  in  a  maxim  of 
general  application  to  contracts ;  and  it  will  be  seen,  in 
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practice,  that  it  has  no  tendency  to  support  patents  which 
ought  not  to  be  supported,  or  to  encourage  loose  and 
sweeping  claims.  In  all  cases  which  are  not  doubtful,  — 
where  it  is  manifest  that  the  claim  admits  of  no  construe- 
tion  but  that  which  makes  it  too  comprehensive  to  be 
Talid,  —  this  rule  will  have  no  application.  The  impo- 
sition attempted  will  be  apparent,  and  the  fraud  —  so  far 
as  it  is  a  fraud  —  will  not  require  to  be  presumed,  but  will 
stand  proved. 

This  rule,  although  not  distinctly  announced  by  any  of 
our  courts,  has  much  to  support  it,  in  several  authorities. 
Judges  would  seem  to  have  had  a  rule  of  this  kind  in 
view,  when  they  have  construed  patents  under  the  guid- 
ance of  the  maxim,  ut  res  magis  valeaty  quam  pereat 
The  use  of  this  maxim,  which  has  often  fui'nished  the 
spirit  of  construction  in  particular  cases,  implies  that  the 
claim  is  to  be  supported,  if  it  can  be  done  without  a 
violation  of  principle.  But  the  rule  has  been  distinctly 
applied,  in  England,  by  the  Court  of  Common  Pleas,  that 
the  patentee  is  tiot  to  be  presumed  to  have  intended  to 
claim  things  which  he  must  have  known  to  be  in  common 
use,  although,  in  describing  his  invention,  he  has  not 
expressly  excluded  them  from  the  claim.  There  are  also 
cases,  in  this  country,  where  it  has  been  held  not  to  be 
necessary  to  use  words  of  exclusion,  in  reference  to 
details,  where  it  appears  from  the  whole  description  of 
the  invention  that  the  new  is  capable  of  being  distin- 
guished from  the  old. 

The  same  rule,  in  cases  of  doubt,  should  be  applied  to 
the  construction,  where  the  question  is,  whether  the  pa- 
tentee has  claimed  as  much  as  he  has  invented ;  that  is  to 
say,  the  specification  should  be  so  construed  as  to  make 
the  claim  coextensive  with  the  actual  invention,  if  this  can 
be  done  consistently  with  principle. 

But  beyond  this  rule  it  is  not  necessary  or  wise  to  go, 
in  the  construction  of  patents.    By  giving  the  patentee 


xxxyiii  preliminabt  observations. 

the  benefit  of  this  presumption,  in  cases  of  doubt,  the 
doubt  will  be  removed,  and  the  patent  will  remain  good 
for  the  real  invention.  But  where  there  is  no  room  for 
doubt,  and  no  occasion  for  the  application  of  the  rule,  but 
the  claim  is  manifestly  broader  or  narrower  than  the  real 
invention,  there  can  be  no  hesitation  about  the  judgment 
to  be  pronounced,  especially  since  the  provisions  of  our 
law,  by  which  a  patent  may  remain  valid  pro  tanto,  after 
the  real  invention  of  the  party  has  been  judicially  ascer- 
tained. 


THE 


LAW    OF   PATENTS. 


ERRATA. 

Page    29,  line  23,y&r  one  statute,  read  our  statute. 
59,  note  5,  ''  Helliwell,       "    HalliweU. 
128,    "     2,  read  tU  res  tnagis  vcdeat,  &c. 
170,    "     1,    "    2  Blatchf.  72. 
184,    "     I,    ^*    Bloomer  V.  McQuewan. 
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'*  370,  note  1,  read  Walton  v.  Lavater. 
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"  385,  line  19,    "    1  Mason,  187. 

"  491,  note  I,  for  9  B.  996,  read  Q.  B.  996. 
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CHAPTER    I. 

OF   THB    SUBJBCT-MATTBB   FOR  WHICH   LBTTIBRS-PATBNT   MAT  BB 

GRANTED. 

§  1.  The  patent  system  of  the  United  States,  having  grown  up 
under  a  positive  grant  of  authority  in  the  Federal  Constitution,  is 
to  be  considered,  in  respect  to  the  subjects  of  the  exclusive  privi* 
lege,  with  reference  to  that  grant,  and  to  the  legislation  which  has 
been  had  under  it.  In  England,  the  corresponding  system  has 
rested  upon  a  proviso  in  the  Statute  of  Monopolies,  which  ex* 
oepted  from  the  prohibitions  of  that  act  letters-patent  granted 
by  the  crown  for  ^^  the  sole  working  or  making  of  any  manner 
of  new  fnanufactures,  within  this  realm,  to  the  first  and  true 
inventor  or  inventors  of  such  manufactures,  which  others  at  the 
time  of  the  making  of  such  letters-patent  and  grants  did  not 
use,  so  they  be  not  contrary  to  the  law,  nor  mischievous  to  the 
state." 

§  2.  The  distinction  thus  established  between  those  exclusive 
privileges  which  the  crown  may  and  those  which  it  may  not 
grant  proceeds  upon  the  principle,  that  a  monopoly,  in  the  pro- 
hibited sense,  is  a  grant  which  restrains  others  from  the  exercise 
of  a  right  or  liberty  which  they  had  before  the  grant  was  made ;  ^ 
whereas  the  exclusive  privilege  intended  to  be  secured  by  letters- 
patent  for  an  invention  contemplates  something  in  which  other 
persons  than  the  inventor  had  not,  before  his  invention,  a  right  to 
deal,  or  which  they  had  not  a  right  to  use,  because  it  did  not  ex- 
ist OUier  persons  than  the  first  inventor  of  a  thing  had  the  same 
right  to  invent  it  that  he  had ;  but  as  he  has  been  the  first  to 
invent  it,  the  patent  system  —  proceeding  upon  the  policy  of  en- 

*  Sir  £.  Coke's  definition  of  a  monopoly,  3  Inst  ISl,  c.  S5. 
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couraging  the  exercise  of  inventive  talent  by  securing  to  the  in- 
ventor an  original  property,  which,  without  protection,  would  have 
rested  only  upon  a  principle  of  natural  justice  —  takes  notice  of 
the  exclusive  right  of  that  first  inventor,  and  makes  it  effectual  by 
assuming  that  he  who  has  first  exercised  the  right  of  invention 
has  bestowed  something  upon  society  which  ought  to  procure  for 
him  thereafter,  at  least  for  a  time,  the  exclusive  right  to  make  or 
use*  that  thing. 

§  8.  This  being  the  leading  idea  of  the  patent  system,  the  ex- 
ecutive and  judicial  departments  of  the  English  government  had 
for  a  long  time  no  other  guide  by  which  to  distinguish  the  proper 
subjects  of  patents,  which  the  crown  could  lawfully  grant,  except- 
ing the  description  in  the  proviso  of  the  Statute  of  Monopolies. 
Accordingly,  the  English  system  of  patents  for  inventions  has 
grown  up  under  the  constructions  given  to  the  term  "  manufac- 
tures." Taking  into  view  the  clear  policy  intended  by  the  proviso 
of  the  statute,  and  the  principle,  that  while  the  subject  could  not 
lawfully  be  restrained  in  the  exercise  of  any  right  of  trade  which 
he  possessed  before  a  particular  grant  to  another,  yet  that  he 
might  be  lawfully  restrained  from  the  exercise  of  any  trade  in  re- 
spect to  a  thing  which  did  not  previously  exist,  and  which  another 
had  invented,  the  English  judges  had  to  consider  what  could  be 
regarded  as  falling  within  the  meaning  of  the  term  ^'  new  manu- 
factures." The  term  itself,  as  well  as  the  purpose  of  the  statute, 
evidently  contemplated  something  to  be  done  or  produced  in  mat- 
ter, as  distinguished  from  a  philosophical  or  abstract  principle. 
The  subjects  of  patents  which  could  be  lawfully  granted  were  to 
be  "  new  manufactures,"  or  "  the  working  or  making  of  new 
manufactures,"  invented  by  the  grantee,  and  which  "  others,"  at 
the  time  of  the  grant,  '^  did  not  use."  Hence,  it  was  apparent 
that  something  of  a  corporeal  nature,  something  to  be  made,  or 
at  least  the  process  of  making  something,  or  of  producing  some 
effect  or  result  in  matter,  or  the  practical  employment  of  art  or 
skill,  and  not  theoretical  conceptions  or  abstract  ideas,  must  con- 
stitute the  subjects  of  the  exclusive  privileges  which  the  crown 
was  authorized  to  grant.^ 

§  4.   But,  subject  to  this  restriction,  the  words  ^^  any  manner  of 

*  See  the  comments  on  the  statute,  in  The  Sang  v,  Wheeler,  2  B.  &  Aid.  849, 
350. 
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new  manufactures,"  in  the  Statute  of  Monopolies,  have  received 
in  construction  a  comprehensive  import.  According  to  the  con- 
struction of  the  courts,  the  word  *'  manufacture  "  is  used  in  the 
statute  in  a  literal  and  a  figurative  sense.  It  is  used  in  a  literal 
sense,  because  it  clearly  includes  any  species  of  new  manufactured 
article,  or  tangible  product  of.  industry ;  or  a  new  machine,  the 
construction  or  production  of  which,  as  an  arrangement  of  matter, 
is  the  result  at  which  the  inventor  aims.  But  when  it  is  extended 
to  include  the  mode  of  producing  an  old  or  well-known  substance, 
or  an  old  and  well-known  effect  upon  matter,  by  a  new  method  or 
process,  it  seems  to  be  used  hi  a  sort  of  figurative  sense ;  because, 
in  such  cases,  it  is  the  method  or  process  of  producing  the  thing 
or  the  effect  that  is  new,  and  is  the  real  subject  of  the  invention ; 
and  the  manufacture,  or  the  result  attained  in  matter,  is  then 
made  to  stand  in  the  place  of  the  new  method  or  process  of  at- 
taining it. 

§  5.  Thus,  "  manufacture  "  has  been  defined  to  be  "  something 
made  by  the  hand  of  man "  ;^  and  it  has  also  been  held  to  include 
the  practice  of  making  a  thing,  or  of  producing  a  result.^    As  in 

'  Per  Lord  Eenyon,  in  Hornblower  v.  Boalton,  S  T.  R.  99. 

'  "  It  was  admitted,  at  the  argument  at  the  bar,  that  the  word  *  manufacture/ 
in  the  statute,  was  of  extensive  signification  ;  that  it  applied  not  only  to  things 
made,  but  to  the  practice  of  making^  to  principles  carried  into  practice  in  a  new 
manner,  and  to  new  results  of  principles  carried  into  practice.  Let  us  pursue  this 
admission.  Under  things  made  we  may  class,  in  the  first  place,  new  compositions 
of  things'  such  as  manufactures  in  the  most  ordinary  sense  of  the  word ;  secondly, 
all  mechanical  inventions,  whether  made  to  produce  old  or  new  effects,  for  a  new 
piece  of  mechanism  is  certainly  a  thiijg  made.  Under  the  practice  ofmakingy  we 
may  class  all  new  artificial  manners  of  operating  w-ith  the  hand,  or  with  instru- 
ments in  common  use,  new  processes  in  any  art  producing  efiects  useful  to  the 
public.  When  the  effect  produced  is  some  new  substance  or  composition  of  things, 
it  should  seem  that  the  privilege  of  the  sole  working  or  making  ought  to  be  for  such 
new  substance  or  composition,  without  regard  to  the  mechanism  or  process  by 
which  it  has  been  produced,  which,  though  perhaps  also  new,  will  be  only  useful 
as  producing  the  new  substance.  Upon  this  ground  Dolland's  patent  was  perhaps 
.  exceptionable,  for  that  was  for  a  method  of  producing  a  new  object-glass,  instead 
of  being  for  the  object-glass  produced.  If  Dr.  James's  patent  had  been  for  his 
method  for  preparing  his  powders,  instead  of  the  powders  themselves^  that  patent 
would  have  been  exceptionable  upon  the  same  ground.  When  the  effect  pro- 
duced is  no  substance  or  composition  of  things,  the  patent  can  only  be  for  the 
mechanism,  if  new  mechanism  is  used,  or  for  the  process,  if  it  be  a  new  method  of 
operating,  with  or  withotit  old  mechanism,  by  which  the  effect  is  produced.    To 
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Watt's  patent  for  ''a  method  of  lessening  the  consumption  of 
steam  and  fuel  in  fire-engines,"  which  was  held,  after  great  con* 
sideration,  to  be  a  good  subject-matter.^  The  distinction  to  which 
this  case  gave  rise,  and  which  greatly  extended  the  meaning  of  the 
ierm  '^  manufacture,"  is  this :  that  although  a  principle,  or  a  rule 
in  mechanics,  or  an  elementary  truth  in  physics,  cannot  be  the 

illastrate  this.  The  efiect  prodaced  by  Mr.  David  Hartley's  invention  for  secur- 
ing buildings  from  fire  is  no  substance,  or  composition  of  things ;  it  is  a  mere  nega- 
tive quality,  the  absence  of  fire.  This  effect  is  produced  by  a  new  method  of  dis- 
posing iron  plates  in  buildings.  In  the  nature  of  things,  the  patent  could  not  be 
for  the  efiect  produced.  I  think  it  could  nol  be  for  making  the  plates  of*  iron, 
which,  when  disposed  in  a  particular  manner,  produced  the  efiect ;  for  those  are 
things  in  common  use.  But  the  invention  consists  in  the  method  of  disposing  those 
plates  of  iron  so  as  to  produce  their  efiect ;  and  that  efiect  being  a  useful  and 
meritorious  one,  the  patent  seems  to  have  been  very  properly  granted  to  him  for 
his  metliod  of  securing  buildings  from  fire.  And  this  compendious  analysis  of  new 
manufactures,  mentioned  in  the  statute,  satisfies  my  doubt,  whether  anything  could 
be  the  subject  of  a  patent  but  something  organized  and  capable  of  precise  specifi- 
cation. But  for  the  more  satisfactory  solution  of  the  other  points  which  are  made 
in  this  case,  I  shall  pursue  this  subject  a  little  further.  In  Mr.  Hartley's  method, 
plates  of  iron  are  the  means  which  he  employs ;  but  he  did  not  invent  those 
means ;  the  invention  wholly  consisted  in  the  new  manner  of  usifig,  or  I  would 
rather  say  of  disposing,  a  thing  in  common  use,  and  which  every  man  might  make 
at  his  pleasure,  and  which,  therefore,  I  repeat,  could  not,  in  my  judgment,  be  the 
subject  of  the  patent.  In  the  nature  of  things  it  must  be  that,  in  the  carrying 
into  execution  any  new  invention,  use  must  be  made  of  certain  means  proper  for 
the  operation.  Manual  labor,  to  a  certain  degree,  must  always  be  employed ;  the 
tools  of  artists  frequently ;  often  things  manufactured,  but  not  newly  invented, 
such  as  Hartley's  iron  plates ;  all  the  common  utensils  used  in  conducting  any 
process,  and  so  up  to  the  most  complicated  machinery  that  the  art  of  man  ever 
devised.  Now  let  the  merit  of  the  invention  be  what  it  may,  it  is  evident  that  the 
patent,  in  almost  all  these  cases,  cannot  be  granted  for  the  means  by  which  it  acts^ 
for  in  them  there  is  nothing  new,  and  in  some  of  them  nothing  capable  of  approba- 
tion. Even  where  the  most  complicated  machinery  is  used,  if  the  machinery  itself 
is  not  newly  invented,  but  only  conducted  by  the  skill  of  the  inventor  so  as  to 
produce  a  new  efiect,  the  patent  cannot  be  for  the  machinery.  In  Hartley's  case 
it  could  not  be  for  the  effect  produced ;  for  the  efiect,  as  I  have  already  observed, 
18  merely  negative,  though  it  was  meritorious:  In  the  list  of  patents  with  which  I 
have  been  furnished,  there  are  several  for  new  methods  of  manufacturing  articles 
in  common  use,  where  the  sole  m^rit  and  the  whole  efiect  produced  are  the  saving  . 
of  time  and  expense,  and  thereby  lowering  the  price  of  the  article,  and  introduc- 
ing it  into  more  general  use.  Now  I  think  these  methods  may  be  said  to  be  new 
manufactur&t,  in  one  of  the  common  acceptations  of  the  word,  as  we  speak  of  the 
manufactory  of  glass,  or  of  any  other  thing  of  that  kind.  Per  Eyre,  C.  J.,  in 
Boulton  V.  Bull,  2  H.  Bl.  492. 
^  Boulton  V.  Bull,  ut  supra  ;  Homblower  v.  Boulton,  ut  supra. 
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subject  of  a  patent,  yet  a  new  principle,  rule,  or  truth,  dev^lopedi 
carried  out,  and  embodied  in  the  mode  of  using  it,  may  be  the 
subject  of  a  patent.  A  mere  principle  is  an  abstract  discovery,  in- 
capable of  answering  the  term  ^^  manufacture  "  ;  but  a  principle 
80  far  embodied  and  connected  with  corppreal  substances,  as  to  be 
in  a  condition  to  act  and  to  produce  effects  in  any  art,  trade,  mys- 
tery, or  manual  occupation,  becomes  the  practical  manner  of  doing 
a  particular  thing.  It  is  no  longer  a  principle,  but  a  process.^  Mr. 
Watt's  invention  was  the  discovery  of  a  practical  means  of  lessen- 
ing the  consumption  of  steam,  by  protecting  the  cylinder  from  the 
external  air,  and  keeping  it  at  a  temperature  not  below  that  of 
steam  itself.  He  thus  brought  a  principle  into  practical  applica- 
tion, by  the  invention  of  a  process  carried  on  by  a  newly  contrived 
machine. 

§  6.  In  like  manner,  a  patent  for  the  application  of  the  flame 
of  gas,  instead  of  the  flame  of  oil,  to  remove  the  superfluous  fibres 
of  lace,  was  sustained.^  So,  too,  where  the  invention  consisted  in 
the  use  and  application  of  lime  and  mine-rubbish  in  the  smelting 
of  iron.  Lord  Eldon  said  there  might  be  a  patent  for  a  new  com- 
bination of  materials  previously  in  use  for  the  same  purpose,  or 
for  a  new  method  of  applying  such  materials.'  But  this  distinc- 
tion has  been  made  still  more  prominent  by  two  more  recent 
cases.  In  one  the  patent  was  for  the  application  of  anthracite, 
combined  with  hot-air  blast,  in  the  smelting  or  manufacture  of 
iron  from  iron-stone,  mine,  or  ore;  and  the  patent  was  sus- 
tained.^ In  the  other,  the  invention  was  of  a  mode  of  welding 
iron  tubes,  without  the  use  of  a  maundril,  or  any  internal  sup- 
port; and  this  patent  was  also 'sustained.^ 

I  7.  These  cases  show  that  the  term  *^  manufacture  "  has  been 
extended  to  include  every  object  upon  which  art  or  skill  can  be  ex- 
ercised, so  as  to  afford  products  fabricated  by  the  hand  of  man,  or 

*  See  the  remarks  of  Eyre,  C.  J.,  ante. 

*  Hall  V.  Jervig,  Webs.  Pat  Cas.  100. 

'  Hill  V.  Thompson,  3  Mer.  626;  Webs.  Pat.  Cas.  287.  In  Morgan  v.  Sea- 
ward, 2  Mees.  &  W.  544,  Mr.  Baron  Parke  said :  **  The  word  *  manufacture/  in  the 
statute,  most  be  construed  one  of  two  ways ;  it  may  mean  the  machine  when  com- 
pleted, or  the  mode  of  constructing  the  machine." 

*  Crane  v.  Price,  Webs.  Pat  Cas.  893,  408. 

*  Buflsell  V.  Cowley,  Webs.  Pat  Cas.  459. 
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by  the  labor  which  he  directs.*  In  this  sense  it  includes  a  pro- 
cess ;  so  that  a  patent  may,  it  is  said,  be  taken  for  a  process, 
method,  or  practical  application  of  a  principle,  that  will  cover 
every  means  or  apparatus  by  which  that  process  or  method  can  be 
carried  on,  or  by  which  tjiat  principle  can  be  applied,  provided  the 
patentee  has  not  only  discovered  the  principle,  but  has  also  in- 
vented some*  mode  of  carrying  it  into  effect.^  Such  has  been  the 
construction  given  to  this  important  clause  in  the  Statute  of 
Monopolies,  upon  which  the  English  patent  system  has  been 
built.  The  recent  English  statutes,,  which  have  employed  only 
the  word  "inventions,"  when  referring  to  the  subjects  of  this 
class  of  patent  privileges,  manifestly  assume  that  the  settled  law 
has  sufficiently  defined  them.^ 

§  8.  In  this  country,  when  the  Constitution  of  the  United  States 
was  framed,  and  the  clause  was  inserted  giving  power  to  Congress 
"  to  promote  the  progress  of  science  and  useful  arts,  by  securing, 
for  limited  times,  to  authors  and  inventors,  the  exclusive  right 
to  their  respective  writings  and  discoveries,"  the  terms  "  inven- 
tors" and  "discoveries"  had  a  well-understood  meaning,  founded 
not  only  upon  the  practice  and  law  of  England,  but  upon  a  simi- 
lar practice  of  some  of  the  States  before  the  adoption  of  the  Con- 
stitution, which,  by  special  grants  in  particular  cases,  often  pro- 
tected new  and  useful  inventions.  Accordingly,  in  the  first  gen- 
eral patent  law  passed  by  Congress,  and  entitled  "  An  act  to 
promote  the  progress  of  useful  arts,"  the  subjects  of  the  patent 
privileges  to  be  granted  were  described  as  the  invention  or  discov- 
ery of  "  any  useful  art,  manufacture,  engine,  machine,  or  device, 
or  any  improvement  therein  not  before  known  or  used."  *  In  the 
next  statute,  the  phraseology  was  first  introduced,  which  has  been 
employed  ever  since,  and  is  continued  in  the  present  patent  law 
(that  of  1886),  namely,  "  any  new  and  useful  art,  machine,  manu- 
facture or  composttion  of  matter,  or  any  new  and  useful  improve- 
ment on  any  art,  machine,  manufacture  or  composition  of  matter, 
not  known  or  used  before  the  application  "  for  a  patent.^ 

• 

^  Webster's  Law  and  Practice,  Supplement,  p.  8. 

■  Forsyth  v.  Riviere,  Webs.  Pat.  Caa.  97,  note.    Per  Alderson,  B.,  in  Jupe  r. 
Pratt,  Ibid.  146,  and  in  Nielson  v,  Hartford,  Ibid.  342. 
»  15  &  16  Vict.  cap.  88  (July  1,  1862). 
*  Act  of  April  10,  1790.  »  Act  of  February  21, 1798. 
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§  9.  I.  An  Art.  What  is  meant  by  the  statute  when  it  de- 
scribes the  subject  of  a  patent  as  "  any  new  and  useful  art,"  or 
"  any  new  and  useful  improvement  on  any  art,"  it  is  not  difficult 
to  understand,  if  we  bear  in  mind  the  general  purpose  of  the  pat- 
ent laws,  and  the  othe)r  classes  of  subjects  which  they  embrace. 
We  have  just  seen  that,  in  order  to  make  a  new  process  or  method 
of  working  or  of  producing  an  effect  or  result  in  matter  a  subject 
of  a  patent  in  England,  a  somewhat  liberal  construction  of  the 
term  "  manufacture "  became  necessary,  by  which  an  improve- 
ment in  the  art  or  process  of  making  or  doing  a  thing  was  made 
constructively  to  be  represented  by  the  term  which  ordinarily 
would  mean  only  the  thing  itself,  when  made  or  done.  It  was 
doubtless  to  avoid  the  necessity  for  this  kind  of  construction  that 
the  framers  of  our  legislation  selected  a  term  which^  propria  vigore^ 
would  embrace  those  inventions  where  the  particular  machinery 
or  apparatus,  or  the  particular  substances  employed,  would  not 
constitute  the  discovery,  so  much  as  a  newly  invented  mode  or 
process  of  applying  them,  in  respect  to  the  order,  or  position,  or 
relations,  in  which  they  are  used.  Thus,  for  example,  in  the  art 
of  dyeing,  or  tanning,  it  is  obvious  that  an  old  article  of  manufac- 
ture may  be  produced  by  the  use  of  old  mate^als,  but  produced 
by  the  application  of  those  materials  in  new  relations.  In  such 
cases  it  might  not  be  practicable  to  claim  the  article  itself,  when 
made,  as  a  new  manufacture,  for  it  might,  as  an  article  of  com- 
merce or  consumption,  differ  in  no  appreciable  way  from  the  same 
kind  of  article  produced  by  the  old  and  well-known  method.  At 
the  same  time  the  new  method  of  producing  the  article  might  be 
a  great  improvement,  introducing  greater  cheapness,  rapidity,  or 
simplicity  in  the  process  itself.  Again,  other  cases  may  be  sup- 
posed, where  the  manufacture  itself,  as  produced  by  a  new  pro- 
cess, would  be  better  than  the  same  manufacture  produced  by  the 
old  process,  as  in  the  different  modes  of  making  iron  from  the 
native  ore ;  and  yet  the  really  new  discovery,  in  such  cases,  could ' 
not  well  be  described  as  a  new  "  manufacture  "  or  a  new  ''  com- 
position of  matter,"  without  a  figurative  use  of  those  terms  which 
it  is  desirable  to  avoid.  This  difficulty  id  avoided  by  the  use  of 
the  term  ^'  art,"  which  was  intended  to  embrace  those  inventions 
where  the  particular  apparatus  or  materials  employed  may  not  be 
the  essence  of  the  discovery,  but  where  that  essence  consists  in 
usmg  apparatus  or  materials  in  new  processes,  methods,  or  rela- 
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tioDs,  SO  as  to  constitute  a  new  mode  of  attaining  an  old  result ; 
or  a  mode  of  attaining  a  new  result,  in  a  particular  department  of 
industry,  which  result  may  not  of  itself  be  any  new  machine, 
manufacture,  or  composition  of  matter;  or  finally,  an  entirely 
new  process  of  making  or  doing  something  which  has  not  been 
made  or  done  before,  by  any  process. 

§  10.  A  case  which  occurred  before  Mr.  Justice  Washington 
furnishes  an  illustration  of  an  ^^  art,"  as  the  subject  of  a  patent. 
The  plaintiff  alleged  himself  to  be  the  inventor  of  a  new  and  use- 
ful improvement  in  the  printing  of  bank-notes,  which  was  said  to 
furnish  an  additional  security  against  counterfeiting.  The  inven- 
tion, as  summed  up  in  his  specification,  was  ^'  to  print  copperplate 
on  both  sides  of  the  note  or  bill ;  or  copperplate  on  one  side  and 
letter-press  on  the  other ;  or  letter-press  on  both  sides  of  a  bank- 
note or  bill,  as  an  additional  security  against  counterfeiting." 
The  art  of  printing  with  both  letter-press  and  copperplate  was  not 
the  invention  of  the  plaintiff.  He  made  use  of  old  materials  and 
processes  in  a  new  manner,  for  the  purpose  of  producing  a  new 
effect,  namely,  a  new  security  against  counterfeiting.  His  patent, 
therefore^  was  for  the  new  application  of  the  process  of  printing  by 
copperplate  and  letter-press,  by  printing  on  both  sides  of  the  note ; 
and  this  new  application  was  held  by  the  court  to  be  an  art,  within 
the  terms  of  the  statute.^ 

§  11.  Another  illustration  is  presented  by  a  patent  for  a  mode 
of  casting  iron  rollers  or  cylinders,  so  that,  when  the  metal  was 
introduced  into  the  mould,  it  should  receive  a  rotary  motion,  by 
which  the  dross  would  be  thrown  into  the  centre  instead  of  upon 
the  surface  of  the  cylinder.  This  was  effected  solely  by  changing 
the  direction  of  the  tube  which  conveyed  the  metal  to  the  mould 
from  a  horizontal  or  perpendicular  position  to  a  direction  ap- 
proaching a  tangent  of  the  cylinder.^ 

§  12. .  Another  very  instructive  illustration  is  presented  in  a 
severely  litigated  case  in  England,  where  an  old  machine  was 
made  use  of  in  a  new  process.     This  case  exhibits  in  a  striking 

1  Kneass  v.  The  Schuylkill  Bank,  4  Washington's  R  9, 12. 
*  McClurg  V.  Eingsland,  1  Hoi^ard,  204.    See  also  Gray  v.  James,  Feters's  Circ 
C.  B.  394. 
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manner  the  advantage  of  a  statute  provision  by  which  a  patent 
may  be  granted  for  an  improvement  in  an  ^^  art."  The  plaintiff 
had  taken  a  patent  for  an  invention,  which  was  one  thing  ac- 
cording to  his  real  discovery,  but  which,  as  described  by  the  title, 
specification,  and  claim,  was  in  truth .  another  thing.  The  im- 
provement which  he  in  fact  invented  constituted  a  new  process 
in  the  art  of  spinning  flax ;  while  his  patent  was  taken  for  a  new 
or  improved  machine  for  spinning  flax.  Before  his  invention,  the 
common  machine  for  spinning  fibrous  substances  was  fitted  with 
slides  by  which  the  ''  reach  "  (the  distance  between  the  retaining 
and  the  drawing  rollers)  could  be  varied  according  to  the  length 
of  the  staple  or  fibre  of  the  article  to  be  spun  ;  and  the  well-known 
principle  of  spinning  fibrous  substances  in  a  dry  state  was,  to  vary 
the  "  reach,"  according  to  the  length  of  the  fibre,  —  the  distance 
for  spinning  dry  flax  into  thread  being  from  fourteen  to  thirty-six 
inches.  But  it  was  not  known  before  the  plaintiff's  discovery, 
that  by  macerating  the  flax  it  could  be  spun  at  a  shorter  ^'  reach  "  ; 
and  the  plaintiff  had  ascertained  by  his  experiments  that  in  a 
macerated  state  flax  could  be  spun  at  a/'  reach  "  of  two  and  one 
half  inches,  and  that  thereby  a  much  finer  thread  could  be  pro- 
duced than  had  previously  been  made  in  any  machine  driven  by 
steam  power.  In  order  to  accomplish  this  new  process  the  plain- 
tiff invented  an  apparatus  for  macerating  the  flax,  which  was  then 
new,  and  he  reduced  the  "  reach  "  of  the  ordinary  spinning  ma- 
chine to  two  and  one  half  inches.  But,  unfortunately,  his  patent 
was  taken,  not  for  a  process,  or  an  improved  process,  of  spinning 
flax,  but  for  ^*  new  and  improved  machinery  for  macerating  flax 
and  other  similar  fibrous  substances  previous  to  drawing  and  spin- 
ning it,  which  is  called  the  preparing  it ;  and  also  for  improved 
machinery  for  spinning  the  same  after  having  been  so  prepared." 
The  patent  was  thus  made  to  cover  not  only  the  machinery  em- 
ployed, but  two  distinct  parts  of  the  machinery ;  namely,  that  for 
preparing  and  that  for  spinning  the  flax  after  it  had  been  pre- 
pared. The  former  was  a  new  invention  of  the  plaintiff,  but  the 
defendant  did  not  use  it ;  he  made  use  of  another  mode  of  macer- 
ating, which  had  been  discovered  subsequently.  The  latter  part 
of  the  patent  was  used  by  the  defendant ;  but  he  denied  that  the 
placing  of  the  rollers  at  the  distance  of  two  and  one  half  inches, 
when  they  had  been  before  placed  at  greater  and  less  distances, 
was  a  patentable  invention.    As  this  was  a  material  part  of  the 
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invention  claimed,  and  the  only  part  used  by  the  defendant,  the 
question  as  to  the  validity  of  the  patent  necessarily  turned  upon 
the  inquiry  whether  the  plaintiff  had  made  a  new  invention  of  a 
machine,  or  had  made  a  patentable  invention  by  changing  the 
^^ reach"  in  the  old  spinning-machine.  It  was  held,  upon  the 
greatest  consideration,  both  at  law  and  in  equity,  and  finally  in 
the  House  of  Lords,  that  this  part  of  the  invention  described  in 
the  patent  and  specification  was  not  a  patentable  subject,  as  it 
was  but  the  application  of  a  machine  already  known  and  in  use 
to  the  new  macerated  state  of  the  fiax.^ 

§  13.  This  decision  resulted  necessarily  from  the  improper  form 
in  which  the  invention  was  claimed.  At  the  same  time,  it  is  clear 
that  the  plaintiff  had  made  a  very  important  invention.  He  had 
discovered,  by  a  long  course  of  experiments,  that  flax  in  a  macer- 
ated state  presents  a  much  shorter  fibre  than  it  has  in  a  dry  state, 
and  that  this  new  state  of  the  flax  admits  of  its  being  spun  at  a 
very  short  "  reach,"  so  as  to  produce  much  finer  thread  than  had 
been  made  before  by  any  ppinning-machine  driven  by  power.  The 
case  is  therefore  not  to  be  regarded  as  deciding  that  this  real  in- 
vention of  the  plaintiff  could  not  be  the  subject  of  a  patent,  but 
that  the  patent  before  the  court  was  invalid,  because  it  claimed 
a  subject  not  patentable.  There  can  be  no  question  that  the 
plaintiff  should  have  described  his  invention  as  an  improved 
process  in  the  art  of  spinning  flax,  making  his  improved  pro- 
cess to  consist,  first,  in  reducing  the  flax  to  a  state  of  macera- 
tion, and  then  spinning  it  at  a  '^  reach  "  of  two  and  one  half 
inches.  There  could  then  have  been  no  ground  to  say  that 
the  use  of  the  old  spinning-machine  (previously  capable  of  spin- 
ning at  variable  distances),  for  the  special  purpose  of  spinning 
macerated  flax,  could  not  be  the  subject  of  a  valid  patent. 
When  the  invention  in  this  case  was  claimed  as  a  new  machine 
or  new  machinery  for  spinning  flax,  on  account  of  the  adapta- 
tion of  the  spinning-machine  to  the  new  macerated  state  of  the 
flax,  the  objection  that  it  was  only  the  use  of  an  old  machine 
on  a  new  occasion  was  fatal  to  the  patent.  But  if  the  pat- 
ent had  been  obtained  for  a  new  process  in  the  art  of  spin- 
ning flax,  consisting  of,  first,  the  maceration,  then  of  the  spin- 
ning at  a  shorter  ^'  reach  "  than  that  at  which  dry  flax  could  be 

^  Kay  V.  Marshall,  2  Webs.  Pat  Cases,  34  -  84. 
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span,  this  objection  would  not  have  prevailed ;  for  the  invention, 
as  claimed,  would  not  have  consisted  in  altering  the  ''  reach  " 
of  the  old  machine,  but  in  a  process  of  spinning  never  before 
used.^ 

§  14.  Although  there  may  be  cases  where  a  patent  might  be 
taken  either  for  a  process  (that  is,  for  a  new  art,  or  an  improve- 
ment in  an  art)  or  for  a  new  manufacture,  or  a  new  machine  or 
combination  of  machinery,  indiflFerently,  yet  it  may  often  become 
necessary  to  ascertain  whether  the  subject-matter  of  a  particular 
patent  which  has  been  issued  is  a  process  or  something  else ;  be- 
cause the  alleged  infringement  may  depend  on  the  construction 
that  is  to  be  given  to  the  claim  of  the  patentee  in  respect  to  this 
question.  Thus  an  important  invention  in  the  manufacture  of 
iron,  consisting  of  a  new  mode  of  rolling  What  are  called  puddler's 
balls,  was  announced  in  the  preamble  of  the  specification  as  '^  an 
improvement  in  the  process  of  manufacturing  iron."  The  real 
invention  consisted  in  causing  the  mass  of  iron  as  delivered  from 
the  puddling  furnace  to  pass  between  vibrating  and  reciprocating 
curved  surfaces,  which  subjected  it  to  a  pressure  that  was  found 
to  expel  the  impurities  of  the  metal  in  a  better  manner  than  the 
old  methods  of  making  puddler's  balls.  Now  it  is  obvious  that 
this  inventor  might  either  have  taken  a  patent  for  a  new  machine 
operating  upon  this  principle,  and  covering  all  devices  whiclj  could 
be  substituted  so  as  to  operate  substantially  in  the  same  way,  or 
he  might  have  taken  a  patent  for  the  new  method  or  process  of 
making  puddler's  balls  by  passing  the  metal  through  vibratory 
and  reciprocating  curved  surfaces,  and  thus  have  entitled  himself 
to  cover  all  machinery  which  accomplished  this  process,  provided 
he  had  given  proper  directions  for  the  construction  of  some  ma- 
chinery by  which  this  process  could  be  applied.  But  the  misfor- 
tune of  his  case  was,  that,  while  he  claimed  to  have  invented  a  pro- 
cess of  manufacturing  iron  not  before  known,  he  so  described  the 
machine  by  which  he  effected  the  operation,  and  so  ambiguously 
summed  up  his  claim  in  respect  to  the  machine,  that  the  Supremer 
Court  of  the  United  States  construed  it  to  be  a  patent  for  a  ma- 
chine, and  not  for  a  process.  It  was  held,  therefore,  that  evidence 
on  the  part  of  the  defendant  that  his  machine  differed  in^mechan- 
ical  structure  and  mechanical  action  from  the  plaintiff's,  which 

'  See  the  note  of  Mr.  Webster  on  thia  case,  2  Pat  Cases,  83. 
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had  been  rejected  at  the  trial,  should  have  been  received  and 
submitted  to  tlie  jury.^ 

§  15.  These  illustrations  will  suffice  to  show  the  importance  of 
a  careful  discrimination  between  an  improved  process  and  an  im- 
proved machine,  manufacture,  or  composition  of  matter,  when  a 
specification  is  to  be  prepared,  —  a  discrimination  that  must  be 
guided  by  the  nature  of  the  invention  and  its  essential  character. 
In  order  to  assist  the  reader  in  forming  the  habits  of  investigation 
on  which  such  an  inquiry  is  to  be  conducted,  it  may  be  useful  now 
to  proceed  to  the  discussion  of  the  following  question :  Assuming 
that  an  invention  has  been  made,  and  that  it  is  primd  facie  to  be 
regarded  as  a  new  process,  and  not  a  new  manufacture  or  ma- 
chine, in  what  is  the  novelty  to  consist,  that  will  entitle  the  in- 
ventor to  claim  it  as  an'improvement  in  an  art,  in  distinction  from 
an  improved  machine  or  manufacture  or  composition  of  matter  ? 

'  Corning  v.  Burden,  15  Howard,  252.  I  am  not  disposed  to  dispute  the  cor- 
rectness of  this  decision,  although  the  specification  manifestly  disclosed  a  discovery 
of  a  new  process,  and  as  clearly  evinced  the  intention  of  the  patentee  to  secure 
the  benefit  of  it.  But  the  instrument  was  unskilfully  constructed,  and  the  deci- 
sion of  the  court  may  be  defended.  But  I  must  express  my  dissent  from  some  of 
the  comments  made  by  the  learned  judge,  who  delivered  the  judgment  of  the 
court,  upon  the  distinction  between  the  patentable  character  of  a  process,  and  the 
patentable  character  of  a  machine.  I  agree  with  him,  of  course,  in  the  observa- 
tion thait  a  process,  eo  nomine^  is  not  the  subject  of  a  patent  under  our  laws,  and 
that  it  is  included  under  the  general  term  *^  useful  art."  But  the  explanations 
given  by  the  learned  judge  of  the  distinction  between  a  process  and  a  machine, 
as  the  subjects  of  patents,  seem  to  oarry  with  them  the  idea  that  a  patentable  pro- 
cess is  confined  to  such  means  or  methods  of  producing  a  result  as  are  not  machin- 
ery ;  but  that  if  the  means  or  methods  are  effected  by  mechanism,  or  mechanical 
combinations,  the  patent  must  necessarily  be  for  a  machine.  If  this  is  a  correct 
view  of  his  meaning,  I  must  dissent  from  it.  A  process  may  be  altogether  new, 
whether  the  machinery  by  which  it  is  carried  on  be  new  or  old.  A  new  process 
may  be  invented  or  discovered,  which  may  require  the  use  of  a  newly  invented 
machine.  In  such  a  case,  if  both  the  process  and  the  machine  were  invented  by  the 
same  person,  he  could  take  separate  patents  for  them.  A  new  process  may  be  car- 
ried on  by  th6  use  of  an  old  machine,  in  a  mode  in  which  it  was  never  used  before, 
as  in  the  example  above  referred  to,  of  spinning  macerated  flax.  In  such  a  case, 
the  patentability  of  the  process  in  no  degree  depends  upon  the  characteristic 
principle  of  the  machine,  although  machinery  is  essential  to  the  process,  and 
although  ^particular  machine  may  be  required.  The  case  of  Le  Boy  v.  Tatham, 
14  Howaifl,  156,  exhibits  a  similar  instance  of  a  claim  so  unfortunately  constructed 
as  not  to  embrace  the  new  process^  which  was  the  real  invention,  but  making  the 
novelty  to  depend  on  the  apparatus  made, use  o£ 
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Thas,  for  example,  supposing  that  the  object  of  the  process  be  to 
make  a  vendible  article,  usefal  in  the  arts,  such  as  is  described  in 
the  statute  by  tlie  general  term  '^  composition  of  matter '' :  must 
the  article,  when  made  by  the  new  process,  possess  properties 
which  render  it  more  valuable  than  the  same  kind  of  article  when 
made  by  the  old  process,  or  is  it  sufficient,  in  order  to  sustain  a 
patent  for  the  new  process  of  making  it,  that  tKe  process  itself 
is  different  from  the  old  process,  while  the  article  itself  is  not  im* 
proved  in  respect  to  its  properties,  and  in  what  must  that  differ* 
ence  consist  ?  Again :  suppose  tliat  there  is  novelty,  both  in  the 
process  of  manufacture,  tnd  in  the  article  or  substance  produced ; 
how  should  the  patent  be  taken  ? 

§  16.  One  of  the  most  simple  cases  of  this  kind  is  to  be  found 
in  Hall's  invention  of  a  new  process  of  manufacturing  lace,  by 
singeing  off  the  superfluous  fibres  of  the  thread,  by  directing  up- 
on it  a  flame  of  gas.  The  flame  of  other  substances  had  been 
used  for  the  same  purpose  before.  The  plaintiff  did  not  rest  his 
claim  upon  any  particular  apparatus  for  applying  the  flame  of  the 
gas,  although  he  described  an  apparatus  fit  for  the  purpose.  What 
he  claimed  was,  the  application  of  the  flame  of  gas  to  the  singeing 
of  lace ;  and  it  appeared  that  the  fibres  of  the  thread  could  be 
more  effectually  removed  by  tliis  process  than  by  the  use  of  other 
flames.  The  case,  therefore,  was  one  where  the  article  manufac- 
tured by  the  new  process  may  be  said  to  have  possessed  other 
properties,  namely,  a  superior  finish,  as  compared  with  the  arti- 
cle manufactured  by  the  old  process*  The  patent  was  sustained ; 
and  the  case  is,  therefore,  an  authority  for  the  position,  that 
whether  the  process  itself,  or  the  means  employed  in  the  manu- 
facture, be  cheaper  or  dearer,  simpler  or  more  complex,  than  the 
old  process,  or  means  employed,  yet  if  it  be  different  in  respect  to 
the  agency  used,  and  the  article  produced  by  it  is  improved  in 
quality,  the  process  is  patentable,  as  an  improvement  in  the  trade 
or  art  of  manufacturing  lace.^ 

§  17. ,  A  similar  case  is  that  of  an  improvement  in  copperplate 
printing,  consisting  in  a  new  mode  of  preparing  the  paper,  by  put- 
ting upon  it  a  glazed  enamelled  surface,  by  means  of  white  lead 
and  size ;  the  effect  or  advantage  gained  being  the  better  exhibi- 

^  Hall  V.  Janrb,  1  Webs.  Fat.  Cas.  100. 
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tion  of  the  fine  lines  of  the  engraving  than  could  be  attained  by 
the  old  modes  of  preparing  the  paper.^  So,  also,  in  another  case, 
where  the  object  of  the  plaintifTs  invention  was  to  render  fabrics 
water-proof,  at  the  same  time  leaving  them  pervious  to  air.  Be- 
fore the  plaintiff's  patent,  a  solution  of  alum  and  soap  was  used, 
and  the  fabric  to  be  rendered  water-proof  was  immersed  therein. 
But  this  produced  a  water-proof  surface  only,  which  was,  more- 
over, not  l&sting.  The  plaintiff's  new  process  consisted  in  immers- 
ing successively  in  two  solutions, — first,  in  a  solution  of  alum  and 
carbonate  of  lime,  and  then  in  a  solution  of  soap.  The  efre.ct  was 
to  make  each  fibre  of  the  cloth  water-pr9of  throughout,  while  the 
whole  fabric  remained  pervious  to  air.^  In  these  and  similar 
cases,  where  it  appears  that  a  superior  article  is  produced  by  a 
change  in  the  method  or  process  of  making  it,  the  true  subject  of 
the  patent  is  the  improved  process,  and  it  is  supported  as  an  in- 
vention by  the  improved  effect,  whether  the  process  be  dearer  or 
cheaper,  simpler  or  more  complicated,  than  the  old  one. 

§  18.  Another  very  important  case  is  presented  by  Crane's  pat- 
ent for  "  an  improvement  in  the  manufacture  of  iron  "  ;  the  im- 
provement consisting  in  a  new  process  of  making  iron,  followed 
by  extremely  important  effects.  Before  the  plaintifTs  patent,  the 
use  of  a  hot-air  blast,  in  the  manufacture  of  iron  with  bituminous 
coal,  was  known,  and  the  use  of  a  cold  blast,  with  anthracite  coal, 
was  known ;  but  the  plaintiff's  invention  consisted  in  a  new  pro- 
cess of  making  iron  with  a  hot  blast  and  anthracite  coal.  The 
effect  of  the  change  in  the  process  was,  that  the  yield  of  the  furna- 
ces was  more,  the  nature,  properties,  and  quality  of  the  iron  bet- 
'  ter,  and  the  expense  of  making  it  less,  than  under  the  former  pro- 
cess. Upon  the  question  whether  this  was  a  patentable  invention, 
Tindal,  C.  J.,  delivering  the  judgment  of  the  Court  of  Common 
Pleas,  said :  ''  We  are  of  opinion,  that  if  the  result  produced  by 
such  a  combination  is  either  a  new  article,  or  a  better  article,  or  a 
cheaper  article,  to  the  public,  than  that  produced  before  by  the  old 
method,  that  such  combination  is  •an  invention  or  manufacture 
intended  by  the  statute,  and  may  well  become  the  subject  of  a 
patent."  ^   By  defining  this  as  a  new  "  manufacture,"  the  learned 

^  Starz  V,  De  La  Rue,  5  Russ.  Chancery  R  322. 
*  Halliwell  v.  Dearman,  1  Webs.  Pat  Gas.  401,  note  (t), 
*"•  Crane  v.  Price,  1  Webs.  Pat  Cas.  875,  409. 
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judge  did  not  simply  mean  that  the  iron  produced  was  a  new  iron ; 
although,  in  respect  to  its  being  of  better  quality,  it  may  be  said 
to  have  been  a  new  article  of  iron ;  since  that  which  has  new 
*  or  superior  properties  is,  in  a  metaphysical  sense,  a  new  thing, 
although  it  is  still  iron.  But  the  word  ^^  manufacture  "  was  here 
used,  as  it  must  be  used,  in  reference  to  any  new  process,  by  an 
English  judge,  when  dealing  with  such  a  case,  as  meaning  the 
art  or  process  of  manufacturing.  Keeping  this  in  view,  it  will  be 
seen  that  the  comprehensive  proposition  laid  down  by  the  court 
in  this  case,  and  the  comments  which  follow  it,  embrace  the  cases 
where  the  process  itself  presents  the  advantages  of  the  change 
from  the  old  to  the  new,  or  where  the  article  manufactured  pre- 
sents such  advantages,  or  where  they  appear  both  in  the  process 
itself  and  in  the  result  of  using  the  process.  Thus,  if  the  article 
made  be  either  new  or  better,  having  different  or  superior  proper- 
ties, the  advantages  are  presented  by  the  thing  itself,  as  made  by 
the  new  process.  If  the  article,  as  made  by  the  new  process,  is  of 
as  good  or  better  quality,  and  cheaper,  the  advantage  of  cheapness 
is  gained  by  a  more  economical  process  than  the  old  one,  and  the 
improvement  appears  in  the  process,  while  the  article  made  by  it 
may  or  may  not  be  new ;  that  is  to  say,  may  or  may  not  possess 
other  new  properties  than  cheapness. 

§  19.  There  is  a  class  of  cases,  some  of  which  have  been  al- 
ready mentioned,  where  the  distinction  between  a  mere  pro- 
cess and  a  machine  has  come  into  view,  in  the  construction  of 
the  particular  patent  in  controversy,  in  pursuance  of  the  general 
rule  of  construction,  by  which  the  real  hivention  is  to  be  benefi- 
cially secured  to  the  patentee,  if  the  terms*f  his  specification  will 
admit  of  it..  These  cases  will  come  under  review  hereafter,  in 
considering  the  application  of  this  rule. 

§  20.  II.  A  Machine.  The  next  subject  of  letters-patent  re- 
cited in  the  statute  is  a'  machine,  or  an  improvement  of  a  machine. 
When  the  supposed  invention  is  not  a  mere  function,  or  abstract 
mode  of  operation,  separate  from  any  pai1;icular  mechanism,  but 
a  function,  or  mode  of  operation  is  embodied  in  mechanism  de- 
signed to  accomplish  a  particular  effect,  it  will  be  a  machine  in  the 
sense  of  the  patent  law.^    A  very  concise  statement  of  the  dis- 

^  Blanchard  v.  Sprague,  3  Sumner,  585,  540. 
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iinction  between  a  machine  and  a  method  or  process  is  to  be 
found  in  a  dictum  of  Mr.  Justice  Heath  :  ^^  When  a  mode  of  do- 
ing a  thing  is  referred  to  something  permanent,  it  is  properly 
termed  an  engine ;  when  to  something  fugitive,  a  metho  j."  ^  But 
witliout  recurring  to  the  distinction  between  a  machine  and  a  pro- 
cess, it  may  be  said  that  a  machine  is  rightfully  the  subject  of  a 
patent  whenever  a  new  or  an  old  effect  is  produced  by  mechanism 
new  in  its  combinations,  arrangements,  or  mode  of  operation. 

§  21.  If  the  subject  of  the  invention  or  discovery  is  not  a  mere 
function,  but  a  function  embodied  in  some  particular  mechanism 
whose  mode  of  operation  and  general  structure  are  pointed  out, 
and  which  is  designed  to  accomplish  a  particular  purpose,  func- 
tion, or  effect,  it  will  be  a  machine,  in  the  sense  of  the  patent 
law.*  A  machine  is  rightfully  the  subject  of  a  patent  when  well- 
known  effects  are  produced  by  machinery  entirely  new  in  all  its 
combinations,  or  when  a  new  or  an  old  effect  is  produced  by 
mechanism,  of  which  the  principle  or  modus  operandi  is  new.^ 
The  word  ^^  machine,"  in  the  statute,  includes  new  combinations  of 
machines,  as  well  as  new  organizations  of  mechanism  for  a  single 
purpose.  Tliere  may  be  a  patent  for  a  new  combination  of  ma- 
chines to  produce  certain  effects,  whether  the  machines  constitut- 
ing the  combination  be  new  or  old.  In  such  cases,  the  thing  pat- 
ented is  not  the  separate  machines,  but  the  combination.^  A  single 
instance  of  such  a  combination  is  presented  by  the  telescope,  in 
which  a  convex  and  concave  glass  of  different  refracting  powers 
are  combined  to  make  the  object-glass.^   .What  constitutes  a  claim 

^  Boulton  t7.  Bull,  2  Hen^lackstone,  468,  46S.  The  meaning  of  the  learned 
judge,  expressed  in  a  more  amplified  form,  appears  to  be  this :  that  an  engine  or 
machine  has  been  invented,  when  mechanism  has  been  constructed,  which  does 
something  in  a  particular  mode ;  and  that  a  method  or  process  has  been  invented, 
when  the  mode  of  doing  a  thing  has  been  devised  that  is  capable  of  being  car- 
ried out  by  various  mechanisms,  and  does  not  require  one  permanent  mechanism. 

'  Blanchard  v.  Sprague,  8  Sumner's  B.  585, 540. 

*  Whittemore  v.  Cutter,  1  Gallis.  480 ;  Boulton  v.  Bull,  2  H.  Bl.  463,  468. 
When  a  mode  of  doing  a  thing  is  referred  to  something  permanent,  it  is  properly 
termed  an  engine;  when  to  something  fugitive,  a  method.  Per  Heath,  J.,  in 
Boulton  V,  Bull. 

*  Barrett  i>.  Hall,  1  Mas.  474 ;  Evans  v.  Eaton,  8  Wheat  454,  476,  506 ;  Prouty 
V.  Draper,  1  Story's  B.  568 ;  Park  v.  Little,  8  Wash.  196 ;  Pitts  v.  AYhitman,  2 
Story's  B.  609  ;  Ames  v,  Howard,  1  Sumner,  482. 

*  DoUand's  case,  Webi.  Pat  Cas.  42,  48. 
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for  a  combination  only,  and  what  will  be  a  claim  for  the  specific 
parts  of  a  machine,  as  well  as  for  the  combination,  is  a  question  of 
construction  on  the  patent  and  specification,  the  rules  for  whicli 
will  be  stated  hereafter. 

§  22.  The  statute  also  makes  a  new  and  useful  ^^  improvement" 
of  a  machine  the  subject  of  a  patent.  A  patent  for  the  improve- 
ment of  a  machine  is  the  same  thing  as  a  patent  for  an  improved 
machine.^  Improvement,  applied  to  machinery,  is  where  a  specific 
machine  already  exists,  and  an  addition  or  alteration  is  made,  to 
produce  the  same  effects  in  a  better  manner,  or  some  new  combi- 
nations are  added,  to  produce  new  effects.^  In  such  cases  the  pat- 
ent can  only  be  for  the  improvement,  or  new  combination.'  The 
great  question,  of  course,  when  an  alleged  invention  purports  to 
be  an  improvement  of  an  existing  machine,  is  to  ascertain  whether 
it  be  a  real  and  material  improvement,  or  only  a  change  of  form. 
In  such  cases,  it  is  necessary  to  ascertain,  with  as  much  accuracy 
as  the  nature  of  such  inquiries  admits,  the  boundaries  between 
what  was  known  and  used  before,  and  what  is  new,  in  the  mode  of 
operation.^  The  inquiry,  therefore,  must  be,  not  whetlier  the  same 
elements  of  motion,  or  the  same  component  parts  are  used,  but 
whether  the  given  effect  is  produced  substantially  by  the  same 
mode  of  operation,  and  the  same  combination  of  powers,  in  both 
machines ;  or  whether  some  new  element,  combination,  or  feature 
has  been  added  to  the  old  machine,  which  produces  either  the 
same  effect  in  a  cheaper  or  more  expedifious  manner,  or  an 
entirely  new  effect,  or  an  effect  that  is  in  some  material  respects 
superior,  though  in  other  respects  similar  to  that  produced  by 
the  old  machine.^ 

§  23.  This  inquiry  will  therefore  involve  the  question,  whether 
the  alleged  improved  machine  operates  upon  the  same  principle  as 
the  former  machine ;  or,  in  other  terms,  whether  it  produces  the 

^  Per  Heath,  J.,  in  Boulton  v.  Bull,  2  H.  Bl.  463,  4S2 ;  and  per  Story»  J.,  in 
Barrett  v.  Hall,  1  Mas.  475. 

'  Whittemore  v.  Cutter,  1  Gallis.  480. 

*  Ibid.*,  Odiorne  v.  Winkler,  2  Gallis.  51. 

*  Whittemore  v.  Cutter,  1  Gallis.  478,  481.  Whether  an  improvement  is 
trifling  and  insignificant,  or  real  and  important,  is  a  question  for  the  jury.  Losh 
p.  Hague,  Webs.  Pat.  Cas.  205. 

*  Whittemore  o.  Cutter,  1  Gallis.  478 ;  Bninton  v.  Hawkes,  4  B.  &  Aid.  640. 
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same  effect  by  the  same  mechanical  means,  or  by  means  which  are 
substantially  the  same.  One  machine  may  employ  the  same  me- 
chanical power  in  the  same  way  as  another  machine,  though  the 
external  mechanism  may  be  apparently  different.  At  the  same 
time  a  machine  may  have  an  external  resemblance  to  another,  and 
yet  may  operate  upon  a  different  principle.^  It  is  therefore  ne- 
cessary, where  the  effect  is  tlie  same,  to  determine  whether  the 
modus  operandi^  the  peculiar  method  of  producing  the  effect,  is 
substantially  the  same.  Where  the  effect  is  different,  the  test  of  a 
sufficient  "  improvement  '*  to  sustain  a  patent  will  be  the  charac- 
ter and  importance  of  the  effect  itself. 

§  24.  There  may  be  a  patent  for  an  improvement  of  a  machine 
that  is  itself  the  subject  of  an  existing  patent.  It  has  been  held 
in  England,  that  a  patent  including  the  subject-matter  of  a  patent 
still  in  force  is  valid,  if  the  improvement  only  is  claimed  in  the 
specification.  In  such  cases,  the  new  patent  will  come  into  force 
after  the  expiration  of  the  old  one,  or  it  may  be  applied  by  using 
a  license  under  the  former  patent,  or  by  purchasing  the  specific 
machine  which  the  former  patent  covers,  before  its  expiration.* 

'  Barrett  v.  Hall,  1  Mas.  470.  In  this  case,  Mr.  Justice  Story  said:  "  The  true 
legal  meaning  of  the  principle  of  a  machine,  with  reference  to  the  Patent  Act,  is 
the  peculiar  structure  or  constituent  parts  of  such  machine.  And,  in  this  view,  the 
question  may  be  very  properly  asked,  in  cases  of  doubt  or  complexity,  of  skilful 
persons,  whether  the  principles  of  two  machines  be  the'  same  or  different  Now, 
the  principles  of  two  machines  may  be  the  same,  although  the  form  or  proportions 
may  be  different.  They  may  substantially  employ  the  same  power  in  the  same 
way,  though  the  external  mechanism  be  apparently  different.  On  the  other  hand, 
the  principles  of  two  machines  may  be  very  different,  although  their  external 
structure  may  have  great  similarity  in  many  respects.  It  would  be  exceedingly 
difficult  to  contend  that  a  machine  which  raised  water  by  a  lever  was  the  same 
9  in  principle  with  a  machine  which  raised  it  by  a  screw,  a  pulley,  or  a  wedge,  what- 
ever in  other  respects  might  be  the  similarity  of  the  apparatus.** 

•  Crane  v.  Price,  Webs.  Pat.  Cas.  383,  413.  In  this  case,  Sir  W.  C.  Tindall,  C.  J., 
said :  '*  Now,  it  is  further  argued,  that,  in  point  of  law,  no  patent  can  be  taken  out 
which  includes  the  subject-matter  of  a  patent  still  running  or  in  force.  No  author^ 
ity  was  cited  to  support  this  proposition ;  and  the  case  which  was  before  Lord 
Tenterden,  and  in  which  he  held,  that  where  an  action  was  brought  for  an  in- 
fringement of  improvements  in  a  former  patent  granted  to  another  person,  and 
still  in  force,  that  the  plaintiff  must  produce  the  former  patent  and  specification ; 
that  at  least  affords  a  strong  evidence  that  the  second  patent  was  good.  (Lewis 
V.  Davis,  3  Car.  &  P.  502.)  Tie  case  of  Harmar  v.  Playne  (14  Yes.  jr.,  ISO,  11 
East,  101 ;  Dav.  Pat  Cas.  811 ;  Fox,  ezparUy  1  Yes.  &  B.  67)  is  a  clear  author- 
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It  has  also  been  held,  that,  in  an  action  for  an  infringement  ot 
a  patent  professing  to  be  an  improTement  on  a  former  patent,  the 
specification  of  that  former  patent  must  be  read.  But  it  is  not 
material  whether  a  machine,  made  according  to  that  specification 
of  the  first  patent,  would  be  useful  or  not,  if  it  be  shown  that  a  ma- 
chine, constructed  according  to  the  subsequent  patent,  is  useful.^ 

§  25.  III.  A  Manufacture.  It  has  been  stated,  in  a  former 
part  of  this  chapter,  that  the  term  ^^  manufacture  "  was  used  in 
the  English  statute  21  Jac.  1  to  denote  anything  made  by  the 
hand  of  man  ;  so  that  it  embraces,  in  the  English  law,  machinery, 
as  well  as  substances  or  fabrics  produced  by  art  and  industry.^ 

ity  on  tlie  same  point ;  and  upon  reason  and  principle  there  appears  to  be  no  objec- 
tion. The  new  patent,  after  the  expiration  of  the  old  one,  will  be  free  from  every 
objection,  and  whilst  the  former  exists,  the  new  patent  can  be  legally  used  by  the 
public  by  procuring  a  license  from  Neilson,  or  by  purchasing  the  apparatus  from 
him,  or  some  of  his  agents ;  and  the  probability  of  a  refusal  of  the  licepse  to  any 
one  applying  for  it  is  so  extremely  remote,  that  it  cannot  enter  into  consideration 
as  a  ground  of  legal  objection." 

See  also  Fox,  ez  parte,  1  Y.  &  B.  67.  Mr.  Webster  puts  this  very  clear  illustra- 
tion :  ^'  For  suppose  a  particular  article — starch,  for  instance — to  be  the  subject  of 
Ietter»-patent,  and  that  all  the  starch  in  the  country  was  patent  starch ;  there  are 
attached  to  the  making  and  selling  of  that  article  certain  exclusive  privileges ;  but 
the  individual  who  has  purchased  it  of  the  patentee  has  a  right  to  sell  it  again,  and 
to  use  it  at  his  will  aiid  pleasure ;  the  exclusive  privileges  are,  in  respect  of  that 
particular  portion  of  the  article  so  sold,  at  an  end,  and  do  not  pursue  it  through 
any  subsequent  stage  of  its  use  and  existence,  otherwise  every  purchaser  of  starch 
would  be  obliged,  according  to  the  terms  of  the  letters-patent,  to  have  a  license  in 
writing,  under  the  hand  and  seal  of  the  patentee ;  the  absurdity  of  which  is  mani- 
festo Hence  it  is  obvious,  that  if  a  person  legally  acquires,  by  license  or  purchase, 
title  to  that  which  is  the  subject  of  letters-patent,  he  may  use  it  or  improve  upon 
it  in  whatever  manner  he  pleases,  in  the  same  manner  as  if  dealing  with  property 
of  any  other  kind." 

'  Lewis  V.  Davis,  Webs.  Pat  Cas.  488,  489. 

'  In  Boulton  v.  Bull,  Heath,  J.,  said :  '*  The  statute  21  Jac.  1  prohibits  all 
monopolies,  reserving  to  the  king,  by  an  express  proviso,  so  much  of  his  ancient 
prerogative  as  shall  enable  him  to  grant  letters-patent,  and  grants  of  privilege,  for 
the  term  of  fourteen  years  and  under,  of  the  sole  working  or  making  of  any 
manner  of  new  manufactures  within  this  realm,  to  the  true  and  first  inventor  and 
inventors  of  such  manufactures.  What,  then,  falls  within  the  scope  of  the  proviso  ? 
Such  manufactures  as  are  reducible  to  two  classes.  The  first  includes  machinery, 
the  second,  substances  (such  as  medicines)  formed  by  chemical  and  other  pro- 
cesses, where  the  vendible  substance  is  the  thing  produced,  and  that  which  operates 
preserves  no  permanent  form.  In  the  first  class  the  machine,  and  in  the  second 
the  substance  produced,  is  the  subject  of  the  patent.  I  approve  of  the  term  *  mann^ 
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§  26.  We  have  seen  also  that  it  came,  by  construction,  to  in- 
clude the  process  of  making  a  thing,  or  the  art  of  carrying  on  a 
manufacture ;  so  that  all  the  various  objects  which  are  now  held 
in  England  to  be  the  subjects  of  letters-patent  are  included  under 
this  term,  which  alone  saves  them  out  of  the  prohibition  of  the 
statute  of  monopolies.^ 

§  27.  Our  statute,  however,  having  made  an  enumeration  of 
the  different  classes  of  subjects  which  in  England  are  held  to  be 
patentable,  it  is  to  be  presumed  that  this  term  was  used  to  describe 
one  of  these  classes  only,  namely,  fabrics  or  substances  made  by 
the  art  or  industry  of  man,  not  being  machinery .^  It  may  some- 
times require  a  nice  discrimination,  to  determine  whether  one  of 
these  classes  does  not  run  into  the  other,  in  a  given  case ;  as,  for 

facture '  in  the  statute,  because  it  precludes  all  nice  refinements ;  it  gives  ns  to 
tmderstand  the  reason  of  the  proviso,  that  it  was  introduced  for  the  benefit  of 
trade.  That  which  is  the  subject  of  a  patent  ought  to  be  specified,  and  it  ought 
to  be  that  which  is  vendible,  otherwise  it  cannot  be  a  manufacture.** 

In  Homblower  v.  Boulton,  8  T.  R.  99,  Lord  Kenyon  defined  the  term  as  '*  some- 
thing made  by  the  hands  of  man."  In  The  King  v.  Wheeler,  2  B.  &  Aid.  349, 
Abbott,  L.  C.  J.,  defined  it  thus :  "  The  word  *  manufactures '  has  been  generally 
understood  to  denote  either  a  thing  made  which  is  useful  for  its  own  sake,  and 
vendible  as  such,  as  a  medicine,  a  stove,  a  telescope,  and  many  others,  or  to  mean 
an  engine  or  instrument,  or  some  part  of  an  engine  or  instrument,  to  be  employed, 
either  in  the  making  of  some  previously  known  article,  or  in  some  other  useful  pur- 
pose, as  a  stockiug-frame,  or  a  steam-engine  for  raising  water  from  mines.  Or  it 
may  perhaps  extend  also  to  a  new  process  to  be  carried  on  by  known  implements, 
or  elements,  acting  upon  known  substances,  and  ultimately  producing  some  other 
known  substance,  by  producing  it  in  a  cheaper  or  more  expeditious  manner,  or  of 
a  better  and  more  useful  kind." 

'  See  Hindmarch  on  Patents,  p.  80. 

'  Perhaps  the  best  general  definition  of  the  term  **  manufacture,"  as  the  subject 
of  a  patent,  would  be,  any  new  combination  of  old  materials,  constituting  a  new 
result  or  production,  in  the  form  of  a  vendible  article,  not  being  machinery.  In 
one  sense,  all  materials  are  old ;  as  the  amount  of  matter  in  existence  does  not 
depend  on  the  will  or  the  skill  of  man,  whatever  he  uses  is,  in  one  sense,  an  old 
material.  In  this  sense,  therefore,  all  that  he  does,  in  producing  a  new  manufac- 
ture, is  to  bring  old  materials  into  a  new  combination,  and  by  so  doing  to  produce 
a  new  result  in  matter.  It  is  this  new  combination,  carried  into,  or  evinced  by,  a 
new  result  or  production,  that  is  the  subject  of  a  patent.  The  use  of  all  the 
materials  in  other  combinations  may  have  been  known  before ;  but  if  they  are 
used  in  a  new  combination,  producing  a  new  result,  there  will  be  a  good  subject 
for  a  patent  for  a  '^  manufacture,"  as  there  is  in  respect  to  "  machinery  "  when  the 
same  thing  is  effected.     See  Cornish  v.  Keene,  Webs.  Pat.  Cas.  512,  517. 
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instance,  when  a  tool  or  instrument  of  a  novel  or  improved  con- 
struction is  produced,  to  be  used  in  connection  with  other  ma- 
chinery, or  to  be  used  separately.  As  an  article  of  merchandise, 
found  and  sold  separately  in  the  market,  such  a  production  would 
be  a  manufacture ;  but,  regarded  with  reference  to  its  use  and  in- 
tended adaptation,  it  might  be  considered  as  a  machine,  or  part  of 
a  machine.  In  determining,  in  such  cases,  how  the  patent  for  the 
article  should  be  claimed,  it  would  probably  be  correct  to  range 
it  under  the  one  or  the  other  of  these  classes,  according,  to  the  fol- 
lowing test.  If  the  article  is  produced  and  intended  to  be  sold 
and  used  separately,  as  a  merchantable  commodity,  and  the  merit 
of  it,  as  an  invention,  consists  in  its  being  a  better  article  than 
had  been  before  known,  or  in  its  being  produced  by  a  cheaper  pro* 
cess,  then  it  may  properly  be  considered  simply  as  a  manufacture. 
But  if  its  merit  appears  only  after  its  incorporation  with  some 
mechanism  with  which  it  is  to  be  used,  and  consists  in  producing, 
when  combined  with  such  mechanism,  a  new  effect,  then  it  should 
be  regarded  as  a  machine,  or  an  improvement  of  an  existing  ma- 
chine. These  dictinctions,  however,  are  not  vitally  important,  to 
be  taken  in  the  patent  itself,  since  it  is  not  necessary  to  the  valid- 
ity of  a  patent,  that  the  thing  should  be  described  with  entire 
accuracy « as  "a  machine"  or  "a  manufacture."  If  the  thing 
itself  is  correctly  described,  and  it  appears  to  be  novel  and  useful, 
and  unites  all  the  other  requisites  of  the  statute,  it  may  be  left 
to  general  interpretation  to  determine  whether  the  subject-matter 
ranges  itself  under  the  one  or  the  other  of  these  classes,  or  whether 
it  partakes  of  the  characteristics  of  both.  But  if  the  subject-mat- 
ter be  neither  a  machine  nor  a  manufacture,  or  composition  of 
matter,  then  it  must  be  an  art.  There  can  be  no  valid  patent, 
except  it  be  for  a  thing  made,  or  for  the  art  or  process  of  making 
or  doing  something. 

§  28.  IV.  A  Composition  of  Matter.  The  last  class  of  pat- 
entable subjects  mentioned  in  the  statute  is  described  by  the  term 
'*  composition  of  matter."  It  includes  medicines,  compositions 
used  in  the  arts,  and  other  combinations  of  substances  intended  to 
be  sold  separately.  In  such  cases  the  subject-matter  of  the  patent 
may  be  either  the  composition  itself,  the  article  produced,  or  it 
may  be  the  mode  or  process  of  compounding  it.  Generally  speak- 
ing, the  patent  covers  both,  because  if  the  composition  is  itself 
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new,  the  process  by  which  it  is  made  must  also  be  new,  and  the 
law  will  protect  both  as  the  subjects  of  invention.  But  if  the 
article  itself  be  not  new,  but  the  patentee  has  discovered  merely 
a  new  mode  or  process  of  producing  it,  then  his  patent  will  not  be 
for  a  new  ^^  composition  of  matter,"  but  for  a  new  *^  art "  of  mak- 
ing that  particular  thing. 

§  29.  With  regard  to  this  class  of  subjects,  it  is  sufficient  to 
observe,  tlutt  the  test  of  novelty  must,  of  course,  be,  not  whether 
the  materials  of  which  the  composition  is  made  are  new,  but 
whether  the  combination  is  new.  Altliough  the  ingredients  may 
have  been  in  the  most  extensive  and  common  use,  for  the  purpose 
of  producing  a  similar  composition,  if  the  composition  made  by 
the  patentee  is  the  result  of  different  proportions  of  the  same  in- 
gredients, or  of  the  same  and  other  ingredients,  the  patent  will  be 
good.^  The  patentee  is  not  confined  to  the  use  of  the  same  pre- 
cise ingredients  in  making  his  compound,  provided  all  the  dififer- 
ent  combinations  of  which  he  makes  use  are  equally  new.^ 

^  Ryan  v.  Goodwin,  8  Sumner's  R.  514,  518.  *  Ibid. 
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CHAPTER    II. 

OF  THB  QUALITIES   AND   POSITION  OP  AN  INVENTION  WHICH  WILL 
HAKE  rr  THE   SUBJECT  OF  LETTEBS-PATENT. 

'  §  30.  In  the  foregoing  chapter,  the  different  kinds  or  classes  of 
inventions  described  in  the  statute  as  the  subjects  of  letters-patent 
have  been  considered.  I',  is  now  necessary  to  ascertain,  with  as 
much  precision  as  the  inquiry  admits  of,  what  is  the  nature  and 
character  of  a  supposed  invention,  that  will  entitle  it  to  be  the 
subject  of  a  patent  privilege.  And  it  is  to  be  observed,  at  the  out- 
set of  this  inquiry,  that  it  is  the  discovert/  or  invention  of  any  new 
and  useful  art,  machine,  manufacture,  or  composition  of  matter, 
or  any  new  and  useful  improvement  on  any  of  these  things,  which 
the  statute  makes  the  subject  of  a  patent.  One  of  the  first  ques- 
tions to  be  considered,  therefore,  in  this  connection,  is,  whether 
there  is  any  special  quality  or  character  necessary  to  a  patentable 
invention,  apart  from  its  novelty  and  utility  ;  and  if  so,  what  that 
quality  or  character  is. 

§  31.  In  discussions  on  the  patentable  character  of  a  particular 
subject,  the  question  has  often  been  raised,  whether  there  is  a 
'^sufficiency  of  invention  "  to  support  a  patent.  This,  it  is  said, 
does  not  depend  on  the  quantity  of  tliought,  ingenuity,  skill,  la- 
bor, or  experiment,  or  on  the  amount  of  money,  which  the  inven- 
tor may  have  bestowed  upon  his  production.  And  it  is  undoubt- 
edly true,  that,  whether  the  invention  was  the  result  of  long  ex- 
periment and  profoimd  search,  or  of  a  merely  accidental  discovery, 
is  not  the  essential  ground  of  consideration  in  determining  the 
patentable  character  of  any  subject.^  Still,  we  read  in  many  of 
the  adjudged  cases  frequent  discussions  of  the  question,  whether 
the  inventive  faculty  has  been  at  work  in  the  production  of  a  par- 
ticular thing.  And  nothing  is  more  common  than  to  witness  at 
the  bar,  in  the  trial  of  patent  causes,  a  great  expenditure  of  evi- 
dence and  argument  upon  the  inquiry  whether  a  particular 
change  from  an  old  to  a  new  article,  process,  method  of  operation, 

^  Crane  v.  Price,  1  Webs.  Pat.  Cas.  411 ;  Earle  v.  Sawyer,  4  Mason,  6. 
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or  combination  amounts  to  an  invention,  within  the  meaning  of 
the  patent  law. 

§  82.  It  may  be  doubted,  whether  all  the  different  forms  of 
stating  or  investigating  the  question  of  sufficiency  of  invention  are 
anything  more  than  different  modes  of  conducting  the  inquiry, 
whether  the  particular  subject  of  a  patent  possesses  the  statute 
requisites  of  novelty  and  utility^  both  of  which  qualities  must  be 
found  uniting  in  it.  Thus  it  may,  in  a  particular  investigation, 
be  necessary  to  consider,  not  whether  an  invention,  in  point  of 
fact,  was  the  result  of  much  thought,  design,  or  ingenuity,  but 
whether  it  may  have  been  so.  It  may  not  be  necessary  that  there 
should  be  positive  or  direct  evidence  of  the  expenditure  of  more 
or  less  tliought,  design,  or  ingenuity,  or  of  a  greater  or  less  de- 
gree of  exercise  of  what  is  sometimes  called  the  inventive  fac- 
ulty. Still,  it  may  be  important  to  see,  that  the  possibility  of 
there  having  been  an  exercise  of  that  mental  process  which  is 
called  invention  is  not  excluded  by  the  character  of  the  supposed 
product  of  the  act  or  process  of  invention  ;  because  the  possibility 
that  the  thing  made,  or  the  result  produced,  was  arrived  at  by 
study  and  experiment,  and  not  by  mere  accident,  although  not  an 
ultimate  test  of  the  right  to  a  patent,  is  one  test  by  which  we  can 
determine  whether  there  is  a  substantial  novelty  in  the  alleged 
invention,  as  compared  with  what  existed  before.  While  the  law 
does  not  look  to  the  mental  process  by  which  the  invention  has 
been  reached,  but  to  the  character  of  the  result  itself,  it  may  still 
require  tliat  the  result  should  be  such  as  not  to  exclude  the  pos- 
sibility of  some  skill  or  ingenuity  having  been  exercised.  It  re- 
quires this,  because  it  requires  that  the  subject-matter  of  a  patent 
shall  be  something  that  has  not  substantially  existed  before,  and 
is  useful  in  contradistinction  to  being  frivolous.  Now,  while  a 
thing  that  is  both  new  and  useful  may  have  been  produced  by  ac- 
cident, and  not  by  design,  yet  it  may  also  have  been  the  fruit  of 
study  and  design.  If,  however,  the  character  of  the  alleged  in- 
vention be  such  that  no  design  or  study  could  possibly  have  been 
exercised  in  its  production,  then  its  character  tends  strongly  to 
show  that  it  does  not  differ  substantially  from  what  had  been 
produced  before ;  or  that  it  is  frivolous  and  immaterial.  While, 
therefore,  the  law  does  not  regard  the  process  by  which  an  inven- 
tion has  been  produced  as  a  decisive  test  of  its  patentable  quali- 
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ties,  it  is  often  necessary  to  see  whether  the  character  of  the  in- 
vention excludes  the  possibility  of  thought,  design,  ingenuity,  or 
labor  having  been  exercised  in  its  production,  or  exercised  to  any 
considerable  extent. 

§  33.  Thus,  if  an  alleged  invention  is  absolutely  frivolous  and 
foolish,  though  it  may  have  the  element  of  novelty,  in  one  sense, 
it  is  not  the  subject  of  a  patent.  So,  too,  mere  colorable  varia- 
tions, or  slight  and  unimportant  changes,  will  not  support  a  pat- 
ent; as  the  immersion  of  cloth  in  a  steam-bath,  with  the  view  of 
damping  it,  instead  of  immersing  it  in  hot  water ;  ^  and  the  sub- 
stitution of  steam  as  the  means  of  heating  hollow  rollers  over 
which  wool  was  to  be  passed,  instead  of  heating  them  by  the  in- 
sertion of  hot  iron  bars.^  In  such  cases,  if  the  consequences  re- 
sulting from  the  change  are  unimportant,  and  the  change  consists 
merely  in  the  employment  of  an  obvious  substitute,  the  discovery 
and  application  of  which  could  not  have  involved  the  exercise  of 
the  inventive  faculty  in  any  considerable  degree,  then  the  change 
is  treated  as  merely  a  colorable  variation,  or  a  double  use,  and  not 
as  a  substantive  invention.^ 

§  34.  On  the  other  hand,  the  comparative  utility  of  the  change^ 
and  the  consequences  resulting  therefrom,  may  be  such  as  to 
show  that  tlie  inventive  faculty  may  have  been  at  work ;  and  in 
sach  cases,  though  in  point  of  fact  the  change  was  the  result  of 
accident,  its  comparative  utility  and  importance  will  afford  a  test  of 
the  amount  of  invention  involved  in  the  change.  Thus,  in  Craue's 
patent  the  invention  consisted  in  the  use  of  anthracite  and  hot-air 
blast,  in  the  manufacture  of  iron,  in  the  place  of  bituminous  coal 
and  hot-air  blast ;  and  the  Court  of  Common  Pleas  said :  "  We 
are  of  opinion,  that  if  the  result  produced  by  such  a  combination 

*  Bex  0.  Fussell,  cited  in  Webster  on  the  Sabject-Matter  of  Patents,  p.  26. 
'  Rex  V,  Lister,  cited  in  Webster  on  the  Sabject-Matter  of  Patents,  p.  26. 

*  The  illustrations  pat  by  Lord  Abinger,  in  Losh  v.  Hagne,  Webs.  Pat.  Cas. 
208,  present  the  distinctions  here  taken  in  an  amusing  form.  *'  If  a  surgeon  had 
gone  to  a  mercer  and  said,  *  I  see  how  well  your  scissors  cut,'  and  he  said,  ^  I  can 
apply  them  instead  of  a  lancet,  by  putting  a  knob  at  the  end,'  that  would  be  quite 
a  different  thing,  and  he  might  get  a  patent  for  that ;  but  it  would  be  a  very  ex- 
traordinary thing  to  say,  that  because  all  mankind  have  been  accustomed  to  eat 
Kup  with  a  spoon,  that  a  man  could  take  out  a  patent  because  he  says  you  might 
eat  peas  with  a  spoon." 
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be  either  a  new  article,  or  a  better  article,  or  a  cheaper  article  to 
the  public  than  that  produced  before  by  the  old  method,  that 
such  a  combination  is  an  invention  or  manufacture  intended  by 
the  statute,  and  may  well  become  the  subject  of  a  patent."  ^  But 
if  the  change  be  immaterial,  and  productive  of  no  beneficial  re- 
sult, so  that  the  end  can  be  attained  as  well  without  as  with  the 
supposed  improvement,  it  will  not  support  a  patent.^ 

§  85.  A  concise  and  lucid  dictum  of  Buller,  J.,  presents  a  capi- 
tal test  of  the  sufficiency  of  many  inventions :  **  If  there  be  any- 
thing material  and  new,  which  is  an  improvement  of  the  trade, 
that  will  be  sufficient  to  support  a  patent."  *  The  term  "  improve- 
ment of  the  trade  "  was  obviously  used  by  the  learned  judge  in 
the  commercial  sense,  meaning  the  production*  of  the  article  as 
good  in  quality  at  a  cheaper  rate,  or  better  in  quality  at  the  same 
rate,  or  with  both  these  consequences  partially  combined.*  Tliere 
are  many  cases  where  the  materiality  and  novelty  of  the  change 
can  be  judged  of  only  by  the  eflFect  on  the  result ;  and  this  effect  is 
tested  by  the  actual  improvement  in  the  process  of  producing  the 
article,  or  in  the  article  itself,  introduced  by  the  alleged  invention. 
To  these  cases  this  test  is  directly  applicable,  'f  bus,  in  Lord  Dud- 
ley's patent,  the  change  consisted  in  the  substitution  of  pit-coal  for 
charcoal  in  the  manufacture  of  iron,  and  it  was  new  both  in  the  pro- 
cess of  manufacture  and  in  the  constitution  of  the  iron.^  In  Neil- 
son's  patent,  the  change  consisted  in  blowing  the  furnace  with  hot 
air  instead  of  cold ;  and  in  Crane's,  the  substitution  of  anthracite 

^  Crane  v.  Price,  Webs.  Pat  Cas.  409.  It  has  been  suggested,  that  if  the  im- 
mersion of  cloth  in  steam  instead  of  hot  water  had  been  attended  with  any  con- 
siderable improvement  in  the  manufacture,  the  change  would  have  been  held 
a  sufficient  substantive  invention  to  have  supported  a  patent.  Webster  on  the 
Subject-Matter,  p.  26,  note  (t). 

*  In  Arkwright's  case,  there  was  evidence  that  the  filleted  cylinder  had  been 
used  before,  both  in  the  way  in  which  he  used  it  and  in  another  way.  Buller,  J., 
said  :  **  If  it  were  in  use  both  ways,  that  alone  is  an  answer  to  it.  If  not,  there  is 
another  question,  whether  the  stripe  in  it  makes  any  material  alteration  ?  For 
if  it  appears,  as  some  of  the  witnesses  say,  to  do  as  well  without  stripes,  and  to 
answer  the  same  purpose,  if  you  suppose  the  stripes  never  to  have  been  used 
before,  that  is  not  such  an  invention  as  will  support  the  patent. **  Rex  v.  Ark- 
wright.  Webs,  Pat.  Cas.  72,  73. 

*  Rex  V.  Arkwright,  Webs.  Pat.  Cas.  71. 

*  See  Mr.  Webster's  note  on  this  dictum,  ut  supra, 

*  Webs.  Pat.  Cas.  14. 
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as  fuel,  in  combination  with  the  hot-blast.  Both  these  processes 
were  great  improvements,  leading  to  a  cheaper  production  of  iron 
of  as  good  or  a  better  quality.^  In  Derosne's  patent,  the  invention 
was  by  the  application  of  charcoal  in  the  filtering  of  sugar,  being 
a  change  in  the  process  of  manufacture,  so  as  to  produce  sugar  in 
a  way  unknown  before.*  In  Hall's  case,  the  use  of  the  flame  of 
gas,  to  singe  off  the  superfluous  fibres  of  lace,  effected  completely 
what  had  been  done  before  in  an  imperfect  manner.^ 

§  86.  In  these  cases,  the  subject  of  each  invention  was  not  the 
particular  machinery  or  apparatus  by  wliich  the  new  application 
was  to  be  made  available,  but  it  was  the  new  application  itself  of 
certain  known  substances  or  agents,  to  produce  a  particular  re- 
sult, differing  either  in  the  process  or  in  the  article  produced 
from  the  former  methods  of  producing  the  same  thing,  and  there- 
by producing  a  better  article,  or  producing  it  by  superior  and 
cheaper  processes.  It  is  obvious  that  the  result,  in  such  cases, 
furnishes  a  complete  test  of  the  sufficiency  of  invention  ;  because 
the  importance  of  the  result  shows  that,  whether  actually  exercised 
or  not,  the  possibility  of  the  exercise  of  thought,  design,  ingenuity, 
and  skill  is  not  excluded.  The  merit  is  the  same,  whether  the  in- 
vention was  the  fruit  of  accident  or  design ;  because  the  merit 
consists  in  having  realized  the  idea,  and  carried  it  out  in  practice. 
But  if  the  idea  and  the  practice  involve  no  beneficial  results,  su- 
perior to  what  had  been  before  attained,  there  could  have  been  no 
scope  for  the  exercise  of  the  inventive  faculty,  because  the  result 
excludes  the  supposition  of  its  having  been  exercised. 

§  37.  The  same  test  is  also  indirectly  applicable  to  another 
class  of  cases,  where  a  particular  instrument  or  machine,  or  com- 
bination of  machinery,  is  the  subject  of  the  patent.  As  in  Ark- 
wright's  case,  the  gist  of  the  objection  was,  that  the  alleged  new 
machinery  did  not  serve  the  purpose  of  spinning  cotton  better 
than  the  machinery  formerly  used.^  In  the  case  of  Brunton's 
patent,  which  covered  two  inventions,  the  one  was  for  an  improve- 
ment in  the  construction  of  chain  cables,  and  the  other  for  an  im- 
provement in  the  construction  of  anchors.     As  to  the  first  inven- 

*  Webs.  Pat  Caa.  191,  278,  375. 

*  IKd.  •  Ibid.  97. 

*  Tke  King  v.  Arkwright,  Webs.  Pat.  Cas.  71. 
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tion,  chain  cables  had  been  formerly  made  with  twisted  links,  a 
wrought-iron  stay  being  fixed  across  the  middle  of  the  opening  of 
each  link  to  keep  it  from  collapsing.  The  alleged  improvement 
consisted  in  making  the  links  with  straight  sides  and  circular  ends, 
and  in  substituting  a  cast-iron  stay  with  broad  ends,  adapted  to 
the  sides  of  the  link,  and  embracing  them.  This  combination  of 
the'  link  and  the  stay  was  calculated  to  sustain  pressure  better 
than  the  old  form.  The  court  considered  the  substitution  of  a 
broad-headed  stay  in  the  link,  in  place  of  a  pointed  stay,  under 
the  circumstances,  a  sufficient  invention  to  support  a  patent,  on 
account  of  the  utility  of  the  substitution,  in  connection  with  the 
principles  to  be  carried  out,  viz.  the  resistance  of  pressure  accord- 
ing to  the  action  of  forces.^ 

§  38.  In  respect  of  the  anchor,  the  invention  consisted  in  mak- 
ing the  two  flukes  in  one,  with  such  a  thickness  of  metal  in  the 
middle,  tliat  a  hole  might  be  pierced  tlirough  it  for  the  insertion 
of  the  shank,  instead  of  joining  the  two  flukes  in  two  distinct 
pieces  by  welding  to  the  shank.  The  hole  was  made  conical  or 
bell-mouthed,  so  that  no  strain  could  separate  the  flukes  from  the 
shank,  by  which  means  the  injury  to  the  iron  from  repeated  heat- 
ing was  avoided,  only  one  heating  being  necessary  to  unite  the 
end  of  the  shank  perfectly  with  the  side  of  the  conical  hole.  But 
it  appeared  at  the  trial  that  the  improvement  in  the  anchor  was 
the  avoiding  the  welding  by  means  well  known  and  practised  iu 
cases  extremely  similar.  It  was  a  case  of  the  simple  application 
of  a  mode  known  and  practised  for  a  similar  purpose  in  other  like 

'  Branton  v.  Hawkes,  4  B.  &  Aid.  540,  550.  Abbott,  C.  J.,  said :  "  As  at  pres- 
ent advised,  I  am  inclined  to  think  that  the  combination  of  a  link  of  this  particu- 
lar form,  with  the  stay  of  the  form  which  he  uses,  although  the  form  of  the  link 
might  have  been  known  before,  is  so  far  new  and  beneficial,  as  to  sustain  a  patent 
for  that  part  of  the  invention,  if  the  patent  had  been  taken  out  for  that  alone.'' 
Bayley,  J.,  said :  *'  The  improvement  in  that  respect,  as  it  seems  to  me,  is  shortly 
this ;  so  to  apply  the  link  to  the  force  to  operate  on  it,  that  that  force  shall  operate 
in  one  place,  namely  at  the  end ;  and  this  is  produced  by  having  a  bar  across, 
which  has  not  the  defect  of  the  bar  formerly  used  for  similar  purposes.  The 
former  bars  weakened  the  link,  and  they  were  weak  themselves,  and  liable  to 
break,  and  then  if  they  broke,  there  might  be  a  pressure  in  some  other  part 
Now,  from  having  a  broad-ended  bar  instead  of  a  conical  one,  and  having  it  to 
lap  round  the  link  instead  of  perforating  it,  that  inconvenience  would  be  avoided ; 
and  therefore  the  present  impression  on  my  mind  as  to  thb  part  of  the  case  is,  that 
the  patent  might  be  supported." 
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cases ;  and  it  did  not  appear  that  anchors  so  made  were  superior 
to  those  which  had  been  made  before.  The  court  were  therefore 
unanimously  of  opinion  that  the  patent,  in  respect  of  the  anchor, 
could  not  be  sustained.^ 

§39.  It  appears,  then,  according  to  the  English  authorities, 
that  the  amount  of  invention,  as  being  siifRcient  or  insufficient  to 
support  a  patent,  may  be  estimated  from  a  compound  view  of  the 
change  effected,  and  the  consequences  of  that  change.  If  the 
change  introduced  is  so  considerable  as  to  warrant  tlie  conclusion 
that  it  may  have  been  the  result  of  thought,  skill,  and  design,  and 
the  consequences  produced  by  it  are  important  and  considerable, 
there  will  be,  it  is  said,  a  sufficiency  of  invention.  But  in  apply- 
ing this  test,  it  is  obviously  necessary  to  view  the  change  and  its 
consequences  as  a  sum,  and  to  see  whether  both,  taken  together, 
are  considerable  or  inconsiderable,  important  or  unimportant. 
The  change  alone  may  be  very  slight,  or  in  point  of  fact  acci- 
dental ;  yet,  if  it  leads  to  consequences  and  results  of  great  prac- 
tical utility,  as  in  the  case  of  Dudley's,  Crane's,  Hall's,  and 
Daniel's  inventions,  and  others  above  mentioned,  the  condition  of 
a  sufficiency  of  invention  is  satisfied.  But  if  both  change  and 
consequences  are  inconsiderable  and  unimportant,  the  condition  is 
not  satisfied.^ 

§  40.  I  am  persuaded,  however,  that  at  least  under  one  statute 
the  question  of  the  patentability  of  an  invention  depends  upon  its 
satisfying  the  statute  requisites  of  novelty  and  utility,  after  the 
subject  is  ascertained  to  belong  to  one  or  the  other  of  the  classes 
mentioned  in  the  statute.®  I  shall  proceed,  therefore,  to  the  con- 
sideration of  those  statute  requirements,  drawing  the  illustrations 
of  their  proper  scope  and  application  alike  from  the  English  and 
the  American  decisions.     And  first,  as  to  the  requisite  of  novelty, 

§  41.  The  subject-matter  of  a  supposed  invention  is  new,  in  the 
sense  of  the  patent  law,  when  it  is  substantially  different  from 

»Ibid. 

•  Webster  on  the  Subject-Matter,  pp.  29,  80. 
'   '  There  are  some  obseryations  by  Mr.  Justice  Nelson,  in  the  case  of  McCormick 
V-  Se}inoar,  2  Blatch.  240,  243,  ivhich  appear  to  me  accurately  to  describe  the 
qualities  belonging  to  a  patentable  inrention. 
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what  has  gone  before  it ;  and  this  substantial  difference,  in  cases 
where  other  analogous  or  similar  things  have  been  previously 
known  or  used,  is  one  measure  of  the  sufficiency  of  invention 
to  support  a  patent.  Our  courts  have,  in  truth,  without  always 
using  the  same  terms,  applied  the  same  tests  of  the  sufficiency 
of  invention,  wliich  the  English  authorities  exhibit,  in  deter- 
mining whether  alleged  inventions  of  various  kinds  possess  the 
necessary  element  of  novelty.  That  is  to  say,  in  determining  this 
question,  the  character  of  the  result,  and  not  the  apparent  amount 
of  skill,  ingenuity,  or  thouglit  exercised,  has  been  examined ;  and 
if  the  result  has  been  substantially  different  from  what  had  been 
effected  before,  the  invention  has  been  pronounced  entitled  to  a 
patent ;  otherwise,  the  patent  has  failed.^ 

§  42.  Thus,  where  the  patent  was  for  an  improvement  in  cop- 
perflate  printing  of  bank-notes,  by  printing  copperplate  on  both 
sides  of  the  note,  or  copperplate  on  one  side,  and  letter-press  on 
the  other,  or  letter-press  on  both  sides,  as  an  additional  security 
against  counterfeiting^ ;  and  the  defendants  had  used  steel-plate 
printing ;  the  question  was,  whether  "  copperplate  printing "  in- 
cluded ^^  steel-plate  printing."  The  plaintiff's  counsel  contended, 
that  even  if  copperplate  did  not  include  steel-plate  printing,  still 
the  use  of  the  latter  by  the  defendants,  applied  to  bank-notes,  to 
produce  the  effect  stated  in  the  patent,  was  a  mere  evasion,  and 
virtually  an  infringement.  Washington,  J.,  instructed  the  jury, 
that  if  the  use  of  steel  plates  was  an  improvement  upon  printing 
from  copperplates,  for  which  a  patent  might  have  been  obtained  by 
the  inventor,  the  use  of  steel  plates  by  the  defendants  could  with 
no  propriety  be  considered  as  an  infringement  of  the  plaintiff's 
right,  unless  it  appeared  that  they  had  also  used  the  plaintiff's 
improvement.^ 

§  43.  This  is  in  substance  the  test  applied  by  Mr.  Justice  Bul- 
ler,  of  ^'  anything  material  and  new  that  is  an  improvement  of  the 
trade."  ^    If  the  process  of  printing  by  steel  plates  was  an  im- 

^  The  application  of  these  tests  is  most  frequently  found  in  cases,  not  where  in- 
sufficiency of  invention  has  been  expressly  the  ground  of  defence,  but  where  the 
question  has  been,  whether  the  patent  did  not  claim  something  that  was  not  new. 

«  Kneass  v.  The  Schuylkill  Bank,  4  Wash.  9,  11. 

*  Cited  ante. 
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proTement,  in  the  manufacture  of  notes,  upon  the  process  of  print- 
ing by  copperplates,  so  as  to  be  a  benefit  to  the  trade  of  manufac- 
turing notes,  it  would  have  been  a  substantive  invention,  and 
therefore  not  an  infringement  upon  the  plaintiff's  patent,  if  stand- 
ing alone. 

§  44.  So,  too,  upon  the  clause  in  the  former  statute,  '^  that  sim- 
ply changing  the  form  or  proportion  of  any  machine  shall  not  be 
deemed  a  discovery,"  Mr.  Chief  Justice  Marshall  held  that  the 
word  "  simply  "  was  of  great  importance ;  that  it  was  not  every 
change  of  form  or  proportion  which  was  declared  to  be  no  discov- 
ery, but  that  which  was  simply  a  change  of  form  or  proportion, 
and  nothing  more.  If  by  changing  the  form  and  proportion  a  new 
effect  is  produced,  there  is  not  simply  a  change  of  form  and  pro- 
portion, but  a  change  of  principle  also.  The  question  will  be, 
therefore,  whether  the  change  has  produced  a  different  effect.^  If 
the  result  of  a  change  is  beneficial  in  a  considerable  degree,  its 
character  will  reflect  back  upon  the  change  itself,  and  aid  in  de- 
termining its  extent.^ 

^  45.  In  like  manner,  Mr.  Justice  Livingston  decided  that  a  pat- 
ent was  invalid,  upon  substantially  the  same  test  as  that  of  Mr. 
Justice  Buller.  The  patent  was  for  an  alleged  invention  in  fold- 
ing and  putting  up  thread  and  floss  cotton  in  a  manner  different 
from  the  ordinary  mode,  so  that  it  would  sell  quicker,  and  for  a 
higher  price  than  the  same  cotton  put  up  in  the  common  way. 
The  article  itself  was  imported,  and  underwent  no  change.  The 
whole  of  the  improvement  consisted  in  putting  up  the  skeins  or 
hanks  in  a  convenient  quantity  for  retailing,  with  a  sealed  wrap- 
per, and  a  label  containing  the  number  and  description  of  the  ar- 
ticle. The  court  declared  that  the  invention,  upon  the  patentee's 
own  showing,  was  frivolous ;  that  it  was  in  no  way  beneficial  to 
the  public,  not  making  the  article  itself  any  better,  or  altering  its 
quality  in  any  way.  In  other  words,  it  was  no  "  improvement  of 
the  trade  "  of  making  the  article  sold,  but  it  was  a  mere  improve- 
ment in  the  art  of  selling  it,  by  which  the  retailer  could  get  a 

^  Davis  V,  Palmer,  2  Brock,  "298,  SIO.    See  also  Pettibone  v.  Derringer,  4 
WaaL  218,  219. 
*  Hall  V.  Wiles,  2  Blatchford,  194  -  200. 
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higher  price  for  the  same  article  than  could  be  obtained  by  putting 
it  up  without  the  label.^ 

'  ^  Langdon  v.  DeGroot,  1  Paine's  C.  C.  R.  203.  The  learned  judge  said:  "  The 
invention  is  for  folding  the  thread  and  floss  cotton  in  a  manner  a  little  different 
fix)m  the  ordinary  mode,  in  which  form  the  cotton  will  sell  quicker  and  higher  by 
twenty-five  per  cent  than  the  same  cotton  put  up  in  the  common  way.  The  cotton 
thus  folded  is  imported  from  the  factory  of  Holt,  in  England.  The  article  itself 
undergoes  no  change ;  and  the  whole  of  the  improvement — for  it  is  a  patent  for  an 
improvement — consists  in  putting  up  skeins  of  it,  perhaps  of  the  same  size  in  which 
they  are  imported,  decorated  with  a  label  and  wrapper ;  thus  rendering  their  ap- 
pearance somewhat  more  attractive,  and  inducing  the  unwary,  not  only  to  give  it 
a  preference  to  other  cotton  of  the  same  fabric,  quality,  and  texture,  but  to  pay 
an  extravagant  premium  for  it  When  stripped  of  these  appendages,  which  must 
be  done  before  it  is  used,  the  cotton  is  no  better  in  any  one  respect  than  that  of 
Holt's  retailed  in  the  way  put  up  by  him.  AH  this  came  out  on  the  plaintiff's 
own  testimony. 

•*  Now,  that  such  a  contrivance  —  for  with  what  propriety  can  it  be  termed  a 
useful  art,  within  the  meaning  of  the  Constitution? — may  be  beneficial  to  a  paten- 
tee, if  he  can  exclude  from  the  market  all  other  retailers  of  the  very  same  article, 
will  not  be  denied  ;  and  if  to  protect  the  interest  of  a  patentee,  however  frivo- 
lous, useless,  or  deceptive  his  invention  may  be,  were  the  sole  object  of  the  law,  it 
must  be  admitted  that  the  plaintiff  has  made  out  a  satisfactory  title  to  his  patent. 

*''  But  if  the  utility  of  an  invention  is  also  to  be  tested  by  the  advantages  which 
the  public  are  to  derive  from  it,  it  is  not  perceived  how  this  part  of  his  title  is  in 
any  way  whatever  established.  Is  the  cotton  manufactured  by  himself,  which  is 
put  up  in  this  way  ?  The  very  label  declares  it  to  be  that  of  another  man.  Is 
anything  done  to  alter  its  texture  or  to  render  it  more  portable,  or  more  conven- 
ient for  use  ?  Nothing  of  this  kind  is  pretended.  Does  the  consumer  get  it  for 
less  than  in  its  imported  condition  ?  The  only  ground  on  which  the  expectation 
of  a  recover}'  is  built  is,  that  he  pays  an  enormous  additional  price,  for  which  he 
literally  receives  no  consideration. 

"  It  is  said  that  many  ornamental  things  are  bought  of  no  intrinsic  value,  to  gratify 
the  whim,  taste,  or  extravagance  of  a  purchaser,  and  that  for  many  of  these  articles 
patents  are  obtained.  This  may  be  so ;  but  in  such  cases  there  is  no  deception, 
no  false  appearances ;  and  the  article  is  bought  to  be  used  with  all  its  decorations 
and  ornaments,  which  may  have  been  the  principal  inducements  to  the  purchase, 
and  which  will  last  as  long  as  the  article  itself.  In  this  the  sight  or  pride  of  the 
party  is  gratified.  But  here  it  is  the  cotton  alone  which  it  is  intended  to  buy,  and 
the  little  label  and  wrapper  appended  to  it,  and  which  constitute  the  whole  of  the 
improvement,  however  showy,  are  stripped  off  and  thrown  away  before  it  can  be 
used.  And  when  that  is  done,  which  may  be  at  the  very  moment  of  its  purchase, 
the  cotton  is  no  better,  whatever  the  buyer  at  the  time  may  think,  than  when  it 
first  left  the  factory. 

'*  When  Congress  shall  pass  a  law,  if  they  have  a  right  so  to  do,  to  encourage  dis- 
coveries, by  which  an  article,  without  any  amelioi*ation  of  it,  may  be  put  off  for  a 
great  deal  more  than  it  is  worth  and  is  actually  selling  for,  it  will  be  time  enough 
for  courts  to  extend  their  protection  to  such  inventions,  among  which  this  may  be 
very  fiiirly  classed.'' 
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§  46.  So,  too,  where  the  question  was  whether,  in  a  patent  for 
a  machine  for  making  wool-cards,  the  patentee  had  not  claimed 
what  had  been  substantially  done  before,  —  his  claim  being  for  the 
whole  machine,  which  comprehended  several  distinct  operations  or 
stages  in  the  manufacture,  —  Mr.  Justice  Story  said  the  question 
was,  whether  either  of  these  effects  had  been  produced  in  the  ma- 
chines formerly  in  use  by  a  combination  of  machinery,  or  mode  of 
operation  substantially  the  same  as  in  the  machine  of  the  patentee. 
That  it  would  not  be  sufficient  to  protect  the  plaintiff's  patent, — 
it  being  for  the  whole  machine,  —  that  his  specific  machine,  with 
all  its  various  combinations  and  effects,  did  not  exist  before  ;  be- 
cause, if  the  different  effects  embraced  in  it  were  all  produced 
by  Uie  same  application  of  machinery,  in  separate  parts,  and  he 
merely  combined  them,  or  added  a  new  effect,  such  combina* 
tion  would  not  sustain  his  patent  for  the  whole  machine;^  that 

*  Whittemore  o.  Cutter,  1  Gallis.  478.  In  this  case,  the  learned  judge  said: 
^  It  is  difficult  to  define  the  exact  cases  when  the  whole  machine  may  be  deemed 
a  new  inTention,  and  when  only  an  improvement  of  an  old  machine ;  the  cases 
often  approach  very  near  to  each  other.  In  the  present  improved  state  of  ma^ 
chiner}',  it  is  almost  impracticable  not  to  employ  the  same  elements  of  motion,  and, 
in  some  particulars!,  the  same  manner  of  operation,  to  produce  any  new  effect. 
Wheels,  with  their  known  modes  of  operation,  and  known  combinations,  must  be 
of  very  extensive  employment  in  a  great  variety  of  new  machines ;  and  if  they 
coald  not,  in  the  new  invention,  be  included  in  the  patent,  no  patent  could  exist 
for  a  whole  machine  embracing  such  mechanical  powers. 

**  Where  a  specific  machine  already  exists,  producing  certain  effects,  if  a  mere 
addition  is  made  to  such  machine,  to  produce  the  same  effects  in  a  better  manner, 
a  patent  cannot  be  taken  for  the  whole  machine,  but  for  the  improvement  only. 
Hie  case  of  a  watch  is  a  familiar  instance.  The  inventor  of  the  patent  lever, 
without  doubt,  added  a  very  useful  improvement  to  it ;  but  his  right  to  a  patent 
could  not  be  more  extensive  than  his  invention.  The  patent  could  not  cover  the 
whole  machine  as  improved,  but  barely  the  actual  improvement.  The  same  illus- 
tration might  be  drawn  from  the  steam-engine,  so  much  improved  by  Messrs.  Watt 
and  Boalton.  In  like  manner,  if  to  an  old  machine  some  new  combinations  be 
added,  to  produce  new  effects,  the  right  to  a  patent  is  limited  to  the  new  combina- 
tioBs.  A  patent  can  in  no  case  be  for  an  effect  only,  but  for  an  effect  produced 
bf  a  given  manner,  or  by  a  peculiar  operation.  For  instance,  no  patent  can  be 
obtained  for  the  admeasurement  of  time,  or  the  expansive  operations  of  steam ; 
bat  only  for  a  new  mode  or  new  application  of  machinery  to  produce  these  effects; 
and  therefore,  if  new  effects  are  produced  by  an  old  machine  in  its  unaltered 
state,  I  apprehend  that  no  patent  can  be  legally  supported,  for  it  is  a  patent  for 
an  effect  only. 

"  On  the  other  hand,  if  wellrknown  effects  are  produced  by  machinery  in  all  its 
combinations  erUirdy  new,  a  patent  may  be  daimed  for  the  whole  machine.    So^ 
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is  to  say,  without  looking  at  the  apparent  amount  of  skill  or  in- 
vention involved  in  bringing  these  several  modes  of  operation  into 
one  machine,  which  was  not  the  invention  claimed,  if  the  result 
accomplished  thereby  did  not  differ  substantially,  in  respect  to  the 
processes  embraced  in  it,  from  what  had  been  done  before  in  sep- 

if  the  principles  of  the  machine  are  new,  either  to  produce  a  new  or  an  old  effi^ct, 
the  inventor  may  well  entitle  himself  to  the  exclusive  right  of  the  whole  machine. 
By  the  principles  of  a  machine  (as  these  words  are  used  in  the  statute)  is  not 
meant  the  original  elementary  principles  of  motion,  which  philosophy  and  science 
have  discovered,  but  the  modus  operandi^  the  peculiar  device  or  manner  of  pro- 
ducing any  given  efiect.  The  expansive  powers  of  steam,  and  the  mechanical 
powers  of  wheels,  have  been  understood  for  many  ages ;  yet  a  machine  may  well 
employ  either  the  one  or  the  other,  and  yet  be  so  entirely  new,  in  its  mode  of 
applying  these  elements,  as  to  entitle  the  party  to  a  patent  for  his  whole  com- 
bination. The  intrinsic  difficulty  b  to  ascertain,  in  complicated  cases  like  the 
present,  the  exact  boundaries  between  what  was  known  and  used  before,  and 
what  is  new,  in  the  mode  of  operation. 

'*  The  present  machine  is  to  make  cotton  and  woollen  cards.  These  were  not  only 
made  before  the  present  patent,  by  machinery,  but  also  by  machinery  which,  at 
different  times,  exhibited  very  different  stages  of  improvement  The  gradual  pro- 
gress of  the  invention,  from  the  first  rude  attempts  to  the  present  extraordinary 
perfection,  from  the  slight  combination  of  simple  principles  to  the  present  wonder- 
ful combinations,  in  ingenuity  and  intricacy  scarcely  surpassed  in  the  world,  has 
been  minutely  traced  by  the  witnesses  on  the  stand.. 

'*  The  jury,  then,  are  to  decide  whether  the  principles  of  Mr.  Whittemore's  ma- 
chine are  altogether  new,  or  whether  his  machine  be  an  improvement  only  on 
those  wliich  have  been  in  use  before  his  invention.  I  have  before  observed  that 
the  principles  are  the  mode  of  operation.  If  the  same  effects  are  produced  by  two 
machines  by  the  same  mode  of  operation,  the  principles  of  each  are  the  same.  If 
the  same  effects  are  produced,  but  by  a  combination  of  machinery  operating  sub- 
stantially in  a  different  manner,  the  principles  are  different. 

^  The  great  stages  (if  I  may  so  say)  in  making  the  cards  by  Whittemore's  ma- 
chine, which  admit  of  a  separate  and  distinct  operation  in  the  machinery,  are,  — 
1.  The  forming  and  bending  the  wire;  2.  The  pricking  the  leather;  3.  The 
sticking  the  wire  into  the  leather ;  and,  4.  The  crooking  the  wire  afler  its  inser- 
tion. Were  either  of  these  effects  produced  in  the  machines  formerly  in  use  by  a 
combination  of  machinery  or  mode  of  operation  substantially  the  same  as  in  this 
machine  ?  If  so,  then  cleaHy  his  patent  could  only  be  for  an  improvement,  and 
of  course  it  is  void ;  if  not,  then  his  patent  is  free  from  any  objection  on  the  ground 
of  being  broader  than  his  invention.  It  will  not  be  sufficient,  to  protect  the  plain- 
tiff's patent,  that  this  specific  machine,  with  all  its  various  combinations  and  effects, 
did  not  exist  before  ;  for  if  the  different  effects  were  all  produced  by  the  same  ap^ 
plication  of  machinery  in  separate  parts,  and  he  merely  combined  them  together, 
or  added  a  new  effect,  such  combination  would  not  sustain  the  present  patent,  any 
more  than  the  artist,  who  added  the  second-hand  or  repeater  to  a  watch,  could 
have  been  entitled  to  a  patent  for  the  whole  watcL** 
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arate  machines,  the  subject-matter  claimed  as  the  invention  was 
not  new. 

§  47.  On  the  other  hand,  where  the  patent  claimed,  as  the  in- 
vention of  the  party,  a  new  and  useful  improvement  in  the  making 
of  friction-matches,  by  means  of  a  new  compound,  and  it  was  said 
thai  the  ingredients  had  been  used  before  in  the  making  of  matches, 
the  court  said  that  the  true  question  was,  whether  the  materials 
had  been  used  before  in  the  same  combination*  and  if  not,  that 
the  combination  was  patentable,  however  apparently  simple  it 
might  be.  That  is  to  say,  if  the  result  at  which  the  inventor  had 
arrived  —  the  production  of  a  friction-match,  by  a  particular  com- 
bination of  materials  —  was  new,  there  was  a  sufficiency  of  in- 
vention, without  looking  at  the  apparent  facility  or  difficulty  of 
accomplishing  it.^ 

§  48.  So,  too,  where  it  was  said  in  the  defence  that  a  machine 
for  cutting  ice  was  .but  an  application  of  an  old  invention  to  a  new 
purpose,  it  being  likened  to  the  common  carpenter's  plough,  the 
conrt  distinguished  the  machine  from  everything  that  had  been 
made  before,  by  pointing  out  that  such  a  combination  of  apparatus 
had  not  been  known  before.^ 

^  Bjan  V.  Goodwin,  3  Somner's  R.  514,  518.  In  this  case,  Mr.  Justice  Story 
aid :  ^'  It  is  certainly  not  necessary  that  every  ingredient,  or,  indeed,  that  any 
ooe  mgredient,  used  by  the  patentee  in  his  invention,  should  be  new  or  unused 
be&re  for  the  purpose  of  making  matches.  The  true  question  is,  whether  the 
combinatbn  of  materials  by  the  patentee  is  substantially  new.  Each  of  these  in- 
gredients may  have  been  in  the  most  extensive  and  common  use,  and  some  of 
them  may  have  been  used  for  matches,  or  combined  with  other  materials  for  other 
purposes,  fiut  if  they  have  never  been  combined  together  in  the  manner  stated 
in  the  patent,  but  the  combination  is  new,  then,  I  take  it,  the  invention  of  the 
combmation  is  patentable.  So  far  as  the  evidence  goes,  it  does  not  appear  to  me 
that  anj  such  combination  was  known  or  in  use  before  Phillip's  invention.  Bui 
this  is  a  matter  of  fact,  upon  which  the  jury  will  judge.  The  combination  is 
a]^rently  very  simple ;  but  the  simplicity  of  an  invention,  so  far  from  being  an 
objection  to  it,  may  constitute  its  great  excellence  and  value.  Indeed,  to  pro- 
duce a  great  result  by  very  mmple  means,  before  unknown  or  unthought  of,  is  not 
Qnfrequently  the  pecuhar  characteristic  of  the  very  highest  class  of  minds." 

*  Wyeth  v.  Stone,  1  Story's  R.  273,  279.  In  this  case,  Mr.  Justice  Story  said : 
**  AsRiming  the  patent  to  be  for  the  machinery  described  in  the  specification,  and 
Uie  description  of  the  invention  in  the  specification  to  be,  in  point  of  law,  certainly 
and  correctly  summed  up,  (p(nnts  which  will  be  hereafler  considered,)  I  am  of 
ff^saxm  that  the  invention  is  substantially  new.    No  such  machinery  is,  in  my 
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§  49.  But  where  an  invention  was  claimed  to  be  a  mode  by 
whicli  the  back  of  a  rockingKshair  could  be  reclined  and  fixed  at 
any  angle  required,  by  means  of  a  certain  apparatus,  the  patent 
was  declared  void,  because  the  same  apparatus  or  machinery  had 
been  long  in  use,  and  applied,  if  not  to  chairs,  at  least  in  other 
machines,  to  purposes  of  a  similar  nature.^  An  examination  of 
the  result  attained  by  the  plaintiff  showed  that  he  had  accom- 
plished nothing  which  had  not  been  done  before,  but  had  merely 
applied  an  old  contrivance  to  a  new  purpose. 

§  60.  The  question  will  arise,  then,  in  reference  to  any  sup- 
posed invention,  in  what  is  the  novelty  to  consist?  or,  in  other 
words,  what  is  the  nature  of  the  change  that  has  been  effected, 
which  will  entitle  it  to  the  protection  of  a  patent  ?  It  is  a  leading 
general  principle  on  this  subject,  as  we  have  already  seen,  that 
there  must  be  something  more  than  a  change  of  form,  or  of  the 
juxtaposition  of  parts,  or  of  the  external  relations  of  things,  or  of 
the  order  or  arrangement  in  which  things  are  used.  The  change, 
or  the  new  combination  or  relations,  must  introduce  or  embody 
some  new  mode  of  operation,  or  accomplish  some  effect  not  before 
produced.  This  is  what  is  called,  in  the  judicial  sense,  introdu- 
cing a  new  principle.  But  then  it  is  plain,  from  the  nature  of  this 
subject,  that  no  rules  can  be  laid  down  which  will  admit  of  appli- 
cation to  all  supposable  cases.  All  that  can  be  done  in  the  way  of 
exhibiting  the  doctrines  which  are  to  be  applied  in  judicial  inqui- 
ries into  the  novelty  of  inventions,  is  to  classify  the  adjudged 
cases,  and  to  observe  the  illustrations  which  they  furnish  of  the 

judgment,  established  by  the  evidence  to  have  been  known  or  used  before.  The 
argument  is,  that  the  principal  machine,  described  as  the  cutter,  is  well  known, 
and  has  been  oflen  used  before  for  other  purposes,  and  that  this  is  but  an  applica- 
tion of  an  old  invention  to  a  new  purpose ;  and  it  is  not  therefore  patentable.  It 
18  said  that  it  is,  in  substance,  identical  with  the  common  carpenter's  plough.  I 
do  not  think  sa  In  the  common  carpenter's  plough  there  is  no  series  of  chisels 
fixed  in  one  plane,  and  the  guide  is  below  the  level,  and  the  plough  is  a  movable 
chisel.  In  the  present  machine  there  are  a  series  of  chisels,  and  they  are  all  fixed. 
The  successive  chisels  are  each  below  the  other,  and  thb  is  essential  to  their  opera- 
tion. Such  a  combination  is  not  shown  ever  to  have  been  known  or  used  before. 
It  is  not,  therefore,  a  new  use  or  application  of  an  old  machine.  This  opinion  does 
not  rest  upon  my  own  skill  and  comparison  of  the  machine  with  the  carpenter's 
plough ;  but  it  is  fortified  and  sustained  by  the  testimony  of  witnesses  of  great 
skill,  experience,  and  knowledge  in  this  department  of  science." 
i  Bean  v.  Smallwood,  2  Story's  B.  408, 410. 
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different  modes  in  which  this  patentable  requisite  of  novelty  may 
present  itself.  One  class  of  the  adjudged  cases  consists  of  those 
in  which  the  supposed  invention  has  been  held  to  be  nothing  more 
tlian  a  double  use,  or  double  application,  of  what  had  in  fact  ex- 
isted before ;  and  another  class  embraces  the  cases  where  there 
has  been  held  to  be  something  involved  which  may  be  the  subject 
of  a  patent. 

§  51.  Thus  the  application  of  an  old  contrivance  to  a  new  use, 
in  the  case  of  the  rocking-chair,  furnishes  one  instance  where 
there  may  be  a  clear  line  of  demarcation  between  the  invention  of 
a  new  thing  and  a  double  use  of  an  old  thing.^  So,  too,  where 
the  change  consisted  in  the  substitution  of  potter's  clay,  or  any  kind 
of  porcelain,  as  the  material  for  making  door-knobs  attached  to  a 
spindle  or  shank,  the  Supreme  Court  of  the  United  States,  pro- 
ceeding upon  a  state  of  facts  which  ascertained  that  knobs  made 
of  wood  or  iron  had  been  previously  attached  to  the  shank  in  the 
same  way,  and  that  the  sole  change  consisted  in  the  substitution  of 
one  material  for  another,  held  the  subject  not  patentable.^ 

§  52.  Another  case  of  a  double  use,  or  double  application,  of  a 
well-known  mode  of  manufacture  is  presented  by  the  case  of  the 
anchor,  already  referred  to.  The  supposed  invention  consisted  in 
manufacturing  ship's  anchors  having  two  flukes,  by  making  the 
two  flukes  of  one  piece  of  metal,  and  piercing  it  in  the  middle  by  a 
hole  for  the  insertion  of  the  shank,  instead  of  making  the  two  flukes 
in  separate  pieces  and  welding  them  to  the  shank.  The  advantage 
of  the  change  consisted  in  avoiding  the  injury  to  the  iron  occasioned 
by  repeated  heating,  and  using  a  method  of  manufacture  which 
required  but  one  heating,  namely,  for  the  purpose  of  welding  the 
end  of  the  shank  to  the  side  of  the  hole  in  which  it  was  inserted. 
Now,  if  anchors  or  other  similar  instruments  had  not  been  made 
before  in  this  mode,  there  could  be  no  doubt  that  a  patent  might 
be  supported  for  anchors  of  this  particular  manufacture.  But  the 
principle  of  this  mode  of  manufacture  was  not  new,  and  nothing 
was  new  but  its  application  to  the  making  of  what  are  called  ship's 
anchors,  or  anchors  with  two  flukes,  which  of  themselves  were  an 

^  Bean  v.  Smallwood,  2  Story's  R.  40S,  410.    See  a  somewhat  sunilar  case, 
Hovey  v.  Stevens,  1  Woodb.  &  Minot,  290. 
'  Hotclikiss  V.  Greenwood,  11  Howard,  248. 
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old  instrument.  It  appeared  that  the  mushroom  anchor,  the  adze 
•  anchor,  the  common  hammer,  and  the  pickaxe  had  all  been  made 
in  this  way.  Tliere  was  no  invention,  therefore,  of  a  new  process 
of  manufacture,  or  of  an  article  as  made  by  a  new  process ;  but 
the  novelty  consisted  solely  in  the  application  of  an  old  process  of 
manufacture  to  a  new  occasion ;  tliat  is,  it  was  a  double  use.  Had 
this  mode  of  manufacture  not  been  used  before  in  cases  extremely 
similar,  an  inventor  of  it  might  have  patented  its  application,  not 
only  to  anchors,  but  to  other  instruments.^ 

§  53.  Hence  it  appears  that  the  presence  or  the  absence  of  the 
pateiUable  quality  of  novelty  depends  in  some  degree  on  the  posi- 
tion in  which  the  supposed  inventor  stands  with  reference  to  the 
history  of  the  art ;  for  there  may  be  in  what  he  has  done  an  ele- 
ment of  novelty,  and  yet  that  novelty  may  consist  only  in  the  new 
occasion  or  new  use  to  which  he  applies  an  old  or  well-known 
method.  Thus  the  principle,  that  is  to  say  the  method  of  opera- 
tion, or  the  order  of  combination,  under  which  his  invention 
ranges  itself,  may  have  been  discovered  and  applied  before,  but 
not  on  precisely  the  same  occasions,  or  uses,  or  with  the  same  ma- 
terials. When  this  is  the  case,  the  question  to  be  determined  is, 
whether  the  new  application  is  anything  more  than  a  double  use, 
or  whether  something  has  been  discovered,  or  some  effect  pro- 
duced, which  goes  beyond  the  mere  skill  of  a  constructor  in  adapt- 
ing a  well-known  method  to  different  occasions,  and  enters  the 
domain  of  what  is  called  invention. 

§  54.  Illustrations  of  this  distinction  may  be  seen  in  the  appli- 
cation of  well-known  medicines,  drugs,  and  chemical  substances 
upon  new  occasions,  or  for  new  specific  purposes.  If  it  is  discov- 
ered that  a  medicine,  known  and  used  as  a  valuable  remedy  in  one 
class  of  diseases,  has  also  great  efficiency  in  curing  another  and 
different  disease,  there  is  a  new  application  of  a  known  thing,  but 
it  is  only  a  double  use  of  that  thing.' 

I    '  Brunton  v.  Hawkes,  4  B.  &  Aid.  540,  550. 

'  In  Boulton  t\  Bull,  2  H.  Bl.  487,  BuUer  J.,  said :  "  Suppose  the  world  were 
better  informed  than  it  now  is  how  to  prepare  Dr.  Janes's  fever-powder,  and  an 
ingenious  physician  should  find  out  that  it  was  a  specific  cure  for  a  consumption, 
if  given  in  particular  quantities ;  could  he  have  a  patent  for  the  sole  use  of  Janes's 
powders  in  consumptions,  or  to  be  given  in  particular  quantities  ?  I  think  it  must  be 
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§  55.  In  order  to  escape  the  objection  of  a  double  use,  it  is 
necessary  that  the  new  occasion  or  purpose,  to  which  the  use  of  a 
known  thing  is  applied,  should  not  be  merely  analogous  to  the  for- 
mer occasions  or  purposes  to  which  the  same  thing  has  been  ap- 
plied. There  is  a  very  material  distinction  between  applying  a 
new  contrivance  to  an  old  object,  and  an  old  contrivance  to  a  new 
object.  Tlie  former  may  be  patentable,  but  the  latter  cannot  be, 
when  the  new  object  is  merely  one  of  a  class  possessing  a  common 
analogy.  Thus,  where  a  certain  description  of  wheels  had  been 
used  on  other  carriages  than  railway  carriages.  Lord  Abinger,  0. 
B.,  held  that  the  plaintiff  could  not  claim  a  patent  merely  for  the 
use  of  such  wheels  upon  railway  carriages ;  ^  and  where  a  patent 

conceded  tliat  such  a  patent  would  be  void;  and  yet  the  use  of  the  medicine 
would  be  new,  and  the  effect  of  it  as  materially  different  from  what  is  now  known 
as  life  18  from  death.  So  in  the  case  of  a  late  discover}^,  which,  as  far  as  experi- 
ence has  hitherto  gone,  is  said  to  have  proved  efficacious,  that  of  the  medicinal 
properties  of  arsenic  in  curing  agues,  could  a  patent  be  supported  for  the  sole  use 
of  arsenic  in  aguish  complaints  ?  The  medicine  is  the  manufacture,  and  the  only 
object  of  a  patent ;  and,  as  the  medicine  is  not  new,  any  patent  for  it,  or  for  the 
nse  of  it,  would  be  void." 

^  Losh  r.  Hague,  1  Webs.  Pat.  Cas.  207.  In  this  case  his  Lordship  said  to  the 
jary :  **  The  learned  counsel  has  stated  to  you,  and  very  properly,  and  it  is  a 
circumstance  to  be  attended  to,  that  Mr.  Losh  has  taken  out  his  patent  to  use  his 
wheeb  on  railways.  Now,  he  says,  the  wheels  made  by  Mr.  Paton,  or  by  the 
other  workmen  who  were  called  as  witnesses,  were  never  applied  to  railways  at 
alL  That  opens  this  question,  whether  or  not  a  man  who  finds  a  wheel  ready 
made  to  his  hand,  and  applies  that  wheel  to  a  railway,  shall  get  a  patent  for  apply- 
ing it  to  a  railway.  There  is  some  nicety  in  considering  that  subject  The  learned 
counsel  has  mentioned  to  you  a  particular  case  in  which  an  argand  lamp,  burning 
oil,  having  been  applied  for  singeing  gauze,  somebody  else  afterwards  applied  a 
lamp  supplied  with  gas  for  singeing  lace,  which  was  a  novel  invention,  and  for  which 
an  argand  lamp  is  not  applicable,  because  gas  does  not  bum  in  the  same  way  as 
oil  in  an  argand  lamp.  But  a  man  having  discovered  by  the  application  of  gas  he 
could  more  effectually  bum  the  cottony  parts  of  the  gauze  by  passing  it  over  the  gas, 
ids  patent  is  good.  (1  Webs.  Pat.  Cas.  p.  98,  Hall's  Patent.)  That  was  the  application 
of  a  new  contrivance  to  the  same  purpose ;  but  it  is  a  different  thing  when  you  take 
out  a  patent  for  applying  a  new  contrivance  to  an  old  object,  and  applying  an  old  con- 
trivance to  a  new  object,  that  is  a  very  different  thing ;  if  I  am  wrong  I  shall  be  cor- 
rected. In  the  case  the  learned  counsel  put,  he  says,  if  a  surgeon  goes  into  a  mer- 
cer^s  shop,  and  sees  the  mercer  cutting  velvet  or  silk  with  a  pair  of  scissors  with  a 
knob  to  them,  he,  seeing  that,  would  have  aright  to  take  out  a  patent  in  order  to  ap- 
ply the  same  scissors  to  cutting  a  sore,  or  a  patient's  skin.  I  do  not  quite  agree  with 
that  law.  I  think  if  the  surgeon  had  gone  to  him,  and  said, '  I  see  how  well  your 
icissors  cut,'  and  he  said,  *  I  can  apply  them  instead  of  a  lancet,  by  putting  a  knob 
at  the  end/  that  would  be  quite  a  different  thing,  and  he  might  get  a  patent  for 


40  THE  LAW  OF  PATENia  [CH.  H. 

claimed,  as  the  inyention  of  the  patentee,  a  process  of  curling 
palm-leaf  for  mattresses,  but  it  appearing  that  hair  had  long  been 
prepared  by  the  same  process  for  the  same  purpose,  Mr.  Justice 
Story  held  it  to  be  a  mere  double  use  of  an  old  process.^ 

§  56.  When,  therefore,  the  principle  is  well  known,  or  the  ap- 
plication consists  in  the  use  of  a  known  thing  to  produce  a  partic- 
ular effect,  the  question  will  arise,  whether  the  effect  is  of  itself 
entirely  new,  or  whether  the  occasion  only  upon  which  the  partic- 
ular effect  is  produced  is  new.    If  the  occasion  only  is  new,  then 

that ;  but  it  would  be  a  very  extraordinary  thing  to  say  that,  because  all  man- 
kind have  been  accustomed  to  eat  soup  with  a  spoon,  that  a  man  could  take  out 
a  patent  because  he  says  you  might  eat  peas  with  a  spoon.  The  law  on  the  subject 
is  this ;  that  you  cannot  have  a  patent  for  applying  a  well-known  thing,  which 
might  be  applied  to  fifly  thousand  different  purposes,  for  applying  it  to  an  opera- 
tion which  is  exactly  analogous  to  what  was  done  before.  Suppose  a  man  invents 
a  pair  of  scissors  to  cut  cloth  with,  if  the  scissors  were  never  invented  before,  he 
could  take  out  a  patent  for  it.  If  another  man  found  he  could  cut  silk  with  them, 
why  should  he  take  out  a  patent  for  that  ?  I  must  own,  therefore,  that  it  strikes 
me  if  you  are  of  opinion  this  wheel  has  been  constructed,  according  to  the  defend- 
ant's evidence,  by  the  persons  who  have  been  mentioned,  long  before  the  plain- 
tiff's patent,  that,  although  there  were  no  railroads  then  to  apply  them  to,  and  no 
demand  for  such  wheels,  yet  that  the  application  of  them  to  railroads  afterwards, 
by  Mr.  Losh,  will  not  give  effect  to  his  patent,  if  part  of  that  which  is  claimed  as 
a  new  improvement  by  him  is,  in  fact,  an  old  improvement,  invented  by  other 
people,  and  used  for  other  purposes.  That  is  my  opinion  on  the  law,  and  on  that 
I  am  bound  to  direct  you  substantially." 

^  Howe  V,  Abbott,  2  Story's  R.  190,  193.  In  this  case  the  learned  judge  said : 
^^  In  the  first  place,  it  is  admitted  on  all  sides  that  there  is  no  novelty  in  the  pro- 
cess by  which  the  stripping,  or  twisting,  or  curling  the  palm-leaf  is  accomplished. 
The  same  process  of  twisting,  and  curling,  and  baking,  and  steaming  has  long 
been  known  and  used  in  respect  to  hair  used  for  beds,  mattresses,  sofas,  and 
cushions.  It  is,  therefore,  the  mere  application  of  an  old  process  and  old  machin- 
ery to  a  new  use.  It  is  precisely  the  same  as  if  a  coffee-mill  were  now,  for  the 
first  time,  used  to  grind  com.  The  application  of  an  old  process  to  manufacture 
an  article,  to  which  it  had  never  before  been  applied,  is  not  a  patentable  invention. 
There  must  be  some  new  process,  or  some  new  machinery  used,  to  produce  the 
result.  If  the  old  spinning-machine  to  spin  flax  were  now  first  applied  to  spin 
cotton,  no  man  could  hold  a  new  patent  to  spin  cotton  in  that  mode ;  much  less  the 
right  to  spin  cotton  in  all  modes,  although  he  had  invented  none.  As,  therefore. 
Smith  has  invented  no  new  process  or  machinery,  but  has  only  applied  to  palm- 
leaf  the  old  process  and  the  old  machinery  used  to  curl  hair,  it  does  not  strike  me 
that  the  patent  is  maintainable.  He  who  produces  an  old  result  by  a  new  mode  or 
process  is  entitled  to  a  patent  for  that  mode  or  process.  But  he  cannot  have  a 
patent  for  a  result  merely,  without  usiog  some  new  mode  or  process  to  produce  it." 
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the  use  to  which  the  thing  is  applied  is  simply  analogous  to  what 
had  been  done  before.  But  if  the  effect  itself  is  new,  then  there 
are  no  known  analogous  uses  of  the  same  thing,  and  the  process 
maj  constitute  such  an  art  as  will  be  the  subject  of  a  patent. 
Thus,  the  use  of  scissors  to  cut  one  substance  produces  a  particu- 
lar effect,  entirely  analogous  to  that  produced  when  they  are  used 
to  cut  another  substance;  the  effect,  therefore,  is  not  new.  In 
like  manner  the  use  of  a  machine  in  the  water,  which  was  origi* 
nally  intended  to  be  used  on  land,  has  been  held  to  be  no  invention.^ 
But  the  use  of  gas  to  singe  off  the  superfluous  fibres  of  lace  was 
the  use  of  an  agent  for  a  purpose  not  analogous  to  any  other  pur- 
pose for  which  the  same  agent  had  ever  been  used  before ;  and 
therefore  the  effect,  as  produced  by  that  agent,  was  new.  Great 
discrimination,  however,  is  to  be  used  in  determining  whether  the 
analogy  is  such  as  to  justify  the  inference  that  the  occasion  only 
is  new,  and  that  the  effect  is  not  new.  Of  course,  if  any  new 
contrivances,  combinations,  or  arrangements  are  made  use  of, 
although  the  principal  agents  employed  are  well  known,  those 
contrivances,  combinations,  or  arrangements  may  constitute  a  new 
principle,  and  then  the  application  or  practice  will  necessarily  be 
new  also.^  But  where  there  is  no  novelty  in  the  preparation  or 
arrangement  of  the  agent  employed,  and  the  novelty  professedly 
consists  in  the  application  of  that  agent,  being  a  well-known 
tiling,  or,  in  other  terms,  where  it  consists  in  the  practice  only, 
the  novelty  of  that  practice  is  to  be  determined  according  to  the 
circumstances,  by  applying  the  test  of  whether  the  result  or  effect 
produced  is  a  new  result  or  effect  never  before  produced.^  If  a 
new  manufacture  is  produced  by  an  old  process,  or  if  an  old  man- 
ufacture is  produced  by  new  means,  tlien  the  result  or  effect  is 
new,  as  produced  by  that  particular  means,  and  the  new  case  is 
such  as  can  be  protected  by  letters-patent.    But  if  only  an  old 

>  Bnsb  V.  Fox,  26  Law  &  Eq.  R.  464. 

'  As  where  anthracite  and  hot-air  blast  were  used  in  the  manufacture  of  iron, 
in  the  place  of  bituminous  coal  and  hot-air  blast ;  and  where  sail-cloth  was  made, 
with  the  omission  of  an  ingredient  before  used,  that  is,  by  a  different  combination 
from  that  before  used. 

'  As  in  the  case  of  the  application  of  bells  to  fire-engines,  to  be  rung  by  the 
motion  of  the  carriage,  for  the  purpose  of  alarms  or  notice,  which  Washington,  J., 
instructed  the  jury  might  be  a  subject  for  a  patent.  Park  v.  Little,  S  Wash.  196. 
The  application  of  steam  for  propelling  boats  is  another  illustration  of  novelty  in 
practice.    Ibid. 
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manufacture  is  produced,  or  an  old  result  is  attained,  by  means 
analogous  to  what  the  same  means  have  produced  wlien  applied 
the  same  way  in  other  cases,  the  new  occasion  of  using  those 
means  does  not  constitute  a  case  that  can  be  protected  by  a  pat- 
ent. 

§  57.  The  distinctions  that  are  applicable  to  this  question  of  a 
double  use  may  be  more  readily  perceived,  however,  by  consider- 
ing several  of  the  adjudged  cases,  where  the  supposed  invention 
consists  in  the  application  of  an  old  process,  or  a  known  machine 
or  combination  of  materials  to  a  new  use  or  occasion.  Of  this 
class  there  are  two  English  cases,  to  which  reference  has  al- 
ready been  made,  and  which  require  to  be  re-examined  in  this 
connection.  In  one  of  these  cases  (Kay  v.  Marshall)  the  real  in- 
vention of  the  plaintiff  was  of  a  new  mode  of  spinning  flax.  It 
consisted  in  first  subjecting  the  crude  flax  to  a  process  of  macera- 
tion, and  in  then  spinning  it,  by  the  well-known  spinning-machine, 
at  what  is  called  a  ^^  ratch  "  of  two  and  a  half  inches,  that  is,  by  ad- 
justing the  drawing  and  retaining  rollers  at  that  distance  from 
each  other,  the  existing  machine  having  a  well-known  capacity  for 
such  adjustments.  The  invention  was  therefore  the  spinning  of 
macerated  flax  at  a  short  ratch.  This  had  never  been  done  before, 
and  consequently  the  doing  it  was  a  new  manufacture,  and,  as 
sticky  entitled  to  be  protected  by  a  patent.  But  the  patent  taken 
out  made  the  invention  to  consist  in  "  new  and  improved  machif^ 
ery  for  preparing  and  spinning  flax,"  &c.  And  as  it  appeared  at 
the  trial  that  an  old  machine  was  used  by  the  plaintiff,  capable  of 
being  adjusted  at  different  ratches  according  to  the  length  of  the 
fibre  to  be  spun,  although  it  had  not  been  used  at  a  ratch  of  two 
and  a  half  inches  to  spin  macerated  flax,  it  became  necessary  to 
support  the  patent  upon  the  ground  that  this  new  use  of  the  old 
machine  could  be  patentable  as  a  ^^  new  and  improved  machine,^^ 
It  was  held  otherwise,  upon  great  consideration,  both  by  the  Court 
of  Common  Pleas  and  in  the  House  of  Lords.^ 

§  58.  It  should  be  recollected,  in  examining  this  case,  that  the 
facts  presented  by  the  record  reduced  the  question  simply  to  this : 
whether  the  construction  or  modification  proposed  by  the  patent 
was  a  patentable  improvement  of  the  spinning-machine.    It  was 

^  Kay  V.  Marshall,  2  Webs.  Fat  Cases,  84-84. 


§56-69.]  QUAUTIES  OF  INVENTION.  48 

npon  the  ground  that  no  new  or  improved  machine  had  been  in- 
vented, but  that  a  new  occasion  only  had  been  discovered  for  using 
the  old  machine  in  a  manner  for  which  it  was  before  adapted,  and 
because  the  patent  claimed  an  improved  machine,  that  it  was  held 
that  there  was  a  want  of  novelty.  But  there  can  be  little  doubt 
that  a  patent  would  have  been  good  for  a  new  or  improved  process 
in  tlie  art  of  manufacturing  flax,  consisting  of  two  parts,  the 
maceration  of  the  flax,  and  the  spinning  it,  when  macerated,  at  a 
ratch  of  two  and  a  half  inches,  provided  that  both  parts  of  this 
process  had  been  new. 

§  59.  A  question  might  arise  upon  this  case,  however,  of  a  dif- 
ferent nature.  Assuming  that  the  plaintiff  had  made  no  altera- 
tion in  the  structure  of  the  spinning-machine^other  than  to  adjust 
Ae  rollers  which  he  found  in  it  at  a  distance  from  each  other  at 
vbich  they  had  not  been  before  used,  and  assuming  that  this 
adaptation  of  the  machine  led  to  a  manufacture  of  flax  in  a  mode 
never  before  practised,  would  such  an  adaptation  of  the  machine 
to  a  new  use  be  a  patentable  invention  ?  It  was  suggested  by 
Lord  Chancellor  Cottenham,  in  delivering  the  judgment  of  the 
House  of  Lords  in  this  case,  that  if  "  he  "  (the  plaintiff)  "  has 
discovered  any  means  of  using  the  machine  which  the  world  had 
not  known  before  the  benefit  of,  that  be  has  a  right  to  secure  to 
himself  by  means  of  a  patent ;  but  if  this  mode  of  using  the  spin- 
ning-machine was  known  before,  (and  the  indorsement  upon  the 
postea  states  that  it  was  known  before,)  then  the  plaintiff  cannot 
deprive  them  (the  defendants)  of  having  the  benefit  of  that  which 
they  enjoyed  before."  ^  The  meaning  of  this  dictum  appears  to 
be  this.  If  the  capacity  of  the  spinning-machine  to  have  its  re- 
taining and  drawing  rollers  used  at  variable  distances,  according 
to  the  length  of  the  fibre  to  be  spun,  was  previously  unknown, 
and  the  plaintiff  discovered  it,  although  he  may  not  have  altered 
the  construction  of  the  machine  so  as  to  produce  this  capacity,  by 
adding  any  new  parts,  or  taking  out  any  old  ones,  he  might  have  a 
patent  for  the  new  application  or  use  of  the  machine ;  or,  in  other 
words,  he  might  be  considered  as  the  inventor  quoad  hoc  of  an  im- 
proved machine,  which  differed  from  the  old  one  in  the  position 
and  relations  of  its  rollers.  But  if  the  capacity  of  the  machine  to 
have  its  rollers  adjusted  at  variable  distances  was  known,  the  fix- 

^  Ibid.,  p.  83. 
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ing  them  at  a  particular  distance  could  not,  of  itself,  be  an  inven- 
tion. 

§  60.  The  second  of  the  two  cases  above  referred  to  presents  a 
good  illustration  of  the  doctrine  of  double  use,  and  of  the  manner 
in  which  that  fatal  objection  may  be  created  by  an  improper  mode 
of  claiming  what  would  have  been  entitled  to  a  patent  if  the  real 
invention  had  been  correctly  described.  The  plaintiflF  was  the  in- 
ventor of  a  method  of  making  excavations,  and  building  founda- 
tions of  structures  beneath  the  surface  of  water,  such  as  light- 
houses, piers  of  bridges,  <&c.,  &c.  For  this  purpose  he  constructed 
a  caisson  of  iron,  divided  into  chambers,  and  made  air-tight,  which 
was  sunk  in  the  water,  the  lowest  chamber  being  open  at  the  bottom. 
By  means  of  an  air-pump  the  atmospheric  pressure  upon  the  water 
within  the  chambers  was  sufficiently  increased  to  force  the  water 
out  at  the  bottom.  The  workmen  placed  in  the  lower  chamber 
excavated  the  soil  at  the  bottom,  which  was  raised  to  the  top  of 
the  machine  in  buckets  through  a  system  of  valves  arranged  so  as 
to  retain  the  compressed  air.  The  chamber  was  then  filled  with 
solid  masonry,  and  the  iron  cylinder  left  on  the  outside  as  part  of 
the  structure.  The  next  chamber  was  proceeded  with  in  the  same 
manner,  until  the  structure  had  riisen  above  the  level  of  the  water. 
The  plaintiff  had  stated  his  claim  thus :  '^  What  I  claim  is,  the 
mode  of  constructing  the  interior  of  a  caisson  in  such  a  manner 
that  the  workpeople  may  be  supplied  with  compressed  air,  and  be 
able  to  raise  the  materials  excavated,  and  to  make  and  construct 
foundations  and  buildings  as  above  described."  It  is  obvious 
enough  that  this  claim  hazarded  the  entire  patentable  quality  of 
the  invention  upon  the  single  question  of  the  novelty  of  the  cais- 
son, and  the  manner  of  its  operation  in  enabling  the  work  to  be 
done.  For  although  the  making  and  constructing  foundations  in 
the  manner  described  is  stated  as  the  object  for  which  the  caisson 
is  used,  yet  it  is  clear  that  the  caisson  itself,  in  its  peculiar  struo- 
ture  and  operation,  was  claimed  as  a  very  material  part  (to  say  the 
least)  of  the  invention.  Now  it  was  shown  at  the  trial  that  such 
an  apparatus  for  excluding  the  water  by  forcing  air  into  a  series 
of  chambers,  in  making  excavations,  was  not  new ;  and  that  the 
contrivance  for  enabling  the  workmen  and  the  material  excavated 
to  be  passed  from  one  chamber  to  another,  without  permitting  the 
compressed  air  to  escape,  was  also  previously  employed  by  Lord 


§  69-61.]  QUALITIES  OF  INVENTION.  45 

Dundonald,  who  had  invented  and  patented  such  an  apparatus  to 
be  used  in  making  excavations  on  land.  So  far  as  the  apparatus 
was  concerned,  therefore,  the  only  difference  between  the  plaintiff 
and  Lord  Dundonald  was,  that  the  former  used  it  under  the  sur- 
face of  water,  the  latter  under  the  surface  of  land.  The  new  or 
double  use  of  the  thing  operated  no  change  in  the  character  of 
the  thing.^  But  then  it  is  quite  certain  that  the  real  invention  of 
the  plaintiff,  provided  his  method  of  operation  in  building  founda- 
tions under  water  was  new,  was  entitled  to  a  patent.  It  consisted 
la  making  the  excavations  by  means  of  a  machine  adapted  to  the 
purpose  of  working  under  water  as  well  as  on  land,  and  then  in 
building  the  structure  of  masonry  within  the  successive  chambers 
of  the  machine,  leaving  them  one  after  the  other  as  parts  of  the 
permanent  structure.  He  had  thus  developed  a  use  of  the  ma- 
chine to  which  it  had  not  been  before  applied  ;  and  had  he  taken 
care  not  to  claim  the  structure  of  the  machine,  and  had  claimed 
his  proper  improvement  in  the  art  of  building  foundations  under 
water,  he  might  perhaps  have  had  a  valid  patent. 

§  61.  Of  a  somewhat  similar  character  was  the  American  case 
of  Le  Boy  v.  Tatham.  The  real  invention  in  this  case  consisted 
in  the  discovery  and  practical  application  of  a  new  method  of 
making  lead  pipe,  by  forcing  the  metal,  when  recently  set,  but  still 
under  heat,  by  great  pressure,  from  a  receiver  through  an  aper- 
ture and  around  a  core,  so  as  to  make  the  metal  reunite  where  it 
had  been  separated.  Wrought  pipe,  as  an  improvement  upon  cast 
pipe,  had  been  previously  made  from  set  or  solid  lead  by  great 
pressure ;  but  before  the  discovery  of  the  plaintiff's  method,  such 
wrought  pipe  could  not  be  made  with  uniformity  of  thickness,  and 

'  Bash  p.  Fox,  26  Law  k  Eq.  R.  464.  In  this  case,  the  Chief  Baron,  at  the 
trial,  after  comparing  the  two  specifications,  heard  two  witnesses,  who  testified  that 
the  apparatus  described  in  each  worked  in  the  same  way,  in  respect  of  the  process 
of  excavating  in  a  chamber  of  compressed  air,  and  of  raising  the  materials  ex- 
cavated from  that  chamber.  He  thereupon  directed  the  jury  to  find  a  verdict  for 
the  defendant,  if  they  believed  this  evidence.  When  the  same  case  was  before 
the  House  of  Lords,  on  error  from  the  Court  of  Exchequer,  Lord  Chancellor 
Cranworth,  in  delivering  judgment,  intimated  that  the  Chief  Baron  might  have 
gone  much  further,  and  might  have  directed  the  jury  to  find  for  the  defendant, 
without  any  evidence  at  all,  because  it  was  for  the  court  to  compare  the  specificar 
tions  and  declare  what  each  covered.  Bush  v.  Fox  (House  of  Lords),  38  Law  & 
£q.  1,  5. 
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a  true  centrality  of  bore.  The  former  mode  of  making  wrought 
pipe  from  set  or  solid  lead  was  founded  on  the  supposition  that 
the  metal,  when  once  set  after  being  molten,  would  not  unite  peiv 
fectly  if  separated;  and  it  was  in  consequence  of  the  want  of 
knowledge  of  the  property  of  such  metal  to  unite  under  heat  and 
extreme  pressure,  that  a  mode  of  making  the  pipe  was  resorted  to 
by  which  the  contact  of  the  particles  of  the  metal  would  remain 
unbroken.  This  mode  consisted  in  the  use  of  the  following  appa- 
ratus. Lead  in  a  fluid  state  was  introduced  into  a  cylinder  in 
which  a  piston  played  from  one  end  to  the  other.  In  the  solid 
end  of  the  cylinder  opposite  to  the  piston  an  aperture  was  fitted 
with  a  die,  which  formed  the  exterior  of  the  wall  of  the  pipe.  To 
form  the  interior  wall  of  the  pipe,  a  core,  or  mandril,  consisting  of 
a  long  cylindrical  rod  of  steel,  was  attached  to  the  face  of  the  pi&< 
ton,  and  extended  through  the  cylinder,  and  through  the  centre 
of  the  die.  When  the  metal  in  the  cylinder  had  become  set  the 
piston  was  forced  through  the  cylinder  by  hydraulic  pressure,  car- 
rying the  metal  to  the  die,  and  driving  it  through  the  annular 
space  between  the  die  and  the  core,  and  thus  forming  a  continu- 
ous pipe  from  the  whole  charge  of  the  cylinder,  because  the  con- 
tinuity of  the  particles  composing  the  wall  of  the  pipe  was  no- 
where broken.  But  the  liability  of  the  long  core  to  be  warped 
out  of  a  true  line  by  the  great  pressure  necessary  to  form  the 
pipe,  rendered  it  impossible  to  produce  uniformity  of  thickness 
and  an  even  bore. 

§  62.  On  the  other  hand,  the  great  feature  of  the  invention 
which  the  plaintiffs  claimed  consisted  in  the  discovery  of  the  fact, 
that  lead,  when  recently  set,  and  still  under  heat,  will  reunite 
perfectly  around  a  core,  under  extreme  pressure,  notwithstanding 
the  particles  have  been  separated,  and  will  thus  form  pipe  of  great 
solidity  and  unusual  strength.  This  beautiful  discovery  was  made 
available  by  the  substitution  of  a  short  immovable  core  in  front 
of  the  die,  supported  by  a  bridge  or  cross-bars,  and  extending  in- 
to and  through  the  die,  so  that  the  true  centrality  of  the  core 
in  reference  to  the  die  was  constantly  preserved ;  and  although 
the  particles  of  the  metal,  when  forced  through  the  apertures  in 
the  bridge,  were  necessarily  separated,  they  reunited  perfectly 
around  the  core,  and  formed  a  pipe  superior  in  quality  and 
cheaper  in  production  than  had  ever  been  made  before. 
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§  63.  The  patent  which  was  to  protect  this  remarkable  inyen- 
tion,  after  duly  describing  the  apparatus  and  its  mode  of  operation, 
and  after  disclaiming  any  design  of  patenting  the  machinery  in- 
dependent of  the  arrangement  and  combination  set  forth,  summed 
up  the  claim  as  follows :  "  What  we  do  claim  as  our  invention, 
and  desire  to  secure,  is  the  combination  of  the  following  parts 
above  described,  to  wit,  the  core  and  bridge,  or  guide-piece,  with 
the  cylinder,  the  piston,  the  chamber,  and  the  die,  when  used  to 
form  pipes  of  metal,  under  heat  and  pressure  in  the  manner  set 
forth,  or  in  any  other  manner  substantially  the  same." 

\  64.  It  does  not  appear  with  sufficient  distinctness,  from  the 
report  of  this  case,  whether  the  precise  combination  of  the  bridge 
or  gnide-piece  with  the  cylinder,  the  piston,  the  chamber,  and  tlie 
die,  had  been  used  before ;  altliough  evidence  was  offered  in  the 
defence  tending  to  show  that  substantially  the  same  combination 
had  been  used  before  in  the  manufacture  of  lead  pipe,  of  clay 
pipe,  and  of  the  confection  called  macaroni.  It  may  be  assumed, 
however,  that  the  evidence  did  not  show  any  previous  manufacture 
of  lead  pipe  by  the  substitution  of  a  bridge  for  the  long  cylindrical 
mandril,  for  the  purpose  of  making  available  the  capacity  of  lead, 
when  recently  set,  to  reunite  after  separation..  From  the  charge 
of  the  judge  who  tried  the  cause,  and  from  the  finding  of  the 
jury,  it  is  to  be  inferred,  that  before  the  plaintiff's  invention  this 
combination  of  machinery  had  not  been  used  for  the  development 
and  application  of  this  property  of  lead,  and  that  this  was  a  newly 
discovered  property,  for  the  first  time  made  known,  and  made  of 
practical  consequence  by  the  invention  of  the  plaintiff.  The  jury 
were  instructed,  in  substance,  that  the  invention  of  the  plaintiff 
did  not  consist  in  the  combination  of  the  machinery  separate  from 
the  manner  in  which  and  the  purpose  for  which  it  was  used  by 
him,  but  that  the  novelty  of  the  invention  consisted  in  the  appli- 
cation of  a  combination  of  machinery,  which  might  of  itself  be 
old,  to  a  new  end,  by  making  a  newly  discovered  property  of  lead 
practically  useful,  and  producing  thereby  an  article  of  manufac- 
ture which  was  both  new  in  respect  to  the  process  by  which  it 
was  made  and  in  respect  to  its  superior  qualities,  and  that  such 
an  invention  was  patentable.  That  this  instruction  was  cor- 
rect, provided  the  patentee's  summary  of  his  claim  had  not  made 
the  novelty  of  his  machinery  essential^  there  can  be,  I  conceive. 
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no  doubt.  But  in  the  Supreme  Court  of  the  United  States  it 
was  held,  by  a  majority  of  the  judges,  that  the  claim  did  not  ad- 
mit of  a  construction  that  would  support  this  direction  ;  but  that 
the  patentee  had  made  the  novelty  of  his  machinery  essential  by 
claiming  it  as  part  of  his  invention,  and  that  therefore  the  novelty 
of  the  machinery  was  a  material  fact  for  the  jury.^ 

§  65.  Two  questions  obviously  arise  upon  this  case :  firsts 
whether  it  was  a  correct  construction  of  the  claim,  to  hold  that 
the  patentee  had  limited  his  claim,  in  part,  to  the  novelty  of  the 
machinery ;  and,  secondly ^  whether,  assuming  that  his  claim  cor- 
rectly described  his  invention,  namely,  the  application  of  that  ma- 
chinery  to  a  new  method  of  making  lead  pipe,  through  the  instru- 
mentality of  a  newly  discovered  property  of  lead,  such  an  inven- 
tion is  patentable.  Upon  the  first  question,  it  is  only  necessary  in 
this  connection  to  remark,  that  although  the  claim  was  not  skil- 
fully stated,  the  purpose  of  the  patentee  to  claim  the  combination 
of  the  machinery  only  "  when  used "  for  the  purpose  and  in  the 
manner  of  his  new  process  of  making  lead  pipe,  which  his  patent 
set  forth,  was  sufficiently  'manifested ;  but  the  second  question, 
namely,  whether  the  application  of  the  machinery,  assuming  it  to 
be  old  as  a  combination  of  devices,  to  the  new  purpose  of  making 
lead  pipe  through  the  instrumentality  of  a  newly  discovered  prop- 
erty of  lead,  was  a  patentable  subject,  or  was  only  a  double  use, 
belongs  to  the  topic  now  under  consideration. 

§  66.  In  all  the  cases  which  have  heretofore  been  cited,  in  which 
the  objection  of  a  double  use  has  prevailed,  it  is  to  be  observed 
that  the  new  occasion  or  purpose  to  which  an  old  contrivance,  de- 
vice, or  method  of  operation  has  been  applied,  without  any  altera- 
tion of  tlie  agent  itself,  there  has  been  no  new  effect  produced,  or 
no  new  development  of  properties  of  matter  heretofore  unknown, 
or  no  application  of  the  agent  to  any  uses  that  were  not  strictly 
analogous  to  the  former  ones.  It  may  therefore  be  practicable  to 
state  a  rule  which  will  furnish  a  safe  general  principle  in  the  fol- 
lowhig  terms:  viz.,  that  in  order  to  escape  the  objection  of  a 
double  use,  it  is  necessary  tliat  the  new  occasion  or  purpose  to 

^  Le  Roy  v.  Tatham,  14  Howard,  156.-  Josticefl  Nelson,  Wayne,  and  Giier 
dissented  from  this  view  of  the  patent  See  the  case  again  in  22  Howard,  132, 
wheire  Judge  McLean  explained.    | 
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which  the  use  of  a  known  thing  is  applied  should  not  be  merely 
analogous  to  the  former  occasions  or  purposes  to  which  the  same 
thing  has  been  applied.  The  meaning  which  should  be  given  to 
the  term  analogous  use^  in  this  connection,  will  be  sufficiently  11* 
histrated  by  the  adjudged  cases.  Thus,  in  the  case  of  the  rocking* 
chair,  the  ship's  anchor,  and  the  wheel  for  railway  carriages,  an 
old  contrivance  or  a  well-known  mode  of  manufacture  was  ap-> 
plied  to  a  purpose  which,  considered  by  itself,  was  new ;  but  that 
application  developed  no  new  mode  of  operation,  and  exhibited  no 
efiect  difiering  from  what  had  been  done  before.  In  like  manner, 
the  use  of  the  machine  for  making  excavations  under  the  surface 
of  water,  in  the  same  way  in  which  it  had  been  used  for  the 
strictly  analogous  purpose  of  making  excavations  under  the  sur- 
face of  land,  could  not  make  it  a  new  machine,  although  the  new 
ase,  as-  part  of  a  new  method  of  building  solid  structures  under 
water,  was  so  far  patentable  as  it  entered  into  a  new  method  of 
bnildmg  such  structures.  So,  too,  the  application  of  the  spinning- 
machine,  with  its  rollers  fixed  at  a 'particular  position,  to  the  pur- 
pose of  spinning  flax  with  a  very  short  fibre,  was  not  an  invention 
of  a  new  machine,  because  the  use  was  purely  analogous  to  the 
former  uses  of  the  same  machine ;  but  as  one  of  the  elements  of 
a  new  process  of  spinning  flax,  of  which  the  other  element  con- 
sisted in  the  previous  maceration  of  the  flax,  the  spinning  at  a 
particular  distance  was  new.^ 

'  To  these  may  be  added  another  illustration  of  the  doctrine  of  merely  analo- 
gODB  or  double  uses.  A  took  out  a  patent  for  improving  the  texture  of  threads  of 
cotton  or  Unen  yams,  by  exposing  the  threads  in  a  distended  state  to  the  action  of 
beaten,  which  gave  them  smoothness  and  polish.  B  took  a  subsequent  patent  f6r 
producing  the  same  effect  upon  yams  of  wool  or  hair.  On  comparing  the  two 
specifications,  it  appeared  that  the  machinery  and  method  of  using  it  were  the  same 
ia  both,  although  their  mere  application  to  wo<^  and  hair  was  shown  to  be  new. 
Upon  the  ground  that  this  was  but  the  application  of  an  old  machine  in  the  old 
manner  to  an  analogous  substance^  a  rule  to  enter  a  nonsuit  was  made  absolute 
in  the  Queen's  Bench  (Brook  v.  Aston,  8  £11.  &  Bl.  478).  But  it  was  admitted 
by  the  court  that  novelty  in  the  application  of  an  old  invention  to  a  new  purpose 
will  support  a  patent.  When  this  case  came  before  the  Exchequer  Chamber  on 
appeal,  some  effort  was  made  by  the  plaintiff's  counsel  to  support  the  patent, 
vpon  a  ground  which  was  not  adverted  to  in  the  Queen's  Bench.  It  was  argued 
that,  under  the  earlier  patent,  the  process  was  accompanied  by  the  use  of  sizing, 
which  had  a  beneficial  effect  on  the  thread  of  cotton  or  linen ;  whereas  under  the 
plaintiff's  patent  no  sizing  was  used,  as  it  would  not  have  a  beneficial  effect  on 
wool  or  hair.  But  the  court,  on  comparing  the  tifo  specifications,  did  not  find  the 
PAT. — VOL.  I.  4 
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§  67.  In  the  case  of  the  new  mode  of  making  lead  pipe,  the  new 
use  of  the  previously  existing  combination  of  the  devices  employed 
was  not  analogous  to  the  former  uses  of  that  combination.  The  new 
use  depended  on  and  involved  the  application  of  a  newly  discov- 
ered property  of  the  metal  of  which  the  pipe  was  to  be  made,  thus 
producing,  by  a  new  process,  an  article  of  manufacture  possess- 
ing a  great  superiority  over  the  same  kind  of  article  made  by  for- 
mer processes.  It  seems  to  be  quite  apparent,  that,  however  old 
the  apparatus,  this  great  improvement  in  the  art  of  manufac- 
turing lead  pipe  was  not  a  use  of  that  apparatus,  in  any  legal  or 
logical  sense,  analogous  to  the  former  uses  to  which  it  had  been 
applied.^  • 

fizing  process  to  be  an  essential  part  of  the  old  patent ;  although  it  was  admitted 
that  it  was  intended  to  apply  the  machinery  and  mode  of  operation  to  articles  sized. 
But  it  was  said  the  question  was,  whether  the  plaintiff  could  take  the  process  as 
applied  to  cotton  and  linen  yarns  sized,  and  apply  it  to  woollen  yams  unsized ; 
and  it  was  held  he  could  not  (Brook  v,  Aston,  32  Law  Times  Reports,  841).  It 
is  very  easy  to  see  the  distinctions  to  which  a  practitioner  should  attend,  who  has 
occasion  to  advise  on  the  patentability  of  similiar  inventions. 

^  I  entirely  concur  in  the  following  reasoning  of  Mr.  Justice  Nelson,  embraced 
in  his  dissenting  opinion  given  in  the  case  of  Le  Roy  v.  Tatham,  and  reported  14 
Howard,  156  et  seq. 

**  Now,  on  looking  into  the  specification,  we  see  that  the  leading  feature  of  the 
invention  consists  in  the  discovery  of  a  new  property  in  the  article  of  lead,  and  in 
the  employment  and  adaptation  to  it,  by  means  of  the  machinery  described,  to  the 
production  of  a  new  art^le,  wrought  pipe,  never  before  successfully  made.  With- 
out the  discovery  of  this  new  property  in  the  metal,  the  machinery  or  apparatus 
would  be  useless,  and  not  the  subject  of  a  patent  It  is  in  connection  with  this 
property,  and  the  embodiment  and  adaptation  of  it  to  practical  use,  that  the  ma- 
chinery is  described  and  the  arrangement  claimed.  The  discovery  of  this  new 
element  or  property  led  naturally  to  the  apparatus  by  which  a  new  and  most 
useful  result  is  produced.  The  apparatus  was  but  incidental,  and  subsidiary  to 
the  new  and  leading  idea  of  the  invention.  And  hence  the  patentees  set  forth, 
as  the  leading  feature  of  it,  the  discovery  that  lead,  in  a  solid  state,  but  under  heat 
and  extreme  pressure  in  a  close  vessel,  will  reunite,  after  separation  of  its  parts, 
as  completely  as  though  it  had  never  been  separated.  It  required  very  little 
ingenuity,  aflier  the  experiments  in  a  close  vessel,  by  which  this  new  property  of 
the  metal  was  first  developed,  tS  construct  the  necessary  machinery  for  the  forma- 
tion of  the  pipe.  The  apparatus,  essential  to  develop  this  property,  would  at  once 
suggest  the  material  parts,  especially  in  the  state  of  the  art  at  the  time.  Any 
skilful  mechanic,  with  Burr's  machine  before  him,  would  readily  construct  the 
requisite  machinery. 

^  The  patentees',  therefore,  after  describing  their  discovery  of  this  property  of 
lead,  and  the  apparatus  by  means  of  which  they  apply  the  metal  to  the  manufac- 
ture of  pipe,  claim  the  combination  of  the  machinery,  only  when  used  to  form 
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§  68.  A  case  inyolving  the  same  distinctions,  founded  on  the 
discoTery  and  practical  use  of  a  new  property  in  a  particular  com- 
pound of  metal,  was  tried  in  the  Court  of  Common  Pleas  in  Eng- 
land some  years  before  the  case  of  Le  fioy  v.  Tatham.    The  pat- 
ent was  for  ^'  an  improved  manufacture  of  metal  plates  for  sheath- 
ing the  bottoms  of  ships  or  other  such  vessels."     The  invention 
consisted  in  making  plates  of  metal  of  an  alloy  of  zinc  and  cop- 
per, in  such  proportions  of  the  two  metals  as  would  cause  in  tlie 
water  a  degree  of  oxidation  of  the  surface  sufficient  to  prevent 
impurities  attaching  to  it,  but  not  sufficient  to  wear  away  the  sub- 
stance of  the  plate,  and  in  applying  such  plates  as  sheathing  for 
the  bottoms  of  vessels.    At  the  trial,  evidence  was  offered  tending 
to  prove  that  plates  had  previously  been  made  of  a  compound  of 
zmc  and  copper  in  proportions  which  came  within  the  limits  given 
bj  the  plaintiff  in  his  patent,  and  that  such  plates  had  been  sold 
for  the  ordinary  purposes  for  which  such  metal  is  used ;  but  it  did 
not  appear  that  it  had  been  applied  for  the  purpose  of  sheathing 
ships,  or  that  the  property  of  oxidation  to  a  certain  degree,  and 
not  beyond  that  degree,  when  in  the  water,  had  been  made  use  of 
or  discovered.     Upon  this  evidence  the  jury  were  instructed  (by 
Tiudal,  C.  J.)  that  the  previous  existence  of  plates  made  in  the  pro- 
portions of  metal  embraced  by  the  patent  was  immaterial,  provided 
they  had  never  been  applied  to  the  purpose  for  which  the  patentee 
used  the  plates  manufactured  by  him;  for  the  discovery  and  ap- 
plication of  a  new  property  of  such  plates,  developed  by  the  new 
use  to  which  the  plaintiff  had  applied  them,  might  well  be  the  sub- 
ject of  a  patent.    This  ruling  is  in  substance  the  same  as  that  of 

pipes  under  heat  and  pressurei  in  the  manner  set  forth,  or  in  any  other  manner 
substantially  the  same.  They  do  not  claim  it  as  new  separately,  or  when  used  for 
anj  other  purpose,  or  in  any  other  way ;  but  claim  it  only  when  applied  for  the 
pnrpose  and  in  the  way  pointed  out  in  the  specification.  The  combination,  as 
machinery,  may  be  old ;  ma%  have  been  long  used ;  of  itself,  what  no  one  could 
claim  as  his  invention,  and  may  not  be  the  subject  of  a  patent.  What  is  claimed 
is,  that  it  had  never  been  before  applied  or  used,  in  the  way  and  for  the  purpose 
they  have  used  and  applied  it,  namely,  in  the  embodiment  and  adaptation  of  a 
newtjr  discovered  property  in  lead,  by  means  of  which  they  are  enabled  to  produce 
a  new  manufacture  —  wrought  pipe  —  out  of  a  mass  of  solid  lead.  Burr  had 
attempted  it,  but  failed,  lliese  patentees,  after  the  lapse  of  seventeen  years, 
having  discovered  this  new  property  in  the  metal,  succeeded,  by  the  use  and  em- 
ployment of  it,  and,  since  then,  none  other  than  wrought  lead  pipe,  made  out  of 
Bolid  lead,  has  been  found  in  the  market,  having  superseded,  on  account  of  its 
superior  quality  and  cheapness,  all  other  modes  of  manufacture." 
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Mr.  Justice  Nelson  at  the  trial  of  the  case  of  Le  Boy  v.  Tatham ; 
and  although  it  was  not  subjected  to  the  revision  of  any  court  of 
errors  (the  litigation  having  been  compromised) ,  I  cannot  enter- 
tain any  doubt  of  its  correctness.  The  case  is  a  valuable  illustra- 
tion of  the  doctrine,  that  when  the  new  use  of  a  thing  produces 
an  important  effect  never  before  produced,  or  develops  or  makes 
practical  some  new  property  of  matter  not  previously  known,  the 
new  use  is  not  analogous  to  the  former  uses,  and  therefore  the 
novelty  of  the  mere  agent  is  immaterial.^    But  of  course  it  is  not 

^  Muntz  V.  Foster,  2  Webs.  Pat  Gas.  96  - 1 08.  In  the  samming  up  to  the  jury,  Sir 
N.  C.  Tindal,  C.  J.,  said  upon  this  part  of  the  case :  ^*  I  come  now  to  the  question,  was 
this  a  new  manufacture  within  the  reaUn  at  the  time  ?  That  is,  did  people  before 
this  patent  had  been  obtained  on  the  22d  October,  1832,  know  anything  of  a  manu- 
facture such  as  this  is  described  in  the  specification  ?  Therefore  it  becomes  neces- 
sary to  state  what  I  conceive  to  be  the*  meaning  of  the  claim,  and  how  far  the 
plaintiff  is  bound  to  make  out  the  novelty  of  it,  and  how  far  any  objection  arising 
from  a  user  of  part  of  it  before  can  or  cannot  invalidate  the  patent  which  he  has 

•  got.  It  appears  to  me  to  be  properly  described  in  its  title,  that  that  is  in  fact  the 
very  discovery  for  which  the  patent  was  granted,  namely,  *  an  improved  manufac- 
ture of  metal  plates,  for  sheathing  the  bottoms  of  ships  or  other  such  vessels.'  He 
goes  on  to  state  that  h^  declares  *  his  invention  to  consist  in  making  the  said  plates 
for  sheathing  of  an  alloy  of  zinc  and  copper  in  such  proportions  and  of  such 
qualities  as,  while  it  enables  the  manufacturer  to  roll  the  ssud  compound  metal 
into  plates  or  sheets  fit  for  the  said  sheathing,  at  a  red  heat,  and  thus  makes  the 
said  plates  or  sheets  less  difficult  to  work  and  cheaper  to  manu^turb,  renders 
the  said  sheathing  less  liable  to  oxidation,  and  consequently  more  durable,  than 
the  ordinary  copper  sheathing  now  in  use,  though  at  the  same  time  it  oxidates 
sufficiently  to  keep  the  {>ottom  of  the  vessel  clean/ 

*'I  look  upon  the  invention  to  consist  in  this,  that  he  has,  by  an  experiment,  ascer- 
tained that  a  certain  mixture  of  the  alloy  of  zinc  with  copper  will  have  the  effect 
of  producing  a  better  sheathing,  by  reason  and  by  means  of  its  oxidating  just  in 
sufficient  quantities,  that  is,  not  too  much,  so  as  to  wear  away  and  impair  the 
sheathing,  and  render  the  vessel  unsafe,  but  enough,  at  the  same  time,  to  keep  by 
.  its  wearing  the  bottom  of  the  vessel  clean  from  those  impurities  which  before  at- 
tached to  it.  That  I  consider  to  be  the  meaning  of  the  patent,  and  the  object 
with  which  it  was  taken  out    And  I  cannot  think,  as  at  present  advised,  that  if 

*  it  was  shown  (as  possibly  it  might  be)  that  sheets  had  been  made  of  metal  before, 
in  the  same  proportions  which  he  has  pointed  out,  that  if  this  hidden  virtue^  or 
quality  had  not  been  discovered  or  ascertained,  and  consequently  the  appli^tion 
never  made,  —  I  cannot  think  the  patent  will  faQ  on  that  ground.  That  is  the  opin- 
ion which  I  form  upon  it.  I  look  upon  it  that  there  is  as  much  merit  in  discover- 
ing the  hidden  and  concealed  virtue  of  a  compound  alloy  of  metal  as  there  would 
be  in  discovering  an  unknown  quality  which  a  natural  earth  or  stone  possessed. 

^  We  know,  by  the  cases  that  have  been  determined,  that  where  such  unknown 
qualities  have,  from  the  result  of  experiments,  been  applied  to  useful  purposes  of 
life,  that  such  application  has  been  consTdered  as  the  ground,  and  a  proper  ground, 
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intended  to  intimate  that  it  is  immaterial  in  what  way  the  inyen- 
tion  is  described  and  claimed.     The  several  cases  on  which  the 

(^  a  patent ;  and  therefore,  when  I  come  to  that  part  of  the  case  in  which  they 
aeek  to  show  this  is  not  so,  because  these  metal  plates  have  been  invented  before, 
— that  is,  persons  have  used  them  before,  —  in  my  judgment  it  will  not  go  far 
enough,  unless  they  can  show  there  has  been  some  application  of  them  before  to 
this  very  useful  purpose. 

**  There  is  a  third  ground  upon  which  they  contend  that  this  is  not  a  new  inven- 
tion. They  call  a  class  of  witnesses,  consisting  of  Emery  and  Mercer,  the  casters, 
and  Clarson,  who  was  a  caster,  and  Greson,  who  was  a  roller,  and  Ralph,  who  was 
a  roller,  to  state  to  you,  that  in  182S,  and  down  from  that  time  to  the  year  1880  or 
1831,  they  were  ail  employed  together  in  a  mill  (some  of  them  perhaps  n6t  quite 
80  long  as  the  others),  but  employed  in* a  mill  that  had  once  belonged  to  a  person 
of  the  name  of  Rose ;  that  mill  is  called  **  Nechell's  Mill,"  I  tEink ;  and  they 
ondertake  to  tell  you  (and  you  heard  the  mode  they  gave  their  evidence,  and  it 
is  for  you  to  appreciate  properly,  and  to  lay  what  stress  on  it  you  think  right), 
they  say,  so  hr  back  as  that  year  1828,  they  most  distinctly  remember  that  they 
used  the  compound  of  zinc  and  copper  in  the  proportions  of  one  and  a  half  to 
one,  which  would  be  within  the  limits  mentioned  in  the  plaintiff's  specifications, 
and  that  they  made  a  quantity  of  yellow  metal  from  it  for  the  purposes  of  sale.    * 

^'If  it  was  an  objection  to  this  patent,  that  in  point  of  fact  any  person  had  made 
a  plate  of  this  compound  metal  in  the  interval,  —  if  the  patent  cannot  exist,  al- 
thoagfa  no  person  had  discovered  what  the  virtues  of  this  mixture  were,  but  the 
mere  hd  of  making  it  and  c<mibining  the  zinc  and  the  copper  together  was  suffi- 
cient to  destroy  the  validity  of  the  patent, — then  indeed  it  would  be  a  very  material 
point  for  you  to  consider  whether  the  testimony  was  such  as  you  who  have  heard 
it — the  cross-examination  of  some  of  the  witnesses  —  would  entirely  rely  upon. 

^'That  would  be  a  question  I  should  not  take  out  of  your  hands,  but  should  leave, 
as  I  ought  to  do,  entirely  to  yourselves.  Tou  recollect  what  the  nature  of  the 
evidence  was ;  and  it  is  a  long  time  ago  (without  the  attention  of  the  parties  being 
called  to  it  apparently  until  very  lately) ;  the  year  1828  is  a  long  time  ago.  Those 
are  observations  I  should  make  to  you  when  you  are  exerting  your  own  discrimi- 
nation on  the  value  of  the  evidence ;  but,  as  I  have  stated  already  (from  which  I 
do  not  mean  to  recede),  I  do  not  think  that  the  circumstance  of  showing  the  com- 
bination of  these  two  materials  in  a  metal  plate  will  of  itself  destroy  this  patent, 
when  no  attention  at  the  time  was  paid  to  the  purpose  for  which  this  patent  was 
taken  out,  and  it  was  made  merely  in  the  ordinary  course  of  melters  of  metal  for 
the  various  and  ordinary  purposes  of  life. 

**I  do  not  think  that  the  circumstances  of  showing  that  in  the  long  time  that  has 
psned  before  us  in  the  different,  and,  I  may  say,  infinitely  varying  combinations 
that  must  have  been  made  for  the  various  purposes  for  which  brass  and  other 
metal  was  manufactured  for  ordinary  and  conmion  purposes  of  life,  —  to  call  a 
workman  to  show  that  on  some  occasion  or  occasions  he  had  combined  them  in 
those  proportions  for  another  and  different  purpose,  —  it  does  not  appear  to  me 
that  such  destroys  the  patent ;  and  therefore  it  makes  that  which  was  the  third 
head  of  objection,  under  the  question  of  new  invention  or  not  new  invention, 
inunaterial  for  yon  to  consider." 
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foregoing  comments  have  been  made  are  apt  and  forcible  illustra- 
tions of  the  necessity  of  great  care  in  the  statement  of  what  consti- 
tutes the  invention ;  for  if  the  particular  apparatus,  agent,  com- 
pound, or  combination  employed  is  not  of  itself  new,  and  the  nov- 
elty consists  in  the  use,  which  forms  a  new  process,  or  develops 
and  makes  practical  a  new  property  of  matter,  then  it  will  cer- 
tainly be  an  error  to  describe  and  claim  the  invention  in  such  a 
way  as  to  make  it  necessaiy  to  construe  the  patent  as  a  claim  for 
a  new  machine,  or  agent,  or  combination. 

§  69.  The  case  of  Newton  v.  Vaucher  rests  upon  similar  prin- 
ciples. The  defendant  was  the  earlier  inventor  of  a  mode  of  ap- 
plying soft  metal  to  the  surfaces  in  contact  in  a  particular  class  of 
machines,  for  a  specific  purpose.  He  discovered  that  a  lining  of 
soft  metal,  introduced  into  the  parts  of  machines  where  moving 
surfaces  require  to  be  packed  so  as  to  be  steam  tight,  could  be  sub- 
stituted for  the  elastic  substances  which  had  been  used  as  packing 
before.  The  plaintiff  afterwards  discovered  that  soft  metal  had 
the  property  of  diminishing  friction,  and  of  preventing  the  evolu- 
tion of  heat  when  applied  to  the  surfaces  in  contact  of  machines  in 
rapid  motion  where  there  is  great  pressure ;  and  he  embodied  the 
application  of  that  discovery  to  machines  in  a  patent.  It  was  held 
that  the  two  inventions  were  entirely  distinct,  and  that  the  plain- 
tiff's patent  did  not  cover  a  mere  double  use  of  the  discovery 
made  by  the  defendant.^ 

§  70.  But  there  is  a  class  of  cases  which  come  much  nearer  to 
the  line,  and  in  which  it  is  much  more  difficult  to  determine 
whether  the  supposed  invention  is  to  be  regarded  merely  as  a 
double  use,  or  as  a  substantive  improvement  entitled  to  a  patent. 
These  are  the  cases  where  the  change  consists  in  the  substitution 
of  one  material  for  another  in  a  particular  manufacture  or  machine, 
and  in  the  consequences  produced  by  that  change.  Thus,  to  take 
one  of  the  most  simple  of  these  cases,  —  that  mentioned  by  Mr. 
Justice  Nelson  in  his  judgment  in  the  case  of  Hotchkiss  r.  Green- 
wood,—  in  which  the  patent  was  for  an  improvement  in  manu- 
facturing buttons,  the  foundation  being  made  of  wood,  the  face 
being  covered  with  tin  bent  over  the  rim.  At  the  trial,  the  de- 
fendant produced  a  button  made  long  before  the  plaintiff's  in  the 

^  Newton  v,  Vaucher,  11  Law  &  Eq.  R  5S9. 


§68-72.]  QUAUTIES  OF  INVENTION.  66 

same  way,  excepting  that  the  foundation  was  of  bone.  It  was  ad- 
mitted that  the  new  article  was  better  and  cheaper  than  the  old 
one ;  but  the  case  was  given  up  on  the  'part  of  the  plaintiff, 
rightly,  as  the  learned  judge  thought,  since,  in  his  view,  the  mere 
superiority  of  the  material,  unconnected  with  any  change  in  the 
contBivance  or  mode  of  putting  the  button  together,  could  not 
make  the  manufacture  a  new  one,  in  the  sense  of  being  entitled  to 
a  patent.^ 

§  71.  The  case  in  which  this  illustration  was  resorted  to  was 
one  where  a  similar  substitution  of  one  material  for  another  had 
been  made  by  the  supposed  inventor.  It  consisted  of  an  improve- 
ment in  the  manufacture  of  door-knobs,  and  other  knobs  to  be 
used  as  handles  of  locks  or  other  fastenings.  Previous  to  the  in- 
vention of  these  patentees,  knobs  had  been  made  of  metal  and  fast- 
ened to  the  shank  by  a  peculiar  arrangement,  namely,  by  making 
a  dovetail  cavity  in  the  knob  for  the  insertion  of  the  shank,  which  ^ 
had  a  screw  upon  its  end,  and  by  pouring  fused  metal  into  the 
cavity  around  the  shank,  so  as  to  form  the  proper  corresponding 
screw.  It  appeared,  moreover,  at  the  trial,  that  door-knobs  had 
previously  been  made  of  potter's  clay,  but  not  that  they  had  been 
attached  to  the  shank  in  the  mode  in  which  the  metallic  knobs 
had  been  attached.  The  patentees  described  in  their  specification 
the  method  of  fastening  the  knob  and  the  shank  together,  which 
proved  to  be  substantially  the  same  as  the  mode  previously  used 
with  the  metallic  knobs ;  and  they  claimed  the  manufacturing  of 
knobs,  in  this  mode  of  fastening,  of  potter's  clay,  or  of  any  kind 
or  clay  used  in  pottery,  or  of  porcelain.^  It  is  quite  apparent  that 
the  invention  (if  there  was  one)  of  these  patentees  consisted  in 
making  door  and  other  knobs  of  clay  or  porcelain,  in  the  same 
way  in  which  knobs  had  previously  been  made  of  iron,  or  brass^ 
or  glass,  or  wood.  « 

§  72.  Now  the  question  of  the  patentability  of  the  application 

'  See  the  statement  of  this  case  by  Mr.  Justice  Nelson,  in  his  opinion  in  the 
case  of  HotchkisB  v.  Greenwood,  11  Howard,  248,  266. 

'  The  claim  was  as  follows :  "•  The  manufacturing  of  knobs,  as  stated  in  the 
fi/regoing  specification^  of  potter's  clay,  or  any  kind  of  clay  used  in  pottery,  and 
shaped  and  finished  by  moulding,  turning,  burning,  and  glazing,  and  also  of  porce- 
lain." The  claim  is  stated  in  the  text  as  a  claim  for  the  manufacture  of  knobs 
cf  clay,  in  that  mode  of  fastening,  because  the  patent,  under  all  the  facts  bearing 
upon  it,  was  capable  of  no  other  construction. 
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of  this  new  material  to  the  manufacture  of  door-knobs,  in  a  well- 
known  mode  of  attaching  the  knob  to  the  shank,  appears,  from 
the  evidence  adduced*at  the  trial,  to  have  depended  upon  the  sin- 
gle consideration  of  the  superiority  of  that  material  in  point  of 
cheapness  or  durability ;  and  both  the  court  below  and  the  Su- 
preme Court  of  the  United  States  held,  that  mere  superioi^ty  of 
material  could  not  constitute  an  invention  of  a  new  manufacture.^ 
It  is  true  that  the  patentees  asked  for  an  instruction  to  the  jury, 
under  which  it  would  have  been  their  duty  to  inquire  whether  the 
attaching  of  the  clay  knob  to  the  shank  required  more  skill  or  in- 
vention than  to  attach  the  metal  knob.  But  it  does  not  appear 
from  tlie  report  of  the  case  that  any  evidence  was  offered  which 
would  have  justified  the  jury  in  finding  that  the  patentees'  method 
of  attaching  the  knob  differed  from  the  method  previously  used. 
The  amount  of  ingenuity  or  skill  or  invention  involved  in  the  at- 
taching of  the  knob  and  the  shank  was  therefore  not  a  material 
issue  in  the  case ;  and  the  sole  material  issue  was,  whether  the 
substance  of  a  knob,  so  attached,  was  new,  and  whether  that  nov- 
elty made  the  new  knob  a  patentable  invention.  The  case  there- 
fore presented  the  naked  question  of  the  superiority  of  a  new  ma- 
terial for  the  purposes  for  which  that  material  was  used  in  an  old 
;manufacture  as  the  ground  for  a  patent. 

• 

§  73.  The  mere  quality  of  cheapness,  or  other  superiority  in 
the  material  of  which  an  article  is  made,  disconnected  with  any 
new  or  different  mode  of  applying  that  material  in  the  process  of 
making  the  thing,  has  not  been  held  to  be  the  subject  of  a  patent. 
There  are  dicta  of  judges  in  which  cheapness  has  been  made  an 
important  consideration  in  determining  the  patentable  character 
of  inventions.  But  it  is  necessary  to  observe  carefully  the  nature 
of  these  inventions,  and  the  relation  which  this  quality  of  cheap- 
ness bears  to  the  ^bject-matter.  Thus  in  Crane's  invention,  con- 
sisting in  the  use  of  anthracite  coal  and  a  hot-air  blast  in  the 
manufacture  of  iron,  in  the  place  of  bituminous  coal  a^d  a  hot-air 
blast,  one  test  applied  by  the  court,  in  order  to  determine  whether 
this  change  in  the  process  of  manufacturing  iron  was  a  patentable 

^  Hotchkiss  V.  Greenwood,  4  McLean's  R.  456;  s.  o.  11  Howard,  248.  This,  it 
should  be  observed,  is  a  different  question  from  the  one  that  would  arise  where  the 
material  is  itself  a  new  composition  of  matter ;  for,  in  such  a  case,  the  superior 
fitness  of  the  material  for  particular  uses  has  relation  to  the  question  of  its  novelty 
as  a  composition,  if  it  is  any  relevancy  at  alL 
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inTention  or  new  mode  of  manufactare,  was  to  inquire  whether 
the  article  produced  by  it  was  cheaper  or  better  than  that  produced 
by  the  old  process.  Here  the  superiority  of  the  article  made  by  a 
particular  process  was  resorted  to  as  proof  that  the  process  is  new 
or  improved,  in  the  sense  of  being  a  patentable  change.  So  also, 
in  Lord  Dudley's  patent,  where  pit-coal  was  substituted  for  char- 
coal in  the  manufacture  of  iron,  the  different  constitution,  of  the 
iron  so  made  was  evidence  of  a  new  process  of  making  it.  The 
production  of  an  article,  therefore^  as  good  in  quality  as  before, 
and  at  a  cheaper  rate,  or  better  in  quality  than  before,  at  the  same 
rate,  by  a  process  which  claims  to  be  new,  may  be  taken  as  evi- 
dence tending  to  show  a  substantive  difference  between  that  pro- 
cess and  any  former  one.  But  in  the  case  of  a  manufacture  or  a 
machine,  the  substitution  of  one  material  for  another,  leading  to 
greater  cheapness  or  durability  in  the  manufacture  or  machine 
itself,  seems  to  belong  to  the  province  of  construction  and  not  to 
that  of  invention. 

Still,  it  is  not  to  be  laid  down  broadly  that  the  use  of  one  ma- 
terial in  place  of  another,  in  a  manufactured  vendible  article  or  a 
machine,  can  never  be  the  subject  of  a  patent.  If  such  substitu- 
tion involves  a  new  method  of  attachment  or  construction,  or  leads 
to  any  new  mode  of  operation,  or  develops  a  new  application  of 
the  properties  of  matter,  so  as  to  change  the  use  of  the  manufac- 
ture or  machine,  there  may  be^  in  the  use  of  the  new  material  a 
patentable  invention.^ 

§  74.  Having  presented  these  illustrations  of  the  doctrine  of 
novelty,  as  applied  to  the  cases  of  double  use,  it  may  be  expedient 
to  consider,  in  reference  to  the  same  patentable  quality,  that  class 

^  Mr.  Phillips  takes  the  same  distinction.  ^  There  may  be  cases,"  he  says,  **  in 
which  the  sabstitation  of  a  different  material  may  be  a  matter  of  contrivance  and 
invention,  and  in  sach  case  the  particular  mode  of  applying  the  new  material  would 
be  a  good  subject  of  a  patent"  Phillips  on  Patents,  134.  It  was  in  reference  to 
the  same  distinction  that  Mr.  Justice  Nelson,  in  delivering  the  opinion  of  the  Su- 
preme Court  of  the  United  States  in  Hotchkiss  v.  Greenwood,  laid  down  the  doc- 
trine that  superiority  of  material  cannot,  of  itself^  be  the  subject  of  a  patent  The 
meaning  of  this  doctrine  is,  that  the  superiority  must  extend  beyond  mere  com- 
parative cheapness  or  durability,  or  adaptation  to  the  purpose  for  which  the  old 
material  was  used,  and  must  lead  to  some  change  in  the  construction  or  mode  of 
operation.  11  Howard,  266.  See,  in  connection,  the  dissenting  opinion  of  Mr, 
Justice  Woodbury. 
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of  inventions  where  there  is  supposed  to  be  a  new  process,  formed 
by  the  substitution  of  one  thing  for  another,  or  by  the  use  of  a 
new  combination  of  materials,  or  by  the  omission  or  addition  of 
some  step  or  manipulation,  in  a  manufacture  or  an  art.  What  is 
it,  in  this  class  of  cases,  which  constitutes  the  patentable  novelty  ? 
In  other  words,  what  is  it  that  affords  proof  of  a  change  sufficient 
to  constitute  a  patentable  improvement  in  the  art  or  manufacture, 
or  to  form  a  new  process  or  method  distinguishable  as  an  inven- 
tion from  what  had  gone  before  it  ? 

§  75.  The  leading  case  of  Crane  v.  Price,  involving  a  new  mode 
of  making  iron,  stands  very  prominent  among  the  cases  of  this 
description.  The  whole  invention  in  this  case  consisted  in  the  use 
of  a  well-known  material,  anthracite  coal,  in  the  manufacture  of 
iron,  in  combination  with  the  use  of  a  hot-air  blast,  after  bitumi- 
nous coal  had  been  used  with  a  hot-air  blast,  and  after  anthracite 
coal  had  been  used  with  a  cold-air  blast.  The  doctrine  applied  by 
the  court  to  this  state  of  facts  is  embraced  in  the  proposition  that, 
if  the  result  produced  by  the  new  combination  is  either  a  new  ar- 
ticle, a  better  article,  or  a  cheaper  article  to  the  public  than  that 
produced  by  the  old  method,  the  new  combination  is  patentable  as 
an  invention  or  manufacture  intended  by  the  statute.  The  mean- 
ing of  this  proposition,  when  applied  to  the  English  statute  (the 
statute  of  monopolies),  is,  that  the  improvement  in  the  article 
manufactured  is  proof  that  the  change  which  has  been  made  in 
the  process  of  manufacture  amounts  to  a  new  process  or  new  mode 
of  manufacturing  iron.  Applied  to  our  statute,  which  embraces 
any  new  and  useful  art,  or  any  new  and  useful  improvement  in  an 
art,  and  therefore  embraces  a  new  process  of  manufacturing  iron, 
the  doctrine  means  the  same  thing.  The  question  arises,  then, 
whether  this  doctrine  is  sound. 

§  76.  It  may  be  observed,  that  patents  of  the  class  to  which  this 
case  of  Craue  v.  Price  belongs  embrace  inventions  which  consist 
entirely  in  the  use  of  known  things,  acting  together  in  a  manner 
ali-eady  known,  and  producing  effects  already  known,  but  produ- 
cing those  effects  so  as  to  be  more  economically  or  beneficially  en- 
joyed by  the  pubHc.  That  is  to  say,  these  inventions  consist  in  a 
cliange  of  process,  by  the  substitution  of  one  thing  for  another,  or 
the  omission  or  addition  of  one  or  more  steps,  in  the  manufacture 
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of  an  article  known  before  as  manufactured  by  a  different  process. 
It  is  quite  clear,  that,  if  there  is  any  test  capable  of  being  applied  to 
these  changes  of  process,  and  fit  to  determine  whether  there  is  a 
patentable  novelty  in  them,  that  test  must  be  fquud  in  the  improved 
effect  which  the  new  combination  of  materials  or  agents  produces. 
^This  is  the  ground  on  which  the  decision  in  Crane  v.  Price  was. 
made.^  The  decision  has  been  questioned ;  but  it  appears,  from  the 
whole  of  the  discussion  embraced  in  the  opinion  of  the  court,  that 
it  was  intended  to  be  put  upon  the  ground  that  the  iron  manu- 
factured by  the  new  process  was  a  new  metal,  that  is  to  say,  new 
in  respect  to  its  superior  properties,  or  its  cheapness,  or  both.^ 

§  77.  The  previous  case  of  Sturz  v.  De  La  Rue,  before  Lord 
Chancellor  Lyndhurst,  was  very  similar  in  principle  to  Crane  t;. 
Price.  The  patent  covered  "  improvements  in  copper  and  other 
plate  printing?' ;  and  the  invention  consisted  in  ^^  putting  a  glazed 
enamelled  surface  on  the  paper  by  means  of  white  lead  and  size, 
whereby jthe  finer  lines  of  the  engraving  are  better  exhibited  than 
heretofore.''  This  was  held  to  be  a  patentable  invention,  as  an 
improvement  in  copper-plate  printing.^  In  like  manner,  the  omis- 
sion of  any  ingredient  previously  used  in,  and  considered  essential 
to,  a  particular  process,  may  constitute  such  a  change  in  the  series 
of  processes  pursued  as  to  amount  to  a  patentable  invention.  As 
where  a  patent  was  taken  for  ^'  a  new  and  improved  method  of 
making  and  manufacturing  double  canvas  and  sail-cloth  with  hemp 
and  flax,  or  either  of  them,  without  any  starch  whatever"  ;^  and 
where  another  invention,  for  rendering  cloth  fabrics  water-proof, 
consisted  in  Immersing  them  in  various  solutions  in  a  different 
order  from  that  which  had  been  previously  followed,  although  the 
same  solutions  had  been  previously  used.^ 

^  See  also  the  cases  cited  in  the  opinion  of  the  court,  as  contained  in  1  Webs. 
Fat  Cas.  407-411. 

*  In  Dobbs  v.  Penn,  3  Exchequer  R.  427,  482,  the  Lord  Chief  Baron  is  re- 
ported to  have  said,  that  the  decision  in  Crane  v.  Price  might  be  put  upon  the 
ground  that  the  patent  produced  a  new  result,— that  the  metal  produced  was  a 
new  metal ;  and  Baron  Parke  observed,  that  upon  tluvt  ground  he  could  under- 
stand the  decision,  although  before  he  had  entertained  serious  doubts  as  to  the 
correctness  of  it 

*  Sturz  V.  De  La  Rue,  1  Webs.  Pat  Cas.  S3,  5  RussePs  Ch.  R.  322, 324. 

*  Campion  v.  Benyon,  4  B.  Moore,  71,  cited  in  Webster  on  the  subject-matter, 
p.  23,  note. 

*  Helliwell  v.  Dearman,  1  Webs.  Pat.  Cas.  401,  note  (t).    '*  The  object  of  the 
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§  78.  It  appears,  then,  that  there  is  a  large  class  of  cases  where 
improvements  or  inyentions  in  the  mode  of  producing  a  particalar 
known  effect  will  be  the  subject-matter  of  letters-patent ;  and  an- 
other large  class  of  cases,  in  which  the  discovery  and  application 
of  new  means  of  producing  an  effect  before  unknown  will  also  be 
the  subject-matter  of  a  patent.  One  of  these  classes  embraces  all 
cases  of  the  new  application,  of  known  agents  and  things,  so  as  to 
lead  to  a  change  in  the  series  of  processes  by  which  the  particular 
effect,  result,  or  manufacture  is  produced,  or  by  which  an  entirely 
new  effect,  result,  or  manufacture  is  produced.  The  other  em- 
braces all  cases  of  the  discovery  and  application  of  new  agents  or 
things,  by  which  a  new  effect  or  result  is  to  be  produced. 

§  79.  But  with  respect  to  that  class  of  inventions  which  we  have 
been  considering,  and  which  consist  in  a  change  of  process  pro- 
duced by  the  omission  of  some  step  in  the  old  process,  or  the  new 
application  of  a  particular  agent,  there  are  some  recent  English 
cases  which  show  the  test  that  is  to  be  applied  in  determining  the 
patentable  novelty.  In  one  of  them  the  alleged  invention  con- 
sisted in  a  new  mode  of  extracting  garancine,  the  pure  red  coloring 
matter  contained  in  madder.  Before  the  plaintiff's  patent,  garan- 
cine had  been  obtained  from  fresh  madder  by  the  application  of 
sulphuric  acid  and  hot  water  or  steam,  The  refuse,  called  spent 
madder,  was  regarded  as  useless.  The  plaintiff  discovered  that, 
by  applying  the  same  process  to  spent  madder  which  had  formerly 
been  applied  to  fresh  madder,  garancine  could  still  be  extracted ; 
and  this  discovery  rendered  spent  madder  very  valuable.  Upon 
the  trial,  —  there  being  an  issue  which  embraced  the  question 
whether  this  was  a  patentable  invention,  —  the  presiding  judge 
told  the  jury  that,  if  they  believed  the  evidence  which  had  been 

plaintifi's  inTentioii  was  the  rendering  fabrics  water-proof,  but  at  the  same  time 
leaving  such  fabrics  pervious  to  the  air.  It  appeared  that,  before  the  plaintiff's 
patent,  a  solution  of  alum  and  soap  was  made,  and  the  fisibric  to  be  rendered  water- 
proof was  immersed  therein.  By  this  means  a  water-proof  surface  was  produced 
on  the  fabric,  but  it  was  not  of  a  lasting  natiJre ;  it  wore  off.  According  to  the 
plaintiff's  invention,  the  fabric  is  immersed  first  in  a  mixture  of  a  solution  of  alum 
with  some  carbonate  of  lime,  and  then  in  a  solution  of  soap.  The  effect  is,  that 
by  the  first  immersion  every  fibre  becomes  impregnated  with  the  alum,  the  sul- 
phuric acid  of  the  alum  being  neutralized  by  the  carbonate  of  lime,  and  by  the 
second  immersion  the  oily  quality,  rendering  it  repeUant  of  water,  is  given  to  every 
fibre,  so  that  each  fibre  is  rendered  water-proof,  instead  of  the  surface  only ;  but 
the  whole  fabric  continued  pervious  to  air." 
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offered  to  show  the  facts  above  stated,  they  must  find  this  issue  for 
the  defendant.  This  instruction  made  the  patentable  character  of 
the  invention  an  inference  of  law,  to  be  drawn  from  too  narrow  a 
basis  of  facts.  In  the  Exchequer  Chamber,  on  a  writ  of  error,  it 
was  held  that  this  direction  was  wrong,  and  that  the  jury  should 
have  been  directed  to  find  certain  questions  of  fact,  as  inferences 
from  the  evidence,  which  questions  are  thus  stated  in  the  opinion 
of  the  court.'  "  There  is  here  no  new  contrivance,  for  the  process 
used  under  the  plaintiff's  patent  with  the  spent  madder  is  the 
same  as  that  previously  used  with  fresh  madder ;  neither  is  the 
product  new,  for  garancine  produced  from  the  one  and  the  other 
appears  to  us  precisely  of  the  same  quality.  If,  therefore,  the  pat- 
ent be  good,  it  must  be  on  account  of  the  old  contrivance  being 
applied  to  a  new  object  under  such  circumstances  as  to  support 
the  patent.  Now,  spent  madder  might  be  a  very  different  thing 
from  fresh  madder  in  its  properties,  chemical  and  otherwise,  or  it 
might  be  in  effect  the  same  thing  as  fresh  madder  in  its  properties, 
chemical  and  otherwise,  with  the  difference  only  that  part  of  its 
coloring  matter  had  been  already  extracted ;  again,  the  proper- 
ties, chemical  and  otherwise,  of  both  might  or  might  not  have 
been  known  to  chemists  and  other  scientific  persons,  so  that  they 
could  tell  whether  fresh  madder  and  spent  madder  were  different 
things,  or  substantially  the  same  things.  These  points  appear  to 
us  to  be  questions  of  fact,  and  material  to  affect  the  validity  or  in- 
validity of  the  patent,'*  &c.  ^ 

§  80.  From  this  ruling  it  is  apparent  that  there  might  be  one 
state  of  circumstances  which  would  support  this  patent,  and  an- 
other state  of  circumstances  which  would  show  the  supposed  in- 
vention to  be  nothing  more  than  a  double  use  of  the  old  process. 
The  proper  instruction  to  have  given  to  ta  jury  in  this  case  would 
have  been  to  direct  them  to  find  whether  spent  madder,  as  a  sub- 
stahce  from  which  to  extract  garancine,  was,  chemically  or  other- 
wise, a  substantially  different  substance  from  fresh  madder ;  or 
whether  it  was,  chemically  or  otherwise,  substantially  the  same 
substance,  differing  only  in  the  amount  of  coloring  matter  remain- 

^  Steiner  v.  Heald,  6  £ng.  Law  &  Eq.  R  586.  A  new  trial  was  directed,  but 
it  does- not  appear  that  it  was  ever  had.  The  patent  was  repealed,  on  the  pro- 
dnction  of  a  foreign  work  which  affected  its  yaliditj.  See  Webster's  argument 
in  Booth  v.  Kennard,  38  Eng.  Law  &  £q.  R.  457. 
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• 

ing  in  it.  If  the  latter  should  turn  out  to  be  the  case,  the  sup- 
posed invention  would  be  nothing  more  than  the  repetition  of  an 
old  process  for  the  purpose  of  extracting  from  the  same  substance 
what  had  not  been  extracted  by  the  first  application  of  that  pro- 
cess. But  if  spent  madder  was  a  substantially  different  substance 
from  fresh  madder,  then  there  would  have  been  an  inyention,  con- 
sisting in  the  application  of  an  old  process  to  a  substance  to  which 
it  had  not  been  before  iipplied,  and  obtaining  thereby  the  same 
result  which  had  formerly  been  obtained  from  a  different  sub- 
stance.^ • 

§  81.  The  still  more  recent  case  of  iBooth  v.  Kennard  is  an  in- 
stance where  there  was  an  invention  in  making  an  article  by  the 
omission  of  one  step  in  the  process.  Before  the  plaintiff's  patent, 
gas  had  been  made  from  oils  extracted  from  seeds  and  other  sub- 
stances. The  plaintiff  discovered  that  gas  might  be  made  directly 
from  the  seeds,  &c.  The  apparatus  which  he  employed  was  not 
new,  the  seeds  or  other  matters  from  which  the  gas  was  made 
were  the  same  from  which  the  oils  had  been  previously  extracted, 
and  the  gas  produced  was  the  same.  The  distinction,  therefore, 
between  the  plaintiff's  and  former  methods  consisted  in  the  sav- 
ing of  one  step  in  the  process  of  making  gas.  This  was  held  to  be 
a  substantive  invention,  capable  of  supporting  a  patent.^ 

§  82.  Having  thus  considered  the  statute  requisite  of  novelty  in 
respect  to  the  quality  and  extent  of  the  difference  between  the 
alleged  invention  and  o£her  things  which  preceded  it,  the  next 
inquiry  is,  whether  this  must  be  an  absolute  novelty,  in  respect  to 
all  previous  time  and  all  other  countries,  or  whether  it  may,  under 
any  and  what  circumstances,  be  relative  to  the  existing  state  of 
knowledge,  and  to  the  knowledge  of  this  or  of  other  countries. 
And  here  an  inspection  of  the  statute  brings  into  view  certain 
clauses  which  have  an  important  bearing  upon  the  issue  of  ftov- 
elty,  and  in  one  way  or  the  other  qualify  or  limit  the  circum- 
stances under  which  a  valid  patent  may  be  taken.     One  of  these 

• 

1  Just  as  if  the  discovery  had  been  made  (to  use  an  illustration  suggested  by 
Maule,  J.,  at  the  argujuent  of  this  case)  that,  by  applying  to  potatoes  the  process 
used  for  obtaining  garancine  firom  madder,  a  valuable  coloring  matter  could  be 
obtained. 

>  Booth  V.  Kennard,  88  Eng.  Law  &  Eq.  B.  457. 
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clauses,  found  in  the  sixth  section  of  the  act  of  1836,  provides,  as 
if  by  way  of  accumulation,  that  the  subject-matter  of  the  alleged 
inyention  must  be  something  ^^  not  known  or  used  by  others  be- 
fore his  or  their  discovery  or  invention  thereof."  The  other  is  the 
provision  in  the  fifteenth  section  of  the  statute,  which  declares 
that,  ^^  whenever  it  shall  satisfactorily  appear  that  the  patentee,  at 
the  time  of  making  his  application  for  the  patent,  believed  him- 
self to  be  the  first  inventor  or  discoverer  of  the  thing  patented,  tlie 
same  shall  not  be  void  on  account  of  the  invention  or  discovery, 
or  any  part  thereof,  having  been  before  known  or  used  in  any  for- 
eign country ;  it  not  appearing  that  the  same,  or  any  substantial 
part  thereof,  had  before  been  patented,  or  described  in  any  printed 
publication." 

§  83.  The  clause  of  the  sj;atute  which  makes  the  condition  of  a 
valid  patent,  that  the  supposed,  invention  was  "  not  known  or  used 
by  others  before  His  or  their  invention  or  discovery  thereof,"  was 
founded  upon  a  similar  clause  in  the  patent  act  of  1793,  and  upon 
the  construction  which  that  clause  had  received.  The  words  of 
the  act  of  1793  were,  "  not  known  or  used  before  the  application." 
Tlie  seeming  ambiguity  of  this  language  led  to  the  inquiry  in  what 
way  and  by  whom  a  previous  knowledge  was  to  vitiate  a  claim  to 
an  otherwise  original  invention.  It  was  perceived  that  the  appli- 
cant or  patentee  himself  must  have  had  a  knowledge  and  use  of 
his  invention  before  his  application  for  a  patent ;  and  that  others, 
who  might  have  been  employed  to  assist  him  in  developing  or  ap- 
plying it,  might  have  thus  derived  a  knowledge  of  it  from  him,  and 
that  others  still  might  have  pirated  it  from  him,  or  used  it  without 
his  consent,  before  his  application.  In  order,  therefore,  to  give 
the  statute  a  rational  interpretation,  it  was  held  by  the  Supreme 
Ciourt  that  it  must  be  construed  to  mean,  not  known  or  used  by 
the  public  before  the  application.^  This  construction  made  tlie 
clause  to  mean,  that  if  the  public  were,  at  the  time  of  the  applica- 
tion, in  possession  of  the  invention,  whether  derived  from  another 
inventor  or  from  the  applicant  himself  and  with  his  consent,  the 
patent  obtained  would  be  invalid. 

«     §  84.   This  construction  was  adopted  into  the  act  of  1836  by  in- 

^  Pennock  «.  Dialogue,  2  Peters,  1.  See  also  Melius  v.  Sibbee,  4  Mason,  lOS ; 
Tieadwell  v.  Bladen,  4  Wash.  703. 
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serting  the  words  "by  others" ;  but  the  previous  use  or  knowl* 
edge  by  others  was  made  to  relate  to  the  time  of  the  inyention  or 
discovery  by  the  applicant,  instead  of  the  time  of  his  application 
for  a  patent.  Thus  altered,  the  text  of  the  clause  "  not  known  or 
used  by  others  befcn^e  his  or  their  discovery  or  invention  thereof/* 
obviously  gives  rise  to  several  very  important  questions.  In  the 
first  place,  looking  at  the  authority  of  the  decision  on  which  the 
clause  was  founded,  and  at  the  reasons  of  that  construction,  it  is 
apparent  that  the  term  '^  others,"  although  used  in  the  plural,  was 
used  to  denote  that  the  use  or  knowledge  was  to  be  the  use  or 
knowledge  of  any  other  person  or  persons  than  the  patentee  him* 
self;  and  therefore  the  prior  use  or  knowledge  by  one  person 
other  than  the  patentee  is  sufficient  to  defeat  his  statute  claim  to 
be  regarded  as  the  inventor,  provided  that  use  or  knowledge  was 
not  such  as  to  be  excluded  by  the  further  construction  which  the 
clause  is  to  receive,  or  by  the  limitations  which  are  imposed  upon 
it  by  some  other  clause.^  We  have  seen,  then,  that  when  the  Su- 
preme Court  inserted  the  term  "  others,"  by  construction,  into  the 
statute  of  1798,  they  gave  it  two  limitations :  first,  that  the  prior 
use  or  knowledge  must  have  been  from  the  invention  or  discovery 
of  some  other  person  than  the  applicant  for  a  patent ;  or,  secondly, 
if  derived  from  his  invention  or  discovery,  that  it  must  have  been 
with  his  consent.     The  first  of  these  limitations  is  embodied  in  the 

clause  in  the  act  of  1836,  which  is  now  under  consideration,  and 

• 

the  second  is  embraced  in  another  clause  of  the  same  statute, 
which  permits  the  applicant  to  have  allowed  the  use  of  his  inven- 
tion for  a  certain  period,  —  a  regulation  that  will  be  considered 
hereafter.  With  these  limitations,  then,  kept  in  view,  the  ques- 
tion arises.  What  is  to  constitute  a  prior  ^"  use  "  or  "  knowledge  " 
of  an  alleged  invention  within  the  meaning  of  this  statute  ?  Does 
the  "  use  "  or  '^  knowledge  "  comprehend  all  time  and  place,  or  is 
it  limited,  under  any  and  what  circumstanpes  7 

§  85.  It  is  apparent  that,  if  the  whole  state  of  a  particular  art, 
past  and  present,  were  to  become  known,  on  a  full  investigation, 
the  previous  use  or  knowledge  of  a  thing  which  is  sought  to  be 
made  the  subject  of  a  patent  might  relate  to  a  foreign  country, 
or  a  former  period  of  time,  or  to  this  country,  or  the  present  time. 
Confining  our  inquiries,  therefore,  to  the  state  of  the  existing 

^  See  Reed  v.  Cutter,  1  Story,  590 ;  Bedford  v.  Hunt,  1  Mason,  302. 
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knowledge  of  this  country,  at  the  time  of  a  supposed  inyention, 
one  question  to  be  considered  is,  whether  the  former  existence  of 
the  supposed  subject  of  invention,  after  the  previous  specimen  of 
it  has  been  laid  aside,  lost,  or  abandoned,  is  sufficient  to  prevent  a 
patent  being  granted  to  one  who  has  reinvented  it.  This  question 
has  been  judicially  considered,  under  our  statute,  but  under  cir- 
cumstances which  should  be  carefully  noted.  One  Fitzgerald  was 
an  original  inventor  of  an  iron  safe  for  the  preservation  of  papers 
from  fire,  of  a  peculiar  construction,  patented  in  the  year  1843. 
In  the  defence  it  appeared  that  one  Conner,  a  stereotype  founder 
in  the  city  of  New  York,  between  the  years  1829  and  1832,  made 
a  safe  for  his  own  use  of  substantially  the  same  construction,  and 
used  it  in  his  own  counting-room  as  a  place  of  deposit  for  his  pa- 
pers, and  for  their  preservation  from  fire,  until  the  year  1838,  when 
it  passed  into  other  hands.  There  was  no  evidence  to  show  what 
became  of  this  safe  afterwards,  or  that  the  person  into  whose  hands 
it  fell  was  aware  of  any  peculiar  construction  making  it  valuable 
as  a  protection  against  fire,  or  that  it  was  ever  used  for  that  pur- 
pose after  Conner  had  parted  with  it.^  While  in  Conner's  posses- 
sion, its  construction  and  supposed  value,  as  a  means  of  protection 
against  fire,  were  known  to  the  workmen  employed  in  his  foundry, 
but  no  test  was  applied  to  it  to  ascertain  its  value  in  this  respect. 
After  it  passed  out  of  his  possession,  he  did  not  make  another  like 
it,  but  used  a  safe  of  dififerent  construction.  The  case,  therefore, 
on  which  the  Supreme  Court  intended  to  pass,  was  that  of  a  single 
specimen,  of  substantially  the  same  construction  as  the  patentee's 
safe,  used  for  some  years,  by  the  person  who  made  it,  as  a  place  of 
deposit  for  his  papers,  then  laid  aside  and  lost  to  the  world,  but 
still  capable  of  being  described  from  the  recollection  of  the  person 
who  made  it,  when  recalled  to  his  recollection  by  the  subsequent 
reinvention  of  it  by  an  original  inventor.  Does  such  a  state  of 
facts  negative  the  claim  of  a  subsequent  original  inventor  to  a 
patent  ? 

^  I  state  the  facts  of  tbis  case  as  they  appeared  in  the  record  on  which  the  Su- 
preme Court  pronounced  its  opinion.  Unfortunately,  the  bills  of  exceptions  were 
somewhat  loosely  drawn,  and  it  appears  to  have  been  true  that  the  Conner  safe 
was  in  existence  at  the  time  of  the  trial.  See  the  application  made  to  the  Su- 
preme Court  to  open  the  judgment,  after  it  had  been  prououncedi  10  Howard's 
Beports,  509,  original  edition.  But  the  decision  of  the  Supreme  Court  must  be 
examined  as  if  this  &ct  were  not  in  the  case,  and  upon  the  supposition  that  the 
Conner  safe  and  all  knowledge  of  it,  except  such  knowledge  as  was  recalled  to 
the  mind  of  Conner  by  Fitzgerald's  invention,  had  likewise  been  lost 
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§  86.  In  considering  this  question,  the  Supreme  Court  came  to 
the  conclusion  that  it  was  not  the  intention  of  Congress  to  require 
that  a  patentee  should  be  literally  the  original  and  first  inyentor 
or  discoverer  of  the  thing  patented.  This  conclusion  they  de- 
duced from  the  obvious  policy  and  object  of  the  statute,  namely, 
to  reward  him  who  first  gives  to  the  public  the  means  of  knowl- 
edge of  a  useful  discovery,  —  a  policy  which  is  evinced  by  that  pro- 
Tision  of  the  statute  which  requires  that  a  previous  foreign  inven- 
tion must  have  been  patented,  or  described  in  a  printed  publica- 
tion, in  order  to  invalidate  the  claim  to  a  patent  in  this  country 
by  an  original  inventor,  who  believed  himself  to  be  the  first  in- 
ventor. This  provision  is  obviously  founded  upon  the  hypothesis 
that  an  invention  might  exist  for  ages  in  a  foreign  country,  and 
yet  the  means  of  knowledge  would  not  be  within  the  reach  of  the 
public  in  this  country,  unless  the  foreign  invention  were  patented, 
or  described  in  a  printed  publication.  The  policy  of  the  statute, 
thus  deduced,  tlie  court  seem  to  have  considered  would  cover  the 
ease  of  a  lost  art,  when  reinvented,  and  also  such  a  case  as  that 
of  Fitzgerald,  which  they  likened  to  the  case  of  a  lost  art,  and  to 
the  case  of  the  reinvention  of  an  unpatented  or  unpublished  for- 
eign invention.  The  particular  instruction  given  to  the  jury  by 
the  court  below,  and  in  which  the  Supreme  Court  held  there  was 
no  error,  required  the  jury  to  find  two  facts :  first,  whether  the 
Conner  safe  had  been  finally  forgotten  or  abandoned,  before  Fitz- 
gerald's invention  ;  and,  secondly,  whether  Fitzgerald  was  the 
original  inventor  of  the  safe  for  which  he  obtained  a  patent.  The 
jury  were  directed,  if  they  found  these  two  facts  affirmatively,  to 
return  a  verdict  for  the  plaintifi;  This  instruction  and  verdict 
were  sanctioned  by  the  Supreme  Court,  mainly  upon  the  ground 
that  the  evidence  authorized  the  inference  that  the  Conner  safe 
had  been  finally  forgotten  before  Fitzgerald's  invention,  so  that 
there  was  no  existing  and  living  knowledge  of  the  improvement, 
or  of  its  former  use,  at  the  time  of  Fitzgerald's  discovery.^ 

^  Gaylor  v.  Wilder,  10  Howard,  477.  The  opinion  of  a  majority  of  the  court 
(McLean  and  Daniel,  Justices,  dissenting)  was  delivered  by  Mr.  Ch.  J.  Taney. 
The  following  is  his  view  of  the  subject  considered  in  the  text :  *^  It  appears  that 
James  Conner,  wlio  carried  on  the  business  of  a  stereotype  founder  in  the  city  of 
New  York,  made  a  safe  for  his  own  use,  between  the  years  1829  and  1832,  for  the 
drotection  of  his  papers  against  fire,  and  continued  to  use  it  until  1888,  when  it 
passed  into  other  hands.   It  was  kept  in  his  counting-room,  and  known  to  the  per- 
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§  87.  It  may  be  suggested  that  the  principles  and  analogies  of 
the  patent  law  would  have  furnished  another  mode  of  testing  this 

sons  engaged  in  the  foundry;  and  after  it  passed  out  of  his  hands,  he  used  others 
of  a  different  construction. 

**  It  does  not  appear  What  became  of  this  safe  afterwards.  And  there  is  nothing 
in  die  testimony  from  which  it  can  be  inferred  that  its  mode  of  construction  was 
htown  to  the  person  into  whose  possession  it  fell,  or  that  any  value  was  attached 
to  it  as  a  place  of  security  for  papers  against  &rey  or  that  it  was  ever  used  for  that 
purpose. 

**  Upon  these  facts  the  court  instructed  the  jury, '  that,  if  Conner  had  not  made 
his  discovery  public,  but  had  used  it  simply  for  his  own  private  purpose,  and  it  had 
been  finally  foi^tten  or  abandoned,  such  a  discovery  and  use  would  be  no  ob- 
Btacle  to  the  taking  out  of  a  patent  by  Fitzgerald  or  those  claiming  under  him,  if 
he  be  an  original,  though  not  the  first,  inventor  or  discoverer.' 

'^The  instruction  assumes  that  the  jury  might  find  from  the  evidence  that  Con- 
nei^s  safe  was  substantially  the  same  with  that  of  Fitzgerald,  and  also  prior  in 
time.  And  if  the  fact  was  so,  the  question  then  was,  whether  the  patentee  was 
*the  original  and  first  inventor  or  discoverer,'  within  the  meaning  of  the  act  of 
Congress. 

'^The  acf  of  1836,  ch.  857,  §  6,  authorizes  a  patent  where  the  party  has  discov- 
ered or  invented  a  new  and  useful  improvement, '  not  known  or  used  by  others 
befiire  his  discovery  or  invention.'  And  the  15th  section  provides,  that  if  it  ap- 
pears, on  the  ^al  of  an  action  brought  for  the  infringement  of  a  patent,  that  the 
patentee '  was  not  the  original  and  first  inventor  or  discoverer  of  the  thing  patent- 
ed,' the  verdict  shall  be  for  the  defendant 

^Upon  a  literal  construction  of  these  particular  words,  the  patentee  in  this  case 
certainly  was  not  the  original  and  first  inventor  or  discoverer,  if  the  Ck>nner  safe 
was  the  same  with  his,  and  preceded  his  discovery. 

**  But  we  do  not  think  that  this  construction  would  carry  into  effect  the  intention 
of  the  legislature.  It  is  not  by  detached  words  and  phrases  that  a  statute  ought 
to  be  expounded.  The  whole  act  must  be  taken  together,  and  a  fair  interpreta- 
tion given  to  it,  neither  extending  nor  restricting  it  beyond  the  legitimate  import 
of  its  language,  and  its  obvious  policy  and  object.  And  in  the  15th  section,  after 
making  the  provision  above  mentioned,  there  is  a  further  provision,  that,  if  it 
shaQ  appear  that  the  patentee  at  the  time  of  his  application  for  the  patent  be- 
lieved himself  to  be  the  first  inventor,  the  patent  shall  not  be  void  on  account  of 
the  invention  or  discovery  having  been  known  or  used  in  any  foreign  country,  it 
not  appearing  that  it  had  been  before  patented  or  described  in  any  printed 
publication. 

**  In  the  case  thus  provided  for,  the  party  who  invents  is  not,  strictly  speaking,  the 
first  and  original  inventor.  The  law  assumes  that  the  improvement  may  have 
been  known  and  used  before  his  discovery.  Yet  his  patent  is  valid  if  he  discov- 
ered it  by  the  efforts  of  his  own  genius,  and  believed  himself  to  be  the  origina. 
inrentor.  The  clause  in  question  qualifies  the  words  before  used,  and  shows  that 
bj  knowledge  and  use  the  legislature  meant  knowledge  and  use  existing  in  a 
manner  accesnble  to  the  public.  If  the  foreign  invention  had  been  printed  or 
patented,  it  was  already  given  to  the  world  and  open  to  the  people  of  tins  country 
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question,  which  would  have  led  to  the  same  result,  and  which 
probably  was  what  the  learned  judge  who  tried  the  cause  in  the 

as  well  as  of  others,  upon  reasonable  inquiiy.  They  would  therefore  derive  no 
advantage  from  the  invention  here.  It  would  confer  no  benefit  upon  the  com- 
munity, and  the  inventor  therefore  is  not  considered  to  be  entitled  to  the  reward. 
But  if  the  foreign  discovery  is  not  patented  nor  described  in  any  printed  publi- 
cation, it  might  be  known  and  used  in  remote  places  for  ages,  and  the  people  of 
this  country  be  unable  to  profit  by  it.  The  means  of  obtaining  knowledge  would 
not  be  within  their  reach ;  and,  as  far  as  their  interest  is  concerned,  it  would  be 
the  same  thing  as  if  the  improvement  had  never  been  discovered.  It  is  the  in- 
ventor here  that  brings  it  to  them,  and  places  it  in  their  possession.  And  as  he 
does  this  by  the  effort  of  his  own  genius,  the  law  regards  him  as  the  first  and 
original  inventor,  and  protects  his  patent,  although  the  improvement  had  in  fact 
been  invented  before  and  used  by  others. 

^*  So,  too,  as  to  the  lost  arts.  It  is  Well  known  that  centuries  ago  discoveries  were 
nuide  in  certain  arts,  the  fruits  of  which  have  come  down  to  us,  but  the  means  by 
which  the  work  was  accomplished  are  at  this  day  unknown.  The  knowledge  has 
been  lost  for  ages.  Yet  it  would  hardly  be  doubted,  if  any  one  now  discovered  an 
art  thus  lost,  and  it  was  a  useful  improvement,  that,  upon  a  fair  construction  of 
the  act  of  Congress,  he  would  be  entitled  to  a  patent.  Yet  he  would  tlbt  literally 
be  the  first  and  original  inventor.  But  he  would  be  *the  first  to  confer  on  the 
public  the  benefit  of  the  invention.  He  would  discover  what  is  unknown,  and 
communicate  knowledge  which  the  public  had  not  the  means  of  obtaining  without 
his  invention. 

"  Upon  the  same  principle  and  upon  the  same  rule  of  construction,  we  think  that 
Fitzgerald  must  be  regarded  as  the  first  and  original  inventor  of  the  safe  in  ques- 
tion. The  case  as  to  this  point  admits  that,  although  Conner's  safe  had  been  kept 
and  used  for  years,  yet  no  test  had  been  applied  to  it,  and  its  capacity  for  resisting 
heat  was  not  known ;  there  was  no  evidence  to  show  that  any  particular  value  was 
attached  to  it  after  it  passed  from  his  possession,  or  that  it  was  ever  afterwards 
used  as  a  place  of  security  for  papers ;  and  it  appeared  that  he  himself  did  not  at- 
tempt to  make  another  like  the  one  he  is  supposed  to  have  invented,  but  used  a 
different  one.  And  upon  this  state  of  the  evidence  the  court  put  it  to  the  jury  to 
say  whether  this  safe  had  been  finally  forgotten  or  abandoned  before  Fitzgerald's 
invention,  and  whether  he  was  the  original  inventor  of  the  safe  for  which  he 
obtained  the  patent;  directing  them,  if  they  found  these  two  facts,  that  their  ver- 
dict must  be  for  the  plaintiff".  We  think  there  is  no  error  in  this  instruction.  For 
if  the  Conner  safe  had  passed  away  from  the  memory  of  Conner  himself,  and  of 
those  who  had  seen  it,  and  the  safe  itself  had  disappeared,  the  knowledge  of  the 
improvement  was  as  completely  lost  as  if  it  had  never  been  discovered.  The  pub- 
lic could  derive  no  benefit  fix>m  it  until  it  was  discovered  by  another  inventor. 
And  if  Fitzgerald  made  his  discovery  by  his  own  efforts,  without  any  knowledge 
of  Conner's,  he  invented  an  improvement  that  was  then  new,  and  at  that  time 
unknown ;  and  it  was  not  the  less  new  and  unknown  because  Conner's  safe  was 
recalled  to  his  memory  by  the  success  of  Fitzgerald's. 

«<  We  do  not  understand  the  Circuit  Court  to  have  said  that  the  omission  of  Con- 
ner to  try  the  value  of  hiB  safe  by  proper  tests  would  deprive  it  of  its  priority,  nor 
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court  below  intended  to  embrace  in  his  instruction  to  the  jury^ 
but  which  does  not  appear  to  be  distinctly  developed  in  the  de- 
cision of  the  Supreme  Court,  In  every  question  of  an  alleged 
priority,  there  arises  the  necessary  inquiry  whether  there  was  a 
completed  invention  or  discovery  by  another  before  the  invention 
or  discovery  by  the  patentee.  If  the  thing  patented  has  once  been 
actually  and  completely  invented  or  discovered  before,  however 
limited  the  use,  the  patent  is  invalidated,  unless  the  former  ar- 
ticle was  an  unpatented  or  unpublished  foreign  invention,  never 
introduced  into  this  country.  But  what  amounts  to  proof  of  a 
completed  invention  will  depend  on  the  nature  of  the  subject- 
matter,  and  may  also  depend  on  the  nature  of  the  previous  use. 
If  the  subject-matter  is  a  mere  structure,  whose  adaptation  or  ca- 
pacity to  effect  what  is  proposed  requires  no  test  or  practical  use, 
then  nothing  is  needed  but  to  ascertain  if  the  structure  has  been 
once  previously  made.  The  extent  of  use,  or  the  mode  in  which 
the  first  inventor  treated  the  article,  or  the  fact  that  he  had  once 
forgotten  that  he  had  ever  made  it,  are  immaterial,  provided  he 
had  completed  the  structure.  But  this  is  a  case  which  rarely  oc- 
curs.^   In  the  larger  number  of  inventions,  some  amount  of  actual 

bis  omiflBioD  to  bring  it  into  public  use.  He  might  haye  omitted  both,  and  also 
abandoned  its  use,  and  been  ignorant  of  the  extent  of  its  value ;  yet  if  it  was  the 
ame  with  Fitzgerald's,  the  latter  would  not  upon  such  grounds  be  entitled  to  a 
patent,  provided  Conner's  safe  and  its  mode  of  construction  were  still  in  the  mem- 
ory of  Conner  before  they  were  recalled  by  Fitzgerald's  patent. 

^The  circumstances  above  mentioned,  referred  to  in  the  opinion  of  the  Circuit 
Court,  appear  to  have  been  introduced  as  evidence  tending  to  prove  that  the 
Conner  safe  might  have  been  finally  forgotten,  and  upon  which  this  hypothetical 
iostruction  was  given.  Whether  this  evidence  was  sufficient  for  that  purpose  or 
not,  was  a  question  for  the  jury,  and  the  court  left  it  to  them.  And  if  the  jury 
foand  the  fact  to  be  so,  and  that  Fitzgerald  again  discovered  it,  we  regard  him  as 
standing  upon  the  same  ground  with  the  discoverer  of  a  lost  art,  or  an  unpatented 
and  unpublished  foreign  invention,  and,  like  him,  entitled  to  a  patent.  For  there 
was  no  existing  and  living  knowledge  of  this  improvement,  or  of  its  former  use,  at 
tiie  time  he  made  the  discovery.  And  whatever  benefit  any  individual  may  derive 
from  it  in  the  safety  of  his  papers,  he  owes  entirely  to  the  genius  and  exertions  of 
Fitzgerald." 

*  A  case  was  once  tried  before  Mr.  Justice  Nelson,  upon  a  patent  for  an  im- 
proTed  water-wheel,  in  which  a  witness  testified  that  ten  years  before  the  plain- 
tiff's patent  he  assisted  in  constructing  a  water-wheel  embracing  the  principle  of 
the  plaintiff's  invention,  which  was  carried  away  by  the  person  for  whom  it  was 
made,  and  the  witness  never  saw  it  afterwards,  llie  Judge  instructed  the  jury, 
tbt,  if  they  believed  the  witnes8,Vand  the  wheel  was  a  perfect  wheel  and  was 
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use  is  necessary,  in  order  to  determine  whether  the  structure  did 
effect  in  practice  the  supposed  theory  of  its  construction ;  and 
until  this  use  has  been  had,  until  the  capacity  of  the  structure 
to  effect  what  is  proposed  is  ascertained,  it  cannot  be  said  that 
there  has  been  a  completed  invention.^  What  kind  of  use  this 
must  have  been  in  order  to  test  and  ascertain  the  capacity  of  the 
structure,  so  that  the  inference  of  complete  invention  can  be 
drawn,  depends  upon  the  character  of  the  invention.  Thus  in  tlie 
case  of  Conner's  safe,  the  mere  structure  alone,  and  its  use  as  a 
place  of  deposit  for  papers,  for  any  number  of  years,  without  its 
having  been  subjected  to  the  test  of  fire  at  all,  would  not  make  it  a 
completed  invention  of  such  a  safe  as  that  patented  by  Fitzgerald, 
but  would  rather  leave  it  all  the  while  in  the  position  of  an  exper- 
iment, or  a  theoretical  structure,  whose  relation  to  the  question  at 
issue  would  depend  upon  the  fact  of  its  having  been  abandoned, 
or  of  its  having  been  prosecuted  to  the  required  result.  Hence 
it  is,  that  in  all  inquiries  of  this  kind,  the  principles  which  deter- 
mine how  far  a  former  use  rested  only  in  ezperiment,  or  in  prep- 
aration for  experiment,  and  how  far  itas  to  be  regarded  as  a  use 
in  which  the  proposed  result  or  mode  of  operation  was  actually 
reached  by  a  practical  test,  are  of  great  significance.  There  is  no 
real  danger  of  having  this  inquiry  lost  in  questions  of  degree,  if 
it  is  properly  conducted  ;  because  the  question  of  complete  prior 
invention  does  not  depend  upon  questions  of  degree,  or  perfection, 
but  upon  the  inquiry  whether  the  two  things  actually  accomplished 
a  result  that  may  be  regarded  as  substantially  the  same  in  kind. 

§  88.  A  great  deal  of  light  may  be  thrown  uppn  the  particular 

taken  away  to  be  nsed,  the  evidence  was  sufficient  to  invalidate  the  patent,  with- 
out proof  that  the  prior  wheel  was  ever  actually  used.  Parker  v.  Ferguson,  1 
Blatch.  407.  This  instruction  was  appropriate  to  a  case  where  perfect  or  com- 
plete invention  could  be  inferred  from  the  structure  alone,  without  any  use  what- 
ever. But  this  class  of  cases  is  entirely  distinguishable  from  those  where  some 
test  of  actual  use  is  necessary  to  ascertain  whether  the  alleged  prior  invention  was 
anything  more  than  an  experimental  effort  to  do  what  the  patentee  has  afterwards 
done. 

^  In  the  trial  of  patent  causes,  on  questions  of  priority  of  invention,  it  is  very 
common  to  hear  expert  witnesses  asked  the  question,  whether  the  alleged  prior 
machine  or  other  thing  would  have  toorked  as  well  as,  or  in  the  same  mode  as,  that 
of  the  patentee.  This  evidence  is  not  otherwise  relevant  to  the  true  inquiry,  than 
so  &r  as  it  tends  to  the  inference  that  the  thing  actually  did  work.  This  tendency 
if  often  very  slight. 
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question  now  under  consideration,  by  an  examination  of  some  of 
the  English  cases  ;  for  while  our  statute  is  not  precisely  the  same 
as  the  British  Statute  of  Monopolies,  in  its  description  of  the  qual- 
ities and  circumstances  of  a  patentable  invention,  it  is  substantially 
the  same  in  its  provisions  respecting  prior  use  and  knowledge, 
and  the  requisite  of  novelty.^  But  in  examining  the  English 
cases  on  priority  of  invention  or  introduction,  it  is  necessary  to 
bear  in  mind  that  the  judges,  in  giving  instructions  to  juries, 
and  in  deciding  cases  m  banc^  have  often  brought  into  the  discus- 
sion the  inquiry  whether  die  subject  of  the  patent  was  in  ^^  public 
use,"  before  or  at  the  time  of  granting  the  patent,  in  opposition  to 
any  secret  or  entirely  private  use.  This  has  arisen  from  two  cir- 
cumstances, which  have  had  a  tendency  to  blend  two  distinct 
issues  into  one.     The  first  of  these  circumstances  is  that  the 

'  The  difference  between  the  English  statute  and  ours,  in  the  particulars  re- 
ferred to  in  the  text,  is  as  follows :  The  clause  in  the  English  Statute  of  Monopo- 
lies, on  which  the  patent  system  rests,  enxbraces  the  two  conditions :  Jirgt,  that  the 
imnnfacture  is  new  within  the  realm ;  second,  that  others  did  not  use  it  at  the 
making  of  the  letters-patent  The  object  of  the  last  condition  was  to  prevent  a 
patent  being  held  for  a  thing  which  the  patentee  had  —  although  it  was  new 
within  the  reahn  at  the  time  he  invented  or  introduced  it  —  permitted  to  go  into 
public  use.  Our  statute  has  put  these  two  conditions  into  distinct  clauses ;  and 
therefore  the  clause  **■  not  known  or  used  by  others  before  the  discovery  or  inven- 
tion thereof,**  by  the  applicant  for  a  patent,  is  to  be  taken  as  a  repetition  of  the 
qaahty  of  novelty,  and  is  to  be  construed  in  connection  with  the  clauses  which 
allow  the  ^dal  defence  of  want  of  priority  of  invention,  and  the  previously  stated 
condition  that  the  subject-matter  must  be  "  new."  For  this  reason  the  principles 
laid  down  in  the  English  cases,  by  which  the  fact  of  priority  has  been  ascertained, 
are  equaUy  applicable  under  our  statute,  where  the  alleged  prior  use  or  knowl- 
edge was  in  this  country.  The  question  which  has  sometimes  been  raised  in  the 
En^ish  cases  as  to  the  prior  use  being  a  public  use  or  not,  is  not  founded  upon 
the  conditions  of  their  statute,  but  upon  the  proviso  in  the  letters-patent,  which 
makes  them  void  if  the  invention  is  not  new  **  as  to  the  public  use  and  exercise 
thereof"  in  England,  and  which  has  been  supposed  to  add  to  the  conditions  of  the 
statute.  As  to  this,  it  is  well  settled  that  the  phrase  "  public  use,"  introduced 
into  the  proviso,  means  use  in  public,  or  in  a  public  manner,  in  opposition  to  a 
secret  use,  and  that  it  does  not  mean  use  by  the  public  generally.  Carpenter  v. 
Smith,  1  Webs.  Fat  Ca&  530,  534 ;  Hindmarch  on  Fatents,  108  - 112 ;  Stead  v. 
Williams,  2  Webs.  Fat  Cas.  126 ;  Stead  v.  Anderson,  2  Webs.  Fat.  Cas.  147. 
Bat  in  this  country  there  can  be  no  such  distinction,  since  our  letters-patent  do 
not  contain  this  proviso,  and  the  validity  of  the  grant  depends  upon  the  same  prin- 
ciples, as  to  the  novelty  of  the  invention,  which  have  been  applied  to  that  question 
nnder  the  English  statute,  where  the  question  has  arisen  directly  upon  the  stat- 
Qle  respecting  the  priority  of  invention. 
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English  law  allows  a  patent  to  the  first  introducer  of  a  thing  from 
abroad,  as  well  as  to  the  first  inventor.  Hence  a  question  may 
arise,  whether  the  public  were  already  in  possession  of  the  thing, 
or  were  already  using  it,  at  the  time  of  a  patent  being  granted. 
The  other  cause  for  the  consideration  of  this  question  of  prior 
"  public  use  "  is  to  be  found  in  the  proviso  of  the  letters-patent, 
which  makes  them  void  if  the  subject  was  not  new  as  to  the  ^^  pub- 
lic use  $iud  exercise  thereof."  But  in  all  the  cases,  whether  the 
issue  to  be  found  was  directed  expressly  under  the  statute,  on  the 
question  of  novelty,  or  under  the  proviso  of  the  patent,  on  the 
question  of  prior  ''  public  use,*'  this  point  of  a  perfected  inven- 
tion, as  distinguished  from  mere  experimental  trials  or  efforts, 
has  been  alike  involved  ;  and  if  we  examine  the  facts  of  the  sev- 
eral cases  and  the  tests  applied  to  them,  taking  care  to  remember 
that  under  our  law,  on  the  question  of  novelty,  the  publicity  of 
the  prior  use  is  not  otherwise  important  than  as  a  circumstance 
tending  to  show  that  there  was  or  was  not  a  completed  invention, 
we  shall  find  the  English  cases  of  great  value. 

§  89.  Thus  in  the  case  of  Jones  v.  Pearce,  which  bears  some 
resemblance  to  the  case  of  Gaylor  v»  Wilder,  and  which  was  an 
action  on  a  patent  for  making  wheels  on  a  principle  of  suspension, 
evidence  was  offered,  in  the  defence,  to  show  that,  many  yeai's  be- 
fore the  plaintiff's  invention,  a  Mr.  Strutt  had  caused  a  pair  of 
wheels  to  be  made  for  his  own  use,  and  had  used  them  on  a  cart 
until  they  had  become  broken  and  laid  aside,  and  that  they  were 
constructed  and  worked  on  the  principle  of  the  plaintiff's  inven- 
tion. On  this  last  point  there  was  conflicting  evidence.  Mr.  Jus- 
tice Patterson  instructed  the  jury  as  follows  :  "  If,  on  the  whole 
of  this  evidence,  either  on  the  one  side  or  the  other,  it  appeared 
this  wheel,  constructed  by  Mr.  Strutt's  order  in  1814,  was  a  wheel 
on  the  same  principles  and  in  substance  the  same  wheel  as  the 
other,  for  which  the  plaintiff  has  taken  out  his  patent,  and  that  it 
was  used  openly  in  public,  so  that  everybody  might  see  it,  and 
had  continued  to  use  the  same  thing  up  to  the  time  of  taking  out 
the  patent,  undoubtedly,  then,  that  would  be  a  ground  to  say  that 
the  plaintiff's  invention  is  not  new,  and,  if  it  is  not  new,  of  course 
his  patent  is  bad,  and  he  cannot  recover  in  this  action  ;  but  if,  on 
the  other  hand,  you  are  of  opinion  that  Mr.  Strutt's  was  an  exper-^ 
iment,  and  that  he  found  it  did  not  answer,  and  ceased  to  use  it 
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altogether,  and  abandoned  it  as  useless,  and  nobody  else  followed 
it  up,  and  that  the  plaintiff's  inyention,  which  came  afterwards, 
was  his  own  invention,  and  remedied  the  defects,  if  I  may  so  say, 
although  he  knew  nothing  of  Mr.  Strutt's  wheel,  he  remedied  the 
defects  of  Mr.  Strutt's  wheel,  then  there  is  no  reason  for  saying 
the  plaintifPs  patent  is  not  good  :  it  depends  entirely  upon  what  is 
your  opinion  upon  the  evidence  with  respect  to  that,  because,  sup- 
posing you  are  of  opinion  that  it  is  a  new  invention  of  the  plain- 
tiff's, the  patent  is  good."  ^ 

§  90.  The  trial  in  the  case  in  which  this  instruction  was  given 
was  on  a  plea  of  the  general  issue ;  and  the  question  raised  and 
put  to  the  jury  was,  therefore,  directly  upon  the  novelty  of  the 
plaintiff's  invention,  that  is  to  say,  whether  he  was  the  first  in- 
ventor, and  not  whether  the  thing  was  in  public  use  at  the  time 
of  the  grant.  From  the  form  of  the  issue,  therefore,  as  well  as 
from  the  obvious  meaning  of  the  learned  judge,  the  facts  of  the 
open  public  use  of  Mr.  Strutt's  wheel,  or  the  continued  use  of  it 
down  to  the  time  of  the  patent,  or  the  abandonment  of  it,  were 
put  to  the  jury  as  circumstances  from  which  they  were  to  decide 
whether  it  was  an  incomplete  and  imperfect  experiment,  or  a  com- 
pleted and  successful  invention ;  and  not  because  these  inquiries 
as  to  continued  or  discontinued  use  were  of  themselves  important, 
provided  the  wheel  had  once  been  made  and  used  as  a  successful 
and  substantial  application  of  the  principle  of  the  plaintiff's.  This 
instruction  appears  to  me  to  have  been  entirely  correct,  upon  the 
facts  of  the  case,  both  under  the  English  law  and  under  our  own ; 
for  this  is  one  of  a  class  of  cases  which  are  entirely  distinguishable 
from  the  case  of  what  is  called  a  lost  art,  where  evidence  may  be 
produced  of  the  prior  existence  of  a  thing,  but  there  is  no  living 
knowledge  of  the  method  or  process  by  which  it  was  made,  and 
where  there  has  been  a  fresh  invention  or  discovery  of  some 
method  or  process  of  making  it,  and  where  the  method  or  process 
of  manufacture  is  the  essential  thing  demanded  by  the  public 
wants.    This  class  of  cases  will  be  considered  by  itself. 

§  91.  In  the  same  way,  where  the  issue  to  be  tried  was  raised 
technically  upon  the  proviso  in  the  letters-patent,  by  a  plea  that 
the  article  patented  was  previously  in  "  public  use,"  Sir  N.  C. 

^  Jones  V.  Pearce,  1  Webs.  Fat  Cas.  122. 
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Tindaly  C.  J.,  instructed  the  jury  that,  in  order  to  sustain  this 
issue  on  the  part  of  the  defendant,  the  alleged  former  practice  of 
the  invention  ^^  must  not  be  such  a  practice  of  it  as  is  only  refer- 
able to  mere  experiments  for  the  purpose  of  making  a  discovery, 
or  something  secret,  or  confined  to  the  party  who  was  making  it 
at  the  time,  but  that  it  must  be,  in  order  to  set  aside  the  patent,  a 
case  where  it  was  in  public  use  and  operation  among  persons  in 
that  trade  and  likely  to  know  it."  The  action  was  on  a  patent 
for  a  manufacture  of  elastic  fabrics ;  and  it  was  put  to  the  jury  to 
find  whether  the  various  specimens  or  proofs  of  such  a  manufac- 
ture brought  forward  by  the  defendants  amounted  to  proof  that 
the  patented  tnanufacture  was  in  public  use  in  England,  or  whether 
they  fell  short  of  that  point  and  proved  only  that  experiments  had 
been  made  in  various  quarters,  and  had  been  afterwards  aban- 
doned.^   Again,  it  is  well  settled  in  a  case  which  went  to  the 

^  Cornish  v.  Keene,  1  Webs.  Pat  Cas.  501,  508,  519.  The  following  was  the 
very  lucid  instruction  given  to  the  jury :  "  If  this,  No.  3,  calling  it  technically  and 
compendiously  by  that  title,  was,  at  the  time  these  letters-patent  were  granted,  in 
any  degree  of  general  use ;  if  it'  was  known  at  all  to  the  world  publicly,  and 
practised  openly,  so  that  any  other  person  might  have  the  means  of  acquiring  the 
knowledge  of  it  as  well  as  this  person  who  obtained  the  patent, — then  the  letters- 
patent  are  void ;  on  the  other  hand,  if  it  were  not  known  and  used  at  the 
time  in  England,  then,  as  far  as  this  question  is  concerned,  the  letters-patent  will 
stand.  Now  it  will  be  a  question  for  you,  gentlemen,  to  say,  whether,  upon  the 
evidence  which  you  have  heard,  you  are  satisfied  that  the  invention  was  or  was 
not  in  use  and  operation,  public  use  and  operation,  at  the  time  the  letters-patent 
were  granted.  It  is  obvious  that  there  are  certain  limits  to  that  question ;  the 
bringing  it  within  that  precise  description  which  I  have  just  given  must  depend 
upon  the  particular  facts  that  are  brought  before  a  jury.  A  man  may  make 
experiments  in  his  own  closet  for  the  purpose  of  improving  any  art  or  manu- 
facture in  public  use ;  if  he  makes  these  experiments  and  never  commumcates 
them  to  the  world,  and  lays  them  by  as  forgotten  things,  another  person,  who  has 
made  the  same  experiments,  or  has  gone  a  little  further,  or  is  satisfied  with  the 
experiments,  may  take  out  a  patent,  and  protect  himself  in  the  privilege  of  the 
sole  making  of  the  article  for  fourteen  years ;  and  it  will  be  no  answer  to  him  to 
say  that  another  person  before  him  made  the  same  experiments,  and  therefore 
that  he  was  not  the  first  discoverer  of  it ;  because  there  may  be  many  discov- 
erers starting  at  the  same  time,  —  many  rivals  that  may  be  running  on  the  same 
road  at  the  same  time,  and  the  first  which  comes  to  the  crown  and  takes  out  a 
patent  (it  not  being  generally  known  to  the  public)  is  the  man  who  has  a  right 
to  clothe  himself  with  the  authority  of  the  patent^  and  enjoy  its  benefits.  That 
would  be  an  extreme  case  on  one  side ;  but  if  the  evidence  that  is  brought  in 
any  case,  when  properly  considered,  classes  itself  under  the  description  of  ex- 
periment only,  and  unsaccessful  experiment,  that  would  be  no  answer  to  the 
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House  of  Lords,  and  there  received  great  consideration,  that  where 
the  issue  is,  whether  the  patentee  was  the  true  and  iSrst  inventor, 
and  evidence  of  a  prior  use  or  exercise  of  the  invention  is  offered 
in  the  defence,  the  abandonment  or  discontinuance  by  the  sup- 
posed prior  inventor  is  a  material  fact  for  the  jury,  in  considering 
whether  there  was  a  prior  perfect  invention  or  not;  but  that  if 
there  was  a  prior  perfect  invention,  the  abandonment  of  its  use  or 
exercise  before  the  date  of  the  patent  is  wholly  immaterial.^    The 

validitj  of  tbe  patent  On  the  other  hand,  the  uae  of  an  article  may  be  so  gen- 
eral as  to  be  almost  universal.  In  a  case  like  that,  you  can  hardly  suppose  that 
any  one  would  incur  the  expense  and  trouble  of  taking  out  a  patent  That 
would  be  a  case  where  all  mankind  would  say,  *  You  have  no  right  to  step  in 
and  take  that  which  is  in  almost  universal  use,  for  that  is,  in  fact,  to  create  a 
monopoly  to  yourself  in  this  article,  without  either  giving  the  benefit  to  the  world 
of  the  new  discovexy,  or  the  personal  right  to  the  value  of  the  patent,  to  which  you 
would  be  entitled  from  your  ingenuity  and  from  your  application.'  Therefore,  it 
must  be  between  those  two  (if  I  may  so  call  it)  limits  that  cases  will  range  them- 
selves  in  evidence ;  and  it  must  be  for  a  jury  to  say,  whether,  supposing  those 
points  to  be  out  of  the  question,  in  any  particular  case,  evidence  which  has  been 
brought  before  them  convinces  them  to  their  understiCndings  that  the  subject  of 
the  patent  was  in  public  use  and  operation  at  that  time,  —  at  the  time  when  the 
patent  itself  was  granted  by  the  crown.  If  it  was  in  public  use  and  operation, 
then  the  patent  is  a  void  patent,  and  amounts  to  a  monopoly ;  if  it  was  not,  the 
patent  stands  good.  Now,  gentlemen,  you  will  have  to  apply  your  understanding 
to-day  to  the  evidence  in  this  case,  which  is  in  many  parts  contradictory,  in  order 
to  see  whether  you  bring  the  case  within  the  one  or  the  other  of  these  two  descrip- 
tions, and  whether  this  patent  is  or  is  not  a  new  invention."  See  also  the  cases 
of  Walton  V,  Potter  and  Walton  v.  Bateman,  1  Webs.  Pat  Cas.  585,  618. 

*  Househill  Company  v.  Neilson,  1  Webs.  Pat  Cas.  673-718.  See  also  the 
case  of  Heath  v.  Smith,  25  Law  &  £q.  R.  165,  168,  and  the  case  of  Stead  v.  Wil- 
liams, 2  Webs.  Fat  Cas.  126,  185,  in  which  Mr.  Justice  Creswell,  on  the  issue  of 
prior  public  knowledge,  pointed  out  to  the  jury  the  distinction  between  knowledge 
of  an  experiment  and  knowledge  of  a  thing  that  would  answer,  in  the  following 
tenns :  '*  Now  as  to  its  being  publicly  known  in  this  country,  I  take  it  that  there 
is  a  great  difference  between  the  knowledge  of  it  as  a  thing  that  would  answer 
and  was  in  use,  and  the  knowledge  of  it  as  a  mere  experiment  that  had  been 
found  to  be  a  failure  and  thrown  aside.  If  you  are  dealing  with  an  article  of  mer- 
chandise, or  with  an  article  of  ordinary  use,  —  if  a  person  has  had  a  scheme  in  his 
head  and  has  carried  it  out,  but  after  a  trial  has  thrown  it  aside,  and  the  thing  is 
forgotten  and  gone  by,  —  then  another  person  reintroducing  it  may,  within  the 
meaning  of  this  act,  be  the  inventor  and  the  first  user  of  it,  so  as  to  justify  a  pat- 
ent There  is  one  instance  where  a  patent  was  taken  out  for  wheels  on  the  sus- 
pension principle,  bearing  a  proportion  of  the  weight  from  the  upper  rim  of  the 
wheel,  as  well  as  supported  on  the  spokes  below  by  perpendicular  pressure.  It 
was  proved  in  that  case  that  Mr.  Strutt  of  Derby  had  used  a  cart  with  wheels  upon 
that  principle  some  time  before.    After  using  it  a  year  or  two,  he  threw  it  aside. 
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law  has  been  held  in  the  same  way  in  this  country  for  a  long 
period.^ 

It  was  totally  forgotten ;  and  some  sixteen  yean  afterwards  a  man  brought  the 
thing  to  perfection,  and  took  out  a  patent ;  and  it  was  held  that  that  former  use  by 
Mr.  Strutt,  having  been  abandoned  as  a  useless  thing,  was  no  impediment  in  the 
way  of  a  patent  So,  also,  in  the  case  alluded  to  of  Cornish  v.  Eeene.  An 
attempt  had  been  made  to  introduce  new  elastic  matters,  combined  for  the  pur- 
pose of  making  braces  and  bandages,  and  various  articles  of  that  sort  I  remem- 
ber well,  in  that^case,  the  Chief  Justice  left  it  to  the  jury  to  say  whether  these 
were  experiments.  Some  pieces  were  actually  produced  which  had  been  manu- 
factured, and  some  of  those  things  which  had  been  manufactured  had  been  sold. 
It  was  left  to  the  jury  to  say  whether  that  was  an  introduction  of  it  so  manifest,  or 
whether  it  was  a  mere  failing  experiment,  which  had  been  abandoned,  so  as  to 
leave  the  way  open  to  any  new  speculator  in  it,  who  yet  might  bring  the  patent 
to  perfection.  In  that  case,  also,  the  patent  was  supported.  In  this  case  the  de- 
fendants, in  order  to  negative  the  first  use,  have  given  some  evidence  of  similar 
pavements  in  Surrey,  Somersetshire,  and  somewhere  else.  The  ends  of  fir  or 
oak,  or  other  things  of  that  sort,  just  in  their  natural  condition,  round,  driven 
down  to  make  a  firm  flooring  either  ill  small  houses,  fronts  of  doors,  or  something 
of  that  sort  Undoubtedly  a  very  different  thing  from  this,  and  no  further  afiect- 
ing  this  question  than  as  showing  that  wood  had  in  some  instances  been  used  as  a 
pavement ;  but  as  a  pavement  for  a  carriage-way,  none  of  these  things  appear  to 
have  been  used.  But  then  comes  the  question  of  Sir  William  Worsley's.  Now 
the  principle  of  that  may  or  may  not  involve  entirely  the  principle  of  this,  accord- 
ing to  your  judgment  It  appears  to  have  been  laid  down  to  support  the  traffic 
of  carriages,  in  a  small  place  undoubtedly ;  a  portico  which  was  covered  in,  —  the 
porch  to  the  dwelling-house  of  Sir  William  Worsley  in  Yorkshire.  Undoubtedly 
it  has  been  put  there  to  sustain  the  traffic  of  carriages ;  that  there  is  no  doubt  of. 
They  are  cut  into  hexagon  blocks  of  equal  sizes.  There  you  have  the  principle 
of  the  angular  parts  corresponding,  so  that  the  flat  surfaces  would  come  together, 
and  so  sustain  each  other  from  any  lateral  motion.  They  are  not  driven  horizon- 
tally against  each  other,  but  driven  in  from  the  surface,  and  there  are  no  dowels ; 
but  dowels  are  not  claimed  as  any  part  of  the  present  invention.  Then  if  you 
think  (though  that  is  a  httle  more  bevelled  off),  —  if  you  think  that  is  essentially 
the  same  thing  as  the  hexagon  block  introduced  by  the  plaintiff  for  the  purpose 
of  making  roads,  then  I  should  say,  in  point  of  law,  that  makes  an  end  of  the 
patent,  because  that  appears  to  have  been  introduced  by  Sir  William  Worsley,  or 
to  have  been  used  by  him  in  public,  not  concealed,  no  secrecy  about  it,  made 
known  to  all  persons  who  came  to  his  house,  so  far  as  their  ocular  inspection 
could  make  them.  It  was  intended  to  be  public,  not  to  be  made  a  matter  of 
merchandise  certainly,  but  merely  for  his  own  private  use ;  but  the  knowledge 
of  it  exposed  to  the  public  an  article  in  public  use,  and  continued  to  be  used 
down  to  the  time  in  question.  Therefore,  if  you  think  that  is  the  same  thing  in 
substance  as  that  which  the  plaintiff  claims,  I  think  that  it  was  publicly  used  be- 
fore, and  that  he  cannot  have  his  patent  Whether  it  had  been  used  by  one  or 
used  by  five,  I  do  not  think  it  makes  any  difference." 

^  Woodcock  V.  Parker,  1  Gallis.  438 ;  Bedford  v.  Hunt,  1  Mason,  802 ;  Beed 
V.  Cutter,  1  Story,  690 ;  O'Beilly  v.  Morse,  15  How.  62. 


§91-93.]  QUALITIES  OF  INVENTION.  77 

§  92.  We  may  now  recur  to  the  case  of  Gaylor  v.  Wilder,  and 
to  the  inquiry  whether  there  is  a  distinction  between  cases  situated 
as  that  was,  and  cases  of  what  may  be  called  .the  reinvention  of  a 
lost  art.  The  case  of  Gaylor  v.  Wilder  (and  also  that  of  Jones  v. 
Pearce)  was  one-  where  the  novelty  or  priority  of  invention  was 
sought  to  be  impeached  by  evidence  of  the  former  existence  of  a 
single  specimen  of  an  article  made,  as  was  alleged,  in  the  same 
way  and  operating  upon  the  same  principle  as  the  invention  of 
the  patentee.  So  far  as  the  mere  construction  was  concerned,  the 
article  itself,  or  the  recollection  of  those  who  had  seen  it,  disclosed 
the  process  or  mode  of  making  it.  But  after  this  was  ascertained, 
the  inquiry  still  remained,  whether  it  operated  upon  the  same 
principle  as  the  patentee's  invention ;  and  to  the  trial  of  this 
question  the  success  with  which  it  operated,  as  proved  by  the  con* 
tinuance  or  abandonment  of  its  use,  or,  in  other  words,  the  fact  of 
its  being  a  completed  invention,  or  an  experiment  towards  the 
making  of  an  invention,  was  a  most  material  issue. 

§  93.  But  when  we  pass  from  cases  of  this  description  to  cases 
of  what  have  been  called  the  reinvention  or  rediscovery  of  a  lost 
art,  we  shall  find  a  very  important  distinction,  that  requires  to  be 
carefully  considered,  in  applying  the  test  which  is  to  determine 
the  presence  or  absence  of  the  patentable  quality  of  novelty,  or 
the  meaning  of  the  expression  '^  first  inventor."  There  are  dictaj 
both  of  the  English  and  the  Ameri(ian  judges,  to  the  effect  that  a 
patent  may  be  supported  for  a  new  discovery  or  invention  of  what 
was  once  in  existence  and  use,  but  has  been  long  lost  sight  of  or 
unknown.  But  in  what  sense  or  under  what  circumstances  the 
statute  may  be  so  construed  as  to  make  one  the  ^'  first  inventor  " 
of  a  thing  that  has  existed  before ;  or,  in  other  words,  to  make 
one  the  inventor  of  something  "not  known  or  used  by  others 
before  his  discovery  or  invention  thereof,"  when  there  is  evidence 
of  the  prior  existence  of  something  of  the  same  character,  is  a 
topic  that  has  not  been  made  the  subject  of  direct  adjudication. 
The  most  important  of  the  dictay  in  reference  to  lost  arts,  are  what 
fell  from  Lords  Lyndhurst  and  Brougham,  in  the  case  of  The 
Househill  Company  v.  Neilson,  and  from  Mr.  Chief  Justice  Taney, 
in  Gaylor  v.  Wilder.^    The  latter  stated  the  case  of  a  lost  art,  by 

^  In  delivering  the  judgment  of  the  House  of  Lords,  in  Neilson's  case,  Lord 
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way  of  illustration  of  the  latitude  of  interpretation  which  the  term 
"first  inyentor"  might  receive,  as  follows:  **So,  too,  as  to  the 
lost  arts.  It  is  well  known  that  centuries  ago  discoveries  were 
made  in  certain  arts,  the  fruits  of  which  have  come  down  to  us, 
but  the  means  by  which  the  work  was  accomplished  are  at  this 
day  unknown.  The  knowledge  has  been  lost  for  ages.  Tet  it 
would  hardly  be  doubted,  if  any  one  now  discovered  an  art  thus 
lost,  and  it  was  a  useful  improvement,  that,  upon  a  fair  construc- 
tion of  the  act  of  Congress,  he  would  be  entitled  to  a  patent.  Tet 
he  would  not  literally  be  the  first  and  original  inventor.  But  he 
would  be  the  first  to  confer  on  the  public  the  benefit  of  the  inven- 
tion. He  would  discover  what  is  unknown,  and  communicate 
knowledge  which  the  public  had  not  the  means  of  obtaining  with- 
out his  invention."^ 

§  94.  In  the  sense  in  which  the  learned  Chief  Justice  probably 
intended  to  make  use  of  this  illustration,  the  true  distinction  seems 
to  be  recognized.  For  there  may  obviously  be  two  classes  of  cases 
coming  under  the  general  head  of  a  lost  or  abandoned  or  forgotten 
art:  one,  where  an  article  of  manufacture  still  in  existence,  or 
capable  of  being  proved  to  have  once  existed,  discloses  of  itself, 
without  proof  of  its  origin  or  of  its  mode  of  manufacture,  the  pro- 
cess or  method  of  its  construction ;  the  other,  where  the  process 
or  method  of  manufacture  cannot  be  proved  by  the  article  itself 
or  any  description  of  it,  and  can  only  be  known  by  the  aid  of  evi- 
dence which  would  show  the  process  or  mode  of  manufacture  for- 
merly made  use  of.  In  one  of  these  cases,  to  possess  the  thing  or 
evidence  of  its  existence,  is  to  possess  knowledge  of  the  mode  of 
its  construction.  In  tlie  other,  the  thing  itself  may  remain,  and 
yet  all  knowledge  of  the  means  of  making  it  may  have  been  lost 

Lyndhurot  observed :  "  It  mast  not  be  nnderstood  that  your  lordships,  in  the  jadg- 
ment  you  are  about  to  pronounce,  have  given  any  decision  upon  this  state  of  facts, 
namely,  if  an  invention  had  been  formerly  used  and  abandoned  many  years 
ago,  and  the  whole  thing  had  been  lost  sight  of.  That  is  a  state  of  facts  not 
now  before  us.  Therefore,  it  must  not  be  understood  that  we  have  pronounced 
any  opinion  whatever  upon  that  state  of  things.  It  is  possible  that  an  invention 
may  have  existed  fifty  years  ago,  and  may  have  been  entirely  lost  sight  of,  and 
not  known  to  the  public.  What  the  effect  of  this  state  of  things  might  be,  is  not 
necessary  for  us  to  pronounce  upon."  To  which  Lord  Brougham  responded: 
<*  It  becomes  like  a  new  discovery."  1  Webs.  Fat  Gas.  717. 
»  10  How.  477. 


§93-95.]  QUALITIES  OF  INVENTION.         -  79 

for  centuries.^  It  is  of  the  last  class  of  cases  that  Mr.  Chief  Jus- 
tice Taney  is  to  be  understood  as  speaking.  He  supposes  the  case 
of  an  art,  ^'  the  fruits  of  which  have  come  down  to  us,  but  the 
means  by  which  the  work  was  accomplished  are  at  this  day  un- 
known," and  that  some  one  has  discoTered  a  process,  or  means, 
by  which  those  fruits  can  be  again  produced. 

§  95.  Now  it  is  of  great  consequence  to  know  what  relation  to 
the  issue  of  priority  is  borne,  in  the  one  or  the  other  of  these  two 
cases,  by  the  fact  of  the  existence  or  absence  of  what  may  be  called 
living  knowledge,  at  the  time  of  the  supposed  reinvention  or  re- 
discovery. In  the  class  of  cases  first  supposed,  the  production  of  a 
previously  existing  machine,  or  other  article  of  manufacture,  or 
the  production  of  evidence  that  it  once  existed,  proves  of  itself  the 
construction,  or  mode  of  manufacture  ;  and  therefore  it  cannot  be 
said  that  the  knowledge  of  it  has  ever  been  lost,  since  the  very 
case  supposes  that  IJie  means  of  proving  it  exist,  either  in  the  thing 
itself  or  in  the  recollection  of  witnesses.  It  is  a  case  where 
knowledge  and  the  means  of  knowledge  are  the  same.    When, 

^  Mr.  Webster,  in  a  note  to  Neilson's  case,  thus  states  the  same  distinction: 
^The  third  chiss  of  evidence  is  the 'production  of  a  machine  or  article  of  mauu- 
&ctDre  with  or  without  proof  of  actual  user  anterior  to  the  date  of  the  patent. 
On  Uie  authority  of  the  above  case,  it  would  appear  that  the  production  of  such  a 
machine  or  article  of  manufacture,  without  actual  proof  as  to  its  use,  or  any  eyi- 
dence  as  to  whence  it  originally  came,  or  as  to  its  mode  of  manufacture,  would 
▼itiate  subsequent  letters-patent  for  such  a  machine  or  article  of  manufacture,  as 
n^tiving  the  grantee  of  such  letters-patent  being  the  true  and  first  inventor. 
With  reference  to  this  head,  two  distinct  cases  may  occur, — the  one  in  which  the 
machine  or  article  of  manufacture  so  produced  shows  at  once  its  mode  of  manu- 
&ctare,  the  other  in  which  the  machine  or  article  of  manufacture  does  not  pre- 
sent any  means  of  knowledge  to  the  public,  so  as  to  enable  any  person  to  re- 
produce the  same.  There  may  be  many  various  modes  of  attaining  a  result,  and 
an  article  of  manufacture  may  be  the  subject  of  various  patents.  The  term 
*neir  manufacture'  may  be  satisfied  either  by  a  thing  that  is  made  then  for  the 
first  time,  or  that  is  made  in  a  new  way  then  for  the  first  time.  An  arrangement 
of  material  parts,  as  a  simple  combination  of  the  elements  of  machinery,  dis- 
closes its  mode  of  mann&cture  to  the  eye  on  inspection,  but  with  respect  to  a 
psunt,  or  a  dye,  or  a  medicine,  and  many  other  inventions,  a  mere  inspection  of 
the  result  attained  will  convey  no  information  as  to  the  mode  of  manufacture. 
The  distinction  just  adverted  to  relates  to  the  doctrine  *  that  knowledge  and  the 
means  of  knowledge  are  the  same';  but  independently  of  this,  this  last  class  of 
cases,  depending  upon  user,  difiers  altogether  from  the  two  first-mentioned  classes 
of  cases,  depending  upon  publication  in  such  a  form  as  to  preserve  and  communi- 
cate the  knowledge  to  the  public."    1  Webs.  718  9eq, 
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therefore,  the  means  of  knowledge  are  sought  in  the  recollection  of 
witnesses  who  speak  to  the  former  existence  of  a  thing,  which  of 
itself  proves  its  own  construction,  or  use,  it  must  be  wholly  imma- 
terial, as  an  ultimate  test,  whether  those  witnesses  have  had  the 
thing  recalled  to  their  recollection  by  the  subsequent  reinvention 
of  that  thing.    It  may  not  be  immaterial  to  the  accuracy  or  value 
of  their  recollections  to  inquire  whether  they  had  once  forgotten 
the  former  article,  and  had  been  reminded  of  it  by  the  subsequent 
newly  invented  specimen ;  because  they  may  have  unconsciously 
borrowed  from  the  latter  the  means  of  describing  the  former. 
But  assuming  the  accuracy  of  their  recollections  and  their  title 
to  belief,  it  can  be  of  no  moment  to  the  issue,  to  inquire  whether 
they  had  forgotten  the  knowledge  which  they  once  had,  unless 
the  statute  is  to  be  so  construed  as  to  make  ^^  existing  and  living 
knowledge  "  the  test  of  priority.    Such  appears  to  have  been  the 
construction  given  to  it  by  Mr.  Chief  Justice  Taney,  in  Gaylor  v^ 
Wilder ;  for  the.  bearing  which  he  assigns  to  the  facts  that  Conner 
had  forgotten  his  own  safe,  and  that  its  construction  and  use  were 
recalled  to  his  memory  by  the  subsequent  invention  of  Fitzgerald, 
shows  that  he  and  the  judges  who  concurred  with  him  intended  to 
put  the  case  upon  the  want  of  such  knowledge,  at  the  time  of  Fitz- 
gerald's invention,  as  would  have  enabled  the  public  to  construct 
the  safe  in  question,  without  resorting  to  Fitzgerald.     But  there 
does  not  seem  to  be  any  satisfactory  reason  for  construing  the 
phrase  '^  not  known  or  used  by  others  before  his  [the  patentee's] 
invention  or  discovery,"  in  cases  of  this  class,  so  as  to  confine  the 
knowledge  or  use  to  what  is  in  the  present  memory  of  witnesses, 
in  contradistinction  to  what  may  be  said  to  be  in  their  potential 
memory.    If  a  witness,  however  his  memory  may  be  aided  or 
stimulated,  can  recollect  or  describe  a  thing,  its  former  ezistence 
is  proved,  and  it  was  "  known  or  used  by  others  "  before  the  in- 
vention of  it  by  the  patentee.     What,  then,  is  the  true  relation  to 
the  issue,  of  the  fact  that  the  former  maker  of  a  thing  may  have 
forgotten  that  he  made  it,  and  may  have  had  it  recalled  to  his 
recollection  by  a  subsequent  invention  ?    I  conceive  that  this  fact 
has  a  twofold  relation  to  the  issue,  in  cases  of  the  first  class, 
namely,  where  the  question  is  simply  whether  a  particular  struc- 
ture alone  existed  before,  or  even  in  cases  where  the  question  is 
whether  a  particular  structure,  operating  in  a  certain  way,  existed 
before. 
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§  96.  In  the  first  place,  as  the  priority,  in  such  cases,  depends 
Vipon  the  recollection  of  a  witness,  it  is  very  important  to  be  able 
to  test  the  accuracy  of  his  recollection ;  and  therefore  the  fact  that 
he.  had  forgotten  a  thing  which  he  had  once  made,  may  be  impor- 
tant in  ascertaining  whether  he  has  borrowed  anything  from  the 
subsequent  invention  which  recalls  the  recollection  of  his  own. 
In  the  second  place,  the  fact  that  a  thing  has  been  forgotten,  has 
a  most  material  bearing  upon  the  question  of  complete  or  incom- 
plete invention.  But  beyond  this,  it  seems  to'  be  unimportant, 
provided  the  thing  was  once  completely  invented  and  can  be 
described. 

§  97.  In  the  other  class  of  cases,  namely,  an  art  (to  use  the 
description  of  Mr.  Chief  Justice  Taney)  ^'  the  fruits  of  which  have 
come  down  to  us,  but  the  means  by  which  the  work  was  accom- 
plished are  at  this  day  unknown,''  it  is  obvious  that  the  discovery 
or  invention  relates  to  those  means,  or,  in  other  words,  to  the  pro- 
cess or  method  by  which  a  thing  was  produced.  If,  then,  the  art 
is  once  lost,  it  cannot  be  said  with  certainty,  in  most  cases,  that 
the  newly  discovered  or  newly  invented  method  was  the  same  as 
the  old,  since  there  is  no  knowledge  what  the  old  method  in  fact 
was.  The  fact,  therefore,  that  all  knowledge  of  the  former  method 
has  been  loft,  occupies  a  very  different  place  in  this  class  of  cases 
.  to  what  it  occupies  in  the  other  class.  I  conclude,  therefore,  that 
in  construing  the  clause  ^^  not  known  or  used  by  others,"  it  is 
necessary  to  look  closely  at  the  subject-matter  of  the  patent,  and  to 
try  the  issue  of  prior  use  or  knowledge  accordingly.^ 

*  Upon  the  whole,  therefore,  I  reaffirm  what  was  said  in  my  former  edition  upon 
this  subject  of  lost  arts,  in  reference  to  the  issue  of  prior  use  or  hundedge,  as 
foDows:  — 

*^Thi8  distinction,  if  sound,  presents  two  important  inquiries:  first,  whether 
there  is  any  class  of  cases  where  the  mere  previous  existence  of  a  thing,  the  art 
of  making  which  has  been  lost,  negaliyes  the  &ct  that  a  subsequent  discoverer  of 
an  art  of  making  th«  same  or  a  similar  thing  is  the  ^*  first  inventor,"  as  those  words 
are  used  in  the  statute ;  secondly,  whether  the  use  or  knowledge  intended  by  the 
statute,  in  cases  of  this  kind,  means  the  use  or  knowledge  of  the  art  of  making  the 
tiling,  or  whetiier  it  means  merely  the  use  of  the  thing  itself,  or  the  knowledge  that 
it  exists,  without  the  means  of  practising  the  invention  itself.  Both  of  these  ques- 
tions may  arise,  for  instance,  in  reference  to  an  article  which  has  been  patented 
in  England,  to  wit,  an  encaustic  tile,  a  description  of  which  was  well  known  in  the 
Middle  Ages,  but  the  art  of  manufacturing  which  has  been  lost ;  or  in  reference  to 
such  arts  as  that  of  staining  glass. 

PAT.  6 
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§  98.  Such  appear  to  be  the  principles  of  law  applicable  to  the 
question  of  novelty,  in  respect  to  the  time  of  a  supposed  prior  use 
or  knowledge ;  and  the  next  topic  for  consideration  is,  whether  the 
novelty  required  by  our  statute  is  relative  or  absolute,  as  to  the 
place  of  a  prior  use  or  knowledge.  Had  the  phrase  *'  not  known 
or  used  by  others  before  his  or  their  discovery  or  invention,"  as 
used  in  the  6th  section  of  the  act,  been  left  without  qualification 
by  any  subsequent  clause  or  clauses,'  the  novelty  required  for  an 
invention  must  have  been  absolute  as  to  all  countries.  But  by  the 
7tV  section  of  the  same  act,  the  commissioner  is  authorized  to 
grant  a  patent,  if  it  does  not  appear  that  the  subject  applied  for 


"  With  regard  to  the  first  qaesdon,  —  if  the  words  *  first  inventor '  are  to  he 
taken  in  their  literal  import,  and  without  reference  to  the  character  of  the  suhject- 
matter,  whether  it  furnishes  or  does  not  furnish,  on  mere  inspection  or  analpis,  a 
knowledge  of  the  means  hy  which  it  is  produced,  —  then  it  is  only  necessary,  in 
any  case,  to  show  that  the  thing  itself  has  existed  hefore,  in  order  to  negatiye  the 
claim  that  the  subsequent  patentee  is  the  *  first  inventor.'  This  might  be  all  that 
would  be  necessary  in  cases  of  machinery,  because  the  machine  is  a  collection  of 
material  parts  in  a  certain  combination,  the  existence  of  which,  at  any  previous 
time,  shows  that  it  cannot  have  been  again  invented  for  the  first  time.  But 
with  regard  to  the  arts  and  the  products  of  the  arts,  it  may  be  very  different 
The  same  thing  may  have  been  produced  at  one  time  by  one  process,  now 
wholly  lost  sight  of,  and  at  another  time  by  another  process,  or  by  the  inde- 
pendent discovery  of  the  same  process.  It  can  never  be  known  with  certainty 
whether  the  subsequent  process  of  manufacture  is  the  same  with  tne  first,  which 
may  always  have  been  a  secret,  and  is,  at  any  rate,  now  unknown.  The  pro- 
duct alone  is  the  same  or  similar;  and  if  the  mere  existence  of  the  same  thing, 
without  the  knowledge  of  the  mode  by  which  it  was  produced,  excludes  a  sub- 
sequent independent  discoverer  of  a  process  of  making  that  thing  from  being 
regarded  as  the  *  first  inventor,'  a  laige  class  of  what  are  really  original  inven- 
tions— and  inventions  *  first,'  as  regards  the  state  of  knowledge — are  excluded 
from  the  benefits  of  the  patent  law.  The  difference  between  inventions  or  dis- 
coveries of  this  kind  and  cases  of  machinery  is,  that,  in  a  machine,  the  invention 
consists  in  the  putting  together,  in  a  certain  combination,  material  parts,  intended 
to  operate  upon  each  other  according  to  certain  laws  of  motion,  to  produce  a  given 
e£^t ;  and  this,  when  once  done,  is  done  forever,  and  can  only  be  done  upon  one 
principle  and  plan,  that  remain  always  the  same  as  long  as  the  same  machine  is 
reproduced ;  but,  in  the  case  of  a  manufacture  or  product  of  an  art,  the  invention 
consists  in  the  process  by  which  the  thing  itself  b  produced,  which  may  be  invented 
in  one  way  at  one  time,  and  in  another  way  at  a  subsequent  time,  so  that  the  sub- 
sequent inventor  may  be,  literally  as  well  as  metaphysically,  the  *  first  inventor ' 
of  his  process  of  making  the  thing. 

^*With  regard  to  the  second  questbn  which  arises  under  our  statute,  upon 
the  clauses  which  provide  against  the  prior  use  and  knowledge  of  the  thing,  it  may 
be  considered  that  those  provisions  are  cumulative  upon  the  previous  requisition 
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"  had  been  invented  or  discovered  by  any  other  person  in  this 
country  prior  to  the  alleged  invention  or  discovery  thereof  by  the 
applicant,  or  that  it  had  been  patented  or  described  in  any  printed 
publication,  tn  this  or  any  foreign  country.*^  And  in  the  15th  sec- 
tion of  the  same  act,  one  of  the  defences  that  may  be  made,  under 
the  general  issue  and  a  special  notice,  is,  that  the  invention  had 
been  ^*  described  in  some  public  work,  anterior  to  the  supposed 
discovery  thereof,  by  the  patentee '' ;  and  this  is  followed  by  tlie 
proviso,  ^^  that  whenever  it  shall  satisfactorily  appear  that  the  npt- 
entee,  at  the  time  of  making  his  application  for  the  patent,  be- 
Ueved  himself  to  be  the  iSrst  inventor  or  discoverer  of  the  thing 

tliaft  the  patentee  shall  be  the  fint  inventor.  The  statnte  reqnires  that  the  pat- 
entee shall  make  oath  that  he  verily  believes  himself  to  be  the  original  and  first 
inTentor,  and  that  he  does  not  know  or  believe  that  the  thing,  art,  machine,  com- 
position, or  improvement  was  ever  before  known  or  used ;  and  it  provides  that  the 
aegative  of  these  propositions  may  be  proved  in  defence  against  the  patent.  In 
the  case  supposed,  —  that  of  an  art  long  lost,  but  of  which  specimens  of  the  manu- 
&ctare  can  be  proved  to  be  or  to  have  been  in  existence,  —  the  patent  of  a  sub- 
sequent discoverer  of  a  method  of  making  the  same  or  a  similar  thing,  would  be 
prima  facie  evidence  that  he  is  the  first  discoverer  of  his  particular  process  of 
making  the  thing.  The  negative  is  then  to  be  shown  in  defence ;  and  whether 
this  can  be  shown  by  merely  producing  the  thing,  without  showing  the  process  by 
which  it  was  formerly  made,  depends  upon  the  force  to  be  given  to  the  words 
*  me  and  knowledge.'  If  those  words  mean  merely  tliat  the  prior  use  of  the  thing 
itself  or  the  prior  knowledge  of  its  existence,  is,  in  all  cases,  an  answer  to  the  alle- 
gation of  the  patentee  that  he  is  the  first  inventor  or  discoverer,  without  showing 
that  his  process  is  the  same  as  that  by  which  the  thing  was  formerly  produced,  then, 
there  is  no  occasion  to  inquire  further.  But  if,  on  the  contrary,  those  words  are 
to  be  taken  with  reference  to  the  character  pf  the  subject-matter,  in  each  case, 
then  it  is  apparent  that  there  may  be  cases  where,  as  in  such  arts  as  those  above 
refeired  to,  the  invention  or  discovery  is  not,  strictly  speaking,  the  thing  itself, 
bat  a  process  of  making  that  thing.  The  words  of  the  statute  must  be  taken  with 
nparate  application  to  each  of  the  subjects  recited  as  the  proper  subject-matters 
of  a  patent.  *The  language  is,  that  *  he  is  the  original  and  first  inventor  of  the 
art,  machine,  composition,  &c.,  and  that  he  does  not  know  or  believe  that  the 
same  was  ever  before  known  or  used ' ;  and  in  the  subsequent  clause  the  *  thing 
patented '  is  decfatred  to  be  subject  to  the  defence,  that  the  patentee  was  not  *  the 
original  and  first  inventor  or  discoverer,'  or  that  *  it '  had  been  described  in  some 
pnUic  work,  or  had  been  in  public  use.  The  '  thing  patented '  is  the  antecedent 
of  4t,'  and  in  the  case  of  an  art  this  may  be,  not  the  [nroduct  itself  but  the  process 
of  producing  it ;  and  where  it  cannot  be  shown  that  the  process  invented  by  the 
patentee  has  been  *  known '  or  *  used '  before  the  mere  production  in  evidence  of  a 
nmikr  manufacture,  produced  at  a  former  period  by  an  unknown  art,  does  not  ne- 
gative the  allegation,  l^t  the  patentee  invented  or  discovered  the  art  by  which  he 
bai  produced  that  manufiMstore."    Curtii  on  Patents,  2d  edition,  1854,  §§  86  -  89. 
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patented,  the  same  shall  not  be  void  on  account  of  the  inyeution 
or  discovery,  or  any  part  thereof,  having  been  before  known  or 
used  in  any  foreign  country  ;  it  not  appearing  that  the  same  or 
any  substantial  part  thereof  had  before  been  patented,  or  described 
in  any  printed  publication." 

§  99.  These  provisions  are  not  very  skilfully  framed,  but  when 
collated,  they  leave  the  rights  of  an  original  inventor  in  the  f9l- 
lowing  position  :  that  an  inventor  who  does  not  consciously  bor- 
row from  a  foreign  discovery,  that  is,  who  believes  himself  to  be 
the  first  inventor  or  discoverer  of  the  thing  patented,  can  only  be 
deprived  of  the  benefit  of  his  patent,  by  showing  that  the  thing 
had  been  before  patented,  or  described  in  some  printed  publica- 
tion. It  will  not  be  enough  to  show  that  the  thing  had  been 
known  or  used  in  a  foreign  country,  if  it  had  not  been  patented, 
or  described  in  a  printed  publication.  Thus,  while  the  statute 
still  continues  the  presumption  that  the  patentee  has  seen  the  prior 
description  contained  in  a  printed  publication,  and  makes  that  pre* 
sumption,  conclusive,^  it  relieves  an  original  inventor  from  the 
same  presumption,  arising  out  of  the  mere  previous  knowledge  or 
use  of  the  thing  in  a  foreign  country  where  it  had  not  been  pat- 
ented or  described  ;  and  if  he  can  take  the  oath  that  he  discovered 
or  invented  the  thing,  he  will  not  be  debarred  of  his  patent,  by 
a  prior  invention  or  discovery  and  use  of  the  thing  in  a  foreign 
country.  The  meaning  and  operation  of.  the  terms  '^  patented  " 
and  '<  described  in  some  printed  publication  "  will  be  considered 
hereafter  in  connection  with  the  subject  of  Defences. 

§  100.  We  now  come  to  consider  the  next  clause  in  the  13th  sec- 
tion of  the  act  of  1836,  which  imposes  a  further  condition  upon  the 
grant  of  a  valid  patent.  We  have  seen  that  the  subf^ct-ms^tter 
must  be  new,  and  that  there  is  superadded,  the  condition  that  it  was 
not  known  or  used  by  others  before  the  applicant's  discovery  or  in- 
.  vention  of  it ;  to  which  the  statute  adds,  *^  and  not  at  the  time  of  his 
application  for  apatenty  in  public  use  or  on  sale,  with  his  consent  or 
allowance,  as  the  inventor  or  discoverer."  ^    The  obvious  mean- 

'  Upon  the  former  law  the  Supreme  Court  of  the  United  States  said :  '*  It  may 
be  that  the  patentee  had  no  knowledge  of  this  previous  use  or  previous  descrip- 
tion ;  still  his  patent  is  void ;  the  law  supposes  he  may  have  known  it."  Evans  v. 
Eaton,  3  Wheat  454. 

*  Act  of  1886,  §  6. 
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ing  and  effect  of  this  clause  establish  a  distinction  between  an 
abandcmment  or  dedication  of  an  invention  to  the  public  before  a 
patent  has  been  obtained,  and  an  abandonment  of  the  patent  right 
after  it  has  been  obtained. 

§  101.  The  terms  of  this  clause  recognize  the  principle  that,  al- 
though the  applicant  or  patentee  may  be  an  original  and  the  first 
inVentor,  yet  that  he  may  have  so  conducted,  before  applying 
for  a  patent,  as  to  have  lost  the  right  to  obtain  one.  That  an  in- 
ventor could  lose  his  right  to  a  patent  by  an  abandonment  or  ded- 
ication of  his  invention  to  tlie  public,  was  held  by  the  Supreme 
Court  of  the  United  States,  under  the  Patent  Act  of  February  21, 
1793,  which  made  it  necessary  to  a  valid  patent  that  the  invention 
shonld  be  one  '^not  known  or  used  before  the  application.''  It  was 
considered  by  the  court  that  these  words  could  not  mean  that  the 
thing  invented  was  not  known  or  used,  before 'tlie  application  by^he 
inventor  himself,  since  he  must  possess  the  knowledge  and  practise 
the  use  of  his  invention,  in  order  to  test  its  value.  The  words,  to 
have  any  rational  interpretation,  must  mean,  not  known  or  used  by 
otherSy  before  the  application.  But  it  was  further  considered  by  the 
court  in  this  case,  that  the  clause  ^*  not  known  or  used  before  the 
application,''  after  receiving  by  construction  the  insertion  of  Ihe 
▼ords  "  by  others,"  were  to  be  considered  as  intended  for  a  require- 
ment that  the  applicant  for  a  patent  should  be  th6  first  inventor, 
and  not  as  a  substantive  enactment  of  the  doctrine  of  abandonment 
or  dedication  by  the  first  inventor,  and  before  he  had  applied  for  a 
patent.  Still,  it  was  held,  that,  without  any  enactment  or  statute 
declaration  to  this  effect,  if  the  first  inventor  should  put  his  inven- 
tion into  public  use  or  sell  it  for  public  use  before  applying  for  a  pat- 
ent, he  would  create  another  bar  to  his  claim  for  a  patent,  distinct 
from  the  question  of  priority  of  invention ;  because  his  voluntary  ac- 
quiescence in  the  public  use  of  his  invention  would  create  a  disabil- 
ity to  comply  with  the  conditions  on  which  alone  the  proper  de^ 
partment  of  the  government  was  authorized  to  grant  the  patent.^ 

§  102.  This  construction  of  the  statute  of  1793  was  not,  it  must 
he  perceived,  entirely  consistent ;  for  it  did  not  distinctly  rest  the 
doctrine  of  voluntary  abandonment  upon  general  principles,  aside 
from  the  statute  provision,  but  sought  to  bring  the  case  of  such  a 

*     ^  Fennock  v.  Dialogue,  2  Peters,  1-24. 
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dedication  within  the  terms  of  a  clause  which  were  admitted  to 
hare  been  designed  to  establish  the  requirement  of  first  invention. 
This  ambiguity  led  to  the  incorporation  into  the  act  of  1886  of 
the  further  condition,  that  the  discoverj  or  invention  was  ^^  not,  at 
the  time  of  his  application  for  a  patent,  in  public  use  or  on  sale, 
with  his  consent  or  allowance  as  the  inventor  or  discoverer.''  The 
intent  of  this  provision  was  to  cause  a  public  use  or  sale  of  the 
invention  in  any  one  instance,  if  consented  to  or  allowed  by  the 
inventor,  before  his  application  for  a  patent,  to  be  a  bar  to  his  ob- 
taining a  valid  patent,  and  also  to  recognize  such  a  bar  where 
there  had  been  a  general  abandonment  or  dedication  to  the  pub- 
lic.^ Under  this  statute,  therefore,  an  invention  might  be  al- 
lowed to  be  in  public  use  by  the  inventor  in  two  modes.  He 
might  allow  of  its  use  in  public  by  an  individual  or  individuals,  or 
he  might  allow  the  whole  public  to  use  it,  by  having  abandoned 
or  dedicated  his  invention  to  the  public  before  his  application.  In 
either  case  his  patent  would  be  void.  But  by  the  act  of  1839,  §  7, 
this  inconvenience  was  so  far  remedied  as  to  confine  the  forfeiture 
of  the  right,  in  cases  of  individual  use  with  the  permission  of  the 
inventor,  to  such  use  prior  to  the  two  years  preceding  the  applies^ 
tion  for  the  patent.  This  new  provision  was  as  follows :  '^  That 
every  person  or  corporation  who  has,  or  shall  have,  purchased  or 
constructed  any  newly  invented  machine,  manufacture,  or  com- 
position of  matter,  prior  to  the  application  by  the  inventor  or  dis^ 
coverer  for  a  patent,  shall  be  held  to  possess  the  right  to  use,  and 
vend  to  others  to  be  used,  the  specific  machine,  manufacture,  or 
composition  of  matter  so  made  or  purchased,  without  liability 
therefor  to  the  inventor  or  any  other  person  interested  in  such 
invention ;  and  no  patent  shall  be  held  to  be  invalid  by  reason  of 
such  purchase,  sale,  or.  use,  prior  to  the  application  for  a  patent 
aforesaid,  except  on  proof  of  abandonment  of  such  invention  to 
the  public ;  or  that  such  purchase,  sale,  or  prior  use  has  been  for 
more  than  two  years  prior  to  such  application  for  a  patent."  ^ 

§  108.  This  enactment  relieved  the  patentee  from  the  eflect  of 
the  former  laws,  and  the  construction  that  had  been  put  upon 

^  McClarg'v.  Kingaland,  1  Howard,  202;  Ryan  v,  Goodwin,  8  Sumner,  614. 

'  The  words,  "  any  newly  invented  machine,  manufacture,  or  composition  of 
matter,"  in  this  statute,  have  the  same  meaning  as  *'  invention,"  or  **  thing  pat- 
ented."   McClni^  V.  KingJand,  ut  tupro. 
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them  bj  the  courts,  and  put  the  person  who,  bj  the  consent  and 
allowance  of  the  inventor,  had  had  a  prior  use  of  the  invention, 
ou  the  same  footing  as  if  he  had  a  special  license  from  the  inven- 
tor to  use  his  invention ;  and  at  the  same  time  the  patent  is  valid 
after  it  is  issued,  against  all  persons  except  such  licensee,  who 
will  continue  to  have  the  right  to  use  the  invention.^  Inventors 
may  now,  therefore,  permit  the  use  of  their  inventions,  by  indi- 
viduals, for  a  period  of  two  years,  prior  to  the  application  for  a 
patent,  and  still  obtain  a  valid  patent  notwithstanding  such  use.  • 
But  if  the  use  thus  allowed  extends  over  a  period  of  more  than 
two  years  prior  to  the  application,  or  if  it  amounts  to  an  abandon- 
ment of*  the  invenfion  t^  the  public,  whether  for  a  longer  or  a 
shorter  period,  the  patent  will  be  invalid. 

§  104.  But  to  entitle  a  person  to  claim  the  benefit  of  this  stat- 
ute as  a  licensee  by  operation  of  law,  he  must  be  a  person  who  is 
a  purchaser  or  who  has  used  the  patented  invention  before  the 
patent  was  issued,  by  a  license  or  grant  or  by  the  consent  of  the 
inventor,  and  not  be  a  purchaser  under  a  mere  wrong-doer.  What 
vill  amount  to  such  a  license,  grant,  or  consent  is  well  shown  in 
a  case  where  a  person  employed  in  the  manufacto^  of  another, 
while  receiving  wages,  made  experiments  at  the  expense  and  in 
the  manufactory  of  his  employer,  had  this  wages  increased  in  con- 
seqaence  of  the  useful  result  of  the  experiment,  made  the  article 
invented  and  permitted  his  employer  to  use  it,  no  compensation 
for  its  use  being  paid  or  demanded,  and  then  obtained  a  patent ; 
it  was  held,  that  such  an  unmolested  and  notorious  use  of  the 
invention  prior  to  the  application  for  a  patent  brought  the  case 
within  the  provisions  of  the  statute.    '    ' 

§  105.  The  remaining  quality  essential  to  a  patentable  inven- 
tion is,  that  it  shall  be  ^^  useful."  Care  must  be  taken,  however,  to 
discriminate  between  what  may  be  called  the  positive  utility  of  an 
invention,  which  is  made  by  the  statute  a  mere  description  of  the 
class  of  inventions  which  can  be  the  subjects  of  valid  patents,  and 
that  comparative  or  relative  utility  which  is  sometimes  applied  as 
one  of  the  tests  of  novelty,  or  of  substantial  difference  of  struc- 
ture or  mode  of  operation.  We  have  ab^ady  seen  in  what  man- 
ner this  test  of  comparative  utility  may  '  applied  to  distinguish 

^  McClmg  V,  Eingaland,  ut  9upra. 
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one  invention  from  another.^  But  this  is  not  the  usefulness  which 
the  statute  contemplates  when  it  describes  the  subject  for  which  a 
patent  may  be  granted  as  a  ^^  new  and  t/Lseful  inyention."  Nor 
must  this  utility  be  confounded  with  the  inquiry  whether  some 
part  of  a  thing,  claimed  or  described  in  a  specification  as  essential 
to  produce  the  effect  intended  is  or  is  not  useless  to  that  end.  This 
is  an  inquiry  into  the  question  of  whether  the  patent  is  void  for  a 
false  suggestion,  or  as  calculated  to  mislead  the  public. 

§  106.  But  when  it  is  said  that  an  invention,  to  be  the  subject 
of  a  patent,  must  be  ^^  useful,"  the  term  must  be  construed  with 
reference  to  the  known  policy  of  the  kw  in  granting  patents  for 
inventions.  It  cannot  be  supposed  that  inventions  injurious  to  the 
welfare  of  society  are  within  that  policy.  But  what  is  not  inju- 
rious or  mischievous  to  society  may  be  capable  of  some  beneficial 
use ;  and  when  this  is  the  case,  that  is  to  say,  when  the  invention 
is  not  absolutely  frivolous  or  insignificant,  the  law  takes  no  notice 
of  the  degree  of  its  utility,  whether  it  be  larger  or  smaller  as  com- 
pared with  other  things  of  the  same  class.  ^'  By  useful  invention , 
in  the  statute,  is  meant  such  a  one  as  may  be  applied  to  some  use 
beneficial  to  society  in  contradistinction  to  an  invention  which  is  in- 
jurious to  the  morals,  the  health,  or  the  good  order  of  society.  It 
is  not  necessary  to  establisl^that  the  invention  is  of  such  general 
utility  as  to  supersede  all  other  inventions  now  in  practice  to  ao- 
complish  the  same  purpose.  It  is  sufficient  that  it  has  no  nox- 
ious or  mischievous  tendency,  that  it  may  be  applied  to  practical 
uses,  and  that  so  far  as  it  is  applied  it  is  salutary.  If  its  practical 
utility  be  very  limited,  it  will  follow  that  it  will  be  of  little  or  no 
profit  to  the  inventor  ;  und  if  it  be  trifling,  it  will  sink  into  utter 
neglect.  The  law,  however,  does  not  look  to  the  degree  of  utility  : 
it  simply  requires  that  it  shall  be  capable  of  use,  and  that  the  use 
is  such  as  sound  morals  and  policy  do  not  discountenance  or  pro* 
hibit."  2 

^  Ante,  §      . 

'  Per  Story,  J.,  in  Bedford  v.  Hunt,  1  Mason,  801,  808.  See  also  Lowell  v. 
Lewis,  Ibid.  186 ;  Eneass  v.  The  Bank,  4  Wash.  9 ;  Many  v,  Jagger,  1  Blatch. 
872;  McCormick  v.  Seymour,  2  Blatch.  240;  Wilbur  v.  Beecher,  2  Blatch.  132^ 
Foote  V.  Silsby,  2  Blatcb  260. 
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CHAPTER   III. 

01  THE  SUBJBOT-BfATTSR  OF  LETTBBS-PATBNT,  IN  RESPECT  TO  I7NITT 
OB  DIYEKSITT  OF  INYBNTION,  AND  OF  THE  RELATION  OF  THE 
PATENTEE  THERETO. 

§  107.  Wb  have  seen  that  the  subject-matter  of  yalid  letters- 
patent  must  possess  certain  qualities,  and  must  stand  in  a  certain 
position  relativelj  to  the  state  of  the  art  to  which  the  invention 
belongs  ;  and  we  have  also  seen  what  are  the  limits  within  which 
the  antecedent  state  of  the  art  is  to  be  confined  in  the  comparison 
to  be  instituted  between  the  supposed  new  invention  and  what  has 
gone  before  it.  These  requisites  having  been  ascertained,  there 
next  arises  the  important  inquiry,  how  far  the  unity  of  an  inven- 
tion is  consistent  with  a  diversity  of  objects  in  the  same  patent. 
The  terms  of  the  patent  acts  do  not  admit  of  distinct  inventions 
as  the  subject  of  a  single  patent,  but,  on  the  contrary,  they  imply 
that  the  subject-matter  must  be  one  invention  or  discovery.  How 
&r  is  it  consistent  with  this  unity,  that  the  same  patent  should  be 
made  to  cover  a  new  machine  or  other  invention,  consisting  of 
several  parts  working  to  a  common  end,  and  the  several  now  parts^ 
each  as  working  for  its  separate  purpose  ? 

§  108.  In  some  of  the  earlier  cases  on  this  subject,  language 
was  used  by  the  courts  tending  to  create  doubts  as  to  the  legality 
of  claiming,  in  the  same  patent,  improvements  on  different  mechan- 
isms, so  as  to  give  a  right  to  the  exclusive  use  of  the  several 
mechanisms  separately,  as  well  as  a  right  to  the  exclusive  use  of 
those  mechanisms  conjointly.  Thus,  in  reference  to  the  patent 
granted,  under  a  special  act  of  Congress,  to  Oliver  Evans,  for  his 
improvement  in  the  machinery  for  manufacturing  flour,  the  Su- 
preme Court  intimated  a  doubt  whether  such  a  patent  as  the 
special  act  authorized  could  have  been  taken  out  under  the.  gener- 
al patent  law.  Evans's  invention  comprehended  five  machines,  each 
of  which  was  designed  for,  and  capable  of,  a  distinct  operation  {or 
a  special  purpose  of  its  own,  in  the  process  of  manufacturing 
flour,  but  the  whole  of  which,  when  combined  and  operating  to- 
gether, constituted  a  complete  flouring-mill,  in  which  every  opera- 
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tioii  necessary  to  the  converting  of  the  grain  into  bolted  flour 
could  be  carried  on  without  the  intervention  of  manual  labor,  and 
by  the  motive-power  of  the  mill.  In  his  specification,  Evans 
claimed  the  machines  both  separately  and  conjcfttly,  giving  no- 
tice that  ^^  they  may  all  be  united  and  combined  in  one  flour-mill 
to  produce  my  improvement  on  the  art  of  manufacturing  flour 
complete,  or  they  may  each  be  used  separately  for  any  of  the 
purposes  specified  and  allotted  to  them,  or  to  produce  my  improve- 
ment in  part,  according  to  the  circumstances  of  the  case."  Upon 
this  claim,  the  Supreme  Court  said  that,  under  the  general  patent 
law  alone,  it  was  doubtful  whether  such  a  patent  would  not  be 
irregular ;  but  the  special  act  for  the  relief  of  Evans  was  held  to 
have  expressly  authorized  it.^ 

§  109.  In  the  subsequent  case  of  Barrett  v.  Hall,  Mr.  Justice 
Story  made  use  of  the  following  language :  ^^  A  patent  under  the 
general  Patent  Act  cannot  embrace  various  distinct  improvements 
or  inventions ;  but  in  such  case  the  party  must  take  out  separate 
patents.  If  the  patentee  has  invented  certain  improved  machines, 
which  are  capable  of  a  distinct  operation,  and  has  also  invented 
a  combination  of  those  machines  to  produce  a  connected  result, 
the  same  patent  cannot  at  once  be  for  the  combination  and  for 
•each  of  the  improved  machines ;  for  the  inventions  are  as  distinct 
as  if  the  subjects  were  entirely  difierent.  A  very  significant  doubt 
has  been  expressed  on  this  subject  by  the  Supreme  Court,  and  I 
am  persuaded  that  the  doubt  can  never  be  successfully  removed."  ' 

§  110.  In  a  subsequent  case,  however,  the  same  learned  judge 
developed  to  some  extent  the  distinctions  which  appear  now  to  be 
generally  recognized  between  the  three  cases  of,  first,  a  machine 
new  as  a  machine  and  an  entirety ;  second,  several  distinct  im- 
provements in  an  existing  machine ;  and,  third,  a  new  combina- 
tion consisting  of  elements  wholly  or  partially  old.^  That  these 
three  classes  of  cases  are  distinguishable  from  each  other,  as  sub- 
jects of  letters-patent,  there  can  be  no  reasonable  doubt.  An 
instance  of  the  first  class  is  presented  by  the  sewing-machine  in- 
vented by  Howe,  which  as  an  automatic  machine  for  uniting  two 

*  EvaiiB  V.  Eaton,  8  Wheaton,  454,  506. 
'  Barrett  v.  Hall,  1  Mason,  447,  475. 

•  Moody  V.  Fiflk,  2  Mason,  112, 117. 
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pieces  of  clotbby  a  stitch  of  thread,  in  contradistmction  to  work- 
ing ornaments  of  thread  on  the  surface  of  cloth,  is  said  to  have 
had  no  predecessor.  In  sach  cases  where  the  machine  as  a  whole 
is  claimed  to  be  a  new  invention,  giving  rise  to  an  entirely  new 
art, — the  art  of  sewing  by  automatic  machinery,  —  the  subject- 
matter  which  it  is  necessary  to  secure  is  the  machine  itself.  This 
of  course  can  require  but  one  patent ;  and  whether  that  patent 
will  cover  not  only  the  machine  as  an  entirety,  but  the  new  sub- 
combinations embraced  in  it,  will  depend  upon  the  manner  in 
which  the  subject  is  described  and  claimed,  and  upon  the  charac- 
ter of  those  sub-combinations.  An  instance  of  the  second  class 
appears  in  certain  improvements  upon  the  steam-engine,  patented 
by  one  Emerson,  and  which  became  the  subject  of  much  litigation, 
involving  the  nature  and  relations  of  several  inventions  *as  capable 
of  being  embraced  in  one  patent.  The  title  of  this  patent  was 
^  for  certain  improvements  in  the  steam-engine,  and  the  mode  of 
propelling  therewith  either  vessels  on  the  water  or  carriages  on 
the  land."  The  patentee  claimed  to  have  invented  three  district 
mechanisms,  contrived  with  the  view  of  being  used  conjointly,  and 
as  conducing  to  a  common  end,  namely,  the  better  propelling  and 
navigating  a  ship ;  but  each  of  these  mechanisms  was  capable  of  a 
distinct  use  without  the  other  two ;  and  it  was  suggested  in  the 
specification  that  one  of  them,  by  the  use  of  similar  gearing,  could 
'be  applied  to  the  turning  of  the  wheels  of  carriages  on  rail  or  ordi- 
nary roads,  as  it  was  applied  to  the  turning  of  the  paddle-wheels 
of  a  ship.  In  the  Circuit  Court  it  was  held,  that  the  patent  cover- 
ing the  three  inventions  was  rightly  taken,  upon  the  ground  that, 
althojigh  each  was  a  distinct  invention,  yet  as  they  were  capable 
of  being  used  in  connection  and  to  subserve  a  common  end,  they 
might  be  united  together  in  one  patent,  which  would  protect  the 
patentee  from  the  wrongful  use  of  either  of  them  separately.^  This 
conclusion  appears  to  have  been  reached  in  conformity  with  the 
views  expresdbd  by  Mr.  Justice  Story  in  the  case  of  Wyeth  v. 
Stone,  in  which  he  modified  his  dicta  in  the  previous  cases  of 
Barrett  v.  Hall  and  Moody  v.  Fiske.  In  Wyeth  v.  Stone,  it  ap- 
peared that  the  patentee  had  invented  an  apparatus  for  cutting 
surface  ice  into  blocks  of  uniform  size,  consisting  of  two  machines 
capable  of  being  used  separately  or  together.  The  one,  called  a 
cutter,  was  a  contrivance  for  marking  the  surface  with  parallel 

^  Emenon  v,  Hogg,  2  Blatch.  1,  8. 
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grooves ;  the  other,  called  a  saw,  was  a  mechanism  for  working  a 
circular  saw  in  the  groove  so  cut,  by  means  of  which  the  ice  could 
be  cut  through  or  so  nearly  through  as  to  be  easily  pryed  off  with 
a  chiselled  iron  bar.  The  two  machines  "were  embraced  in  one 
patent,  which  was  construed  by  the  court  as  a  claim,  not  for  the 
combination  of  the  two,  but  for  each  distinct  machine  as  a  sepa- 
rate invention,  yet  conducing  to  the  same  common  end.  It  ap- 
peared that  in  practice  the  patentee  had  himself  discontinued  the 
use  of  the  saw,  it  being  found  that  after  the  ice  had  been  marked 
off  in  grooves  by  the  cutter,  it  could  be  split  off  without  being 
sawed.  The  suit  was  against  a  party  using  the  cutter  only ;  and 
consequently  the  point  presented  by  the  case  was  whether  a  pat- 
ent describing  and  claiming  two  distinct  machines  was  good  as  a 
patent  for  one  of  them,  it  appearing  that  they  were  not  claimed  as 
a  combination.  In  order  to  sustain  it  as  a  pat^t  for  one  of  tl>e 
machines,  it  became  necessary  to  find  some  rule  by  which  it  could 
be  saved  from  the  objection  that  it  embraced  more  than  one  sub- 
ject-matter. Such  a  rule  was  supposed  to  be  afforded  by  the  fact 
that  the  machines,  although  capable  of  distinct  use,  were  auxiliary 
to  one  common  purpose.^  Following  this  rule,  the  Circuit  Court, 
in  Emerson  v.  Hogg,  adopted  the  principle  that  where  distinct 
inventions  are  ^capable  of  being  used  in  connection,  and  to  sub- 
serve a  common  end,  they  may  be  included  in  one  patent,  and 
their  actual  employment  together  is  not  required  to  sustain  the* 
validity  of  the  patent  in  which  they  are  united ;  and  that  the 
wrongful  use  of  either  machine  is  a  violation  of  the  patent  right 
pro  tcmto.  Applying  this  principle  to  the  case  before  them,  the 
court  came  to  the  following  conclusion :  *^  We  think  the  specifica- 
tion in  this  case  shows  that  these  three  separate  machines  were 
contrived  with  the  view  of  being  used  conjointly,  and  as  conducing 
to  a  common  end,  in  the  better  propelling  and  navigating  a  ship ; 
and  in  our  opinion,  their  capability  of  being  used  separately  and 
independent  of  each  other  does  not  prevent  their  being  embraped 
in  one  patent."^  This  case  came  twice  before  the  Supreme 
Court,  and  on  each  occasion  the  ruling  of  the  Circuit  Court  on 
this  point  was  sustained,  although  at  last  there  appears  to  have 
been  a  division  of  opinion  among  the  judges.^ 

*  Wyeth  17.  Stone,  1  Story,  273,  287. 
'  Emenon  v.  Ho^,  2  Blateh,  8. 
L  '  ^<W  V*  Emenon,  6  Howard,  487 ;  s.  c.  11  Howard,  587.    In  deliyering  the 
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§  111.  The  third  dass  of  cases  embraces  what  may  be  called 
technical  combinations.  In  machinery  the  distinction  between  f^ 
new  combination  and  a  new  machine  may  be  illustrated  in  the 
history  of  the  sewing-machine,  of  which  there  are  several  different 
Tarieties.  Assuming  that  A  was  the  first  person  to  make  a  sew- 
ing-machine, consisting  of  certain  elemental  parts  operating  to- 
gether automatically,  to  make  a  stitch  uniting  two  pieces  of  cloth, 
the  field  of  invention  is  in  one  direction  closed ;  that  is  to  say,  no 

opinion  of  the  court  in  6  Howard,  Mr.  Justice  Woodbniy  said :  '*  There  seems  to 
have  been  no  good  reason  at  first,  unless  it  be  a  fiscal  one  on  the  part  of  the  gov- 
eniment  when  issuing  patents,  why  more  than  one  in  favor  of  the  same  inventor 
sbould  not  be  embraced  in  one  instrument,  like  more  than  one  tract  of  land  in 
one  deed,  or  patent  for  land.    Phillips  on  Pat  21 7. 

"  Each  could  be  set  out  in  separate  articles  or  paragraphs,  as  different  counts 
for  different  matters  in  libels  in  admiralty,  or  declarations  at  common  lawf  and  the 
specififtatioDs  could  be  made  distinct  for  each,  and  equally  clear. 

'^Bot  to  obtain  more  revenue,  the  public  officers  have  generally  declined  to  issue 
letters  for  more  than  one  patent  described  in  them.  Benouard,  293 ;  Phillips  on 
Pat  218.  The  courts  have  been  disposed  to  acquiesce  in  the  practice,  as  condu- 
dye  to  clearness  and  certidnty.  And  if  letters  issue  otherwise  inadvertently,  to 
h(M  them,  as  a  general  rule,  null.  But  it  is  a  well-established  exception,  that 
patents  may  be  united,  if  two  or  more,  included  in  one  set  of  letters,  relate  to  a 
like  sabject,  or  are  in  their  nature  or  operation  connected  together.  Phil,  on  Pat 
218,  219 ;  Barrett  v.  Hall,  1  Mason,  C.  C.  447 ;  Moody  v,  Fiske,  2  Mason,  C.  C. 
112;  Wyeth  et  al.  v.  Stone  et  al,  1  Story,  273. 

"  Those  here  are  of  that  character,  being  all  connected  with  the  use  of  the  im- 
prorements  in  the  steam-engine,  as  applied  to  propel  carriages  or  vessels,  and 
may,  therefore,  be  united  in  one  instrument." 

In  11  Howard,  the  saoM  learned  judge  said,  in  answer  to  the  same  objection : 
"Bot  grant  that  such  is  the  result  when  two  or  more  inventions  are  entirely  sep- 
arate and  independent,  —  though  this  is  doubtful  on  principle, — yet  it  is  well 
settled,  in  the  cases  formerly  cited,  that  a  patent  for  more  than  one  invention  is 
Dot  void,  if  they  are  connected  in  their  design  and  operation.  This  last  is  clearly 
the  case  here.  They  all  here  relate  to  the  propelling  of  carriages  and  vessels  by 
iteam,  and  only  differ,  as  they  must  on  water,  from  whair  they  are  on  land ;  a 
paddle-wheel  being  necessary  on  the  former,  and  not  on  the  latter,  and  one  being 
itted  on  the  former  which  is  likewise  claimed  to  be  an  improved  one.  All  are  a 
part  of  one  combination  when  used  on  the  water,  and  differing  only  as  the  parts 
most  when  used  to  propel  in  a  different  element 

'*  In  Wyeth  et  al.  v.  Stone  et  al,,  1  Story,  288,  ifi  order  to  render  different  letters- 
patent  necessary,  it  is  said,  the  inventions  must  be  '  wholly  independent  of  each 
other,  and  distinct  inventions  for  unconnected  objects ' ;  as  one  to  spin  cotton, 
ind  *  another  to  make  paper.' 

"  Agam,  if  one  set  of  letters-patent  is  permissible  for  one  combination  consisting 
of  many  parts,  as  is  the  daily  practice,  surely  one  will  amply  suffice  for  two  or 
three  portions  of  that  combination.'* 
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one  can  afterwards  be  the  first  inventor  of  a  sewing-machine. 
This  result  has  already  been  accomplished.  But  there  remained 
to  be  invented  a  great  variety  of  new  and  different  combinations 
of  the  parts  whieh  go  to  make  up  a  sewing-machine.  A  combina- 
tion,  therefore,  in  machinery,  may  be  defined,  not  as  a  new  ma- 
chine, but  as  a  new  union  of  elemental  parts  not  before  brought 
together  in  that  kind  of  machine.  The  machine  itself  may  have 
existed  before ;  and  the  separate  elements  of  the  new  combination 
may  have  existed  before ;  but  if  those  elements  have  not  been 
before  united  so*  as  to  produce  a  method  of  operation  differing 
from  what  had  been  done  before  in  that  kind  of  machine,  what  is 
called  a  new  combination  is  created.  An  instance  of  this  kind 
appears  in  certain  improvements  in  the  common  cooking-stove. 
This  machine  had  long  existed,  and  one  of  the  varieties  of  the  pre- 
viously existing  machine  contained,  among  other  things,  an^)veii 
extending  under  the  open'  hearth  of  the  stove,  combined  with  the 
reverberating  flues.  To  this  an  inventor  added  a  flue  or  fire-cham- 
ber in  front ;  making,  it  was  held,  a  new  and  patentable  combina- 
tion, which  may  consist  of  elements  either  new  or  old,  provided 
their  union  is  effected  for  the  first  time.^  So,  also,  where  the  inven- 
tion, being  an  improvement  in  the  power-loom  for  weaving  figured 
fabrics,  consisted  in  bringing  into  use  in  the  machine  three  ele- 
mental parts,  each  of  which  performed  a  certain  office  in  produ- 
cing one  practical  result,  and  the  claim  was  for  thus  combining 
those  elemental  parts,  it  was  held  that  this  was  a  new  combination  ; 
for  the  essence  of  a  combination  is  this,  namely,  although  each  of 
the  several  elements  performs  a  distinct  function,  yet  as  a  whole 
their  joint  or  successive  action  contributes  to  one  practical  result.' 

^  Buck  V,  Hermance,  1  Blatch,  398. 

'  Forbush  t;.  Cook,. 20  Law  R  664.  In  tliis  case  Mr.  Justice  Curtis  said: 
<*  To  make  a  valid  claim  for  a  combinatioD,  it  is  not  necessary  that  the  several 
elementary  parts  of  the  combination  should  act  simultaneously.  If  those  elemen- 
tary parts  are  so  arranged  that  the  successive  action  of  each  contributes  to  pro- 
duce some  practical  result,  which  result,  when  attained,  is  the  product  of  the 
simultaneous  or  successive  action  of  all  the  elementary  parts,  viewed  as  one  entire 
, whole,  a  valid  ckdm  for  thus  combining  those  elementary  parts  may  be  made. 
Nor  is  it  requisite  to  include  in  the  claim  for  a  combination,  as  elements  thereof, 
all  parts  of  the  machine  which  are  necessary  to  its  action,  save  as  they  may  be 
understood  as  entering  into  the  mode  of  combining  and  arranging  the  elements 
of  the  combination.**  See  furtherj  in  the  same  case,  a  very  apt  illustration  of  what 
constitutes  a  new  combination. 
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§  112.  The  present  chapter,  which  treats  of  the  relation  of  the 
patentee  io  the  invention,  seems  to  be  the  proper  place  to  consider 
the  case  of  a  joint  invention  made  by  two  or  more  persons.  Prac- 
titioners may  be,  and  probably  often  are,  called  upon  to  advise, 
either  before  or  after  a  patent  has  been  obtained,  in  reference  to  a 
state  of  facts  from  which  it  would  appear  that  more  than  one  per* 
son  has  been  concerned  in  making  the  supposed  invention.  That 
the  statute  contemplates  the  case  of.  a  joint  invention,  the  product 
of  the  ingenuity  and  skill  of  more  than  one  person,  is  evident  from 
its  language.^  But  as  it  is  impossible  that  an  invention  should 
be  at  the  same  time  the  separate  production  of  one  person,  and 
the  joint  production  of  two  or  more  persons,  and  as  all  inventions 
mast  be  classed  under  one  or  the  other  of  these  heads,  it  becomes 
important  to  consider  whether  one  of  the  authors  of  a  joint  inven- 
tion ean  apply  for  and  take  a  patent  on  it  in  his  own  name,  or 
in  their  joint  names,  under  any  and  what  circumstances. 

§  113.  A  very  singular  case  occurred  in  1816  -1818,  before  Mr. 
Justice  Story,  under  the  Patent  Act  of  1793.  In  the  year  1809, 
two  persons  obtained  separate  patents  for  the  same  invention. 
One  of  them  instituted  a  suit  against  the  other,  to  repeal  the  pat- 
ent of  the  latter,  upon  the  allegation  that  it  was  obtained  surrep- 
titiously and  upon  false  suggestion.  Upon  an  issue  joined  on  this 
allegation,  the  jury  found  that  the  plaintiff  and  defendant  were 
both  concerned  in  making  the  invention  ;  but  as  they  went  on  to 
find  a  general  verdict  for  the  defendant,  it  was  set  aside  by 
the  court  for  inconsistency  and  repugnance,  and  a  new  trial  was 
ordered.'  The  parties  then,  1818,  applied  for  and  obtained  a 
jomt  patent  for  a  joint  invention,  leaving  their  several  previous 
patents  outstanding  ;  and  on  this  joint  patent  they  brought  an  ac- 
tion against  a  third  person  for  infringement,  and  obtained  a  ver- 
dict The  defendant,  among  other  grounds,  then  moved  to  set  this 
verdict  aside  because  the  court  at  the  trial  instructed  the  jury  that 
the  existence  of  the  prior  patents  granted  to  the  patentees  respec- 
tively for  the  same  thing,  and  their  several  oaths  of  invention  on 
which  they  obtained  those  patents,  were  not  an  absolute  bar  to  the 
joint  patent  declared  on,  and  did  not  conclude  them  from  showing 
a  joint  invention.    It  was  held  that  the  prior  patents,  although 

^  Act  oL  1886,  §  6. 

'  Stearns  v.  Barrett,  1  Mason,  158. 
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very  strong  evidence  against  the  claim  of  joint  invention,  were  not 
conclusive.^ 

§  114.  It  will  be  seen,  on  comparing  this  case  with  the  Patent 
Act  then  in  force,  that  it  arose  under  a  statute  which  unequivocally 
authorized  a  joint  patent  to  be  issued  on  a  joint  invention  to  joint 
applicants.^  A  very  different  case  might  arise  under  the  present 
statute,  the  terms  of  which,  either  by  accident  or  design,  are  some- 
what different.  The  sixth  section  of  the  act  of  1836,  after  pro- 
viding, by  the  use  of  the  plural,  that  a  patent  may  be  granted  on 
the  application  of  more  than  one  person,  does  not  continue,  in  pre- 
scribing the  form  and  substance  of  the  specification  which  is  to  be 
delivered,  to  make  use  of  the  plural,  but  speaks  of  what  the  in- 
ventor or  applicant  is  to  do,  in  the  singular  only.  Looking,  how- 
ever, to  the  obvious  intent  of  the  act,  it  shouM  doubtless  be  con- 
strued to  provide  that,  in  case  of  a  joint  invention  on  which  the 
inventors  petition  for  a  joint  patent,  the  specification  and  oath  of 
invention  may  be  signed  and  made  by  the  joint  inventors.  But 
how  would  it  be  in  the  case  of  a  joint  invention,  where  one  party 
only  applies,  acting  for  both  ?    Could  a  patent  for  a  joint  inven- 

1  Barrett  v.  Hall,  1  Mason,  447,  4^4.  Some  obaenrations  may  not  improperly 
be  made  upon  the  point  thus  decided,  in  order  to  guard  against  a  misapprehen- 
sion of  the  distinction  on  which  the  learned  judge  appears  to  have  relied.  The 
prior  patents,  held  by  the  inventors  severally,  were  still  outstanding  when  their 
action  on  the  joint  patent  was  tried.  The  question  was,  whether  those  prior 
patents  were  not  an  estoppel  to  the  joint  patent.  The  learned  judge  stated  the 
position,  with  great  strength,  that  a  subsequent  patent  is  an  estopt>el  to  the  setting 
up  of  a  prior  grant  inconsistent  with  the  terms  of  the  last  grant ;  and  also  that  a 
repeal  for  some  original  defect  in  a  prior  patent  is  necessary  to  the  acquisition  of 
a  right  under  a  subsequent  patent  for  the  Same  invention.  But  he  appears  to 
have  treated  the  prior  patents,  in  this  case,  as  having  been  possibly  taken  under 
an  innocent  mistake,  which  the  plaintifis  were  at  liberty  to  show ;  and  he  treated 
their  subsequent  application  for  a  joint  patent  as  a  kind  of  surrender  in  law  of 
their  prior  several  patents.  It  is  not  easy  to  reconcile  this  decision  with  that  in 
the  subsequent  case  of  Odiome  v.  The  Amesbury  Nail  Factory  (2  Mason,  28),  in 
which  the  same  learned  judge  held  that  a  prior  patent,  unrepealed,  is  an  estoppel 
to  any  future  patent  for  the  same  thing,  unless  we  make  an  exception  in  the  case 
of  a  joint  invention,  and  treat  the  subsequent  application  for  a  joint  patent  as  a 
renunciation  of  all  right  obtained  by  the  inventors  separately  by  prior  separate 
patents.  If  such  a  case  were  to  occur  now,  the  remedy  for  a  third  person  would 
apparently  be,  to  bring  a  bill  in  equity  for  interfering  patents,  and  have  the  one 
or  the  other  declared  void.    See  Act  of  1886,  §  16. 

•  Act  of  1798,  §1. 
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tion  be  issued  to  the  joint  inventors,  on  the  application  of  one  ? 
If  one  of  two  joint  inventors  had,  before  an  application,  as- 
signed his  interest  to  the  other,  how  should  the  patent  be  applied 
for,  —  as  for  a  joint  invention,  taking  a  joint  patent,  or  as  for  an 
invention  part  of  which  had  been  assigned  to  the  applicant  be- 
fore the  application  ?  These  are  some  of  the  questions  wliich  may 
arise  in  practice,  in  regard  to  which  it  may  be  prudent  to  mako 
only  general  suggestions  respecting  the  policy  and  purposes  of  the 
statute. 

§  115.  These  suggestions  are  :  Firsts  that  the  statute  evidently 
contemplates  the  case  of  a  joint  invention  and  a  joint  patent. 
Secondy  that  although  the  statute  does  not  expressly  direct  that  the 
joint  inventors  shall  all  sign  the  application  and  make  the  oath,  it  is 
quite  capable  of  the  construction  that  they  may  do  so,  especially 
if  they  apply  by  joint  petition  for  a  joint  patent.  Thirds  that  in 
all  applications,  the  truth  of  the  case  should  be  pursued,  and  the 
application  of  the  statute  to  the  facts  should  be  carefully  noted. 
Fourth^  That  while  the  terms  of  the  statute  do  not  seem  positively 
to  preclude  an  application  by  one  for  a  joint  patent  on  a  joint  in- 
Tcntion,  or  for  a  patent  to  that  one  who  has  received  an  assign- 
ment from  the  other  joint  inventor,  it  would  be  most  prudent  to 
avoid  raising  the  question  of  the  effect  of  such  an  assignment,  if 
it  be  practicable.  The  subsequent  statute,  which  makes  inventions 
assignable  before  application  for  a  patent  (act  of  1837,  §  6), 
seems  to  embrace  the  case  of  a  several,  and  not  the  case  of  a  joint 
invention.  In  the  case,  therefore,  of  a  joint  invention,  where  one 
inventor  has  assigned  his  interest  to  the  other  before  application, 
the  assignment  would  appear  to  rest  upon  common-law  principles  ; 
and  if  so,  the  question  how  the  patent  should  or  may  be  applied 
for,  under  the  statute,  would  depend  upon  the  peculiar  facts  of 
the  case. 

§  116.  As  to  what  constitutes  joint  invention,  it  is  obvious  that 
tlie  question  may  be  to  some  extent  different  from  what  would 
arise  where  the  issue  is  whether  one  of  two  persons  is  to  be  con- 
sidered as  the  sole  inventor.  But  perhaps  the  same  leading  prin- 
ciple is  to  be  applied  to  ascertain  whether  A  is  to  be  regarded  as 
a  part  inventor  with  B,  as  to  ascertain  whether  A  is  to  be  re- 
garded as  sole  inventor  against  B. 

PAT.  7 


98    .  THE  LAW  OF  PATENTS.  [CH.  ITL 

§  117.  This,  too,  may  be  an  appropriate  place  to  suggest  a  use- 
ful caution  against  covering  by  a  subsequent  patent  what  has 
already  been  described  in  a  previous  patent  issued  to  the  same 
inventor.  In  the  first  place,  if  the  previous  patent  describes  some- 
thing which  it  does  not  claim  as  new,  its  actual  novelty  may  not 
save  it  from  the  peril  of  having  become  dedicated  to  the  public. 
It  is  a  very  strong,  perhaps  a  conclusive,  presumption,  that  what 
is  described  in  a  patent  and  not  claimed  is  given  up  to  public  use.^ 
Probably  this  presumption  can  be  removed  only  by  a  surrender  and 
reissue  of  the  patent,  tinder  the  statute  which  provides  for  bona  fide 
inadvertency.  At  all  events,  it  seems  clear  that  the  diflSculty  can- 
not be  corrected  by  the  issue  of  a  second  and  independent  patent,  if 
the  thing  that  is  sought  to  be  covered  by  the  second  was  already  cov- 
ered by  a  valid  claim  in  the  first  patent.  But  if  the  subject  of  a  sec- 
ond patent  was  embraced  in  a  claim  of  a  previous  patent,  which  turns 
out  to  have  been  more  extensive  than  the  patentee  was  entitled  to 
make  it,  such  second  patent  may  be  good.  To  this  effect,  the  case  of 
M'Reilly  v.  Morse  is  a  direct  decision.  Morse,  in  the  first  patent 
issued  for  the  electro-magnetic  telegraph,  had  inserted,  besides 
the  special  claims  covering  the  particular  machinery  then  invented 
by  him  for  the  recording  or  marking  of  intelligible  signs  at  long 
distances,  a  claim  of  a  broad  and  general  character,  for  the  use 
of  the  electro-magnetic  current  as  a  motive-power  in  a  printing 
or  recording  telegraph,  without  confining  himself  to  the  particu- 
lar machinery  described.  Subsequently  he  invented  and  took  a 
patent  for  the  local  circuits,  —  a  combination  of  devices  by  which 
the  message  can  be  recorded  at  intermediate  stations  as  well  as 
at  the  terminus  of  the  line.  The  Supreme  Court  of  the  United 
States  held  that  the  general  claim  of  the  first  patent,  if  valid, 
would  include  the  local  circuits,  but  that  it  was  not  valid,  because  it 
attempted  to  embrace  things  not  then  invented,  or  at  least  not  do- 

^  It  is  not  intended,  in  this  passage  of  the  text,  to  intimate  that  a  technical 
*' claim,"  or  summary,  is  necessary  to  support  a  patent.  A  specification  satisfies 
the  requirements  of  the  statute,  if  it  points  out  in  any  manner  what  the  inventor 
means  to  secure  to  himself  by  the  grant  of  the  patent.  The  summary,  technically 
called  a  "  claim,''  may  or  may  not  be  a  convenient  mode  of  ascertaining  what  the 
party  means  to  have  the  patent  embrace.  But  whether  this  or  some  other  mode 
of  designating  the  subject  of  invention  or  discovery  be  employed,  there  is  a  neces- 
sary presumption  that  things  described,  and  not  represented  to  be  part  of  the 
invention  or  discovery  which  the  patentee  intends  to  cover,  are  dedicated  to  the 
public,  even  if  they  are  original  This  presumption  may  be  removed  by  a  sur- 
render and  reissue. 
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scribed  ;  that  this  being  so,  the  new  patent  for  the  local  circuits, 
being  for  an  invention  not  described  in  the  first  patent,  and  being 
a  distinguishable  improvement  upon  what  was  described  in  the  first 
patent,  was  properly  granted.^ 

§  118.  The  several  provisions  of  the  patent  acts  not  only  re- 
quire that  the  invention  should  possess  the  qualities  of  which  we 
have  treated  in  the  last  preceding  chapter,  but  they  also  make  it 
necessary  that  the  patentee  should  be  the  actual  inventor,  or  the 
assignee  or  legal  representative  of  the  actual  inventor,  of  the  thing 
patented.  No  person  can  take  a  patent  for  that  which  he  did 
not  invent,  unless  he  derives  a  legal  title  from  the  true  inven- 
tor, l)y  assignment  or  by  operation  of  law.  In  either  case,  there- 
fore, whether  the  applicant  claims  as  the  inventor  or  as  holding 
the  title  of  the  inventor,  a  question  may  arise  as  to  the  real  au- 
thorship of  the  invention  ;  because  suggestions,  hints,  or  concep- 
tions, or  practical  assistance  may  have  been  derived  from  others, 
and  if  so  derived,  the  fact  of  whether  the  invention  was  in  truth 
made  by  the  party  claiming  to  be  the  inventor  may  require  deter- 
mination. But  it  is  a  presumption  of  law  that  the  patentee  was 
the  inventor  of  that  which  he  patented,,  and  whoever  alleges  the 
contrary  assumes  the  burden  of  proof.^ 

This  is  a  mixed  question  of  law  and  fact ;  or,  in  other  words,  it 
is  one  of  those  questions  on  which  no  precise  and  universal  rule 
can  be  stated,  but  certain  general  principles  of  determination  may 
be  laid  down,  under  the  guidance  of  which  the  facts  attending  the 
process  of  forming  or  realizing  the  invention  may  be  investigated. 
Generally  speaking,  the  cases  will  divide  themselves  into  two 
elates :  in  one  of  which  the  effort  will  be  to  show  that  the  plan, 
conception,  or  suggestion  of  the  thing  patented  came  from  some 
other  person  than  the  patentee,  and  that  nothing  more  was  done 
by  hino  than  to  supply  the  mechanical  details,  or  other  practical 
means,  of  embodying  or  working  the  suggestion ;  while  in  the 
other  class,  it  will  be  found  that  the  patentee  had  conceived  the 
plan  or  principle  of  the  invention,  but  derived  from  others  the 
practical  knowledge  or  manual  skill  necessary  to  give  it  an  opera- 
tive and  useful  existence. 

§  119.  With  respect  to  the  first  of  these  two  classes  of  cases, 

*  O'Beilly  r.  Morse,  15  Howard,  62.  '  Pitta  t;.  Hall,  2  Blatch.  229. 
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the  general  principle  Bcems  to  be,  that,  in  order  to  invalidate  a 
patent  upon  the  ground  that  the  patentee  received  froiu  another 
persou  the  suggestion  of  the  invention,  it  is  not  enough  to  show 
that  the  naked  idea,  or  hare  possibility  of  accomplishing  the  object, 
was  suggested.  On  tlie  other  hand,  it  is  not  necessary  that  the 
mere  7mnutiw  of  tlie  invention  should  liave  been  communicated  by 
another  person.  The  true  test  to  apply  is,  to  ascertain  whether 
the  principle  or  plan  of  the  invention  was  substantially  communi- 
cated to  the  patentee  by  some  one  else,  so  that  nothing  remained 
for  the  former  to  do  hut  to  apply  the  skill  of  a  constructor.'  This 
test  has  been  applied,  with  all  the  precision  of  which  such  a  ques- 
tion admits,  by  Mr.  Justice  Nelson,  in  the  following  instrucUou  to 
a  jury:  "  There  is  no  doubt  that  a  person,  to  be  entitled  to  the 
character  of  an  inventor  within  the  meaning  of  the  act  of  Con- 
gress, must  himself  have  conceived  the  idea  embodied  in  his  im- 
provement. It  must  be  the  product  of  his  own  mind  and  genius, 
and  not  of  anothor's.  Thus,  in  this  case,  the  arrangement  pat- 
ented must  be  the  product  of  the  mind  and  genius  of  C,  and  not 
of  B  or  F.  Tliis  is  obvious  to  the  most  common  apprehension. 
At  the  same  time  it  is  equally  true,  that,  in  order  to  invalidate  a 
patent  on  the  ground  that  the  patentee  did  not  conceive  the  idea 
embodied  in  the  improvement,  it  must  appear  that  the  sugges- 
tions, if  any,  made  to  him  hy  others,  would  furnish  all  the  info> 
mation  necessary  to  enable  him  to  construct  the  improvement.  In 
other  words,  the  suggestions  must  have  been  sufficient  to  enable 
C  [the  patentee],  in  this  case,  to  construct  a  complete  and  perfect 
machine.  If  they  simply  aided  hira  in  arriving  at  the  useful  re- 
sult, but  fell  short  of  suggesting  an  arrangement  that  would  con- 
stitute a  complete  machine,  and  if,  after  all  the  suggestions,  there 
was  something  left  for  him  to  devise  and  work  out  by  his  own 
skill  or  ingenuity,  in  order  to  complete  the  arrangement,  then 
lie  is,  in  contemplation  of  lav,  to  be  regarded  as  the  first  and 
original  discoverer.  On  the  other  hand,  the  converse  of  the  prop- 
is  equally  true.  If  the  suggestions  or  communications  of 
r  go  to  make  up  a  complete  and  perfect  machine,  embody- 
that  is  embraced  in  the  patent  subsequently  issued  to  the 
Q  whom  the  suggestions  were  made,  the  patent  is  invalid, 
3  the  real  discovery  belongs  to  another."  * 

;n  V.  Dewey,  1  Story,  336, 
V.  Hall,  2  Blatch.  229,  234.      See,  abo,  Sparkman  v.  Ui'ggios,  1  Blatch. 
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§  120.  The  other  class  of  cases,  namely,  those  in  which  the 
author  of  the  plan  or  principle  of  an  invention  has  availed  himself 
of  the  suggestions  or  skill  of  workmen  or  other  persons  in  giving 
practical  embodiment  to  his  ideas,  depend  upon  the  relative  situa- 
tions of  the  parties,  the  nature  of  the  employment,  the  fact  that  the 
patentee  had  conceived  the  main  idea  of  the  invention,  and  the 
further  fact  that  the  suggestions  made  or  the  assistance  afforded 
to  him  by  another  did  not  materially  affect  the  result.  The  gen- 
eral rule  being  that  the  person  who  plans  the  invention  is  to  be  re- 
garded as  the  inventor,  it  will  make  no  difference  that  such  person 
worked  as  a  servant  in  the  employment  of  another,  provided  the 
servant  really  conceived  the  improvement  patented.  Thus,  Baron 
Alderson  put  this  issue  to  a  jury  in  the  following  terms :  "  If 
Sutton  suggested  the  principle  to  Mr.  Minter  (the  patentee),  then 
he  would  be  the  inventor.  If,  on  the  other  hand,  Mr.  Minter  sug- 
gested the  principle  to  Sutton,  and  Sutton  was  assisting  him,  then 
Mr.  Minter  would  be  the  first  and  true  inventor,  and  Sutton  would 
be  a  machine,  so  to  speak,  which  Mr.  Minter  uses  for  the  purpose 
of  enabling  him  to  carry  his  original  conception  into  effect."  ^  So, 
too,  in  Arkwright's  case,  with  respect  to  a  particular  roller,  part  of 
the  machinery,  the  evidence  was  that  Arkwright  had  been  told  of 
it  by  one  Kay ;  that,  being^satisfied  of  its  value,  he  took  Kay  for  a 
servant,  kept  him  for  two  years,  employed  him  to  make  models, 
and  afterwards  claiming  it  as  his  invention,  made  it  the  foundation 
of  a  patent.  The  same  fact  was  proved  concerning  a  crank,  which 
had  been  discovered  by  a  person  of  the  name  of  Hargrave,  and 
had  been  adopted  by  Arkwright.  This  evidence  was  fatal  to  the 
patentee's  claim  of  invention  in  respect  to  both  of  these  improve- 
ments.2 

§  121.  But  in  these  cases,  the  thing  patented  was  a  specific  part, 
or  instrument,  in  a  complicated  machine,  constituting,  if  it  had  the 
merit  of  novelty,  a  special  improvement.  On  the  other  hand,  it  is 
obvious  that  a  person  may  be  the  real  author  of  the  plan  of  a  com- 
plicated machine,  or  other  invention,  which  requires  for  its  perfec- 
tion the  skill,  and  to  some  extent  the  inventive  faculties,  of  work- 
men or  engineers,  in  adapting  the  best  means  to  the  successful 

■ 

*  Minter  v.  Wells,  1  Webe.  Pat  Caa.  182. 

'  The  King  v.  Arkwright,  Davies's  Fat.  Cas.  61,  1  Webs.  Pat.  Cas.  64.    See, 
also,  Barker  v.  Shaw,  1  Webs.  126. 
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application  of  the  principle.  Thus  it  was  objected,  at  a  trial  in  the 
King's  Bench,  that  parts  of  the  improvements  in  Foiidrinier's 
paper  machine  were  the  inventions  of  one  Donkin ;  but  Donkin 
proved  that  when  he  made  those  improvements  he  was  employed 
as  an  engineer,  for  the  purpose  of  bringing  the  machine  to  perfec- 
tion, and  was  paid  for  so  doing,  and  that  he  was  acting  as  the  ser- 
vant of  the  inventor  of  the  machine,  for  the  purpose  of  suggesting 
those  improvements.  He  did  not  discover  the  principle  of  the 
machine,  or  invent  the  important  movements  of  it.  The  objection 
did  not  prevail.^  But  perhaps  the  most  striking  case  of  this  class 
is  that  of  the  invention  of  the  electro-magnetic  telegraph,  by 
Professor  Morse.  .  His  plan  for  combining  two  or  more  electric  or 
galvanic  circuits,  with  independent  batteries,  for  the  purpose  of 
overcoming  the  diminished  force  of  electro-magnetism  in  long  cir- 
cuits, was  fully  formed  in  the  spring  of  1887 ;  and  the  process, 
combination,  powers,  and  machinery  appeared,  on  a  judicial  inves- 
tigation, to  have  been  then  arranged  in  his  own  mind.  But  it 
could  not  be  brought  out  without  the  highest  order  of  mechanical 
skill ;  and  the  want  of  means  to  employ  the  services  of  workmen 
capable  of  affording  him  the  necessary  aid  was  proved  to  have 
been  the  cause  for  the  non-production  of  his  invention  until  a  later 
period. 

Upon  this  state  of  the  case,  Mr.  Chief  Justice  Taney,  delivering 
the  judgment  of  the  Supreme  Court  of  the  United  States,  said : 
^'  Neither  can  the  inquiries  he  made,  or  the  information  or  ad- 
vice he  received  from  men  of  science,  in  the  course  of  his  re- 
searches, impair  his  right  to  the  character  of  an  inventor.  No 
invention  can  possibly  be  made,  consisting  of  a  combination  of 
different  elements  of  power,  without  a  thorough  knowledge  of  the 
properties  of  each  of  them,  and  of  the  mode  in  which  they  operate 
on  each  other  ;  and  it  can  make  no  difference,  in  this  respect, 
whether  he  derives  his  information  from  books  or  from  conversa- 
tion with  men  skilled  in  the  science.  If  it  were  otherwise,  no  pat- 
ent in  which  a  combination  of  different  elements  is  used  could 
ever  be  obtained.  For  no  man  ever  made  such  an  invention  with- 
out having  first  obtained  this  information,  unless  it  was'  discovered 
by  some  fortunate  accident.  And  it  is  evident  that  such  an  inven- 
tion as  the  electro-magnetic  telegraph  could  never  have  been 

*  Bloxam  v.  Elsee,  1  Car.  &  P.  567;  Davies's  Pat  Cas.  182;  Godson  on  Pat- 
ents, 27,  28 ;  Hind  march  on  Patents,  26. 
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brought  into  action  without  it.  For  a  very  high  degree  of  scien- 
tiSc  knowledge  and  the  nicest  skill  in  the  mechanic  arts  are  com- 
bined in  it,  and  were  both  necessary  to  bring  it  into  successful  oper- 
ation. And  the  fact  that  Morse  sought  and  obtained  the  necessary 
information  and  counsel  from  the  best  sources,  and  acted  upon  it, 
neither  impairs  his  rights  as  an  inventor,  nor  detracts  from  his 
merits."  ^ 

§  122.  In  like  manner  it  has  been  held,  that,  after  [the  main 
principle  of  an  invention  has  been  discovered,  the  suggestion  by 
a  workman  of  subordinate  improvements,  accessory  to  the  main 
principle  of  the  invention,  and  tending  to  carry  it  out  more  con- 
veniently, may  be  adopted  by  the  patentee  and  embodied  in  his 
specification.  The  case  in  which  this  doctrine  was  very  clearly 
applied  was  that  of  an  improvement  in  the  machinery  for  making 
cloth  by  felting,  without  spinning  or  weaving.  The  invention  con- 
sisted in  substituting  a  compound  travelling  apron,  on  which  to 
form  the  bat,  instead  of  the  surface  of  a  perforated  cylinder ; 
whereby  certain  important  advantages  were  gained,  and  a  material 
change  in  the  process  of  the  manufacture  was  introduced.  A 
workman  employed  by  the  patentee  suggested  a  modification  of 
this  principle  by  means  of  successive  sets  of  aprons  placed  one 
above  another,  so  that  the  machine  might  be  used  in  less  ex- 
tensive premises  than  would  be  required  if  two  long  extended 
aprons  were  employed.  Upon  these  facts,  Mr.  Justice  Erie  in- 
structed the  jury  as  follows :  "  I  take  the  law  to  be,  that,  if  a 
person  has  discovered  an  improved  principle,  and  employs  en- 
gineers or  agents  or  other  persons  to  assist  him  in  carrying  out 
that  principle,  and  they,  in  the  course  of  the. experiments  arising 
from  that  employment,  make  valuable  discoveries  accessory  to  the 
main  principle,  and  tending  to  carry  that  out  in  a  better  manner, 
such  improvements  are  the  property  of  the  inventor  of  the  original 
improved  principle,  and  may  be  embodied  in  his  patent ;  and  if  so 
embodied,. the  patent  is  not  avoided  by  evidence  that  the  agent  or 
servant  made  the  suggestions  of  that  subordinate  improvement  of 
the  primary  and  improved  principle.  The  improvement  claimed 
by  Shaw  (the  workman)  is,  that,  after  the  bat  has  'been  formed 
upon  a  revolving  apron,  by  successive  folds  or  layers  of  sliver,  three 
or  more  revolving  aprons  should  be  placed  one  above  another,  and 

>  O'Reilly  V.  Morse,  15  Howard,  62,  111. 
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connected  with  each  other.  That  is  but  a  more  convenient  mode 
of  carrying  out  the  principle  of  the  patentee."  This  instruction 
was  aflBrmed  by  all  the  judges  of  the  Common  Pleas,  on  a  rule  to 
show  cause  why  a  new  trial  should  not  be  granted,  Tiudal,  C.  J., 
saying :  "  It  would  be  difficult  to  define  how  far  the  suggestions 
of  a  workman  employed  in  the  construction  of  a  machine  are  to  be 
considered  as  distinct  inventions  by  him,  so  as  to  avoid  a  patent 
incorporating  them  taken  out  by  his  employer.  Each  case  must 
depend  upon  its  own  merits.  But  when  we  see  that  the  principle 
and  object  of  the  invention  are  complete  without  it,  I  think  it  is 
too  much  that  a  suggestion  of  a  workman,  employed  in  the  course 
of  the  experiments,  of  something  calculated  more  easily  to  carry 
into  effect  the  conceptions  of  the  inventor,  should  render  the  whole 
patent  void."^ 

§  123.  From  the  distinctions  thus  taken  between  the  cases  in 
which  the  employer  is  the  real  author  of  the  principle  or  plan  of 
the  invention,  and  those  in  which  the  servant,  workman,  or  agent  is 
such  real  author,  it  follows  that,  where  the  relation  between  the  two 
parties  amounts  to  a  contract,  by  which  one  agrees  to  employ  his 
inventive  faculties  in  the  service  of  another,  and  the  workman,  in 
the  course  of  the  employment,  makes  a  substantive  invention,  the 
question  will  arise  whether  the  employer  can  become  the  patentee  of 
that  invention  without  a  written  assignment.  In  a  case  tried  be- 
fore Mr.  Justice  Washington  (in  1821),  under  the  statute  of  1793, 
the  defence  was  set  up  under  a  special  notice  authorized  by  the 
act,  that  the  plaintiff  surreptitiously  obtained  the  patent  for  a 
discovery  of  one  Wimbly,  who  worked  as  a  journeyman  in  the 
plaintiff's  shop.  Tlie  learned  judge  gave  the  following  instruc- 
tion :  "  If  the  jury  are  satisfied  that  the  discovery  was  in  reality 
made  by  Wimbly,  they  must  be  also  satisfied  that  the  patent  was 
obtained  in  fraud  of  any  right  which  such  discovery  bestowed  upon 
Wimbly.  For  if,  upon  the  evidence,  you  should  be  of  opinion  that 
Wimbly  gave  up  his  right  of  discovery  to  the  plaintiff,  by  expressly 
or  impliedly  permitting  him  to  encounter  the  trouble  and  expense 
of  obtaining  a  patent,  it  cannot  be  affirmed  that  the  plaintiff  ob- 
tained the  patent  surreptitiously,  or  in  fraud  of  Wimbly's  discov- 

^  Allen  V.  Rawson,  1  Man.  Granger  &  Scott,  551.  It  was  certainly  worthy  of 
consideration,  whether  this  improvement  amounted  to  a  distinct  patentable  sub- 
ject. 
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ery."*  The  authority  of  this  instruction  is  not  to  be  pressed 
beyond  the  precise  issue  in  respect  to  which  it  was  given.  It 
was  contended  by  the  defendant,  that,  inasmuch  as  no  assign- 
ment from  Wimbly  to  the  plaintiff  appeared  to  have  been  made, 
the  plaintiff's  obtaining  the  patent  must  be  deemed  to  have  been 
surreptitious,  in  relation  to  Wimbly,  and  that  the  patent  was 
therefore  void,  under  the  clause  of  the  act  which  permitted  the 
defendant  to  show  that  the  patentee  ''  had  surreptitiously  obtained 
a  patent  for  the  discovery  of  another  person."  But  this  allegation 
was  obviously  capable  of  being  rebutted  by  evidence  that  Wimbly 
acquiesced  in  the  plaintiff's  application  for  the  patent ;  and  it  was 
in  reference  to  the  evidence  which  tended  to  show  such  acquies- 
cence, and  to  the  special  issue  raised,  that  the  learned  judge  gave 
the  instruction  above  quoted.  But  where,  under  a  plea  of  the 
general  issue,  evidence  should  be  offered  that  the  patentee  was 
not^  but  that  a  workman  was,  the  real  inventor,  could  the  action 
be  maintained  without  showing  a  written  assignment,  or  a  written 
contract  that  would  operate  as  an  assignment,  even  if  the  real 
mventor  had  acquiesced  in  the  plaintiff's  application  ?  This  is  a 
distinct  question  from  that  which  arises  under  the  clause  of  the 
statute  against  sun^eptitious  applications  in  fraud  of  the  rights  of 
the  tnie  inventor.  When  it  is  considered  that,  by  the  sixth  section 
of  the  act  of  1836,  the  right  to  the  patent  is  vested  in  the  inventor, 
who  must  himself  take  the  steps  requisite  to  the  grant  of  the 
patent,  and  that,  by  the  sixth  section  of  the  act  of  1837,  it  is  made 
necessary  to  the  grant  of  a  patent  to  an  assignee,  that  an  assign- 
ment should  be  previously  recorded,  and  that  the  inventor  should 
make  oath  to  the  specification,  it  can  scarcely  be  doubted  that, 
where  the  real  author  of  the  invention  is  any  other  person  than 
the  patentee,  it  is  necessary  that  some  contract  capable  of  operat- 
ing as  an  assignment  should  precede  the  issuing  of  the  patent. 
Bat  such  a  case  is  distinguishable  from  that  of  a  workman  who  is 
employed  and  paid  by  one  who  has  conceived  the  principle  or  plan 
of  an  invention,  and  who  relies  on  the  ingenuity  of  another  to 
enable  him  to  perfect  the  details  and  realize  his  conception. 

'  Dizon  V.  Moyer,  4  Wash.  68,  71. 
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CHAPTER    IV. 

OF  THE  EXTENT  TO  WHICH  THE  PRINCIPLE  OF  AN  INVENTION  MAT 
BE  CARRIED  BY  LETTERS-PATENT.  —  WHAT  IS  BIEANT  BY  PATENT- 
ING A  PRINCIPLE. 

§  124.  NOTWITHSTANDING  tlio  ambiguity  which  of  necessity  at- 
tends the  use  of  the  term  "  principle,"  there  is  probably  no  other 
more  convenient  term  with  which  to  introduce  the  discussion  to 
which  the  present  chapter  is  to  be  devoted.  I  design  to  consider,  as 
a  branch  of  the  general  topic  of  what  may  be  the  subject-matter  of 
a  patent,  that  very  difficult  question,  of  how  far  a  discovery  or  in- 
vention which  may  first  disclose  and  practically  embody  some  truth 
in  physics  or  some  law  in  the  operation  of  the  forces  of  nature,  for  a 
useful  purpose,  is  capable  of  being  carried  in  the  exclusive  privi- 
leges secured  by  the  grant  of  letters-patent.  The  discussion  of  this 
question,  when  followed  into  some  of  the  adjudicated  cases,  will 
be  found  to  be  connected  with  the  construction  of  particular  speci- 
fications. So,  too,  it  enters  into  the  whole  subject  of  infringe- 
ments, when  the  question  is  whether  what  the  defendant  has  done 
is  within  the  scope  of  the  patent  that  may  be  before  the  court  in 
a  given  case.  But  notwithstanding  the  necessity  of  anticipating, 
to  some  extent,  what  it  may  be  necessary  hereafter  to  say  on  the 
topics  of  construction  and  infringement,  it  may  be  useful  to  con- 
sider the  special  question,  w4iich  can,  perhaps,  be  best  stated  as 
follows :  How  far  can  the  characteristic  principle  of  a  discovery 
or  an  invention  be  made  to  extend  by  letters-pateiit,  when  that 
principle  consists  in  a  novel  and  useful  application  of  some  phys- 
ical law,  property  of  matter,  or  natural  force  ?  ^ 

Perhaps  the  best  method  for  the  treatment  of  this  subject  will 

bo  to  select  some  prominent  and  peculiar  invention,  as  an  illustra- 

'  tion  of  the  question,  and  group  the  general  principles  and  the 

prior  and  subsequent  cases  around  it.     By  this  method  it  will  be 

^  Although  the  reader  may  object  to  the  terms  in  which  this  question  is  pro- 
pounded, it  is  believed  that  he  will  have  no  difficulty  in  discovering  what  it  is 
that  the  writer  means  to  discuss.  Considerable  difficulty  must  always  attend  the 
use  of  any  terms  by  which  we  attempt  to  designate  so  abstract  and  abstruse  a 
subject. 
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seen  to  what  extent  the  doctrines  of  the  law  may  be  regarded  as 
settled.  A  very  apposite  illustration  for  this  purpose  is  afforded 
by  the  invention  of  the  magnetic  telegraph. 

§  125.  Morse,  availing  himself  of  the  fact  that  a  current  of 
electro-magnetic  fluid  may  be  transmitted  from  place  to  place, 
along  a  wire,  and  at  the  terminus  opposite  to  that  from  which  the 
fluid  proceeds  may  be  used  as  the  means  of  moving  a  delicate 
instrument,  adapted  an  apparatus  for  throwing  a  current  of  such 
fluid  along  the  wire,  and  for  recording  certain  signs  or  marks, 
according  to  a  system  invented  by  him,  at  the  farther  extremity 
of  the  wire,  by  means  of  the  movements  of  a  recording  instrument 
there  suspended,  and  operated  upon  by  the  electro-magnetic  cur- 
rent. Adopting  the  results  of  an  adjudication,  I  assume  that  he 
was  the  first  person  who,  by  means  of  newly  invented  machinery 
adapted  to  the  purpose,  embodied  and  made  of  practical  utility  the 
fact  in  nature  that  the  electro-magnetic  current  may  be  used  at 
long  distances  as  a  moving  force,  for  the  purpose  of  recording  or 
marking  at  pleasure  intelligible  signs  or  marks.  On  this  hy- 
pothesis, the  scope  of  his  invention  was  the  application  and  use' of 
the  electro-magnetic  fluid,  by  means  of  suitable  machinery  and  a 
concerted  system  of  signs  or  marks,  to  the  recording  of  intelligible 
signs  or  marks  at  a  long  distance  from  the  operator.  How  far 
could  he  make  this  characteristic  or  principle  of  his  invention  the 
subject  of  an  exclusive  privilege  under  letters-patent  ?  Could  he 
patent  the  application  and  use  of  the  electro-magnetic  current,  for 
this  purpose,  by  any  and  all  machinery  which  would  eflect.the  end 
proposed  ?  or  could  he  patent  only  the  machinery  by  which  he 
himself  effected  this  application  and  use,  and  all  other  means 
which  were  substantially  the  same  ? 

§  126.  This  very  grave  question  arose  upon  a  claim  in  the 
early  patent  obtained  by  Morse,  which  was  in  these  words  :  "  I 
do  not  propose  to  limit  myself  to  the  specific  machinery,  or  parts 
of  machinery,  described  in  the  foregoing  specifications  and  claims ; 
the  essence  of  my  invention  being  the  use  of  the  motive-power  of 
the  electric  or  galvanic  current,  which  I  call  electro-magnetism, 
however  developed,  for  marking  or  printing  intelligible  characters 
or  signs  at  any  distances,  being  a  new  application  of  that  power,  of 
which  I  claim  to  be  the  first  inventor  or  discoverer."     It  was  not 
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denied  by  the  Supreme  Court  of  the  United  States  that  he  was 
the  first  inventor  or  discoverer  of  this  application  and  use  of  the 
electro-magnetic  current ;  but  a  great  diCFerence  of  opinion  arose 
among  the  judges  on  the  validity  of  this  claim ;  a  majority  of  the 
court  holding  it  to  be  invalid,  as  being  a  claim  without  any  limita- 
tion in  respect  to  the  means  by  which  the  electro-magnetic  cur- 
rent could  be  used  for  the  purpose  described.^  It  is  not  intended 
here  to  state  the  different  views  of  the  judges,  or  to  comment  upon 
the  decision.  The  case  is  now  referred  to  only  as  an  illustration 
of  the  subject  before  us. 

§  127.  It  has  often  been  laid  down  that  a  mere  elementary  prin- 
ciple cannot  be  made  the  subject  of  a  patent.  What  has  been 
meant  by  this,  it  is  of  course  important  to  ascertain.  One  of  the 
earliest  cases  in  which  this  topic  came  into  consideration  was  that 
which  arose  upon  Watt's  invention  of  a  separate  condenser  for  the 
steam-engine.  In  the  engines  which  preceded  Watt's,  the  steam 
was  condensed  in  the  body  of  the  cylinder.  He  discovered  that,  by 
condensing  the  steam  in  a  separate  vessel,  and  keeping  the  cylin- 
der from  cooling  down,  a  great  saving  of  steam,  and  by  conse- 
quence of  the  fuel  used  to  produce  it,  would  be  effected.  In  the 
unskilful  fashion  of  that  age,  his  patent  was  taken  for  "  a  newly 
invented  method  of  lessening  the  consumption  of  steam  and  fuel 
in  fire-engines  "  ;  and  his  enrolled  specification  proceeded  to  state 
that  this  method  consisted  of  certain  principles,  the  chief  of  which 
consisted  in  certain  modes  of  preventing  the  cylinder  from  being 
cooled  down  below  the  temperature  of  the  steam  which  entered  it, 
and  in  the  introduction  of  a  separate  condensing  vessel  or  vessels. 
He  did  not  describe  any  particular  engine  built  according  to  his 
method,  but  a  special  verdict  found  that  the  specification  was  suf- 
ficient to  enable  a  mechanic  acquainted  with  the  old  engines  to 
build  an  engine  that  would  operate  upon  his  plan  and  produce  the 
new  proposed  effect  of  saving  steam  and  fuel.  It  so  happened, 
that,  at  the  time  when  the  action  was  brought  in  which  this  special 
verdict  was  found,  Watt  was  entitled  to  sue  by  virtue  of  a  special 
act  of  Parliament  which  had  extended  his  patent  for  twenty-five 
years,  but  which  had  described  it  as  a  patent  for  making  and 
vending  certain  engines^  and  which  vested  in  him  the  sole  right  to 
make  and  vend  the  engines  described  therein.    The  special  ver- 

^  O'Reilly  v.  Morse,  15  Howard,  62. 
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diet  also  found  that,  at  the  time  of  making  the  letters-patent,  the 
inTention  was  new  and  useful,  and  that  the  defendants  had  in- 
fringed the  privilege  vested  in  Watt  by  the  special  act  of  Parlia- 
ment, as  the  plaintiffs  had  declared,  namely,  by  making  and  selling 
engines  in  imitation  of  the  engine  invented  by  Watt,  and  vested 
in  him  by  the  special  act  and  the  latters-patent. 

§  128.   It  is  manifest  that  the  real  question  in  this  case  was, 
whether  the  patent  could  be  construed  as  a  patent  for  a  machine 
embodying  certain  principles  of  construction  and  operation  ;  for  if 
the  patent  covered  only  a  process^  or  a  method^  considered  abstract- 
ly from  a  particular  organization  of  machinery,  the  act  of  Parlia- 
ment, which  called  the  subject  of  the  patent  an  engine^  could  not 
be  regarded  as  having  continued  it.     All  that  was  said  by  the 
judges  of  the  Common  Pleas,  therefore,  on  the  subject  of  pnncij^fe, 
must  be  taken  with  reference  to  this  question  of  construction,  on 
which  it  was  said  arguendo.    Two  views  were  taken  of  this  patent 
in  the  Common  Pleas.     JVr^^,  that  it  was  a  patent  for  a  principle; 
and  by  this  it  would  appear  to  have  been  meant  that  Watt  had 
undertaken  to  patent  the  principle  of  condensing  the  steam,  not  in 
the  cylinder,  but  out  of  the  cylinder,  without  describing  any  newly 
invented  machinery  for  this  purpose.     The  judges,  who  took  this 
view  of  it,  held  that  the  patent  must  be  void,  upon  the  ground 
that  a  principle  abstracted  from  particular  organization  is  not 
capable  of  being  made  the  subject  of  a  patent.     Secondly^  the 
patent  was  viewed  as  a  new  mode  of  working  an  old  engine  by  a 
method  pointed  out.     This  would  make  the  invention  in  effect  a 
new  engine,  or  an  improved  engine.     But  on  this  construction, 
Mr.  Justice  BuUer  held  the  patent  void,  upon  the  ground  that  tho 
patentee  had  really  claimed  the  whole  of  tho  old  engine,  without 
pointing  out  his  own  improvement  in  the  mechanism.     Lord  Chief 
Justice  Eyre,  on  the  other  hand,  held  that  it  was  not  a  patent  for 
a  principle  (in  the  above  sense),  but  for  a  newly  invented  method 
of  working  with  steam,  which  method  was  exhibited  by,  and  em- 
bodied in,  a  new  mode  of  constructing  engines.     By  tliis  reason- 
ing he  reconciled  the  patent  and  the  act  by  which  it  was  continued. 
No  judgment,  however,  was  given  in  the  Common  Pleas,  and  a 
case  was  stated  to  be  carried  by  writ  of  error  to  the  King's 
Bench.^ 

^  Boulton  k  Watt  v.  Bull,  2  H.  Blackst  463. 
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§  129.  In  the  latter  court,  all  difficulty  Tanished ;  and  it  appears 
somewhat  remarkable  that  the  view  taken  of  the  patent  in  that  court 
should  not  have  occurred  to  those  who  had  to  consider  the  case  in 
the  court  below.  Lord  Eenyon,  although  professedly  no  friend  to 
patents,  proceeded  with  great  directness  to  hold  this  to  be  a  patent 
for  a  manufacture^  consisting  of  an  engine  or  machine  composed 
of  material  parts,  which  were  to  produce  the  effect  described,  and 
the  mode  of  producing  which  was  so  described  as  to  enable  me- 
chanics to  put  it  in  operation.^  The  objection  that,  if  it  was  a 
patent  for  an  improved  engine,  the  specification  should  have 
pointed  out  the  improvement,  whereas  the  patent  embraced,  if 
anything  material,  the  whole  of  the  old  engine,  was  answered  by 
the  very  able  judgment  of  Grose,  J.,  by  saying  that  it  was  not  a 
patent  for  the  old  engine,  but  for  the  improvement  on  the  old 
engine. 

§  130.  This  analysis  of  the  case  is  sufficient  to  sliow  that  in 
truth  it  sheds  but  little  light  upon  the  question  now  under  consid- 
eration. The  validity  of  this  patent  depended  upon  the  question 
whether  the  specification  had  described  a  thing  that  could  bo 
brought  within  the  term  "  manufacture,"  in  the  statute  of  monopo- 
lies. So  far  as  the  case  is  an  authority  to  the  position  that  the  discov- 
ery of  a  law,  or  truth,  or  fact,  in  nature,  is  not  of  itself  a  manufac- 
turcy  —  a  position  which  was  correctly  assumed  by  all  the  judges,  — 
so  far  it  elucidates  the  nature  of  what  may  be  a  patentable  subject. 
But  it  did  not  embrace  the  case  of  the  new  application  of  one  of  the 
forces  of  nature,  or  properties  of  matter,  to  the  production  of  a 
particular  mechanical  effect,  accompanied  by  some  described  me- 
chanical means  of  producing  that  effect ;  or  how  far  such  applica- 
tion, when  produced  by  one  means,  may  be  made  to  extend  as  a 
patent  privilege.  Without  adverting  ^for  the  present  to  any  sup- 
posed embarrassment  arising  out  of  the  term  ^^  manufacture  "  in 
the  English  law,  and  to  the  possibility  of  a  broader  scope  that  may 
be  given  to  our  term  "  art,"  there  are  some  observations  of  Lord 
Chief  Justice  Eyre,  in  the  case  of  Boulton  v.  Bull,  which  show  that 
at  that  early  period  (1795)  this  distinction  between  an  abstract  or 
unembodied  {)rinciple,  and  the  application  of  a  principle  by  a 
described  means,  was  present  to  his  mind.  "  Undoubtedly,"  he 
said,  "  there  can  be  no  patent  for  a  mere  principle  ;  but  for  a  prin- 

^  Homblower  t;.  Boulton,  8  Term  R.  95. 


§129-131.]  EXTENT  OF  PRINCIPLE.  Ill 

ciple,  so  far  embodied  and  connected  with  corporeal  substances  as 
to  be  in  a  condition  to  act,  and  to  produce  effects  in  any  art,  trade, 
mystery,  or  manual  occupation,  I  think  there  may  be  a  patent. 
Now  this  is,  in  my  judgment,  the  thing  for  which  the  patent  stated 
in  the  case  was  granted,  and  this  is  what  the  specification  describes, 
though  it  miscalls  it  a  principle.  It  is  not  that  the  patentee  has 
coDCcived  an  abstract  notion  that  the  steam  in  fire-engines  may  be 
lessened,  but  he  has  discovered  a  practical  manner  of  doing  it; 
and  for  that  practical  manner  of  doing  it  he  has  taken  his 
patent."  1 

§  131.  There  is  a  case  prior  to  this  in  point  of  time,  which  was 
adverted  to  by  Lord  Chief  Justice  Byre,  in  his  judgment  above 
cited,  as  being  a  case  of  a  valid  patent.  This  was  the  case  of 
Hartley's  patent  for  ''  a  particular  method  of  securing  buildings 
and  ships  against  the  calamities  of  fire."  ^  It  consisted  in  fasten- 
ing plates  of  metal  and  wire  to  the  structure  to  be  protected, 
joining  or  overlapping  the  edges.  It  was  granted  in  1773.  Lord 
Chief  Justice  Eyre  considered  that  this  invention  consisted  in  a 
new  method  of  disposing  plates  of  iron  so  as  to  produce  the  nega- 
tive effect  of  preventing  combustion,  and  that  as  such  the  patent 
was  properly  granted.  Mr.  Webster  regards  it  in  the  same  light, 
and  says  that  it  satisfies  the  terms  of  the  statute,  ''  working  or 
making  any  manner  of  new  manufacture,"  because  it  is  a  new 
mode  of  building  houses  or  ships  with  a  view  to  a  particular 
effect.^  But  it  does  not  appear  that  this  patent  was  subjected 
to  litigation.  It  has  been  frequently  referred  to,  however,  as  a 
valid  patent.  If  it  was  so,  it  must  have  been  upon  the  construc- 
tion above  suggested ;  under  which  it  was  simply  a  patent  for  a 
new  mode  of  building,  and  was  not  of  the  class  of  inventions  in 

*  2  H.  Blackst.  495. 

*  The  specification  (1  Webs.  Pat  Cas.  54)  was  in  the  following  tenns :  "  A  par- 
ticular method  of  securing  buildings  and  ships  against  the  calamities  of  fire. 

^' My  invention  of  a  particular  method  of  securing  buildings  and  ships  against 
the  calamities  of  fire  is  described  in  the  manner  following :  that  is  to  say,  by  the 
application  of  plates  of  metal  and  wire,  varnished  and  unvarnished,  to  the  several 
parts  of  buildings  and  ships,  so  as  to  prevent  the  access  of  fire  and  the  current  of 
air,  securing  the  several  joints  by  doubling  in,  overlapping,  'soldering,  riveting, 
or  in  any  other  manner  closing  them  up ;  nailing,  screwing,  sewing,  or  in  any 
other  manner  fastening  the  said  plates  of  metal  into  and  about  the  several  parts 
of  buildings  and  ships,  as  the  case  may  require." 

'  1  Webs.  Fat.  Cas.  p.  55,  56,  note. 
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which  a  new  discovery  is  made  of  the  application  of  a  force  or 
property  of  matter  never  before  used  for  the  production  of  a  pos- 
itive effect^  accompanied  by  some  described  means  of  making  the 
application. 

§  132.  Tlio  next  case  to  be  adverted  to,  after  Watt's,  is  that  of 
Forsyth's  patent  for  a  method  of  discharging  cannon,  fire-arras, 
mines,  &c.,  by  the  application  of  detonating  powder,  the  invention 
of  which  he  did  not  claim.  In  his  specification,  he  described  the 
manner  in  which  he  introduced  the  detonating  powder  as  priming, 
by  a  particular  mechanical  contrivance,  and  a  mode  of  causing  it 
to  explode  by  a  stroke,  or  sudden  and  strong  pressure.  It  is  stated 
by  Mr.  Webster,  that  he  succeeded  in  an  action  of  infringement 
against  a  party  using  a  lock  of  a  different  construction  to  any 
shown  in  the  drawing  annexed  to  his  patent.^  Such  a  verdict 
must  have  been  rendered  upon  the  ground  that  this  patent,  like 
Hartley's,  covered  the  new  application  of  a  known  thing  to  pro- 
duce a  particular  effect  to  which  it  had  never  been  previously  ap- 
plied. Of  the  same  class  is  the  patent  of  Hall,  for  the  application 
of  the  fiame  of  gas  to  singe  off  the  superfluous  fibres  of  lace,  in  the 
place  of  a  flame  of  oil  or  alcohol.  This  patentee  made  use  of  a 
chimney,  above  the  lace,  to  create  a  current  of  air,  which  would 
force  the  flame  of  gas  through  the  meshes  of  the  lace  ;  but  he  dis- 
claimed ^'  the  exclusive  use  of  any  apparatus  or  combination  of  mar 
chinery,  except  in  connection  with,  and  in  aid  of,  the  application 
of  the  flame  of  inflammable  gas  to  the  purposes  described."  Lord 
Tenterden  directed  a  verdict  for  the  plaintiff,  and  it  is  said  that  the 
pantentee  enjoyed  the  benefit  of  his  patent  during  the  whole  of  its 
term.2  It  does  not  appear  very  distinctly  how  far  the  verdict  de- 
pended upon  evidence  showing  the  use  of  the  same  apparatus  as 
the  plaintiff's;  but  Mr.  Webster  understands  the  effect  of  the  case 
as  establishing  that  tlie  use  of  gas  for  singeing  lace  by  any  apparatus 
was  within  the  patent. 

§  133.  We  now  come,  however,  to  a  case  which  presents  dis- 
tinctly the  question  we  are  considering.  Before  the  invention  of 
Neilson  (1828  -  29),  furnaces  for  the  manufacture  of  iron,  &c.,  had 

*  Forsyth  v.  Riviere,  cited  1  Webs.  Pat.  Cas.  p.  97,  note  from  Chit.  Prerog. 
Crown,  .182. 
3  Hall  t;.  Jervis,  1  Webs.  Pat  Cas.  97, 100. 
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been  worked  by  a  blast  of  cold  air.    He  discovered  that  by  hej^t- 
ing  the  blast,  and  introducing  it  heated  into  the  furnace^  a  great 
improvement  would  be  effected  in  the  quality  of  the  manufacture. 
In  other  words,  he  discovered  a  new  application  of  a  natural  agent, 
heated  air,  by  using  it  as  a  blast  for  furnaces.     This  agent  he  did 
not  and  could  not  invent.     At  most,  he  could  only  construct  an 
apparatus  for  heating  the  air  ;  but  he  did  not  take  his  patent  for« 
any  particular  form  of  heating  apparatus,  but  he  took  it  for  what 
he  denominated  "  an  improved  application  of  air  "  ;  which,  under 
the  circumstances,  was  the  same  as  an  application  of  air  improved 
by  being  hot  instead  of  cold.     So  very  general  was  l^s  description 
of  an  apparatus  for  making  the  application,  that  he  merely  directed 
heating  the  air  on  its  passage  from  the  bellows  or  blowing  appara- 
tus, by  passing  it  through  a  vessel  or  receptacle  artificially  heated, 
and  introducing  it  thence  into  the  furnace.    He  gave  no  particular 
directions  as  to  temperature ;  left  it  to  workmen  to  adapt  the  sife 
of  the  air-vessel  to  the  temperature  desired ;  and  went  so  far  as  to 
declare  that  "  the  form  or  shape  of  the  vessel  or  receptacle  is  im- 
material to  the  effect,  and  may  be  adapted  to  the  local  circum- 
stances or  situation.    It  is  obvious  that  this  patent  laid  claim  to  the 
use  of  air  artificially  heated  between  the  blowing  apparatus  and 
the  furnace,  in  any  kind  or  shape  of  vessel  interposed  between 
those  machines,  and  heated  to  any  degree  that  would  produce  the 
improved  effect  of  using  heated  air  instead  of  cold.     If  it  was  true 
that  the  form  or  shape  of  the  heating  vessel  was  immaterial  to  the 
production  of  some  effect,  namely,  the  effect  produced  by  blasting 
with  heated  air,  —  and  if  the  specification  was  rightly  to  be  con- 
strued to  mean  this,  so  that  a  workman  or  builder  would  under- 
stand that  all  he  had  to  do  was  to  make  a  vessel  that  would  en- 
able him  to  give  some  increased  temperature  to  the  air,  —  then 
the  sole  question  that  would  remain  would  be  whether  the  princi- 
ple of  using  heated  air  as  a  blast  for  furnaces  was  capable  of  ap- 
propriation under  a  patent,  by  a  party  who  had  described  some 
mode  by  which  it  could  be  so  used  to  a  beneficial  effect. 

§  134.  At  the  trial  on  this  patent  before  Baron  Parke,  he  con- 
strued it  as  being  a  claim  to  ^'  the  discovery  of  heating  air  in  any 
vessel  of  any  size,  provided  it  is  a  close  vessel,  and  exposed  to 
heat  between  the  blowing  apparatus  and  the  furnace."  He  did 
not  say  that  such  a  patent  would  in  his  judgment  be  valid^  if  the 

PAT.  8 
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patentee  had  not  furnished  any  directions  by  which  a  workman  of 
competent  skill  could  apply  the  new  discovery  ;  but  being  of  opin- 
ion that  the  specification  contained  directions  which  warranted 
such  an  issue,  he  put  it  to  the  jury  to  find  whether  a  person  of  or- 
dinary skill  and  knowledge  in  the  construction  of  blowing  appara- 
tus would  be  able,  from  the  specification  alone,  to  construct  an 
^apparatus  that  would  be  productive  of  some  beneficial  effect ;  and 
he  told  the  jury,  if  they  found  this  issue  affirmatively,  the  patent 
was,  in  his  opinion,  valid  for  the  claim  as  he  had  described  it.  But 
being  of  opinion  that  the  patentee  had  made  an  incorrect  state- 
ment, in  saying  that  the  form  and  size  of  the  heating  yessel  were 
immaterial  to  the  effect,  —  assuming  that  this  meant  to  the  ex- 
tent of  effect,  and  not  to  some  effect,  —  he  directed  the  jury  to 
find,  upon  the  evidence  before  them,  whether  this  statement  would 
mislead  a  person  of  ordinary  skill  and  knowledge.  The  jury 
fftund  that  a  person  of  ordinary  skill  and  knowledge  could,  from 
the  specification  alone,  constnict  an  apparatus  that  would  produce 
some  beneficial  effect,  by  using  any  shape  and  form  of  heating 
vessel,  but  that  the  shape  and  form  of  the  vessel  were  material  to 
t&e  extent  of  effect ;  and  they  also  found  that  such  a  person  would 
not  be  misled  by  the  statement  that  the  form  and  size  of  the  vessel 
were  immaterial  in  producing  the  effect.  Thereupon,  a  yerdict 
was  entered  for  the  plaintiff  upon  issues  which  assumed  that  the 
patent  was  valid  in  respect  to  the  application  of  heated  air  in  any 
yessel  that  would  produce  some  beneficial  effect;  and  for  the 
defendant,  upon  the  constiiiction  adopted  by  the  court  that  the 
statement  of  the  patent  meant  that  form  and  shape  were  immate- 
rial to  the  extent  of  effect,  which  the  jury  found  not  to  be  true. 

§  135.  In  this  position,  the  findings  of  the  jury  came  before,  the 
Court  of  Exchequer,  on  leave  reserved  to  the  parties  to  have  the 
yerdict  entered  according  to  the  opinion  of  the  court  respecting 
the  construction  of  the  patent.  Baron  Parke  himself  pronounced 
the  judgment  of  the  court,  in  the  course  of  which,  speaking  of 
the  invention  as  disclosed  by  the  specification,  he  said :  ''  It  is 
very  difficult  to  distinguish  it  [the  specification]  from  the  specifi- 
cation of  a  patent  for  a  principle,  and  this  at  first  created  in  the 
minds  of  some  of  the  court  much  difficulty ;  but  after  full  con- 
sideration, we  think  that  the  plaintiff  does  not  merely  claim  a 
I)rinciple,  but  a  machine  embodying  a  principle^  and  a  very  valua- 
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ble  one.  We  think  the  case  must  be  considered  as  if  the  principle 
being  well  known  [the  principle  of  blowing  furnaces  with  hot 
air],  the  plaintiff  had  first  invented  a  mode  of  applying  it  by  a 
mechanical  apparatus  to  furnaces ;  and  his  inyentiou  then  consists 
in  this,  —  by,  interposing  a  receptacle  for  heated  air  between  the 
blowing  apparatus  and  the  furnace.  In  this  receptacle  he  directs 
the  air  to  be  heated  by  the  application  of  heat  externally  to  th^ 
receptacle^  and  thus  he  accomplishes  the  object  of  applying  the 
blast,  which  was  before  of  cold  air,  to  the  furnace."  He  con- 
curred with  the  rest  of  the  court  in  reversing  the  construction 
which  he  had  given  at  the  trial  to  that  clause  of^the  specification 
which  stated  that  the  shape  and  size  of  the  receptacle  were  imma- 
terial to  the  effect.  It  was  construed  to  mean  immaterial  to  the 
degree  of  effect ;  and  the  jury  having  found  that  any  shape  which 
a  competent  workman  would  be  likely  to  adopt  would  produce  a 
beneficial  effect,  the  verdict  was  entered  for  the  plaintiff.^. 

§  136.  It  is  quite  apparent  then,  firstj  that  in  speaking  of  the 
specification  of  a  patent  for  a  principle,  in  reference  to  this  case 
of  the  hot  blast,  the  court  had  in  view  a  specification  stating  in 
the  abstract  that  the  patentee  had  found  out  that  furnaces  could  be 
advantageously  forked  with  a  blast  of  hot  air  instead  of  cold  air, 
without  describing  any  particular  means  of  applying  or  working 
out  this  principle.  Hence  it  is  to  be  inferred  that  there  is  a  dis- 
tinction between  the  principle  itself  and  the  application  or  work- 
ing out  of  the  principle,  in  arts  or  manufactures.  The  former 
cannot  be  the  subject  of  a  patent ;  the  latter  may  be.  Secondly y 
the  case  is  an  authority  to  show  when  and  how  the  application  of  a 
principle  may  be  made  the  subject  of  a  patent ;  for  it  ascertains 
that  if  the  specification  discloses,  by  sufficient  and  clear  directions, 
some  practical  means  by  which  persons  of  competent  skill  in  the 
art  can  apply  the  principle  and  work  it,  so  as  to  produce  the  effect 
contemplated  by  the  patentee,  it  discloses  a  patentable  invention, 
that  invention  consisting  in  a  machine  or  other  thing  embodying 
the  principle  ;  or,  stated  in  the  other  way,  the  patentable  invention 
consists  in  the  practical  application  of  the  principle.     Thirdly ^  the 

*  Neilson  v.  Harford,  1  Webs.  Pat.  Caa.  273-373.  After  thia  judgment,  an 
mjanction  waa  revived  by  Lord  Chancellor  Cottenham  (which  had  been  dissolved 
by  his  predecessor,  pending  an  action  at  law),  he  holding  that  the  construction 
given  to  the  patent  by  the  Court  of  Exchequer  was  a  reasonable  one.    Ibid,  878. 
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case  is  an  authority  to  show  that  when  a  patent  covers  the  appli- 
cation of  a  principle,  in  the  above  sense,  it  may  be  infringed  by 
the  use  of  machinery  or  apparatus  differing  as  machiney  or  appa- 
ratus from  that  described  by  the  patentee,  provided  it  effects  a  prac- 
tical application  of  the  same  principle  embodied  by  the  patentee 
by  means  of  his  machinery  or  apparatus.^ 

§  137.  That  this  is  the  correct  legal  result  of  this  decision  is 
apparent  from  what  took  place  in  the  Court  of  Sessions  in  Scot- 
land, and  in  the  House  of  Lords,  on  the  same  patent.  Neilson 
held  a  patent  in  Scotland,  the  specification  of  which  was  a  verbal 
copy  of  that  enrolled  under  his  English  patent.  At  the  trial  in 
Scotland,  before  Lord  Justice  Clerk  Hope  and  a  jury,  the  learned 
judge,  with  much  more  amplification,  but  substantially  to  the  same 
effect,  instructed  the  jury  as  Baron  Parke  had  done  before  him,  in 
respect  to  the  invention  which  the  patent  was  to  be  considered  to 
embrace.  He  made  it  to  consist  altogether  in  the  application  of 
the  principle  of  using  a  hot-air  blast  for  furnaces,  &c.,  by  means  of 
any  form  or  size  of  apparatus  in  which  the  air  could  be  heated 
beneficially  on  its  passage  from  the  blowing  machinery  to  the  fur- 
nace. The  jury  found  the  several  issues  put  to-  them  as  follows: 
"  That  in  respect  of  the  matters  proven  before  tliem,  they  find  for 
the  pursuer  on  all  the  issues ;  and  further  find,  that  by  the  de- 
scription in  the  said  specification,  the  patentee  did  not  refer  to  any 
particular  form,  or  shape,  or  mode  of  constructing  the  air-vessel 
or  vessels,  or  receptacle  or  receptacles,  in  which  the  air  under  blast 
is  to  be  heated  ;  and  further  find,  that  by  the  use  of  the  term 
^  effect '  in  the  specification,  the  patentee  did  not  state  that  the 
form  and  shape,  &c.,  were  immaterial  for  the  purpose  of  heating 
the  air  in  such  vessel  or  vessels  ;  and  further  find,  that  the  terms 
of  the  specification  respecting  the  air-vessels  or  receptacles,  and 

^  This  case  of  Neilson  v.  Harford  underwent  great  consideration.  Four  ac- 
tions were  consolidated  in  the  Court  of  Exchequer,  under  a  rule,  and  afler  the 
judgment  in  that  court  a  perpetual  injuncdon  was  granted  against  the  four  dif- 
ferent defendants.  In  the  case,  on  the  facts  of  which  the  trial  and  judgment 
proceeded  in  the  Court  of  Exchequer,  the  heating  receptacle  used  by  the  de- 
fendants consisted  of  a  coil  or  series  of  pipes ;  whereas  the  patent  described  the 
heating  to  be  effected  in  "  an  air  vessel,  or  receptacle,"  and  different  cubic  con- 
tents were  stated  as  suitable  for  different  circumstances ;  but  the  specification  did 
not  undertake  to  enumerate  all  the  sizes  that  would  be  suitable  for  all  circum- 
stances. 
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the  size  and  number  thereof,  are  not  such  as  to  mislead  persons 
acquainted  tirith  the  process  of  heating  air,  &c. ;  and  they  assess 
the  damages  at  £  3,000." 

§  138.  When  this  case  came  by  appeal  before  the  House  of 
Lords,  the  whgle  of  the  charge  to  the  jury  appeared  in  the  record, 
and  was  excepted  to  upon  various  grounds.  The  judgment  was 
reversed  upon  one  of  these  exceptions,  which  related  to  a  point  in 
the  charge  not  involving  the  nature  and  scope  of  the  patent,  and 
it  was  affirmed  upon  all  the  other  exceptions,  thus  affirming  the 
construction  and  extent  given  to  the  patent.  In  delivering  his 
opinion  in  the  House  of  Lords,  Lord  Campbell  said :  *'  The  other 
exceptions,  till  we  come  to  the  eleventh,  turn  upon  the  construction 
of  the  patent.  Now,  in  one  stage  of  these  proceedings,  I  certainly 
did  entertain  some  doubt  on  that  subject.^  But  after  tlie  con- 
struction put  upon  it  .by  the  learned  judges  of  the  Court  of  Ex- 
chequer, sanctioned  by  the  high  authority  of  my  noble  and  learned 
friend  now  upon  the  woolsack,  when  presiding  in  the  Court  of 
Chancery,  I  think  the  patent  must  be  taken  to  extend  to  all  ma- 
chines, of  whatever  construction,  whereby  the  air  is  heated  inter- 
mediately between  the  blowing  apparatus  and  the  blast-furnace. 
Tliat  being  so,  the  learned  judge  was  perfectly  justified  in  telling 
the  jury  that  it  was  unnecessary  for  them  to  compare  one  appara- 
tus with  another,  because,  confessedly,  that  system  of  conduit 
pipes  was  a  mode  of  heating  air  by  an  intermediate  vessel  between 
the  blowing  apparatus  and  the  blast-furnace,  and  therefore  it  was 
an  infraction  of  the  patent."  ^  ■ 

'  His  Lordship,  while  at  the  bar,  had  been  leading  counsel  in  the  defence  at  the 
English  trial  of  Neilson  v.  Harford,  before  Baron  Farke,  and  perhaps  alluded 
here  to  the  views  which  he  had  then  taken  of  the  patent. 

*  The  Househill  Company  v.  Neilson,  1  Webs.  Pat  Gas.  673-718.  1  insert 
here  the  most  material  parts  of  the  charge  thus  sanctioned  by  Lord  Campbell, 
because  it  contains  a  yery  elaborate  statement  of  the  doctrine :  — 

"  It  is  quite  true  that  a  patent  cannot  be  taken  out  solely  for  an  abstract  philo- 
sophical principle,  —  for  instance,  for  any  law  of  nature,  or  any  property  of  matter, 
apart  from  any  mode  of  turning  it  to  account  in  the  practical  operations  of  man- 
ufacture, t>r  the  business  and  arts  and  utilities  of  life.  The  mere  discovery  of 
8och  a  principle  is  not  an  invention,  in  the  patent-law  sense  of  the  term.  Stating 
such  a  principle  in  a  patent  may  be  a  promulgation  of  the  principle,  but  it  is  no 
application  of  the  principle  to  any  practical  purpose.  And  without  that  applica- 
tion of  the  principle  to  a  practical  object  and  end,  and  without  the  application  of 
it  to  human  industry  or  to  the  purposes  of  human  enjoyment,  a  person  cannot  ia 
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§  139.   To  the  same  eflFect  are  the  observations  made  by  Baron 
Alderson  in  a  previous  case  :  ^*  You  cannot  take  out  a  patent  for 

the  abstract  appropriate  a  principle  to  himself.  But  a  patent  will  be  good,  though 
the  subject  of  the  patent  consists  in  the  discovery  of  a  great,  general,  and  most 
comprehensive  principle  in  science  or  law  of  nature,  if  that  principle  is  by  the 
specification  applied  to  any  special  purpose,  so  a^  thereby  to  effectuate  a  practical 
result  and  benefit  not  previously  attained. 

«  The  main  merit,  the  most  important  part  of  the  invention,  may  con«st  in  the 
conception  of  the  original  idea,  in  the  discovery  of  the  principle  in  science,  or 
of  the  law  of  nature,  stated  in  the  patent,  and  little  or  no  pains  may  have  been 
taken  in  working  out  the  best  manner  and  mode  of  the  application  of  the  princi- 
ple to  the  purpose  set  forth  in  the  patent.  But  still,  if  the  principle  is  stated  to 
be  applicable  to  any  special  purpose,  so  as  to  produce  any  result  previously  un- 
known, in  the  way  and  for  the  objects  described,  the  patent  is  good.  It  is  no 
longer  an  abstract  principle.  It  comes  to  be  a  principle  turned  to  account,  to  a 
practical  object,  and  applied  to  a  special  result  It  becon)es,  then,  not  an  abstract 
principle,  which  means  a  principle  considered  apart  from  any  special  purpose  or 
practical  operation,  but  the  discovery  and  statement  .of  a  principle  for  a  special 
purpose,  that  is  a  practical  invention,  a  mode  of  carrying  a  principle  into  efiect. 
That  such  is  the  law,  if  a  well-known  principle  is  applied  for  the  first  time  to  pro- 
duce a  practical  result  for  a  special  purpose,  has  never  been  disputed.  It  would 
be  very  strange  and  unjust  to  refuse  the  same  legal  effect  when  the  inventor  has 
the  additional  merit  of  discovering  the  principle  as  well  as  its  application  to  a 
practical  object.  The  instant  that  the  principle,  although  discovered  for  the  first 
time,  is  stated,  in  actual  application  to,  and  as  the  agent  of,  producing  a  certun 
specified  effect,  it  is  no  longer  an  abstract  principle,  it  is  then  clothed  with  the 
language  of  practical  application,  and  receives  the  impress  of  tangible  direction 
to  the  actual  business  of  human  life.  Is  it  any  objection,  then,  in  the  next  place, 
to  such  a  patent  that  terms  descriptive  of  the  application  to  a  certain  specified 
result  include  every  mode  of  applying  the  principle  or  agent  so  as  to  produce  that 
specified  result,  although  one  mode  may  not  be  described  more  than  another,  — 
although  one  mode  may  be  infinitely  better  than, another, — although  much  greater 
benefit  would  result  from  the  application  of  the  principle  by  one  method  than  by 
another,  —  although  one  method  may  be  much  less  expensive  than  another?^ 
Is  it,  I  next  inquire,  an  objection  to  the  patent,  that,  in  its  application  of  a  new 
principle  to  a  certain  specified  result,  it  includes  every  variety  of  mode  of  apply- 
ing the  principle  according  to  the  general  statement  of  the  object  and  benefit  to 
be  attained  ?  You  will  observe  that  the  greater  part  of  the  defenders*  case  is 
truly  directed  to  this  objection.  This  is  a  question  of  law,  and  I  must  tell  you 
distinctly,  that  this  generality  of  claim,  that  is,  for  all  modes  of  applying  the 
principle  to  the  purpose  specified,  according  to  or  within  a  general  statement  of 
the  object  to  be  attained,  and  of  the  use  to  be  made  of  the  agent  to  be  so  applied, 
is  no  objection  whatever  to  the  patent  That  the  application  or  use  of  the  agent 
for  the  purpose  specified  may  be  carried  out  in  a  great  variety  of  ways,  only 
shows  the  beauty,  and  simplicity,  and  comprehensiveness  of  the  invention.  But 
the  scientific  and  general  utility  of  the  proposed  application  of  the  principle,  if 
directed  to  a  specified  purpose,  is  not  an  objection  to  its  becoming  'the  subject  of 
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a  principle ;  joa  may  take  out  a  patent  for  a  principle,  coupled 
with  tlie  mode  of  carrying  the  principle  into  effect,  provided  you 

a  patent.  That  the  proposed  application  may  be  very  generally  adopted  in  a 
great  Tariety  of  ways  is  the  merit  of  the  inyention,  not  a  legal  objection  to  the 
patent 

^  The  defenders  sayt  yon  announce  a  principle,  that  hot  air  will  produce  heat 
in  the  furnace ;  you  direct  us  to  take  the  blast  without  interrupting,  or  rather 
without  stopping  it,  to  take  the  current  in  blast,  to  heat  it  after  it  leaves  the  blast, 
and  to  throw  it  hot  into  the  furnace.  But  you  tell  us  no  more ;  you  do  not  tell 
us  how  we  are  to  heat  it.  You  say,  you  may  heat  in  any  way,  in  any  sort  of 
form  of  vessel.  Ton  say,  —  I  leave  you  to  do  it  how  you  best  can.  But  my  ap- 
plication of  the  discovered  principle  is,  that  if  you  heat  the  air,  and  heat  it  after 
it  leaves  the  blowing  engine  (for  it  is  plain  you  cannot  do  it  before),  you  attain 
the  result  I  state ;  that  is  the  purpose  to  which  I  apply  the  principle.  The  benefit 
will  be  greater  Xir  less.  1  only  say,  benefit  you  will  get,  I  have  disclosed  the  prin- 
ciple ;  I  so  apply  it  to  a  specified  purpose  by  a  mechanical  contrivance,  viz.  by 
getting  the  heat  when  in  blast,  afler  it  leaves  the  furnace ;  but  the  mode  and 
manner,  and  extent  of  heating,  I  leave  to  you,  and  the  degree  of  benefit,  on  that 
very  account,  I  do  not  state.  The  defenders  say,  the  patent,  on  this  account,  is 
bad  in  law.  I  must  tell  you,  that,  taking  the  patent  to  be  of  this  general  charac- 
ter, it  is  godd  in  law. .  I  state  to  you  the  law  to  be,  that  you  may  obtain  a  patent 
for  a  mode  of  carrying  a  principle  into  effect ;  and  if  yon  suggest  and  discover, 
not  oaly  the  principle,  but  suggest  and  invent  how  it  may  be  applied  to  a  practical 
result  by  mechanical  contrivance  and  apparatus,  and  show  that  you  are  aware 
that  no  particular  sort  or  modification  or  form  of  the  apparatus  is  essential  in 
order  to  obtain  benefit  from  the  principle,  then  you  may  take  your  patent  for  the 
mode  of  carrying  it  into  effect,  and  are  not  under  the  necessity  of  describing  and 
confining  yourself  to  one  form  of  apparatus.  If  that  were  necessary,  you  see 
what  would  be  the  result  ?  Why,  that  a  patent  would  hardly  ever  be  obtained  for 
any  mode  of  carrying  a  newly  discovered  principle  into  practical  results,  though 
the  most  valuable  of  all  discoveries.  For  the  best  form  and  shape  or  modification 
of  apparatus  cannot,  in  matters  of  such  vast  range,  and  requiring  observation  on 
such  a  great  scale,  be  attained  at  once ;  and  so  the  thing  would  become  known, 
and  so  the  right  lost,  long  before  all  the  various  kinds  of  apparatus  could  be  tried. 
^Hence  you  may  generally  claim  the  mode  of  carrying  the  principle  into  effect  by 
mechanical  contrivance,  so  that  any  sort  of  apparatus  applied  in  the  way  stated 
will,  more  or  less,  produce  the  benefit,  and  you  are  not  tied  d6wn  to  any  form. 

"  The  best  illustration  I  can  give  you,  and  I  think  it  right  to  give  you  this,  is 
from  a  case  as  to  the  application  of  that  familiar  principle,  the  lever,  to  the  con- 
straction  of  chairs,  or  what  is  called  the  self-adjusting  lever.  This  case,  which 
afterwards  came  under  the  consideration  of  the  whole  court,  was  tried  in  the 
Court  of  Exchequer  during  the  presidency  of  Lord  Lyndhurst  The  case  was 
as  to  the  patent  reclining  chair,  the  luxury  of  which  some  of  you  may  have  tried ; 
it  had  a  self-adjusting  lever,  so  that  a  person  sitting  or  reclining,  —  and  I  need  not 
tell  you  what  variety  can  be  assumed  by  a  person  reclining  in  a  chair,  —  in  what- 
ever ffltuation  he  placed  his  back,  there  was  sufficient  resistance  offered  through 
loeans  of  the  lever  to  preserve  the  equilibrium.    Now  anything  more  general 
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have  not  only  discovered  the  principle,  but  invented  some  mode  of 
carrying  it  into  effect.  But  then  you  must  start  with  some  mode 
of  carrying  it  into  effect ;  if  you  have  done  thkt,  then  you  are  en- 
titled to  protect  yourself  from  all  other  modes  of  carrying,  the 
same  principle  into  effect,  that  being  treated  by  the  jury  as  piracy 
of  your  original  invention."  ^ 

§  140.  It  will  now  be  sufficiently  apparent  what  is  meant  in 
the  English  cases  by  patenting  or  not  patenting  a  principle  ;  and 
the  question  will  recur  to  the  reader,  Does  Baron  Alderson's  lan- 
guage above  quoted  embrace  a  correct  statement  of  what  is  held 
to  be  law  in  England  ?  Of  this  it  would  seem  there  can  be  no 
doubt,  both  from  the  cases  of  which  an  analysis  has  now  been 
given,  and  from  a  much  more  recent  case.  A  patentee  in  his 
specification  claimed  as  his  invention  exhausting  from  the  cases  of 
mill-stones  the  dusty  air  blown  between  the  grinding  surfaces  by  a 
blast  of  air,  by  using  a  combination  of  a  blast  and  an  exhaust,  for 
the  purpose  of  carrying  off  the  dust  which  would  otherwise  be 
deposited  in  the  meal.  A  blast  had  been  used  before,  and  an  ex- 
haust had  been  used  before  ;  but  the  combination  of  the  blast  and 
exhaust  was  new,  and  productive  of  great  advantages.  The  claim 
was  not  restricted  to  any  particular  mode  of  creating  or  applying 
the  blast,  or  the  exhaust,  but  the  patentee  described  a  mode  of 
working  the  exhaust  in  combination  with  the  blast.     The  new 

than  that  I  cannot  conceive ;  it  was  the  application  of  a  well-known  principle,  but 
for  the  first  time  applied  to  a  chair.    He  made  no  claim  to  way  particular  parts  of 
the  chair,  nor  did  he  prescribe  any  precise  mode  in  which  they  should  be  made ; 
but  what  he  claimed  was  a  self-adjusting  lever  to  be  applied  to  the  back  of  a  chair, 
where  the  weight  of  a  seat  acts  as  a  counterpoise  to  the  back,  in  whatever  posture 
the  party  might  be  sitting  or  reclining.    Nothing  could  be  more  general     Well, 
a  verdict  passed  for  the  patentee,  with  liberty  to  have  it  set  aside ;  but  Lord 
Lyndhurst  and  the  rest  of  the  court  held,  that  this  was  not  a  claim  to  a  principle, 
in  whatever  shape  or  form  it  may  be  constructed.    Just  so  as  to  the  hot  blast,  only 
the  principle  is  also  new.    The  patentee  says :  '  I  find  hot  air  will  increase  the 
heat  in  the' furnace,  that  a  blast  of  hot  air  is  beneficial  for  that  end.'    Here  is  the 
way  to  attain  it    *  Heat  the  air  under  blast,  between  the  blowing  apparatus  and 
the  furnace ;  if  you  do  that,  I  care  not  how  you  may  propose  to  do  it,  —  I  neither 
propose  to  you,  nor  claim  any  special  mode  of  doing  it ;  you  may  give  the  air  more 
or  less  degrees  of  heat ;  but  if  you  so  heat  it,  you  will  get  by  that  contrivance  the 
benefit  I  have  invented  and  disclosed,  more  or  less,  according  to  the  degree  of 
heat.'    This  is  very  simple,  very  general ;  but  its  simplicity  is  its  beauty,  and  its 
practical  .value  not  an  objection  in  law." 
^  Jape  V.  Pratt,  1  Webs.  Pat.  Cas.  146. 
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principle,  in  this  case,  was  the  combined  use  of  a  blast  and  an  ex^ 
haast.  The  application  consisted  in  working  this  principle  by  a 
described  means.  The  patent  was  held  to  be  valid,  as  a  patent  for 
the  application  of  the  principle,  because  the  patentee  had  described 
an  application  of  it^  although  he  did  not  claim  any  novelty  in  the 
apparatus  itself  by  which  he  produced  either  the  exhaust  or  the 
blast  No  attempt  appears  to  have  been  made  to  establish  a  de- 
fence by  showing  that  the  defendant  had  used  a  different  appara- 
tus. The  infringement  turned  upon  the  fact  that  the  defendant 
had  used  an  exhaust  and  a  blast  in  combination.^ 

^  Borill  V,  Eeyworth,  7  Ell.  &  Bl.  Q.  B.  724.  As  the  case  is  very  instructive,  I  cite 
a  portion  of  Lord  Campbell's  judgment  relating  to  the  validity  of  the  patent: — 

**  We  are  of  opinion  that  the  objections  to  the  validity  of  this  patent  cannot  be 
sopported. 

**  The  whole  of  the  plaintiff's  process,  if  the  combination  be  new,  is  certainly 
the  subject  of  a  patent;  and  so  would  the  part  No.  2,  if  taken  separately,  for 
*  exhausting  the  air  from  the  cases  of  mill-stones,  combined  with  the  applicatite  of 
a  blast  to  the  grinding  surfaces,'  as  they  introduce  very  important  *  improvements 
in  manufacturing  wheat  and  other  grain  into  meal  and  flour.'  The  combination 
of  Uie  exhaust  with  the  blast,  so  as  to  carry  off  the  warm  dusty  air  Mown  through 
between  the  stones  to  a  chamber  above,  while  the  pure  flour,  in  a  dry  condition, 
without  the  stive,  descends  into  a  chamber  below,  added  to  the  quantity  and  im- 
proved the  quality  of  the  flour  produced  in  grinding ;  and  its  effect  was  highly 
favorable  to  the  health  and  comfort  of  the  men  employed  in  the  operation. 

"  Still,  if  the  specification  does  not  point  out  the  mode  by  which  this  part  of  the 
process  (No.  2)  is  to  bo  conducted,  so  as  to  accomplish  the  object  in  view,  it  would 
be  the  statement  of  a  principle  cmly,  and  the  patent  would  be  invalid.  But  we 
are  of  opinion  that  the  specification,  on  the  face  of  it,  cannot  (as  contended)  be 
pronounced,  in  point  of  law,  to  be  bad  in  this  respect;  and  we  are  of  opinion  that 
the  evidence  adduced  at  the  trial  shows  it  tabe  quite  8u6Bcient.  The  specifica- 
tion says:  *  In  carrying  out  the  second  part  of  my  invention,  when  working  mill- 
stones with  a  blast  of  air,  I  introduce  a  pipe  to  the  mill-stone  case  from  a  fan  or 
other  exhausting  machine,  so  as  to  carry  off  all  the  warm,  dusty  air  blown  through 
between  the  stones  to  a  chamber,  as  hereafter  described.'  *  And  thil  part  of  my 
inwention  relates  only  to  sucking  away  the  plenum  of  dusty  air  forced  through  the 
Btones.  and  not  to  employing  a  sufficient  exhausting  power  to  induce  a  current  of 
aiT  between  the  mill-stones  without  a  blast'  The  exhaust  produced  by  the  pipe 
and  fan  is  to  be  proportioned  to  the  plenum  caused  by  the  blast,  taking  care  not  to 
produce  the  inconvenient  current  of  air,  against  which  a  caution  is  given.  How 
can  a  judge  take  upon  himself  to  say  that  this  may  not  be  enough  to  enable  a 
workman  of  competent  skill  to  construct  the  machinery?  According  to  the  evi- 
dence, the  specification  was  abundantly  sufficient  for  this  purpose ;  and,  therefore, 
it  oottld  be  no  more  necessary  in  the  specification  to  explain  the  details,  by  which 
the  pipe  and  fan  were  to  be  employed  to  create  and  to  regulate  the  exJ^aust,  than 
to  describe  how  the  mill-stone  case  or  the  stones  themselves  were  to  be  fashioned. 
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§  141.  The  next  inquiry  is.  Does  the  doctrine  on  which  these 
cases  turned  appear  to  have  been  impaired  or  changed  by  any- 
thing that  has  since  taken  place  in  the  English  courts,  under  the 
same  or  other  judges  ?  It  is  to  be  observed  that  this  doctrine  em- 
braces three  requisites  for  a  valid  patent  that  is  to  comprehend  the 
application  of  a  principle,  by  means  which  are  different  from  those 
used  by  the  patentee.  First;  the  principle  itself  must  be  new  in 
respect  to  practical  application*;  for  as  the  principle  constitutes 
the  basis  of  the  invention,  which  invention  is  the  application  of  the 
principle  to  practical  uses,  novelty  in  the  application  is  of  course 
essential  to  such  a  patent  as  we  are  here  considering.  Tlie  prin- 
ciple itself,  which  may  be  an  element,  or  truth,  or  force  in  nature, 
when  abstracted  from  practical  application,  is  not  within  the  field 
of  invention,  in  the  sense  of  the  patent  law.  It  is  brought  within 
the  field  of  invention  by  practical  application.  Second^  the  pat- 
entee must  have  invented  and  described  some  mode  of  carrying 
the  principle  into  effect.  He  may  or  he  may  not  have  invented 
new  devices,  contrivances,  or  means,  in  order  to  give  effect  to  the 
applications  of  the  principle.  He  has  invented  what  he  is  required 
to  invent  when  he  has  by  any  means,  new  or  old,  but  by  the  use 
of  means,  for  the  first  time  given  practical  application  to  the  prin- 
ciple ;  and  he  has  described  what  he  is  required  to  describe,  when 
he  has  shown  a  practical  means  of  effecting  the  application.  The 
means  itself  is  in  such  cases  new  in  its  relation  to  the  application 
of  the  principle,  whether  it  be  in  other  relations  and  for  other  uses 
new  or  old.  It  may,  however,  be  a  new  device  or  instrument  as 
to  all  relations  or  uses  ;  in  which  case  it  may  be,  as  an  invention, 
quite  distinct  from  the  subject-matter  which  is  to  be  embraced  in  a 
patent  for  the  application  of  the  principle,  and  may  be  of  itself  the 
subject  of  k  distinct  patent  or  claim.  Third,  the  means  described 
by  the  patentee  must  be  so  described  as  to  enable  competent  per- 

The  learned  counsel  for  the  defendants,  after  being  familiarly  acquainted  with 
the  manner  in  which  this  part  of  the  process  is  conducted,  being  asked  to  suggest 
the  fit  language  to  be  employed  to  instruct  the  workman  how  to  adjust  the  exhaust 
80  as  properly  to  suck  away  the  plenum,  that  the  stive  may  be  dischai^ed  into  the 
chamber  above,  were  unable  to  devise  any  improvement  upon  the  specification. 

"  Therefore,  the  plaintiff  being  now  allowed  to  be  the  inventor,  the  jury  being, 
in  our  opinion,  fuUy  justified  in  finding  that  the  process  had  not  been  publicly 
practised  at  Glasgow  before  the  date  of  the  patent,  and  the  specification  being 
sufiicient,  the  patent  is  valid ;  and  we  have  only  to  consider  whether  there  has 
been  an  actionable  infringement." 
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sons  skilled  in  the  art  to  effect  a  practical  application  of  the  prin- 
ciple, or,  in  other  words,  to  work  or  practise  the  invention.  It 
will  be  found  that  in  recent  English  cases,  in  which  this  subject  of 
patenting  or  claiming  a  principle  has  been  touched  upon,  the  ab- 
sence of  one  or  more  of  these  requisites  has  occasioned  the  diffi* 
coltj  that  has  attended  the  patents. 

§  142.  Thus  in  a  case  tried  before  Pollock,  0.  B.,  in  1855,  it 
appeared  that,  before  the  plaintiff's  invention,  vegetable  gas  had 
been  made  from  the  oil  expressed  from  seeds  and  other  vegetable 
matter  containing  oleaginous  substance.  The  plaintiff  discovered 
that  such  gas  might  be  made  direct  from  the  seeds,  ^c,  omit- 
ting the  intermediate  process  of  pressing  out  the  oil.  In  his 
specification,  he  stated  that  his  process  of  making  gas  fropi  seed, 
&c.,  might  be  carried  on  hj  the  apparatus  ordinarily  used  for 
making  gas  from  coal,  but  he  preferred  projecting  the  seed 
into  a  hot  retort,  ^c,  and  gave  for  exemplification  a  plan 
of  a  retort.  He  then  concluded  with  the  following  general 
claim:  "I  claim  for  making  gas  direct  from  seeds,  and  mat- 
ters herein  named,  for  practical  illuminations,  or  other  useful 
purposes,  instead  of  making  it  from  the  oils,  resins,  or  guniis  pre- 
viously extracted  from  such  substances.^'  A  verdict  was  found 
for  the  defendant,  under  the.  ruling  of  the  court  that  the  inven- 
tion comprised  in  the  patent  was  not  a  matter  for  which  letters- 
patent  could  by  law  be  granted.  On  error  to  the  Exchequer 
Chamber,  it  was  held  that  this  direction  was  erroneous,  and  that 
the. making  gas  directly  from. seeds  and  other  oleaginous  sub- 
stances, instead  of  making  it  from  oils,  thus  dispensing  with  one 
or  two  processes,  was  a  patentable  invention,  if  new.  A  new  trial 
was  therefore  ordered.^ 

§  143.  On  the  second  trial,  a  previous  patent  was  read  in  the 
defence,  which  described  a  mode  of  making  gas  direct  from  seeds  ; 
and  thereupon  the  Chief  Baron  directed  the  jury  to  find  a  verdict 
for  the  defendant,  upon  the  ground  that  the  previous  patent  had 
anticipated  the  plaintiff's  discovery  of  the  general  principle  tliat 
gas  may  be  made  direct  from  seeds,  and  upon  the  further  ground 
that  the  plaintiff's  claim,  being  merely  for  making  gas  direct  from 
seeds,  Ac.,  without  any  reference  to  any  method  of  doing  it,  was 
too  large  and  general  a  claim,  and  could  not  be  supported. 

^  Booth  v.  Eennard,  1  Hnrlston  and  Nonnan,  527. 
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A  rule  nisi  having  been  obtained,  the  Chief  Baron,  in  delivering 
the  judgment  of  the  court,  said :  ^^  It  is  a  claim  to  make  gas 
direct  from  seeds,  not  in  any  mode  pointed  out  in  the  specification, 
but  generally.  After  the  publication  of  Heard's  specification,  no 
patent  could  be  taken  out  for  the  process  generally,  though  a  pat- 
ent might  be  taken  out  for  a  particular  method  of  doing  it.  We 
think  the  plaintiff's  patent  was  not  for  any  particular  method  of 
doing  it,  but  for  the  doing  of  it  by  any  method  ;  and  we  think  if 
even  it  had  been  new  (which  it  turns  out  not  to  be),  such  a  mode 
of  specifying  and  claiming  the  invention  cannot  be  sustained  as  a 
good  specification."  ^ 

§  144.  The  next  case  to  be  examined  in  this  connection  was  one 
tried  before  Lord  Campbell  in  1857,  in  which  the  patentee  sup- 
posed himself,  when  he  enrolled  his  specification,  to  have  been  the 
first  to  invent  the  application  of  the  principle  of  centrifugal  force 
in  fliers  employed  in  machinery  for  preparing,  slubbing,  and  rov- 
ing cotton,  &c.,  for  the  purpose  of  producing  a  pressure  upon  the 
bobbin,  in  order  to  make  a  hard  and  evenly  compressed  bobbin. 
He  described  one  mode  of  applying  the  centrifugal  force  to  a  flier 
employed  in  an  ordinary  roving  machine,  by  written  description 
and  drawing,  giving  the  devices  he  used.  He  then  added  :  "  I  do 
not  intend  to  confine  myself  to  this  particular  method ;  but  I 
claim  as  my  invention  the  application  of  the  law  or  principle  of 
centrifugal  force  to  the  particular  or  special  purpose  above  set 
forth ;  that  is,  to  fliers  used  in  machinery  or  apparatus  for  pre- 
paring, slubbing,  or  roving  cotton  and  other  fibroul  materials,  for 
the  purpose  of  producing  a  hard  and  evenly  compressed  bobbin." 
Minute  as  this  supposed  invention  was,  it  was  of  great  practical 

^  Booth  V,  Eennard,  2  Hurl.  &  Norm.  84.  Practitioners  who  have  occasion 
to  prepare  specifications  should  take  warning  from  this  and  other  cases  of  a  similar 
nature,  to  avoid  falling  into  the  error  of  summing  up  the  claim  of  invention  in 
such  a  way  as  to  separate^he  principle  supposed  to  have  been  for  the  first  time 
discovered,  from  the  means  of  applying  the  principle.  However  novel  and  meri- 
torious the  discover}',  a  specification  which  fails  to  describe  definitely  a  means  of 
applying  and  working  the  discovery  cannot  support  a  general  claim  for  the  prin- 
ciple itself;  and  the  cases  of  Booth,  Seed,  and  Morse,  referred  to  in  the  text,  have 
a  strong  tendency  to  show  that,  unless  the  general  claim  is  so  stated  as  to  embrace 
directly  or  by  implication  the  particular  means  described  for  the  application  of  the 
principle,  and  all  other  means  which  will  substantially  perform  the  like  office  in 
the  application,  it  will  be  in  danger  of  fidling. 
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Utility ;  and  bad  ibe  patentee  in  fact  been*  tbe  first  person  to  n^ake 
a  practical  application  of  centrifugal  force  to  the  machinery  and 
the  special  purpose  referred  to,  he  would  have  stood  in  a  different 
position  to  that  which  he  in  fact  occupied.  It  turned  out,  however, 
that  an  earlier  patentee  bad,  by  a  device  or  system  of  devices  some- 
what different  in  their  operation,  anticipated  tbe  plaintiff  in  the  ap- 
phcation  of  the  principle  of  centrifugal  force  to  this  kind  of  ma- 
chinery and  for  this  special  purpose.  The  patentee,  after  discovering 
this,  filed  a  disclaimer,  which,  taken  in  connection  with  his  original 
specification,  was  held  by  tbe  court  to  have  limited  his  claim  to  his 
one  described  means  of  using  tbe  centrifugal  force ;  and  the  question 
tried  was,  whether  the  defendant  had  infringed  the  claim  so  limited. 
After  a  verdict  for  the  plaintiff,  the  question  came  before  the  Court 
of  Queen's  Bench,  in  bancy  whether  tbe  original  specification  did 
not  claim  something  so  different  from  that  which  was  described  as 
the  subject  of  invention  in  tbe  disclaimer,  that  the  patentee  had 
not  properly  specified  his  invention.  But  it  was  held  that  this 
objection  was  not  tenable;  that  tbe  patent  as  amended  by  tbe 
disclaimer  was  good  for  the  plaintiff's  one  mode  of  using  the  cen-  * 
trifngal  force,  and  that  tbe  defendant  had  infringed  it.^  On  appeal 
to  the  Exchequer  Chamber,  this  construction  of  tbe  original  speci- 
fication was  not  disturbed ;  but  it  was  held  unanimously  that  there 
was  no  evidence  of  infringement  which  ought  to  have  been  left  to  . 
the  jury.^  On  a  final  appeal  to  the  House  of  Lords,  the  judgment 
of  the  Exchequer  Chamber  was  unanimously  affirmed.^  Now  it 
will  be  found,  by  examining  the  opinions  of  the  judges  of  the  Ex- 
chequer Chamber,  and.  of  the  Lords  who  sat  in  this  case  on  the 
final  appeal,  that  the  evidence,  which  failed  to  show  an  infringe- 
ment of  tlie  patent  as  narrowed  by  the  disclaimer,  would  most 
probably  have  been  held  sufficient  to  establish  an  infringement,  if 
the  original  specification  had  not  been  so  narrowed,  or  if  the 
proofs  affecting  the  validity  of  the  patent  had  left  the  patentee 
iu  a  position  to  claim  the  application  of  the  principle  of  centrifu- 
gal force  by  various  means.  It  is  quite  true,  undoubtedly,  tiiat 
the  claim  was  a  very  general  one,  and  may  have  needed  amend- 
ment, if  it  Iiad  been  adhered  to,  so  as  to  have  let  in  evidence  that 
the  means  used  by  the  defendant,  although  differing  in  form,^per- 

'  Seed  V.  Higglns,  8  Ell.  &  Bl.  755. 

*  Higgins  0.  Seed,  8  £11.  &  BI.  771. 

*  Seed  V,  Higgins,  3  Law  Times  B.,  N.  S.  101. 
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forced  the  like  office  ih  the  application  of  the  principle  as  the 
means  used  and  described  by  the  patentee.  But  without  turning 
aside  to  consider  this,  it  may  be  useful  on  the  topic  now  treated  of, 
to  note  the  observations  of  some  of  the  judges  upon  the  nature 
and  position  of  this  claim.  Thus,  Mr.  Justice  Williams,  observing 
upon  the  original  intention  of  the  patentee  to  take  out  a  patent 
for  a  principle  comprehending  every  possible  mode  of  applying  it, 
Baid  :  ''  Having  that  intention,  in  order  to  comply  with  tlie  terms 
On  which  the  patent  was  granted,  of  specifying  and  describing  how 
the  work  was  to  be  performed,  he  attaches  to  his  specification 
drawings  showing  one  way  of  applying  the  principle  to  a  roving- 
machine  having  a  flier That  is,  be  sets  out  one  mode 

of  application,  yet  wishes  to  state  that  his  patent  consists  in  apply- 
ing the  principle  in  any  way.  Then  seeing  that  this  claim  is  not 
good,  either  as  comprehending  something  not  new^  or  as  not  ex- 
plaining' sufficiently  so  general  a  claim^  he  enters  a  disclaimer." 
Willes,  J.,  observed:  ^^  The  patent  was  originally  taken  out  gener- 
ally for  an  application  of  centrifugal  force  to  the  proposed  object. 
*  The  patentee  thought  that  this  was  his  own  discovery,  and  did  not 
know  of  Dyer^s  patent*  Then  he  discovered  that  Dyer  had  pre- 
viously applied  centrifugal  force,  and  therefore  that  his  own  patent 
could  not  be  sustained.  Accordingly,  he  lodged  a  disclaimer, 
abandoning  his  original  claim  except  so  far  as  he  had  described,  in 
his  drawing,  a  machine  by  which  the  application  of  centrifugal 
force  could  be  effected."  ^ 

Lord  Wensleydale  said,  in  the  House  of  Lords :  "  They  "  [the 
scientific  witnesses]  ^^  prove  —  and  indeed  that  is  evident  from 
the  models  —  that  in  the  plaintiff's  machine  the  centrifugal  force 
operates  on  a  higher  plane  than  the  defendant's,  and  that  in  that 
respect  the  plaintiff's  is  a  better  invention  than  the  defendant's. 
But  that  shows  that  the  machines  operate  differently,  although 
they  both  operate  on  the  finger  or  presser  by  centrifiigal  force,  and 
if  the  subject  of  the  patent  still  were  any  mode  of  applying  cen- 
trifugal force  to  the  finger  or  presser,  undoubtedly  the  defendant's 
machine  would  have  been  an  infringement.  But  the  disclaimer 
puts  an  end  to  that  argument;  and  the  patent  being  for  a  particu- 
lar machine  only^  which  clearly  operates  differently,  it  seems,  I 
own,  to  be  very  clear  that  one  is  not  a  piracy  of  the  other.    It  is 

^  8  EUia  &  Bl.  778,  774. 
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only  by  confounding  the  patent  as  it  was  with  the  patent  as  it  iSj 
that  an  infringement  of  the  patent  can  be  made  out."  ^ 

§  145.  These  citations  are  sufficient  to  show  that  there  were 
two  difficulties  attending  this  original  claim.  Firsts  it  was  not 
true  that  the  patentee  was  the  first  to  apply  the  principle  of 
centrifugal  force  to  the  described  purpose ;  he  would  have  failed 
therefore  in  an  attempt  to  enforce  this  claini,  for  want  of  the  first 
requisite  in  a  patent  which  is  to  lay  claim  to  the  new  application  of 
a  principle^  Second^  his  claim  was  perhaps  too  general  for  the 
purposes  of  such  a  claim ;  because  it  omitted  to  state  that  he 
claimed  the  application  of  the  principle  by  the  means  he  had 
described,  and  by  all  other  means  which  would  perform  the  like 
office  in  the  application.  This  addition  to  it  might  or  might  not 
have  brought  the  particular  means  of  the  defendant  within  the' 
scope  of  the  patent ;  but  it  would  .hare  been,  apparently,  the  true 
way  in  which  to  have  amended  it,  if  the  previous  patent  of  Dyer 
had  not  stood  in  the  way. 

The  facts  of  this  case  have  been  specially  examined  in  this  con- 
nection, because  it  does  not  appear  that  anything  took  place  in 
either  of  the  three  tribunals  impugning  the  previously  settled  doc- 
trine that,  in  certain  conditions,  there  may  be  a  patent  for  the 
application  of  a  principle..  I  shall  have  occasion  hereafter  to 
point  out  some  resemblances  between  this  claim  and  that  of  Morse, 
aiid  to  trace  the  similarity  between  the  inventions  of  Morse  and 
Neilson.  At  present  it  will  be  worthy  of  the  reader's  notice  that 
Neilson's  specification  did  not  contain  what  is  technically  called  a 
*'  claim."  But  this  omission  does  not  effect  the  doctrine  that  is 
to  govern  the  patentable  extent  of  such  inventions.  If  Neilson, 
after  describing  the  nature  of  his  invention,  showing  how  it  was  to 
be  performed,  and  stating  that  its  performance  was  practicable  by 
a  great  variety  of  contrivances  of  which  he  did  not  and  could  not 
give  the  shape  or  dimensions,  had  proceeded  to  sum  up  in  a  tech- 
nical claim,  he  might  have  incurred  the  danger  of  separating  bis 
principle  from  aU  mechanical  means,  and  thus  have  made  it  too 
general.  It  will  be  suggested  hereafter,  that  this  may  have  been 
the  error  fallen  into  by  Morse,  as  it  probably  was  Seed's  error. 
But  it  is  also  worthy  of  suggestion,  whether  a  technical  claim,  that 

^  Seed  V.  Higgins,  Hoiue  of  Lords  (6  Jar.  N.  S.  1S64),  Law  Times  B^fKnrls, 
N.  S.  YoL  8,  p.  101,  105. 
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is  apparently  open  to  the  criticism  of  being  too  general  and  ab- 
stract, ought  not  to  be  saved  by  a  construction  that  will  relieve 
it,  if  the  intention  of  the  patentee  not  to  claim  the  principle 
abstractly  from  application  by  mechanical  means  can  be  fairly 
gathered  from  the  whole  specification.^ 

§  146.  We  may  now  turn  to  the  American  cases,  in-  order  to 
ascertain  whether  there  is  a  substantial  difference  between  the 
English  doctrine  and  our  own.  One  of  the  first  cases  in  which 
this  subject  appears  to  have  been  touched  upon  is  thai  of  Stone  v. 
Sprague,  tried  before  Mr.  Justice  Story  in  1840.  The  patentee 
was  the  inventor  of  an  improvement  in  looms,  which  consisted  in 
communicating  motion  from  the  reed  to  the  yarn-beam,  and  in  the 
connection  of  one  with  the  other,  which  was  described  as  produced 
•by  a  particular  machinery ;  the  invention  being  claimed  as  fol- 
lows :  ^'  I  claim  as  my  invention  the  connection  of  the  reed  with 
the  yarn-beam,  and  the  communication  of  the  motion  from  the 
one  to  the  other,  which  may  be  done  as  above  specified.^*  It  was 
contended,  in  the  defence,  that  this  was  a  claim  for  an  abstract 
principle,  or  all  modes  by  which  motion  could  be  communicated 
from  the  reed  to  the  yarn-beam,  and  therefore  that  the  patent  was 
void.  But  the  court  construed  it  as  a  patent  for  an  invention 
limited  tp  the  specific  machinery  and  mode  of  communicating  the 
motion  specially  described ;  at  the  same  time  intimating  a  very 
decided  opinion  that,  if  construed  to  include  all  other  modes  of 
effecting  the  object,  it  would  be  void,  as  an  attempt  to  maintain  a 
patent  for  an  abstract  principle.^ 

^  It  will  be  readily  UDderstood,  that,  by  a  technical  claim,  I  mean  the  summary 
in  which,  according  to  the  general  practice,  the  patentee  states  what  ho  intends 
his  patent  shall  secure  to  him.  ^ 

■  Stone  V.  Sprague,  1  Story,  270.  Mr.  Justice  Story  observed :  "Upon  the 
question  of  the  true  interpretation  of  the  specification,  the  court  enter&in  some 
doubt.  But  on  the  whole,  tU  res  valeat,  quam  pereat,  we  decide,  that,  although 
the  language  is  not  without  some  ambiguity,  the  true  interpretation  of  it  is,  that 
the  patentee  limits  his  invention  to  the  specific  machinery  and  mode  of  commun- 
ication of  the  motion  from  the  reel  to  the  yarn-beam,  set  forth  and  specially  de- 
scribed in  the  specification.  We  hold  this  opinion  the  more  readily,  because  we 
are  of  opinion,  that,  if  it  be  construed  to  included  all  other  modes  of  communica- 
tion of  motion  from  the  reed  to  the  yam-beam,  and  for  the  connection  of  the  one 
to  the  other  generally,  it  is  utterly  void,  as  being  an  attempt  to  maintain  a  patent 
for  an  abstract  principle,  or  for  all  possible  and  probable  modes  whatever  of  such 
communication,  although  they  may  be  invented  by  others,  and  substantially  differ 
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As  the  obeervations  made  by  the  court  in  this  case  are  exceed- 
ingly pointed,  it  may  be  worth  while  to  inquire  whether  there  was 
not  an  intermediate  view  of  it  that  might  have  been  taken.    Was  it 
in  truth  necessary,  in  order  to  support  this  patent,  to  construe  it  as 
limited  to  the  precise  method  set  forth  ?    This  would  depend,  in 
part,  upon  the  answer  to  the  further  inquiry,  whether  there  was  no 
other  construction  than  the  one  which  would  drive  the  patentee  to 
the  extreme  consequences  indicated  by  the  court.     It  would 
scarcely  seem  that  this  patent  was  one  covering  an  abstract  prin- 
ciple.   At  least,  the  report  does  not  sufficiently  inform  us  what 
was  the  real  novelty  of  the  invention.    If  the  patentee  was  the 
first  person  to  discover  and  apply  the  principle  of  communicating 
motion  from  the  reed  to  the  yarn-beam  (on  which  the  case  does 
not  inform  us),  and  if  he  described  a  means  of  doing  it,  then  his 
patent  did  not  claim  an  abstract  principle,  unless  by  his  claim 
he  had  severed  the  principle  from  all  mechanical  means.     By  an 
abstract  principle,  in  the  sense  of  the  patent  law,  I  understand  a 
law,  or  rule  of  action,  or  physical  truth,  disconnected  from  practi- 
cal application  by  means  necessary  to  its  working.    If  this  pat- 
entee had  not  pointed  out,  at  the  close  of  his  claim,  as  he  did,  that 
the  principle  or  rule  of  communicating  motion  from  the  reed  to 
the  yarn-beam  might  be  effected  in  the  mode  "  above  specified," 
he  would  have  been  in  the  situation  of  claiming  an  abstraction. 
But  it  would  seem  that,  having  described  a  means  of  applying  the 
principle,  and  having  claimed  its  application  by  that  means,  the 
question  would  arise  whether  the  proper  scope  of  his  patent  did 
not  embrace  all  analogous  means  which  will  perform  the  like  office 
in  applying  the  principle  as  his  means.    The  learned  judge  hints 
at  those  considerations  which  we  shall  presently  find  have  had 
great  influence  in  the  discussion  o(  this  subject ;  for  he  alludes  to 
the  consequence  of  making  the  patent  embrace  other  contrivances 
of  future  invention  by  others,  and  differing  substantially  from  those 
described  by  the  patentee.     But  it  is  to  be  observed  that  the  ques- 
tion in  all  cases  is^  firsts  what  is  the  invention ;  and,  secondly y  is 

from  the  mode  described  by  the  plaintiff  in  his  specification.  A  man  might  just 
as  well  claim  a  dtle  to  all  possible  or  practicable  modes  of  communicating  motion 
from  a  steam-engine  to  a  steamboat,  although  he  had  invented  but  one  mode ;  or, 
indeed,  of  communicating  motion  from  any  one  thing  to  all  or  any  other  things, 
simply  \)ecause  he  had  invented  one  mode  of  communicating  motion  from  one 
machine  to  another  in  a  particular  case." 

TAT.  9 
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that  inVentiou  a  patentable  subject ;  and,  if  the  invention  really 
consists  in  the  new  application  of  a  principle  not  before  made  use 
of,  the  future  possible  pontrivances  for  applying  the  principle  may 
stand  in  the^relation  of  equivalents  or  substitutions,  as  means  of 
working  the  invention,  although  they  may  in  other  senses  differ 
substantially  from  the  contrivances  used  by  the  patentee.  The 
coil  of  pipes  used  by  the  defendant  in  Neilson's  case  was,  in  one 
sense,  exceedingly  unlike  the  heating  vessel  or  receptacle  which 
a  mechanic  would  see  described  in  his  patent ;  yet,  as  the  inven- 
tion  covered  by  the  patent  was  held  to  consist  in  using  air  heated 
in  any  vessel  capable  of  answering  the  purpose  of  prodiicing  a 
hot  blast,  the  pipes,  though  of  subsequent  invention,  were  equiva- 
lent or  substituted  means  in  respect  to  the  application  of  the  prin- 
ciple. 

§  147.  Upon  the  whole,  the  case  of  Stone  v.  Sprague,  in  respect 
to  the  limitation  of  the  claim  to  the  specific  devices  or  contrivances 
described  in  the  patent,  is  probably  to  be  regarded  as  a  case  in 
which  some  one  had  preceded  the  plaintiff  in  communicating  the 
described  motion  by  another  means.  Without  this  hypothesis,  it  is 
not  clear  that  the  extreme  alternative  construction  suggested  by 
the  court  would  be  necessary ;  but  the  limited  construction  which 
confined  the  patentee  to  his  device,  as  in  the  case  of  Seed  v.  Hig- 
gins,  antCy  would  upon  this  hypothesis  be  the  right  one. 

§  148.  Next  in  the  order  of  time  is  the  case  of  Wyeth  v.  Stone, 
tried  before  the  same  judge  in  the  same  year.  The  patent  was 
granted  ^'  for  a  new  and  useful  improvement  in  the  manner  of 
cutting  ice,  together  with  the  machinery  and  apparatus  therefor." 
After  setting  forth  two  machines,  to  be  used  separately  or  in  com- 
bination, for  the  purpose  of  cutting  ice,  the  patentee  summed  up 
bis  claim  as  follows :  ^^  It  is  claimed  as  new^  to  cut  ice  of  a  uni- 
form size,  by  means  of  an  apparatus  worked  by  any  other  power 
than  human.  The  invention  of  this  art,  as  well  as  of  the  particu- 
lar method  of  the  application  of  the  principle,  are  claimed  by  the 
subscriber."  It  was  held  that  the  first  clause  of  this  claim  had 
undertaken  to  cover  an  art  or  principle  in  the  abstract,  namely, 
the  cutting  of  ice  of  a  uniform  size  by  means  of  an  apparatus 
worked  by  any  other  power  than  human ;  which  would  render  the 
patent  void,  unless  a  disclaimer  had  been  filed  in  season  to  save  it 
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as  a  patent  for  the  machines  or  machine  which  constituted  the 
partlBolar  method  embraced  by  the  second  clause  of  the  claim.^ 
Certainly  if  it  was  necessary  to  construe  this  as  a  claim  to  the  in- 
yention  and  appropriation  of  an  art,  being  the  art  of  cutting  ice  by 
any  other  than  human  power,  it  is  an  indisputable  proposition  that 
it  covered  no  possible  subject  of  a  patent  privilege.*  But  the  first 
clause  of  this  claim  was  probably  mere  surplusage,  intended  only 
to  state  that  the  patentee  was  the  first  person  who  had  invented  an 
apparatus  for  cutting  ice  of  a  uniform  size,  and  that  it  mattered 
not  by  what  power  the  apparatus  was  moved  along  ^he  ice.  TIte 
second  clause  is  the  one  in  which  the  invention  resided ;  and  this 
appeared  on  the  face  of  the  claim  to  be  a  particular  method  of  ap- 
plying what  the  patentee  miscalled  an  art  or  principle,  it  being  in 
truth  no  art  or  principle  whatever  to  cut  ice  by  any  other  than 
human  power.  In  other  words,  the  patent  was  a  patent  for  an  ap- 
paratus to  be  used  in  cutting  ice,  and  all  beyond  that,  which  did 
not  mislead  any  one,  might  have  been  rejected  as  surplusage.  The 
case  IB  not  one  which  belongs  strictly  to  the  class  we  are  here  con- 
sidering. The  patentee  neither  discovered  nor  applied  any  force, 
or  truth,  or  element  in  nature,  or  any  law  or  property  of  matter, 
never  before  discovered  and  applied  to  the  same  purpose.  He 
merely  invented  a  machine  capable  of  doing  what  had  before  been 
done  by  hand. 

§  149.  Prom  this  case  we  pass  to  that  of  Foote  v.  Silsby  (1849 
-1853).  The  plaintiflF  claimed  "  the  application  of  the  expansive 
and  contracting  power  of  a  metallic  rod  by  different  degrees  of 
heat,  to  open  and  close  a  damper  which  governs  the  admission  of 
air  into  a  stove,  in  which  such  rod  shall  be  acted  upon  directly  by 
the  heat  of  the  stove  or  the  fire  which  it  contains."  At  the  trial 
before  Gonkling,  J.,  he  ruled  that  this  was  a  claim  for  the  appli- 
cation of  a  natural  property  of  metals  to  the  purpose  set  forth,  and 
was  not  the  fit  subject  of  a  patent,  although  the  specification  de- 
scribed devices  by  which  a  metallic  rod  was  to  be  made  to  work  in 
the  application  of  the  expansive  and  contractile  property  by  means 
of  variation  in  the  heat  of  the  stove.  Mr.  Justice  Nelson  reversed 
this  construction,  on  a  motion  for  a  new  trial,  and  held  that  the 
claim  was  not  for  a  natural  property  of  the  metallic  rod,  but  for  a 
new  application  of  it  by  means  of  mechanical  contrivances;  and 

"  Wyeth  V.  Stone,  1  Story,  278. 
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it  appeared  on  this  trial  that  the  patentee  was  the  first  to  make 
this  application  to  the  regulation  of  the  heat  of  a  Stove.  The  me- 
chanical devices  used  by  the  defendant  were,  however,  substantially 
.the  same  as  those  of  the  plaintiff.  Upon  this  the  learned  judge 
observed :  ^'  I  am  not  sure  that  the  plaintiff  was  bound  to  go  to  this 
length  in  making  out  a  case  of  infringement.  There  is  some 
ground  for  the  position  that  the  new  application  of  the  principle, 
by  means  of  mechanical  contrivances,  constitutes  of  itself  a  part  of 
his  invention,  and  that  any  different  or  improved  mode  of  applica- 
tion  is  but  an  improvement  upon  his  discovery,  and  not  available 
without  his  consent."  ^  But  the  verdict  that  was  affirmed  by  the 
refusal  of  a  new  trial  rested  on  the  validity  of  a  claim  which  cov- 
ered the  particular  combination  only.  In  this  dictum  we  reach, 
for  the  first  time  in  any  American  case,  the  suggestion  of  a  doc- 
trine which,  in  reference  to  cases  of  this  kind,  must  either  be  es- 
tablished in  or  rejected  from  the  patent  law.  This  doctrine  treats 
the  application  of  the  principle,  by  some  mechanical  means,  as 
being  at  least  a  part  of  the  invention  and  of  the  subject-matter  of 
the  patent ;  and,  as  a  corollary  of  this  position,  it  regards  a  varia- 
tion of  the  means,  even  if  an  improvement,  fis  still  an  infringement, 
if  used  without  the  consent  of  the  patentee.  The  opposite  doc- 
trine is  that  which  is  maintained  by  those  who  contend  that  the 
application  of  a  principle  in  this  sense  is  not  capable  of  appropria- 
tion under  a  patent ;  that  its  appropriation  can  extend  only  to  the 
application  of  the  principle  as  effected  by  the  particular  means 
used  by  the  patentee,  and  by  such  other  means  as  may  turn  out 
to  be  colorable  imitations,  mechanical  equivalents,  or  fraudulent 
evasions,  to  neither  of  which  categories  is  a  real  improvement  to 
be  referred.  We  have  seen  what  the  weight  of  English  authority 
is  on  this  subject ;  and,  having  now  contrasted  the  opposite  doc- 
trines, we  may  continue  the  investigation  of  the  cases  in  our  own 
courts. 

§  150.  The  same  patent  involved  in  the  case  of  Poote  v.  Silsby 
subsequently  came  before  the  same  court  in  a  proceeding  in  equity, 
and  feigned  issues  were  ordered  to  try  the  question  of  novelty  of 
the  general  claim,  as  well  as  of  one  other  claim  which  covered  the 
particular  mechanical  combination  used  by  the  patentee.  Mr. 
Justice  Nelson  instructed  the  jury  that  the  general  claim  for  the 

^  Foote  V.  Silsby,  1  BUtch.  445 ;  S.  C.  14  Howard,  218. 
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application  of  the  principle  of  contraction  and  expansion  in  a  me- 
tallic rod  acted  upon  by  the  heat  of  the  stove,  to  open  and  close  a 
damper  for  the  regulation  of  the  draft,  was  valid,  independently  of 
the  particular  device  used,  provided  the  patentee  was  the  first  per- 
son to  make  the  application  of  this  principle  to  this  purpose.  In* 
giving  this  instruction  the  learned  judge  followed  what  he  under- 
stood to  be  the  doctrine  of  Neilson  v,  Harford,  and  the  interpreta- 
tion which  the  present  writer  had  given  to  that  case  in  his  former 
treatise.  The  jury  found  both  the  issues  against  the  plaintiff,  but 
on  a  final  hearing  in  equity  the  court .  disregarded  the  findings, 
and  made  a  decree  for  the  plaintiff.  This  decree,  however,  rested 
on  the  validity  of  the  claim  which  covered  the  particular  combina- 
tion used  by  the  patentee,  and  not  on  the  general  claim  for  the 
application  of  the  principle,  the  novelty  of  which  was,  in  this  pro- 
ceeding, disproved.^ 

§  151,  This  case  of  Poote  v.  Silsby  reached  the  Supreme  Court 
of  the  United  States,  but  not  in  a  position  to  present  for  revision 
the  doctrine  applied  on  the  trial  of  the  issues  in  respect  to  the  gen- 
eral claim  of  the  patent ;  and  before  it  came  there,  Morse's  case 
had  been  heard  and  decided.  There  is  a  case,  however,  which  pre- 
ceded Morse's  in  the  Supreme  Court,  the  history  of  which  should 
now  be  stated,  because  it  is. supposed  to  have  been  decided  upon 
the  doctrine  that  governed  the  latter  case,  and  was  relied  upon 
as  a  precedent  by  the  majority  of  the  court.  This  was  •  the  case 
of  Le  Roy  v.  Tatham.  The  Tathams  were  the  proprietors  of  a 
patent  for  an  invention  by  which  lead  pipe  could  be  made  by  being 
wrought  under  heat,  by  pressure  and  constriction,  from  set  metal, 
instead  of  being  cast  in  a  mould.  It  was  conceded,  substantially, 
in  the  specification  itself,  that  the  combination  of  devices  used  in 
the  process  was  not  new,  excepting  in  their  application  for  the 
working  of  a  newly  discovered  property  of  lead,  which  consisted 
in  its  capacity  to  reunite,  after  separation,  by  being  forced  through 
a  peculiar  apertiire,  which  admitted  of  pressing  the  previously 
separated  particles  together,  provided  the  lead  is  worked  under 
heat,  although  in  what  is  called  a  set  state.    The  employment  of 

'  Foote  0.  Silsby,  2  Blatch.  260 ;  S.  C.  20  Howard,  878.  It  will  be  seen,  by  ex- 
aminiDg  the  report  in  20  Howard,  that  the  basis  of  the  decree  in  the  court  below 
was  differently  understood  by  the  different  judges;  a  majority,  however,  affirmed 
it,  reducing  the  damages.  ^ 
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« 

this  property  in  the  metal,  which  wits  a  new  discovery,  made  an 
essential  difference  in  the  character  of  the  article  manufactured. 
The  patentees  stated  their  claim  thus :  ^^  We  do  not  claim  as  our 
invention  and  improvement  any  of  the  parts  of  the  above  described 
machinery,  independently  of  its  arrangement  and  combination 
above  set  forth.  What  we  do  claim  as  our  invention,  and  desire 
to  secure,  is,  the  combination  of  the  following  parts  above  de- 
scribed, to  wit,  the  core  and  bridge,  or  guide-piece,  with  the  cyl- 
inder, the  piston,  the  chamber,  and  the  die,  when  used  to  form 
pipes  ofmetaly  under  heat-  and  pressure ^  in  the  manner  set  forth  ^ 
or  in  any  other  mam/ner  substantially  the  same.^^  ^ 

§  152.  So  far  as  there  is  any  distinction  between  this  invention 
and  Morse's,  it  consists  in  the  fact  that,  in  Tatham's  case,  the  com- 
bination of  machinery  made  use  of  is  admitted  to  have  substan- 
tially existed  before,  and  to  have  been  used  in  the  manufacture  of 
pipe,  but  not  in  the  manner  and  for  the  purpose  described  in  the 
patent;  whereas,  in  Morse's  case,  the  combination  of  machinery 
employed  by  him  was  his  own  invention.  But  in  both  cases  the 
inventor  effected  the  application  and  employment  of  a  property  of 
matter  never  before  used  for  the  production  of  the  result  at  which 
he  aimed ;  that  result,  in  the  one  case,  being  the  solid  union  of 
the  particles  of  metal  which  had  previously  been  out  of  contact ; 
and,  in  the  other,  the  recording  or  marking  of  intelligible  signs 
at  long  distances.  The  decision  in  the  case  of  Tatham  turned 
upon  a  construction  of  the  claim,  by  which  it  was  held,  contrary 
to  the  view  of  it  taken  in  the  Circuit  Court,  that  it  covered,  not 
the  practical  application  of  the  newly  discovered  property  in  the 
metal,  but  the  combination  of  the  machinery  in  part,  putting  the 
novelty  of  that  combination  in  issue.  The  judgment  below  was 
reversed,  because  it  was  held  that  the  novelty  of  the  combination 
of  machinery  was,  under  the  specification,  a  material  fact  for  the 
jury ;  and  the  case  was  likened  to  that  of  Bean  v»  Smallwood  (2 
Story,  408),  which  was  an  application  of  an  old  contrivance  to  a 
new  purpose.  It  was  not  denied  that  the  practical  application  of 
a  newly  discovered  property  of  matter  is  a  patentable  invention, 
if  effected  by  a  described  process  sufficiently  explained  to  enable 
an  ordinary  mcQhanic  to  construct  and  apply  the  necessary  process. 
But  it  seems  to  have  been  considered  by  a  majority  of  the  judges, 

^  ^  Le  Roy  v.  Tatham,  14  Howard,  156. 
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that,  unless  the  machinery  by  which  the  process  was  to  be  worked 
was  novel,  the  invention  amounted  only  to  the  application  of  an 
old  contrivance  to  a  new  purpose.^ 

§  153.  The  view^taken  by  the  minority  of  the  judges  of  this 
patent  of  Tatham's  embraces  two  important  topics :  firsts  it  was  con^ 
sidered  that,  by  the  true  construction  of  the  claim,  it  did  not  put 
in  issue  the  novelty  of  the  combination  of  machinery  made  use  of, 
but  that  it  rested  the  invention  on  the  new  application  of  that 
machinery  to  the  development  and  employment  of  the  newly  dis- 
covered property  of  the  metal  in  the  art  of  manufacturing  lead 
pipe ;  secondly^  it  was  deemed  important  to  place  upon  record  an 
assertion  of  the  doctrine  that  the  discovery  and  practical  applica- 
tion of  a  new  principle  in  the  arts  may  become  the  subject  of  a 
patent,  even  where  the  patentee  claims  no  other  novelty  in  the 
mechanical  means  used,  excepting  the  novelty  which  resides  in  the 
employment  itself  of  those  means  for  the  working  of  tlie  iiew  prin- 
ciple. This  explanation  will  be  sufficient  to  show  the  judicial 
attitude  of  this  subject  at  the  time  when  the  case  of  O'Reilly  v. 
Morse  came  before  the  Supreme  Court.^ 

*  See  the  opinion  delivered  as  that  of  a  majority  of  the  court,  by  Mr.  Justice 
ITLean,  14  Howard,  171,  6f  seq.  That  the  doctrine  which  denies  patentability 
to  the  use  of  an  old  contrivance  for  a  new  purpose  is  not  universaUy  true,  is  ea- 
tablbhed  by  numerous  exceptions.  In  the  previous  chapters  I  have  endeavored, 
as  far  as  practicable,  to  define  what  are  double  or  analogous  uses ;  and  it  is  quite 
well  settled,  that  where  the  new  use  of  an  old  contrivance  or  combination  practi- 
cally results  in  effects  liew  in  kind,  as  by  the  development  and  application  of  a 
new  property  of  matter,  or  a  new  method  of  working  in  the  arts,  there  is  an  in- 
vention which,  when  rightly  stated,  may  be  patented.  The  case  of  Le  Roy  v. 
Tatham  (14  Howard)  resulted  unfavorably  to  the  patentees,  by  a  construction  of 
the  claim  which,  if  correct,  shows  that  the  real  invention  was  not  duly  described 
in  the  claim  itself.  But  in  a  subsequent  proceeding  (in  equity),  this  patent  again 
came  be&re  the  Supreme  Court,  and  appears  to  have  been  construed  and  sus- 

^tainedas  a  patent  for  a  new  process y  which  it  undoubtedly  was.  In  coming  to 
this  result^  the  court  necessarily  discarded  the  idea  that  the  patented  subject  con- 
Bisted  in  the  application  of  an  old  contrivance  to  a  new  use,  which  was  merely  a 
double  use,  and  they  supported  the  patent  upon  the  ground  that,  although  the 
machinery  might  be  old,  yet  its  application  to  the  development  and  employment 
of  a  new  property  of  lead  made  a  new  and  patentable  process.  See  Le  Roy  v. 
Tatham,  22  Howard,  132.  • 

*  The  dissenting  opinion  delivered  by  Nelson,  J.,  in  Le  Roy  v,  Tatham,  and 
concarred  in  by  Wayne,  J.,  and  Grier,  J.,  is  in  part  as  follows :  — 

"•  The  patentees  state,  that  they  do  not  intend  to  confine  themselves  to  the 
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§  154.  To  the  case  of  O'Reilly  v.  Morse,  therefore,  we  may  now 
return  ;  and  there  can  be  no  doubt  that  it  presented  most  of  the 

arrangement  of  the  apparatus  thus  particularly  specified,  and  point  out  several 
other  modes  by  which  the  same  result  may  be  produced,  all  of  which  variatioDs 
would  readily  suggest  themselves,  as  they  observe,  to  any  practical  engineer, 
without  departing  from  the  substantial  originality  of  the  invention,  the  remark- 
able feature  of  which,  they  say,  is,  that  lead,  when  in  a  set  state,  being  yet  under 
heat,  can  be  made,  by  extreme  pressure,  to  reunite  perfectly  around  a  core  after 
separation,  and  thus  be  formed  into  strong  pipes  or  tubes.  Pipes  thus  made  are 
found  to  possess  great  solidity  and  unusual  strength,  and  a  fine  uniformity,  such  as 
bad  never  before  been  attained  by  any  other  mode.  The  essential  difference  in 
its  character,  and  which  distinguishes  it  from  all  other  heretofore  known,  they 
add,  is,  that  it  is  wrought  under  heat,  by  pressure  and  constriction,  from  set  or 
solid  metal. 

**  They  do  not  claim,  as  their  invention  or  improvement,  any  of  the  parts  of  the 
machinery  independently  of  the  arrangement  and  combination  set  forth. 

*<  <  What  we  clsdm  ar  our  invention,'  they  say,  ^  is  the  combination  of  the  follow- 
ing parts  above  desc:  ibed,  to  wit,  the  core  and  bridge  or  guide-piece,  with  the 
cylinder,  the  piston,  the  chamber,  and  die,  when  used  to  form  pipes  of  metal 
under  heat  and  pressure,  in  the  manner  set  forth,  or  in  any  other  manner  sub- 
stantially the  same.' 

"  It  is  supposed  that  the  patentee?  claim,  as  the  novelty  of  their  invention,  the 
arrangement  and  combination  of  the  machinery  which  they  have  described,  dis- 
connected  from  the  employment  of  the  new  property  of  lead,  which  they  have 
discovered,  and  by  the  practical  application  and  use  of  which  they  have  succeeded 
in  producing  the  new  manufacture.  And  the  general  title  or  description  of  their 
invention,  given  in  the  body  of  their  letters-patent,  is  referred  to  as  evidence  of 
such  claim.  But  every  patent,  whatever  may  be  the  general  heading  or  title  by 
which  the  invention  is  designated,  refers  to  the  specification  annexed  for  a  more 
particular  description ;  and  hence  this  court  has  heretofore  determined  that  the 
specification  constitutes  a  part  of  the  patent,  and  that  th*ey  must  be  construed 
together  when  seeking  to  ascertain  the  discovery  claimed.  Hogg  et  aL  v.  Emer- 
son, 6  How.  437. 

"  The  same  rule  of  construction  was  applied  by  the  Court  of  Exchequer,  in 
England,  in  the  case  of  Neilson's  patent  for  the  hot-air  blast.  Webster's  Cases, 
S73. 

"  Now,  on  looking  into  the  specification,  we  see  that  the  leading  feature  of  the 
invention  consists  in  the  discovery  of  a  new  property  in  the  article  of  lead,  and  • 
in  the  employment  and  adaptation  of  it,  by  means  of  the  machinery  described, 
to  the  production  of  a  new  article,  wrought  pipe,  never  before  successfully  made. 
Without  the  discovery  of  this  new  property  in  the  metal,  the  machinery  and  ap- 
paratus would  be  useless,  and  not  the  subject  of  a  patent  It  is  in  connection  with 
this  property  and  the  embodiment  and  adaptation  of  it  to  practical  use,  that  the 
machinery  is  described,  aad  the  arrangement  claimed.  The  discovery  of  this 
new  element  or  property  led  naturally  to  the  apparatus,  by  which  a  new  and  most 
useful  result  is  produced.  The  apparatus  was  but  incidental,  and  subsidiary  to 
the  new  |md  leading  idea  of  the  invention.    And  hence,  the  patentees  set  forth, 
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important  features  inyolved  in  this  much-controverted  doctrine. 
Firsty  it  appeared  on  the  evidence  that  Morse  was  the  first  person 

as  the  leading  feature  of  it,  the  discoveiT'  that  lead,  in  a  solid  state,  but  under 
heat  and  extreme  pressure  in  a  close  vessel,  will  reunite,  afler  separation  of  its 
parts,  as  completely  as  though  it  had  never  been  separated.  It  required  very 
little  ingenuity  after  the  experiments  in  a  close  vessel,  by  which  this  new  prop- 
erty of  the  metal  was  first  developed,  to  construct  the  necessary  machinery  for 
the  formation  of  the  pipe.  The  apparatus,  essential  to  develop  this  property, 
would  at  once  suggest  the  material  parts,  especially  in  the  state  of  the  art  at  the 
time.  Any  skilful  mechanic,  with  Burr's  machine  before  him,  would  readily  con- 
stmct  the  requisite  machinery. 

**  The  patentees,  therefore,  after  describing  their  discovery  of  this  property  of 
lead,  and  the  apparatus  by  means  of  which  they  apply  the  metal  to  the  manufac- 
ture of  pipe,  claim  the  combination  of  the  machinery  only  when  used  to  form 
pipes  under  heat  and  pressure,  in  the  manner  set  forth,  or  in  any  other  manner 
substantially  the  same>  They  do  not  claim  it  as  new  separately,  or  when  used 
for  any  other  purpose,  or  in  any  other  way ;  but  claim  it  only  when  applied  for 
the  purpose  and  in  the  way  pointed  out  in  the  specification.  The  combination, 
as  machinery,  may  be  old ;  may  have  been  long  used ;  of  itself,  what  no  one  could 
clahn  as  his  invention,  and  may  not  be  the  subject  of  a  patent.  What  is  claimed 
is,  that  it  never  had  been  before  applied  or  used  in  the  way  and  for  the  purpose 
they  have  used  and  applied  it,  namely,  in  the  embodiment  and  adaptation  of  a 
newly  discovered  property  in  lead,  by  means  of  which  they  are  enabled  to  pro- 
duce a  new  manufacture,  wrought  pipe,  out  of  a  mass  of  solid  lead.  Burr  had 
attempted  it,  but  failed.  These  patentees,  after  the  lapse  of  seventeen  years, 
haviug  discovered  this  new  property  in  the  metal,  succeeded  by  the  use  and  em- 
ployment of  it,  and  since  then  none  other  than  wrought  lead  pipe,  made  out  of 
solid  lead,  has  been  found  in  the  market,  having  superseded,  on  account  of  its 
superior  quality  and  cheapness,  all  other  modes  of  manufacture. 

**  Now  the  construction,  which  I  understand  a  majority  of  my  brethren  are  in- 
clined to  give  to  this  patent,  namely,  that  the  patentees  claim,  as  the  originality  of 
their  invention,  simply  the  combination  of  the  macbinery  employed,  with  great 
deference,  seems  to  me  contrary  to  the  fair  and  reasonable  import  of  the  language 
of  the' specification,  and  also  of  the  sununary  of  the  claim.  The  tendency  of 
modem  discoveries  is  to  construe  specifications  benignly,  and  to  look  through 
mere  forms  of  expression,  often  inartificially  used,  to  the  substance,  and  to  main- 
tain the  right  of  the  patentee  to  the  thing  really  invented,  if  ascertainable  upon 
a  liberal  consideration  of  the  language  of  the  specification,  when  taken  together. 
For  this  purpose,  phrases,  standing  alone,  are  not  to  be  singled  out,  but  the  whole 
are  to  be  taken  in  connection.    1  Sumn.  482-485. 

^  Baron  Parke  observed,  in  delivering  the  opinion  of  the  court  in  Neilson's 
patent,  *that  half  a  century  ago,  or  even  less, — within  fifteen  or  twenty  years, — 
there  seems  to  have  been  very  much  a  practice  with  both  judges  and  juries  to 
destroy  the  patent  right,  even  of  beneficial  patents,  by  exercising  great  astuteness 
in  taking  objections,  either  as  to  the  title  of  the  patent,  but  more  particularly  as 
to  tiie  specifications,  and  many  valuable  patent  rights  have  been  destroyed  in 
consequence  of  the  objections  so  taken.    Within  the  last  ten  years  or  more,  the 
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to  make  use  of  a  qurrent  of  the  electro-magnetic  fluid,  as  a  mov- 
ing force,  to  cause  the  vibration  of  an  instrument  suspended  at 

courts  have  not  been  so  strict  in  taking  objections  to  the  specifications,  and  they 
have  endeavored  to  hold  a  fair  hand  between  the  patentee  and  the  public,  willing 
to  give  the  patentee  the  reward  of  his  patent.' 

'*  Construing  the  patent  before  us  in  this  spirit,  I  cannot  but  think  that  the  thing 
really  discovered,  and  intended  to  be  described,  and  claimed  by  these  patentees, 
cannot  well  be  mistaken.  That  they  did  not  suppose  the  novelty  of  their  inven- 
tion consisted  simply  in  the  arrangement  of  the  machinery  described,  is  manifest. 
They  state,  distinctly,  that  the  leading  feature  of  their  discovery  consisted  of  this 
new  property  of  lead,  and  some  of  its  alloys ;  this,  they  say,  is  the  remarkable 
feature  of  their  invention ;  and  the  apparatus  described  is  regarded  by  them  as 
subordinate,  and  as  important  only  as  enabling  them  to  give  practical  effect  ta 
this  newly  discovered  property,  by  means  of  which  they  produce  the  new  man- 
ufacture. If  they  have  failed  to  describe  and  claim  this,  as  belonging  to  their 
invention,  it  is  manifest,  upon  the  face  of  their  specificatios,  that  they  have  failed 
to  employ  the  proper  words  to  describe  and  claim  what  they  intended ;  and  that 
the  very  case  is  presented,  in  which,  if  the  court,  in  the  language  of  Baron  Forke, 
will  endeavor  to  hold  a  fair  hand  between  the  patentee  and  the  public,  it  will  look 
through  the  forms  of  expression  used,  and  discover,  if  it  can,  the  thing  really  in- 
vented. Apply  to  the  specification  this  rule  of  construction,  and  all  difficulty  at 
once  disappears.  The  thing  invented,  and  intended  to  be  claimed,  is  too  appai^ 
ent  to  be  mistaken. 

^  The  patentees  have  certainly  been  unfortunate  in  the  language  of  the  specifi- 
cation, if,  upon  a  fair  and  liberal  interpretation,  they  have  claimed  only  the  simple 
appft'atus  employed ;  when  they  have  not  only  set  forth  the  discovery  of  this 
property  in  the  metal,  as  the  great  feature  in  their  invention,  but,  as  is  manifest, 
without  it  the  apparatus  would  have  been  useless.  Strike  out  this  new  property 
from  their  description  and  from  their  claim,  and  nothing  valuable  is  lefl.  All  the 
rest  would  be  worthless.  This  lies  at  the  foundation  upon  which  the  great  merit 
of  the  invention  rests,  and  without  a  knowledge  of  which  the  new  manufacture 
could  not  have  been  produced ;  and,  for  aught  we  know,  the  world  would  have 
been  deprived  of  it  down  to  this  day. 

**  If  the  patentees  had  claimed  the  combination  of  the  core  and  bridge  or  ^ide- 
piece,  with  the  cylinder,  the  chambers,  and  the  die,  and  stopped  there,  I  admit 
the  construction,  now  adopted  by  a  majority  c^my  brethren,  could  not  be  denied; 
although,  even  then,  it  would  be  obvious,  from  an  examination  of  the  specification 
as  a  whole,  that  the  draughtsman  had  mistaken  the  thing  really  invented,  and  sub- 
stituted in  its  place  matters  simply  incidental,  and  of  comparative  insignificance. 
But  the  language  of  the  claim  does  not  stop  here.  The  combination  of  these 
parts  is  claimed  only  when  used  taform  pipes  of  lead,  under  *heat  and  pressure, 
in  the  manner  set  forth,  that  is,  when  used  for  the  embodiment  and  adaptation 
of  this  new  property  in  the  metal  for  making  wrought  pipe  out  of  a  solid  mass  of 
lead.  This  guarded  limitation  of  the  use  excludes  the  idea  of  a  claim  to  the  com- 
bination for  any  other,  and  ties  it  down  to  the  instance  when  the  use  incorporates 
within  it  the  new  idea  or  element  which  gives  to  it  its  value,  and  by  means  of  which 
the  new  manufacture  is  produced.    How,  then,  can  it  be  consistently  held,  that 
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tlie  extremity  of  a  long  wire,  for  the  purpose  of  recording  or  mak- 
ing intelligible  signs  or  sounds.    Secondly^  that  he  had  constructed, 

here  b  a  simple  claim  to  the  machinery  and  nothing  more,  when  a  reasonable  in- 
terpretation of  the  words  not  only  necessarily  excludes  any  such  claim,  but  in 
express  teims  sets  forth  a  different  one, — one  not  only  different  in  die  conception 
of  the  invention,  bat  different  in  the  practical  working  of  the  apparatus,  to  ac- 
complish the  purpose  intended  ? 

^I  conclude,  therefore,  that  the  claim,  in  this  case,  is  not  simply  for  the  appa- 
ratus employed  by  the  patentees,  but  ibr  the  embodiment  or  employment  of  the 
newly  discovered  property  in  the  metal,  and  the  practical  adaptation  of  it,  by  these 
means,  to  the  production  of  a  new  result,  namely,  the  manufacture  of  Wrought  pipe 
oat  of  solid  lead. 

^  Then  b  this  the  proper  subject-matter  of  a  patent  ? 

"  This  question  was  first  lai^gely  discussed  by  counsel  and  court  in  the  celebrated 
case  of  Boulton  v.  Bull,  2  H.  Black.  468,  involving  the  validity  of  Watf  s  patent, 
which  was  for  '  a  new  invented  method  for  lessening  the  consumption  of  ftiel  and 
steam  in  fire-engines.'  This  was  effected  by  encloang  the  steam  vessel  or  cylinder 
with  wood  or  other  material,  which  preserved  the  heat  in  the  steam  vessel,  and 
hy  condensing  the  steam  in  separate  vessels.  It  was  admitted,  on  the  argument, 
that  there  was  no  new  mechanical  construction  invented  by  Watt,  and  the  validity 
df  the  patent  was  placed  on  the  ground  that  it  was  for  well-known  principles, 
practically  applied,  producing  a  new  and  useful  result  On  the  other  hand,  it 
was  conceded,  that  the  application  of  the  principles  in  the  manner  described  was 
new,  and  produced  the  result  claimed ;  but  it  was  denied  that  this  constituted  the 
subject-matter  of  a  patent.  Heath  and  Buller,  Justices,  agreed  with  the  counsel 
for  the  defendant.  But  Lord  Chief  Justice  Eyre  laid  down  the  true  doctrine,  and 
which,  I  think,  will  be  seen  to  be  the  admitted  doctrine  of  the  courts  of  England 
at  this  day.  '  Undoubtedly,'  he  observed,  *  there  can  be  no  patent  for  a  mere 
principle ;  but  for  a  principle,  so  far  embodied  and  connected  with  corporeal  sub- 
stances as  to  be  in  a  condition  to  act,  and  to  produce  effects  in  any  art,  trade, 
mjstery,  or  manual  occupation,  I  think  there  may  be  a  patent  Now  this,'  he 
continues,  <is,  in  my  judgment,  the  thing  for  which  the  patent  stated  in  the  case 
was  granted ;  and  this  is  what  the  specification  describes,  though  it  miscalls  it  a 
principle.  It  is  not  that  the  patentee  conceived  an  abstract  notion  that  the  con- 
sumption of  steam  in  fire-engines  may  be  lessened,  but  he  has  discovered  a  prac- 
tical manner  of  doing  it;  and  for  ^iiat  practical  manner  of  doing  it  he  has  taken 
this  patent  Surely,'  he  observes,  *  this  is  a  very  different  thing  from  taking  a 
patent  for  a  principle.  The  apparatus,  as  we  have  said,  was  not  new.  There  is 
no  new  mechanical  construction,  said  the  counsel  for  the  patentee,  invented  by 
Watt,  capable  of  being  the  subject  of  a  distinct  specification ;  but  his  discovery 
was  of  a  principle,  the  method  of  applying  which  is  clearly  set  forth.'  Chief 
Justice  Eyre  admitted  that  the  means  used  were  not  new,  and  that,  if  the  patent 
had  been  taken  out  for  the  mechanism  used,  it  must  &i]. 

"  He  observed :  ^  When  the  effect  produced  is  some  new  substance  or  composi- 
tion of  things,  it  should  seem  that  the  privilege  of  the  sole  working  or  making 
ought  to  be  for  such  new  substances  or  composition,  without  regard  to  the  me- 
chanism or  process  by  which  it  has  been  produced,  which,  though  perhaps,  also 


140  THE  LAW  OF  PATENTS.  [CH.  IV. 

and  described  in  his  specification,  an  elaborate  combination  of  ma- 
chinery, by  which  tlie  electro-magnetic  fluid  could  be  so  used. 

new,  will  be  only  useful  as  producing  the  new  subfitance.'  Again :  *  Wbcn  the 
effect  produced  is  no  new  substance  or  composition  of  things,  the  patent  can  only 
be  for  the  mechanism,  if  new  mechanism  is  used ;  or  for  the  process,  if  it  be  a 
new  method  of  operating,  with  or  without  old  mechanism,  by  which  the  effect  is 
produced.'  And  again  he  obserres :  *  If  we  wanted  an  illustra^on  of  the  possi- 
ble merit  of  a  new  method  of  operating  with  old  machinery,  we  might  look  to 
the  identical  case  before  the  court.'    Pages  493,  495,  496. 

"  This  doctrine,  in  expounding  the  law  of  patents,  was  announced  in  1 795 ;  and 
the  subsequent  adoption  of  it  by  the  English  courts  shows  that  Chief  Justice  £yre 
was  considerably  in  advance  of  his  associates  upon  this  branch  of  the  law.  He 
had  got  rid,  at  an  early  day,  of  the  prejudice  against  patents  so  feelingly  referred 
to  by  Baron  Parke  in  Neilson  v.  Harford,  and  comprehended  the  great  advanta- 
ges to  his  country  if  properly  encouraged.  He  observed,  in  another  part  of  his 
opinion,  that  *  the  advantages  to  the  public  from  improvements  of  this  kind  are 
beyond  all  calculation  important  to  a  commercial  country ;  and  the  ingenuity  of 
artists,  who  turn  their  thoughts  towards  such  improvements,  is,  in  itself,  deserving 
of  encouragement.' 

*^  This  doctrine  was  recognized  by  the  Court  of  King's  Bench  in  the  King  v. 
Wheeler,  2  B.  &  Aid.  850. 

"  It  is  there  observed,  that  the  word  *  manufacturers,'  in  the  Patent  Act-,  may 
be  extended  to  a  mere  process  to  be  carried  on  by  known  implements  or  elements, 
acting  upon  known  substances,  and  ultimately  producing  some  other  known  sub- 
stance, but  producing  it  in  a  cheaper  or  more  expeditious  manner,  or  of  a  better 
or  more  useful  kind. 

**  Now,  if  this  process  to  be  carried  on  by  known  implements  acting  upon  known 
substances,  and  ultimately  producing  some  other  known  substance  of  a  better 
kind,  is  patentable,  a  fortiori^  will  it  be  patentable,  if  it  ultimately  produces  not 
some  other  known  substance,  but  an  entirely  new  and  useful  substance  ? 

**  In  Fors3rth's  patent,  which  consists  of  the  application  and  use  of  detonating 
powder  as  priming  for  the  discharge  of  fire-arms,  it  was  held  that  whatever  might 
be  the  construction  of  'the  lock  or  contrivance  by  which  the  powder  was  to  be 
discharged,  the  use  of  the  detonating  mixture  as  priming,  which  article  of  itself 
was  not  new,  was  an  infringement  Webs.  Pat  Cas.  94,  97  (n) ;  Curtis  on  Pat 
280. 

'^  This  case  is  founded  upon  a  doctrine  which  has  been  recognized  in  several 
subsequent  cases  in  England,  namely,  that  where  a  person  discovers  a  principle 
or  property  of  nature,  or  where  he  conceives  of  a  new  application  of  a  well-known 
principle  or  property  of  nature,  and  also  of  some  mode  of  carrying  it  out  into 
practice,  so  as  to  produce  or  attain  a  new  and  useful  effect  or  result,  he  is  entitled 
to  protection  against  all  other  modes  of  carrying  the  same  principle  or  property 
into  practice  for  obtaining  the  same  effect  or  result 

"  The  novelty  of  the  conception  consists  in  the  discovery  and  application  in  the 
one  case,  and  of  the  application  in  the  other,  by  which  a  new  product  in  the  arts 
or  manufactures  is  the  effect;  and  the  question,  in  case  of  an  infringement,  is  as  to 
the  substantial  identity  of  the  principle  or  property,  and  of  the  application  of  the 
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Thirdly^  that  he  not  only  claimed  this  machinery  as  a  new  inyen- 
toin,  but  that  be  also  sought  to  claim  the  principle  of  using  the  mo- 
same,  and  consequently  the  means  or  machinery  made  use  of,  material  only  so  far 
as  they  effect  the  identitj  of  the  application. 

"In  the  case  of  Jupe's  patent  for  'an  improved  expanding  table/  Baron  Al- 
derson  observed,  speaking  of  this  doctrine :  **  You  cannot  take  out  a  patent  for  a 
principle ;  you  may  take  out  a  patent  for  a  principle  coupled  with  the  mode  of 
carrying  the  principle  into  effect.  But  then,  you  must  start  with  having  in- 
vented, some  mode  of  carrying  the  principle  into  effect ;  if  you  have  done  that, 
then  you  are  entitled  to  protect  yourself  from  all  other  modes  of  carrying  the 
same  principle  into  effect,  that  being  treated  by  the  jury  as  piracy  of  your  origi- 
nal invention.'  Webs.  Pat  Cas.  146.  The  same  doctrine  was  maintained  also 
in  the  case  of  NeiIson*8  patent  for  the  hot-air  blast,  in  the  K.  B.  and  Exchequer 
in  England.  Webs.  Pat  Cas.  842,  371 ;  Curtis,  §§'74,  148,  232;  Webs.  Pat 
Cas.  310. 

"  This  patent  came  also  before  the  Court  of  Sessions  in*  Scotland ;  and  in  sub- 
mitting the  case  to  the  jury,  the  Lord  Justice  remarked :  *  That  the  main  'merit, 
the  most  important  part  of  the  iiivention,  may  consist  in  the  conception  of  the 
original  idea,  —  in  the  discovery  of  the  principle  in  science,  or  of  the  law  of  na- 
ture, stated  in  the  patent ;  and  little  or  no  pains  may  have  been  taken  in  working 
oat  the  best  mode  of  the  application  of  the  principle  to  the  purpose  set  forth  in 
the  patent  But  still,  if  the  principle  is  stated  to  be  applicable  to  any  special 
purpose,  so  as  to  produce  any  result  previously  unknown,  in  the  way  and  for  the 
objects  described,  the  patent  is  good.  It  is  no  longer  an  abstract  principle.  It 
becomes  to  be  a  principle  turned  to  account  to  a  practical  object,  and  applied  to 
a  special  result  It  becomes,  then,  not  an  abstract  principle,  which  means  a  prin- 
ciple considered  apart  from  any  special  purpose  or  practical  Operation,  but  the 
discovery  and  statement  of  a  principle  for  a  special  purpose,  that  is,  a  practical 
invention,  a  mode  of  carrying  a  principle  into  effect.  That  such  is  the  law,'  he 
observes, '  if  a  well-known  principle  is  applied  for  the  first  time  to  produce  a  prac- 
tical result  for  a  special  purpose,  has  never  been  disputed ;  ^d  it  would  be  very 
strange  and  unjust  to  refuse  the  same  legal  effect  when  the  inventor  has  the  ad- 
ditional merit  of  discovering  the  principle  as  well  as  its  application  to  a  practical 
object' 

^  Then  he  observes,  again :  *  Is  it  an  objection  to  the  patent,  that,  in  its  appli- 
cation of  a  new  principle  to  a  certain  specified  result,  it  includes  every  variety  of 
mode  of  applying  the  principle  according  to  the  general  statement  of  the  object 
and  benefit  to  be  obtained  ?  This,'  he  observes,  *  is  a  question  of  law ;  and  I  must 
,  tell  yon  distinctly  that  this  generality  of  claim,  that  is,  for  all  modes  of  applying 
the  principle  to  the  purpose  specified,  according  to  or  within  a  general  statement 
of  the  object  to  be  attained,  and  of  the  use  to  be  made  of  the  agent  to  be  so  ap- 
plied, is  no  objection  to  the  patent  The  application  or  use  of  the  agent  for  the 
purpose  specified  may  be*carried  out  in  a  great  variety  of  ways,  and  only  shows 
the  beauty  and  simplicity  and  comprehensiveness  of  the  invention.' 

^*  This  case  was  carried  up  to  the  House  of  Lords  on  exceptions  to  the  charge, 
and,  among  others,  to  this  part  of  it,  which  was  the  sixth  exception,  and  is  as  fol- 
lows :  *  In  so  far  as  he  (the  judge)  did  not  direct  the  jury,  that,  on  the  construe- 
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tive  power  of  the  electro-magnetic  fluid  for  this  particular  purpose 
generally.     It  was  ascertained  by  the  facts  of  the  case  that  he  had 

tion  of  the  patent  and  specificationf  the  patentee  cannot  claim#or  maintain  that 
his  patent  is  one  which  applies  to  all  the  varieties  in  the  apparatus  which  may  be 
employed  in  headng  air  while  under  blast;  but  was  limited  to  the  particular 
described  in  the  specification/  And,  although  the  judgment  of  the  court  was  re- 
Torsed  in  the  House  of  Lords  on  the  eleventh  exception,  it  was  expressly  affirmed 
as  respects  this  one.  Lord  Campbell  at  first  doubted,  but,  after  the  decision  of 
the  courts  in  England  on  this  patent,  he  admitted  that  the  instruction  was  right 
Webs.  Pat  Cas.  683,  684,  698,  717. 

**I  shall  not  pursue  a  reference  to  the  authorities  on  this  subject  any  further. 
The  settled  doctrine  to  be  deduced  from  them,  I  think,  is,  that  a  person  having 
discovered  the  application  for  the  first  time  of  a  well-known  law  of  nature,  or 
well-known  property  of  matter,  by  means  of  which  a  new  result  in  the  arts  or  in 
manufactures  is  produced,  and  has  pointed  out  a  mode  by  which  it  is  produced,  is 
entitled  to  a  patent ;  *and  if  he  has  not  tied  himself  down  in  the  specification  to 
the  particular  mode  described,  he  is  entitled  to  be  protected  against  all  modes  by 
which  the  same  result  is  produced,  by  an  application  of  the  same  law  of  nature 
or  property  of  matter.  And,  a  fortiori,  if  he  has  discovered  the  law  of  nature  or 
property  of  matter,  and  applied  it,  is  he  Entitled  to  the  patent  and  aforesaid  pro- 
tection ? 

**  And  why  should  not  this  be  the  law?  The  original  conception, — the  novel 
idea  in  the  one  case  is  the  neW  application  of  the  principle  or  property  of  matter, 
and  the  new  product  in  the  arts  or  manufactures,  —  in  the  other,  in  the  discovery 
of  tho  principle  or  property,  and  application,  with  like  result  The  mode  or 
means  are  but  incidental,  and  flowing  naturally  from  the  original  conception ; 
and  hence  of  inconaderable  merit.  But  it  is  said  this  is  patenting  a  principle,  or 
element  of  nature.  The  authorities  to  which  I  have  referred  answer  the  objec- 
tion. It  was  answered  by  Chief  Justice  Eyre,  in  the  case  of  Watt's  patent,  in 
1795,  fifby-seven  years  ago;  and  more  recently  in  still  more  explicit  and  authori- 
tative terms.  And  what  if  the  principle  is  incorporated  in  the  invention,  and  the 
inventor  protected  in  the  enjoyment  for  the  fourteen  years  ?  He  is  protected 
only  in  the- enjoyment  of  the  application  for  the  special  purpose  and  object  to 
which  it  has  been  newly  applied  by  his  genius  and  skill.  For  every  other  pur- 
pose and  end,  the  principle  is  free  for  all  mankind  to  us^.  And,  where  it  has. 
been  discovered  as  well  as  applied  to  this  one  purpose,  and  open  to  the  world  as 
to  every  other,  the  ground  of  complsunt  is  certainly  not  very  obvious.  Undoubt- 
edly, within  the  range  of  the  purpose  and  object  for  which  the  principle  has  been 
for  the  first  time  applied,  piracies  are  interfered  with  during  the  fourteen  years. 
But  anybody  may  take  it  up  and  give  to  it  any  other  application  to  the  enlarge- 
ment of  the  arts  and  of  manufactures,  without  restriction.  He  is  only  debarred 
from  the  use  of  the  new  application  for  the  limited  time,  which  the  genius  of 
others  has  already  invented  and  put  into  successful' practice.  The  protection 
does  not  go  beyond  the  thing  which,  for  the  first  time,  has  been  discovered  and 
brought  into  practical  use,  and  is  no  broader  than  that  extended  to  every  other 
discoverer  or  inventor  of  a  iiew  art  or  manufacture. 

*<  I  owtL  I  am  incapable  of  comprehending  the  detriment  to  the  improvements 
in  the  country  that  may  flow  from  this  sort  of  protection  to  inventors. 
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made  a  new  application  of  the  power  which  he  employed ;  but  a 
majority  of  the  judges  held  that  his  general  claim  was  void,  be- 
cause it  was  too  sweeping  and  comprebensiye.^ 

^  To  hold,  in  the  case  of  inventions  of  this  character,  that  the  noveltj  must 
consist  of  the  mode  or  meatas  of  the  new  application  producing  the  new  result, 
would  be  holding  against  the  facts  of  the  case,  as  no  one  can  but  see  that  the  origi- 
nal conception  reaches  far  bejond  these.  It  would  be  mistaking  the  skill  of  the 
mechanic  for  the  genius  of  the  inventor. 

^  Upon  this  doctrine,  some  of  the  most  brilliant  and  useful  inventions  of  the 
day,  by  men  justly  regarded  as  public  benefactors,  and  whose  names  reflect  honor 
upon  their  country,  —  the  successful  application  of  steam  power  to  the  propulsipn 
of  vesseb  and  railroad  cars,  the  application  of  the  electric  current  for  the  in- 
stant communication  of  intelligence  from  one  extremity  of  the  country  to  the 
other,  and  the  more  recent  but  equally  brilliant  conception,  the  propulsion  of 
vessels  by  the  application  of  the  expansibility  of  heated  air,  the  air  supplied  from 
die  atmosphere  that  surrounds  them.    It  would  be  found,  on  consulting  the  sys- 
tem of  laws  established  for  their  encouragement  and  protection,  that  the  world 
had  altogether  mistaken  the  merit  of  their  discoveiy ;  that,  instead  of  the  origi- 
nality and  brilliancy  of  the  conception  that  had  been  unwittingly  attributed  to 
them,  the  whole  of  it  consisted  of  some  simple  mechanical  contrivances  which  a 
mechanician  of  ordinary  skill  could  readily  have  devised.    Even  Franklin,  if  he 
had  turned  the  lightning  to  account,  in  order  to  protect  himself  from  piracies, 
most  have  patented  the  kite,  and  the  thread,  and  the  key,  as  his  great  original 
conception,  which  gave  him  a  name  throughout  Europe,  as  well  as  at  home,  for 
bringing  down  this  element  from  the  heavens,  and  subjecting  it  to  the  service  of 
man.    And  if  these  simple  contrivances,  taken  together,  and  disconnected  from 
the  control  and  use  of  the  element  by  which  the  new  application  and  new  and 
useful  result  may  have  been  produced,  happen  to  be  old  and  well  known,  his 
patent  would  be  void ;  or,  if  some  follower  in  the  track  of  genius,  with  just  intel- 
lect enough  to  make  a  different  mechanical  device  or  contrivance,  for  the  same 
control  and  application  of  the  element<,  and  produce  the  same  result,  he  would, 
under  this  view  of  the  patent  law,  entitle  himself  to  the  full  enjoyment  of  the 
fruits  of  Franklin's  discovery. 

"  If  I  rightly  comprehend  the  ground  upon  which  a  majority  of  my  brethren 
have  placed  the  decision,  they  do  not  intend  to  controvert  so  much  the  doctrine 
which  I  have  endeavored  to  maintain,  and  which,  I  think,  rests  upon  settled  au- 
thority, as  the  application  of  it  to  the  particular  case.  They  suppose  that  the 
patentees  have  claimed  only  the  combination  of  the  different  parts  of  the  machin- 
ery described  in  their  specification,  and  therefore  are  tied  down  to  the  mainte- 
nance of  that  as  the  novelty  of  their  invention.  I  have  endeavored  to  show  that 
this  is  a  mistaken  interpretation ;  and  that  they  claim  the  combination  only  when 
used  to  Embody  and  give  a  practical  application  to  the  newly  discovered  property 
in  the  lead,  by  means  of  which  a  new  manu&cture  is  produced,  namely,  wrought 
pipe  out  of  a  solid  mass  of  lead ;  which,  it  is  conceded,  was  never  before  success- 
fully accomplished. 

"  For  these  roasons,  I  am  constrained  to  differ  with  the  judgment  they  have 
arrived  at,  and  am  in  favor  of  affirming  that  of  the  court  below." 
>  O'Beilly  V.  Morse,  15  Howard,  62. 
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§  155.  Tlie  principal  ground  on  which  this  decision  was  reached 
appears  to  have  been  that  the  eighth  claim  of  the  patent  was  vir- 
tually a  claim  for  an  abstraction  ;  that  to  hold  it  valid  it  would  be 
necessary  to  say  that  no  specification  of  the  means  by  which  the 
patentee  eflFected  the  use  of  the  motive  power  was  necessary,  and 
that  he  had  only  to  announce  that  by  using  that  motive  power  he 
could  print  or  mar^  intelligible  characters  or  sounds  at  a  distance. 
We  have  already  seen  that  when  the  summary  of  a  patent  appears 
to  have  separated  the  principle  of  employing  a  natural  agent  for  a 
yew  purpose  from  all  means  of  giving  it  that  employment,  it  be- 
comes an  abstraction,  and  is  not  within  the  scope  of  the  patent  law 
either  in  England  or  in  this  country.  But  we  Kave  also  seen  that, 
when  to  a  claim  of  a  discovery  of  this  kind  there  is  added  a  prac- 
tical mode  of  effecting  what  is  proposed,  the  question  wears  a  dif- 
ferent aspect.  If  the  general  claim  of  Morse's  patent,  fairly  con- 
strued, separated  the  use  of  the  galvanic  fluid  from  all  mechanical 
means  of  using  it,  it  was  clearly  void,  A  minority  of  the  judges 
strongly  questioned. the  propriety  of  this  construction,  and  pointed 
out,  froni  other  parts  of  his  specification,  that  Morse  had  described 
a  recording  or  printing  telegraphic  machinery,  and  that  the  use 
which  he  claimed  of  the  motive  power  of  the  galvanic  fluid  was  a 
use  in  a  printing  or  recording  telegraph.  This  characteristic  of  his 
invention,  they  said,  should  be  taken  into  view  in  construing  the 
claim  in  controversy ;  and,  if  taken  into  view,  and  if  the  fact  is 
added  that  he  described  an  appropriate  apparatus  to  be  used  for 
this  purpose,  they  held  that  the  claim  does  not  result  in  an  ab- 
straction. 

§  156.  Another  ground  relied  upon  by  the  majority  of  the 
court  consisted  in  a  denial  that  Neilson's  case,  as  decided  in  the 
Court  of  JJxchequer,  covered  the  case  of  Morse's  claim.  It  is 
somewhat  difficult  to  see  that  Neilson's  claim,  as  allowed  by  the 
Court  of  Exchequer,  was  valid  if  Morse's  claim  was  void ;  and  if  we 
take  Mr.  Chief  Justice  Taney's  statement  of  the  decision  in  Neil- 
son's  case,  it  leads  to  the  same  result  in  Morse's.  In  'Neilson's 
case  (to  use  the  words  of  the  Chief  Justice  in  delivering  the 
opinion  of  the  Supreme  Court  upon  Morse's  claim), "  it  was  finally 
decided  that  this  principle  [that  hot  air  would  promote  the  igni- 
tion of  fuel  better  than  cold]  must  be  regarded  as  well  known,  and 
that  the  plaintiff  had  invented  a  mechanical  mode  of  applying  it  to 
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farnaces ;  and  tliat  his  invention  consisted  in  interposing  a  heated 
receptacle  between  the  blower  and  the  furnace,  and  by  this  means 
heating  the  air  after  it  left  the  blower  and  before  it  was  thrown 
into  the  fire.  Whoeyer,  therefore,  used  this  method  of  throwing 
hot  air  into  the  furnace,  used  the  process  he  had  invented,  and 
thereby  infringed  his  patent,  although  the  form  of  the  receptacle 
or  the  mechanical  arrangements  for  heating  it  might  be  different 
from  those  described  by  the  patentee.  For,  whatever  form  was 
adopted  for  the  receptacle,  or  whatever  mechanical  arrangements 
were  made  for  heating  it,  the  effect  would  be  produced  in  a  greater 
or  less  degree  if  the  heated  receptacle  was  placed  between  the 
blower  and  the  furnace,  and  the  current  of  air  passed  through  it."  ^ 
In  like  manner,  mutatis  mtdandiSy  similar  conditions  are  predicable 
of  Morse's  invention.  The  principle  or  truth,  that  the  electro- 
magnetic fluid  is  a  moving  force,  may,  for  the  purposes  •of  adjudi* 
eating  a  question  of  its  appropriation  under  a  patent,  be  assumed 
as  known.  The  machinery  then  consists  in  connecting  a  galvanic 
battery,  from  which  the  fluid  is  to  be  generated,  by  means  of  a 
wire  of  indefinite  length,  with  a  recording  instrument  that  is  to  be 
moved  by  that  force.  By  this  means  the  force  is  to  be  made  to  act 
upon  the  recording  instrument.  To  this  is  added  a  contrivance 
for  closing  and  breaking  the  circuit,  in  order  that  the  force  may 
not  act  continuously.  Within  the  limits  of  these  conditions,  what- 
ever form  was  adopted  for  the  mechanical  arrangements  used,  the 
effect  of  moving  the  recording  instrument  at  the  required  intervals 
for  marking  intelligible  characters  or  sounds  would  be  produced. 
Although  it  is  true  that  Morse  had  not  discovered  that  the  electric 
or  galvanic  current  will  always  print  at  a  distance  under  all  condi- 
tions, he  had  discovered  that  under  certain  conditions  it  will  do  so ; 
and  the  real  inquiry  was,  whether  he  could  not  by  a  patent  appro- 
priate those  conditions  and  all  the  variations  of  mechanical  arrange- 
ments which  are  within  those  conditions.  Just  as  in  Neilson's 
case  the  discovery  was  that,  under  certain  conditions,  namely,  of  the 
interposition  of  a  heating  vessel  of  any  form  or  size  that  would 
raise  the  temperature  of  the  blast  on  its  passage  through  that  ves- 
sel, the  effect  of  using  a  hot  blast  could  be  produced,  and  conse- 
quently his  method  could  be  used. 

§  157.  Finally,  the  objection  was  much  relied  upon  by  the  ma- 

1  15  Howard,  116. 

PAT.  10 
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jority  of  the  Supreme  Court,  that  to  allow  this  claim  of  Morse's  as 
valid  would  be  to  stop  the  progress  of  invention.  This  objection 
deserves  to  be  quoted  in  the  words  of  the  Chief  Justice.  "  For 
aught  that  we  now  know,  some  future  inventor,  in  the  onward  march 
of  science,  may  discover  a  mode  of  writing  or  printing  at  a  distance 
by  means  of  the  electric  or  galvanic  current,  without  using  any 
part  of  the  process  or  combination  set  forth  in  the  plaintiflF's  speci- 
fication. His  invention  may  be  less  complicated,  less  liable  to  get 
out  of  order,  less  expensive  in  construction  and  in  its  operation. 
But  yet,  if  it  is  covered  by  this  patent,  the  inventor  could  not  use 
it,  nor  the  public  have  the  benefit  of  it,  without  the  permission  of 
this  patentee.  Nor  is  this  all :  while  he  shuts  the  door  against  the 
inventions  of  other  persons,  the  patentee  would  be  able  to  avail 
himself  of  new  discoveries  in  the  properties  and  powers  of  electro- 
magnetism  which  scientific  men  might  bring  to  light.  For  he  says 
he  does  not  confine  himself  to  the  machinery  or  parts  of  machinery 
which  he  specifies,  but  claims  for  himself  a  monopoly  in  its  use, 
however  developed,  for  the  purpose  of  printing  at  a  distance.  New 
discoveries  in  physical  science  may  enable  him  to  combine  it  with 
new  agents  and  new  elements,  and  by  that  means  attain  the  object 
in  a  manner  superior  to  the  present  process,  and  altogether  differ- 
ent from  it.  And  if  he  can  secure  the  exclusive  use  by  his  present 
patent,  he  may  vary  it  with  every  new  discovery  and  development 
of  the  science,  and  need  place  no  description  of  the  new  manner, 
process,  or  machinery  upon  the  records  of  the  Patent  Ofiice.  And 
when  his  patent  expires,  the  public  must  apply  to  him  to  learn  what 
it  is.  In  fine,  he  claims  an  exclusive  right  to  use  a  manner  and 
process  which  he  has  not  described,  and,  indeed,  had  not  invented, 
and  therefore  could  not  describe  when  he  obtained  his  patent. 
The  court  is  of  opinion  that  the  claim  is  too  broad,  and  not  war- 
ranted by  law."  ^ 

§  158.  Upon  this  it  may  be  observed.  First,  that  if  the  claim 
was  rightfully  to  be  construed  as  grasping  at  every  improvement 
where  the  use  of  electro-magnetism  is  the  moving  force  and  the 
result  is  the  marking  of  intelligible  characters  or  signs,  it  would 
certainly  be  too  broad  and  general.  But  if  the  claim,  when  com- 
pared with  the  scope  of  what  the  patentee  established  as  his  inven- 
tion, should  be  construed  as  embracing  the  new  application  of  the 

^  15  Howard,  113. 
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power  which  he  had  developed  and  described,  and  that  application 
inrolTed  certain  conditions,  his  pretensions  did  not  go  beyond, 
although  they  embraced  all  that  might  be  within,  those  conditions. 
Secondly,  when  the  real  subject  and  scope  of  any  patented  inven- 
tion is  ascertained,  the  author  of  any  subsequent  improvement 
may  use  it,  if  it  is  outside  of  that  subject  and  scope  of  the  patented 
invention,  vrithout  the  consent  of  the  patentee,  otherwise  he  may 
not.  It  has  not  yet  appeared  that  this  rule  is  to  be  varied  when 
the  patented  invention  is  the  new  application  of  some  principle 
wliich  may  be  applied  by  various  mechanical  contrivances,  any 
more  than  when  the  patented  invention  is  restricted  to  narrower 
limits  by  being  a  particular  device.  No  patent  closes  the  progress 
of  invention.  It  merely  appropriates  for  a  time  what  the  patentee 
has  invented  to  the  extent  to  which  the  invention  can  be  made  the 
subject  of  a  patent.  Within  those  limits,  he  who  makes  an  im- 
provement is  still  subject  to  the  claims  of  the  prior  inventor,  al- 
though as  an  improvement  his  invention  may  be  itself  patentable. 
A  mechanism  may  be  an  improvement  upon  the  particular  mech- 
anism used  by  the  prior  patentee ;  but  if  that  prior  patentee  has 
rights  which  extend  to  the  application  of  a  principle  independently 
of  the  particular  means  by  which  the  application  is  effected,  the 
fact  that  the  means  are  improved  may  not  change  at  all  that  which 
is  the  real  subject  of  the  prior  patent.  Thirdly^  the  fact  that  the 
patentee  has  not  described  or  invented  all  the  means  by  which  the 
same  application  of  his  newly  discovered  principle  may  be  made, 
is.  as  we  have  seen  from  the  English  authorities,  no  answer  to  his 
claim  for  the  application  of  the  principle,  if  he  can  show  that  he 
has  effected  it  by  some  means.  When  he  has  shown  this,  he  has 
established  the  conditions  which  mark  the  patentable  extent  of  his 
invention ;  and  the  inquiry  must  then  be  whether  the  future  im- 
provements which  he  has  not  described  or  invented  are  within  or 
without  those  conditions. 

§  159.  Tliese  are  some  of  the  chief  considerations  which  will  re- 
quire attention  when  this  subject  again  comes  fully  under  judicial 
consideration.  At  present,  however,  it  remains  for  me  to  state 
what  I  understand  to  be  the  judicial  effect  of  the  decision  in 
O'Beilly  v.  Morse.  It  is  commonly  supposed  to  have  been  a  de- 
cision establishing  that  a  patent  cannot  extend  to  the  application 
of  a  newly  discovered  truth  in  physics,  or  the  operation  of  a  newly 
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discovered  element  or  property  of  matter  by  mechanical  or  other 
means  that  are  so  different  from  those  used  by  the  patentee  as  not 
to  be  equivalent  and  obvious  substitutions  or  fraudulent  evasions 
in  relation  to  the  particular  means  used  by  the  patentee.  But  in 
truth,  the  decision  turned  entirely  upon  a  view  taken  of  the  gen* 
eral  claim,  which  gave  it  an  extent  that  divested  it  of  all  con- 
ditions and  made  it  an  abstraction.  "  It  is  impossible,"  said  the 
learned  Chief  Justice,  ^^  to  misunderstand  the  extent  of  this  claim. 
He  claims  the  exclusive  right  to  every  improvement  where  the 
motive-power  is  the  electric  or  galvanic  current,  and  the  result  is 
the  marking  or  printing  intelligible  characters,  signs,  or  letters  at 
a  distance.  If  this  claim  can  be  maintained,  it  matters  not  by 
what  process  or  machinery  the  result  is  accomplished."  Having 
laid  down  this  construction  of  the  claim,  the  judgment  proceeds 
witli  many  illustrations  to  show  that  such  a  claim  is  void. 

§  160.  It  has  been  attempted  more  than  once,  in  this  discussion, 
to  show  that  wherever  a  claim  does  in  truth  sever  the  use  of  a 
motive-power  or  other  elemental  agency  from  all  conditions  of  its 
application  in  the  arts,  and  presents  it  only  as  a  causa  causans  of 
a  result^  it  is  void ;  because  some  practical  means  of  producing  the 
result  is  the  necessary  link  between  cause  and  effect.  It  follows, 
however,  from  this  established  doctrine,  that  when  the  conditions 
of  the  application  are  given,  and  means  of  making  it  are  furnished, 
the  claim  is  not  necessarily  void;  for  the  reason  ceasing  which  has 
made  it  void,  the  rule  which  rests  upon  that  reason  ceases  also. 
It  then  becomes  a  case  in  which  it  is  necessary  to  define  the  con- 
ditions which  form  the  limits  of  the  asserted  invention ;  and  when 
those  conditions  are  ascertained,  it  may  be  found  that  they  em- 
brace many  devices  or  forms  differing  from  those  used  by  the  pat- 
entee. Such  was  Neilson's  case,  which  appears  to  have  been  de- 
cided strictly  in  accordance  with  the  principles  of  the  patent  law. 

§  161.  I  do  not  understand  the  Supreme  Court  of  the  United 
States  to  have  denied  that  there  may  be  such  a  case.  On  the  con- 
trary, it  appears  to  have  been  admitted  that  Neilson  not  only  dis- 
covered a  new  principle  or  method  of  blasting  a  furnace,  but  that 
he  gave  the  conditions  which  admitted  of  its  application,  and  that 
within  these  conditions  there  were  many  forms  of  apparatus  ca- 
pable of  being  used.    But  it  was  held  that  Morse's  general  claim 
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did  not  correspond  to  the  scope  of  Neilson's  patent,  because  it  was 
considered  to  be  unlimited  in  respect  to  the  conditions  under  wliich 
the  application  of  the  newly  discovered  power  could  be  effected. 

§  162.  It  is  somewhat  unfortunate  that  it  became  necessary  to 
consider  the  ralidity  of  this  claim  upon  a  mere  question  of  costs. 
The  mechanical  apparatus  used  by  the  defendant  was  substantially 
like  that  described  by  Morse,  so  that  the  court  held  it  to  be  an  in- 
fringement of  that  part  of  Morse's  patent  which  covered  the  appa- 
ratus invented  by  him.  But  the  questions  being  made,  whether,  in 
consequence  of  the  asserted  invalidity  of  the  general  claim,  the 
whole  patent  was  not  void,  no  disclaimer  having  been  filed,  and,  if 
the  general  claim  only  was  void,  whether  the  plaintiff  could  have 
costs,  the  character  and  operation  of  that  claim  were  necessarily 
considered  without  applying  to  the  determination  any  particular 
form  of  apparatus  supposed  to  be  within  its  scope,  and  yet  differ- 
ing from  the  particular  apparatus  described  in  the  patent.  It  is 
apparent  that,  when  a  claim  of  this  general  character  is  adjudi- 
cated under  circumstances  like  these,  the  subject  of  the  extent  to 
which  a  principle  may  be  appropriated  is  presented  under  a  great 
disadvantage;  for  it  becomes  necessary,  perhaps,  to  go  into  the 
field  of  conjecture  respecting  those  possible  future  improvements 
which  have  not  yet  been  developed,  and  respecting  which  it  must 
be  uncertain  whether  they  would  be  within  or  without  the  condi- 
tions under  which  the  patentee  seeks  to  appropriate  the  application 
of  a  broad  and  comprehensive  principle.  Reasoning  upon  such 
conjectural  elements,  the  tendency  of  the  judicial  mind  would 
probably  be  to  generalize  the  claim  of  the  inventor  more  than  he 
himself  had  done,  and  to  disregard  the  conditions  by  which  he  had  in 
truth  limited  the  extent  of  his  supposed  right.  This  disadvantage 
did  not  attend  the  adjudication  of  Neilson's  case ;  for  that  adjudi- 
cation having  ascertained  that  his  application  of  the  principle  of 
using  the  hot  blast  was  limited  by  certain  conditions,  the  very  ap- 
paratus used  by  the  defendant  was  found  to  be  within  those  con- 
ditions, and  to  be  at  the  same  time  quite  different  from  his  own  iu 
shape  and  dimensions. 

§  163.  For  these  and  other  reasons  it  is  probable  that,  when  a 
case  shall  arise  in  which  a  claim  to  the  application  of  a  principle 
by  various  means  appears  to  be  attended  by  novelty  in  the  applica- 
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tion,  and  by  the  description  of  some  appropriate  means,  and  the 

supposed  infringement  involves  the  operation  of  such  a  claim,  by 

the  presentation  of  improved  or  different  devices,  or  mechanical  or 

other  means,  the  whole  subject  ought  to  be  re-examined.     Such 

cases  are,  of  course,  rare.     But  they  have  risen  heretofore,  and 

will  arise  again.     No  one  acquainted  with  the  difficulties  attending 

the  investigation  of  questions  of  infringement  can  doubt  that  they 

'  ipen  a  great  field  of  controversy.     It  is  only  necessary 

well-known  dictum  in  which  Mr.  Chief  Justice  Taney 

i  up  the  operation  of  the  patent  laws,  to  1)e  sensible 

Br  tersely  and  with  whatever  general  accuracy  he  has 

imself,  there  remains,  as  to  the  class  of  cases  treated  of 

ter,  the  very  serious  inquiry,  what  the  patented  inveu- 

ilation  to  which  a  substantial  difference  or  a  substan- 

of  means  is  to  be  predicated.     "  Whoever,"  said  the 

ief  Justice,  "  discovers  that  a  certain  useful  result  will 

1  in  any  art,  machine,  manufacture,  or  composition  of 

le  use  of  certain  means,  is  entitled  to  a  patent  for  it; 

specifies  the  means  he  uses  in  a  manner  so  full  and 

any  one  skilled  in  the  science  to  which  it  appertains 

ig  tlie  means  he  specifies,  without  any  addition  to  or 

from  them,  produce  precisely  the  result  he  describes. 

cannot  he  done  by  the  means  he  describes,  the  patent 

id  if  it  can  be  done,  tlien  the  patent  confers  on  him 

fe  right  to  use  the  means  he  specifies  to  produce  the 

'ect  he  describes,  and  nothing  more.     And  it  makes  no 

n  this  respect,  whether  the  effect  is  produced  by  chemi- 

)r  combination,  or  by  the  application  of  discoveries  or 

1  natural  philosophy  known  or  unknown  before  his  in- 

by  machinery  acting  altogether  upon  mechanical  prin- 

eitlier  case  he  must  describe  the  manner  and  process 

entioned,  and  the  end  it  accomplishes.    And  any  one 

ly  accomplish  the  same  end  without  infringing  the 

le  uses  means  substantially  different  from  those  de- 


;  is  plain  that  It  could  not  have  been  the  intention  of 
iistice  to  embrace  witliin  the  limits  of  such  a  paragraph 
of  the  whole  doctrines  of  the  patent  law  in  respect  to 
>  O'Beillf  V.  Morse,  15  How.  119. 
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patentability  and  iufringement.  What  was  thus  said  was  of  neces- 
sity general,  intended  to  illustrate  the  most  familiar  principles  of 
the  subject,  but  leaving  much,  as  every  such  dictum  must,  for 
qualification  and  discrimination.  Thus  we  are  led  at  once  to  the 
inquiry,  for  what  is  the  discoverer  of  a  useful  result  entitled  to  a 
patent  ?  Is  it  for  the  result  ?  Certainly  not ;  the  patentable  sub- 
ject is  the  result  or  eflFect  as  produced  by  applying  a  method  or 
rule  of  action,  whether  the  invention  is  of  an  art,  machine,  manu- 
facture, or  composition  of  matter.  Then,  again,  what  is  meant  by 
using  the  fneans  specified  by  the  patentee?  In  some  cases  the 
means  specified  will  be  a  single  device,  or  a  special  combination 
of  mechanical  or  chemical  agents,  because  the  method  or  rule  of 
action  resides  in,  or  can  be  efiected  by,  them  alone  or  their  equiva- 
lents. In  other  cases  the  method  or  rule  of  action  may  be  fol- 
lowed out  by  using  a  great  variety  of  agents.  Inasmuch,  there- 
fore, as,  in  the  first  class  of  cases,  the  question  of  substantial  dif- 
ference of  means  must  be  tested  by  first  ascertaining  what  is  the 
method  or  rule  of  action  embodied  by  the  invention,  and  thence 
determining  what  means  are  equivalents  of  each  other  in  relation 
thereto ;  so,  in  the  other  class,  when  the  method  or  rule  of  action 
is  ascertained,  the  question  of  substantial  diflFerence  or  identity  of 
means  relates  to  the  function  discharged  by  those  means  in  the 
performance  of  that  method  or  rule  of  action.  In  neither  class  of 
cases,  according  to  the  principles  of  the  patent  law,  does  substan- 
tial difference  of  means  depend  upon  diflFerences  of  form,  structure, 
composition,  or  other  external  variations,  so  long  as  the  method 
or  rule  of  action  embraced  by  the  patent  remains  unchanged. 

§  H5.  Thus,  to  illustrate  these  principles  by  two  of  the  cases 
already  cited,  we  may  refer  first  to  that  of  Seed  v,  Higgins.  As 
limited  by  the  disclaimer,  this  patent  was  confined  to  a  particular 
mechanism  for  using  the  action  of  centrifugal  force  in  a  cotton- 
roving  machine  for  the  purpose  of  producing  pressure  upon  the 
bobbin  as  it  was  wound ;  the  patentee  renouncing  all  claim  to  the 
application  of  centrifugal  force  by  other  means  than  the  one  de- 
scribed, he  not  being  the  first  in  the  order  of  invention  to  apply 
centrifugal  force  to  this  purpose.  Under  his  patent  so  limited, 
therefore,  the  method  or  rule  of  action  which  he  claimed  resided 
solely  in  the  mode  of  operation  of  the  device  or  devices  he  had  de-  • 
scribed ;  and  the  device  or  devices  of  the  defendant,  although  still 
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using  centriftigal  force,  being  found  to  be  clearly  without  the  lim- 
its of  this  mode  of  operation,  the  court  said  that  there  was  not 
eren  evidence  of  the  infringement  to  be  sabmitted  to  the  jury. 
But  if  we  suppose  that  this  patent  could  have  been  rightfully  so 
drawn  as  to  present  a  broader  claim,  namely,  for  the  first  employ- 
ment of  centrifugal  force,  by  certain  means  described,  and  bysucli 
other  means  as  would  still  effect  that  employment  of  centrifugal 
force,  then  the  method  or  rule  of  action  would  have  had  wider 
limits,  because  it  would  have  resided  in  the  use  of  centrifugal  force 
by  various  means,  each  of  which  would  effect  what  was  proposed. 
So,  too,  in  Neilson's  case,  the  method  or  rule  of  action  did  not  con- 
sist in  using  air  heated  in  an  apparatus  of  any  particular  shape  or 
dimensions,  but  in  one  of  any  shape  or  dimensions  that  would  ad- 
mit of  beating  the  air ;  and  Neilson  stood  in  such  a  position  in  the 
order  of  invention  that  he  was  entitled  to  make  this  claim :  and  it 
comprehended  the  defendant's  coil  of  pipes,  although  such  a  heat- 
ing apparatus  was  not  described  in  Neilson's  specification,  or  used 
by  him,  but  it  fell  within  the  conditions  he  bad  given  in  respect  to 
the  use  of  heated  air. 

§  166.  But  this  subject  should  not  be  left  in  its  present  state 

without  again  laying  down  a  certun  caution  to  be  observed  by 

those  who  undertake  the  duty  of  preparing  specifications.     We 

have  seen  that  it  is  possible  to  destroy  a  claim  to  a  very  important 

and  easily  understood  invention,  by  separating  the  principle  from 

its  application  by  the  necessary  means ;  and  the  more  striking 

and  comprehensive  the  discovery  of  the  principle,  the  greater  will 

be  the  tendency,  perhaps,  to  fall  into  this  error.    Although  there 

are  grounds  for  contending  that  Morse's  specification  furnished 

the  materials  for  saving  bis  eighth  claim  from  this  fatal  defect, 

it  t^not  be  denied  that  it  was  so  drawn  as  to  expose  it  to  the 

force  of  this  objection.     What,  then,  is  the  proper  mode,  or  one  of 

the  proper  modes,  of  avoiding  this  peril  ?    The  danger  of  claiming 

an  abstract  principle  will  be  avoided  by  the  use  of  appropriate 

nifying  that  the  application  of  the  principle  is  claimed  as 

y  the  means  used  and  described  by  the  patentee,  and  by 

means  which,  when  applied  within  the  just  scope  of  his 

I,  will  perform,  for  the  purpose  of  the  application,  tlie 

.     No  particular  form  of  words  can  be  suggested  capable 

.  use  as  a  formula.    Indeed,  formularies  are  of  very  little 
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use  in  this  branch  of  the  law ;  for,  to  use  an  expression  of  Lord 
Kenyon's,  "  there  is  no  magic  in  words,'*  as  mere  words.  Words 
which  mean  things,  and  which  relate  to  things,  are  the  important 
matters  of  judicial  cognizance  in  determining  the  meaning  and 
operation  of  these  instruments. 
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CHAPTER    V. 

UTB8  TO   THE  TITLE   IN  OK  CKDEB  LETTEBS-PATENT. 

:  grant  of  letters-pateat  for  an  inventioQ  creates  a 
a  pociiliar  nature,  consisting  of  the  exclusive  right 

,  or  use  the  subject  of  the  grant  for  a  specified  period. 

of  the  incidents  of  other  legal  estates,  and  among 

equitable  interests  which  may  spring  out  of  it  eitlier 
bj  operation  of  law.  These  various  interests,  legal 
will  HOW  be  considered. 

person  to  whom  the  grant  is  made,  b;  name  called 
s,  of  course,  the  holder  of  tlie  legal  title,  which,  like 
ates,  descends  to  representatives.  But  tlie  patentee 
rily  the  iuventor  ;  for,  whether  an  invention  is  or  is 
:  at  common  law  before  any  patent  for  it  has  been 
IS  been  deemed  expedient  to  make  it  so  assignable 
Lccordingly  provision  has  been  made  for  the  issuing 
an  assignee  of  the  inventor,  provided  the  application 
he  specification  duly  sworn  to  by  the  inventor  him- 
ssignment  is  duly  recorded.^  Wlien  so  granted,  the 
rest  is  vested  as  a  legal  estate  in  the  assignee,  who 
tlie  patentee  of  tlie  invention,  and  the  inventor  him- 
1  of  the  legal  title. 

altliough  the  assignee  of  an  iuventor,  wlio  has  be- 
iforo  the  patent  has  issued,  does  not  become  the 
legal  title  to  the  patent  until  it  has  issued,  he  be- 
ider  of  a  right  to  obtain  tlie  patent  and  to  pursue 
ies,  both  gainst  his  assignor  and  against  third  per- 
where  an  inventor  had  made  an  application  for  a 
own  name,  which  had  been  rejected,  and  a  patent 
ited  to  a  competing  inventor,  and  after  his  rejection 
ed  his  invention  to  the  plaintifT,  as  set  forth  in  his 

1  3, 1S37,  §  6 ;  Act  of  March  3, 1S39,  g  7 ;  Herbert  v.  Adunt, 
ion  V.  Idojw,  i  Waali.  71,  72. 
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Fpecification  on  file  in  the  Patent  Office,  and  the  plaintiff  was  au- 
thorized bj  the  assignment  to  obtain  the  patent  for  himself,  it  was 
held  that  the  plaintiff  was  entitled,  even  before  recording  his  as- 
Figument,  to  pursue  the  remedy  provided  by  statute  for  annulling 
the  competing  patent,  given  by  the  acts  of  July  4, 1836,  §  16,  and 
March  3, 1839,  §  10.^ 

§  170.  The  statutes,  however,  which  authorize  the  assignment 
of  an  invention  before  the  patent  has  been  obtained,  appear  to  em- 
brace only  the  cases  of  perfected  or  completed  inventions.  There 
can,  properly  speaking,  be  no  assignment  of  an  inchoate  or  incom- 
plete invention,  although  a  contract  to  convey  a  future  invention 
may  be  valid,  and  may  be  enforced  by  a  bill  for  a  specific  per- 
formance.^ But  the  legal  title  to  an  invention  can  pass  to  another 
only  by  a  conveyance  which  operates  upon  the  thing  invented  after  * 
it  has  become  capable  of  being  made  the  subject  of  an  application 
for  a  patent.  This  is  apparent  from  the  provisions  of  the  statute 
which  require  the  specification  and  the  application  to  be  made  in 
the  name  of  the  inventor.  A  contract  to  convey  a  future  inven- 
tion, or  an  improvement  to  be  made  upon  a  past  invention,  cannot 
alone  authorize  a  patent  to  be  taken  by  the  party  in  whose  favor 
sQch  contract  was  intended  to  operate. 

§  171.  With  respect  to  the  legal  formalities  to  be  observed  in 
conveying  inventions  before  an  application  for  a  patent,  it  is  ap- 
parent that,  as  the  statute  authorizing  this  to  be  done  prescribes 
no  particular  form  of  instrument,  any  instrument  in  writing  which 
evinces  an  intention  to  vest  the  whole  interest  in  the  assignee,  and 
t^)  authorize  him  to  take  the  patent  in  his  own  name,  is  a  sufficient 
conveyance.  Two  requisites  are  however  fixed  by  the  act  of  March 
3, 1837,  §  6.  These  are,  that  the  assignment  shall  be  *'  first  en- 
tered of  record,"  and  that  the  "  application  "  shall  be  "  duly  made 
and  the  specification  duly  sworn  to  by  the  inventor."  The  first 
of  these  requisites,  the  registration,  is  of  course  to  be  regarded  as 
speaking  of  the  Patent  Office  as  the  place  of  registration,  that  being 
the  place  contemplated  by  all  the  statutes  in  pari  materia.  The  time 
relates  to  any  time  before  the  patent  issues,  although,  for  obvious 
reasons,  the  recording  should  be  before  or  at  the  time  of  the  appli- 

*  Gay  V.  Cornell,  1  BlatcL  506. 

'  Nesmith  v.  Calvert,  1  Wood.  &  M.  84. 
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cation.  But,  as  we  have  seen,  such  an  assignment,  before  a  patent 
has  been  issued,  may,  it  has  been  held,  be  made  after  the  inventor 
has  applied  for  a  patent  and  been  refused ;  that  is  to  say,  it  may 
be  made  while  proceedings  to  obtain  the  patent  are  pending  in  the 
name  of  the  inventor ;  and  if  recorded  at  any  time  before  the  pat- 
ent issues,  the  patent  will  rightfully  issue  to  the  assignee.^ 

§  172.  Very  nice  questions  may  arise  upon  particular  instru- 
ments, executed  by  inventors  before  an  application  for  a  patent,  as 
to  whether  they  do  or  do  not  amount  to  assignments  of  the  legal 
title  to  the  invention,  or  whether  they  are  mere  contracts  or  cove- 
nants to  convey  after  the  patent  has  been  issued  to  the  inventor. 
Thus,  where  an  inventor,  who  had  perfected  a  machine  and  was 
contemplating  to  make  improvements  thereon,  and  to  take  out 
letters-patent  for  the  machine  and  the  improvements,  covenanted 
that  he  would  assign  the  patents  when  obtained  to  the  covenan- 
tees, and  afterwards,  in  1841,. he  obtained  a  patent  for  the  machine, 
and  in  1843  obtained  a  further  patent  for  the  improvements,  a 
bill  in  equity  was  sustained  to  compel  him  to  make  the  convey- 
ances.^ In  this  case  the  instrument  was  manifestly  a  mere  cove- 
nant for  future  conveyances,  the  parties  not  contemplating  that 
the  patents  were  not  to  issue  to  the  inventor ;  and,  altliough  the 
defence  was  set  up  that  the  patent  for  the  improvements  obtained 
in  1843  was  for  a  subject-matter  not  contemplated  by  the  covenant, 
the  instrument  and  the  surrounding  facts  were  not  held  to  war- 
rant that  construction.  But  where  any  doubt  arises  on  the  true 
meaning  and  operation  of  such  instruments,  such  doubts  may  be 
solved,  in  respect  to  the  question  whether  they  are  to  operate  as 
assignments  before  the  patent,  or  only  as  covenants  to  assign  after 
the  patent,  by  attending  to  the  following  considerations.^  That  an 
inchoate  right  to  obtain  a  patent  on  a  perfected  invention  may  be 

*  Gay  V.  Cornell,  ut  supr, 

'  Nesmith  v.  Calvert,  1  Wood.  &  M.  84. 

'  I  have  endeavored  to  invent  a  phrase  which,  without  circumlocution,  shall 
sufficiently  describe  these  assignments  before  a  patent  But  although  in  another 
branch  of  the  law  it  is  easy  to  speak  of  ante  and  post  nuptial  contracts,  —  and 
other  similar  phrases  will  occur  to  the  reader,  —  yet  our  language  is  not  flexible 
enough,  even  with  the  aid  of  a  Latin  preposition,  to  describe  these  an/€-patcnt 
assignments.  I  forbear,  therefore,  from  attempting  to  introduce  such  an  expres- 
sion into  my  text,  and  leave  my  readers  to  use  it,  or  to  avoid  it,  as  they  best  can, 
informing  them  at  the  same  time  that  I  do  not  make  myself  responsible  for  the 
correlative  term  of  a  p(»^patent  assignment    Both  are  awkward  enough. 


§171-173.]  WHAT  RELATES  TO  THE  TITLE.  157 

tbe  subject  of  bargaiu  and  sale ;  but  as  the  method  of  making 
sach  a  sale  available'  to  vest  the  legal  title  in  the  invention  as  the 
subject  of  a  patent  in  the  purchaser  has  been  regulated  by  statute, 
it  is  necessary  to  look  into  the  instrument  to  see  whether  it  con- 
templates that  the  patent  shall  issue  to  the  supposed  assignee  or  to 
the  inventor.  However  absolute  may  be  the  words  of  bargain  and 
sale  of  the  invention,  if  the  instrument  contemplates  that  the  pat- 
ent shall  issue  to  the  inventor,  it  would  seem  that  it  must  operate, 
as  respects  the  legal  title  to  the  patent  when  obtained,  as  a  contract 
to  convey,  and  the  party  holding  such  an  instrument  will  hold  an 
equitable  and  not  a  legal  title,  until  he  has  converted  the  former 
into  the  latter.^  If  the  instrument  is  executed  and  recorded  be- 
fore the  patent  issues,  but  it  appears  to  have  been  intended  that 
the  patent  shall  issue  to  the  inventor,  and  it  does  so  issue,  then  I 
conceive  that  the  holder  of  the  instrument  is  the  holder  of  an  equi- 
table and  not  a  legal  title.  But  if  the  instrument  intends  that  the 
patent  shall  issue  to  the  holder  of  the  instrument,  and  it  does  so 
issue,  the  instrument  is  an  assignment  of  the  legal  title  under  the 
act  of  1837,  as  it  is,  if  executed  and  recorded  after  the  patent  has 
issued  to  the  inventor,  under  the  act  of  1836. 

§  173.  There  is,  however,  one  class  of  instruments  which,  even 
if  executed  before  the  patent  issues,  will  pass  the  legal  title  to  the 
monopoly,  although  the  patent  itself  happens  to  issue  to  the  in- 
ventor ;  and  these  instruments,  according  to  a  decision  of  the  Su- 

'  Clum  V,  Brewer,  2  Curtis  Circ.  C.  R.  506.  This  was  a  case  which  arose 
opon  an  instrument  executed  by  an  inventor  before  a  patent  had  been  obtained, 
whereby  he  conveyed  an  undivided  fourth  part  of  his  "  invention,*'  as  described 
in  his  cavecU  then  filed.  But  the  instrument  clearly  contemplated  the  issuing  of 
the  patent  to  the  inventor,  and  it  was  so  issued.  There  was  a  covenant  in  the 
instrument  for  future  conveyances.  Now,  although  it  was  intimated  in  this  case 
that  the  covenantee  might  possibly  be  regarded,  after  the  patent  had  issued,  as 
having  a  legal  title  to  one  undivided  fourth  part  of  the  patent,  yet  as  the  case 
only  called  for  the  decision  of  the  point  that  he  had  an  equitable  title,  which 
clearly  appeared,  I  think  it  proper  to  leave  the  position  stated  in  the  text  as  it 
stands.  For,  inasmuch  as  the  statute  regulating  conveyances  before  a  patent 
has  issued  contemplates  an  application  by  the  patentee,  and  justifies  an  issue  of 
the  patent  to  another  person  only  when  such  person  records  an  instrument  au- 
thorizing this  to  be  done,  I  do  not  understand  how  a  previous  instrument  can 
operate  as  a  legal  assignment  of  a  patent  which  issues  to  the  inventor,  unless  it 
appeals  to  )iave  been  intended,  by  the  terms  of  the  conveyance,  that  the  monop- 
oly when  obtained  shall  vest  in  the  assignee.    (See  the  note,  tn/ra.) 
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preme  Court  of  the  United  States,  operate  as  assignments  of  tlia 
patent  under  tlio  act  of  1836,    This  will  be  tlie  case  where  the 
inveutLon  is  perfected  and  a  specification  prepared,  and  tlie  assign- 
ment, being  made  and  recorded  in  tlie  Patent  Office  before  the  pat- 
ent issues,  requests  that  the  patent  may  issue  to  the  assignee,  and 
otherwise  evinces  the  intention  of  the  assignor  to  make  the  assignee 
^he  legal  estate  or  monopoly,  when  it  has  become  per- 
lute,  even  if  the  patent  shonld  issue  in  the  name  of 
The  effect  of  this  decision  is,  that  when  parties 
act  under  the  sixth  section  of  the  act  of  1837,  which 
ode  of  procuring  a  patent  in  the  name  and  for  the 
assignee,  and  the  requisite  steps  have  been  taken  for 
but  the  patent,  contrary  to  the  intent  of  the  convcy- 
led  to  the  inventor,  the  conveyance,  being  recorded 
ent  issues,  will  operate  as  an  assignment  of  the  pat- 
nder  the  act  of  1836,  and  a  subsequent  conveyance 
ry  to  enable  the  assignee  to  sne  in  his  own  name, 
was  made  apparently  with  a  view  to  quiet  titles, 
in  taken  and  acted  upon  under  the  supposition  tliat 
law.     It  gives  a  somewhat  broader  operation  to  tlio 
I  11,  than  its  terms  appear  to  embrace ;  for  whereas 
i  seem  to  have  contemplated  only  assignments  after 
ssued,  the  act  of  1837  was  passed  to  enable  assign- 
lade  before  the  patent  issues.    But  the  construction 
md  if  the  conditions  stated  by  the  court  are  observed, 
result  from  it,' 

ilder,  10  Howani,  477.  The  tblloiriiig  is  the  reasoning  of  the 
id  in  the  opioion  pronounced  hy  Taney,  C.  J. :  — 
ietiaa  arises  upon  the  assignment  of  Fitzgerald  to  Enoa  '\^'ilder. 
ffaa  made  and  recorded  in  the  Patent  Office  before  the  putcnt 
rards  issued  to  Fitzgerald.  And  the  plaintiffs  in  error  insist  that 
lid  not  convey  to  Wilder  the  legal  right  to  the  monopoly  subse- 
i  by  the  patent,  and  that  the  plaintiff  who  claims  under  him 
maintain  thia  action. 

'  of  a  new  and  useful  improvement  certainly  has  no  exclusive 
e  obtains  a  patent.  This  right  is  created  by  the  patent,  and  no 
aiued  by  the  inventor  against  any  one  for  using  before  the  patent 
le  discoverer  of  a  new  and  useful  invention  is  vested  by  Isw  with 
to  its  exclusive  nse,  which  he  may  perfect  and  make  abiolule  by 
',  manner  which  the  law  requires.  Tizgerald  possessed  this  in- 
e  time  of  the  assignment  The  discovery  had  beci^  made,  and 
prepared  to  obtain  a  patent.    And  it  appeals  by  the  language  of 
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§  174.  Assignment  by  act  or  operation  of  law  is  where  the  title 
passes  without  any  conveyance  by  the  patentee  or  other  person 
holding  the  legal  title ;  as  where  a  bankruptcy  divests  a  person  of 
all  his  property  of  every  kind,  a  patent  interest  passes  with  the 
rest  of  his  estate.  This  is  certainly  true  of  a  patent  already  issued 
before  the  assignment  in  bankruptcy ;  and  in  England  it  has  been 
held  that  a  patent  issued  after  an  act  of  bankruptcy  and  an  assign- 
ment by  the  commissioners,  but  before  the  bankrupt  had  obtained 
his  certificate,  passes  to  the  assignees.^  It  is  necessary,  however, 
that  the  invention  should  have  been  perfected,  and,  at  least,  that 
the  bankrupt  inventor  should  have  applied  for  a  patent.  It  was 
said  in  this  case  (Hesse  v,  Stevenson),  that  the  schemes  wliich  a 
man  has  in  his  head,  or  the  fruits  which  he  may  make  of  them, 
do  not  pass ;  but  if  he  has  carried  his  schemes  into  effect,  and 

the  assignment  that  it  was  intended  to  operate  upon  the  perfect  legal  title  which 
Fiti^erald  then  had  a  lawful  right  to  obtain,  as  well  as  upon  the  imperfect  and 
inchoate  interest  which  he  actually  possessed.  The  assignment  requests  that  the 
patent  may  issue  to  the  assignee.  And  there  would  seem  to  be  no  sound  reason 
for  defeating  the  intention  of  the  parties  by  restraining  the  assignment  to  the  lat- 
ter interest,  and  compelling  them  to  execute  another  transfer,  unless  the  act  of 
Congress  makes  it  necessary.  The  court  think  it  does  not.  The  act  of  1836 
declares  that  every  patent  shall  be  assignable  in  law,  and  that  the  asagnment 
most  be  in  writing,  and  recorded  within  the  time  specified.  But  the  thing  to  be 
asngned  is  not  the  mere  parchment  on  which  the  grant  is  written  :  it  is  the  mo- 
nopoly which  the  grant  confers,  the  right  of  property  which  it  creates.  And 
when  the  party  has  acquired  an  inchoate  right  to  it,  and  the  power  to  make  that 
right  perfect  and  absolute  at  his  pleasure,  the  assignment  of  his  whole  interest, 
whether  executed  before  or  afler  the  patent  issued,  is  equally  within  the  provisions 
of  the  act  of  Congress. 

"  And  we  are  the  less  disposed  to  give  it  a  different  construction,  because  no 
purpose  of  justice  would  be  answered  by  it,  and  the  one  we  now  give  was  the 
received  construction  of  the  act  of  1793  in  several  of  the  circuits,  and  there  is 
no  material  difference  in  this  respect  between  the  two  acts.  As  long  ago  as  1825, 
it  was  held  by  Mr.  Justice  Story,  that,  in  a  case  of  this  kind,  an  action  could  not 
be  maintained  in  the  name  of  the  patentee,  but  must  be  brought  by  the  assignee. 
4  Mason,  15.  We  understand  the  same  rule  has  prevailed  in  other  circuits ;  and 
if  it  were  now  changed,  it  would  produce  much  injustice  to  assignees  who  have 
relied  on  such  assignments,  and  defeat  pending  suits  brought  upon  the  faith  of 
long-established  judicial  practice  and  judicial  decision.  Fitzgerald  sets  up  no 
claim  against  the  assignment,  and  to  require  another  to  complete  the  transfer 
wonld  be  mere  form.  We  do  not  think  the  act  of  Congress  requires  it ;  but  that, 
when  the  patent  issued  to  him,  the  legal  right  to  the  monopoly  and  property  it 
created  was,  by  operation  of  the  assignment  then  on  record,  vested  in  Enos 
WUder." 

*  Hesse  v.  Stevenson,  3  Bos.  &  Pul  565. 
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tlierebjr  acquired  a  beneficial  interest,  that  interest  is  of  a  natare 
to  be  afiected  by  an  assignment  in  bankruptcy.  The  party  has 
then  done  all  that  the  law  requires  for  the  creation  of  the  interest, 
and  the  issue  of  the  patent  furnisbes  bim  with  the  evidence  of  liis 
exclusive  right. 

§  175.  I  am  not  aware  that  the  effect  of  an  assignment  in  bank- 
— ' —  — n  a  patentable  invention,  on  which  no  a]^licalaon  has 

for  a  patent,  has  been  adjudicated  in  this  coontrf. 

which  provides  for  assignments  before  a  patent  issues 
»  only  voluntary  assignments ;  or,  at  least,  it  ia  capa- 
;  executed  only  when  the  inventor  applies  for  the  pat- 
ikes  oath  to  the  specification.  According  to  the  pro- 
Qost  bankrupt  or  insolvent  laws,  the  bankrupt  may  be 
to  do  various  acts  necessary  to  preserve,  collect,  or 
stual  his  various  claims  to  property  of  all  kinds.  But 
Q,  although  perfected  and  reduced  to  practice,  on  which 
on  has  been  made  for  a  patent,  is  such  a  peculiar  kind 

that  it  may  well  be  doubted  whether  the  bankrupt  in- 
d  be  compelled  to  take  the  steps  which  our  law  makes 

>  the  vesting  of  the  patent  in  another  person.  If  indeed 
m  has  taken  a  concrete  form,  as  if  a  newly  invented 
built  before  the  assignment  in  bankruptcy,  the  machine 
e  materials  of  which  it  was  composed,  would  perhaps 
assignees.    But  if  tins  is  so,  it  would  not  determine  the 

the  right  to  use  the  machine,  as  against  the  inventor 
have  taken  a  patent  for  it  thereafter.  The  mere  prop- 
.tented  machine,  as  distinguished  from  the  right  to  use 
I  recognized  as  an  interest  on  which  a  sheriff  can  levy 
n,  and  sell,  by  virtue  of  such  a  levy,  without  subjecting 
in  action  of  infringement  for  selling,^  In  the  case  iu 
distinction  was  drawn,  it  was  not  held  that  the  right  to 
jhine  had  passed  by  the  levy  and  sale.  In  the  case  of  a 
issing  by  assignment  in  bankruptcy  before  the  patent 
pplied  for,  and  a  subsequent  grant  of  the  patent  to  the 
iventor,  the  same  dietinction  would  seem  to  be  eppli- 
th  respect  to  the  interest  in  the  patent  itself,  when  so 
le  question  whether  the  patentee  could  be  compelled  to 

>  his  assignee  in  bankruptcy,  must  depend  in  no  incon- 

>  Sawin  d.  Gnild,  1  Gallls,  48G. 
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6iderable  degree  upon  the  provisions  of  the  bankrupt  law  and  the 
methods  provided  for  making  it  effectual.  If  the  bankrupt  law, 
proprio  vigore,  vests  a  granted  patent  in  the  assignee  in  bank- 
ruptcy,  no  special  conveyance  by  the  bankrupt  patentee  can  be 
necessary. 

§  176.   As  to  the  interest  which  the  creditors  in  bankruptcy  take 
under  an  assignment  by  operation  of  the  law  of  bankruptcy,  it  has 
been  suggested  by  an  English  writer,  that  they  do  not  acquire  any 
right  to  use  or  exercise  the  patent  privilege,  but  are  only  entitled 
to  tlie  proceeds  to  arise  from  a  sale  of  the  patent.^    Whether  this 
suggestion  was  founded  on  anything  peculiar  to  the  English  bank- 
rupt laws,  which  might  render  it  improper  or  impracticable  for 
assignees  in  bankruptcy  to  engage  in  the  working  of  a  patent, 
there  can  be  no  reason,  in  principle,  if  the  title  to  a  patent  is  cast 
upon  any  person  by  operation  of  law  for  the  benefit  of  third  per- 
sons, why  the  holder  should  not  exercise  the  patent  privilege. 
Prudential  reasons  may  make  it  proper  for  the  assignee  in  bank- 
ruptcy to  sell  the  patent;  but  if  it  is  for  the  interest  of  the  creditors 
that  be  should  exercise  the  rights  granted  by  the  patent,  there 
seems  to  be  nothing  in  his  situation  or  the  nature  of  his  title  to 
prevent  it,  unless  the  law  under  which  he  acts  requires  the  imme- 
diate sale  and  conversion  into  money  of  all  the  bankrupt's  effects. 

§  177.  One  other  instance  only  of  assignment  by  act  or  opera- 
tion of  law,  before  a*  patent  has  been  applied  for,  needs  to  be 
mentioned  in  this  connection.    This  relates  to  the  vesting  of  the 
right  to  take  a  patent  in  the  legal  representatives  of  a  deceased 
inventor.    A  special  provision  of  the  statute  regulates  this  right. 
It  is  the  tenth  section  of  the  act  of  1836.    It  contemplates  a  per- 
fected invention  or  discovery,  for  which  the  inventor,  if  living, 
could  have  taken  a  patent  under  the  other  provisions  of  the  act. 
The  right  to  apply  for  and  obtain  the  patent  is  made  to  devolve 
on  the  executor  or  administrator  of  the  deceased  inventor  in 
trust  for  his  heirs  or  devisees,  and  the  oath  or  affirmation  of  inven- 
tion is  to  be  varied  accordingly.    The  right  to  take  and  hold  the 
patent  is  vested  in  the  executor  or  administrator,  ^^  in  as  full  and 
ample  manner,  and  under  the  same  conditions,  limitations,  and 
restrictions,  as  the  same  was  held,  or  might  have  been  claimed 

^  Hin:lmarch  on  Patents,  p.  67. 
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or  enjoyed,  by  such  person  [the  inventor]  in  his  or  her  life- 
time." 

§  178.  We  now  come  to  the  consideration  of  assignments,  after 
a  patent  has  been  obtained,  and  their  various  incidents  and  effects. 
Although  the  kind  of  legal  estate  created  by  a  patent  would  per- 
haps be  assignable  at  common  law,  yet,  as  its  transfer  has  been 
regulated  by  statute,  it  is  necessary  to  examine  the  several  in- 
terests therein,  as  if  the  statute  alone  were  the  source  of  the 
authority  for  such  transfers  of  the  legal  title.  In  truth,  as  the 
statute  has  regulated  the  whole  subject  of  transferring  or  subdi- 
viding the  exclusive  right  vested  by  the  patent  in  the  patentee,  we 
can  only  look  to  the  statute  for  the  conditions  and  modes  in  which 
the  legal  estate  may  be  transferred.  The  provision  is  as  follows : 
^'  That  every  patent  shall  be  assignable  in  law,  either  as  to  the 
whole  interest  or  any  undivided  part  thereof,  by  any  instrument  in 
writing ;  which  assignment,  and  also  every  grant  and  conveyance 
of  the  exclusive  right,  under  any  patent,  to  make  and  use,  and  to 
grant  to  others  to  make  and  use,  the  thing  patented,  within  and 
throughout  any  specified  part  or  portion  of  the  United  States,  shall 
be  recorded  in  the  Patent  Office  within  three  months  from  the 
execution  thereof,  for  which  the  assignee  or  grantee  shall  pay  to 
the  commissioner  the  sum  of  three  dollars."  ^ 

§  179.  It  is  obvious  that  this  statute  undertakes  to  deal  with  the 
legal  estate  vested  (or  to  be  vested)  in  i\\%  patentee  by  the  grant 
of  the  patent,  and  with  that  alone.  It  makes  the  interest  so  vested 
"  assignable  in  law  "  ;  or,  in  other  words,  it  recognizes  the  exclu- 
sive *right  vested  in  the  patentee,  as  a  legal  estate,  capable  of  being 
conveyed  to  another  by  a  written  instrument,  which  shall  vest 
in  that  other  a  complete  title,  either  to  the  whole  of  that  exclusive 
right,  or  to  some  part  of  it  in  some  specified  portion  of  the  United 
States.  Mere  licenses,  therefore,  or  contracts  conferring  the  lim- 
ited and  not  the  exclusive  right  to  exercise  some  of  the  privileges 
secured  by  the  patent,  are  not  the  subjects  of  regulation  in  this 
statute.  It  relates  solely  ix)  grants  or  conveyances  of  the  exclusive 
right,  or  legal  estate,  vested  in  the  patentee,  which  leave  no  inter- 
est in  the  patentee  for  the  particular  territory  and  the  particular 
right  to  which  they  relate. 

^  Act  of  July  4, 1836,  §  11. 
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§  180.  As  to  the  formalities  for  such  a  grant  or  conveyance,  it 
is  to  be  observed,  in  the  first  place,  that  such  an  assignment  may 
be  by  "  any  instrument  in  writing."  It  need  not  therefore  be  an 
instrument  under  seal.  But  in  order  to  operate  as  an  assignment, 
it  must,  to  the  full  extent  of  the  territory  to  which  it  relates,  con- 
vey absolutely  to  the  grantee  the  exclusive  interest  vested  in  the 
patentee  with  which  it  undertakes  to  deal.  And  here  it  will  be 
noticed  that  the  statute  makes  that  interest  divisible  in  two  aspects : 
first,  because  it  makes  the  patent  assignable  either  as  to  ^^  the  whole 
interest,"  which  it  secures,  or  as  to  "  any  undivided  part "  of  that 
interest ;  ^  and,  secondly,  because  it  enables  the  patentee  to  grant 
the  exclusive  right  under  his  patent  '^  within  and  throughout  any 
sepcified  part  or  portion  of  the  United  States."  These  various  sub- 
divisions, and  the  rights  and  interests  which  spring  from  them,  will 
be  considered  hereafter. 

§  181.  The  provisions  of  the  statute  in  respect  to  recording  the 
conveyances  by  which  an  interest  in  a  patent  is  transferred,  bring 
into  view  some  of  the  distinctions  between  an  assignment  and  a  li- 
cense. The  conveyances  required  to  be  recorded  are  of  three  classes : 
first  J  an  assignment  of  the  whole  patent ;  second^  an  assignment  of 
an  undivided  part  of  the  patent ;  and  thirdj  a  grant  or  conveyance 
of  the  exclusive  right  to  make  and  use,  and  the  exclusive  right  to 
grant  to  others  to  make  and  use,  the  thing  patented,  within  and 
throughout  any  specified  part  of  the  United  States.  This  description 
of  the  kind  of  conveyances  required  to  be  recorded  shows  very  clear- 
ly that  the  instrument  must  be  one  which  divests  the  patentee  of 
all  interest  in  that  part  of  the  patent,  or  in  that  particular  territory, 
which  the  instrument  affects.  If  it  vests  in  the  grantee  an  exclu- 
sive interest,  so  that  thereafter  the  pSitentee  can  exercise  no  control 
over  that  interest,  it  is  such  an  instrument  as  is  required  by  the 
statute  to  be  recorded.  If  it  be  not  a  grant  of  an  exclusive  in- 
terest, but  at  most  the  grant  of  a  right  or  privilege  to  make  or 
vend  or  use  the  subject  of  the  patent  concurrently  with  the  pa- 
tentee, or  with  other  grantees  under  him,  it  is  in  the  nature  of  a 
license,  smd  is  not  required  to  be  recorded  by  the  statute  above 
cited.^   Further  illustrations  of  the  distmctive  character  of  licenses, 

^  It  farther  separates  the  right  "  to  make  and  use  "  from  the  right  **  to  grant  to 
others  to  make  and  use  the  thing  patented." 
'  Brooks  V.  Byam,  2  Story,  526 ;  Pitts  v.  Whitman,  Ibid.  609. 
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as  distinguished  from  assignments,  will  be  presented  hereafter. 
But,  having  laid  down  the  rule  which  determines  the  character  of 
an  instrument  which  is  within  this  provision  of  the  statute,  the 
next  inquiry  is  as  to  the  force  and  effect  of  the  clause  which  de- 
clares that  it  ^'  shall  be  recorded  in  the  Patent  Office  within  three 
months  from  the  execution  thereof."  Is  such  recording  requisite 
to  vest  the  title  in  the  assignee,  as  against  the  grantor  himself,  or 
as  against  third  persons,  or  is  the  provision  merely  directory,  and 
intended  to  protect  subsequent  bond  fide  purchasers  without  no- 
tice ?  And  if  not  recorded  within  three  months,  what  are  the 
rights  of  the  assignee  in  respect  to  suits  for  infringement  ? 

§  182.  These  questions,  which  were  originally  not  without  diflS- 
culty,  have  been  settled  by  decisions  in  which  there  has  been  a  gener- 
al acquiescence.  In  1843,  Mr.  Justice  Story  held  that "  the  record- 
ing within  three  months  is  merely  directory,  and  that,  excepting 
as  to  intermediate  bond  fide  purchasers,  without  notice,  any  subse- 
quent recording  of  an  assignment  will  be  sufficient  to  pass  the  title 
to  the  assignee."  ^  What  he  intended  to  say,  it  is  presumed,  was, 
that  an  assignment,  if  not  recorded  within  three  months  from  the 
date  of  its  execution,  vests  in  the  assignee  a  good  title  as  against  his 
grantor,  and  a  title  as  against  third  persons,  which  he  can  make  ef- 
fectual by  recording  at  any  time.  This  meaning  he  made  more  dis- 
tinct in  a  subsequent  case,  adjudicated  in  the  same  year,  in  which  be 
made  a  more  elaborate  examination  of  the  subjept,  and  gave  to  the 
statute  the  construction  whicli  has  since  been  generally  acted  upon.^ 

'  Brooks  V.  Byam,  2  Story,  542. 

'  Pitts  V.  Whitman,  2  Storj,  609, 614.  The  following  is  the  reasoning  on  which 
this  construetion  was  based :  — 

*'  The  first  objection,  taken  upon  the  motion  for  a  new  trial,  is,  that  the  deed  of 
assignment  from  John  A.  Pitts  to  the  plaintiff,  dated  on  the  17th  of  April,  1838, 
was  not  recorded  in  the  Patent  Office  until  the  19th  of  April,  1841,  afler  the 
present  suit  was  conunenced;  whereas  it  ought  to  have  been  recorded  within 
three  months  after  the  execution  thereof.  By  the  Patent  Act  of  1793,  ch.  55, 
§  4,  every  assignment,  when  recorded  in  the  office  of  the  Secretary  of  State,  was 
good  to  the  title  of  the  inventor,  both  as  to  right  and  responsibility ;  but  no  time 
whatever  was  prescribed  withi^  which  the  assignment  was  required  to  be  made. 
By  the  eleventh  section  of  the  act  of  1836,  ch.  357,  it  is  provided,  *  That  every  patent 
shall  be  assignable  in  law,  either  as  to  the  whole  interest  or  any  undivided  part 
thereof.'  Now,  it  is  observable,  that  there  are  no  words  in  this  enactment  which 
declare  that  the  assignment,  if  not  recorded,  shall  be  utterly  void ;  and  the  ques- 
tion, therefore,  is,  whether  it  is  to  be  construed  as  indispensable  to  the  validity  of 
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Mr.  Justice  McLean,  at  about  the  same  period,  adopted  the  same 
view  of  the  statute.^ 

an  asignment,  that  it  should  be  recorded  within  the  three  months,  as  a  sine  qua 
uon,  or  whether  the  statute  is  merely  directory  for  the  protection  of  purchasers. 
Upon  &e  best  reflection  which  I  have  been  able  to  bestow  upon  the  subject,  my 
opinion  is,  that  the  latter  is  the  true  interpretation  and  object  of  the  provision. 
Mj  reasons  for  thb  opinion  are,  the  inconvenience  and  difficulty  and  mischiefs 
which  would  arise  upon  any  other  construction.  In  the  first  place,  it  is  difficult 
to  say  why,  as  between  the  patentee  and  the  assignee,  the  assignment  ought  not 
to  be  held  good  as  a  subsisting  contract  and  conveyance,  although  it  is  never  re- 
corded, by  accident,  or  mistake,  or  design.  Suppose  the  patentee  has  assigned 
his  whole  right  to  the  assignee  for  a  full  and  adequate  consideration,  and  the  as- 
signment is  not  recorded  within  the  three  months,  and  the  assignee  should  make 
and  use  the  patented  machine  afterwards,  could  the  patentee  maintain  a  suit 
against  the  assignee  for  such  making  or  use  as  a  breach  of  the  patent,  as  if  he  had 
ne?er  parted  with  his  right  ?  This  would  seem  to  be  most  inequitable  and  unjust ; 
and  yet  if  the  assignment  became  a  nullity  and  utterly  void  by  the  non-recording 
within  the  three  months,  it  would  seem  to  follow  as  a  legitimate  consequence  that 
such  soit  would  be  maintainable.  So  strong  is  the  objection  to  such  a  conclusion, 
that  die  learned  counsel  for  the  defendant  admitted  at  the  argument,  that,  as  be- 
tween the  patentee  and  the  assignee,  the  assignment  would  be  good,  notwith- 
standing the  omission  to  record  it  If  so,  then  it  would  seem  difficult  to  see  why 
the  assignment  ought  not  to  be  held  equally  valid  against  a  mere  wrong-doer, 
piratically  invading  the  patent  right 

'^  Let  US  take  another  case.  Could  the  patentee  maintain  a  suit  against  a  mere 
wrong-doer,  after  the  assignment  was  made,  and  he  had  thereby  parted  with  all 
his  interest,  if  the  asngnment  was  not  duly  recorded  ?  Certainly  it  must  be  con- 
ceded that  he  could  not,  if  the  assignment  did  not  thereby  become  a  mere  nullity, 
hat  was  valid  as  between  himself  and  the  assignee ;  for  then  there  could  accrue 
no  damage  to  the  patentee,  and  no  infringement  of  his  rights  under  the  patent. 
Then  could  the  assignee,  in  such  a  case,  maintain  a  suit  for  the  infringement  of 
his  rights  under  the  assignment  ?  If  he  could  not,  then  he  would  have  rights 
without  any  remedy.  Nay,  as  upon  this  supposition,  neither  the  patentee  nor  the 
assignee  could  n^aintain  any  suit  for  an  infringement  of  the  patent ;  the  patent 
right  itself  would  be  utterly  extinguished,  in  point  of  law,  for  all  transferable 
purposes.  Again,  could  the  assignee,  in  such  a  case,  maintain  a  suit  for  a  subse- 
(laent  infiingement  against  the  patentee  ?  If  he  could,  then  the  patentee  would 
he  in  a  worse  predicament  than  a  mere  wrong-doer.  If  he  could  not,  then  the 
assignment  would  become,  in  his  hands,  in  a  practical  sense,  worthless,  as  it  would 
be  open  to  depredations  on  all  sides. 

**  On  the  contrary,  if  we  construe  the  tenth  section  of  the  act  to  be  merely  di- 
rectory, full  effect  is  given  to  the  apparent  object  of  the  provision,  the  protection 
of  purchasers.  Why  should  an  assignment  be  required  to  be  recorded  at  all  ? 
Certainly  not  for  the  benefit  of  the  parties,  or  their  privies ;  but  solely  for  the 

'  Boyd  9.  McAlpin,  8  McLean,  427.  See  also  Case  v.  Redfield,  4  McLean, 
526. 


166  THE  LAW  OF  PATENTS.  [CH.  V. 

§  183.  The  Ifiw  on  this  subject  of  recording,  therefore,  may  be 
thus  stated.  As  against  the  patentee  himself,  an  assignment  vests 
a  good  title  in  the  assignee  from  the  time  of  its  execution,  and  re- 
cording within  the  three  months  is  not  necessary  to  its  validity. 
As  against  third  persons,  a  suit  may  be  maintained  in  law  or 
equity,  by  an  assignee,  provided  he  records  his  title  at  any  time 
before  the  trial  or  hearing.^  But  as  respects  subsequent  purchas- 
ers without  notice  and  for  a  valuable  consideration,  the  prior 
assignment  must  be  recorded  within  the  three  months.  In  order 
to  guard  against  an  outstanding  title  of  over  three  months'  dura- 
tion a  purchaser  need  only  look  to  the  records  of  the  Patent  Office. 
Within  that  period  he  must  protect  himself  in  the  best  way  he 
ca*n,  as  an  unrecorded  prior  assignment  would  prevail ;  but  it 

protection  of  purchasers,  who  should  become  such,  hondjide,  for  a  valuable  con- 
sideration, without  notice  of  any  prior  assignment  By  requiring  the  recording 
to  be  within  three  months,  the  act,  in  eflTect,  allows  that  full  period  for  the  benefit 
of  the  assignee,  without  any  imputation  or  impeachment  of  his  title  for  laches  in 
the  intermediate  time.  If  he  fails  to  record  the  assignment  within  the  three 
months,  then  every  subsequent  bondjide  purchaser  has  a  right  to  presume  that  no 
assignment  has  been  made  within  that  period.  If  the  assignment  has  not  been 
recorded  until  afler  the  three  months,  a  prior  purchaser  ought,  upon  the  ground 
of  laches,  to  be  preferred  to  the  assignee.  If  he  purchases  afler  the  assignment 
bas  been  recorded,  although  not  within  the  three  months,  the  purchaser  may 
justly  be  postponed,  upon  the  ground  of  mala  fides,  or  constructive  notice  of  the 
assignment  In  this  way,  as  it  seems  to  me,  the  true  object  of  the  provision  is 
obtained,  and  no  injustice  is  done  to  any  party.  In  respect  to  mere  wrong-doers, 
who  have  no  pretence  of  right  or  title,  it  is  difficult  to  see  what  ground  of  policy 
or  principle  there  can  be  in  giving  them  the  benefit  of  the  objection  of  the  non- 
recording  of  the  assignment  They  violate  the  patent-right  with  their  eyes  open ; 
and  as  they  choose  to  act  infraudem  legis,  it  ought  to  be  no  defence  that  they  meant 
to  defraud  or  injure  the  patentee,  and  not  the  assignee.  Indeed,  if  the  defence 
were  maintainable,  it  would  seem  to  be  wholly  immaterial  whether  they  knew  of 
the  assignment  or  not 

^^In  furtherance,  then,  of  right  and  justice,  and  the  appai*ent  policy  of  the  act, 
tU  res  magis  valeat,  quam  pereat,  and  in  the  absence  of  all  language  importing  that 
the  assignment,  if  unrecorded,  shall  be  deemed  void,  I  construe  the  provision  as 
to  recording  to  be  merely  directory,  for  the  protection  of  bond  fide  purchasers 
without  notice.  And  assuming  that  the  recording  within  the  three  months  is  not 
a  prerequisite  to  the  validity  of  the  assignment,  it  seems  to  me  inunaterial  (even 
admitting  that  a  recording  at  some  time  is  necessary)  that  it  is  not  made  until 
afler  the  suit  is  brought.  It  is  like  the  common  case  of  a  deed  required  by  law 
to  be  registered,  on  which  the  plaintiff  founds  his  title,  where  it  is  sufficient,  if  it 
be  registered  before  the  trial,  although  after  the  suit  is  brought,  for  it  is  still  ad- 
missible in  evidence  as  a  deed  duly  registered." 

*  In  the  case  of  Wyeth  v.  Stone,  1  Story,  273. 
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must  be  an  assignment  in  writing  that  might  have  been  recorded 
within  three  months.^ 

§  184.  We  may  now  pass  to  the  consideration  of  the  relations 
which  an  assignment  establishes  between  the  assignor  and  tlie  as- 
signee, assuming  it  to  have  all  the  requisites  of  an  assignment,  as 
well  as  the  nature  and  extent  of  the  interest  which  it  passes.  And, 
in  the  first  place,  it  has  been  held,  in  England,  that  a  mere  naked 

^  Gibson  v.  Cook,  2  Blatch.  144.  Probably  it  has  occurred  within  the  profes- 
sional experience  of  many  of  my  readers  to  be  called  upon  to  consider  the  oper- 
ation of  contracts,  sometimes  made  by  inventors,  by  which  they  have  obligated 
themselves  to  convey  inventions  not  in  esse ;  and  the  question  may  arise  whether 
the  recording  of  such  contracts  in  the  Patent  Office,  within  three  months  from  the 
time  of  their  execution,  will  operate  as  notice  of  title,  so  as  to  prevent  the  acqui- 
sition of  a  title  by  another  purchaser  after  a  patent  has  been  obtained.  We  have 
seen  that  a  contract  of  sale  of  a  future  invention,  although  in  terms  an  absolute 
sale,  can  operate  only  as  a  contract  to  convey ;  and  there  is  no  statute  which  con- 
templates or  requires  the  recording  of  any  conveyances  excepting  assignments  of 
existing  patents  after  patents  have  been  obtained,  or  assignments  of  inventions 
made  and  perfected,  when  it  is  intended  to  have  the  patent  issue  to  the  assignee. 
It  has  always  been  assumed  that  the  object  for  which  the  act  of  1886,  §  11,  re- 
qoiriog  the  recording  of  assignments  of  existing  patents  within  three  months,  is 
ibe  protection  of  subsequent  hondi  fide  purchasers ;  although  this  object  is  not 
specially  declared.  Assuming,  then,  that  the  recording  of  such  an  assignment 
operates  as  notice  to  everybody  of  the  title  of  the  assignee,  can  such  an  effect 
he  attributed  to  the  recording  of  a  contract  to  convey  an  invention  that  is  not 
only  not  patented,  but  has  not  yet  been  made  ?  With  respect  to  patents  already 
issued,  an 'assignment  necessarily  points  to  the  patent  conveyed,  and  the  public 
records  afford  to  every  one  the  means  of  ascertaining  what  has  passed  by  the 
assigmnent.  But  a  contract  to  convey  an  invention  not  in  esse,  although  recorded, 
affords  a  subsequent  purchaser  of  an  interest  in  a  patent  no  means  of  ascertaining 
what  the  inventor  had  bound  himself  to  convey  to  another  person.  It  is  true  there 
might  be  cases  where  it  could  be  made  certain  by  inquiry  whether  the  invention 
contemplated  by  the  contract  was  the  same  as  that  subsequently  patented.  But 
is  the  subsequent  purchaser  bound  to  institute  such  an.  inquiry  ?  We  are  consid- 
ering a  question  of  notice  of  title ;  and  if  the  instrument  supposed  to  operate  as 
a  notice  could  not,  in  the  nature  of  things,  give  the  information,  can  the  subse- 
quent purchaser  be  bound  to  look  elsewhere  ?  This  difficulty,  as  well  as  the 
further  consideration  that  the  statute  does  not  contemplate  the  recording  of  such 
contracts,  ^ould,  perhaps,  lead  parties  to  understand  that  contracts  for  the  convey- 
ance of  fiiture  inventions  are  really  of  no  greater  force  than  as  the  personal  cove- 
nants of  the  inventor,  to  be  specifically  enforced  against  him ;  and  that  to  record 
them  will  not  necessarily  operate  as  notice  of  title,  so  as  to  defeat  a  title  made  by 
the  inventor  to  another  person  after  he  has  perfected  the  invention  and  applied 
for  or  obtained  a  patent.  At  the  same  time,  there  may, 'in  some  cases,  be  a  prac- 
tical benefit  to  be  derived  from  recording  such  contracts. 
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assignment  of  an  interest  in  a  patent  does  not  import  a  warranty 
by  the  assignor  of  the  validity  of  the  patent.^    A  mere  assignment, 

^  Hall  V.  Condor,  SS  Law  &  Eq.  R.  258 ;  Smith  v,  Neale,  40  Law  &  Eq.  R.  244. 
In  the  first  of  these  cases,  Mr.  Justice  WilliamSi  delivering  the  judgment  of  the 
court,  said :  **  With  regard  to  the  sale  of  ascertained  chattels,  it  has  been  held 
that  there  is  not  anjr  implied  warranty  of  either  title  or  quality,  unless  there  are 
some  circumstances,  beyond  the  mere  fact  of  a  sale,  from  which  it  may  be  implied. 
The  law  on  this  subject  was  fully  explained  by  Parke,  B.,  in  giving  the  judgment 
of  the  Court  of  Exchequer  in  Morely  v,  Attenborough,  S  Exch.  500,  which,  as 
far  as  title  is  concerned,  he  thus  sums  up :  *  From  the  authorities  in  our  law,  to 
which  may  be  added  the  opinion  of  the  late  Sir  N.  Tindal,  C.  J.,  in  Ormrod  v. 
Huth,  it  would  seem  that  diere  is  no  implied  warranty  of  title  on  sale  of  goods; 
and  that  if  there  be  no  fraud,  a  vendor  is  not  liable  for  a  bad  title,  unless  there 
is  an  express  warranty,  or  an  equivalent  to  it,  by  declarations  or  conduct ;  and 
the  question  in  each  case,  where  there  is  no  warranty  in  express  terms,  will  be, 
whether  there  are  such  circumstances  as  to  be  equivalent  to  such  a  warranty.' 
And  the  law  is  quite  as  firmly  established,  that  on  the  sale  of  a  known  ascertained 
article,  there  is  no  implied  warranty  of  its  quality.     Chanter  v.  Hopkins,  4  M.  & 
W.  399.  But  there  is  another  class  of  cases  in  which  it  has  been  held  that  a  party 
is  not  bound  to  accept  and  pay  for  chattels  unless  they  are  really  such  as  the  ven- 
dor professed  to  sell  and  the  vendee  intended  to  buy ;  of  which  Young  v.  Cole,  8 
N.  C.  724;  4  Scott,  489;  and  Gompertz  t;.  Bartlett,  2  El.  &  BL  849;  s.  c.  24 
Eng.  Rep.  156,  are  strong  instances.    In  the  latter  case  Lord  Campbell  says,  it 
is  precisely  as  if  an  article  was  sold  as  gold  which  was,  in  fact,  brass,  the  vendor 
being  innocent.    In  this  case  the  thing  sold  was  ascertained,  viz.  a  moiety  of  a 
patent  granted  by  her  Majesty.    There  was  no  express  warranty,  and  whether  it 
be  said  that  the  question  raised  on  this  plea  impeaches  the  plaintiff's  title  to  the 
thing  sold  or  its  quality,  no  warranty  can  be  implied.    But  did  the  plaintiff  pro- 
fess to  sell,  and  the  defendants  to  buy  a  good  and  indefeasible  patent  right,  or  was 
the  contract  merely  to  place  the  defendants  in  the  same  situation  as  the  plaintiff 
was  in  with  reference  to  the  alleged  patent  ?    In  which  case  his  position  would  be 
similar  to  that  of  the  plaintiff  in  Kintrea  v,  Preston,  25  Law  J.  B«p.  (n.  8.)  Exch. 
287 ;  8.  c.  37  Eng.  Rep.  556.    The  plaintiff  professed  to  have  invented  a  method 
for  the  prevention  of  boiler  explosions.   It  is  not  alleged  that  he  was  guilty  of  any 
fraud ;  he  must,  therefore,  have  been  an  inventor,  for  if  he  was  not,  he  must  have 
known  it,  and  would  have  been  guilty  of  fraud  in  pretending  to  have  invented. 
Whether  he  was  the  first  and  true  inventor  within  the  meaning  of  the  statute  of 
James  L  is  another  question.    The  first  material  allegation  in  the  plea  is,  that 
the  alleged  invention  was  wholly  worthless,  and  of  no  utility  to  the  public.    Now 
that  was  a  matter  as  much  within  the  knowledge  of  the  defendants  as  of  the 
pUintiff.    The  next  allegation,  viz.  that  it  was  not  new  as  to  the  public  use 
thereof  in  England,  and  that  the  plaintiff  was  not  the  first  and  true  inventor,  was 
also  a  matter  as  much  within  the  knowledge  of  the  defendants  as  of  the  plaintiff. 
They  had  the  same  means  of  inquiry  into  the  fact,  and  of  learning  whether  it 
had  been  in  use,  or  the  invention  had  been  previously  made  known  in  England. 
Why,  therefore,  should  we  assume  that  the  plaintiff  meant  to  assert  that  the  pat- 
ent was  indefeasible,  and  that  the  defendants  purchased  on  that  understanding, 
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without  words  which  imply  an  undertaking  that  the  patent  is 
Talid,  is  to  be  regarded  as  a  sale  of  an  ascertained  ohattel,  viz.  the 
patent  issued,  in  respect  to  the  validity  of  which  the  parties  have 
an  equal  opportunity  to  inform  themselves ;  and,  therefore,  in  an 
action  for  a  breach  of  such  a  contract,  brought  by  the  assignor 
against  the  assignee,  a  plea  of  non-concessU  puts  in  issue  the  grant- 
ing only  of  the  patent,  and  not  its  novelty  or  utility.  But  the  ne- 
cessary limitations  of  this  doctrine  imply  that  words  may  be  used 
which  do  import  a  warranty  extending  to  the  validity  of  the  pat- 
ent. The  consideration  of  the  effect  of  recitals  or  other  clauses 
which  may  be  held  to  import  a  warranty  of  title,  has  most  fre- 
quently arisen  under  licenses.  But  no  reason  is  perceived  why 
tbe  principles  which  have  governed  the  operation  of  licenses  in  this 
respect  should  not  be  applied  to  assignments  or  to  contracts  to 
assign. 

§  185.  In  the  next  place,  the  nature  of  the  relations  between 
the  assignor  and  the  assignee  of  a  part  of  a  patent,  in  respect  to 
their  rights  as  against  each  other,  is  a  subject  involved  in  no  in- 
considerable obscurity.  We  have  seen  that  the  true  characteristic 
of  an  assigment  under  our  law  is,  that  it  is  an  instrument  which 
vests  in  the  grantee  an  indefeasible  title  to  the  whole  or  some  part 
of  the  entire  interest  of  the  patentee.  It  is  clear,  then,  that  an  as- 
signment of  part  of  a  patent  constitutes  the  assignee  a  joint  owner 

rather  than  that  each,  knowing  what  the  inyention  was,  and  haying  equal  means 
of  ascertaining  its  yalne,  they  contracted  for  the  patent,  such  as  it  was,  each  acting 
on  his  own  judgment  ? 

"  We  think  that  the  latter  was  the  true  nature  of  the  contract,  and  that  there 
was  no  warranty,  expressed  or  implied ;  and  that  the  case  does  not  fall  within 
Young  17.  Cole,  or  Gompertz  v.  Bartlett,  which  proceeded  on  the  somewhat  nice 
distmction  before  pointed  out ;  nor  is  it  within  the  principle  upon  which  the  case 
of  Chanter  v.  Leese,  4  M.  &  W.  295 ;  5  M.  &  W.  698,  was  decided,  for  there  the 
plaintiff  contracted  that  the  defendants  should  haye  the  exclusiye  right  to  sell 
certain  things  for  which  patents  had  been  obtained.  There  was  no  doubt  as  to 
vhat  the  parties  contracted  for ;  and  as  the  plaintiff,  if  one  of  the  patents  con- 
tracted for  was  inyalid,  could  not  confer  the  priyilege  which  he  agreed  to  confer, 
and  for  which  the  defendants  contracted  to  pay,  the  consideration  for  the  defend- 
ants' promise  failed ;  and  (to  use  the  language  of  Lord  Abinger)  the  whole  rest- 
ing in  contract,  and  nothing  haying  been  done  under  it,  the  contract  was  at  an 
end.  Here  the  plaintiff  was  capable  of  fulfilling  all  that  he  contracted  to  do ;  he 
bad  already  done  it  in  equity.  The  defendants  might  have  had  all  that  they  con- 
tracted to  receive,  and  were  therefore  bound  to  pay*" 


170  THE  LAW  OF  PATENTS.  [CH.  V. 

with  the  assignor,  in  whom  the  residue  of  the  interest  remains. 
But  are  the  joint  owners  of  a  patent  to  be  regarded  in  the  light  of 
copartners  ?  And  if  they  are  not  copartners  by  the  mere  fact  of 
joint  ownership,  may  they  under  any  and  what  circumstances  be- 
come so  ?  And  if,  in  any  given  case,  they  are  not  found  to  be  co- 
partners, what  are  their  relative  rights  and  interests  in  the  working 
of  the  patent,  and  what  is  their  accountability  to  each  other  ? 

§  186.  With  respect  to  the  mere  relation  of  joint  ownership,  it 
appears  to  be  considered,  both  in  England  and  in  this  country,  that 
the  joint  proprietors  kve  not  partners.^  The  reason  is  chiefly  that 
no  mere  proprietor  of  a  share  in  a  patent  can  be  compelled  to  be- 
come jointly  concerned  in  the  profit  or  loss  of  working  the  patent, 
or  to  concur  with  his  co-proprietors  in  granting  licenses  to  others 
to  use  it,  nor  be  prevented  from  working  the  invention  himself.* 
But  it  is  equally  true  that  the  relation  of  partners  may  subsist 
between  the  joint  proprietors  of  a  patent,  in  respect  to  the  working 
of  the  invention,  if  they  agree  to  work  it  together.  In  such  a 
case  the  relations  of  the  parties  will  be  governed  by  the  law  of 
partnership.  If  the  contract  ascertains  the  proportions  in  which 
they  are  to  share  the  profits  of  working  the  patent,  a  court  of 
equity  can  enforce  it  like  any  other  contract  of  partnership.^  If 
the  contract  merely  shows  that  the  joint  proprietors  agreed  to  work 
the  patent  on  joint  account,  it  would  seem  that  the  accounting  is 
to  be  regulated  by  their  proportionate  interests  in  the  patent.^ 

§  187.  Thus  far  the  general  principles  of  the  law  of  partner- 
ship, when  there  is  a  partnership,  will  regulate  the  rights  of  joint 
proprietors  of  a  patent  without  diflSculty.  But  a  far  more  embar- 
rassing question  arises  when  there  is  no  partnership,  and  when 
one  of  several  proprietors  of  a  patent,  holding  an  interest  which 
makes  him  a  tenant  in  common  with  another  owner  or  owners, 
undertakes  to  work  the  patent  on  his  own  account.     Is  he  ac- 

^  Hindmarch  on  Patents,  p.  67;  Parkharst  v.  Kinsman,  1  Blatch.  72;  Kinsman 
V.  Parkhurst,  18  Howard,  289. 

«  Ibid. 

'  Parkhurst  v,  Eansman,  and  Kinsman  v.  Parkharst,  tU  supra.  See  further  what 
agreements  may  or  may  not  constitute  partnership  in  a  patent,  Elgie  v,  Webster, 
5  Mces.  &  Welsh.  518.  See,  also,  a  question  of  fact  as  to  the  existence  of  a  part- 
nership.   Ridgeway  r.  Phillips,  1  Cromp.  Mees.  &  Rose.  4i5. 

*  Ibid. 
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« 

countable  to  his  co-proprietors,  and  if  accountable,  in  what  pro- 
portion, and  in  respect  to  what  profits,  and  how  can  he  be 
reached  ? 

§  188.  It  has  been  held  on  one  occasion  —  and  upon  one  only, 
so  far  as  I  am  informed  —  that  a  part  owner  of  a  patent  can  main- 
tain an  action  of  infringement  against  his  co-proprietor,  and  re- 
cover therein  as  damages  '^  a  proportionate  share  of  the  value  of 
the  property  appropriated,"  which  share  will  be  measured  by  the 
interest  of  the  plaintiff  in  the  patent.^    The  ground  on  which  this 

'  Pitts  9.  Hally  3  Blatch.  201, 206.  The  following  is  the  yeiy  ingenious  and  able 
reasoning  of  the  learned  Jadge  Hall,  on  which  I  have  undertaken  in  the  text  to 
offer  some  comments :  '*  But  I  am  inclined  to  think  that  the  plea  is  bad  upon  an- 
oUier  ground,  and  that  the  plaintiffs  would  be  entitled  to  judgment,  even  if  the 
imdiyided  one-fourth  interest  in  the  extended  patent  had  actually  vested  in  the 
defendant.  The  rights  of  joint  patentees,  or  of  assignees  of  undivided  interests 
in  a  patent,  as  against  each  other,  in  respect  to  the  making,  using,  and  vending 
the  patented  invention,  have  not,  so  far  as  I  have  been  able  to  discover,  been 
discussed  by  any  elementary  writer  or  in  anj  reported  case.  The  counsel,  on  the 
argument  of  the  demurrer  in  this  case,  declared  the  question  to  be  an  embarrass- 
iog  one,  which  had  never  been  decided ;  and,  without  intending  now  to  express 
an  opinion  by  which  I  shall  feel  bound,  if,  upon  a  further  discussion  of  the  ques- 
tion a  difierent  conclusion  shall  be  reached,  I  propose  to  put  upon  paper  for  fur- 
ther use  the  result  of  my  reflections  upon  it,  in  the  hope  that  the  attention  of 
parties  interested  may  be  attracted  to  the  subject,  and  that  the  question  may  be 
brought  before  the  Supreme  Court  of  the  United  States  for  adjudication. 

"  In  the  case  of  joint  patentees,  where  no  agreement  of  copartnership  exists, 
the  relation  of  copartners  certainly  does  not  result  from  their  connection  as  joint 
patentees ;  and  when  one  joint  owner  of  a  patent  transfers  his  undivided  interest 
to  a  stranger,  the  assignee  does  not  become  the  partner  of  his  co-proprietor.  In 
both  cases  the  parties  interested  in  the  patent  are  simply  joint  owners,  or  tenants 
m  common,  of  the  rights  and  property  secured  by  the  patent ;  and  their  rights, 
powers,  and  duties,  as  respects  each  other,  must  be  substantially  those  of  the  joint 
owners  of  a  chattel. 

"Part  owners  of  goods  and  chattels  are  either  joint  owners  or  tenants  in  com- 
oion,  each  having  a  ^stinct,  or  at  least  an  independent,  although  an  undivided 
interest  in  the  property.  Neither  can  transfer  or  dispose  of  the  whole  property ; 
aor  can  one  act  for  the  other  in  relation  thereto,  but  merely  for  his  own  share, 
and  to  the  extent  of  hb  own  several  right  and  interest ;  and,  at  conmion  law,  the 
one  had  no  action  of  account  against  the  other  for  his  share  of  the  profits  derived 
from  the  common  property.     Story  on  Partnership,  §  89. 

^  A  personal  chattel  vested  in  several  difierent  proprietors  cannot  possibly  be 
enjoyed  advantageously  by  all  without  a  common  consent  and  agreement  among 
them.  To  regulate  their  enjoyment,  in  case  of  disagreement,  is  one  of  the  hardest 
tasks  of  legislation ;  and  it  is  not  without  wisdom  that  the  law  of  England  and  of 


172  THE  LAW  OF  PATENTS.  [CH.  V* 

conclusion  was  rested  by  the  learned  judge  who  so  ruled,  was,  that, 
in  the  case  of  personal  chattels  vested  in  different  proprietors,  a 

this  country  in  general  declines  to  interfere  in  their  disputes,  leaving  it  to  them- 
selves either  to  enjoy  their  common  property  by  agreement,  or  to  suffer  it  to  re- 
main unenjoyed,  or  to  perish  by  their  dissension,  as  the  best  method  of  forcing 
them  to  a  common  consent  for  their  common  benefit     Abbott  on  Shipping,  98. 

*^  It  is  well  settled  that  a  destruction  or  sale  of  the  joint  property  by  one  of  the 
part  owners  authorizes  his  co-proprietor  to  maintain  trover  for  the  conversion. 
2  Kent's  Comm.  8th  ed.  351,  note.  But,  on  such  a  sale,  only  the  right  of  the 
party  who  makes  the  sale  passes  to  the  purchaser ;  and  the  purchaser  becomes  a 
tenant  in  common  with  the  owner  of  the  remaining  interest,  unless  and  untQ 
the  latter  confirms  the  sale,  or  recovers  the  value  of  his  share  from  the  wrong- 
doer. 

'^  The  principles  of  these  doctrines  are,  it  strikes  me,  applicable  to  the  case  of 
the  joint  ownership  of  patent  rights.  The  grant  of  the  exclusive  right  to  make, 
use,  and  vend  to  others  to  be  used,  is  to  the  patentees  jointly,  and  not  to  either 
severally.  The  right,  the  property  secured  by  the  patent,  may  be  granted  to 
others  by  license  or  assignment,  or  by  the  sale  of  machines  by  the  patentees  jointly; 
and  a  license  or  assignment  or  sale  of  a  machine  by  them  is  a  transfer,  pro  taniOy 
of  the  property  secured  by  the  patent.  One  joint  owner  can  legally  grant,  assign, 
license,  or  sell  only  in  respect  to  his  own  share  or  right  He  cannot  sell  and  give 
a  good  title  to  his  co-owner's  right,  for  the  same  reason  that  one  joint  owner  of  a 
chattel  cannot  transfer  the  share  of  his  co-proprietor.  And  if  he  appropriates 
any  portion  of  the  exclusive  right  or  common  property  to  his  separate  use  or 
benefit,  by  either  the  use  or  the  sale  of  the  patented  machine,  he  does  what  is  in 
principle  the  same  as  the  conversion,  by  destruction  or  sale  of  the  joint  property 
by  a  tenant  in  common,  which  authorizes  his  co-tenant  to  maintain  trover. 

"  I  can  see  no  objection  in  principle  to  the  doctrine,  that  the  joint  owner  of  a 
patent  can  sustain  his  action  for  an  infringement  against  his  co-owner,  in  which 
he  can  recover  his  actual  damages,  according  to  his  interest  in  the  patent  His 
rights  are  invaded  by  the  act  of  his  co-proprietor,  and  he  is  entitled  to  his  legal 
remedy.  This  invasion  is  tortious,  and  no  action  founded  upon  a  contract  can  be 
sustained,  unless  this  tort  is  waived,  and  the  tortious  act  confirmed  *,  for  no  con- 
tract exists  upon  which  such  an  action  can  be  founded,  without  such  waiver  and 
confirmation.  The  injury  is  a  violation  of  the  exclusive  right  secured  by  the 
patent;  and  for  this  injury  the  action  for  an  infringement  is  the  appropriate 
remedy,  and  one  which  enables  the  court,  without  the  violation  of  legal  principles, 
and  in  the  most  direct  and  convenient  mode,  to  do  justice  between  the  parties. 
In  such  an  action  the  plaintiff  may  recover,  as  he  should,  his  actual  and  proper 
damages,  proportioned  to  the  value  and  extent  of  his  undivided  interest  in  the 
exclusive  right,  without  regard  to  the  amount  which  his  po-proprietor  has  received 
by  means  of  the  infiringement.  And  there  is  certainly  nothing  in  the  language 
of  the  statute  which  authorizes  this  form  of  action,  —  or  rather  recognizes  it,  for 
this  form  of  action  was  given  by  the  Common  Law,  —  (Curtis  on  Patents,  §§  257, 
258),  to  prevent  the  action  from  being  sustained  in  such  a  case ;  for  the  action  on 
the  case,  under  the  fourteenth  section  of  the  act  of  1836,  may  be  brought  in  the 
name  or  names  of  the  person  or  persons  interested,  whether  as  patentees,  assigns, 
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destruction  or  sale  of  the  joint  property  by  one  of  them  author- 
izes the  other  to  maintain  trover  for  the  conversion  ;  that  a  sim- 
ilar wrongful  appropriation  takes  place  when  one  of  the  propri- 
etors of  a  patent  undertakes  to  appropriate  to  himself  the  entire 
property  ;  and  that  the  action  of  infringement  may  in  such  a  case 
be  regarded  as  analogous  to  the  action  of  trover,  and  be  regulated 
by  the  same  principles.  The  action  in  which  this  doctrine  was 
propounded  was  the  ordinary  action  of  infringement,  in  which  the 
defendant  was  charged  by  the  declaration  with  making,  using,  and 
vending  to  others  to  be  used,  without  the  consent  of  the  plaintijBT, 
numbers  of  a  machine  patented  to  the  plaintiff.  The  defendant 
set  up  a  title  in  himself  to  one  undivided  half  of  the  patent  for 
certain  States  :  so  that,  if  the  action  of  infringement  could  be 
maintained  at  all,  it  must  be  maintained  by  one  part  owner  against 
another  part  owner,  in  respect  to  the  rights  granted  by  the  patent, 
and  vested  by  the  assignments  (pleaded)  in  the  defendant  and  the 
plaintiff,  in  equal,  undivided  moieties.  There  was  a  question 
raised  by  a  demurrer  to  the  plea,  whether  the  interest  set  up  had 
actually  vested  in  the  defendant ;  but  after  finding  that  it  had  not, 
the  learned  judge  held,  that,  even  if  it  had  vested,  the  action 
could  be  maintained. 

§  189.  It  would  seem  that  there  is  no  inconsiderable  diiSiculty 

• 

or  grantees  of  the  exclusive  right  within  and  throughout  a  specified  part  of  the 
United  States.  Indeed,  no  satisfactory  reason  is  perceived  for  holding  that  the 
part  owner  of  a  patent  right  cannot,  like  the  part  owner  of  a  chattel,  have  his 
remedy,  by  an  action  on  the  case,  against  his  co-proprietor,  for  the  exclusive  ap- 
prc^mation  of  the  joint  property,  in  the  same  form  as  though  the  plaintiff  were 
the  sole  owner,  and  the  defendant  a  stranger ;  the  reduction  of  the  amount  of 
damages  to  be  recovered  to  a  proportionate  share  of  the  value  of  the  property 
appropriated  being,  in  both  cases,  the  natural  and  necessary  consequence  of  the 
partial  ownership  by  the  wrong-doer. 

"  In  the  case  of  the  joint  owners  of  a  patent  right,  the  ordinary  action  for  an 
mfringement  is,  it  appears  to  me,  the  most  appropriate  and  simple  remedy,  even 
if  an  action  of  account  could  be  sustained.  In  an  action  of  account,  the  amount 
of  profits  received  by  the  joint  owner  would  ordinarily  determine  the  aggregate 
som  of  which  the  plaintiff  would  recover  his  just  proportion.  And  it  might  well 
luippen,  indeed  it  would  most  usually  be  the  case,  that  the  sums  received  by  the 
joint  owner  would  be  either  much  more  or  much  less  than  the  actual  damages 
snstjuned  by  the  injured  party.  The  party  selling  territorial  rights,  or  granting 
licenses,  or  selling  machines,  might  wilfully  or  systematically  sell  the  right  at  aQ 
insignificant  price;  and  certainly  this  conduct  on  the  part  of  the  wrong-doer 
should  not,  and,  in  the  appropriate  form  of  action,  would  not,  reduce  the  recovery 
of  the  party  injured." 
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in  maintaining  this  view.  The  analogy  drawn  from  the  action  of 
trover,  in  the  case  of  a  wrongful  conversion  of  a  chattel  by  one 
part  owner,  would  extend,  in  the  case  of  a  patent,  only  to  a  sim- 
ilar conversion,  namely,  a  tortious  sale  of  the  whole  patent  itself 
by  one  part  owner,  to  the  injury  of  another,  if  such  a  case  can  be 
supposed.  But  in  the  case  of  an  exercise  of  the  right  of  making, 
Using,  or  vending  to  others  the  machine,  or  other  thing  that  is  the 
subject  of  a  patent,  —  a  right  vested,  for  example,  in  undivided 
moieties  in  two  parties, — how  can  there  be  any  wrongful  conver- 
sion  ?  As  tenants  in  common,  of  that  right,  the  one  is  as  much 
entitled  to  exercise  it  as  the  other.  The  very  nature  of  the  right, 
and  the  manner  in  which  it  may  be  held  and  exercised,  presup- 
pose that  both  parties  have  an  equal  title  to  the  exercise  of  the 
peculiar  privileges  which  the  patent  secures.  When  either  under- 
takes to  sell  the  right  itself,  that  is,  to  convey  to  another  the  un- 
divided share  of  the  patent  privilege  vested  in  him,  he  deals  with 
a  subject  which  is  analogous  to  a  similar  share  in  other  chattel  in- 
terests, and  he  can  of  course  make  a  title  to  no  more  than  his 
share  of  the  joint  property.  But  in  respect  to  the  user  of  the  ex- 
clusive privileges  granted  by  the  patent,  each  tenant  in  common 
holds  an  equal  right  with  the  others  to  exercise  those  privileges. 
If  A,  by  exercising  those  privileges,  gains  more  than  B,  or  if  B 
chooses  to  remain  inactive  and  not  to  exercise  his  rights  under  the 
patent,  how  can  A  be  made  accountable  to  B  in  respect  to  the 
gains  which  have  resulted  from  the  exercise  of  a  right  which  is 
vested  in  him  as  much  as  it  is  in  B  ?  The  action  of  infringement 
necessarily  implies  that  the  defendant  has,  without  right  and 
against  the  plaintiff's  consent,  made,  used,  or  sold  to  others,  a 
thing,  in  respect  to  which  the  right  of  making,  using,  or  selling 
was  vested  solely  in  the  plaintiff.  This  averment  cannot  be  made 
in  an  action  of  infringement  by  one  p^t  owner  of  a  patent  against 
another,  and  if  made,  it  would  seem  to  be  successfully  met  by  a 
plea  which  shows  title  to  an  imdivided  part  of  the  patent  in  the 
defendant ;  for  the  law  would  annex  the  consent  of  the  plaintiff  to 
the  title  of  the  defendant. 

§  190.  These  considerations  seem  to  me  to  dispose  of  the  subtle 
distinctions  suggested  in  the  case  referred  to  respecting  the  mea- 
sure of  the  plaintiff's  damages,  namely,  that  their  reduction  to 
"  a  proportionate  share  of  the  value  of  the  property  appropriated  " 
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is "  the  natural  consequence  of  the  partial  ownership  of  the  wrong- 
doer."    If  the  partial  owner  is  not  a  wrong-doer  in  exercising  the 
rights  secured  by  the  patent,  no  property  has  been  appropriated 
which  belonged  to  the  other  proprietor  of  the  patent,  and  the 
ground  of  damages  fails.    That  this  is  the  real  relation  of  the  par- 
ties, would  seem  to  follow  from  their  situation  as  tenants  in  com- 
mon of  a  right  to  exercise  the  patent  privileges.    In  respect  to  the 
disposal  of  the  title  to  those  privileges,  they  stand  upon  the  same 
footing  as  tenants  in  common  or  joint  owners  of  other  chat- 
tels, namely,  each  can  dispose  of  his  own  share  only.    But  in  re- 
spect to  the  right  of  exercising  the  patent  privileges,  they  stand 
upon  a  different  footing.    It  has  been  held  that  a  court  of  equity 
will  not  injoin  one  part  owner  of  a  patent,  at  the  suit  of  another 
part  owner,  from  using  the  thing  patented,  even  though  the  plain- 
tiff may  l}old  the  legal,  and  the  defendtot  only  an  equitable,  titlQ. 
In  such  a  case,  the  equitable  is  treated  by  a  court  of  equity  as 
if  it  were  a  legal  title,  if  the  holder  has  a  right  to  converlr  it  into  ' 
a  legal  title.     This  decision  was  put  expressly  upon  the  ground 
that  '^  one  tenant  in  common  has  as  good  right  to  use  and  to 
license  third  persons  to  use  the  thing  patented  as  the  other  tenant 
in  common  has.    Neither  can  come  into  a  court  of  equity  and  as- 
sert a  superior  equity,  unless  it  has  been  created  by  some  contract 
modifying  the  rights  which  belong  to  them  as  tenants  in  common."  ^ 

§  191.  It  may  then,  it  seems,  be  assumed,  that,  in  the  case  of  a 
naked  assignment,  vesting  in  the  assignee  an  undivided  interest  in 
a  patent,  and  in  the  absence  of  any  contract  creating  a  relation  in 
the  nature  of  partnership,  or  otherwise  establishing  an  express 
accountability,  one  part  owner  cannot  be  injoined  by  another,  or 
sued  in  an  action  of  infringement,  for  exercising  the  rights  se- 
cured by  the  patent. 

§  192.  With  respect  to  the  suggestion  that  a  right  of  action 
might  exist  in  favor  of  one  part  owner  against  another,  who  wil- 
fully and  systematically  exercises  the  patent  privileges  to  the  injury 
of  the  plaintiff  by  taking  an  insignificant  price  for  the  thing 
patented,  it  would  seem  that  the  appropriate  remedy  is  not  an  ac- 
tion of  infringement,  but  a  special  action  on  the  case.  In  such  an 
action,  the  plaintiff  must  aver  and  show  that  he  exercised,  or  en- 

^  Clum  t;.  Brewer,  2  Cartb,  Cir.  C.  R.  506,  524. 
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deavored  to  exercise,  the  patent  privileges  himself,  and  that  he 
sustained  special  damage  by  the  course  of  the  defendant,  who  wil- 
fully prevented  him  from  reaping,  profits  that  would  otherwise  have 
accrued  to  him. 

§  193.  Instruments  which  undertake  to  deal  with  an  interest 
under  a  patent  may  be  either  assignments,  or  contracts  to  assign, 
or  licenses.  The  distinction  between  an  assignment  and  a  con- 
tract to  assign  presents  the  question,  whether  the  holder  of  the 
instrument  has,  by  force  of  it,  a  legal  or  an  equitable  title.  As 
we  have  seen,  in  order  to  constitute  an  assignment,  there  must  be 
a  grant  which  vests  in  the  grantee  the  exclusive  right  to  the 
whole  patent,  or  some  undivided  part  of  it,  or  to  the  whole  or 
an  undivided  part  of  some  territorial  interest.  It  is  a  question  of 
construction  on  the  instrudient,  whether  it  is  to  operate  ^s  such  a 
present  grant,  or  as  a  contract  for  a  future  conveyance  of  the  in- 
terest ;•  and  one  of  the  elements  which  enter  into  this  question  is, 
whether  the  interest  on  which  the  instrument  operates  has  a  pres- 
ent existence,  or  is  merely  contemplated  to  exist  infuiuro. 

§  194.  And  first,  as  to  patents  which  are  abeady  granted. 
There  is  an  early  English  case  in  which  an  absolute  grant  of  certain 
patents,  excepting  some  then  in  litigation,  the  legal  title  to  which 
was  reserved  by  the  grantor  until  the  determination  of  the  suit,- 
operated  to  vest  the  legal  interest  in  the  grantee  after  the  deter- 
mination of  the  suit,  without  any  further  conveyance.^  Under 
our  law  it  has  been  held  that  a  contract  by  a  patentee,  who  is 
about  to  apply  for  a  renewal,  that  he  will  assign  the  renewed  pat- 
ent to  A,  vests  in  A  an  equitable  title,  which  he  can  convert  into  a 
legal  title  by  paying,  or  offering  to  pay,  the  stipulated  consideration. 
And  where,  after  such  a  contract,  and  after  the  renewal,  the  pat- 
entee executed  an  instrument  from  which  the  court  inferred  the 
intent  to  make  B  a  trustee. for  the  benefit  of  A,  it  was  held  that 
the  entire  interest,  legal  and  equitable,  was  vested  in  B.^ 

§  195.  But  in  respect  to  interests  not  in  esse  at  the  time  of  the 
contract,  it  has  been  held  that  a  contract  to  convey  a  future  inter- 
est in  a  term  not  yet  obtained  is  not  an  assignment.^    The  future 

^  Cartwright  t;.  Amalt,  2  Bos.  &  Ful.  43. 

'  Hartshorn  v.  Day,  19  Howard,  211. 

*  Gibson  v.  Cook,  2  Blatch.  144;  Pitts  v.  Hall,  S  Blatch.  201. 
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interests,  in  reference  to  which  this  distinction  was  taken,  were 
interests  under  renewals  or  extensions  not  obtained  at  the  time  of 
the  contracts ;  and  in  one  of  the  cases  it  was  considered  that  the 
offer  to  perform  a  condition  precedent,  which  was  to  be  performed 
before  the  vesting  of  the  interest,  did  not  give  eflFect  to  the  instru- 
ment as  a  grant.^  But  in  this  connection  the  case  of  Gaylor  v. 
Wilder,  which  involved  a  contract  of  assignment  of  a  patent  then 
applied  for  but  not  issued,  must  not  be  overlooked,  since  it  appears 
to  establish  a  peculiar  exception  to  the  general  rule  which  governs 
contracts  respecting  future  interests.  What  that  exception  is  has 
^already  been  pointed  out. 

§  196.  The  question  may  arise,  however,  whether  there  are 
some  incidental  interests  in  future  terms  of  an  existing  patent,  to 
which  assignees  under  tlie  original  patent  may  become  entitled, 
by  force  of  their  assignments ;  and  these,  in  their  various  aspects, 
are  now  to  be  examined. 

§  197.  There  is  a  well-defined  distinction  between  the  operation 
of  assignments  (made  during  and  concerning  the  original  term  of 
the  patent)  upon  the  reissue  of  the  original  patent,  and  their  opera- 
tion upon  the  extension  or  renewal  of  the  patent.^  An  assignment 
vests  in  the  assignee  an  interest  in  the  existing  patent,  indefeasi- 
ble by  the  act  of  the  patentee.  The  statute  which  authorizes  a 
surrender  and  reissue  of  a  patent,  in  order  to  correct  a  defective 
specification  (act  of  1886,  §  13),  has  always  been  construed,  not 
as  creating  a  new  interest,  but  as  amending  the  original  patent 
from  its  (y)mmencement,  although  suits  can  be  maintained  for  such 
infringements  only  as  have  taken  place  after  the  reissue.  When, 
therefore,  a  patentee  has  by  an  assignment  vested  in  an  assignee  a 
portion  of  the  monopoly  which  he  holds,  he  cannot  affect  the  rights 
of  such  assignee  by  a  surrender  and  reissue  without  his  consent. 
In  fact,  the  statute  itself  saves  the  rights  of  assignees  who  held  a 

*  Pitts  p.  Hall,  ub.  supr, 

•  The  term  "  renewal "  is  often  erroneously  used  to  describe  the  "  reissue  "  of 
a  patent  Its  true  signification  is,  the  further  or  enlai^ed  term  which  is  added  by 
an  extension  of  the  monopoly  beyond  the  term  originally  granted.  A  ^'  reissue  " 
Bgnifiea  the  residue  of  the  term  which  was  running  at  the  time  when  the  patent 
was  surrendered  for  correction,  whether  that  existing  term  was  the  original  or  an 
extended  one. 

PAT.  12 
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legal  title  at  the  time  of  the  surrender  and  re-issue  by  the  following 
clause :  ''  And  in  case  of  his  (the  patentee's)  death,  or  any  assign- 
ment by  him  made  of  the  original  patent,  a  similar  right  [surren- 
der and  issue]  shall  vest  in  his  executors,  administrators,  or  as- 
signees." The  proper  efTedt  to  be  given  to  this  clause  requires 
that,  where  the  whole  patent  has  been  vested  in  an  assignee,  he 
should  make  the  surrender,  and  where  a  part  only  has  been  as- 
signed, the  assignee  should  unite  with  the  patentee  in  the  surren- 
der. But  if  the  surrender  is  made  by  the  patentee  alone,  and  the 
patent  is  re-issued  to  him,  previous  assignments  are  not  vacated, 
but  the  re-issued  term  enures  to  the  benefit  of  the  assignee  without  < 
any  new  assignment.^  And  if  the  assignee  has  consented  to  the 
surrender,  although  he  is  not  a  party  on  the  record  of  the  applica- 
tion for  a  re-issue,  it  enures  to  his  benefit  and  becomes  his  act,  and 
he  is  properly  a  party  in  any  suits  brought  for  infringement  within 
the  territory  covered  by  the  assignment.^  In  respect,  therefore,  to 
re-issues,  it  is  not  necessary  to  insert  any  special  clause  in  an  as- 
signment to  protect  the. interest  of  the  assignee,  as  his  interest  by 
operation  of  law  remains  the  same. 

§  198.  But  in  respect  to  what  are  called  "  renewals  "  or  **  ex- 
tensions," assignees  who  became  such  during  the  term  preceding 
the  new  grant  stand  upon  a  different  footing.  It  was  held  in  1844 
by  Mr.  Justice  Story,  upon  a  full  consideration  of  the  eighteenth 
section  of  the  act  of  1836,  which  authorized  the  extension  of  pat- 
ents by  the  Patent  OflBice,  that  an  assignee  under  the  original  term 
acquires  no  right  at  all  under  the  extended  term,  unless  sttck 
right  be  expressly  conveyed  to  him  by  the  patentee.^  Mf .  Justice 
McLean  at  about  the  same  time  held  the  same  view  of  the  statute.^ 
But  soon  afterwards  this  question  came  before  the  Supreme  Court, 
involving  the  inquiry  into  the  true  construction  of  the  clause  in 
which,  after  providing  for  an  extension  or  renewal,  it  is  declared 
that  ^'  the  benefit  of  such  renewal  shall  extend  to  assignees,  and 
grantees  of  the  right  Xo  use  the  thing  patented  to  the  extent  of 
their  respective  interests  therein."    A  majority  of  the  court  held 

^  Wyeth  V.  Stone,  1  Story,  273 ;  Brooks  v.  Bicknell,  4  McLean,  64,  853,  526 ; 
Woodworth  v.  Stone,  8  Story,  749 ;  Woodworth  i;.  Hall,  1  Woodb.  &  M.  248. 

*  Woodworth  v.  Stone,  8  Story,  749. 

'  Woodworth  v.  Shennan,  8  Story,  171. 

*  Brooks  V.  Bicknell,  4  McLean,  64. 


§  197,  198.]  WHAT  RELATES  TO  THE  TITLE.  179 

that  this  clause  was  not  to  be  construed  as  saving  the  rights  of  pre- 
Tious  assignees  to  make  and  Tend  the  thing  patented,  but  that  it 
is  to  be  regarded  as  saving  the  rights  of  those  who  were  in  the  use 
of  the  patented  article  at  the  time  of  the  renewal.^    Subsequently, 

^  Wilaon  r.  Roasseau,  4  Howard,  646.  The  following  is  the  reasoning  of  the 
majority  of  the  court,  as  embraced  in  the  opinion  pronounced  by  Mr.  Justice 
Nelson:  — 

**  The  second  question  is,  whether,  by  force  and  operation  of  the  eighteenth 
section,  already  referred  to,  the  extension  granted  to  W«  W.  Woodworth,  as  ad- 
ministrator, on  the  16th  day  of  November,  1842,  enured  to  the  benefit  of  assignees 
under  the  original  patent  granted  to  William  Woodworth  on  the  27th  day  of  De- 
cember, 1828,  or  whether  said  extension  enured  to  the  benefit  of  the  administra- 
tor only  in  his  said  capacity. 

**  The  most  of  this  section  has  already  been  recited  in  the  consideration  of  the 
firrt  question,  and  it  will  be  unnecessary  to  repeat  it.  It  provides  for  the  appli- 
cation of  the  pi^tentee  to  the  conunissioner  for  an  extension  of  the  patent  for  seven 
yean;  constitutes  a  board  to  hear  and  decide  upon  the  application;  and  if  his 
receipts  and  expenditures,  showing  the  loss  and  profits  accruing  to  him  from  and 
on  account  of  his  invention,  shall  establish  to  the  satisfaction  of  the  board  that 
the  patent  should  be  extended,  by  reason  of  the  patentee,  without  any  fault  on 
his  part,  having  failed  to  obtain  from  the  use  and  sale  of  his  invention  a  reason- 
aide  remuneration  for  his  time,  ingenuity,  and  expense  bestowed  upon  the  same, 
and  the  introduction  of  it  into  use,  it  shall  be  the  duty  of  the  commissioners  to 
extend  the  same  by  making  a  certificate  thereon  of  such  extension  for  the  term 
of  seven  years  from  and  after  the  first  term ;  *  and  thereupon  the  said  patent 
shall  have  the  same  efifect  in  law  as  though  it  had  been  originally  granted  for  the 
term  of  twenty-one  years.'  And  then  comes  the  clause  in  question :  '  And  the 
benefit  of  such  renewal  shall  extend  to  assignees  and  grantees  of  the  right  to  use 
the  thing  patented  to  the  extent  of  their  respective  rights  therein.' 

''  The  answer  to  the  second  question  certified  depends  upon  the  true  construc- 
tion of  the  above  clause  respecting  the  rights  of  assignees  and  grantees. 

"  Various  and  conflicting  interpretations  have  been  given  to  it  by  the  learned 
connsel,  on  the  argument,  leading  to  different  and  opposite  results,  which  it  will 
be  necessary  to  examine. 

*^  On  one  side  it  has  been  strongly  argued,  that  the  legal  operation  and  effect 
of  the  clause  save  and  protect  all  the  rights  and  interests  of  assignees  and  grantees 
in  the  patent  existing  at  the  time  of  the  extension ;  and  thus  secure  and  continue 
the  exclusive  use  and  enjoyment  of  these  rights  and  interests  for  the  seven  years, 
to  the  same  extent,  and  in  as  ample  a  manner,  as  held  and  enjoyed  under  the 
first  term.  That  if  A  holds  an  assignment  of  a  moiety  of  the  patent,  he  will  hold 
the  same  for  the  new  term  of  seven  years ;  if  of  the  whole  patent,  then  the  whole 
interest  for  that  period.  And  that  as  soon  as  the  new  grant  is  made  to  the  pat- 
entee, the  interest  therein  passes,  by  operation  of  this  clause,  to  the  assignees  of 
the  old  term,  in  proportion  to  their  respective  shares. 

**  On  the  other  side  it  has  been  argued,  with  equal  earnestness,  that,  according 
to  the  true  construction  and  legal  effect  of  the  clause,  protection  is  given,  and 
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the  same  doctrine  was  held  in  relation  to  a  second  extension 
granted  by  special  act  of  Congress  after  the  first  ezteusiou  granted 
intended  h>  be  given,  <m\j  to  tbe  rigbts  aod  intereala  of  usigDees  and  gruit«ea 
acquired  and  held  by  asaigaments  and  grants  from  tbe  patentee  in  and  under  the 
Becond  or  new  term;  and  that  it  doe*  not  refer  to,  or  embrace,  or  in  any  way 
aRect  the  rights  and  interest*  of  aas'gneea  or  grantees  holding  nnder  the  old. 

"In  connection  with  this  view,  it  is  said  that  the  rights  thos  pirrtected  in  the 

new  term  may  be  acquired  by  means  of  the  legal  operation  of  tbe  clause,  either 

from  a  direct  assignment  or  grant  after  the  extension  of  the  patent,  or  by  an  ap- 

nmnriniR  provision  for  Ihat  purpose,  looking  to  an  extension,  cont^ncd  in  tbe 

t  or  grant  under  the  old. 

ot  to  be  denied  but  that,  upon  any  view  that  has  been  taken  or  that 
ken  of  the  clause,  its  true  meaning  and  legal  effect  cannot  be  aascrtcd 
e  confidence;  and,  after  all,  mnst  depend  upon  snch  construcljon  as  the 
best  give  to  doubtful  pbraseuli^  and  obscure  legislation,  having  a  due 
the  great  object  and  intent  of  Congress,  as  collected  from  the  context 
'al  provisions  and  policy  of  tbe  patent  law. 

-ule  is  lamiliar  and  well  settled,  that,  in  esse  of  obscnre  and  doubtful 
ibrascology,  tbe  intention  of  the  law-makers  is  to  be  resorted  to,  if  dis- 
from  the  context,  in  order  to  fix  and  control  their  meaning,  so  as  to 
it,  if  possible,  with  tbe  general  policy  of  the  law. 

tbe  serious  difficulty  in  tbe  way,  and  which  renders  the  first  interprets- 
niasible,  except  upon  tbe  most  explicit  aud  positive  words,  is,  that  it 
it  once  the  whole  object  and  purpose  of  the  enactment,  as  is  plainly 
every  line  of  the  previous  part  of  the  section.  It  gives  to  the  assignees 
«es  of  the  patent,  as  far  as  assigned  under  tbe  old  term,  the  exclusive 
enjoyment  of  the  invention,  —  the  monopoly, — in  tbe  extended  term 
ren  years ;  when,  by  the  same  provbion,  it  clearly  appears  that  it  was. 
U  be  secured  to  the  patentee  as  an  additional  remuneration  for  his  time, 
,  and  expense  in  bringing  out  the  discovery,  and  in  introducing  it  into 
I.  It  gives  this  remuneration  to  parties  that  have  no  peculiar  claims 
^vernment  or  the  public,  and  takes  it  from  those  who  confessedly  have, 
'hole  structure,  of  the  eighteenth  section  turns  upon  the  idea  of  aflbrding 
ional  protection  and  compensation  to  the  patentee,  and  to  the  patentee 
1  hence  the  reason  for  instituting  the  inijuiry  before  tbe  grant  of  tbe  ex- 
I  ascertain  whether  or  not  he  has  failed  to  realize  a  reasonable  rcmn- 
rom  the  sale  and  use  of  the  discovery, — the  production  of  an  account  of 
I  loss  to  enable  the  board  to  determine  tbe  question ;  and  as  it  comes  to 
r  the  lother  conclusion,  to  grant  the  extended  term  or  not. 
obvious,  therefore,  that  Congren  had  not  at  all  in  view  protection  to 
That  their  condition  on  account  of  dealing  in  tbe  subject  of  the  in- 
rhether  successful  or  otherwise,  was  not  in  the  mind  of  that  body,  nor 
[ood  reason  be  given  why  it  should  have  been. 

had  purchased  portions  of  the  interest  in  the  invention,  and  dealt  with 
t  rights  as  a  matter  of  business  and  speculation,  and  stood  in  no  difiTeT- 
m  to  the  government  or  the  public  than  other  citizens  eng^cd  in  the 
ifiairs  of  life. 
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bj  the  Patent  Office ;  for  it  was  held  that  a  special  act  in  favor  of 
a  patentee,  extending  the  time  beyond  that  originally  limited, 

'*  Nothing  short  of  the  most  fixed  and  positive  terms  of  a  statute  could  justify 
an  interpretation  so  repugnant  to  the  whole  scope  and  policy  of  it,  and  to  wise 
and  jadlcious  legislation. 

^  We  think  this  construction  not  necessarily  required  by  the  language  of  the 
clause,  and  is  altogether  inadmissible. 

**  Then  as  to  the  second  interpretation,  namely,  that  the  clause  refers  to  and 
includes  assignees  and  grantees  of  interests  acquired  in  the  new  term,  either  by 
an  assignment  or  grant  from  the  patentee  after  the  extension,  or  by  virtue  of  a 
proper  clause  for  that  purpose  in  the  assignment  under  the  old  term. 

^  The  difficulty  attending  this  construction  lies  in  the  uselessness  of  the  clause 
upon  the  hypothesis,  —  the  failure  to  discover  any  subject-matter  upon  which  to 
give  reasonable  operation  and  effect  to  it,  —  and  hence,  to  adopt  the  construction 
is  to  make  the  clause  virtually  a  dead  letter,  the  grounds  for  which  conclusion 
we  will  proceed  to  state.  • 

"  The  eleventh  section  of  the  Patent  Act  provides  that  every  patent  shall  be 
assignable  in  law,  either  as  to  the  whole  interest  or  any  undivided  part  thereof, 
by  an  instrument  in  writiug ;  which  assignment,  and  also  every  grant  and  convey- 
ance of  the  exclusive  right  under  any  patent,  &c.,  shall  be  recorded  in  the  Patent 
Office.  And  the  fourteenth  section  authorizes  suits  to  be  brought  in  the  name 
of  the  assignee  or  grantee,  for  an  infringement  of  his  rights,  in  a  court  of  law. 

**  One  object  of  these  provisions  found  in  the  general  patent  system  is  to  sep- 
arate the  interest  of  the  assignee  and  grantee  from  that  which  may  be  held  by  the 
patentee,  and  to  make  each  fractional  interest  held  under  the  patent  distinct  and 
separate ;  in  other  words,  to  change  a  mere  equitable  into  a  legal  title  and  inter- 
est, so  that  it  may  be  dealt  with  in  a  court  of  law. 

"Now,  in  view  of  these  provisions,  it  is  difficult  to  perceive  the  materiality  of  the 
clause  in  question,  as  it  respects  the  rights  of  assignees  and  grantees,  held  by  an 
asngnment  or  grant  in  and  under  the  the  new  term,  any  more  than  in  respect  to 
like  rights  and  interests  in  and  under  the  old. 

"  The  eleventh  and  fourteenth  sections  embrace  every  assignment  or  grant  of  a 
part  or  the  whole  of  the  interest  in  the  invention,  and  enable  these  parties  to  deal 
with  it,  in  all  respects,  the  same  as  the  patentee.  They  stand  upon  the  same 
footing  under  the  new  term  as  in  the  case  of  former  assignments  under  the  old. 
Nothing  can  be  clearer.  It  is  impossible  to  satisfy  the  clause  by  referring  it  to 
these  assignments  and  grants ;  or  to  see  how  Congress  could,  for  a  moment,  have 
im^ned  that  there  would  be  any  necessity  for  the  clause,  in  this  aspect  of  it.  It 
would  have  been  as  clear  a  work  of  superen^ation  as  can  be  stated. 

**  The  only  color  for  the  argument  in  favor  of  the  necessity  of  this  clause,  in 
the  aspect  in  which  we  are  viewing  it,  is,  as  respects  the  contingent  interest  in  the 
new  term,  derived  from  a  provision  in  an  assignment  under  the  old  one,  looking 
to  the  extension.  As  the  right  necessarily  rested  on  contract,  at  least  till  the 
contmgency  occurred,  there  may  be  some  doubt  whether,  even  after  its  occurrence, 
the  eleventh  and  fourteenth  sections  had  the  effect  to  change  it  into  a  vested  legal 
interest,  so  that  it  could  be  dealt  with  at  law ;  and  that  a  new  assignment  or  grant 
from  the  patentee  would  be  required,  which  could  be  enforced  only  in  a  court  of 
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must  be  considered  as  ingrafted  on  the  general  patent  law ;  that 
the  general  patent  law,  in  force  at  the  time  of  the  special  act,  per- 

eqaity.   To  this  extent  there  may  be  some  color  for  the  argoment,  some  supposed 
matter  to  give  operation  and  effect  to  the  clause. 

**  But  what  is  the  amount  of  it  ?  Not  that  the  clause  creates  or  secures  this  con- 
tingent interest  in  the  new  term,  for  that  depends  upon  the  contract  between  the 
parties,  and  the  contract  alone,  and  which,  even  if  the  general  provisions  of  the 
law  respecting  the  rights  of  assignees  and  grantees  could  not  have  the  effect  to 
change  into  a  legal  right,  might  be  enforced  in  a  court  of  equity. 

"  The  only  effect,  therefore,  of  the  provision  in  respect  to  assignees  and  grantees 
of  this  description  would  be  to  change  the  nature  of  the  contingent  interest,  after 
the  event  happened,  from  a  right  resting  in  contract  to  a  vested  legal  interest ;  or, 
to  speak  with  more  precbion,  to  remove  a  doubt  about  the  nature  of  the  interest 
in  the  new  term,  after  the  happening  of  a  certain  contingency,  which  event,  in 
itself,  was  quite  remote.  This  seems  to  be  the  whole  amount  of  the  effect  that 
even  ingenious  and  able  counsel  have  succeeded  in  finding  to  satisfy  the  clause.  It 
presupposes  that  Congress  looked  to  this  scintiUa  of  interest  in  the  new  term, 
which  might  or  might  not  occur,  and  cast  about  to  provide  for  it,  for  fear  of  doubts 
as  to  its  true  nature  and  legal  character,  and  the  effect  of  the  general  system 
upon  it 

**  We  cannot  but  think  a  court  should  hesitate  before  giving  a  construction  to 
the  clause  so  deeply  harsh  and  unjust  in  its  consequences,  both  as  it  respects  the 
public  and  individual  rights  and  interests,  upon  so  narrow  a  foundation. 

"  But  there  are  other  difficulties  in  the  way  of  this  construction. 

"  The  eleventh  section,  regulating  the  rights  of  assignees  and  grantees,  provides : 
*  That  every  patent  shall  be  assignable  at  law,'  &c.,  *  which  assignment,  and  also 
every  grant  and  conveyance  of  the  excluave  right  under  any  patent  to  make  and 
use,  and  to  grant  to  others  to  make  and  use,  the  thing  patented  within  and  through- 
out any  specified  part  or  portion  of  the  United  States,'  &c., '  shall  be  recorded.' 

"  Now  it  will  be  apparent,  we  think,  from  a  very  slight  examination  of  the 
clause  in  question,  that  it  does  not  embrace  assignees  or  grantees,  in  the  sense  of 
the  eleventh  section,  at  all ;  nor  in  the  sense  in  which  they  are  referred  to  when 
speaking  of  these  interests  generally  under  the  patent  law,  without  intexpolating 
words  or  giving  a  very  forced  construction  to  those  composing  it. 

'*  The  clause  is  as  follows :  '  And  the  benefit  of  such  renewal  shall  extend  to 
assignees  and  grantees  of  the  right  to  use  the  thing  patented,  to  the  extent  of 
their  respective  interests  therein.' 

"  It  will  be  seen  that  the  word  *  exclusive,'  used  to  qualify  the  right  of  a  grantee 
in  the  eleventh  section,  and,  indeed,  always  when  referred  to  in  the  patent  law 
(§  14),  and  also  the  words  'to  make,' '  and  to  grant  to  others  to  make  and  use,' 
are  dropped,  so  that  there  is  not  only  no  exclusive  right  in  the  grantee,  in  terms, 
granted  or  secured  by  the  clause,  but  no  right  at  all,  no  right  whatever,  to  make 
or  to  grant  to  others  to  make  and  use  the  thing  patented ;  in  other  words,  no 
exclusive  right  to  make  or  vend.  And  it  is,  we  think,  quite  obvious,  fixun  the 
connection  and  phraseology,  that  assignees  and  grantees  are  placed,  and  were 
intended  to  be  placed,  in  this  respect,  upon  the  same  footing.  We  should  scarcely 
be  justified  in  giving  to  this  tenn  a  more  enlarged  meaning  as  to  the  right  to  make 
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mitted  a  party  who  had  purchased  the  patented  machine  during 
the  period  to  which  the  patent  was  first  limited  to  continue  to  use 

and  sell,  as  it  respecta  the  one  class,  than  is  given  to  the  others,  as  they  are  always 
used  as  correlative  in  the  patent  laws,  to  the  extent  of  the  interests  held  by  them. 
The  clause,  therefore,  in  terms,  seems  to  limit  studiously  the  benefit  or  reserva- 
tioQ,  or  whatever  it  may  be  called,  under  or  fit>m  the  new  grant,  to  the  naked  right 
to  use  the  thing  patented ;  not  an  exclusive  right  even  for  that,  which  might  denote 
monopoly,  nor  any  right  at  all,  much  less  exclusive,  to  make  and  vend.  That  seems 
to  have  been  guardedly  omitted.  We  do  not  forget  the  remaining  part  of  the 
sentence,  *  to  the  extent  of  their  respective  interests  therein,'  which  is  relied  on  to 
help  out  the  difficulty.  But  we  see  nothing  in  the  phrase  giving  full  effect  to  it, 
necessarily  inconsistent  with  the  plain  meaning  of  the  previous  words.  The  ex- 
act idea  intended  to  be  expressed  may  be  open  to  observation ;  but  we  think  it 
far  from  justifying  the  court  in  holding  that  the  grant  or  reservation  of  a  right*  to 
UK  a  thing  patented,  well  known  and  in  general  use  at  the  time,  means  an  ex- 
clusive right  to  make  and  use  it ;  and  not  only  this,  but  an  exclusive  right  to  grant 
to  others  the  right  to  make  and  use  it,  meaning  an  exclusive  right  to  vend  it. 

**  The  court  is  asked  to  build  up  a  complete  monopoly  in  the  hands  of  assignees 
and  grantees  in  the  thing  patented,  by  judicial  construction,  founded  upon  the 
grant  of  a  simple  right  to  use  it  to  the  extent  of  the  interest  possessed ;  for  the 
ai]gument  comes  to  this  complexion.  A  simple  right  to  use  is  given,  and  we  are 
asked  to  read  it  an  exclusive  right,  and  not  only  to  read  it  an  exclusive  right  to 
use,  but  an  exclusive  right  to  make  and  vend  the  patented  article. 

^  Recurring  to  the  patent  law,  it  will  be  seen  that  Congress,  in  granting  mo- 
nopolies of  this  description,  have  deemed  it  necessary  to  use  vei^y  difierent  lan- 
goage.  The  grant  in  the  patent  must  be  in  express  terms,  for  'the  full  and 
exclusive  right  and  liberty  of  making,  using,  and  vending,'  in  order  to  confer  ex- 
clusive privileges.  The  same  language  is  also  used  in  the  act  when  speaking  of 
portions  of  the  monopoly  in  the  hands  of  assignees  and  grantees  (§§11)  14). 

'*  We  cannot  but  think,  therefore,  if  Congress  had  intended  to  confer  a  monop- 
oIt  in  the  patented  article  upon  the  assignees  and  grantees  by  the  clause  in  ques- 
tion, the  usual  formula  in  all  such  grants  would  have  been  observed,  and  that  we 
should  be  defeating  their  understanding  and  intent,  as  well  as  doing  violence  to 
the  language,  to  sanction  or  uphold  rights  and  privileges  of  such  magnitude  by 
the  mere  force  of  judicial  construction. 

^  We  conclude,  therefore,  that  the  clause  has  no  reference  to  the  rights  or  in- 
terests of  asagnees  and  grantees  under  the  new  and  extended  term,  upon  the 
gponnd,— 

^  I.  Because,  in  that  view,  giving  to  the  words  the  widest  construction,  there  is 
nothing  to  satisfy  the  clause,  or  upon  which  any  substantial  effect  and  operation 
can  be  given  to  it ;  it  becomes  virtually  a  dead  letter,  and  work  of  legislative  su- 
perfluity; and, 

''2.  Because  the  clause  in  question,  upon  a  true  and  reasonable  interpretation, 
does  not  operate  to  vest  the  assignees  and  grantees  named  therein  with  any  exchi- 
nve  privileges  whatever,  ih  the  extended  term,  and  therefore  cannot  be  construed 
as  relating  to  or  embracing  such  interests  in  the  sense  of  the  law. 

^  The  extension  of  the  patent,  under  the  eighteenth  section,  is  a  new  grant  of 


J!::^. 
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it  during  tlie  ftirtlier  ezteDsion  ;  aiid  that  there  was  notliiiig  in  the 
Gpecial  act  to  take  the  case  out  of  the  operatiou  of  this  rule.^ 
the  exuliuire  right  or  numopoly  in  the  mibjectof  the  inventioD  for  the  seven  yem. 
All  the  rigbti  of  assignees  or  grantees,  whetber  in  a  share  of  the  patent,  or  to  a 
specified  portion  of  the  territory  held  under  it,  terminate  at  the  end  of  the  foui^ 
teen  years,  and  become  reinvested  in  the  patentee  fay  the  new  grant. 

"  From  that  date  he  is  again  possesaed  of  '  the  full  and  eacluove  right  and  lib- 
•triv  nC  TTiaking,  using,  and  vending  to  otheis  the  invention,'  whatever  it  may  be. 
portions  of  the  monopoly  hold  by  assignees  and  grantees  as  subjects 
and  commerce,  bat  the  patented  articles  or  machines  throughout  the 
purehnsed  for  practical  use  in  the  business  affairs  of  life,  are  embraced 
i  opera^n  of  the  extension.  This  latter  class  of  aasigneea  and  grantees 
ed  by  the  new  grant  of  the  exduiive  right  to  lue  the  thing  patented. 
rs  of  the  machines,  and  who  were  in  the  use  of  them  at  the  lime,  ar« 
rom  further  use  immediately,  as  that  right  became  vested  exclusively  in 
Llee.  Making  and  vending  the  inventioik  are  prohibited  by  the  corrc- 
terms  of  his  grant. 

if  we  read  the  clause  in  qoestion  with  reference  to  this  state  of  things, 
that  much  of  the  difficulty  attending  it  will  disappear.  By  the  previous 
e  section,  the  patentee  would  become  reinvested  with  the  exclu^ve  right 
use,  and  vend  the  thing  patented ;  and  the  clanae  in  qoestion  follows, 
90  intended  as  a  qualificatioD.  To  what  extent,  is  the  question.  The 
is:  'And  the  benefit  of  such  renewal  shall  extend  to  assignees  and 
it  the  right  to  use  the  thing  patented  to  the  extent  of  their  respective 
thereip';  naturally,  we  think,  pointing  to  those  who  were  in  the  use  of 
ted  article  at  the  time  of  the  renewal,  and  intended  to  restore  or  save  to 
.  right  which,  without  the  clause,  would  have  been  vested  again  exclu- 
Lhe  patentee.  The  previous  part  of  the  section  operating  in  terms  to 
with  the  oxclunve  right  to  use,  as  well  as  to  make  and  vend,  therfe  ia 
ery  remarkable  in  tho  words,  the  legislature  intending  thereby  to  qualify 
in  respect  to  a  certain  class  only,  leaving  the  right  as  lo  all  others  in  the 
in  speaking  of  the  benefit  of  the  renewal  extending  to  this  class.  The 
ested  him  with  the  whole  right  to  use,  and  therefore  there  is  no  great 
ty  of  language,  if  intended  to  protect  this  class,  by  giving  them  in  terms 
it  of  the  renewal  Against  this  view  it  may  be  said  that '  the  thing  pat- 
ians  the  invention  or  discovery,  as  held  in  M'Cluig  v.  Kingsland,  I  How. 
that  the  right  to  use  '  the  thiog  patented '  is  what,  in  terms,  is  provided 
clause.  That  is  admitted,  bat  the  words,  as  used  in  the  connection  here 
th  the  right  simply  to  use  the  thing  patented,  —  not  tbe  exclunve  right, 
uld  be  a  monopoly,  — necessarily  refer  to  the  patented  machine,  and  not 
ention  \  and,  indeed,  it  is  in  that  sense  that  the  expression  is  lo  be  ud- 
^enerally  throughout  the  patent  law,  when  taken  in  connection  with  tha 
se,  in  contradistinction  to  tiie  right  to  make  and  sell, 
thing  patented '  is  Uie  invention ;  so  tbe  machine  is  the  thing  patented ; 
i  the  machine  is  to  use  the  invention,  because  it  ia  the  thing  invented, 

>  Bloomer  v.  McQueen,  14  Howard,  S39. 
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§  199.  Two  other  cases  iu  the  Supreme  Court  have  involyed  a 
further  application  of  the  same  doctrine.    In  one  it  was  held,  that 

and  in  respect  to  which  the  exclasive  right  is  secured,  as  is  also  held  in  M'Clurg 
V,  Eingsland.  The  patented  machine  is  frequently  used  as  equivalent  for  the 
*  thing  patented,'  as  well  as  for  the  inyention  or  discovery,  and,  no  doubt,  when 
(band  in  connection  with  the  exclusive  right  to  make  and  vend,  always  means  the 
right  of  property  in  the  invention,  the  monopoly.  But  when  in  connection  with 
the  simple  right  to  use, — the  exclusive  right  to  make  and  vend  being  in  another, 
—the  right  to  use  the  thing  patented  necessarily  results  in  a  right  to  use  the  ma- 
chine, and  nothing  mcve.  Then  as  to  the  phrase  '  to  the  extent  of  their  respect- 
ive interests  therein,'  that  obviously  enough  refers  to  their  interests  in  the  thing 
patented,  and,  in  connection  with  the  right  simply  to  use,  means  their  interests  in 
the  patented  machines,  be  that  interest  in  one  or  more  at  the  time  of  the  exten- 

• 

oon. 

**  This  view  of  the  clause,  which  brings  it  down  in  practical  effect  and  operation 
to  the  persons  in  the  use  of  the  patented  machine  or  machines  at  the  time  of  the 
new  grant,  is  strengthened  by  the  clause  immediately  following,  which  is,  '  that 
no  extension  of  the  patent  shall  be  granted  after  the  expiration  of  the  term  for 
which  it  was  originally  issued.  What  is  the  object  of  this  provision  V  Obviously,  to 
guard  against  the  injustice  which  might  otherwise  occur  to  a  person  who  had  gone 
to  the  expense  of  procuring  the  patented  article,  or  changed  his  business  upon 
the  faith  of  using  or  dealing  with  it-,  after  the  monopoly  had  expired,  which  would 
be  arrested  by  the  operation  of  the  new  grant  To  avoid  this  consequence,  it  is 
provided  that  the  extension  must  take  place  before  the  expiration  of  the  patent, 
if  at  all.  Now  it  would  be  somewhat  remarkable  if  Congress  should  have  been 
thus  careful  of  a  class  of  persons  who  had  merely  gone  t<^  the  expense  of  provid- 
ing themselves  with  the  patented  article  for  use  or  a  matter  of  trade,  after  the 
monopoly  had  ceased,  and  would  be  disappointed  and  exposed  to  loss  if  it  was 
again  renewed,  and  at  the  same  time  had  overlooked  the  class  who,  in  addition  to 
the  expense  and  change  of  business,  had  bought  the  right  from  the  patentee,  and 
were  m  the  use  and  enjoyment  of  the  machine,  or  whatever  it  might  be,  at  the 
time  of  the  renewal.  These  provirions  are  in  juxtaposition,  and  we  think  are  but 
parts  of  the  same  policy,  looking  to  the  protection  of  individual  citizens  from  any 
wrong  and  injustice  on  account  of  the  operation  of  the  new  grant 

^*  The  consequences  of  any  different  construction  than  the  one  proposed  to  be 
given  are  always  to  be  regarded  by  courts,  when  dealing  with  a  statute  of  doubt- 
ful meaning.  For  between  two  different  interpretations,  resting  upon  judicial 
expositions  of  ambiguous  and  involved  phraseology,  that  which  will  result  in  what 
may  be  regarded  as  coming  nearest  to  the  intention  of  the  legislature  should  be 
preferred.  # 

^J^e  must  remember,  too,  that  we  are  not  dealing  with  the  decision  of  the  par- 
ticular case  before  us,  though  that  is  involved  in  the  inquiry,  but  with  a  general 
STstem  of  great  practical  interest  to  the  country ;  and  it  is  the  effect  of  our  de- 
cision upon  the  operation  of  the  system  that  gives  to  it  its  chief  importance. 

'*  The  eighteenth  section  authorizes  the  renewal  of  patents  in  all  cases  where 
the  board  of  commissioners  is  satisfied  of  the  usefulness  of  the  invention,  and  of 
the  inadequacy  of  remuneration  to  the  patentee.    Inyentions  of  merit  only  are 
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a  party,  vlio  claims  a  right  to  so  continue  Ju  the  use  of  a  patented 
machine  after  an  extension,  must  show  a  coutlnuous  chain  of  title 
back  to  some  one  who  could  lawfully  sell  it  to  liim  for  use  during 
the  former  term.^  In  the  other  it  was  held  that,  if  he  does  show  a 
right  to  use  the  machine,  derived  during  the  original  term  from 
some  one  who  could  then  lawfully  impart  to  him  that  right,  he 
itinue  to  use  it  after  any  and  every  extension  of  the  pat- 
sequeutly  obtained,  as  long  as  it  lasts,  and  may  even  re- 


.  This  course  of  decisions,  then,  establishes  a  distinction, 

!t  of  the  new  grant,  —  sucli  as  hare  had  the  public  confidence,  and  which 
presumed  have  entered  Urge!/,  in  one  fiay  and  another,  into  the  hnta- 
rs  of  life. 

e  report  of  the  commitsioDer  of  patents,  it  appears  that  five  bnndred  aod 
ita  were  issued  In  the  year  1844,  —  for  the  last  fourteen  years  the  aver- 
yearly  exceeded  this  nnmher,  —  and  embrace  articles  to  be  found  ia 
use  in  every  deportment  of  labor  or  art,  on  the  farm,  in  the  workshop 
ry.  These  articles  have  been  purchased  from  the  patentee,  and  have 
common  use.  But  if  the  construction  against  which  we  have  been  cod- 
liould  prevail,  the  moment  the  pat«ut  of  either  article  is  renewed,  the 
iise  is  arrested  by  the  exclusive  grant  to  the  patentee.  It  is  trae  the 
ly  repurchase  the  right  to  use,  and  doubtless  would  be  compelled  from 
.  but  he  is  left,  to  the  discretion  or  caprice  of  the  patentee.  A  construc- 
sg  to  such  consequences,  and  fraught  with  such  unmixed  evil,  ire  must 
d  was  never  contemplated  by  Congress,  and  should  not  be  adopted  un- 
illed  by  the  most  express  and  positive  language  of  the  statute," 
ee  V.  Boston  Belting  Co.,  22  Howard,  217. 

ler  V.  Millingen,  1  Wallace,  340.  There  is  a  case,  decided  on  the  circuit 
Btice  Nelson,  in  1855  (prior  to  Chafiee  v.  Bost  Belt.  Co.,  ante),  in  which 
on  is  drawn  between  the  rights  of  a  purchaser  who  bought  a  machine 
patentee  himself,  who  had  built  it  for  him,  and  the  case  of  a  purchaser 
ine  from  one  holding  a  llcenae  to  msjcc  and  sell  under  the  first  term  of 
: ;  and  it  is  intimated  that,  in  the  former  case,  a  special  act  of  Congress 
the  patent  could  not  take  away  the  right  to  use  the  machine  sold  by 
Re,  oven  if  it  should  undertake  to  do  sa  Without  gcnng  into  the  connd- 
this  last  suggestion,  it  may  be  observed  that  the  course  of  decisions  in  the 
Court  makes  no  such  distinclftn  as  to  the  source  frton  which  the  right 
s  derived  during  a  former  term,  but  merely  requires  that  the  i^  in 
on  should  be  lawful,  or  be  conferred  by  some  one  who  then  had  the 
onfer  it  The  case  referred  to  is  Blanchard  v.  Whitney,  3  Blatch. 
I  effect  of  the  eighteenth  section  of  the  sUtute  of  18S6  is  not  ad- 
in  this  case,  and  the  right  of  the  vendee  of  the  machine  is  put  upon 
i  that  by  the  sale  the  patentee  conveyed  an  uoliioitcd  right  to  use  it 


§199-202.]  WHAT  RELATES  TO  THE  TITLE.  187 

in  respect  to  the  right  of  previous  assignees,  between  the  right  to 
make  and  vend  the  patented  article,  «n(l  the  right  to  use  it,  after 
an  extension.  The  former,  it  is  held,  is  a  part  of  the  franchise 
which  the  patent  confers,  and  the  right  to  exercise  that  franchise 
after  an  extension  ceases  in  the  previous  assignee,  unless  there  is 
a  stipulation  to  the  contrary.  The  latter,  it  is  said,  is  the  acquisi- 
tion of  a  right  which  takes  the  patented  article  out  of  the  monop- 
oly of  the  patent,  makes  it  the  property  of  the  individual  purchas- 
er, and  removes  it  from  the  protection  of  the  patent  laws. 

§  201.  It  may  be  observed,  here,  that  all  the  four  cases  above 
cited  related  to  machines  licensed  or  authorized  under  a  former 
term  of  the  patent.  A  difficulty  will  be  experienced  when  it  be- 
comes necessary  to  apply  the  same  doctrines  to  patents  embracing 
other  subjects  ;  for  the  question  will  then  arise  whether  the  clause 
in  the  act  of  1836,  &ving  the  rights  of  assignees,  applies  at  all  to 
Buch  patents,  and  if  so,  in  what  way.  Thus,  for  example,  to  take 
the  case  of  a  patented  process  of  manufacture,  resulting  in  a  new 
article  of  commerce,  such  as  that  suggested  by  Mr.  Webster,  of  a 
patent  starch.  The  patent  monopoly,  in  such  a  case,  embraces  the 
right  to  make,  the  right  to  use,  and  the  right  to  vend  to  others  to 
nse.  While,  then,  it  may  be  conceded  that  the  sale  of  the  particu- 
lar kind  of  starch  by  the  patentee,  during  a  former  term,  carries 
to  the  purchaser  of  the  starch  the  right  to  consume  it  or  to  vend 
it  as  an  article  of  commerce  after  an  extension,  is  this  all  the 
application  of  the  clause  protecting  the  rights  of  assignees  or 
grantees  that  can  be  given  to  such  a  case  ?  Is  the  former  assignee 
or  grantee  of  a  right  to  practise  the  patented  process  excluded 
from  the  clause  ?  What  is  '^  the  extent  of  his  interest  therein," 
in  relation  to  the  extended  term  of  the  monopoly  ?  What,  in 
other  words,  is  ^^  the  right  to  use  the  thing  patented,"  which  the 
statute  saves  to  an  assignee  after  an  extension,  according  to  the 
extent  of  ^^  his  interest  therein,"  in  a  case  of  this  description  ? 

§  202.  It  has  been  su^ested  that  this  clause  in  the  statute  ap- 
plies only  to  patented  machines.  But  there  appears  to  be  nothing 
in  the  terms  or  nature  of  the  provision  which  limits  it  to  patents 
of  a  particular  class.  All  that  can  be  said  at  present  is,  that  the 
Supreme  Court  have  been  called  upon,  as  yet,  to  apply  it  only  to 
patents  for  machines,  and  that  they  have  given  it  a  construction 
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vhicb  cuts  the  knot  of  certain  difliciilties  whicli  arise  in  tliat  di- 
rection. If,  in  so  doing,  embarrassments  have  been  created  in  its 
application  to  patents  of  another  kind,  they  can  bo  solved  onl; 
when  the  cases  arise.^ 

^  203.  The  doctrine,  then,  as  it  now  stands,  in  relation  to  the 
)f  assignees,  or  purchasers  under  a  former  term,  is  that,  in 
:ence  of  an  express  stipulation,  mere  assignees  of  the  right 
e  and  vend  (a  patented  machine),  who  acquired  their  right 
a  former  term,  take  nothing  under  an  extension,  wliethcr 
tension  was  obtained  under  the  standing  law  or  under  a 
law  ;  but  that  purchasers  of  tlie  patented  machine,  who 
I  from  a  competent  source  a  lawful  right  to  use  it,  can  con- 

0  use  it  until  it  is  worn  out,  or  as  long  as  it  can  be  repaired.' 

the  close  oT  the  opinion  of  tbe  court  in  ChaSecv.  Boat  Belt  Co.  22  How- 
ie also  the  caae  of  Day  v.  The  Union  India-Bnbber  Coropan]',  3  Blatch- 

poiDt  sdll  remvns  QDJecided  hy  the  Sapreme  Coart  vrbether  an  awignce 
ee  of  the  right  to  ase  tbe  thing  patented  ia  confined,  after  an  extennon, 
se  of  the  identical  machine  or  apparatus  nhich  was  in  exl>tencc  in  his 

the  time  of  the  cxtennon.  All  the  deciaons,  thus  far,  iuTolved  as  the 
'  judicial  delennination  the  right  to  use  a  machine  constructed  before  the 
n  of  the  patent;  and  in  dealing  with  these  cases,  the  Supreme  Court  has 

1  (as  in  Wilson  ti.  Simpson,  9  How.  109)  into  some  rather  subtle  distinc- 
:i>een  repairs  or  reoonslructions  which  do  not,  and  those  which  do,  change 
iti^  of  the  machine  which  had  become  the  property  of  the  ass^ee  or 
before  the  extension.  It  will  be  seen,  on  examining  these  cases,  that  the 
tion  given  to  the  clanse  of  the  eighteenth  secUon  of  the  act  of  18^6  rests 
ipoD  the  portion  that  a  sale  of  a  patented  machine  takes  iJial  machine  out 
Lonopoly,  and  puts  it  upon  the  same  footing  in  the  hands  of  the  purchaser 
other  property.  But  this  curies  no  right  to  construct  another  machine 
and  hence,  so  long  as  the  operation  of  tbe  clause  in  question  is  govemed 
nquestionable  truth  that  the  maehint  sold  became  the  absolute  property  of 
tee,  it  may  be  necessary  to  go  into  nice  inquiries  respecting  the  identity  of 
line  which  the  grantee  b  using  and  the  machine  which  was  sold  or  licensed 

But  there  may  be  cases  where  this  basis  of  the  construction  of  the  statnte 
lish  no  guide  wbatevor.  Take  the  case  of  a  mixed  patent,  where  the  thing 
I  embraces  a  process  which  can  be  exercised  only  by  machinery  described 
irhaps  covered  by  the  patent  Or,  take  the  case  ofa  patent  for  a  process 
lit  one  requiring  the  use  of  a  peculiar  apparatus,  which  may  not  itself  be 
by  the  patent  Is  the  grantee  of  "  the  thing  patented  "  confined  in  such 
the  use  of  tbe  identical  apparatus  which  he  was  using  at  tbe  time  of  the 
n  ?  Or  is  the  grantee  of  "  the  thing  patented,"  where  that  thing  is  noth- 
a  machine,  confined  to  tbe  identical  machine  which  he  had  bought  or  boen 
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It  becomes  important,  then,  to  know  what  will  operate  as  a  stipu- 
lation inter  partes^  that  assignees  or  grantees  of  the  right  to  exer- 
ciy  the  patent  monopoly  shall  continue  to  have  the  same  right  in 
future  terms ;  and  what,  if  any,  are  the  rules  of  construction  ap- 
plicable to  such  instruments  in  the  determination  of  this  question  ? 

• 
§  204.  In  the  case  of  Wilson  v.  Rousseau,  there  was  a  covenant 

that  any  **  renewal "  of  the  patent  should  "  enure  to  the  benefit "  of 

the  assignee.     At  the  time  of  making  this  covenant,  there  was  no 

standing  law  of  the  United  States  providing  for  an  extension  of 

the  term  beyond  the  fourteen  years  expressed  in  the  patent.    Nor 

licensed  to  nse  before  the  extension  ?    These  inquiries  show  that  the  construction 
heretofore  giren  to  the  statute  has,  perhaps,  been  narrowed  rather  more  than  was 
needfal,  and  that  the  fact  that  a  particular  structure  has  become  the  property  of 
the  grantee  is  not  alone  a  sufficient  basis  for  the  construction,  as  it  obviously  will 
not  satisfy  all  cases.    The  necessity  for  a  broader  construction  of  the  statute  will 
he  seen  by  examining  the  case  of  Day  v.  The  Union  India-Rubber  Company,  3 
Blatch.  488,  decided  by  Judge  Uall,  in  which  he  entered  into  an  elaborate  exam- 
ination of  all  the  cases  that  had  been  decided  by  the  Supreme  Court,  and  held, 
that  whatever  was  the  tendency  of  the  reasonings  employed  in  them,  they  had 
judicially  decided  nothing  more  than  the  pmnt,  that  where  the  defendant  is  using 
the  same  machine  which  he  was  licensed  to  use  before  the  extension,  he  ma/ 
continue  to  use  and  even  repair  that  machine.    The  learned  judge,  therefore,  felt 
himself  at  liberty  to  examine  and  decide  the  further  case  of  the  use  of  a  thing 
patented,  whether  the  particular  apparatus  was  or  was  not  in  existence  prior  to 
the  extension.     The  thing  patented  in  this  case  was  a  subject  in  which  a  process 
and  machinery  for  working  the  process  were  so  blended  that  it  was  doubtful 
whether  the  patent  covered  the  one  or  the  other,  or  both.     The  learned  judge 
held,  that  whether  the  patent  covered  a  process  or  a  machine,  or  both,  and  whether 
the  machinery  used  by  the  defendant  was  or  was  not  in  existence  prior  to  the  ex- 
tension of  the  patent,  the  eighteenth  section  of  the  statute  gave  him,  as  grantee 
"  of  the  right  to  use  the  thing  patented,"  the  same  rights  of  use  afler  the  exten- 
sion that  he  held  before.    The  opinion  pronounced  is  highly  instructive  and  able. 
The  case  was  taken  to  the  Supreme  Court,  but  was  decided  there  upon  other 
grounds.   See  Day  v.  Union  India-Rub.  Co.  20  How.  216.   It  was  followed  by  the 
cases  of  Chafifee  v.  Bost.  Belt.  Co.  and  Bloomer  v.  Millingen ;  but  these  did  not 
involve  anything  beyond  the  points  previously  decided  as  to  the  use  of  the  iden- 
tical machine  sold  or  licensed  before  the  extension.    The  whole  subject  needs 
further  examination.    For  the  convenience  of  the  reader  the  cases  are  here  cited 
in  their  chronological  order:  Wilson  v,  Bousseau,  4  How.  646  (1845) ;  Simpson 
p.  Wilson,  4  How.  709  <1845) ;  Wilson  v.  Simpson,  9  How.  109  (1849)  ;  Bloomer 
V.  McQueen,  14  How.  539  (1852)  ;  Day  w.  The  Union  India-Rub.  Co.  3  Blatch. 
488  (1856)  ;   Hartshorn  v.  Day,  19  How.  211  (1856) ;  Day  v.  Union  India-Rub. 
Co.  20  How.  216  (1857) ;  Chaffee  v.  Bost  Belt  Co.  22  How.  217  (1859) ;  Bloom- 
er V.  Millingen,  1  Wallace,  340  (1863). 
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s  there,  at  that'time,  any  law  providing  for  a  Eurrender  and  re- 
account  of  a  defective  specification  ;  but  a  decieion  had 
de  in  the  Circuit  Court  for  the  New  York  circuit,  to  t^ 
Eit,  upon  general  principles,  such  a  Eurrender  aud  re-issue 
made.  This  was  the  state  of  the  law,  statutory  or  de- 
t  the  time  of  this  covenant  respecting  "  any  renewal."  A 
of  the  Supreme  Court  held  that  the  parties  to  the  covenant 
be  presumed  to  have  made  it  "  with  a  reference  to  the 
ad  existing  rights  and  privileges  secured  to  patentees  un- 
;eneral  system  of  the  government  established  for  that  pur- 
that  this,  at  the  time,  embraced  a  right  to  take  out  a  new 
ir  the  residue  of  the  unexpired  term  of  fourteen  years  ; 
the  term  "  renewal "  was  to  be  satisfied  witli  reference  to 
patent  so  to  be  obtained,  aud  was  not  to  be  construed  to 
a  renewal  to  be  created  by  further  legislation  of  Con- 
It  may  admit  of  some  question  whether  a  narrower  con- 
of  the  term  "  renewal,"  than  it  might  have  received 
le  principle  of  construction  adopted,  was  not  resorted  to 
kse.  Assuming  the  correctness  of  the  principle,  that  par- 
aking  such  a  covenant,  are  presumed  to  contemplate  such 
id  privileges  as  the  existing  patent  system  itself  contem- 
is  to  be  observed,  that,  at  the  time  of  this  covenant,  the 
of  obtaining  extensions  by  special  act  of  Congress  had 
1  known  ;  and  that,  although  there  was  no  standing  law 
purpose,  tliere  was  also  no  standing  law  for  obtaining 
court  called  a  new  patent,  by  surrender  and  re-issue  of 


The  utmost  that  existed  on  this  subject  was  embraced  in 
1  of  a  Circuit  Court  that  a  patent  might  be  surrendered 
iued,  and  the  possibility  that  the  Supreme  Court  might,  as 
"wards  did,  sanction  this  ruling..  So  far,  therefore,  as  the 

of  the  term  "  renewal "  could  be  gathered  from  what 
brought  into  existence  thereafter,  it  would  seem  that  a 
tension  by  subsequent  legislation  was  as  fairly  within  that 

Bs  the  new  patent  to  be  obtained  for  the  residue  of 
years,  by  a  surrender  and  re-issue  under  the  sanction  of 

decision.  But  the  principle  of  construction  appears  of 
lave  been  sound,  namely,  that  when  parties  use  such  a 

'  Wilson  V.  BouBseaa,  4  How.  6-16. 
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term  as  the  ^^  renewal ''  of  the  patent,  they  are  to  be  supposed  to 
embrace  what  the  law  provides  as  a  "  renewal."  '  Fortunately,  the 
subsequent  legislation  fixes  the  meaning  of  this  term  as  referring 
to  what  is  also  called  an  ^'  extension."  Thus,  while  the  thirteenth 
section  of  the  act  of  1836  speaks  of  a  re-issued  patent  as  a  '^  new 
patent,"  it  does  not  denominate  the  term  a  ^'  renewal " ;  but  the 
eighteenth  section,  which  provided  for  extensions  by  the  commis- 
sioner, describes  the  further  term  so  obtained  by  both  the  terms 
*'  extension"  and  ^^  renewal."  Accordingly,  it  has  been  held,  that 
where  the  term  "  renewal "  or  "  renewed  letters-patent "  was 
used  in  an  agreement  made  while  the  eighteenth  section  of  the  act 
of  1836  was  in  force,  the  parties  are  to  be  deemed  to  have  had  in 
view  an  extension  under  that  section.^ 

§  206.  What  then,  it  may  be  asked,  will  be  tlie  rights  of  an 
assignee  or  covenantee,  under  the  use  of  the  term  ^^  renewal "  or 
^  renewed  letters-patent,"  in  respect  to  the  new  patent  obtained 
by  a  surrender  and  re-issue,  or  in  respect  to  an  extension  obtained 
by  a  special  law,  and  not  under  a  standing  law  ?  Are  these  to  be 
excluded  by  construction  from  the  operation  of  the  covenant  ? 
To  this  it  may  be  answered,  in  the  first  place,  that,  in  respect  to  a 
patent  re-issued  on  account  of  a  defective  specification,  the  question 
may  be  practically  unimportant,  if  the  contract  is  a  clear  assign- 
ment of  an  interest  in  the  existing  patent ;  because  the  re-issued 
patent,  being,  in  contemplation  of  law,  the  same  as  the  original,  the 
lav  annexes  the  right  to  it  to  the  interest  obtained  by  the  assignee 
^  under  the  original.  But  in  respect  to  extended  terms  that  may 
be  obtained  by  special  laws,  aside  from,  or  in  the  absence  of,  any 
standing  law  providing  for  such  further  grants,  the  context  of  the 
instrument  imder  which  the  assignee  or  covenantee  claims,  con- 
strued by  the  application  of  certain  established  principles  respect- 
ing this  species  of  property,  must  determine  what  the  party  is  to 
take.  The  question  is  chiefly,  if  not  solely,  a  question  of  intents 
These  instruments  are,  of  course,  framed  in  a  great  variety  of 
forms,  and  the  language  used  is  to  be  applied  to  the  subject-mat- 
ter about  which  the  parties  appear  to  have  dealt. 

§  207.  There  is  nothing  in  the  nature  of  a  future  contingent 
interest  in  a  patent,  whether  it  may  be  obtained  under  a  standing 

^  FittB  V.  Hall,  S  Blatoh.  201. 
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or  under  a  special  law,  to  prevent  it  from  being  a  subject  of  bar- 
gain and  sale.  It  is  clear  that  the  inchoate  right  to  obtain  an  ex- 
tension under  a  standing  law  may  be  conveyed  or  controlled  jn 
advance  by  the  party  who  has  the  power  to  obtain  and  make  it 
perfect ;  and  it  seems  to  be  equally  clear  that  an  inventor,  either 
before  or  after  he  has  obtained  one  patent,  may  so  deal  with  the 
possibility  of  obtaining  future  patents  on  his  invention,  as  to  vest 
an  interest  in  such  future  patents  in  his  assignee  or  grantee.  The 
question  in  either  case  will  be,  whether  he  has  conveyed  or  cove- 
nanted to  convey  a  future  contingent  interest. 

§  208.  In  deciding  such  a  question,  it  has  been  considered  that 
a  sale  of  the  "  invention  "  does  not  necessarily  carry  with  it  the  ex- 
clusive right  for  an  extended  term,  obtained  under  the  standing 
law ;  for  this  right  is  not  a  mere  incident  to  the  invention,  but  its 
existence  is  made  to  depend,  not  only  on  matter  subsequent  to  the 
invention,  but  est^lusively  personal  to  the  inventor  himself,  and 
only  he  or  his  personal  representatives  can  obtain  it.^  But  is 
there,  then,  any  presumption  capable  of  being  applied  to  such  a 
sale,  which  should  exert  a  controlling  influence  upon  the  operation 
that  is  to  be  given  to  it?  It  is,  on  the  one  hand,  the  well-settled 
doctrine  in  relation  to  the  act  of  1836,  that  the  extended  term 
therein  provided  for  was  intended  as  a  reward  to  an  inventor  who 
had  failed  to  obtain  an  adequate  remuneration  for  his  invention 
during  the  first  term ;  that  the  right  to  obtain  it  is  an  inchoate 
right,  which  belongs  solely  to  the  inventor  or  to  his  personal  repre- 
sentatives ;  and  these  considerations  undoubtedly  had  a  large  in- 
fluence in  causing  the  strict  construction  that  was  given  in  the 
case  of  Wilson  v.  Rousseau,  to  the  clause  in  that  act  which  con- 
cerned the  rights  of  assignees.  So  far,  therefore,  as  the  legitimate 
influence  of  tliis  policy  of  the  law  can  extend,  in  the  construction 
of  a  contract  of  sale  of  the  invention,  it  should  undoubtedly  be 
held,  that  unless  an  intention  to  convey  something  beyond  the  first 
term  can  be  found  in  the  instrument,  the  assignee  should  not  be 
held  to  take  anything  beyond  that  term.  On  the  other  hand, 
while  a  sale  of  the  ^^  invention,"  made  during  or  before  the  first  or 
original  term,  may  not  of  itself  evince  an  intention  to  convey  more 
than  that  term,  it  is  quite  consistent  with  such  an  intention  ;  and 
if  that  intention  can  be  gathered  from  the  whole  instrument,  it 

^  Clum  V.  Brewer,  2  Curtis,  Cir.  C.  R.  506. 


§207-211.]  WHAT  RELATES  TO  THE  TITLE.  193 

will  operate,  not  so  much  by  reason  of  any  superior  force  in  the 
term  '^invention,"  as  by  other  clauses, which  point  to  the  extent 
and  duration  of  the  interest  which  was  designed  to  be  vested  in 
the  grantee.^ 

§  209.  The  conclusion,  therefore,  to  which  the  cases,  as  well  as 
sound  principle,  leads,  is  this,  that  the  only  presumption  applica- 
ble to  such  instruments  is  that  the  parties  dealt  for  the  existing 
tenn,  unless  a  provision  was  inserted  in  the  grant  or  assignment 
looking  to  a  further  interest.^ 

§  210.  There  is  one  other  mode  in  which  the  interests  of  an  as- 
signee may  be  effected  by  the  act  of  the  patentee,  and  that  is  by  a 
disclaimer.  When  a  disclaimer  is  filed  under  the  seventh  and 
ninth  sections  of  the  act  of  1837,  an  assignee  of  the  whole  patent 
is  the  proper  party  to  file  it ;  and  it  has  been  held,  that,  if  the  patent 
had  been  previously  assigned  in  part,  the  disclaimer  will  not  oper- 
ate to  the  benefit  of  the  assignee,  in  any  suit  brought  by  him, 
either  at  law  or  in  equity,  unless  he  joined  in  the  disclaimer.^ 

§  211.  We  now  come  to  that  other  class  of  contracts  made  by 
patentees,  which,  not  being  assignments,  confer  upon  another  the 
right  to  exercise  in  sopie  way  the  privileges  secured  by  the  pat- 
ent,—  contracts  which  are  popularly  as  well  as  technically  known 
as  licenses.  The  distinction  between  an  assignment  and  a  license, 
under  our  patent  laws,  relates  to  the  interest  in  the  patent,  as  dis- 
tinguished from  a  mere  right  to  use  the  thing  patented  or  to  prac- 
tise the  invention.  An  assignment,  whether  of  the  whole  or  of  an 
undivided  part  of  the  whole  patent,  of  the  exclusive  right  within  a 
particular  district,  necessarily  operates  to  diminish  pro  tanto  the  in- 
terest of  the  patentee.  But  a  license  is  a  grant  or  permission  to 
practise  the  invention  or  to  use  the  thing  patented,  which  leaves 
the  interest  of  the  patentee  just  as  extensive  as  it  was  before. 
Thus,  when  a  patentee  sells  to  another  a  patented  machine  made 
by  himself,  or  permits  another  to  make  the  machine,  without  mak- 
ing the  permission  exclusive  as  to  any  particular  territory,  the  party 
thus  authorized  becomes  a  licensee,  and  does  not  acquire  the  rights 

'  Clam  v.  Brewer,  2  Curtis,  Cir.  0.  R.  506. 
'  Gibson  v.  Cooke,  2  Blatch.  144. 
•  Wyeth  V.  Stone,  1  Story's  R  278. 
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and  position  of  an  assignee.  Such  a  party  has  no  part  of  the  legal 
estate ;  he  cannot  authorize  others  to  make  the  machine ;  nor  does 
the  permission  extended  to  him  diminish  in  any  degree  the  power  of 
the  patentee  to  make,  or  to  authorize  others  to  make,  the  patented 
machine.  So,  also,  where  the  subject  of  the  patent  is  a  compound 
or  composition  of  matter,  if  the  patentee  authorizes  another  to 
make  and  sell  the  article,  the  party  so  authorized  becomes  a  li- 
censee, but  he  has  no  interest  in  the  patent,  and  no  power  to  grant 
to  others  any  portion  of  the  exclusive  right  of  making  the  thing, 
which  is  vested  in  the  patentee.^  Upon  this  distinction  it  follows 
that  a  license  does  not  require  to  be  recorded,  and  that  suits  for 
infringement  cannot  be  brought  in  the  name  of  tlie  licensee,  but 
must  be  brought  in  the  name  of  the  patentee  or  other  person  hold- 
ing the  legal  title ;  for  an  assignee  may  sue  in  his  own  name,  be- 
cause he  holds  the  entire  and  unqualified  interest  which  the  suit 
is  to  vindicate.^ 

§  212.  If,  then,  an  instrument  vests  in  the  grantee  the  exclusive 
right,  either  for  the  whole  country,  or  for  a  particular  district,  of 
making  and  using  the  thing  patented,  and  of  granting  that  right 
to  others,  it  is  an  assignment.  The  entire  monopoly  secured  by 
the  patent,  for  the  whole  country  or  for  a  particular  district,  must 
be  embraced  by  an  instrument  which  is  to  operate  as  an  assign- 
ment. Any  conveyance  short  of  this  is  a  license.^  If  the  patentee 
has  seen  fit  to  limit  the  extent  of  the  monopoly,  as  by  limiting  the 
number  of  machines  which  his  grantee  may  build  and  use  in  the 
particular  district,  the  instrument  may  still  be  an  assignment,  pro- 
vided it  vests  in  the  assignee  the  whole  of  the  exclusive  right  so 
limited,  including  the  right  to  grant  to  others  the  right  to  build 
and  use  any  of  the  limited- number  of  machines.  But  an  exclusive 
license  is  no  more  than  a  common  license,  unless  it  vests  in  the 
licensee  a  right  to  grant  to  othera  the  right  to  make  and  use  the 
thing  patented.* 

^  Brooks  V.  Byam,  2  Story's  R.  525,  588,  589,  542. 

•  Gaylor  v.  Wilder,  10  How.  477. 

»  Gaylor  ».  Wilder,  10  How.  477;  Blanchard  v.  Eldredge,  1  J.  W.  Wallace, 
837;  Brooks  v,  Byam,  2  Story,  525  ;  Protheroe  t^.  May,  1  Webs.  Pat.  Cas.  445; 
B.  c.  5  Mees.  &  Welsb.  675 ;  Woodworth  r.  Wilson,  4  How,  712. 

*  Gaylor  v.  Wilder,  10  How.  477;  Woodworth  v.  Wilson,  4  How.  712;  Pro- 
theroe V.  May,  1  Webs.  Pat  Cas.  445 ;  Bitter  v.  Serrell,  2  Blatch.  879. 
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}  213.  A  license^  then^  being  an  authority  to  exercise  some  of 
the  privileges  secured  by  the  patent,  but  which  still  leaves  an  in- 
terest in  the  monopoly  in  the  patentee,  the  first  question  that 
arises  is,  whether  it  is  assignable.  This  quality  is  inherent  in  an 
assignment,  but  whether  it  belongs  to  a  license  depends  on  the 
terms  of  the  instrument.  A  mere  license  to  a  party,  without 
mentioning  his  cusignSy  is  a  grant  of  a  power,  or  a  dispensation 
with  a  right  or  a  remedy,  and  confers  a  personal  right  upon  the 
licensee,  which  is  not  transmissible  to  another  person.  It  seems, 
boweTer,  that  the  use  of  the  word  '^  assigns  "  in  the  granting  part 
of  a  license  will  not  necessarily  operate  to  make  it  assignable, 
vhen,  from  the  tenor  of  the  whole  instrument,  it  appears  to  haTC 
been  intended  as  a  personal  privilege.^  But  whether  a  license  is 
assignable  or  not,  as  to  the  entirety  of  the  privilege,  it  is  still 
more  questionable  whether  it  is  apportionable,  so  as  to  permit  the 
Ucensee  to  grant  to  others  rights  to  work  the  patent,  by  subdivid- 
ing the  rights  that  may  have  been  granted  to  himself. 

§  214.  This  question  arose  in  a  case  where  the  patentee  of  fric- 
tion matches  granted  to  another  the  right  to  make,  use,  and  sell  the 
friction  matches,  and  '^  to  have  and  to  hold  the  right  and  privilege 
of  manufacturing  the  said  matches,  and  to  employ  in  and  about 
the  same  six  persons  and  no  more,  and  to  vend  the  said  matches 
in  the  United  States."  The  licensee  afterwards  undertook  to  sell 
and  convey  to  a  third  person  ^'  a  right  of  manufacturing  fnction 
matches,  according  to  letters-patent,  &c.,  in  said  town  of  A.,  to  the 
amount  of  one  right,  embracing  one  person  only,  so  denominated, 
in  as  full  and  ample  a  manner  to  the  extension  (extent)  of  the 
said  one  right,  as  the  original  patentee."  Mr.  Justice  Story  held 
that  every  conveyance  of  this  sort  must  be  construed  according  to 
its  own  terms  and  objects,  in  order  to  ascertain  the  true  intent  and 
meaning  of  the  parties ;  and  that,  in  this  case,  the  interest  under 
the  license  was  an  entirety,  incapable  of  being  split  up  into  distinct 
rights,  each  of  which  could  be  assigned  to  different  persons  in 
severalty.^ 

§  215.  The  relations  of  a  licensee  to  the  patentee,  in  respect 
to  the  validity  and  scope  of  the  patent,  involve  an  inquiry  into 

^  Brooks  V.  Byam,  2  Stoxys  B.  525. 
•Ibid. 


196  THE  LAW   OF  PATENTS.  [CH.  V. 

the  terms  of  the  license.  The  taking  of  a  naked  license,  or  per- 
mission to  work  under  a.  patent,  does  not,  without  some  recitals  or 
covenants  amounting  to  an  admission,  estop  the  licensee  from  de- 
nying the  validity  of  the  patent,  or  the  fact  that  he  has  used  the 
patented  thing  or  process,  if  he  is  subsequently  proceeded  against 
for  infringement.  It  is  necessary  to  look  into  the  instrument,  and  . 
to  ascertain  that  there  are  recitals  or  covenants  which  will  deprive 
a  licensee  of  the  defences  to  which  all  other  persons  may  resort. 
If,  by  his  agreement,  the  licensee  has  admitted  that  the  process  or 
thing  which  he  uses  is  the  patented  process  or  tiling,  and  he  is  af- 
terwards proceeded  against  for  not  complying  with  the  terms  of 
his  agreement,  he  will  not  be  permitted  to  show  that  he  did  not 
use  that  patented  thing  or  process.^  So,  too,  if  Uie  deed  contain 
recitals  or  statements  amounting  to  an  admission  of  the  validity 
of  the  patent,  either  as  to  the  novelty  or  utility  of  the  supposed 
invention,  or  the  sufficiency  of  the  speciScatlop,  the  licensee  will 
he  estopped  in  an  action  of  covenant  for  the  rent  or  license  dues, 
to  deny  the  validity  of  the  patent,  by  setting  up  anything  contrary 
to  the  admissions  in  the  deed.^  But  if  the  patentee  join  issue 
upon  an  allegation  made  by  a  licensee  contrary  to  an  admission  in 
his  deed,  instead  of  pleading  the  estoppel,  the  deed  will  be  evi- 
dence for  the  pateut«e,  but  will  not,  as  evidence,  be  conclusive." 

§  216.  It  lias  also  been  held  that  a  licensee,  who  has  paid  an 
annuity  in  consideration  of  a  license  to  use  a  patent  privilege, 
which  he  has  had  the  benefit  of,  cannot  recover  back  the  money  he 
has  paid,  upon  the  ground  of  the  invalidity  of  the  patent,  in  an 
action  for  money  had  and  received.*  This  is  upon  the  ground  that 
the  licensee  has  had  the  benefit  of  what  he  stipulated  for,  and  idso 
upon  the  ground  that  the  consideration  is  not  divisible.  But  an- 
other question  arises  vhere  there  are  periodical  paymeut£  reserved 
by  a  license,  and  after  some  payments  have  been  made,  and  while 
others  remain  to  be  made,  the  patent  turns  out  to  be  invalid.  In 
such  a  case,  is  there  an  estoppel  growing  out  of  the  mere  fact  that 

'  Bwrd  »r.  Neilson,  8  CI.  &  Fin.  T2B. 

ftnv.  Taylor,  S  Ad.  &  El.  278;  Jonea  v.  Lees,  38  Eng.  L.&£q.  R.S16. 
an  V.  Rostrom,  2  Ad.  &  El.  295. 

■  V.  Hare,  I  N.  R.  260;  b.  c.  1  Webs.  Pat.  Cm.  292.  Where  tbe  con- 
;en  patentee  and  licensee  has  been  executed,  and  ii  not  still  execuUxy, 
he  licensee  that  the  patent  is  invalid,  in  an  action  for  the  license  money, 
ikires  V.  Puner,  S8  Law  &  Eq.  B.  48. 
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the  licensee  has  dealt  with  the  patentee  as  if  the  patent  were  valid, 
and -has  paid  some  of  the  license  dues  ?  It  would  appear  from  the 
case  of  Hayne  t;.  Maltby,  and  from  the  mode  in  which  that  case  has 
been  subsequently  understood,  that  the  estoppel  must  arise  out  of 
recitals  or  admissions  of  the  defendant  in  his  contract,  and  that  it 
does  not  arise  out  of  the  mere  circumstance  of  having  worked  under 
a  license.  In  Hayne  v.  Maltby  there  was  no  recital  of  the  plain- 
tiff's title,  but  an  agreement  to  use  a  machine  according  to  the 
specification,  and  a  covenant  to  pay.  A  plea  th%t  the  invention 
was  not  new  was  sustained,  and  it  was  held  that  the  doctrine  of 
estoppel  did  not  apply.^  The  effect  of  this  case  has  been  thus  ex- 
plained by  Lord  Cottenham  :  ^^  That  although  a  party  has  dealt 
witii  the  patentee,  and  has  carried  on  business,  yet  that  he  may 
stop,  and  then  the  party  who  claims  to  be  patentee  cannot  re- 
^  cover  without  giving  the  other  party  the  opportunity  of  disputing 
his  right,  and  if  the  defendant  successfully  dispute  his  right,  that 
notwithstanding  he  has  been  dealing  under  a  contract,  it  is  com- 
petent to  the  defendant  to  do  so.  That  is  exactly  coming  to  the 
point  which  I  put,  whether,  at  law,  the  party  was  estopped  from 
disputing  the  patentees'  right,  after  having  once  dealt  with  him  as 
the  proprietor  of  that  right ;  and  it  appears  from  the  authority  of 
that  case,  and  from  the  other  cases,  that  from  the  time  of  the  last 
payment,  if  the  manufacturer  can  successfully  resist  the  patent 
right  of  the  party  claiming  the  rent,  that  he  may  do  so  in  answer  to 
an  action  for  the  rent  for  the  use  of  the  patent  during  that  year."^ 

§  217.  Where  there  has  been  no  enjoyment  by  the  licensee,  and 
there  is  no  covenant  or  recital  admitting  the  validity  of  the  patent. 
Its  invalidity  may  be  set  up  as  a  failure  of  consideration,  in  an  ac- 
tion upon  an  agreement  to  pay  a  certain  sum  for  the  right  to  use 
the  patent  privilege.*  The  competency  of  a  licensee  to  dispute 
the  validity  of  the  patent  is  a  question  which  may  also  arise  where 
the  licensee  is  proceeded  against  for  an  infringement,  upon  the 
ground  that  he  is  using  the  patent  contrary  to  the  conditions  in 
his  Hcense.  If,  for  example,  one  receive  a  license  to  use  a  pat- 
ented machine  on  condition  that  he  pay  a  stipulated  sum  on  all ' 
the  articles  which  he  may  make  by  it,  and,  after  having  begun  to 

^  Hayne  v.  Maltby,  S  T.  R 

*  Neilson  v.  Fothergill,  1  Webs.  Pat  Cas.  290. 

'  Chanter  v.  Leeae,  4  M.  &  W.  295 ;  affirmed  on  error,  5  M.  &.  W.  698. 
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use  the  macliiiie,  he  refuses  or  neglects  to  paj  the  license  dues,  or 
to  comply  with  any  other  condition  of  the  license,  he  may  be  en- 
joined in  equity  for  an  infringement  like  any  other  person  unlaw- 
fiiTiir  iieini^  the  machine.^  Whether,  in  such  a  case,  the  licensee 
a  the  invalidity  of  tlie  patent,  as  any  other  party  could, 
nd  on  the  terms  and  operation  of  his  contract,  and  upon 
imself  claims  under  it.  Merely  taking  a  license,  vith- 
ovenants  or  recitals  admitting  the  validity  of  the  pat- 
not,  as  we  have  already  seen,  estop  the  licensee.  But  if 
such  admissions  in  the  contract,  and  the  licensee  has 
nder  it,  and  has  paid  the  license  dues  for  a  time,  and 
s,  or  if  he  still  continues  to  claim  under  the  license, 
;es  his  non-payment  by  reason  of  the  non-performance 
greement  on  tlie  part  of  the  patentee,  lie  will  still  re- 
id  by  his  relation  as  licensee  to  admit  the  validity  of  the. 
d  the  sole  question  will  bo  whether  he  is  liable  for  an  in- 
t ;  which  will  depend  upon  the  validity  of  his  excuses 
itying  on  account  of  a  breach  of  the  agreoment  by  the 
But  a  different  question  arises  where  the  licensee  un- 
»  repudiate  the  contract  of  license  altogether,  and  to 
a  the  right  of  every  person  to  use  the  alleged  invention 
is  not  new,  or  because  the  patent  is  void  for  some  other 
'n  such  a  case  he  foregoes  all  benefit  of  the  licence  as  a 
1  to  use  the  alleged  invention  ;  but  having  taken  the  li- 
is  estopped  by  any  admissions  which  it  contains,  unlesa 
roid  their  effect  by  showing  that  he  was  deceived  and 


The  situation  of  a  licensee  where  the  patentee  undertakes 
le  license  as  forfeited  for  non-performanee  or  violation  of 
;ions  of  the  license,  also  presents  Several  important  sub- 
quiry.  In  tlie  first  place,  it  has  been  held,  that  a  clause 
ise,  making  it  void  on  non-payment  of  the  money  con- 
stipulated,  is  to  be  regarded  as  giving  the  patentee  a 
medy ;  that  is  to  say,  he  may  enforce  the  collection  of 
lie  to  him,  or  he  may  treat  the  license  as  forfeited,  and 
}  enjoin  the  licensee  as  infringer.'    So,  too,  a  breach  of 

i>.  StoUef,  3  M'Lean,  NS ;  NciUon  v.  Fothe^,  Webs.  Pat.  Cai.  Z87, 
north  V.  Cooke,  2  Blatch.  161. 
irth  V.  W«d,  I  Blatch.  1G5. 
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a  condition  in  a  license,  under  which  the  licensee  was  bound  not 
to  sell  the  manufactured  products  of  a  machine  to  be  carried  for 
consumption  out  of  the  territory  embraced  by  the  license,  works  a 
forfeiture,  and  the  licensee  may  be  enjoined.^  In  the  next  place, 
it  has  been  held,  that  where  the  proprietor  of  the  patent  elects  to 
treat  a  license  as  forfeited  for  breach  of  a  condition,  and  to  pro- 
ceed against  the  licensee  as  against  any  other  person  using  the 
patented  thing  without  right,  and  to  have  the  license  declared 
void,  the  defendant  is  remitted  to  any  rights  he  had  anterior  to 
the  license,  so  that  he  may  set  up  in  his  answer  (in  equity)  a 
right  which  he  had  derived  from  the  original  patentee  under  a 
former  term  of  the  patent,  and  which  in  contemplation  of  law  sur- 
vived into  the  existing  term.^  How  far  the  principle  of  this  deci- 
sion would  extend,  to  permit  the  defendant  to  avoid  any  admis- 
sions contained  in  the  license  respecting  the  validity  of  the  patent, 
is,  of  course,  questionable.  It  is  to  be  observed  that  what  was 
held  in  this  case  was  that,  where  the  plaintiff  undertook  to  avoid 
the  license  by  reason  of  a  breach  of  a  condition  on  the  part  of  the 
licensee,  or,  in  other  words,  to  proceed  against  the  licensee  as  a 
person  without  a  title  to  use  the  invention,  the  latter  could  be  per- 
mitted to  show  a  prior  title  devolved  upon  him  before  the  license, 
and  still  existing.  But  it  may  be  questioned  whether,  in  such  a 
case,  the  defendant,  as  against  admissions  made  by  him  in  his  con- 
tract of  license  respecting  the  validity  of  the  patent,  would  be  re- 
mitted to  all  the  rights  which  he  had  anterior  to  the  license,  one 
of  which  would  have  been  the  right  to  dispute  the  patent  itself. 
The  decision  above  cited  does  not  extend  to  this  point. 

>  Wilson  V,  Sherman,  1  Blatch.  536.  -  In  tlus  case  the  condition  on  which  a  li- 
cense was  granted  to  nse  a  machine  for  planing  lumber  was,  that  the  licensee 
thoold  not  sell  to  others  the  manufactored  products  of  the  machine  to  be  carried 
oat  of  the  territory  or  sold  as  an  article  of  merchandise,  or  dress  lumber  for  other 
persons  to  be  carried  out  of  the  territory  and  resold  as  an  article  of  merchandise. 
It  was  held  that  the  true  meaning  and  operation  of  this  restriction  was,  that  the 
manufactured  product  should  not,  with  the  privity  or  consent  of  the  licensee,  be 
sold  out  of  the  territory  as  an  article  of  merchandise,  or,  with  his  privity  and  con- 
sent be  sold  within  the  territory,  to  be  carried  out  and  resold  as  merchandise. 

*  Woodworth  0.  Cook,  2  Blatch.  151. 
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CHAPTER    YI. 

THE  SPECIFICAXIOH. 

§  219.  Hatinq  ascertained  tLo  kinds  of  subjects  for  which  letters- 
pat^ot  may  be  obtained,  and  the  parties  entitled  to  take,  renew,  or 
extend  tliem,  we  have  now  to  state  the  proceedings  requisite  to  the 
issuing,  renewal,  and  extension  of  patents,  and  the  principles  which 
govern  tlieir  construction.  As  the  first  step  to  be  taken,  in  making 
application  for  a  patent,  is  to  prepare  a  wntten  description  of  the 
invention  or  discovery,  the  requisites  Tor  this  instrument,  called 
the  specification,  and  the  rules  for  its  construction,  will  first  engage 
our  attention. 

§  220.  The  act  of  Congress  of  July  4, 1886,  c.  357,  §  6,  contains 
the  following  enactment :  — 

"  But  before  any  inventor  shall  receive  a  patent  for  any  such 
new  invention  or  discovery,  he  shall  deliver  a  written  description 
of  his  invention  or  discovery,  and  of  the  manner  and  process  of 
making,  constructing,  using,  and  compounding  the  same,  in  such 
full,  nlflnr.  and  exact  terms,  avoiding  unnecessary  prolixity,  as  to 
person  skilled  in  the  art  or  science  to  which  it  apper- 
h  which  it  is  most  nearly  connected,  to  make,  construct, 
md  use  the  same ;  and  in  case  of  any  machine,  he  shall 
Q  t1>e  principle  and  the  several  modes  in  which  he  has 
id  the  application  of  that  principle  or  character  by 
ay  be  distinguished  from  other  inventions ;  and  shall 
specify  and  point  out  the  part,  improvement,  or  com- 
lich  he  claims  as  bis  own  invention  or  discovery.  He 
trmore,  accompany  tlie  whol^with  a  drawing  or  draw- 
ritten  references,  where  the  nature  of  the  case  admits 
,  or  with  specimens  of  ingredients,  and  of  the  compo- 
itter,  sufficient  in  quantity  for  tlie  purpose  of  experi- 
3  the  invention  or  discovery  is  of  a  composition  of  mat- 
descriptions  and  drawings,  signed  by  the  inventor  and 
two  witnesses,  shall  be  filed  in  the  Patent  Office  ;  and 
treover,  furnish  a  model  of  his  invention,  in  all  cases 
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which  admit  of  a  representation  by  model,  of  a  convenient  size  to 
exhibit  advantageously  its  several  parts/'  ^ 

§  221.  The  specification,  under  our  law,  occupies  a  relation  to 
the  patent  somewhat  different  from  the  rule  in  England.  In  Eng- 
land the  specification  does  not  form  part  of  the  patent,  so  as  to 
control  its  construction ;  but  the  rights  of  the  inventor  are  made 
to  depend  on  the  description  of  his  invention,  inserted  in  the  title 
of  the  patent,  and  cannot  be  helped  by  the  specification,  the  office 
of  whioh  is  to  describe  the  mode  of  constructing,  using,  or  com- 
pounding the  invention  mentioned  in  the  patent.^  But  in  the 
United  States  the  specification  is  drawn  up  and  filed  before  the  pat- 
ent is  granted,  and  is  referred  to  in  the  patent  itself,  a  copy  being 
annexed.  It  is  therefore  the  settled  rule  in  this  country  that  the 
patent  and  the  specification  are  to  be  construed  together,  in  order  to 
ascertain  the  subject-matter  of  the  invention,  and  that  the  specifi- 
cation may  control  the  generality  of  the  terms  of  the  patent,  of 
which  it  forms  a  part.^    In  like  manner  drawings  annexed  to  a 

^  The  Act  of  1 793,  c.  55,  §  3,  sets  forth  the  requisites  of  a  specification  as  fol- 
lows :  "  And  be  it  farther  enacted,  that  every  inventor,  before  he  can  receive  a 
patent,  shall  swear  or  affirm,  that  he  does  verily  believe^  that  he  is  the  true  inventor 
or  discoverer  of  the  art,  machinef  or  improvement,  for  which  lie  solicits  a  patent; 
which  oath  or  affirmation  may  be  made  before  any  person  authorized  to  adminis- 
ter oaths,  and  shall  deliver  a  written  description  of  his  invention,  and  of  the  man- 
ner of  using  or  process  of  compounding  the  same,  in  such  full,  clear,  and  exact 
temis  as  to  distinguish  the  ^ame  from  all  other  things  before  known,  and  to  en- 
able any  person  skilled  in  the  art  or  science  of  which  it  is  a  branch,  or  with  which 
it  is  most  nearly  connected,  to  make,  compound,  and  use  the  same.  And  in  the 
case  of  any  machine,  he  shall  fully  explain  the  principle,  and  the  several  modes 
in  which  he  has  contemplated  the  application  of  that  principle  or  character,  by 
which  it  may  be  distinguislied  from  other  inventions ;  and  he  shall  accompany  the 
whole  with  drawings  and  written  references,  where  the  nature  of  the  case  admits 
of  drawings,  or  with  specimens  of  the  ingredients,  and  of  the  composition  of  mat- 
ter, sufficient  in  quantity  for  the  purpose  of  experiment,  where  the  invention  is 
of  a  composition  of  matter ;  which  description,  signed  by  himself  and  attested  by 
two  witnesses,  shall  be  filed  in  the  office  of  the  Secretary  of  State,  and  certified 
copies  thereof  shall  be  competent  evidence,  in  all  courts,  where  any  matter  or 
thing,  touching  such  patent  right,  shall  ^come  in  question.  And  such  inventor 
shall,  moreover,  deliver  a  model  of  his  machine,  provided  the  Secretary  shall  deem 
such  model  to  be  necessary." 

'  Phillips  on  Patents,  p.  223 ;  Grodson  on  Patents,  p.  108, 117  ;  Hogg  v,  £mer- 
aon,  6  How.  437,  479. 

*  Whittemore  v.  Cutter,  1  Gallis.  429,  437 ;   Barrett  v.  Hall,  1  Mas.  447,  477 ; 
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specification,  in  compliance  with  the  statute,  are  held  to  form 
a  part  of  it,  and  are  to  be  regarded  in  the  construction  of  the 
whole  instrument.^  Where  the  term  **  patent,"  therefore,  is  used 
in  the  following  discussion  of  the  rules  of  construction,  it  will  be ' 
understood  to  include  the  specification  and  drawings  annexed 
toit.2 

< 

§  222.  In  construing  patents,  it  is  the  province  of  the  court  to 
determine  what  it  is  that  is  intended  to  be  patented,  and  whether 
the  patent  is  valid  in  point  of  law.  Whether  the  invention  itself 
be  specifically  described  with  reasonable  certainty  is  a  question  of 
law  upon  the  construction  of  the  terms  of  the  patent ;  so  that  it  is 
for  the  court  to  determine  whether  the  invention  is  so  vague  and 
incomprehensible  as  in  point  of  law  not  to  be  patentable,  whether 
it  is  a  claim  for  an  improved  machine,  for  a  combination,  or  a  sin- 
gle invention  ;  and,  in  short,  to  determine  what  the  subject-matter 
is,  upon  the  whole  face  of  the  specification  and  the  accompanying 
drawings.^  It  is,  therefore,  the  duty  of  the  jury  to  take  the  con- 
struction of  the  patent  from  the  court,  absolutely,  where  there  are 
no  terms  of  art  made  use  of  which  require  to  be  explained  by  evi- 
dence, and  no  surrounding  circumstances  to  be  ascertained  as  mat- 
ter of  fact,  before  a  construction  can  be  put  upon  the  instrument. 
But  where  terms  of  art  requiring  explanation  are  made  use  of,  or 
where  the  surrounding  circumstances  affect  the  meaning  of  the 

Fitts  V,  Whitman,  2  Story's  R  609,  621.    So,  too,  the  specification  maj  enlarge 
the  recitals  of  the  invention  in  the  letters.    Hogg  v.  £merson  ut  supra, 

'  Earle  v.  Sawyer,  4  Mas.  9.  It  seems,  too,  that  drawings  not  referred  to  {n  the 
specification,  may  be  used  to  explain  it.  Washbnm  v.  Gonld,  8  Story's  R.  122, 
133  ;  Brooks  v.  Bicknell,  3  M'Lean's  R.  250,  261.  But  they  must  be  drawings 
accompanpng  the  specification,  otherwise  they  do  not  form  a  part  of  it. 

'  The  fifth  section  of  the  act  of  1836  declares  that  ^  every  patent  shall  contain 
a  short  description  or  title  of  the  invention  or  discovery,  correctly  indicating  its 
nature  and  design,"  and  "  referring  to  the  specification  for  the  particulars  thereof, 
a  copy  of  which  shall  be  annexed  to  the  patent,  specifying  what  the  patentee 
claims  as  his  invention  or  discovery."  The  Supreme  Court  of  the  United  States, 
in  a  very  recent  case,  have  held  that  wherever  this  form  of  letters,  with  a  specifi- 
cation annexed  and  referred  to,  has  been  adopted,  either  before  or  since  the  act 
of  1836,  the  specification  is  to  be  considered  as  part  of  the  letters  in  construing 
them.    Hogg  v.  Emerson,  6  How.  437,  482. 

'  Davis  V.  Palmer,  2  Brock.  298 ;  Lowell  v.  Lewis,  1  Mas.  189 ;  Carver  v. 
Braintree  Manf  Co.  2  Story,  434,  437,  441 ;  Washburn  ».  Gould,  3  Story,  122, 
130,  137,  138, 140,  141 ;  Davoll  v.  Brown,  1  Woodbury  &  Minot,  53,  56  ;  Emer- 
son V.  Hog^,  2  Blatch.  1. 
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specification,  these  terms  and  circumstances  are  necessarily  re- 
ferred to  the  jury,  who  must  take  the  construction  from  the  court, 
conditionally,  and  determine  it  according  as  they  find  the  facts 
thus  put  to  them.^ 

Wliere,  however,  it  becomes  necessary  to  compare  two  specifica- 
tions, e.  g.  where  the  defendant,  in  an  action  for  infringement, 
controyerts  the  noTclty  of  plaintiff's  inyention  by  producing  a 
patent  preyiously  granted  to  some  third  party,  several  questions 
arise,  which  have  recently  received  in  England  an  elaborate  dis- 
cussion. One  is,  whether  the  court  alone  can,  on  a  mere  compari- 
son of  the  two  specifications,  decide  that  the  inventions  therein 
described  are  in  fact  identical.^  The  other  is,  whether  the  prior 
specification,  which  is  relied  upon  to  defeat  the  claim  of  a  subse- 
quent patentee,  must  be  in  itself  so  clear  and  complete  as  to  sus- 
tain a  patent  therefor,  or  whether  it  is  enough  if  it  contain  a 
mere  hint  of  the  process  or  other  invention  underlying  the  subse- 
quent patent.^ 

• 

§  228.   It  is,  however,  the  province  of  the  jury  to  decide,  on 
the  evidence  of  experts,  whether  the  invention  is  described  in  such 

^  Washburn  v.  Grould,  ut  sxipr.  In  Neilson  v.  Harford,  Webs.  Pat  Cas.  370,  in 
the  Exchequer,  Parke,  B.  deliyering  the  judgment  of  the  court,  said :  *^  Then  we 
come  to  the  question  itself,  which  depends  on  the  proper  construction  to  be  put 
on  the  specification  itself.  It  was  contended,  that  of  this  construction  the  jury 
were  to  judge.  We  are  clearly  of  a  different  opinion.  The  construction  of  all 
written  instruments  belongs  to  the  court  alone,  whose  duty  it  is  to  construe  all 
written  instruments  as  soon  as  the  true  meaning  of  the  words  in  which  thej  are 
oovehed  and  the  surroanding  circumstances,  if  aiky,  have  been  aeeertained  by  the 
jurjr ;  and  it  is  the  duty  of  the  jury  to  take  the  constmction  from  the  court,  either 
abflohtely,  if  there  be  no  wcmils  fo  be  construed  as  words  of  art,  or  phrases  used  in 
commerce,  and  the  surrounding  circumstances  to  be  ascertained,  or  conditionally, 
vhere  those  words  or  circumstances  are  necesaarily  referred  to  them.  Unless  this 
were  so,  there  would  be  no  certainty  in  the  law,  for  a  misoonistrQction  by  the  court 
is  the  proper  subject,  by  means  of  a  biD  of  exceptions,  of  redress  in  a  court  of  er- 
ror, but  a  misconstruction  by  the  jury  cannot  be  set  right  at  all  effectually.  Then, 
taking  the  construction  of  this  specification  upon  oorseWes,  as  we  are  bound  to  do, 
it  becomes  necessary  to  examine  what  the  nature  of  the  inreiition  is  which  the 
plaintiff  has  disclosed  by  this  instrument" 
'  On  this  point  consult  the  chapter  on  QnestioDS  of  Law  an4  of  Fact 
'  As  to  this,  see  Chapter  on  Action  at  Law.  The  leading  cases  on  the  subject 
are  Bovill  v:  Pimm^  86  £.  L.  &  £q.  441 ;  Bush  v.  Fox,  98  E.  L.  &  £q.  1 ;  Betts 
V.  Menzies,  7  Law  Hmes,  N.  8.  110,  or  4  Best  &  Smith,  Q.  B.  996,  orerfuling 
same  case  in  8  £1U  &  Blackb.  923;  Hill  v.  Evans,  6  Law  Times,  N.  S.  90« 
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full,  clear,  and  exact  terms  as  to  enable  a  Ekilful  person  to  put 
it  in  practice,  from  tlie  Bpecilication  itself.^  As  specifications 
are  drawn  by  persons  more  conversant  with  the  subject  than 
juries,  who  are  selected  indiscriminately  from  the  public,  and 
as  tbey  are  addressed  to  competent  workmen,  familiar  with  the 
science  or  branch  of  industry  to  which  the  subject  belongs,  the 
evidence  of  those  persons  must  be  resorted  to  who  are  able  to  tell 
the  jury  that  they  see  enough  on  tlie  face  of  the  specification  to 
enable  them  to  make  the  article,  or  reproduce  the  subject  of  the 
patent,  without  difficulty.' 

§  224.  The  rule  of  our  law,  that  the  specification  may  control 
the  generality  of  the  terms  of  the  patent,  must  be  subject  to  this 
qualification.  If  there  is  a  clear  repugnancy  between  the  descrip- 
tion of  'the  invention  as  given  in  the  specification,  and  the  inven- 
tion stated  in  the  letters-patent,  the  patent  will  be  void  ;  for  if  the 
letters  are  issued  for  an  Invention  tliat  is  not  described  in  the  spe- 
cification, the  statute  is  not  complied  with.  The  rule  which  allows 
the  letters- patent  to  be  controlled  by  the  specification,  cannot  ex- 
tend to  a  case  where  the  terms  of  the  former  are  inconsistent  with 
those  of  the  latter.^ 

§  225.  Tlie  general  rule  for  the  construction  of  patents  in  this 
country,  is,  that  they  are  to  !»  construed  liberally,  and  not  to  be 
subjected  to  a  rigid  interpretation.  The  nature  and  extent  of  the 
invention  claimed  by  Uie  patentee  is  the  thing  to  be  ascertained  ; 

'  D»Tis  V.  Palmer,  2  Brock.  298 ;  Lowell  v.  Lewis,  1  Mas.  162, 190 ;  Carver  v. 

Braiotrce  Manf.  Ca  2  Stofy's  E.  <32,  437,  441 ;  Wadiborn  o.  Gould,  3  Story's 

B.  122, 138  ;  Davoll  v.  Brown,  1  Woodbury  &  lEnot,  63,  67 ;  Walton  c.  Potter, 

Webs.  PaL  Cas.  565,  595. 
'  Walton  V.  Potter,  Webi.  Pat  Ca«.  565,  595. 
■  The  case  of  the  King  v.  Wbeeler,  2  Barn.  &  AM.  345,  presents  ao  instance  of 

the  invention  stated  in  the  patent  remaining  wholly  undescribed  by  the  speclficb- 
which  described  something  else.  In  the  recent  ease  of  Cook  o.  Pearce,  8 
k  Ell.  N.  e.  1044,  where  the  patent  was  taken  out  "  for  improvement  in  car- 
1,"  and  the  invention  was  in  fact  an  improvement  in  German  ahullen,  which 
used  only  in  some  kinds  of  carriages,  the  Exchequer  Chamber,  reversing  the 
on  of  the  Q.  &.,  held  that  where  the  title  is  not  inconostent  with  the  spccifi- 
a,  and  no  fraud  is  practised  on  tlie  crown  or  the  subject,  it  is  not  a  fatal  ob- 
m  that  the  title  is  so  general  as  to  be  capable  of  comprising  a  different  inveu- 
rom  that  which  is  claimed ;  and  that  the  title  in  question  did  not  necessarily 
r  any  untrue  assertion,  and  the  patent  was  v&lJd. 
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and  this  is  to  be  arriyed  at  through  the  fair  sense  of  the  words 
which  he  has  employed  to  describe  his  invention.^ 
I   Patents  for  inventions  are  not  to  be  treated  as  mere  monopolies, 
and  therefore  as  odious  in  the  law,  but  are  to  receive  a  liberal  con- 

^  Ames  V,  Howard,  1  Sumner,  482,  485.   Mr.  Justice  Story  sdd :  **  Patents  for 
inventions  are  not  to  be  treated  as  mere  monopolies,  odious  in  the  eyes  of  the  law, 
and  therefore  not  to  be  favored ;  nor  are  they  to  be  construed  with  the  .utmost 
ligor,  as  sirictissimi  juris.     The  Constitution  of  the  United  States,  in  giving  au- 
thority to  Congress  to  grant  such  patents  for  a  limited  period,  declares  the  object 
to  be  to  promote  the  progress  of  science  and  useful  arts,  an  object  as  truly  national 
and  meritorious  and  well  founded  in  public  policy  as  any  which  can  pos^bly  be  with- 
in the  scope  of  national  protection.    Hence,  it  has  always  been  the  course  of  the 
American  courts  (and  it  has  latterly  become  that  of  the  English  courts  also)  to' 
construe  these  patents  fairly  and  liberally,  and  not  to  subject  them  to  any  over- 
mce  and  critical  refinements.    The  object  is  to  ascertain  what,  from  the  fair  sense 
of  the  words  of  the  specification,  is  the  nature  and  extent  of  the  invention  claimed 
by  the  party ;  and  when  the  nature  and  extent  of  that  claim  are  apparent^  not  to 
fritter  away  his  rights  upon  formal  or  subtle  objections  of  a  purely  technical  char- 
acter." 

In  Blanchard  v.  Sprague,  S  Sumner,  535,  539,  the  same  learned  judge  said : 
"  Formerly,  in  England,  courts  of  law  were  disposed  to  indulge  in  a  very  close 
and  strict  construction  of  the  specifications  accompanying  patents,  and  expressing 
the  nature  and  extent  of  the  invention.  This  construction  seems  to  have  been 
adopted  upon  the  notion,  that  patent  rights  were  in  the  nature  of  monopolies,  and 
therefore  were  to  be  narrowly  watched,  and  construed  with  a  rigid  adherence  to 
their  terms,  as  being  in  derogation  of  the  general  rights  of  the  community.  At 
present  a  far  more  liberal  and  expanded  view  of  the  subject  is  taken.  Patents 
for  inventions  are  now  treated  as  a  just  reward  for  ingenious  men,  and  as  highly 
beneficial  to  the  public,  not  only  by  holding  out  suitable  encouragements  to  genius 
and  talents  and  enterprise,  but  as  ultimately  securing  to  the  whole  community 
great  advantages  from  the  free  communication  of  secrets,  and  processes,  and  ma- 
chinery, which  may  be  most  important  to  all  the  great  interests  of  society,  to  agri- 
coltore,  to  commerce,  and  to  manufactures,  as  well  as  to  the  cause  of  science  and 
art.  In  America  this  liberal  view  of  the  subject  has  always  been  taken ;  and  in- 
deed it  is  a  natural,  if  not  a  necessary  result,  from  the  very  language  and  intent 
of  the  power  given  to  Congress  by  the  Constitution,  on  this  subject  Congress 
(says  the  Constitution)  shall  have  power  to  promote  the  progress  of  science  and 
Qsefnl  arts,  by  securing  for  limited  times  to  authors  and  inventors  the  exclusive 
right  of  their  respective  writings  and  discoveries."  Patents,  then,  are  clearly  en- 
titled to  a  liberal  construction,  since  they  are  not  granted  as  restrictions  upon  the 
rights  of  the  community,  but  are  granted  **  to  promote  science  and  useful  arts." 

See  also  Ryan  v,  Goodwin,  3  Sumner,  514,  where  it  is  said  that  if  the  court  can 
perceive,  on  the  whole  instrument,  the  exact  nature  and  extent  of  the  claim  made 
by  the  inventor,  it  is  bound  to  adopt  that  interpretation,  and  to  give  it  full  effect. 
See  also  Wyeth  v.  Stone,  1  Story's  R.  270,  286  ;  DavoU  v.  Brown,  1  Woodbury 
&Minot,  53,  57. 
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struction,  and  under  a  fair  application  of  the  rule  that  they  be 
construed  ut  res  magis  valeat  quam  pereat.  Hence  where  the 
claim  immediately  follows  the  description,  it  may  be  construed  in 
connection  with  the  explanations  contained  in  the  specification, 
and  be  restricted  accordingly,^ 

§  226.  But  at  the  same  time  it  is  to  be  observed,  that  the  stat- 
ute prescribes  certain  requisites  for  this  description  of  an  inven- 
tion which  are  of  long  standing ;  and  the  decisions  of  the  courts, 
explaining  and  enforcing  these  requisites,  have  established  certain 
rules  of  construction,  intended  to  guard  the  public  against  defect- 
ive or  insufficient  descriptions,  on  the  one  hand,  and  to  guard  in- 
ventors, on  tlie  other  hand,  against  the  acuteness  and  ingenuity 
and  captious  objections  of  rivals  and  pirates.  The  foundation  of  all 
these  rules  of  construction  is  to  be  found  in  the  object  of  the  speci- 
fication, which  may  be  thus  stated,  in  the  language  of  the  Supreme 
Court  of  the  United  States. 

§  227.  The  specification  has  two  objects :  one  is  to  make  known 
the  manner  of  constructing  the  machine  (if  the  invention  is  of  a 
machine)  so  as  to  enable  artisans  to  make  and  use  it,  and  thus  to 
give  the  public  the  full  benefit  of  the  discovery  after  the  expiration 
of  the  patent ;  the  other  object  of  the  specification  is,  to  put  the 
public  in  possession  of  what  the  party  claims  as  his  own  invention, 
so  as  to  ascertain  if  he  claim  anything  that  is  in  common  use  or  is 
already  known,  and  to  guard  again^  prejudice  or  injury  from  the 
use  of  an  invention  which  the  party  may  otherwise  innocently  sup- 
pose not  to  be  patented.  It  is,  therefore,  for  the  purpose  of  warn- 
ing an  innocent  purchaser  or  other  person  using  a  machine  of  his 
infringement  of  the  patent,  and  at  the  same  time  of  taking  from 
the  inventor  the  means  of  practising  upon  tlie  credulity  or  the* 
fears  of  other  persons,  by  pretending  that  his  invention  is  more 
than  what  it  really  is,  or  different  from  its  ostensible  objects,  tliat 
the  patentee  is  required  to  distinguish  his  invention  in  his  specifi- 
cation.^ 

The  claim  is  not  intended  to  be  any  description  of  the  means 
by  which  the  invention  is  to  be  performed,  but  is  introduced  for 
the  security  of  the  patentee,  that  he  may  not  be  supposed  to  claim 

1  Turrill  V.  Michigan  Southern,  &c:  B.  B.  1.  Wallace,  491. 
'  Evans  v.  Eaton,  7  Wheaton,  356,  4SS. 
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more  than  ho  can  support  as  an  invention.  It  is  introduced,  lest 
in  describing  and  ascertaining  the  nature  of  his  invention,  and  by 
what  means  the  same  is  to  be  performed  (particularly  in  the  case 
of  a  patent  for  an  improvement),  the  patentee  should  have  inadver- 
tently described  something  which  is  not  new,  in  order  to  render 
his  description  of  the  improvement  intelligible.  The  claim  is  not 
intended  to  aid  the  description^  but  to  ascertain  the  extent  of  what 
is  claimed  as  new. .  It  is  not  to  be  looked  to  as  the  means  of  mak* 
ing  a  machine  according  to  the  patentee's  improvements.^ 

§  228.  It  has  been  justly  reinarked,  by  a  learned  writer,  that  the 

statute  requisites  for  a  good  specification  run  so  much  into  each 

other,  in  their  nature  and  character,  and  are  so  blended  together, 

that  it  is  difficult  to  treat  of  them  separately.^    But  the  leading 

purposes  of  the  whole  of  the  statute  directions  are  two :  first,  to 

iuform  the  public  what  the  thing  is  of  which  the  patentee  claims 

to  be  the  inventor,  and  therefore  the  exclusive  proprietor  during 

the  existence  of  his  patent ;  second,  to  enable  the  public,  from  the 

specification  itself,  to  practise  the  invention  thus  described,  after 

the  expiration  of  the  patent.    The  principles  of  construction,  and 

the  authorities  from  which  they  are  drawn,  may  therefore  be  dia* 

cussed  with  reference  to  these  two  objects. 

§  229.  I.  Tlie  first  rule  for  preparing  a  specification  is,  — 
To  describe  the  subject-matter,  or  what  the  patentee  claims  to 
have  invented,  so  as  to  enable  the  public  to  know  what  his  claim  is. 
Whether  the  patentee  has  done  this,  in  a  given  case,  is,  as  we 
have  seen,  generally  a  question  of  law  for.  the  court,  on  the  con- 
struction of  the  patenti  It  is  not  necessary  that  the  language  em- 
ployed should  be  technical,  or  scientifically  accurate,  although  at 
the  same  time  it  must  not  mislead.  If  the  terms  made  use  of 
will  enable  the  court  to  ascertain  clearly,  by  fair  interpretation, 
what  the  party  intends  to  claim,  an  inaccuracy  or  imperfection  in 
the  language  will  not  vitiate  the  specification.^  But  it  must  ap- 
pear with  reasonable  certainty  what  the  party  intends  to  claim ; 

^  Per  Lord  Gottenham,  L.  C,  in  Kay  v,  Marshall,  2  Webs.  Pat  Gas.  89. 

*  Phillips  on  Patents,  p.  237. 

'  Wyeth  V.  Stone,  1  Story's  R  271,  286 ;  Carrer  v.  The  Braintree  Manf.  Co. 
2  Story's  R.  408,  446 ;  Neilson  v.  Harford,  Webs.  Pat  Gas.  881,  869 ;  Bloxam  v. 
Ebee,  1  Car.  &  P.  568. 


208  THE  LAW  OF  PATENTS.  [CH.  YL 

for  it  is  not  to  be  left  to  minute  references  and  conjectures,  as  to 
what  was  previously  known  or  unknown ;  since  the  question  is 
not  what  was  before  known,  but  what  the  patentee  claims  as  new.^ 
K  the  patentee  has  left  it  wholly  ambiguous  and  uncertain,  so 
loosely  defined,  and  so  inaccurately  expressed,  that  the  court  can- 
not, upon  fair  interpretation  of  the  words,  and  without  resorting 
to  mere  vague  conjecture  of  invention,  gather  what  the  invention 
is,  then  the  patent  is  void  for  this  defect.  But  if  the  court  can 
clearly  see  what  is  the  nature  and  extent  of  the  claim,  by  a  reason- 
able use  of  the  means  of  interpretation  of  the  language  used,  then, 
it  is  said,  the  patentee  is  entitled  to  the  benefit  of  it,  however  im- 
perfectly and  inartificially  he  may  have  expressed  himself.  For 
this  purpose,  phrases  standing  alone  are  not  to  be  singled  out,  but 
the  whole  is  to  be  taken  in  connection.^ 

§  2S0.  The  statute  requires  the  patentee  to  give  ^^  a  written  de- 
scription of  his  invention  or  discovery."  This  involves  the  necessi- 
ty, in  all  cases  where  the  patentee  makes  use  of  what  is  old,  of 
distinguishing  between  what  is  old  and  what  is  new.  He  is  re- 
quired to  point  out  in  what  bis  invention  or  discovery  consists ; 
and  if  he  includes  in  his  description  what  has  been  invented  be- 
fore, without  showing  that  he  does  not  claim  to  have  invented  that, 
bis  patent  will  be  broader  than  his  invention,  and  therefore  void.' 

^  Lowell  V.  Lewis,  1  Mas.  182,  188.  A  general  statement  that  the  patented 
machine  is,  in  all  material  respects  (without  stating  what  respects)  an  improve- 
ment on  an  old  machine,  is  no  specification  at  all.  lb.  See  also  Eneass  v.  The 
Schaylkill  Bank,  4  Wash.  9.  If  the  patent  be  for  an  improved  machine,  or  fw  an 
improvement  of  a  machine  (the  meaning  of  the  terms  is  the  same),  it  itaost  state 
in  what  the  improvement  specifically  consists,  and  it  must  be  limited  to  such  im- 
provement. If,  therefore,  the  terms  be  so  obscure  or  doubtful  that  the  court  can- 
not say  which  is  the  partictdar  improvement  which  the  patentee  claims,  and  te 
what  it  is  limited,  the  patent  is  void  for  ambiguity ;  and  if  it  covers  more  than  the 
improvement,  it  is  void,  because  it  b  broader  than  the  invention.  Barrett  v.  Hall, 
1  Mas.  447. 

'  Ames  V.  Howard,  1  Sumner,  482,  485.  The  drawings  are  to  be  taken  in  con- 
nection with  the  words,  and  if,  by  a  comparison  of  the  words  and  the  drawings,  the 
one  would  explain  \the  other  sufficiently  to  enable  a  skilful  mechanic  to  perform 
the  work,  the  specification  is  sufficient    Bloxam  v.  Elsee,  1  Car.  &  P.  558. 

'  Dixon  V.  Moyer,  4  Wash.  68,  73.  In  this  case,  Mr.  Justice  Washington  said  : 
"  It  was  insisted  by  the  plaintiff's  counsel,  that  this  specification  is  perfectly  intel- 
ligible to  an  artist,  who  could  experience  no  difficulty  in  making  such  a  saddle  aa 
is  there  described ;  and  that  if  it  be  not  so,  still  the  defendant  cannot  avail  him- 
self of  the  defect,  unless  he  had  stated  it  in  his  notice,  and  also  proved  at  the  triai 
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Whatever  appears  to  be  covered  by  the  claim  of  the  patentee,  as 
his  own  invention,  must  be  taken  as  part  of  the  claim,  for  courts 
of  law  are  not  at  liberty  to  reject  any  part  of  the  claim ;  and  there- 
fore if  it  turns  out  that  anything  claimed  is  not  new,  the  patent  is 
void,  however  small  or  unimportant  such  asserted  invention  may 
be.i 

an  intentioD  in  the  plaintiff  to  deceive  the  public.  But  these  observations  are  all 
wide  of  the  objection,  which  is  not  that  the  specification  does  not  contain  the  whole 
truth  relative  to  the  discovery,  or  that  it  contains  more  than  is  necessary.  It  is 
admitted  that  the  specification  does  not  offend  in  either  of  these  particulars.  But 
the  objection  is,  that  throughout  the  whole  of  a  very  intelligible  description  of  the 
mode  of  making  the  saddle,  the  patentee  has  not  distinguished  what  was  new  from 
what  was  old  and  before  in  use,  nor  pointed  out  in  what  particulars  his  improve- 
ment consisted.''  See  also  Carpenter  v.  Smith,  Webs.  Pat  Cas.  580,  532,  where 
Lord  Abinger,  C.  B.,  said :  "  It  is  required  as  a  condition  of  every  patent,  that  the 
patentee  shall  set  forth  in  his  specification  a  true  account  and  description  of  his 
patent  or  invention,  and  it  is  necessary  in  that  specification  that  he  should  state 
what  his  invention  15,  what  he  claims  to  be  new,  and  what  he  admits  to  be  old ;  for 
if  the  specification  states  simply  the  whole  machinery  which  he  uses,  and  which  he 
wishes  to  introduce  into  use,  and  claims  the  whole  of  that  as  new,  and  does  not  state 
that  he  claims  either  any  particular  part,  or  the  combination  of  the  whole  as  new, 
why  Uien  his  patent  must  be  taken  to  be  a  patent  for  the  whole,  and  for  each  partic- 
ular part,  and  his  patent  will  be  void  if  any  particular  part  turns  out  to  be  old,  or 
the  combination  itself  not  new."  See  also  Davis  v.  Palmer,  2  Brock.  298 ;  Wyeth 
V.  Stone,  1  Story's  R  278 ;  Lowell  r.  Lewis,  1  Mas.  188,  where  Mr.  Justice  Story 
said :  **  The  patentee  is  clearly  not  entitled  to  include  in  his  patent  the  exclusive 
use  of  any  machinery  already  known ;  and  if  he  does,  his  patent  will  be  broader 
than  his  invention,  and  consequently  void.  If,  therefore,  the  description  in  the 
patent  mixes  up  the  old  and  the  new,  and  does  not  distinctly  ascertain  for  which, 
in  particular,  the  patent  is  claimed,  it  must  be  void ;  since  if  it  covers  the  whole, 
it  covers  too  much,  and  if  not  intended  to  cover  the  whole,  it  is  impossible  for  the 
court  to  say  what,  in  particular,  is  covered  as  the  new  invention." 

*  Moody  V.  Fiske,  2  Mas.  11 2, 118.  In  this  case,  Mr.  Justice  Story  said :  *'  Where 
the  patentee  claims  anything  as  his  own  invention,  in  his  specification,  courts  of 
law  cannot  reject  the  claim ;  and  if  included  in  the  patent,  and  found  not  to  be 
new,  the  patent  is  void." 

In  the  case  of  Campion  v.  Benyon,  8  Brod.  &  B.  5,  the  patent  was  taken  out 
for  *«  an  improved  method  of  ntaking  sail-cloth,  without  any  starch  whatever." 
The  real  improvement  consisted  in  a  new  mode  of  texture,  and  not  in  the  exclu- 
non  of  starch,  the  advantage  of  excluding  that  substance  having  been  discovered 
and  made  public  before.  Park,  J.,  said :  "  In  the  patentee's  process  he  tells  us 
that  the  necessity  of  using  starch  is  superseded,  and  mildew  thereby  entirely  pre- 
vented ;  but  if  he  meant  to  claim  as  his  own  an  improved  method  of  textare  or 
twisting  the  thread  to  be  applied  to  the  making  of  unstarched  cloth,  he  might 
have  guarded  himself  against  ambiguity,  by  disclaiming  as  his  own  discovery  the 
advantage  of  exdoding  starch."  Ih  this  case,  the  specification  itself  furnished  no 
PAT.  14 
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§  231.  But  there  is  a  very  important  rule  to  be  attended  to,  in 
tbis  connection,  which  has  been  laid  down  by  the  Court  of  Com- 
mon Pleas  in  England,  viz.,  that  a  specification  should  be  so  con- 
strued, as,  consistently  with  the  fair  import  of  language,  will  make 
the  claim  coextensive  with  the  actual  discovery.  So  that  a  pat- 
entee, unless  his  language  necessarily  imports  a  claim  of  things  in 
use,  will  be  presumed  not  to  intend  to  claim  tilings  which  he  must 
know  to  be  in  use.^ 

means  by  which  the  generality  of  its  expressions  could  be  restrained.  But  there 
is  a  case  where  the  literal  meaning  of  terms  which  would  have  covered  too  much 
ground  was  limited  by  other  phrases  used  in  the  context.  Tlie  specification  stated 
the  invention  to  be  an  improved  apparatus  for  "  extracting  inflammable  gas  by 
heat,  from  pit-coal,  tar,  or  any  other  substance  from  which  gas  or  gases,  capable  of 
being  employed  for  illumination,  can  be  extracted  by  heat"  Lord  Tenterden 
held  that  the  words  *^  any  other  substance  **  must  mean  other  substances  ejusdem 
generis ;  and  therefore  that  it  was  not  a  fatal  defect  that  the  apparatus  would  not 
extract  gas  from  oil ;  and  that  oil  was  not  meant  to  be  included,  it  being  at  that 
time  considered  too  expensive  for  the  making  of  gas  for  purposes  of  illumination, 
though  it  was  known  to  be  capable  of  being  so  used.  Crossley  v,  Beverly,  3  Car. 
&  P.  513 ;  Webs.  Pat.  Cas.  106.  Upon  this  distinction,  Mr.  Webster  remarks 
that  "  the  true  principle  would  appear  to  be  the  intention  of  the  party  at  the  time, 
first,  as  expressed  distinctly  on  the  face  of  the  specification ;  and  secondly,  as  may 
be  inferred  therefrom,  according  to  the  state  of  knowledge  at  the  time,  and  other 
circumstances."  Webs.  Pat.  Cases,  110,  note.  Where  the  patentee  in  his  spe- 
cification claimed  "  an  improvement  in  the  construction  of  the  axles  or  bearings 
of  railway  or  other  wheeled  carriages"  and  it  appeared  that  the  improvement, 
though  it  had  never  before  been  applied  to  railway  carriages,  was  well  known  as 
applied  to  other  carriages,  it  was  held  that  the  patent  was  not  good.  Winans  v. 
Providence  Railroad  Company,  2  Story's  R.  412. 

^  Haworth  v.  HardcasUe,  Webs.  Pat  Cas.  480,  484.  In  this  case,  Sir  N.  C. 
Tindal,  C.  J.,  said :  <*  As  to  the  second  ground  upon  which  the  motion  for  a  non- 
suit proceeded,  we  think,  upon  the  fair  construction  of  the  specification  itself,  the 
patentee  does  not  claim,  as  part  of  his  invention,  either  the  rails  or  staves  over 
which  the  calicoes  and  other  cloths  are  to  be  hung,  or  the  placing  them  at  the 
upper  part  of  the  building.  The  use  of  rails  and  staves  for  this  purpose  was 
proved  to  have  been  so  general  before  the  granting  of  this  patent,  that  it  would 
be  almost  impossible  h  priori  to  suppose  that  the  patentee  intended  to  claim  what 
he  could  not  but  know  would  have  avoided  his  patent,  and  the  express  statement 
that  he  makes, '  that  he  constructs  the  stove  or  drying  house  in  a  manner  nearly 
sinular  to  those  which  are  at  present  in  use,  and  that  he  arranges  the  rails  or 
staves  on  which  the  cloth  or  fabric  is  intended  to  be  hung  or  suspended  near  to 
the  upper  part  of  the  said  stove  or  drying  house,'  shows  clearly  that  he  is  speaking 
of  those  rails  or  staves  as  of  things  then  known  and  in  common  use,  for  he  begins 
with  describing  the  drying  house  as  nearly  similar  to  those  in  common  use ;  he 
gives  no  dimensions  of  the  rails  or  staves,  no  exact  position  of  them,  nor  any  par- 
ticular description  by  reference,  as  he  invariably  does  when  he  comes  to  that  part 
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§  232.  The  object  of  the  distinction  between  what  is  new  and 
what  is  old  is  to  show  distinctly  what  the  patentee  claims  as  his 
inyention.  But  it  has  been  said  that  the  mere  discrimination  be- 
tween what  is  old  and  what  is  new  will  not,  in  all  cases,  show  this, 
for  perhaps  the  patentee  does  not  claim  all  that  is  new.^  But  the 
meaning  of  the  authorities,  as  well  as  the  purpose  of  the  statute, 
shows  that  the  object  of  the  specification  is  to  state  distinctly  what 
the  patentee  claims  as  the  subject-matter  of  his  invention  or  discov- 
ery ;  and  the  discrimination  commonly  made  between  what  is  new 
and  what  is  old,  is  one  of  the  means  necessary  to  present  clearly 
the  subject-matter  of  the  invention  or  discovery .^  In  order  to 
make  this  discrimination,  the  patentee  is  not  confined  to  any  pre- 
cise form  of  words.^  The  more  usual  form  is  to  state  affirmatively 
what  the  patentee  claims  as  new,  and  if  he  makes  use  of  anything 
old,  to  state  negatively  that  he  does  not  claim  that  thing>    It  is 

of  the  machineTy  which  is  peculiarly  his  own  inyention.  There  can  be  no  rule 
of  law  which  requires  the  court  to  make  any  forced  construction  of  the  specifica- 
tioD,  so  as  to  extend  the  claim  of  the  patentee  to  a  wider  range  than  the  facts  would 
toamffU;  on  the  contrary,  such  construction  ought  to  be  made  as  will,  consistently 
with  the  fair  import  of  the  language  used,  make  the  claim  of  invention  coexten- 
ave  with  the  new  discovery  of  the  grantee  of  the  patent.  And  we  see  no  reason 
to  believe  that  he  intended  under  this  specification  to  claim  either  the  staves,  or 
ihe  portion  of  the  staves  as  to  their  height  in  the  drying  house,  as  a  part  of  his 
own  invention." 

*  Fhillipd  on  Patents,  270. 

*  See  Barrett  v.  Hall,  1  Mas.  475 ;  Woodcock  v.  Parker,  1  Gallis.  488 ;  Whit- 
temore  v.  Cutter,  lb.  478 ;  Odiome  v.  Winkley,  2  Gallis,  51 ;  Evans  r.  Eaton,  3 
Wheat  454 ;  7  lb.  856  ;  Wyeth  v.  Stone,  1  Story's  R.  273 ;  Ames  v,  Howard,  1 
Sumner,  482. 

■  Wyeth  V.  Stone,  1  Story's  R.  278. 

*  If  a  specification  truly  sums  up  and  distinguishes  the  invention  of  the  patentee, 
it  will  not  be  open  to  the  objection  of  being  too  broad,  although  it  describes  with 
unnecessary  minuteness  a  process  well  known  to  those  conversant  with  the  art. 
Kneass  v.  The  Schuylkill  Bank,  4  Wash.  9,  14.  See  also  Ames  v.  Howard,  1 
Sumner,  482,  485.    Mr.  Godson  gives  the  following  directions  for  drawing  spe- 

^  cifications.  '*  That  the  new  parts  of  the  subject  may  be  more  clearly  seen  and 
easily  known,  the  patentee  must  not  only  claim  neither  more  nor  less  than  his  own 
invention,  but  he  must  not  appear  even  unintentionally  to  appropriate  to  himself 
any  part  which  is  old,  or  has  been  used  in  other  manufactures.  (Huddart  v, 
Griinshaw,  Dav.  Pat.  Gas.  295 ;  1  Webs.  Pat  Gas.  85.)  Those  parts  that  are  old 
and  immaterial,  or  are  not  of  the  essence  of  the  invention,  should  either  not  be 
mentioned,  or  should  be  named  only  to  be  designated  as  old.  The  patentee  is  not 
required  to  say  that  a  screw  or  bobbin,  or  anything  in  conmion  use,  is  not  part  of 
kis  discovery ;  yet  he  must  not  adopt  the  invention  of  another  person,  however 
insignificant  it  may  appear  to  be,  without  a  remark.    If  any  parts  are  described 
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not  enough  that  the  thing  designed  to  be  embraced  by  the  patent 
should  be  made  apparent  on  the  trial,  by  a  comparison  of  the  new 
with  the  old  machine.  The  specification  must  distinguish  the  new 
from  the  old,  so  as  to  point  out  in  what  the  improvement  consists.^ 

§  233.  In  describing  what  is  old,  it  is  not  always  necessary  to 
enter  into  detail.  Things  generally  known,  or  in  common  use, 
may  be  referred  to  in  general  terms,  provided  they  create  no  am- 
biguity or  uncertainty,  and  provided  such  reference  is  accompanied 
by  an  intelligible  description  of  what  is  new.^  In  describing  an  im- 
provement of  a  machine,  or,  what  is  the  same  thing,  an  improved 
machine,  great  care  must  be  taken  not  to  describe  the  whole  in 
such  a  way  as  to  make  it  appear  to  be  claimed  as  the  invention  of 
the  patentee.  The  former  machine,  or  other  thing,  should  be  set 
forth  in  the  patent  sufficiently  to  make  known,  according  to  the 
nature  of  the  case,  what  it  is  that  the  patentee  engrafts  his  im- 
provement upon ;  he  should  then  disclaim  the  invention  of  tho 
thing  thus  referred  to  or  described,  and  state  distinctly  his  im- 
provement as  the  thing  which  he  claims  to  have  invented.^ 

§  233  a.  Thus  in  Nichols  v.  Boss,^  the  specification  described  the 
patented  process  thus :  "  The  table  a  moves  on  a  hollow  spindle^ 
which  is  fixed  in  the  framing  of  the  machine  by  screw  and  nut  at  b ; 
through  the  tube  fc,  the  strand  or  thread  of  india-rubber,  or  cotton, 

as  essential  without  a  protest  against  any  novelty  being  attached  to  them,  it  will 
seem,  though  they  are  old,  that  they  are  claimed  as  new.  (Bovill  v.  Moore,  Dar. 
Fat  Cas.  404 ;  Manton  v.  Parker,  Dav.  Pat.  Cas.  329.)  The  construction  will  be 
against  the  patentee  that  he  seeks  to  monopolize  more  than  he  has  invented,  or 
that,  bj  dwelling  in  his  description  on  things  that  are  immaterial  or  known,  he 
endeavors  to  deceive  the  public,  who  are  not  to  be  deterred  from  using  anything 
that  is  old  by  its  appearing  in  the  specification  as  newly  invented.  They  are  to 
be  warned  against  infringing  on  the  rights  of  the  patentee,  but  are  not  to  be  de- 
prived of  a  manufacture  which  they  before  possessed.  (Dav.  Fat.  Cas.  279 ;  and 
8  Meriv.  629.)  It  seems,  therefore,  to  be  the  safest  way  in  the  specification  to 
describe  the  whole  subject,  and  then  to  point  out  all  the  parts  which  are  old  and 
well  known.**    Godson  on  Patents,  128. 

*  Dixon  V.  Moyer,  4  Wash.  R.  68.  *  Davis  v.  Palmer,  2  Brock.  298. 

»  In  Hill  V.  Thompson,  8  Taunt.  875,  Lord  Ch.  J.  Dallas  said :  "  This,  like  every 
other  patent,  must  undoubtedly  stand  on  the  ground  of  improvement  or  discovery. 
If  of  improvement,  it  must  stand  on  the  ground  of  improvement  invented  ;  if  of 
discovery,  it  must  stand  on  the  ground  of  the  discovery  of  something  altogether 
new ;  and  the  patent  must  distinguish  and  adapt  itself  accordingly."  See  also 
Bovill  V.  Moore,  Dav.  Pat.  Cas.  898. 

*  Kichob  V.  Ross,  8  Mann.  Gr.  k  Scott,  679. 
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or  other  fibrous  material  which  is  to  form  one  of  the  longitudinal 
elastic  or  non-elastic  threads  of  the  fabric  passes  ;  the  upper  part  of 
the  tube  b  rising  to  such  a  position  amongst  the  braiding  threads 
that  in  the  evolution  of  those  threads  from  one  selvage  of  the  fabric 
to  the  other  they  pass  under  and  over  (and  lie  at  the  back  and  front 
of  the  fabric)  each  of  the  longitudinal  threads  or  yarns."  The  jury 
found  that  the  plaintiff's  machine  was  new,  but  that  the  use  of  a 
revolving'  hollow  tube  was  not  new.  It  was  held  that,  as  the  plain- 
tiff's claim  was  for  the  hollow  spindle,  not  general  but  fizedj  this 
finding  did  not  negative  the  novelty  of  the  plaintiff's  invention. 

In  Holmes  v.  Lond.  &  N.  W.  E.  W.,^  Jervis,  C.  J.,  in  rendering 
the  decision  of  the  court,  says :  ^'  It  is  impossible  for  any  one  to  read 
this  specification  without  seeing  that  it  claims  what  one  would  nat- 
urally have  expected  to  be  clcdmed.  Harrison  did  not.  know  at  the 
time  his  specification  was  drawn  what  had  been  invented  by  Han- 
cock; therefore  he  claims  the  whole  as  new.  He  takes  out  his 
patent  for  *  an  improved  turning-table  for  railway  purposes.'  The 
surface  rails  and  catches  are  old  ;  but  Harrison,  by  applying  certain 
supporting  rods  or  arms  in  a  new  way,  constructs  what  he  describes 
Bs  an  improved  turning-table.  He  goes  on  in  his  specification  to 
announce  the  general  principle  of  his  invention  to  consist  ^  in  sup- 
porting the  revolving  plate  or  upper  platform  of  the  turning-table, 
as  also  its  stays,  braces,  arms,  and  supports  on  the  top  of  a  fixed 
post,  well  braced,  and  resting  on  or  planted  in  the  ground  ;  the  top 
of  which  post  forms  a  pivot  for  the  table  to  turn  on,  while  support 
anns  radiating  from  the  framework  (the  weight  of  which  is  also  sus- 
tained on  the  post),  moving  round  the  bottom  part  of  the  post  with 
friction  rollers,  and  fastened  to  the  outer  edges  of  the  plate,  stay 
the  plate  on  all  sides,  and  keep  it  steady  to  receive  the  superin- 
cumbent weight  of  carriages  or  whatsoever  is  to  be  turned  upon 
it'  He  then  goes  on  to  describe  how  he  does  it.  He  does  it  by 
taking  the  old  revolving  plate  or  platform,  with  its  rails  and 
catches,  and  supporting  it  on  a  post,  the  top  of  which  forms  a  pivot, 
which,  for  aught  that  appears,  may  be  new,  with  support  arms 
radiating  from  a  framework  moving  round  the  bottom  of  the  post, 
with  friction  rollers,  and  fastened  to  the  outer  edges  of  the  plate  ; 
each  of  these  being  described  as  new,  or  at  least  not  b^ing  stated 
to  be  old.  The  jury  found  that  the  post,  the  arms,  and  everything 
except  the  suspending  rods,  were  old.    In  order  to  make  his  specifi- 

'  Holmes  v.  Lond.  &  N.  W.  R.  W.,  12  Com.  Ben.  SSI ;  16  £.  L.  &  £q.  409. 
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cation  good,  either  for  an  improvement  of  an  old  machine  or  for  a 
new  combination,  Harrison  should  ht^ve  said,  <  My  principle  is  to 
suspend  the  revolving  plate  or  platform  on  a  post,  with  arms,  braces, 
and  supports ' ;  and  then,  going  through  Hancock's  patent  and  de- 
scribing all  that  as  old,  he  should  have  gone  on  to  say,  '  To  this  I 
add  Buspcuding  rods,  for  the  purpose  of  bringing  the  bearing  on 
the  centre  of  the  table.'  No  one  can  read  this  specification  with- 
out seeing  that  this  is  in  truth  the  meaning  of  it,  and  that  the 
patentee  supposes  the  arms  to  be  new  as  well  as  the  suspending 
rods,  —  in  short,  that  all  is  new  except  the  table,  the  rails,  and  the 
catches,  which,  by  means  of  the  suspending  rods,  he  converts  into 
a  new  and  improved  suspended  turn-table.  Tliat  being  so,  he  clear- 
]y  does  not,  in  my  opinion,  comply  with  the  rule  which  requires  the 
patentee  diEtinctly  to  state  what  is  new  and  what  is  old."  ^ 

In  HuUett  v.  Hague,^  Lord  Tenterden  says:  "The  specifica- 
tion continues :  *  and  I  further  declare  that  my  said  invention 
and  improvement  consists  in  forcing,  by  means  of  bellows  or  any 
other  blowing  apparatus,  atmospheric  or  any  other  air,  either 
in  a  hot  or  cold  state,  through  the  liquid  or  solution  subjected 
to  evaporation.'  Now  it  was  said  tliat  the  words  which  imme- 
diately follow, '  and  tliis  I  do  by  means  of  pipes,'  constituted  a 
separate  and  distinct  sentence  from  those  which  immediately  pre- 
ceded them,  and  that  the  patentee  had  stated  his  invention  in  the 
preceding  sentence,  and  had  claimed  (by  implication)  the  same  in- 
vention as  that  described  by  Knight  and  Kirk  in  their  specification. 
But  we  think  that  the  words,  '  and  this  I  do  by  means  of  pipes,' 
must,  in  conjunction  with  those  which  immediately  precede  them, 
be  taken  to  form  one  entire  sentence,  and  that  they  amount  alto- 
gether to  an  allegation,  on  the  part  of  the  patentee,  that  his  inven- 
tion consisted  of  the  method  or  process  of  forcing,  by  means  of  bel- 
lows or  any  other  blowing  apparatus,  hot  or  cold  air  through  the 
liquid  subjected  to  evaporation,  this  being  efiected  by  means  of  pipes 
placed  as  directed  in  the  specificaton.  Now  the  method  described 
;.,  TT^jgiit  and  Kirk's  patent  appears  to  us  entirely  diflerent." 

tastings  v.  Brown,*  the  specification  was  held  bad  for  leaving 
ertain  whether  the  claim  was  for  an  invention  of  a  cable- 

■Ibo  Tetley  v.  Eaatoa,  22  £.!,.&  Eq.  321 ;  AUea  v.  RawKiD,  I  Mann: 
colt,  551. 

lett  V.  Hague,  2  B.  &  Ad.  370. 
tings  ti.  Brow,  IG  £.  L.  &  £q.  172;  S.  C. 
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holder  to  hold  one  cable  of  whatever  size,  or  for  one  to  hold  cables 
of  different  sizes. 

In  Gamble  v.  Kurtz,^  the  court  say :  "  The  other  question  de- 
pends upon  what«is  the  true  nature  of  the  plaintiff's  claim  as  an 
inventor.  If  he  claimed  the  use  of  two  chambers  with  separate  fur- 
naces, as  part  of  his  invention,  the  jury  have  said  it  was  not  new, 
and  the  verdict  should  be  entered  for  the  defendant ;  otherwise,  for 
the  plaintiff.  It  seems  to  us  that  no  reasonable  doubt  can  be  enter- 
tained as  to  the  claim  made  by  the  plaintiff.  After  describing,  by 
words  and  drawings,  the  apparatus  which  he  used,  he  claimed  as  his 
mvention  ^  iron  retorts  worked  in  connection  with  each  other,  as 
above  described.'  It  was  contended,  on  behalf  of  the  plaintiff,  that 
the  meaning  was  that  he  claimed  the  use  of  two  retorts  worked  in 
connection  with  the  whole  of  the  apparatus  for  condensing  the  mu- 
riatic gas.  But  the  words  of  the  specification  are  '  in  connection 
with  each  other,'  not  in  connection  with  the  condensing  apparatus ; 
and  he  afterwards  goes  on  to  claim  as  his  the  particular  arrange- 
ment of  receivers,  which  he  had  previously  described,  ^''e  can  give 
no  other  meaning  to  this  than  that  the  plaintiff  claimed,  as  part 
of  his  invention,  the  use  of  two  chambers  with  separate  furnaces, 
worked  in  connection  with  each  other,  so  that  the  materials  might 
be  decomposed  in  one,  and  roasted  or  finished  in  the  other ;  and  that 
the  plaintiff  understood  such  to  be  the  nature  of  his  claim,  appears 
clearly  from  the  disclaimer  he  has  entered  in  this  case ;  in  which, 
after  disclaiming  certain  words  in  his  description  of  his  claim,  he 
says :  '  I  further  declare  that,  though  I  did  not  intend  the  words  to 
extend  to  any  other  retorts  than  the  iron  retorts  described  in  my 
specification,  viz.,  iron  retorts  worked  in  connection  with  each  other, 
in  which  the  process  is  commenced  in  one  retort  and  finished  in  the 
other,  yet  I  have  been  informed  the  words  may  be  construed  to 
extend  to  any  iron  retorts  ;  for  which  reason  I  am  anxious  to  dis- 
claim.' And  this  was  the  nature  of  the  claim  which  the  plaintiff 
endeavored  at  the  trial  to  establish  by  evidence.  The  jury  having 
found  that  the  evidence  did  not  establish  it,  the  verdict  on  that 
special  finding  must  be  entered  for  the  defendant." 

In  Elliott  V.  Turner,^  the  patentee  described  the  invention  to  con- 
sist iu  the  application  of  a  warp  of  soft  or  organzine  silk.  The  jury, 
having  asked  how  they  were  to  understand  the  word  "  or  "  in  the 

'  Gamble  v,  Kurtz,  8  Mann.  6r.  k  Scott,  425. 
*  Elliott  V.  Tamer,  2  Mann.  Gr.  &  Scott,  446. 
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specification,  i.  e.  whether  it  was  to  be  considered  as  having  been 
used  disjunctively,  or  whether  the  word  "  organzine  "  was  to  be  re- 
garded as  the  construction  of  the  word  "soft/*  the  judge  told  them 
that  unless  the  silk  (used  bylhe  defendants)  were  organzine^  it  did 
not  fall  under  the  description  of  the  patent.  In  the  Exchequer 
Chamber  this  charge  was  overruled,  the  court  deciding  that  the 
judge  should  not  have  told  the  jury  that,  in  his  opinion,  soft  and  or- 
ganzine silk  were  absolutely  the  same,  but  that  the  words  were  capa^ 
ble  of  being  so  construed,  if  the  jury  were  satisfied  that  at  the  date 
of  the  patent  there  was  only  one  description  of  soft  silk,  and  that  or- 
ganzine, used  in  satin  weaving  ;  but  otherwise,  that  the  proper  and 
ordinary  sense  of  the  word  "  or  "  was  to  be  adopted,  and  the  patent 
held  to  apply  to  every  species  of  soft  silk  as  well  as  to  organzine  silk. 

§  234.  One  of  the  most  common  defects  in  a  specification  con- 
sists in  that  sort  of  vagueness  and  ambiguity  in  the  manner  of  de- 
scribing the  invention  which  makes  it  difficult  or  impossible  to 
determine  what  the  invention  is.  This  is  an  objection  distinct 
from  an  ambiguity  in  the  terms  made  use  of.  Thus,  where  the 
directions  contained  in  a  specification  were  "  to  take  any  quantity 
of  lead  and  calcine  it,  or  minium,  or  red-lead,"  the  objection  was 
that  it  was  uncertain  whether  the  minium  and  red-lead  were  to  be 
calcined,  or  only  the  lead.^  So,  too,  if  it  be  stated  that  a  whole 
class  of  substances  may  be  used  to  produce  a  given  effect,  when,  in 
fact,  only  one  is  capable  of  being  so  used  successfully,  an  ambiguity 
is  at  once  produced,  and  the  public  are  misled  ;  ^  but  if  the  pat- 
entee states  the  substances  which  he  makes  use  of  himself,  and 
there  are  still  other  substances  which  will  produce  the  effect,  and 
he  claims  them,  by  a  generic  description,  as  comprehended  within 

^  Turner  v.  Winter,  Webs.  Fat  Cas.  iSO.  Another  objection  taken  was  as  to 
the  white-lead  which  the  pateht  professed  to  make  by  the  same  process  by  which 
it  made  something  else ;  to  which  it  was  answered,  that  the  invention  did  not 
profess  to  make  common  white-lead.  Ashurst,  J.,  said :  "  Bat  that  is  no  answer ; 
for  if  the  patentee  had  intended  to  produce  something  only  like  white-lead,  or 
answering  some  of  the  purposes  of  common  white-lead,  it  should  have  been  so  ex- 
pressed in  the  specification.  But,  in  truth,  the  patent  is  for  making  white-lead 
and  two  other  things  by  one  process.  Therefore,  if  the  process,  as  directed  by  the 
specification,  does  not  produce  that  which  the  patent  professes  to  do,  the  patent 
itself  is  void." 

'  Bickford  v.  Skewes,  Webs.  Pat.  Cas.  218.  If  more  parts  be  inserted  than 
are  necessary,  as  ten,  where  four  are  sufficient,  the  specification  is  void.  The  King 
V,  Arkwright,  Webs.  Pat.  Cas.  70. 
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his  invention,  his  claim  will  not  be  void  for  ambiguity,  or  too  broad 
for  his  invention,  provided  the  combination  is  new  in  respect  to  all 
the  substances  thus  referred  to.^ 

^  Ryan  V.  €roodwin,  3  Sumner,  514,  519.  In  this  case,  Mr.  Justice  Story  said : 
*'  Then  as  to  the  third  point.  This  tarns  upon  the  supposed  vagueness  and  am- 
biguity and  uncertainty  of  the  specification  and  claim  of  the  invention  thereby. 
The  specification,  after  adverting  to  the  fact,  that  the  loco-foco  matches,  so  called^ 
are  a  compound  of  phosphorus,  chlorate  of  potash,  sulphuret  of  antimony,  and  gum 
arable  or  glue,  proceeds  to  state  that  the  compound  which  he  (Phillips)  uses, 

*  consists  simply  of  phosphorus,  chalk,  and  glue ' ;  and  he  then  states  the  mode  of 
preparing  the  compound  and  the  proportions  of  the  ingredients ;  so  that,  as  here 
stated,  the  essential  difierence  between  his  own  matches  and  those  called  loco- 
foco  consists  in  the  omission  of  chlorate  of  potash  and  sulphuret  of  antimony,  and 
Qsmg  in  lieu  thereof  chalk.  He  then  goes  on  to  state,  that '  the  proportions  of 
the  ingredients  may  be  varied,  and  that  gum  arable,  or  other  gum,  may  be  substi- 
tated  for  glue ;  and  other  absorbent  earths  or  materials  may  be  used  instead  of 
carbonate  of  lime.'    He  afterwards  sums  up  his  invention  in  the  following  terms : 

*  What  I  claim  as  my  invention  is  the  using  of  a  paste  or  composition  to  ignite  by 
friction,  consisting  of  phosphorus,  and  [an]  earthy  material,  and  a  glutinous  sub- 
stance only,  without  the  addition  of  chlorate  of  potash,  or  of  any  other  highly 
combustible  material,  such  as  sulphuret  of  antimony,  in  addition  to  the  phosphorus. 
I  also  claim  the  mode  herein  described,  of  putting  up  the  matches  in  paper,  so  as 
to  secure  them  from  accidental  friction.'    Upon  this  last  claim  I  need  say  nothingi 
as  it  is  not  in  controversy,  as  a  part  of  the  infringement  of  the  patent,  upon  the 
present  trial.    Now,  I  take  it  to  be  the  clear  rule  of  our  law  in  favor  of  invent- 
ors, and  to  carry  into  effect  the  obvious  object  of  the  Constitution  and  laws  in 
granting  patents,  *  to  promote  the  progress  of  science  and  useful  arts,'  to  give  a 
liberal  construction  to  the  language  of  all  patents  and  specifications  (ti/  res  moffis 
vaUatjquam  pereat),  so  as  to  protect  and  not  to  destroy  the  rights  of  real  inventors. 
If,  therefore,  there  be  any  ambiguity  or  uncertainty  ui  any  part  of  the  specifica- 
tion, yet,  if  taking  the  whole  together,  the  court  can  perceive  the  exact  nature 
uid  extent  of  the  claim  made  by  the  inventor,  it  is  bound  to  adopt  that  interpre- 
tation, and  to  give  it  full  efiect    I  confess  that  I  do  not  perceive  any  ground  for 
Ral  doubt  in  the  present  specification.    The  inventor  claims  as  his  invention  the 
combination  of  phosphorus  with  chalk  or  any  other  absorbent  earth  or  earthy  ma- 
terial, and  glue,  or  any  other  glutinous  substance,  in  making  matches,  using  the 
uigredients  in  the  proportions  substantially  as  set  forth  in  the  specification.    Now, 
the  question  is,  whether  such  a  claim  is  good,  or  whether  it  is  void,  as  being  too 
I'road  and  comprehensive.    The  argument  seems  to  be,  that  the  inventor  has  not 
confined  his  claim  to  the  use  of  chalk,  but  has  extended  it  to  the  use  of  any  other 
Absorbent  earths  or  earthy  materials,  which  is  too  general.    So,  he  has  not  con- 
fined it  to  the  use  of  glue,  or  even  of  gum  arable,  but  has  extended  it  also  to  any 
other  gum  or  glutinous  substance,  which  is  also  too  general    Now,  it  is  observa- 
ble, that  the  Patent  Act  of  1 798,  c.  55,  does  not  limit  the  inventor^to  one  single 
mode,  or  one  single  set  of  ingredients,  to  carry  into  effect  his  invention.    He  may 
claim  as  many  modes  as  he  pleases,  provided  always  that  the  claim  is  limited  to 
inch  as  he  has  invented,  and  as  are  substantially  new.    Indeed,  in  one  section 


218  THE  LAW  OF  PATENTS.  [CH.  VI. 

§  284  a.  In  like  manner,  where  a  particular  effect  or  purpose  in 
machinery  is  a  part  of  the  invention,  and  that  effect  may  be  pro- 
duced in  several  modes,  it  is  sufficient  for  the  patentee  to  state  the 
modes  which  he  contemplates  as  best,  and  his  claim  will  not  be 
void,  as  too  vague  or  comprehensive,  although  he  claims  the  varia- 

(f  S)  the  act  requires,  in  the  case  of  a  machine,  that  the  inventor  shall  fully  ex- 
plain the  principle,  and  the  several  modes  in  which  he  has  contemplated  the  ap- 
plication of  that  principle  or  character,  by  which  it  may  be  distinguished  from  oth- 
er inventions.  The  same  enactment  exists  in  the  Patent  Act  of  1836,  c.  357,  §  6. 
I  do  not  know  of  any  principle  of  law  which  declares,  that,  if  a  man  makes  a  new 
compound,  wholly  unknown  before  for  a  useful  and  valuable  purpose,  he  is  limited 
to  the  use  of  the  same  precise  ingredients  in  making  that  compound ;  and  that,  if 
the  same  purpose  can  be  accomplished  by  him  by  the  substitution  in  part  of  other 
ingredients  in  the  composition,  he  is  not  at  liberty  to  extend  his  patent  so  as  to 
embrace  them  also.  It  is  true  that,  in  such  a  case,  he  runs  the  risk  of  having  his  pat- 
ent avoided,  if  either  of  the  combinations,  the  original  or  the  substituted,  have  been 
known  or  used  before  in  the  like  combination.  But,  if  all  the  various  combinations 
are  equally  new,  I  do  not  perceive  how  his  claim  can  be  said  to  be  too  broad.  It  is 
not  more  broad  than  his  invention.  There  is  no  proof,  in  the  present  case,  that 
the  ingredients  enumerated  in  this  specification,  whether  chalk,  or  any  other  ab- 
sorbent earth  or  earthy  substance,  were  ever  before  combined  with  phosphorus 
and  glue,  or  any  gum  or  other  glutinous  substance,  to  produce  a  compound  for 
matches.  The  objection,  so  far  as  it  here  applies,  is  not  that  these  gums  or  earths 
have  been  before  so  combined  with  phosphorus,  but  that  the  inventor  extends  his 
claim  so  as  to  include  all  such  combinations.  There  is  no  pretence  to  say,  upon 
the  evidence,  that  the  specification  was  intended  to  deceive  the  public,  or  that  it 
included  other  earthy  materials  than  chalk,  or  other  glutinous  substances  than 
glue,  for  the  very  purpose  of  misleading  the  public.  The  party  has  stated  frank- 
ly what  he  deems  the  best  materials,  phosphorus,  chalk,  and  glue,  and  the  propor- 
tions and  mode  of  combining  them.  But  because  he  says  that  there  may  be  sub- 
stitutes of  the  same  general  character,  which  may  serve  the  same  purpose,  there- 
by to  exclude  other  persons  from  evading  his  patent  and  depriving  him  of  his  in- 
vention, by  using  one  or  more  of  the  substitutes,  if  the  patent  had  been  confined 
to  the  combination  solely  of  phosphorus,  chalk,  and  glue,  I  cannot  hold  that  his 
claim  is  too  broad,  or  that  it  is  void.  My  present  impression  is,  that  the  objectioa 
is  not  well  founded.  Suppose  the  invention  had  been  of  a  machine,  and  the  in- 
ventor had  said,  I  use  a  wheel  in  a  certain  pai*t  of  the  machine  for  a  certain  pur- 
pose, but  the  same  eflfect  may  be  produced  by  a  crank,  or  a  lever,  or  a  toggle- 
joint,  and  therefore  I  claim  these  modes  also ;  it  would  hardly  be  contended  that 
such  a  claim  would  avoid  his  patent  I  do  not  know  that  it  has  ever  been  decid- 
ed, that,  if  the  claim  of  an  inventor  for  an  invention  of  a  compound  states  the  in- 
gredients truly  which  the  inventor  uses  to  produce  the  intended  efiect,  the  sug- 
gestion that  other  ingredients  of  a  kindred  nature  may  be  substituted  for  some 
part  of  them,  has  been  held  to  avoid  the  patent  in  totOy  so  as  to  make  it  bad,  for 
what  is  specifically  stated.  In  the  present  case  it  is  not  necessary  to  consider  that 
point  My  opinion  is,  that  the  specification  is  not,  in  point  of  law,  void  from  its 
vagueness,  or  generality,  or  uncertainty." 
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tions  from  those  modes  as  being  equally  his  inventioD,  without  de- 
scribing the  manner  of  producing  those  variations.^ 

§  235.  This  kind  of  ambiguity  is  also  distinguishable  from  the 
want  of  clear  or  specific  directions,  which  will  enable  a  mechanic 
to  make  the  thing  described.  A  specification  may  be  perfectly 
sufficient,  as  to  the  point  of  stating  what  the  invention  is,  and  yet 
the  directions  for  making  the  thing  may  be  so  vague  and  indefi- 
nite, as  not  to  enable  a  skilful  mechanic  to  accomplish  the  object.*' 

^  Carrer  v.  Braintree  Maaf.  Co.  2  Story's  R  432,  440.  **  Another  objection 
ia,  that  the  plaintifi*,  in  his  claim,  has  stated  that  the  desired  distance  or  space  be- 
tween the  upper  and  the  lower  surfaces  of  the  rib,  whether  it  *  be  done  by  making 
the  ribs  thicker  at  tbat  part,  or  by  a  fork  or  division  of  the  rib,  or  by  any  other 
Tariation  of  the  particular  form,*  is  a  part  of  his  invention.  It  is  said,  that  the 
modes  of  forking  and  dividing  are  not  specified,  nor  the  variations  of  the  particu- 
lar form  given.  This  is  true ;  but  then  the  Patent  Act  requires  the  patentee  to 
specify  the  several  modes  *  in  which  he  has  contemplated  the  application  of  the 
distinguishing  principle  or  character  of  his  invention.'  (Act  of  1836,  ch.  35  7,  §  6.) 
Now,  we  all  know  that  a  mere  difference  of  form  will  not  entitle  the  party  to  a 
patent.  What  the  patentee  here  says  in  effect  is :  One  important  part  of  my  in- 
vention consists  in  the  space  or  distance  between  the  upper  and  lower  surfaces  of 
the  ribs,  and  whether  this  is  obtained  by  making  the  rib  solid,  or  by  a  fork,  or  di- 
vision of  the  rib,  or  by  any  other  variation  of  the  form  of  the  rib,  I  equally  claim 
it  as  my  invention.  The  end  to  be  obtained  is  the  space  or  distance  equal  to  the 
fibre  of  the  cotton  to  be  ginned ;  and  you  may  make  the  rib  solid,  or  fork  it,  or 
divide  it,  or  vary  its  form  in  any  other  manner,  so  as  that  the  purpose  is  obtained. 
The  patentee,  therefore,  guards  himself  against  the  suggestion,  that  his  inventioi^ 
connsts  solely  in  a  particular  form,  solid,  or  forked,  or  divided ;  and  claims  the 
invention  to  be  his,  whether  the  exact  form  is  preserved  or  not,  if  its  proportions 
ue  kept  so  as  to  be  adapted  to  the  fibre  of  the  cotton  which  is  to  be  ginned.  In 
all  this  I  can  perceive  no  want  of  accuracy  or  sufficiency  of  description,  at  least 
80  far  as  it  is  a  matter  of  law,  nor  any  claim  broader  than  the  invention,  which  is 
either  so  vague  or  so  comprehensive  as  in  point  of  law  not  to  be  patentable.  It 
was  not  incumbent  upon  the  patentee  to  suggest  all  the  possible  modes  by  which 
the  rib  might  be  varied,  and  yet  the  effect  produced.  It  is  sufficient  for  him  to 
skate  the  modes  which  he  contemplates  to  be  best,  and  to  add,  that  other  mere 
formal  variations  from  these  modes  he  does  not  deem  to  be  unprotected  by  his 
patent" 

*  "  It  may  not,  perhaps,  be  easy  to  draw  a  precise  line  of  distinction  between  a 
specification  so  uncertain  as  to  claim  no  particular  improvement,  and  a  specifica- 
tion 80  uncertain  as  not  to  enable  a  skilful  workman  to  understand  the  improve- 
i&ent,  and  to  construct  it  Yet  we  tlunk  the  distinction  exists.  If  it  does,  it  is 
within  the  province  of  the  jury  to  decide  whether  a  skilful  workman  can  carry 
into  execution  the  plan  of  the  inventor.  In  deciding  this  question,  the  jury  will 
gi^e  a  liberal  common-sense  construction  to  the  directions  of  the  specification." 
^er  Marshall,  C.  J.,  in  Davis  v.  Palmer,  2  Brock.  298,  308. 
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It  is  for  this  reason,  as  we  have  seen,  that  the  question,  whether 
the  specification  discloses  what^the  invention  is,  is  a  question  for 
the  court  on  construction  of  the  patent;  while  the  question, 
whether  it  suflSciently  describes  the  mode  of  carrying  the  invention 
into  practice,  is  a  question  for  the  jury.^ 

§  236.  The  ambiguity  produced  by  a  too  great  fulness  of  detail 
in  the  specification  is  likely  to  mislead  both  in  determining  what 
the  invention  claimed  is,  and  in  determining  whether  it  is  de- 
scribed with  such  accuracy  as  will  enable  a  competent  workman 
to  put  it  in  practice.  We  shall  have  occasion  hereafter  to  state 
the  rule,  that  the  patentee  is  bound  to  disclose  the  most  advan- 
tageous mode  known  to  him,  and  any  circumstance  conducive  to 
the  advantageous  operation  of  his  invention ;  and  it  is  a  correla- 
tive of  this  rule,  that  if  things  wholly  useless  and  unnecessary  are 
introduced  into  the  specification,  as  if  they  were  essential,  although 

^  Thus,  in  the  case  of  a  patent  for  "  a  new  and  useful  improvement  in  the  ribe 
of  the  cotton  gin/'  Mr.  Justice  Story  said :  '*  It  is  true,  that  the  plaintiff  in  his 
specification,  in  describing  the  thickness  of  the  rib  in  his  machine,  declares  that  it 
should  be  so  thick,  that  the  distance  or  depth  between  the  upper  and  the  lower 
surface  should  be  '  so  great  as  to  be  equal  to  the  length  of  the  fibre  to  be  ginned,' 
which,  it  is  said,  is  too  ambiguous  and  indefinite  a  description  to  enable  a  mechanic 
to  make  it,  because  it  is  notorious  that  not  only  the  fibres  of  different  kinds  of  cot- 
ton are  of  different  lengths,  long  staple  and  short  staple,  but  that  the  different 
fibres  in  the  same  kind  of  cotton  are  of  unequal  lengths.  And  it  is  asked,  what 
then  is  to  be  the  distance  or  depth  or  thickness  of  the  rib  ?  Whether  a  skilful 
mechanic  could  from  this  description  make  a  proper  rib  for  any  particular  kind  of 
cotton,  is  a  matter  of  fact,  which  those  only  who  are  acquainted  with  the  struc- 
ture of  cotton  gins  can  properly  answer.  If  they  could,  then  the  description  is 
sufficient,  although  it  may  require  some  niceties  in  adjusting  the  different  thick- 
nesses to  the  different  kinds  of  cotton.  If  they  could  not,  then  the  specification  is 
obviously  defective.  But  I  should  suppose  that  the  inequalities  of  the  different 
fibres  of  the  same  kind  of  cotton  would  not  necessarily  present  an  insurmountable 
difficulty.  It  may  be,  that  the  adjustment  should  be  to  be  made  according  to  the 
average  length  of  the  fibres,  or  varied  in  some  other  way.  But  this  is  for  a  prac- 
tical mechanic  to  say,  and  not  for  the  court.  What  I  mean,  therefore,  to  say  on 
this  point  is,  that,  as  a  matter  of  law,  I  cannot  say  that  this  description  is  so  am- 
biguous that  the  patent  is  upon  its  face  void.  It  may  be  less  perfect  and  complete 
than  would  be  desirable,  but  still  it  may  be  sufficient  to  enable  a  skilful  mechanic 
to  attain  the  end.  In  point  of  fact,  is  it  not  actually  attained  by  the  mechanics 
employed  by  Carver,  without  the  application  of  any  new  inventive  power,  or  ex- 
periments ?  If  so,  then  the  objection  could  be  answered  as  a  matter  of  fact  or  a 
practical  result"  Carver  v.  The  Brain  tree  Manufacturing  Company,  2  Story's  R. 
432,  437. 
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the  terms  are  perfectly  intelligible,  and  every  necessary  description 
has  been  introduced,  and  the  parts  claimed  are  all  newly  invented, 
the  patent  may  be  declared  void.  The  presumption,  in  such  cases, 
according  to  the  English  authorities,  is,  that  the  useless  and  un- 
necessary descriptions  were  introduced  for  the  purpose  of  over- 
loading the  subject  and  clouding  the  description,  in  order  to  mis- 
lead the  public  and  conceal  the  real  invention.^ 

§  237.  There  is  one  case  where  it  seems  to  have  been  held  that 
an  improved  mode  of  working  his  machine  by  the  patentee,  differ- 
ent from  the  specification  of  his  patent,  casts  upon  him  the  bur- 
den of  showing  that  he  made  the  improvement  subsequently  to 
the  issuing  of  his  patent,  otherwise  it  will  be  presumed  that  he  did 
not  disclose  in  his  specification  the  best  method  known  to  him.^ 
Bat  where  a  patentee  of  an  improved  machine  claimed  as  his  in- 
vention a  part  fof  it  which  turned  out  to  be  useless,  it  was  held 
that  this  did  not  vitiate  the  patent,  the  specification  not  describing 
it  as  essential  to  the  machine.^  At  the  same  time,  it  is  necessary 
that  the  specification  should  be  full  and  explicit  enough  to  prevent 

*  In  Arkwright's  case,  several  things  were  introduced  into  the  specification,  of 
vhich  he  did  not  make  use.  BuUer,  J.,  said :  "  Wood  put  No.  4,  5,  6,  and  7  to- 
gether, and  that  machine  he  has  worked  ever  since ;  he  don't  recollect  that  the 
defendant  used  anything  else.  If  that  be  true,  it  will  blow  up  the  patent  at  once ; 
he  says  he  belieyes  nobody  that  ever  practised  would  find  anything  necessary 
upon  this  paper  but  the  No.  4,  5,  6,  and  7 ;  he  should  look  afler  no  others.  Now 
if  four  things  only  were  necessary  instead  of  ten,  the  specification  does  not  con- 
tain a  good  account  of  the  invention."  The  King  t;.  Arkwright,  Webs.  Pat  Gas. 
70. 

In  Turner's  patent  for  producing  a  yello^y^  color,  minium  was  directed  to  be  used 
aniong  other  things,  but  it  appeared  that  it  would  not  produce  the  desired  ejQTect. 
The  same  learned  judge  said :  "  Now  in  this  case  no  evidence  was  ofiered  by  the 
plsdntiff  to  show  that  he  had  ever  made  use  of  the  several  different  ingredients 
mentioned  in  the  specification,  as  for  instance  minium,  which  he  had  nevertheless 
inserted  in  the  patent ;  nor  did  he  give  any  evidence  to  show  hoto  the  yellow  color 
was  produced.  If  he  could  make  it  with  two  or  three  of  the  ingredients  speci- 
fied, and  he  has  inserted  others  which  wiU  not  answer  the  purpose,  that  will 
a? oid  the  patent  So,  if  he  [makes  the  article,  for  which  the  patent  is  granted, 
with  cheaper  materials  than  those  which  he  has  enumerated,  although  the  latter 
will  answer  the  purpose  equally  well,  the  patent  is  void,  because  he  does  not  put 
the  public  in  possession  of  his  invention,  or  enable  them  to  derive  the  same  benefit 
which  he  himself  does."  Turner  v.  Winter,  Webs.  Pat  Gas.  80.  See  also  Savory 
».  Price,  R.  &  M.  1 ;  Webs.  Pat  Gas.  83. 

'  Bovill  i;.  Moore,  Dav.  Pat  Gas.  861,  401, 

'  Lewis  V.  Marling,  10  B.  &  Gress.  22. 
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the  public  from  infringing  tbe  right  of  the  patentee.  An  infringe- 
ment will  not  have  taken  place,  unless  the  invention  can  be  prac- 
tised completely  by  following  the  specification  ;  otherwise,  it  has 
been  said,  it  would  be  an  infringement  to  do  that  perfectly,  which, 
according  to  the  specification,  requires  something  else  to  be  done 
to  make  it  perfect.  An  infringement  is  a  copy  made  after  and 
agreeing  with  the  principle  laid  down  in  the  patent ;  ^  and  if  the 
patent  does  not  fully  describe  anything  essential  to  the  making  or 
doing  of  the  thing  patented,  there  will  be  no  infringement  by  the 
fresh  invention  of  processes  which  the  patentee  has  withheld  from 
the  public' 

»  Per  Sir  N.  Tmdal,  C.  J.,  in  Galloway  v,  Bleaden,  Webs.  Pat  Cas.  521. 

*  This  doctrine  was  very  clearly  laid  down  by  Alderson,  B.,  in  Morgan  v.  Sea- 
ward, Webfl.  Pat.  Cas.  167,  181.  **  Then  Henry  Momay,  a  young  gentleman  in 
Mr.  Morgan's  employment,  where  he  has  been  apparently  studying  the  constmo- 
lion  of  engines,  speaks  of  a  circumstance  which  does  appear  to  me  to  be  material 
He  says,  Mr.  Morgan  in  practice  makes  his  rods  of  different  lengths.  He  must 
necessarily  do  so,  in  order  that  the  floats  may  follow  at  the  same  angle  as  that  at 
which  the  driving  float  enters  the  water.  The  problem  which  Mr.  Park  solved  is 
a  problem  applying  to  three  floats  only ;  but  it  appears  that  the  other  floats  will 
not  follow  in  the  same  order,  unless  some  adjustment  of  the  rods  is  made.  Now, 
suppose  it  was  to  be  desired  that  the  floats  should  all  enter  the  water  at  the  given 
or  required  angle,  if  one  should  go  in  at  one  angle,  and  one  at  another,  the  oper- 
ation of  the  machine  would  not  be  uniform ;  and  the  specification  means  that  the 
party  constructing  a  wheel,  should  be  able  to  make  a  wheel,  the  floats  of  which 
shall  all  enter  at  the  same  angle,  and  all  go  out  at  the  same  angle.  Now  in  order 
in  practice  to  carry  that  into  efiect,  if  there  are  more  than  three  floats,  somethiDg 
more  than  Mr.  Park's  problem  would  be  required ;  and  Mr.  Mornay  says  actual- 
ly, that  Mr.  Morgan  in  practice  makes  his  rods  of  different  lengths,  and  he  must 
necessarily  do  that  in  order  that  the  floats  may  follow  at  the  same  angle  as  the 
driving  float  enters  the  water.  If  so,  he  should  have  said  in  his  specification,  '  I 
make  my  rods  of  difierent  lengths,  in  order  that  the  rest  of  my  floats  may  enter  at 
the  same  angle ;  and  the  way  to  do  that  is  so  and  sa'  Or  he  might  have  said, 
*  it  may  be  determined  so  and  sa'  But  the  specification  is  totally  silent  on  tbe 
subject ;  therefore,  a  person  reading  the  specification  would  never  dream  that  the 
other  floats  must  be  governed  by  rods  of  unequal  length ;  and  least  of  all  could  he 
ascertain  what  their  lengths  should  be,  until  he  had  made  experiments.  There- 
fore it  is  contended  that  the  specification  does  not  state,  as  it  should  have  stated, 
the  proper  manner  of  doing  it.  He  says,  if  they  are  made  of  equal  lengths, 
though  the  governing  rod  would  be  vertical  at  the  time  of  entering,  and  three 
would  be  so  when  they  arrived  at  the  same  spot,  by  reason  of  the  operation  Mr. 
Park  suggests,  yet  the  fourth  would  not  come  vertical  at  the  proper  point,  nor 
would  the  fifth,  sixth,  or  seventh.  Then  they  would  not  accomplish  that  advan- 
tage which  professes  to  be  acquired.  The  patentee  ought  to  state  in  his  specifi- 
cation the  precise  way  of  doing  it.    If  it  cannot  completely  be  done  by  following 
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It  is  the  duty  of  an  inventor  to  describe  in  his  specification  each 
substantially  different  modification  of  his  invention  which  he  has 
made.^ 

§  238.  The  ambiguity  produced  by  a  misuse  of  terms,  so  as  to 
render  the  specification  unintelligible,  will  be  as  fatal  as  any  other 
defect.  Thus,  where  the  directions  were  to  use  '^  sea-salt,  or  sal- 
gem,  or  fossil-salt,  or  any  marine  salt,"  and  it  appeared  that  ^'  sal- 
gem  "  was  the  only  thing  that  could  be  used,  and  that  *'  fossil- 
salt"  was  a  generic  term,  including  ^^  sal-gem,"  as  well  as  other 

the  specificfttion,  then  a  person  will  not  infringe  the  patent  by  doing  it.    If  this 
were  an  infringement,  it  would  be  an  infringement  to  do  that  perfectly,  which, 
according  to  the  specification,  requires  something  else  to  be  done  to  make  it  per- 
fect   If  that  be  correct,  you  would  prevent  a  man  from  having  a  perfect  engine. 
He  says,  practically  speaking,  the  difference  in  the  length  of  the  rods  would  not 
be  very  material,  the  difference  being  small.    But  the  whole  question  is  small, 
therefore  it  ought  to  have  been  specified ;  and  if  it  could  not  be  ascertained  fully, 
it  should  have  been  so  stated.    Now  this  is  the  [part  to  which  I  was  referring, 
when,  in  the  preliminary  observations  I  addressed  to  you,  I  cited  the  case  before 
Lord  Mansfield,  on  the  subject  of  the  introduction  of  tallow  to  enable  the  ma- 
chine to  work  more  smoothly.    There  it  was  held  that  the  use  of  tallow  ought  to 
have  been  stated  in  the  specification.     This  small  adjustment  of  these  different 
lengths  may  have  been  made  for  the  purpose  of  making  the  machine  work  more 
smoothly ;  if  so,  it  is  just  as  much  necessary  that  it  should  be  so  stated  in  the  spe- 
cification, as  it  was  that  the  tallow  should  be  mentioned.    The  true  criterion  is 
this,  has  the  specification  substantially  complied  with  that  which  the  public  has  a 
right  to  require  ?    Has  the  patentee  communicated  to  the  public  the  manner  of 
canying  his  invention  into  effect  ?    K  he  has,  and  if  he  has  given  to  the  public 
all  the  knowledge  he  had  himself,Jhe  has  done  that  which  he  ought  to  have  done, 
and  which  the  public  has  a  right  to  require  from  him.** 

^  Sargent  et  al.  v.  Carter,  21  Mon.  LawBep.  651.  "  He  (the  defendant  in  his 
own  patent)  describes  two  devices.  If  he  was  then  possessed  of  a  third,  he  was 
bound  to  describe  that  alsa  Having  failed  to  do  so,  though  I  do  not  doubt  he 
had  made  machines  with  a  flexible  arm  before  he  applied  for  his  first  patent,  I 
have  strong  reason  to  doubt  whether  it  was  capable  of  effecting  the  object  pro- 
posed. It  is  a  circumstance,  ako,  that  in  the  machines  now  built  by  the  defend- 
ant, he  has  used,  not  the  flexible  arm,  but  a  movable  or  rotating  arm.  If  he  first 
invented  a  flexible  arm,  as  appears  from  the  evidence  in  this  case,  and  it  accom- 
plished the  desired  end,  why  does  he  not  continue  to  use  it  ?  The  other  modifi- 
cation relied  on  is  placing  one  end  of  the  arm  in  a  loose  socket,  where  it  is  held 
by  a  pin,  which  being  smaller  than  the  aperture  through  the  arm  in  which  the  pin 
is  inserted,  allows  some  play  of  the  arm.  But  this  modification  was  tried  before 
he  took  his  original  patent,  and  not  being  therein  alluded  to  or  described  and 
churned  in  the  reissued  patent,  the  same  observation  applies  to  this  as  to  the  flexi- 
knife-arm." 
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species  of  salt,  it  was  held  that  the  use  of  the  term  ^'  fossil-salt " 
could  only  tend  to  mislead  and  to  create  unnecessary  experimeuts, 
and  therefore  that  the  specification  was  in  that  respect  defective.^ 
In  like  manner,  where  the  specification  directed  the  use  of  "  the 
finest  and  purest  chemical  white-lead,"  and  it  appeared  that  no 
such  substance  was  known  in  the  trade  by  that  name,  but  that 
white-lead  only  was  known,  the  specification  was  held  defective.' 
But  a  mere  mistake  of  one  word  for  another  in  writing  or  print* 
ing,  if  explained  by  other  parts  of  the  patent  and  specification,  as 
the  use  of  the  word  "  painting  "  for  "  printing,"  is  immaterial,' 

§  239.  The  description  of  an  improvement,  when  an  improvement 
is  the  real  subject-matter  of  the  patent,  should  be  made  in  such  a 
manner  as  will  clearly  show  that  the  improvement  only  is  claimed 
by  the  patentee.  If  a  machine  substantially  existed  before,  and 
the  patentee  makes  an  improvement  therein,  his  patent  should  not 
comprehend  the  whole  machine  in  its  improved  state,  but  should 
be  confined  to  his  improvement ;  ^  and  this  is  true,  although  the 
invention  of  the  patentee  consists  of  an  addition  to  the  old  ma- 
chine, by  which  the  same  efiects  are  to  be  produced  in  a  better 
manner,  or  some  new  combinations  are  added,  in  order  to  produce 
new  effects.^  But  if  well-known  effects  are  produced  by  machin- 
ery which  in  all  its  combinations  is  entirely  new,  the  subject-mat- 
ter will  be  a  new  machine,  and  of  course  the  patent  will  cover  the 
whole  machine.® 

§  240.  If  the  invention  be  an  improvement,  and  be  claimed  as 
such,  but  nothing  is  said  of  any  previous  use,  of  which  the  use 
proposed  is  averred  to  be  an  improvement,  the  patent  may  incur 
the  risk  of  being  construed  as  a  claim  of  entire  and  original  dis- 
covery. Hence  arises  the  necessity  for  reciting  what  had  formerly 
been  done,  and  describing  a  different  mode  as  the  improvement 
claimed.^ 

»  Turner  v.  Winter,  1  T.  R.  606 ;  Webs.  Pat  Cas.  77. 

*  Sturz  V.  Be  La  Rue,  Webs.  Fat  Cas.  S3. 

>  Kneass  v.  The  Schuylkill  Bank,  4  Wash.  9. 

*  Woodcock  V.  Parkeri  1  Gallis.  4S8 ;    Odiorne  v.  Winkley,  2  Gallis.  51 ;  Bar- 
rett  V,  Hall,  1  Mas.  447,  476. 

^  Whittemore  v.  Cutter,  1  Gallis.  478. 

*  Ibid. 

^  In  Hill  0.  Thompson,  Webs.  Pat  Cas.  226,  228,  229,  the  specificaUon  con- 


§288-241]  THE  SPECIFICATION.  226 

§  241.  But  in  describing  the  improvement  of  a  machine  in  use 
and  well  known,  it  is  not  necessary  to  state  in  detail  the  structure 

taaned  among  other  things  the  following  claim :  "  And  that  my  said  improvements 
do  further  consist  in  the  use  and  application  of  lime  to  iron  subsequently  to  the 
operations  of  the  blast  furnace,  whereby  that  quality  in  iron  from  which  the  iron 
is  called  '  cold  short/  howsoever  and  from  whatever  substance  such  iron  be  ob- 
tained, is  sufficiently  prevented  or  remedied,  and  by  which  such  iron  is  rendered 

more  tough  when  cold And  I  do  further  declare,  that  I  have  discovered  that 

the  addition  of  lime  or  limestone,  or  other  substances  consisting  chiefly  of  lime, 
and  free  or  nearly  free  from  any  ingredient  known  to  be  hurtful  to  the  quality  of 
iron,  will  sufficiently  prevent  or  remedy  that  quality  in  iron  from  which  the  iron 
is  called  *■  cold  short,'  and  will  render  such  iron  more  tough  when  cold ;  and  I  do, 
for  thb  purpose,  if  the  iron,  howsoever  and  from  whatever  substance  the  same  may 
have  been  obtained,  be  expected  to  prove  *  cold  short,'  add  a  portion  of  lime  or 
limestone,  or  of  the  other  said  substances,  of  which  the  quantity  must  be  regulated 
by  the  quality  of  the  iron  to  be  operated  upon,  and  by  the  quality  of  the  iron 
wished  to  be  produced;  and  further,  that  the  said  lime  •or  limestone,  or  other 
aforesaid  substances,  may  be  added  to  the  iron  at  any  time  subsequently  to  tho 
reduction  thereof,  in  the  blast  furnace,  and  prior  to  the  iron  becoming  clotted,  or 
coming  into  nature,  whether  the  same  be  added  to  the  iron  while  it  is  in  the  refin- 
ing or  in  the  puddling  furnace,  or  in  both  of  them,  or  previous  to  the  said  iron 
being  put  into  either  of  the  said  furnaces!"    It  appeared  that  **  cold  short "  had 
been  prevented  by  the  use  of  lime  before ;  and  Dallas,  J.,  said :  **  The  purpose  is 
to  render  bar  iron  more  tough,  by  preventing  that  brittleness  which  is  called 
^  odd  short,'  and  which  renders  bar  iron  less  valuable ;  the  means  of  prevention 
stated,  are  the  application  of  lime.    In  what  way,  then,  is  lime  mentioned  in  the 
patent?     The  first  part  of  the  specification,  in  terms,  alleges  certain  improve- 
ments in  the  smelting  and  working  of  iron,  during  the  operations  of  the  blast  fur- 
nace ;  and  then,  introducing  the  mention  of  lime,  it  states,  that  the  application  of 
it  to  iron,  subsequently  to  the  operation  of  the  blast  furnace,'  will  prevent  tho 
quality  called  *  cold  short.'     So  far,  therefore,  the  application  of  lime  is  in  terms 
claimed  as  an  improvement,  and  nothing  is  said  of  any  previous  use,  of  which  the 
use  proposed  is  averred  to  be  an  improvement ;  it  is,  therefore,  in  substance  a  claim 
of  entire  and  original  discovery.    The  recital  should  have  stated,  supposing  a  pre- 
vious use  to  be  proved  in  the  case,  that,  *  whereas  lime  has  been  in  part,  but  im- 
properly, made  use  of,'  &c.,  and  then  a  different  mode  of  application  and  use  should 
have  been  suggested  as  the  improvement  claimed.    But  the  whole  of  the  patent 
most  be  taken  together,  and  this  objection  will  appear  to  be  stronger  as  we  proceed. 
And  here  again,  looking  through  the  patent,  in  a  subsequent  part  of  the  specifica- 
tion, the  word  ^  discovery '  first  occurs,  and  I  will  state  the  terms  made  use  of  in  this 
respect^   *  And  I  do  further  declare,  that  I  have  discovered  that  the  addition  of 
lime  will  prevent  that  quality  in  iron  from  which  the  iron  is  called  "  cold  short,** 
and  will  render  such  iron  more  tough  when  cold ;  and  that  for  this  purpose  I  do 
add  a  portion  of  lime  or  limestone,  to  be  regulated  by  the  quantity  of  iron  to  be 
operated  upon,  and  by  the  quality  of  the  iron  to  be  produced,  to  be  added  at  any 
time  subsequently  to  the  reduction  in  the  blast  furnace,  and  this  from  whatever 
substance  the  iron  may  be  produced,  if  expected  to  prove  "  cold  short." '    Now 
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of  the  entire  and  improved  machine.  It  is  only  necessary  to  de- 
scribe the  improvement,  by  showing  the  parts  of  which  it  consists, 
and  the  effects  which  it  produces.^  In  the  case  of  machinery 
there  is  a  particular  requisition  in  the  statute,  designed  to  ensure 
fulness  and  clearness  in  the  specification.  ^'  And  in  case  of  any 
machine,  he  (the  patentee)  shall  fully  explain  the  principle  and 
the  several  modes  in  which  he  has  contemplated  the  application  of 
that  principle  or  character  by  which  it  may  be  distinguished  from 
other  inventions  ;  and  shall  particularly  specify  and  point  out  the 
part,  improvement,  or  combination,  which  he  claims  as  his  own 
invention  or  discovery."  ^  By  the  principle  of  a  machine,  as  used 
in  this  clause  of  the  statute,  is  to  be  understood  the  peculiar  struc- 
ture and  mode  of  operation  of  such  machine ;  ^  or,  as  the  statute 
itself  explains  it,  the  character  by  which  it  may  be  distinguished 
from  other  inventions.  By  explaining  ''the  several  modes  in 
which  he  has  contemplated  the  application  of  that  principle,"  the 
statute  is  presumed  to  direct  the  patentee  to  point  out  all  the 
modes  of  applying  the  principle,  which  he  claims  to  be  his  own 
invention,  and  which  he  meaifs  to  have  covered  by  his  patent, 
whether  they  are  those  which  he  deems  the  best,  or  are  mere  for- 
mal variations  from  the  modes  which  he  prefers.  In  other  words, 
he  is  to  state  not  only  the  peculiar  device  or  construction  which 
he  deems  the  best  for  producing  the  new  effect  exhibited  in  his 
machine,  but  also  all  the  other  modes  of  producing  the  same  effect, 
which  he  means  to  claim  as  being  substantially  applications  of  the 
same  principle.  But  in  doing  this,  it  is  not,  as  we  have  seen,  ne- 
cessary for  him  to  enter  into  a  minute  description  of  the  mode  of 
producing  those  variations  of  structure  which  he  thus  claims,  in 
addition  to  the  structure  which  he  prefers.  It  is  sufficient,  if  he 
indicates  what  variations  of  the  application  of  the  principle  he 
claims  beyond  those  which  he  deems  the  best.^ 

this  appears  tx>  be  nothing  short  of  a  claim  of  discovery,  in  the  most  extenave 
sense,  of  the  effect  of  lime  applied  to  iron  to  prevent  brittleness,  not  qualified  and 
restrained  by  what  follows,  as  to  the  preferable  mode  of  applying  it  ander  various 
circumstances,  and  therefore  rendering  the  patent  void,  if  lime  had  been  made 
use  of  for  this  purpose  before,  subject  to  the  qualification  only  of  applying  it  sub- 
sequently to  the  operations  in  the  blast  fumape." 

^  Brooks  V.  Bicknell,  8  M'Lean's  R.  250,  261. 

«  Actof  July4,  1836,  §6. 

*  Whittemore  v.  Cutter,  1  Gallis.  478,  480;  Barrett  v.  Hall,  1  Mas.  447, 470. 

^  See  the  observations  of  Mr.  Justice  Story,  cited  antej  from  the  case  of  Carver 
V.  The  Bndntree  Manu£  Company,  2  Story's  B.  432,  440. 
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§  242.  Tlie  daty  of  determining  what  the  claim  of  the  patentee 
is  involves  the  necessity  of  determining  whether  the  description  in 
the  specification  discloses  a  patentable  subject.  The  real  inven- 
tion may  be  a  patentable  subject ;  but  at  the  same  time  it  may  be 
claimed  in  such  a  way  as  to  appear  to  be  a  mere  function,  or  ab- 
stract principle,  which  it  will  be  the  duty  of  the  court  to  declare  is 
not  patentable  ;  *  whereas,  if  it  had  been  described  differently,  it 
would  have  been  seen  to  be  a  claim  for  a  principle  or  function  em- 
bodied  in  a  particular  organization  of  matter  for  a  particular  pur- 
pose, which  is  patentable.  The  patentee  may  have  been  engaged 
in  investigations  into  the  principles  of  science  or  the  laws  of  nature. 
He  may  have  attained  a  result,  which  constitutes  a  most  important 
and  valuable  discovery,  and  he  may  desire  to  protect  that  discovery 
by  a  patent ;  but  he  cannot  do  so  by  merely  stating  his  discovery 
in  a  specification.  He  must  give  it  a  practical  application  to  some 
useful  purpose,  to  attain  a  result  in  arts  or  manufactures  not  be- 
fore attained,  and  his  specification  must  show  the  application  of 
the  principle  to  such  a  special  purpose,  by  its  incorporation  with 
matter  in  s\^ch  a  way  as  to  be  in  a  condition  to  produce  a  practi- 
cal result.^    Care  should  be  taken,  therefore,  in  drawing  speci- 

^  In  (he  Hoasehill  Company  v.  Neibon,  Webs.  Pat  Gas.  673,  6S8,  Lord  Justice 
Clerk  Hope,  in  the  Court  of  Sessions,  made  the 'following  clear  observations  to  the 
jury :  **  It  is  quite  true  that  a  patent  cannot  be  taken  out  solely  for  an  abstract 
philosophical  principle,  —  for  instance,  for  any  law  of  nature,  or  any  property  of 
matter,  apart  from  any  mode  of  turning  it  to  account  in  the  practical  operations 
of  manufacture,  or  the  businesf^and  arts  and  utilities  of  life,  llie  mere  discovery 
of  sach  a  principle  is  not  an  invention  in  the  patent-law  sense  of  the  term.  Stat- 
ing such  a  principle  in  a  patent  may  be  a  prolongation  of  the  principle,  but  it  is 
no  application  of  this  principle  to  any  practical  purpose.  And  without  that  appli- 
cation of  the  principle  to  a  practical  object  and  end,  and  without  the  application 
of  it  to  human  industry,  or  to  the  purposes  of  human  enjoyment,  a  person  cannot 
in  the  abstract  appropriate  a  principle  to  himself.  But  a  patent  will  be  good, 
though  the  subject  of  the  patent  consists  in  the  discovery  of  a  great,  general,  and 
most  comprehensive  principle  in  science  or  law  of  nature,  if  that  principle  is  by 
the  specification  applied  to  any  special  purpose,  so  as  thereby  to  effectuate  a  prac- 
tical result  and  benefit  not  previously  attained. 

^  The  main  merit,  the  most  important  part  of  the  invention,  may  consist  in  the 
conception  of  the  original  idea, — in  the  discovery  of  the  principle  in  science,  or  of 
the  law  of  nature  stated  in  the  patent,  and  little  or  no  pains  may  have  been  taken 
in  working  out  the  best  manner  and  mode  of  the  application  of  the  principle  to 
the  purpose  set  forth  in  the  patent.  But  still,  if  the  principle  is  stated  to  be  ap- 
plicable to  any  special  purpose,  so  as  to  produce  any  result  previously  unknown, 
in  the  way  and  for  the  objects  described,  the  patent  is  good.    It  is  no  longer  an 
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fications,  not  to  describe  the  invention  as  a  mode  or  device  for 
producing  an  effect,  detached  from  machinery,  or  from  the  par- 
ticular combination  or  use  of  matter,  bj  which  the  effect  is  pro- 
duced.^ The  danger  in  such  cases  is,  that  the  claim  will  appear 
to  be  a  claim  for  an  abstract  principle,  or  for  all  possible  modes 
of  producing  the  effect  in  question,  instead  of  being,  what  alone  it 
should  be,  a  claim  for  the  particular  application  of  the  principle 
which  the  patentee  professes  to  have  made. 

Where  a  party  has  discovered  a  new  application  of  some  prop- 
erty in  nature  never  before  known  or.  in  use,  by  which  he  has 
produced  a  new  and  useful  result,  the  discovery  is  the  subject  of  a 
patent,  independent  of  any  peculiar  or  new  arrangement  of  ma- 
chinery for  the  purpose  of  applying  the  new  property .^ 

» 

abstract  principle.  It  comes  to  be  a  principle  turned  to  account  to  a  practical 
object,  and  applied  to  a  special  result  It  becomes,  then,  not  an  abstract  princi- 
ple, which  means  a  principle  considered  apart  from  any  special  purpose  or  practi'* 
cal  operation,  but  the  discovery  and  statement  of  a  principle  for  a  special  pur^ 
pose,  that  is,  a  practical  invention,  a  mode  of  carrying  a  principle  into  effect. 
That  such  is  the  law,  if  a  well-known  principle  is  applied  for  the  first  time  to  pro- 
duce a  practical  result  for  a  special  purpose,  has  never  been  disputed.  It  would  be 
very  strange  and  unjust  to  refuse  the  same  legal  effect,  when  the  inventor  has  the 
additional  merit  of  discovering  the  principle  as  well  as  its  application  to  a  practi- 
cal object  The  instant  that  the  principle,  although  discovered  for  the  first  time, 
is  stated,  in  actual  application  to,  and  as  the  agent  of,  producing  a  certain  speci- 
fied effect,  it  is  no  longer  an  abstract  principle,  it  is  then  clothed  with  the  lan- 
guage of  practical  application,  and  receives  the  impress  of  tangible  direction  to 
the  actual  business  of  human  life." 

^  Barrett  t^.  Hall,  1  Mas.  4  76. 

•  Foote  i;.  Silsby,  2  Blatch.  260.  "  There  has  been  some  difference  of  opinion 
as  regards  the  true  construction  to  be  given  to  the  first  claim,  and  it  will  therefore 
be  necessary  for  the  court  to  call  your  attention  particularly  to  this  branch  of  the 
case.  It  will  be  seen  that  the  patentee^  after  he  has  set  forth,  in  general  terms, 
that  he  has  made  a  new  and  useful  improvement  in  regulating  the  heat  of  stoves, 
has  set  forth  with  great  particularity  two  modes  by  which  he  adapts  this  improve- 
ment to  use,  through  the  arrangement  of  various  machinery ;  and  that  then,  in  this 
first  claim,  he  claims  the  application  of  the  expansive  and  contracting  power  of  a 
metallic  rod,  by  different  degrees  of  heat,  to  open  and  close  a  damper  which  gov- 
erns the  admission  of  air  into  a  stove  in  which  it  may  be  used,  by  which  a  more 
perfect  control  over  the  heat  is  obtained  than  can  be  by  a  damper  in  the  flue.  Now, 
it  is  the  application  of  the  expansive  and  contracting  power  of  the  metallic  rod  to 
regulate  the  heat  of  the  stove  by  opening  and  closing  the  damper,  the  whole  being 
self-acting  in  the  admission  or  exclusion  of  air,  that  is  specifically  claimed  in  this 
part  of  the  patent;  and,  according  to  the  construction  I  give  to  it  and  have  al- 
ways given  to'  it,  it  is  a  claim  independent  of  any  particular  arrangement  or  com- 
bination of  machinery  or  contrivance  for  the  purpose  of  applying  the  principle  to 
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A  claim  for  a  combination  of  sevei^l  devices,  so  combined  as  to 
produce  a  particular  result,  is  not  good  as  a  claim  for  any  modo 
of  combining  such  devices.^ 

the  regulation  of  tbe  heat  of  stoves.    I  have  always  supposed,  therefore,  that  the 
peculiar  arrangement  or  construction  of  machinery  did  not  enter  into  this  branch 
of  the  claim.    Where  a  party  has  described  a  new  application  of  some  property  in 
nature,  never  before  known  or  in  use,  by  which  he  has  produced  a  new  and  use- 
ful result,  the  discovery  is  the  subject  of  a  patent,  independent  of  any  new  or  pe- 
culiar arrangement  of  machinery  for  the  purpose  of  applying  the  new  property  in 
nature ;  and  hence  the  inventor  has  a  right  to  use  any  means,  old  or  new,  in  the 
application  of  the  new  property  to  produce  the  new  and  useful  result,  to  the  ex- 
clusion of  all  other  means.     Otherwise  a  patent  would  afford  no  protection  to  aa 
inventor  in  cases  of  this  description ;  because,  if  the  means  used  by  him  for  applying 
his  new  idea  must  necessarily  be  new,  then,  in  all  such  cases,  the  novelty  of  the  ar- 
rangement used  for  the  purpose  of  effecting  the  application  would  be  involved  ia 
every  instance  of  infringement,  and  the  patentee  would  be  bound  to  make  out, 
not  only  the  novelty  in  the  new  application,  but  also  the  novelty  in  the  machinery 
employed  by  him  in  making  the  application.     (Then  citing  from  Neilson  v.  Har- 
ford, the  judge  (Nelson)  continues)  :  Now  in  this  case,  as  I  understand  the  claim 
of  the  patentee,  he  claims  the  application  of  the  principle  of  expansion  and  con- 
traction in  a  metallic  rod  to  the  purpose  of  regulating  the  heat  of  a  stove.    This 
is  the  new  conception  which  he  claims  to  have  struck  out ;  and,  although  the  mere 
abstract  conception  would  not  have  constituted  the  subject-matter  of  a  patent,  yet 
when  it  is  reduced  to  practice  by  any  means,  old  or  new,  resulting  usefully,  it  is 
the  subject  of  a  patent,  independently  of  the  machipery  by  which  the  application 
is  made.    I  think,  therefore,  that  in  examining  the  first  question  presented  to  you, 
you  may  lay  altogether  out  of  view  the  contrivance  by  which  the  application  of 
the  principle  is  made,  and  confine  yourselves  to  the  original  conception  of  the  idea 
carried  into  practice  by  some  means ;  but  whether  the  means  be  old  or  new  is 
immaterial,  for  although  old  means  be  used  for  giving  application  to  the  new  con- 
ception, yet  the  patent  excludes  all  persons  other  than  the  patentee  from  the  use 
of  those  means  and.  of  all  other  means  in  a  similar  application."    This  opinion 
was  sustained  on  appeal  to  the  Supreme  Court,  in  Silsby  r.  Foote,  20  How.  378, 
where,  however,  Judge  Grier  delivered  a  strong  dissenting  opinion,  based  on  the 
grounds  of  the  decision  rendered  under  the  eighth  claim  of  Morse's  patent. 
O'Reilly  r.  Morse,  15  How.  62.    Judge  Taney,  in  giving  that  decision,  says :  **  The 
difficulty  arises  on  the  eighth  (claim).    It  is  in  the  following  words :  *  Eighth.  I  do 
not  propose  to  limit  myself  to  the  specific  machinery  or  parts  of  machinery  de- 
scribed in  the  specification  ;  the  essence  of  my  invention  being  the  use  of  the  mo- 
tive-power of  the  electric  or  galvanic  current,  which  I  called  electro-magnetism, 
however  developed,  for  marking  or  printing  intelligible  characters,  signs,  or  let- 
ters, at  any  distances,  being  a  new  application  of  that  power  of  which  I  claim  to 
be  first  inventor  or  discoverer.'     Now,  the  provisions  of  the  acts  of  Congress  in 
relation  to  patents  may  be  sununed  up  in  a  few  words.     Whoever  discovers  that 
a  certain  useful  result  will  be  produced  in  any  art,  machine,  manufacture,  or  com- 

^  Case  V,  Brown,  2  Wallace,  320. 
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According  to  the  terms  ofthe  Patent  Act,  in  cases  where  the  in- 
vention falls  within  the  category  of  machines,  a  patent  must  be 
granted  for  it  (the  machine)  and  not  for  a  ^^  mode  of  operation/' 
"  principle,"  "  idea,"  or  other  abstraction.^ 

§  243.  This  is  well  illustrated  by  several  cases.  In  one,  the  in- 
vention claimed  was  ^'  the  communication  of  motion  from  the  reed 
to  the  yarn-beam,  in  the  connection  of  the  one  with  the  other, 
which  is  produced  as  follows,"  describing  the  mode.  The  patent 
was  sustained,  only  by  construing  it  as  a  claim  for  the  specific  ma- 
chinery invented  bythe  [mtentee  for  the  communication  of  motion 
from  the  reed  to  the  yarn-beam,  specially  described  in  the  specifi- 
cation. As  a  claim  for  all  possible  modes  of  communicating  the 
motion,  &c.,  it  would  have  been  utterly  void.^  In  another  case,  a 
patent  ^^  for  an  improvement  in  the  art  of  making  nails,  by  means 
of  a  machine  which  cuts  and  heads  the  nails  at  one  operation," 
was  seen  at  once  not  to  bo  a  grant  of  an  abstract  principle,  but  of 
a  combination  of  mechanical  contrivances  operating  to  produce  a 
new  efiect,  and  constituting  an  improvement  in  the  art  of  making 

position  of  matter,  by  the  use  of  certain  means,  is  entitled  to  a  patent  for  it ;  pro- 
Tided  he  specifies  the  means  used  in  a  manner  so  full  and  exact  that  any  one 
skilled  in  the  science  to  which  it  appertains  can,  by  using  the  means  he  specifies, 
without  any  addition  to  or  subtraction  from  them,  produce  precisely  the  result  he 
describes.  And  if  this  cannot  be  done  by  the  means  he  describes,  the  patent  is 
▼Old.  And  if  it*can  be  done,  then  the  patent  confers  on  him  the  exclusive  right 
to  use  the  means  he  specifies  to  produce  the  result  or  efiect  he  describes,  and 
nothing  more.  And  it  makes  no  difference,  in  this  respect,  whether  the  effect  is 
produced  by  chemical  agency  or  combination,  or  by  the  application  of  discove- 
ries or  principles  in  natural  philosophy  known  or  unknown  before  his  invention, 
or  by  machinery  acting  altogether  on  mechanical  principles.  In  either  case,  he 
must  describe  the  manner  and  process  as  above  mentioned,  and  the  end  it  accom- 
plishes. And  any  one  may  lawfully  accomplish  the  same  end  without  infringing 
the  patent,  if  he  uses  means  substantially  different  firom  those  described.  Indeed, 
if  the  eighth  claim  of  the  patentee  can  be  maintained,  there  was  no  necessity  for 
any  specification  further  than  to  say  that  he  had  discovered  that,  by  using  the  mo- 
tive-power of  electro-magnetism,  he  could  print  intelligible  characters  at  any  dis- 
tance. We  presume  it  will  be  admitted  on  all  hands  that  no  patent  could  have 
issued  on  such  a  specification.  Yet  this  claim  can  derive  no  aid  from  the  spe- 
cification filed.  It  is  outside  of  it,  and  the  patentee  claims  beyond  it.  And  if 
it  stands,  it  must  stand  simply  on  the  ground  that  the  broad  terms  above  men- 
tioned were  a  sufficient  description,  and  entitled  him  to  a  patent  in  terms  equally 
broad.    In  our  judgment,  the  act  of  Congress  cannot  be  so  construed." 

*  Burr  r.  Duryea,  1  Wallace,  681,  vid.  infra, 

'  Stone  V.  Sprague,  1  Story's  R.  270. 
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nails.^  So,  too,  where  the  patentee,  in  a  patent  for  a  machine  for 
tarniDg  irregular  forms,  claimed  ^^  the  method  or  mode  of  opera- 
tion in  the  abstract  explained  in  the  second  article,  whereby  the 
infinite  variety  of  forms,  described  in  general  terms  in  this  article, 
may  be  turned  or  wrought,"  and  the  second  article  in  his  specifi- 
cation explained  the  structure  of  a  machine  by  which  that  mode 
of  operation  was  carried  into  effect,  and  the  mode  of  constructing 
such  a  machine  so  as  to  effect  the  different  objects  to  be  accom- 
plished, it  was  held  that  the  specification  did  not  claim  an  abstract 
principle  or  function,  but  a  machine.^  So,  also,  it  has  been  held 
that  the  making  of  wheels  on  a  particular  principle  which  is  de- 
scribed in  the  specification  is  the  subject  of  a  patent ;  ^  and  where 
the  plaintiff  claimed  as  his  invention  ^^  the  application  of  a  self-ad- 
justing leverage  to  the  back  and  seat  of  a  chair,  whereby  the  weight 
on  the  seat  acts  as  a  counterbalance  to  the  pressure  against  the 
back  of  such  chair,  as  above  described,"  it  was  held  not  to  be  a 
daim  to  a  principle,  but  to  an  application  to  a  certain  purpose  and 
bj  certain  means.^ 

*  Gray  v-  James,  PetenTa  Circ.  C.  B.  894. 

*  BUmchard  v.  Sprague,  8  Story's  R  164, 170.  In  this  case,  Mr.  Justice  Story 
said :  ''  LookiDg  at  the  present  specification,  and  construing  all  its  terms  together, 
I  am  clearly  of  opinion,  that  it  is  not  a  patent  claimed  for  a  mere  function ;  but  it 
is  elumed  lor  the  machlbe  specially  described  in  the  specification ;  that  is,  for  a 
fttncUon  as  embodied  in  a  particular  machine,  whose  mode  of  operation  and  gen- 
eral structure  are  pointed  out.  In  the  close  of  his  specification,  the  patentee  ex- 
plicitly states  that  his  *  invention  is  described  and  explained  in  the  second  article 
of  his  specification,  to  which  reference  is  made  for  information  of  that  which  con- 
stitutes the  principle  or  character  of  his  machine  or  invention,  and  distinguishes  it» 
as  he  verily  believes,  from  all  other  machines,  discoveries,  or  inventions  known  or 
used  before.'  Now,  when  we  turn  to  the  second  article,  we  find  there  described, 
not  a  mera  function,  but  a  machine  of  a  particular  structure,  whose  modes  of  op- 
eration are  pointed  out,  to  accomplish  a  particular  purpose,  function,  or  end.  This 
seems  to  me  sufficiently  expressive  to  define  and  ascertun  what  his  invention  is. 
It  is  a  particular  machine,  constituted  in  the  way  pointed  out,  for  the  accomplish- 
ment of  a  particular  end  or  object  The  patent  is  for  a  machine,  and  not  for  a 
principle  or  function  detached  from  machinery."  Blanchard*s  Gunstock  Turning 
Factory  o.  Warner,  1  Bhitch.  259. 

*  Jones  V.  Pearce,  Webs.  Fat  Cas.  128. 

'  Minter  v.  Williams,  Webs.  Pat  Cas.  1S4.  ^  Godson,  in  pursuance  of  leave 
reserved,  moved  for  a  nonsuit,  on  the  ground  that  the  specification  is  for  a  princi- 
ple, the  plaintiff  having  summed  up  the  whole  of  his  patent  in  his  claim  to  the 
principle,  and  not  to  any  particular  meana  Either  the  plaintiff  claims  a  princi- 
ple, or  he  does  not ;  to  the  former  he  is  not  entitled ;  and  as  to  the  latter,  the  de- 
fendant has  not  used  the  mechanical  means  of  the  plaintiff."    [Liord  Lyndhurst, 
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§  244.   But,  on  the  other  hand,  a  claim  to  a  principle,  to  be  car- 
ried into  effect  by  any  means,  without  describing  an  application  of 

C.  B. :  He  says,  '*  What  I  clidm  as  my  inyention  is  the  application  of  a  self-ad- 
justing leverage  to  the  back  and  seat  of  a  chair,  whereby  the  weight  on  the  seat 
acts  as  a  counterbalance  to  the  pressure  against  the  back  of  such  chair,  as  above 
described."  This  is  what  he  claims,  a  self-adjusting  leverage  acting  in  that  way. 
Then  he  points  out  the  particular  mode  in  which  that  is  effected.  The  qu<^tion, 
therefore,  is,  whether  you  have  infringed  that  particular  method.]  [Alderson,  B. : 
All  the  witnesses  proved  that  there  never  had  been  a  self-adjusting  leverage  in  a 
chair  before.]  That  I  admit,  and  contend  that  this  case  is  nearly  the  same  as  K. 
V.  Cutler,  (1  Stark.  354 ;  Webs.  Pat  Cas.  76,  n.)  [Lord  Lyndhurst,  C.  B. :  He 
says,  "  I  claim  the  application  of  a  self-adjusting  leverage  to  the  back  and  scat  of 
a  chair,"  so  as  to  produce  such  an  effect]  Yes,  my  lord,  that  effect  being  noth- 
ing more  thaisthe  motion  of  a  lever  backwards  and  forwards,  producing  such  an 
effect  [Lord  Lyndhurst,  C.  B. :  It  is  the  application  of  a  self-adjusting  leverage 
to  the  back  and  seat  of  a  chair,  he  having  described  what  that  self-adjilsting  lev- 
erage was  before.  Any  application  of  a  self-adjusting  leverage  to  the  back  and 
seat  of  a  chair  producing  this  effect,  that  the  one  acts  as  a  counterbalance  to  the 
pressure  against  the  other,  would  be  an  infringement  of  this  patent,  but  nothing 
short  of  that]  [Alderson,  B. :  The  difference  between  this  chair  and  all  others, 
as  it  appeared  in  evidence,,  was  very  well  described  by  Mr.  Brunton ;  he  says,  this 
chair  acts  (looking  at  the  one  you  produced),  —  this  chair  acts,  but  not  by  a  self- 
adjusting  leverage.  By  pressing  on  the  back  the  seat  rises,  and  vice  versa,  by 
pressing  on  the  seat  the  back  rises ;  that  is  what  he  calls  a  self-adjusting  leverage. 
In  the  other  case,  you  might  sit  forever,  and  the  back  would  never  rise.]  The 
plaintiff,  by  his  specification,  has  appropriated  to  himself  a  first  principle  in  me- 
chanics, viz.,  the  lever,  and  therefore  nobody  else  may  use  it  [Lord  Lyndhurst,  C. 
B. :  It  is  not  a  leverage  only,  but  the  application  of  a  self-adjusting  leverage ;  and 
it  is  not  a  self-adjusting  leverage  only,  but  it  is  a  self-adjusting  leverage  proda- 
cing  a  particular  effect,  by  the  means  of  which  the  weight  on  the  seat  counterbal- 
ances the  pressure  against  the  back;]  This  is  nothing  more  than  one  of  the  first 
principles  of  mechanics.  [Parke,  B.:  But  that,  not  being  in  combination  before, 
can  that  not  be  patented  ?  It  is  only  for  the  application  of  a  self-adjusting  lever- 
age to  a  chair,  —  cannot  he  patent  that  ?  He  claims  the  combination  of  the  two, 
no  matter  in  what  shapes  or  way  you  combine  them ;  but  if  you  combine  the  self- 
adjusting  leverage,  which  he  thus  applies  to  the  subject  of  a  chair,  that  is  an  in- 
fringement of  his  patent]  What  is  the  combination  ?  [Lord  Lyndhurst,  C.  B. : 
Why  the  application  of  a  self-adjusting  leverage  producing  a  particular  effect  He 
says,  I  do  not  confine  myself  to  the  particular  shape  of  this  lever.]  If  your  lord- 
ships translate  this  to  mean  machine,  of  course  I  have  no  further  argument  to 
urge.  [Lord  Lyndhurst,  O.  B. :  It  is  every  machine  consisting  of  a  self-adjusting 
leverage  producing  that  particular  effect  in  a  chair.]  That  is  the  extent  to  which 
I  am  putting  it  If  your  lordships  say  you  can,  in  favor  of  the  patentee,  so  read 
it,  that  it  is  the  machine  and  the  combination  only  that  the  plaintiff  has  claimed, 
then  I  should  be  wasting  your  lordships'  time  if  I  argued  the  matter  further. 
[Lord  Lyndhurst,  C.  B. :  Substantially  that  combination.]  [Parke,  B. :  There- 
fore a  chair  made  upon  that  principle  which  you  have  directed  to  be  constructed 
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the  principle  by  some  means,  is  a  claim  to  the  abstract  principle. 
As,  where  a  specification  stated  that  ^^  it  is  claimed  as  new,  to  cat 
ice  of  a  uniform  size  by  means  of  an  apparatus  worked  by  any 
other  power  than  human,"  it  was  held  that  this  claim  to  the  art  of 
cutting  ice  by  means  of  any  other  power  than  human  was  utterly 
Toid.^  It  is,  therefore,  essential  that  the  specification  should  de- 
scribe some  practical  mode  of  carrying  the  principle  into  effect ; 
and  then  the  subject-matter  will  be  patentable,  because  it  will  be, 
not  the  principle  itself,  but  the  mode  of  carrying  it  into  effect ;  and 
on  the  question  of  infringement  it  will  be  for  the  jury  to  say 
whether  another  mode  of  carrying  it  into  effect  is  not  a  colorable 
imitation  of  the  mode  invented  by  the  patentee.^  Hence  a  claim, 
construed  to  include  every  improvement  in  which  the  motive-power 
is  the  electric  or  galvanic  current.  And  the  result  is,  the  mark- 
ing or  printing  of  intelligible  characters  at  a  distance,  is  broader 
than  the  patent  laws  allow,  and  invalid.^ 

§  245.  This  being  the  case,  the  question  next  arises  whether  it 
is  necessary,  after  having  described  the  application  of  the  principle 
by  some  mechanical  contrivance,  or  other  arrangement  of  matter, 
to  claim  in  the  specification  all  the  other  forms  of  apparatus,  or 

here,  would  be  an  infringement  of  his  patent,  that  is,  the  application  of  a  self-ad- 
josUng  leverage  to  ^  chair,  such  a  one  as  yoa  have  produced  here  to-day.] 
[Lord  Lyndhurst,  C.  B. :  It  has  the  particular  effect.]    Rule  refused. 

*  Wyeth  V.  Stone,  1  Story's  R.  278,  285.    . 

*  In  Neilson  v.  Harford,  Webs.  Pat.  Cas.  342,  Alderson,  B.  said :  <<  I  take  the 
distinction  between  a  patent  for  a  principle  and  a  patent  which  can  be  supported, 
is,  that  you  must  have  an  embodiment  of  the  principle  in  some  practical  mode  de- 
Rribed  in  the  specification  of  carrying  the  principle  into  actual  effect,  and  then 
you  take  out  your  patent,  not  for  the  principle,  but  for  the  mode  of  carrying  the 
principle  into  effect.  In  Watt's  patent,  which  comes  th^  nearest  to  the  present 
of  any  you  can  suggest,  the  real  invention  of  Watt  was,  that  he  discovered  that  by 
condensing  steam  in  a  separate  vessel  a  great  saving  of  fuel  would  be  effected  by 
keeping  the  steam  cylinder  as  hot  as  possible,  and  applying  the  cooling  process  to 
the  separate  vessel,  and  keeping  it  as  cool  as  possible,  whereas,  before,  the  steam 
was  condensed  in  the  same  vessel ;  but  then  Mr.  Watt  carried  that  practically  in- 
to effect  by  describing  a  mode  which  would  effect*  the  object.  The  difficulty 
which  presses  on  my  mind  here  is,  that  this  party  has  taken  out  a  patent,  in  sub- 
stance like  Watt's,  for  a  principle,  that  is,  the  application  of  hot  air  to  furnaces, 
hat  he  has  not  practically  described  any  mode  of  carrying  it  into  effect.  If  he 
^)  perhaps  he  might  have  covered  all  other  modes,  as  being  a  variation." 

*  O'Reilly  v,  Morse,  15  How.  62.  For'  an  elaborate  discussion  of  this  claim, 
see  chapter  on  Extent  of  Principle. 
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modifications  of  matter,  by  which  tho  principle  may  also  be  ap* 
plied  in  order  to  produce  the  same  beneficial  effect,  or  whether  the 
patent  does  not  cover  all  these,  without  particular  description,  by 
covering  the  application  of  the  principle.  When  we  consider  that 
the  subject-matter  of  such  a  patent  is  the  application  of  the  priuci- 
ple  effected  by  means  of  some  machinery,  or  other  arrangement, 
it  will  be  apparent  that  the  reason  why  the  patentee  is  bound  to 
describe  some  machinery  or  practical  method  of  making  the  appli- 
cation, is  in  order  to  show  that  he  has  actually  applied  the  princi- 
ple, and  to  enable  others  to  do  so  after  him.  But  the  real  subject 
of  the  patent  is  the  practical  application  of  the  principle ;  and 
hence,  although  the  means  by  which  the  patentee  has  made  that 
application  must  be  described,  in  order  tashow  that  he  has  done 
what  he  says  he  has  done,  and  to  enable  others  to  do  what  he  says 
can  be  done,  yet  a  variation  of  the  means  and  machinery,  if  it  pro- 
duces the  same  beneficial  effect,  that  is,  is  the  same  application  of 
the  same  principle,  does  not  show  that  the  party  making  such 
variation  has  not  infringed  the  patent,  by  making  use  of  that  which 
exclusively  belonged  to  another,  viz.,  the  application  of  the  princi- 
ple to  produce  a  particular  effect. 

§  246.  Examples  will  best  illustrate  this  distinction.  Minter's 
patent,  for  a  self-adjusting  chair,  which  has  been  already  referred 
to,  was  a  case  of  the  application  of  a  well-knowif  principle,  that  of 
the  lever,  for  the  first  time  applied  to  a  chair.  He  made  no  par- 
ticular claim  of  shape  or  form  for  the  construction  of  the  chair,  but 
showed  that  if  a  lever  was  applied  to  the  back  of  the  chair,  so  that 
the  weight  of  the  seat  would  act  as  a  counterpose  to  the  back,  in 
whatever  posture  the  occupant  might  be  sitting  or  reclining,  a  self- 
adjusting  chair  would  be  obtained.  Now,  there  might  be  various 
modes  of  constructing  a  chair  on  this  principle ;  but  as  the  con- 
structing of  chairs  on  this  principle  was  the  true  subject  of  the 
patent,  the  court  held  the  making  of  any  chair  upon  the  same 
principle  of  a  self-adjusting  leverage,  was  an  infringement.^ 

§  247.  Neilson's  patent  involved  the  principle  of  blowing  fur- 
naces, for  the  smelting  of  iron,  with  a  blast  of  hot  air,  instead  of 
cold,  and  he  applied  that  principle  by  finding  out  a  mode  by  which 
air  may  be  introduced  in  a  heated  state  into  the  furnace,  viz.,  by 

^  Minter  v.  Wells,  Webs.  Fat  Cas.  184. 
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heating  the  air  in  a  closed  vessel  between  the  blowing  apparatus 
and  the  furnace.  The  specification,  after  stating  that  the  air, 
heated  up  to  red  heat  may  be  used,  but  that  it  is  not  necessary  to 
go  so  far  to  produce  a  benefical  effect,  proceeded  to  state  that  the 
size  of  the  receptacle  would  depend  on  the  blast  necessary  for  the 
furnace,  and  gave  directions  as  to  that.  It  then  added,  ^^  Tlie 
sliape  of  the  receptacle  is  immaterial  to  the  effect,  and  may  be 
adapted  to  local  circumstances."  After  great  consideration,  it 
was  held  that  the  word  '^  effect "  was  not  meant  to  apply  to  die 
degree  of  beat  to  be  given  to  the  air  in  the  heating  receptacle,  but 
that  any  shape  of  the  heating  receptacle  would  produce  the  bene- 
ficial effect  of  passing  heated  air  into  the  furnace.  This  construc- 
tion settled  what  the  patent  was  for,  viz.,  the  application  of  the 
principle  of  blowing  with  hot  air,  by  means  of  a  vessel  in  which  the 
air  should  be  heated  on  its  passage  from  the  blowing  apparatus  to 
the  faniace.  Consequently  the  subject-matter  embraced  all  the 
forms  of  apparatus  by  which  the  application  of  the  same  principle 
could  be  effected.^ 

^  Neilson  v.  Harford,  Webe.  Pat.  Cas.  295, 869.  The  8ame  patent  was  litigated 
in  Scotland,  and,  upon  tbe  point  of  the  generality  of  the  claim  as  regards  the  forms 
of  the  apparatus,  Lord  Justice  Clerk  Hope  made  the  following,  observations  to  the 
jaiy :  **  Is  it  any  objection,  then,  in  the  next  place,  to  such  a  patent,  that  tenns 
descriptive  of  the  application  to  a  certain  specified  result  include  every  mode  of 
applying  the  principle  or  agent  so  as  to  produce  that  specified  result,  although 
one  mode  may  not  be  described  more  than  another,  —  although  one  mode  may  be 
infinitely  better  than  another,  —  although  much  greater  benefit  would  result  from 
the  application  of  the  principle  by  one  method  than  by  another,  —  although  one 
method  may  be  less  expensive  than  another  ?  Is  it,  I  next  inquire,  an  objection 
to  the  patent^  that,  in  its  application  of  a  new  principle  to  a  certain  specified  re- 
sult, it  includes  every  variety  of  mode  of  applying  the  principle  according  to  the 
general  statement  of  the  object  and  benefit  to  be  attained  ?  You  will  observe, 
that  the  greater  part  of  the  defenders'  case  is  truly  directed  to  this  objection. 
Th'u  is  a  question  of  law,  and  I  must  tell  you  distinctly,  that  this  generality  of 
claim,  that  is,  for  all  modes  of  applying  the  principle  to  the  purpose  specified,  ac- 
cording to  or  within  a  general  statement  of  the  object  to  be  attained,  and  of  the 
use  to  be  made  of  the  agent  to  be  so  applied,  is  no  objection  whatever  to  the  pat- 
ent That  the  application  or  use  of  the  agent  for  the  purpose  specified  may  be 
carried  out  in  a  great  variety  of  ways,  only  shows  the  beauty  and  simplicity  and 
comprehensiveneas  of  the  invention.  But  the  scientific  and  general  utility  of  the 
proposed  application  of  the  principle,  if  directed  to  a  specified  purpose,  is  not  an 
objection  to  its  becoming  the  subject  of  a  patent.  That  the  proposed  applications 
may  be  very  generally  adopted  in  a  great  variety  of  ways,  is  the  merit  of  the  in- 
Tention,  not  a  legal  objection  to  the  patent. 

"  The  defenders  say,  you  announce  a  principle  that  hot  air  will  produce  heat 
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§  248.   In  this  case,  it  was  also  laid  down  by  Parke,  B.,  to  the 
jury,  that  the  omission  to  mention  in  the  specification  anything 

in  the  furnace ;  you  direct  us  to  take  the  blast  without  interrupting,  or  rather 
without  stopping  it,  to  take  the  current  in  blast,  to  heat  it  afler  it  leaves  the  blast, 
and  to  throw  it  hot  into  the  furnace.    But  you  tell  us  no  more,  —  you  do  not  tell 
us  how  we  are  to  heat  it.     You  say  you  may  heat  in  any  way,  in  any  sort  of  form 
of  vessel.     You  say,  I  leave  you  to  do  jit  how  you  best  can.    But  my  application 
of  the  discovered  principle  is,  that  if  you  heat  the  air,  au.d  heat  it  after  it  leaves 
the  blowing  engine,  (for  it  is  plain  you  cannot  do  it  before),  you  attain  the  result 
I  state :  that  is  the  purpose  to  which  I  apply  the  principle.    The  benefit  will  be 
greater  or  less ;  I  only  say,  benefit  you  will  get,  I  have  disclosed  the  principle ; 
I  so  apply  it  to  a  specified  purpose  by  a  mechanical  contrivance,  viz.,  by  getting 
the  heat  when  in  blast,  after  it  leaves  the  furnace ;  but  the  mode  and  manner 
and  extent  of  heating  I  leave  to  you,  and  the  degree  of  benefit,  on  that  very  ac- 
count, I  do  not  state.     The  defenders  say,  the  patent,  on  this  account,  is  bad  in 
law.    I  must  tell  you,  that  taking  the  patent  to  be  of  this  general  character,  it  is 
good  in  law.    I  state  to  you  the  law  to  be,  that  you  may  obtain  a  patent  for  a 
mode  of  carrying  a  principle  into  effect ;  and  if  you  suggest  and  discover,  not  only 
the  principle,  but  suggest  and  invent  how  it  may  be  applied  to  a  practical  result 
by  mechanical  contrivance  and  apparatus,  and  show  that  you  are  aware  that  no 
particular  sort  or  modification  or  form  of  the  apparatus  is  essential  in  order  to 
obtain  benefit  from  the  principle,  then  you  may  take  your  patent  for  the  mode  of 
carr}'ing  it  into  effect,  and  you  are  not  under  the  necessity  of  describing  and  eon- 
fining  yourself  to  one  form  of  apparatus.     If  that  were  necessary,  you  see,  what 
would  be  jthe  result  ?    Why,  that  a  patent  could  hardly  ever  be  obtained  for  any 
mode  of  carrying  a  newly  discovered  principle  into  practical  results,  though  the 
most  valuable  of  all  discoveries.     For  the  best  form  and  shape  or  modification  of 
apparatus  cannot,  in  matters  of  such  vast  range,  and  requiring  observation  on  such 
a  great  scale,  be  attained  at  once ;  and  so  the  thing  would  become  known,  and  so 
the  right  lost,  long  before  all  the  various  kinds  of  apparatus  could  be  tried.     Hence 
you  may  generally  claim  the  mode  of  carrying  the  principle  into  effect  by  me- 
chanical contrivance,  so  that  any  sort  of  apparatus  applied  in  the  way  stated  will, 
more  or  less,  produce  the  benefit,  and  you  are  not  tied  down  to  any  form. 

"  The  best  illustration  I  can  give  you  —  and  I  think  it  right  to  give  you  this 
illustration  —  is  from  a  case  as  to  the  application  of  that  familiar  principle,  the 
lever  to  the  construction  of  chairs,  or  what  is  called  the  self  adjusting  lever. 
(Minter's  Patent,  Webs.  Pat  Cas.  126  and  184.)  This  case,  which  afterwards 
came  under  the  consideration  of  the  whole  court,  was  tried  in  the  Court  of  Ex- 
chequer during  the  presidency  of  Lord  Lyndhurst.  The  case  was  as  to  the  pat- 
ent reclining  chair,  the  luxury  of  which  some  of  you  may  have  tried  ;  it  had  a 
self-adjusting  lever,  so  that  a  person  sitting  or  reclining,  —  and  I  need  not  tell 
you  what  variety  of  postures  can  be  assumed  by  a  person  reclining  in  a  chair,  — 
in  whatever  situation  he  placed  his  back,  there  was  sufiicient  resistance  offered 
through  means  of  the  lever  to  preserve  the  equilibrium.  Now  anything  more 
general  than  that  I  cannot  conceive ;  it  was  the  application  of  a  well-known  prin- 
ciple, but  for  the  first  time  applied  to  a  chair.  He  made  no  claim  to  any  partic- 
ular parts  of  the  chair,  nor  did  he  prescribe  any  procise  mode  in  which  they 
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which  the  patentee  knows  to  be  necessary  for  the  beneficial  enjoy- 
ment of  the  invention  is  a  fatal  defect ;  but  the  omission  to  men- 
tion something  which  contributes  only  to  the  degree  of  benefit, 
provided  the  apparatus  would  work  beneficially  and  be  worth 
adopting,  is  not  a  fatal  defect.^ 

§  249.  As  it  is  the  duty  of  the  court  to  determine  on  the  con- 
struction of  the  patent,  what  the  subject-matter  is,  it  is  often  ne- 
cessary to  decide  whether  the  patentee  claims  a  combination  of 
several  things,  or  the  distinct  invention  of  several  things,  or  both. 
General  principles  cannot  be  laid  down  for  the  determination  of 
questions  of  this  kind,  depending  exclusively  on  the  particular 
facts.  There  is,  however,  one  circumstance  that  will  always  be 
decisive  in  construing  a  patent  against  a  claim  for  the  several 
things  described  in  the  specification,  and  that  is,  that  one  or  more 
of  them  is  not  new.  If  this  turns  out  to  be  the  case,  the  question 
may  then  be,  whether  the  patent  can  be  sustained  for  the  combi- 
nation.^ In  determining  this  question  it  is  to  be  observed,  that  a 
patent  for  a  combination  of  three  things  cannot  at  the  same  time 
be  a  patent  for  a  combination  of  any  two  of  them.  If  the  subject- 
should  be  made ;  but  what  he  cjiumed  was  a  self-adjusting  lever  to  be  applied  to 
the  back  of  a  cbair,  where  the  weight  of  the  seat  acts  as  a  counterpoise  to  the 
hackf  in  whatever  posture  the  party  might  be  sitting  or  reclining.  Nothing  could 
be  more  general.  Well,  a  verdict  passed  for  the  patentee,  with  liberty  to  have 
it  set  aside ;  but  Lord  Lyndhurst  and  the  rest  of  the  court  held,  that  this  was  not 
a  claim  to  a  principle,  but  to  the  construction  of  a  chair  on  this  principle,  in  what- 
ever shape  or  form  it  may  be  constructed.  (Minter  r.  Wells,  Webs.  Pat  Cas. 
134.)  Just  so  as  to  the  hot  blast,  only  the  principle  is  also  new.  The  patentee 
says,  *  I  find  hot  air  will  increase  the  heat  in  the  furnace,  that  a  blast  of  hot  air  is 
beneficial  for  that  end.*  Here  is  the  way  to  attain  it,  *  heat  the  air  under  blast, 
between  the  blowing  apparatus  and  the  furnace ;  if  you  do  that,*I  care  not  how 
you  may  propose  to  do  it,  I  neither  propose  to  you  nor  claim  any  special  mode  of 
doing  it;  you  may  give  the  air  more  or  less  degrees  of  heat,  but  if  you  so  heat  it, 
you  will  get  by  that  contrivance  the  benefit  I  have  invented  and  disclosed,  more 
or  less,  according  to  the  degree  of  heat'  This  is  very  simple,  very  general,  but 
its  simplicity  is  its  beauty  and  its  practical  value,  —  not  an  objection  in  law.** 
The  Uousehill  Company  v.  Neilson,  Webs.  Pat  Cas.  684,  686. 

*  Neilaon  v.  Harford,  Webs.  Pat  Cas.  317. 

'  For  some  of  the  cases  where  the  question  has  been  between  a  combination  or 
a  claim  for  several  distinct  things,  see  Howe  v,  Abbott,  2  Story's  R.  190 ;  Amei 
V.  Howard,  1  Sumner,  482 ;  •  Prouty  v.  Ruggles,  16  Peters,  336  ;  s.  c.  Prouty  v, 
Draper,  i  Story,  568 ;  Pitts  v.  Whitman,  2  Story's  R  609  ;  Carver  v.  Braintree 
Maoaf.  Company,  2  Story's  R.  482 ;  Buck  v.  Hermance,  1  Blatch.  398. 
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matter  is  the  combination  of  any  given  number  of  things,  or  pro- 
cesses, or  parts,  no  portion  of  the  combination  less  than  tlie  whole 
can  be  considered  at  the  same  time  as  being  also  the  subject- 
matter.^ 

For  instance,  where  letters-patent  were  granted  for  "  improve- 
ments in  agricultural  machines,''  and  the  specification  described 
them  as  for  '^  the  constructing  and  placing  of  holding  fingers,  cut- 
ting blades,  and  gathering  reels  respectively,  in  a  manner   de- 

■ 

scribed,  and  the  embodiment  of  these  parts  so  constructed  and 
placed,  all  or  any  of  them,  in  machines  for  reaping  purposes,"  it 
was  held  that  the  patent  was  for  the  combination,  and  that  the  use 
of  a  knife  alone,  similar  to  that  described  in  the  patented  machiue, 
was  not  an  infringement.' 

§  250.  The  rule  which  we  have  thus  endeavored  to  illustrate, 
which  requires  the  patentee  so  to  describe  his  invention  as  to  en- 
able the  public  to  know  what  his  claim  is,  of  course  imposes  upon 
him  the  duty  of  not  misleading  the  public,  either  by  concealing 
anything  material  to  the  invention,  or  by  adding  anything  not 
necessary  to  be  introduced.  The  ambiguity  which  we  have  been 
considering  in  the  preceding  pages  may  be  produced  involuntarily ; 
but  there  is  a  special  provision  of  the  statute  aimed  at  the  volun- 
tary concealment  or  addition  of  anything  material.  The  statute 
enacts  it  as  one  of  the  defences  to  an  action  on  a  patent,  that  the 
specification  '^  does  not  contain  the  whole  truth  relative  to  bis  in- 
vention or  discovery,  or  that  it  contains  more  than  is  necessary  to 
produce  the  described  effect ;  which  concealment  or  addition  shall 
fully  appear  to  have  been  made  for  the  purpose  of  deceiving  the 
public."  ^  This  defence  will  be  made  good,  when  it  appears  that 
the  patentee  fraudulently  concealed  something  that  he  knew  to  be 
material  to  the  practice  of  his  invention,  or  fraudulently  added 
something  which  he  knew  was  not  useful,  material,  or  necessary, 
at  the  time  when  he  prepared  his  specification.  If  it  was  subse- 
quently discovered  not  to  be  useful,  material,  or  necessary,  his 
patent  will  not  be  affected  by  it.^ 

^  Prouty  V.  Draper,  1  Story,  568,  572 ;  s.  c  Frcraty  v.  Buggies,  16  Peters,  336 ; 
Winans  v,  Schenectady  &  Troy  R  R.,  2  Blatch.  279. 

*  McCormick  v.  Gray,  4  Law  Times,  N.  S.  832. 

*  Actof  July4,  1846,§15. 

*  See  post^  Chapter  on  InfriDgement,  and  also  Chapter  on  Action  at  Law. 
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§  251.  n.  Tlie  second  rule  for  preparing  a  specification  is, 
7b  describe, the  invention  in  such  a  manner  as  to  enable  the  pub- 
lic to  practise  itj  from  the  specification  alone. 

§  252.  The  statute  requires  the  patentee  to  describe  ^^  the  man- 
ner and  process  of  making,  constructing,  using,  and  compounding 
his  inrention  or  discoverj,  in  such  full,  clear,  and  exact  terms, 
avoiding  unnecessary  prolixity,  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  it  appertains,  or  with  which  it  is  most 
nearly  connected,  to  make,  construct,  compound,  and  use  the 
same ;  and  in  case  of  any  machine,  he  shall  fully  explain  the  prin- 
ciple and  the  seyeral  modes  in  which  he  has  contemplated  the 
application  of  that  principle  or  character  by  which  it  may  be  dis- 
tinguished from  other  inventions ;  and  shall  particularly  specify 
and  point  out  the  part,  improvement,  or  combination  which  he 
claims  as  his  own  invention  or  discovery." 

§  253.  We  have  seen  that  the  question  whether  a  specification 
answers  tliis  requisite  of  the  statute,  is  a  question  of  fact  for  the 
jury ;  and  although  it  is  not  necessary  that  technical  terms  should 
be  made  use  of  in  a  specification,  they  often  are  made  use  of  and 
often  require  to  be  explained  by  evidence.  In  judging  of  a  specifi- 
cation, therefore,  a  distinction  must  be  taken  between  that  soii;  of 
ambiguity  which  a  person  unacquainted  with  technical  terms  would 
encounter,  and  the  ambiguity  which  might  appear  to  a  person 
skilled  in  the  particular  art.  It  is  not  necessary  that  the  specifica- 
tion should  contain  an  explanation  level  with  the  capacity  of  every 
person,  which  would  often  be  impossible.^  The  statute  allows  the 
patentee  to  address  himself  to  persons  of  competent  skill  in  the 
art,  and  it  requires  him  to  use  such  full,  clear,  and  exact  terms  as 
will  enable  that  class  of  persons  to  reproduce  the  thing  described 
from  the  description  itself.  It  is,  therefore,  important  to  ascertain 
what  the  rules  of  construction  are,  which  define  what  will  constitute 
an  ambiguity  or  uncertainty  to  artists  and  persons  skilled  in  the 
subject. 

S  254.  And  firsts  with  regard  to  the  persons  whose  judgment 
and  apprehension  are  thus  appealed  to :  they  are  not  those  who 
possess  the  highest  degree  of  skill  or  knowledge  in  the  particular 

^  Per  Stoiy,  J.,  in  Lowell  v.  Lewis,  1  Mas.  182. 
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art  or  science  to  which  the  subject-matter  belongs,  nor  are  they 
day-laborers ;  they  are  practical  workpaen,  or  persons  of  reasonably 
competent  skill  in  the  particular  art,  science,  or  branch  of  indus- 
try. If  persons  of  the  highest  skill  were  those  whom  the  law  has 
in  contemplation,  the  object  of  a  specification  which  is 'to  enable 
competent  persons  to  reproduce  the  thing  patented,  without  making 
experiments,  inventions,  or  additions  of  their  own,  could  not  gen- 
erally be  answered.^ 

§  255.  Secondly^  as  to  the  application  bf  tlieir  knowledge  and 
skill,  by  such  persons,  to  the  understanding  and  carrying  out  of 
the  description  given  by  the  patentee.  The  description  must  be 
such  as  will  enable  persons  of  competent  skill  and  knowledge  to 
construct  or  reproduce  the  thing  described,  without  invention  or 
addition  of  their  own,  and  without  repeated  experiments.^  Thus 
it  has  been  held,  that  any  material  alteration  to  be  made  in  exist- 
ing apparatus  or  machinery  must  be  stated,  and  not  left  to  be 
supplied  by  the  workman  ;  as,  with  reference  to  the  materials  em- 
ployed, or  their  form,  or  the  speed  of  the  parts,  or  their  relative 
dimensions,  where  these  are  material.^  So,  too,  the  specification 
is  insufficient,  if  information  must  be  derived  from  experiments, 
or  from  seeing  others  make  the  tiling  described  ;  ^  or  as  it  has  also 

*  The  King  ».  Arkwright,  Dav.  Pat  Cas.  106  ;  Weba.  P^L  Cas.  64 ;  Lowell  v. 
Lewis,  1  Mas.  182;  Harmar  v,  Playne,  11  East,  101.  And  see  particularlj  the 
observations  of  M.  Baron  Parke,  cited  posi^  from  Neiison  v,  Harford. 

^  The  King  u.  Arkwright,  Webs.  Pat  Cas.  66,  67,  69,  70.  It  will  not  do  to  re- 
ly for  the  correction  of  errors  on  the  ordinary  knowledge  of  competent  workmen. 
In  Neiison  v.  Harford,  the  specification  contained  a  particular  passage,  which  the 
jury  found  to  be  untrue ;  but  they  also  found  that  any  workman  of  competent 
knowledge  of  the  subject  would  correct  the  statement  Parke,  B. :  **  Nor  do  we 
think  that  the  point  contended  for  by  Sir  William  Follett,  that  if  a  man  acquaint- 
ed well  with  the  process  of  heating  air  were  employed,  this  misstatement  would 
not  mislead  him,  would  at  all  relieve  the  plaintiffs  from  the  difficulty ;  for  thit 
would  l>6  to  support  the  specification  by  a  fresh  invention  and  correction  by  a  sci- 
entific person,  and  no  authority  can  be  found  that  in  such  a  case  a  specification 
would  be  good.  To  be  valid,  we  think  it  should  be  such  as,  if  fairly  followed  out 
by  a  competent  workman,  without  invention  or  addition,  would  produce  the  ma- 
chine for  which  the  patent  is  taken  out,  and  that  such  machine  so  constructed  musk 
be  one  beneficial  to  the  public."    Webs.  Pat  Cas.  87. 

*  Ibid.  p.  67. 

*  Ibid.  p.  67,  70,  71.  Upon  this  point,  Buller,  J.,  said:  '^Immison  says,  that 
from  the  specification  he  should  have  made  a  parallel  cylinder,  and  not  a  spiral 
one,  but  this  is  the  one  used  by  the  defendant    As  to  the  rollers,  it  does  not  ap- 
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been  said,  if  it  requires  the  solution  of  a  problem.^    And,  gen^ 
erallj,  a  specification,  to  be  valid,  must  be  such  as,  when  fairly 

pear  from  tbe  specification  some  were  to  go  faster  than  others ;  from  the  specific 
cation,  without  other  sources,  it  is  impossible  to  say  how  they  should  be  made,  as. 
there  is  no  scale  or  plan  to  work  by.    A  roller  is  necessary  to  the  feeder  to  giye* 
regular  direction  to  the  work ;  it  will  not  answer  without  it    From  the  knowK 
edge  he  has  now,  he  should  add  a  roller  if  he  was  directed  to  make  the  machine.. 
Bat  &at  does  not  proTe  the  specification  to  be  sufficient-,  because,  if  a  man,  from 
the  knowledge  he  has  got  from  three  trials,  and  seeing  people  immediately  em- 
ployed about  it,  is  able  to  make  use  of  it,  it  is  his  ideas  improve  the  plan,  and  not 
the  merit  of  the  specification ;  if  he  makes  it  complete,  it  is  his  ingenuity,  and  noti 
the  specification  of  the  inventor Upon  the  other  hand,  several  respect- 
able people  are  called,  upon  the  part  of  the  defendant,  who  say  they  could  do  it^ 
hot  there  is  this  difference  in  their  description ;  most,  if  not  every  one  of  themv 
have  looked  at  and  seen  how  the  machines  were  worked  by  the  defendant,  and 
have  got  their  knowledge  by  other  means,  and  not  from  the  specification  and  plaa 
abne ;  besides,  they  admit  the  manner  the  defendant  works  it  is  not  consistent 
with  U&e  plan  laid  down,  particularly  as  to  the  cylinder,  a  particular  part  of  the 
boflinesB,  for  Moore  says,  this  upon  the  face  of  it  must  be  taken  to  be  a  parallel; 
whereas  that  which  plainly  appears  to  be  used  is  a  spiral ;  besides,  afler  all  this,, 
they  have  spoken  most  of  them  in  a  very  doubtful  way,  particularly  Mr.  Moore^ 
who  qualified  his  expression  in  the  way  which  I  have  stated  to  you,  and  the  others; 
qualifying  their  expressions,  saying  they  think  upon  the  whole  they  could  do  it.. 
Suppose  it  perfectly  clear  they  could  with  the  subsequent  knowledge  they  had  ac-^ 
quired,  yet,  if  it  be  true  that  sensible  men,  that  know  something  of  this  particular^ 
buaDess,  and  mechanics  in  general,  cannot  do  it,  it  is  not  so  described  as  is  suffi.-^ 
cient  to  support  this  patent" 

'  In  Morgan  v.  Seaward,  Webs.  Pat  Cas.  170,  174,  Alderson,  B.,  said :  "  If  the 
invention  can  only  be  carried  into  effect  by  persons  setting  themselves  a  problem 
to  solve,  then  they  who  solve  the  problem  becomo  the  inventors  of  the  method  of 
solving  it ;  and  he  who  leaves  persons  to  carry  out  his  invention  by  means  of  that 
application  of  their  understanding,  does  not  teach  them  in  his  specification,  that 
which,  in  order  to  entitle  him  to  maintain  his  patent,  he  should  teach  them,  the 
way  of  doing  the  thing,  but  sets  them  a  problem,  which  being  suggested  to  per- 
flons  of  skill,  they  may  be  able  to  solve.  That  is  not  the  way  in  which  a  specifi- 
cation ought  to  be  framed.  It  ought  to  be  framed  so  as  not  to  call  on  a  person  to 
have  recourse  to  more  than  those  ordinary  means  of  knowledge  (not  invention) 
which  a  workman  of  competent  skill  in  his  art  and  trade  may  be  presumed  to 
have.  You  may  call  upon  him  to  exercise  all  the  actual  existing  knowledge  com- 
mon to  the  trade,  but  you  cannot  call  upon  him  to  exercise  anything  more.  You 
have  no  right  to  call  upon  him  to  tax  his  ingenuity  or  invention.  Those  are  the 
criteria  by  which  you  ought  to  be  governed,  and  yon  ought  to  decide  this  question 
according  to  those  criteria.  You  are  to  apply  those  criteria  to  the  case  now' un- 
der consideration,  and  yon  should  apply  them  without  prejudice,  either  one  way 
or  the  other,  for  it  is  a  fair  observation  to  make,  that  both  parties  here  stand,  so 
tar  as  this  observation  is  concerned,  on  a  footing  of  perfect  equality.  The  public, 
on  the  one  hand,  have  a  right  to  expect  and  require  that  the  specification  shall  be 
PAT.  16    • 
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followed  out  by  a  competent  workman,  without  invention  or  addi- 
tion, the  object  of  the  patent  may  be  obtained.^  ] 

fairi  honest,  open,  and  sufficient ;  and,  on  the  other  hand,  the  patentee  sho^ild  not 
be  tripped  up  by  captious  objections,  which  do  not  go  to  the  merits  of  the  specifi- 
cation. Now,  applying  those  criteria  to  the  exidence  in  the  cause,  if  yoa  shaQ 
think  that  this  iuTention  has  been  so  specified  that  any  competent  engineer,  har- 
ing  the  ordinary  knowledge  which  competent  engineers  possess,  could  cairy  it  into 
effect  by  the  application  of  his  skill,  and  the  use  of  his  previous  knowledge,  witlh 
out  any  inrentions  on  his  part,  and  that  he  could  do  it  in  the  manner  desmbed  bj 
the  specification,  and  from  the  informa^on  dbclosed  in  the  specification,  then  the 
specification  would  be  sufficient.  If,  on  the  other  hand,  you  think  that  eagineen 
of  ordinary  and  competent  skill  would  have  to  set  themselves  a  problem  to  solve, 
and  would  have  to  solve  that  problem  before  they  could  do  it,  then  the  specifiob- 
tion  would  be  bad."    See  also  Gray  v.  James,  1  Pet.  C.  C.  B.  394,  476. 

^  In  Neilson  v.  Harford,  Webs.  Pat  Gas.  295,  813,  Pai^e,  B.,  instfncted  the 
jury  as  follows :  ^  Now,  then,  understanding  the  meaning  of  this  specification  to 
be  the  sense  I  have  given  to  it,  that  he  claims  as  his  invention  a  mode  of  heating 
the  blast  between  the  blowing  appisuratus  and  the  furnace,  in  a  vessel  exposed  to 
the  fire,  and  kept  to  a  red  heat,  or  nearly  (and  which  description  I  think  soffi- 
cient),  of  the  size  of  a  cubic  foot  for  a  smith's  forge,  or  the  other  size  mentioned, 
or  of  any  shape,  these  questions  will  arise  for  your  decision.  It  is  said  that,  un- 
derstanding it  in  that  sense,  the  patent  is  void,  because  there  are  no  directiona 
given  for  any  mode  gf  constructing  the  instrument  But  understanding  the  patent 
in  that  sense,  it  seems  to  me,  that  if  you  should  be  of  opinion  that  a  person  of  coin- 
petent  skill  (and  I  will  explain  to  you  what  I  mean  by  that)  would  nevertheless 
construct  such  a  vessel  as  would  be  productive  of  some  usefiil  and  beneficial  pur- 
pose in  the  working  of  iron,  that  the  patent  nevertheless  is  good,  though  no  par- 
ticular form  of  vessel  is  given.  Then  it  is  to  be  recollected  that  this  claim  is  a 
patent  right,  —  a  right  of  heating  in  any  description  of  vessel ;  and  in  order  to 
maintain  that  right,  it  is  essential  that  the  heating  in  any  description  of  vessel, 
either  the  common  form^  the  smith's  forge,  the  cupola,  or  the  blast  furnace,  that  it 
should  be  beneficial  in  any  shape  you  may  choose  for  all  those  three  pnrposea 
Now,  then,  I  think,  therefore,  that  this  is  correctly  described  in  the  patent ;  and 
if  any  man  of  common  understanding  and  ordinary  skill  and  knowledge  of  the 
subject,  and  I  should  say  in  this  case  that  the  subject  is  the  construction  of  the 
blowing  apparatus,  such  a  person  as  that  is  the  person  you  would  most  naturally 
apply  to  in  order  to  make  an  alteration  of  this  kind,  if  you  are  of  opinion,  on  the 
evidence,  that  such  a  person  as  that,  of  ordinary  skill  and  knowledge  of  the  sub- 
ject (that  is,  the  construction  of  the  old  blowing  apparatus),  would  be  able  to  con- 
struct, according  to  the  specification  alone,  such  an  apparatus  as  would  be  an  im- 
provement, that  is,  would  be  productive  practically  of  some  beneficial  result,  no 
matter  how  great,  provided  it  is  sufficient  to  make  it  worth  while  (the  expense 
being  taken  into  consideration)  to  adapt  such  an  apparatus  to  the  ordinary  ma- 
chinery in  all  cases  of  forges,  cupolas,  and  furnaces,  where  the  blast  is  used ;  in 
that  case,  I  think  the  specification  sufficiently  describes  the  invention,  leaving  out 
the  other  objection  (to  which  I  need  not  any  further  direct  your  attention)  that 
there  is  not  merely  a  defective  statement  in  the  specification,  unless  those  c<Hidi- 
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For  example,  a  specification  which  states  that  part  of  the  pro- 
cess consists  in  cutting  the  hides  into  thin  slices,  is  valid,  although 
it  does  not  state  whether  the  hides  should  be  wet  or  dry.^ 

§  256.  But  slight  defects  in  a  specification  will  sometimes  pre- 
yent  the  object  of  the  patent  from  being  obtained  by  any  competent 
person  who  may  undertake  to  apply  it,  and  will  therefore  render 
the  patent  void,  because  they  create  a  necessity  for  the  exercise  of 
iuTentive  power  on  the  part  of  the  person  who  thus  undertakes  to 
apply  the  description.  As  the  omitting  to  state  the  use  of  taUow, 
which  the  patentee  employed  for  facilitating  the  manufacture  of 
steel  trusses ;  ^  or,  in  a  patent  medicine,  stating  the  ingredients 
without  stating  the  proportions.^  If  anything  be  omitted  which 
gives  an  advantageous  operation  to  the  thing  invented,  it  will  viti- 
ate the  patent ;  as  the  omission  to  state  the  use  of  a  material,  aqua- 
fortis y  which  the  patentee  used  himself  for  obtaining  the  effect 
more  rapidly  ;  ^  for  the  patentee  is  bound  to  give  the  most  advan- 
tageous mode  known  to  him,  and  any  circumstance  conducive  to 
the  advantageous  operation ;  otherwise  he  does  not  pay  the  price 
for  liis  monopoly,  because  he  does  not  give  the  public  the  benefit 
of  all  that  he  knows  himself.^ 

tions  were  complied  with,  but  there  is  a  wrong  atatement  But  leaving  out  the 
wrong  statement  for  the  present,  and  supposing  that  it  was  not  introduced,  then 
if,  in  your  opinion,  such  a  person  as  I  have  described  —  a  man  of  ordinary  and 
competent  skill  —  would  erect  a  machine  which  would  be  beneficial  in  all  •those 
cases,  and  be  worth  while  to  erect ;  in  that  case  it  seems  to  me  that  this  specifica- 
tion is  good,  and  the  patent,  so  far  as  relates  to  this  objection,  will  be  good.  It  is 
to  be  a  person  only  of  ordinary  skill  and  ordinary  knowledge.  You  are  not  to  ask 
yourselves  the  question,  whether  persons  of  great  skill,  —  a  first-rate  engineer,  or 
a  second-class  engineer,  as  described  by  Mr.  Farey,  —  whether  they  would  do  it ; 
because  generally  those  persons  are  men  of  great  science  and  philosophical  knowl- 
edge, and  they  would  upon  a  mere  hint  in  the  specification  probably  invent  a 
machine  which  should  answer  the  purpose  extremely  well ;  but  that  is  not  the  de- 
scription of  persons  to  whom  this  specification  migr  be  supposed  to  be  addressed, 
—  it  is  supposed  to  be  addressed  to  a  practical  workman,  who  brings  the  ordinary 
degree  of  knowledge  and  the  ordinary  degree  of  capacity  to  the  subject ;  and  if 
such  a  person  would  construct  an  apparatus  that  would  answer  some  benefi- 
cial purpose,  whatever  its  shape  was,  according  to  the  terms  of  this  specification, 
then  I  think  that  this  specification  is  good,  and  the  patent  may  be  supported  so  far 
as  relates  to  that." 
1  Wallington  v.  Dale,  16  E.  L.  &  Eq.  584. 

*  Liardet  v.  Johnson,  Webs.  Pat  Cas.  68.  *  Ibid.  54,  note. 

*  Wood  17.  Zimmer,  Webs.  Pat  Cas.  82. 

*  Morgan  v.  Seaward,  Webs.  Pat  Cas.  175, 182.    See  the  remarks  of  Alder- 


244  THE  LAW  OF  PATENTS.  [CH.  Vt 

§  257.  So,  too,  if  a  specification  direct  the  use  of  a  substance, 
which,  as  generally  known,  contains  foreign  matter,  the  presence  of 
which  is  positively  injurious,  and  does  not  show  any  method  of 
removing  that  foreign  matter,  or  refer  to  any  method  generally 
known,  or  state  how  the  substance  in  a  proper  state  can  be  pro- 
cured, the  specification  will  be  defective.^ 

ton,  B.,  cited  ante.  See  also  The  King  v,  Arkwright,  Webs.  Fat  Cas.  66  ;  Wal- 
ton V,  Bateman,  Ibid.  622 ;  Turner  v.  Winter,  Ibid.  81,  where  the  emp1o3rment  of 
cheaper  materials  than  those  mentioned  in  the  specification,  or  the  insertion  of 
materials  which  would  not  answer,  were  said  to  be  sufficient  to  axoid  a  patent 

^  Derosne  v.  Fairie,  Webs.  Pat  Cas.  154, 162.  In  this  very  instmctive  case, 
Lord  Abinger,  C.  B.,  said :  **  Upon  the  main  point,  however,  that  respecting  the 
bituminous  schistus,  nothing  that  I  have  heard  has  removed  mj  original  impre»- 
eion,  that  there  was  no  evidence  to  show  that  this  process,  carried  on  with  bitu- 
minous schistus,  combined  with  any  iron  whatsoever,  would  answer  at  all.  Hie 
plaiiltiff  himself  has  declared,  that  in  that  bituminous  schistus,  which  he  himadf 
furnished,  the  whole  of  the  iron  was  extracted ;  and  it  appears,  that  it  was  admit- 
ted by  the  counsel,  that  the  presence  of  iron  would  not  only  be  disadvantageous, 
but  injurious.  Thus,  then,  it  appearing  by  the  evidence,  that  in  all  the  various 
forms  in  which  the  article  exists  in  this  country,  sulphuret  of  iron  is  found,  and  the 
witnesses  not  describing  any  known  process  by  which  it  can  be  extracted,  it  ap- 
pears to  me  that  the  plaintiff  ought  to  prove  one  of  two  things,  —  either  that  the 
sulphuret  of  iron  in  bituminous  schistus  is  not  so  absolutely  detrimental  as  to 
make  its  presence  disadvantageous  to  the  process  (in  which  case  this  patent  would 
be  good),  or  that  the  process  of  extracting  the  iron  from  it  is  so  simple  and  well 
known  that  a  man  may  be  able  to  accomplish  it  with  ease.  As  the  bituminous 
schistus  which  was  procured  and  used  was  exclusively  that  which  was  furnished 
by  the  plaintiff,  not  in  its  original  state,  but  afler  it  had  undergone  distillation, 
and  had  been  made  into  charcoal  in  a  foreign  country,  and  as  in  that  stage  of  its 
preparation  it  could  not  be  discovered,  by  examining  it,  whether  it  was  made  from 
one  substance  or  another  (the  residuum,  afler  distillation,  of  almost  every  matter, 
vegetable  as  well  as  animal,  being  a  charcoal  mixed  more  or  less  with  other  things), 
then  there  is  only  the  plaintiff's  statement  to  prove  that  the  substance  which  was 
furnished  by  him  and  used  was  charcoal  of  bituminous  schistus.  It  appeared, 
also,  that  he  had  declared  to  one  of  the  witnesses  that  he  had  extracted  all  the 
iron  from  the  substance  so  sent,  and  that  it  also  underwent  another  process.  I 
am,  therefore,  of  opinion,  that  without  considering  whether  or  not  the  patent 
would  be  avoided  by  the  process  requiring  the  use  of  means  to  extract  the  iron 
from  the  bituminous  schbtus,  which  were  kept  secret  by  the  patentee,  he  has  not 
shown  in  this  case,  that  what  he  has  described  in  the  patent  could  be  used  as  so 
described,  without  injury  to  the  matter  going  through  the  process.  Under  all 
these  circumstances,  I  think  that  the  plaintiff  ought  to  have  given  some  evidence 
to  show  that  bituminous  schistus,  in  the  state  in  which  it  is  found  and  known  in 
England,  could  be  used  in  this  process  with  advantage,  and  as  he  has  not  done 
that,  the  defendants  are  entitled  to  a  nonsuit ;  but,  at  the  same  time,  as  it  is  al- 
leged that  the  plaintiff  may  supply  the  defect  of  proof  as  to  the  schistus  on  a  new 
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§  258.  In  like  manner,  a  specification  will  be  defective  if  an 
article  be  described  by  a  particular  name,  the  patentee  knowing 
that  the  requisite  article  cannot  ordinarily  be  procured  under  the 
name  by  which  it  is  described  in  the  specification,  and  it  be  not 
stated  where  it  may  be  procured  ;  because  the  public  have  not  that 
full  and  precise  information  which  they  have  a  right  to  require.'' 
A  specification  will  also  be  defective  which  states  that  the  manner 
in  which  a  power  is  to  be  applied  varies  with  the  circumstances  in 
some  measure,  without  showing  in  what  the  improvement  consists, 
as  distinguished  from  all  former  modes  of  doing  the  same  thing.^ 
If  obscure  terms  be  employed  for  the  sake  of  concealment,  so  as  to 
induce  the  belief  that  elaborate  processes  are  necessary,  when  the 
simplest  will  succeed,  the  specification  is  bad  ;  *  and  if  a  patentee 
states  that  be  prefers  a  certain  material,  having  ascertained  that 
no  other  will  answer,  he  misleads  the  public.^ 

Where  a  general  term,  acids,  is  used,  and  evidence  shows  that 
some  of  the  varieties  of  that  clasg  will  not  answer,  the  specifi- 
cation is  faulty.  Such  term  will  however  be  understood  as  em- 
bracing only  such  acids  as  are  generally  known  and  used,  and  not 
obscure  acids,  existing  only  in  the  chemist's  laboratory.  The  in- 
ventor should  confine  his  specification  to  substances  which  ho 
knows  will  answer,  leaving  the  question  of  infringement  by  sub- 
stances impliedly  contained  in  the  description  or  subsequently  dis- 
covered as  one  of  colorable  imitation,  to  be  passed  upon  by  a  jury. 

Thus,  where  the  patentee  in  his  description  said  :  ^*  Dissolve  one 
pound  of  strong  alkali  (for  instance,  American  potash)  in  one  gal>- 
lon  of  water ;  this  solution  is  to  be  neutralized  with  acid  (sulphu- 
ric is  best  for  the  purpose),  &c.,  and  on  the  trial  it  was  proved  that 
a  well-known  acid,  nitric,  would  not  answer,  the  specification  was 
held  insufficient.^ 

§  259.  The  rule,  however,  which  forbids  a  patentee  to  leave  the 
public  to  find  out  by  experiment  how  to  apply  his  discovery  or  in- 
trial  by  other  evidence,  we  are  desirous  that  the  patent,  if  a  good  one,  should  not 
be  affected  by  our  judgment,  and  think  it  right  to  direct  a  new  trial  on  the  terms 
which  have  been  stated." 

^  Sturz  o.  De  La  Rue,  Webs.  Fat  Cas.  83. 

'  Sallivan  v.  Redfield,  Paine's  C.  C.  K  441,  450,  451. 

'  Savory  v.  Price,  Webs.  Pat  Cas.  83. 

*  Crompton  v.  Ibbotson,  Ibid.  83. 

*  Stevens  v.  Keating,  2  Webs.  Pat  Cas.  171. 
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vention,  is  subject  to  one  important  limitation.  If,  for  instance, 
the  specification  of  a  patent  for  a  composition  of  matter  is  so 
drawn,  that  no  one  can  use  the  invention  without  first  ascertaining 
by  experiment  the  exact  proportion  of  the  difierent  ingredients  re- 
quired  to  produce  the  intended  result,  the  patent  will  be  Toid. 
But  it  has  been  determined  bj  the  Supreme  Court  of  the  United 
States,  that  if,  in  such  a  specification,  the  patentee  gives  a  certain 
proportion  as  the  general  rule  applicable  to  the  ordinary  state  of 
the  ingredients,  he  may,  without  the  risk  of  having  his  patent  de- 
clared void  by  the  court,  for  vagueness  and  uncertainty,  state 
other  and  variable  proportions  as  exceptions  to  the  rule,  applicable 
to  the  varying  states  of  the  ingredients,  although  the  precise  pro- 
portion adapted  to  a  given  state  of  the  ingredients,  other  than  the 
usual  state,  can  only  be  ascertained  by  computing  it  from  the  gen- 
eral rule,  after  the  particular  state  of  the  ingredients  is  ascertained. 
In  such  cases  it  is  for  the  jury  to  decide,  on  the  evidence  of  ex- 
perts, whether  the  general  rule  given  is  susceptible  of  application, 
and  whether  it  furnishes  the  means  of  determining  the  proportions 
to  be  used,  in  the  excepted  cases,  by  the  exercise  of  the  ordinary 
knowledge  and  skill  of  the  workman.^    A  specification  which  in- 

^  Wood  V.  Underhill,  5  How.  S.  C.  R.  1,  S,  4.  The  specification  in  this  case 
was  as  follows :  "  Be  it  known  that  I,  the  said  James  Wood,  have  invented  a  new 
and  useful  improvement  in  the  art  of  manufacturing  bricks  and  tiles.  The  pro- 
cess is  as  follows :  take  of  common  anthracite  coal,  unburn t,  such  quantity  as  wiH 
best  suit  the  kind  of  clay  to  be  made  into  brick  or  tile,  and  mix  the  same,  when 
well  pulverized,  with  the  clay  before  (it)  is  moulded ;  that  clay  which  reqmres 
the  most  burning  will  require  the  greatest  proportion  of  coal  dust;  the  exact pro 
portion,  therefore,  cannot  be  specified,  but,  in  general,  three  fourths  of  a  bushel 
of  coal  dust  to  one  thousand  brick  will  be  correct  Some  clay  may  require  one- 
eighth  more,  and  some  not  exceeding  a  half-bushel.  The  benefits  resulting  from 
this  composition  are  the  saving  of  fuel  and  the  more  general  diffusion  of  heat 
through  the  kiln,  by  which  the  contents  are  more  equally  burned.  If  the  heat  b 
raised  too  high,  the  brick  will  swell,  and  be  injured  in  their  form.  If  the  heat  is 
too  moderate,  the  coal  dust  will  be  consumed  before  the  desired  efifect  is  pro- 
duced. Extremes  are  therefore  to  be  avoided.  I  claim  as  my  invention  the 
using  of  fine  anthracite  coal  or  coal  dust  with  clay,  for  the  purpose  of  making 
brick  and  tile  as  aforesaid,  and  for  that  only  claim  letters-patent  from  the  United 
States."  Mr.  Ch.  Justice  Taney,  delivering  the  judgment  of  the  court,  said :  ^  The 
plaintiff*  claims  that  he  has  invented  a  new  and  useful  improvement  in  the  art  of 
manufacturing  bricks  and  tiles,  and  states  his  invention  to  consist  in  using  fine 
anthracite  coal  or  coal  dust  with  clay,  for  the  purpose  of  making  brick  or  tile,  and 
for  that  only  he  claims  a  patent  And  the  only  question  presented  by  the  record 
is,  Irhether  his  description  of  the  relative  proportions  of  coal  dust  and  clay,  as  given 
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teationally  creates  in  the  mind  of  one  applying  it  any  doubt  as  to 
the  relative  proportions  of  the  ingredients  is  defective,  for  the 

in  his  specificadon,  is  u{)on  tbe  face  of  it  too  Tague  and  uncertain  to  support  a 
patent.  The  degree  of  certainty  which  the  law  requires  is  set  forth  in  the  act 
of  Congress.  The  specification  must  be  in  such  full,  clear,  and  exact  terms  as  to 
enable  any  one  skilled  in  the  art  to  which  it  appertains  to  compound  and  use  it 
without  making  any  experiments  of  his  own.  In  patents  for  machines  the  suffi- 
ciency of  the  description  must,  in  general,  be  a  question  of  fact  to  be  determined 
by  the  jury.  And  this  must  also  be  the  case  in  compositions  of  matter  where  any 
of  the  ingredients  mentioned  in  the  specification  do  not  always  possess  exactly  the 
.  same  properties  in  the -same  degree.  But  when  the  specification  of  a  new  compo- 
sition of  matter  gives  only  the  names  of  the  substances  which  are  to  be  mixed  to- 
gether, without  stating  any  relative  proportion,  undoubtedly  it  would  be  the  duty 
of  the  court  to  declare  the  patent  to  be  void.  And  the  same  rule  would  prevail 
where  it  was  apparent  that  the  proportions  were  stated  ambiguously  and  vaguely. 
For  in  such  cases  it  would  be  evident,  on  the  face  of  the  specification,  that  no  one 
could  use  the  invention  without  first  ascertaining  by  experiment  the  exact  pro- 
pcxrticm  of  the  different  ingredients  required  to  produce  the  result  intended  to  be 
obtained.  And  if  the  specification  before  us  was  liable  to  either  of  these  objec- 
tions, the  patent  would  be  void,  and  the  instruction  given  by  the  Circuit  Court 
undoubtedly  right  But  we  do  not  think  this  degree  of  vagueness  and  uncer- 
tainty exists.  The  patentee  gives  a  certain  proportion  as  a  general  rule,  that  is, 
three  fourths  of  a  bushel  of  coal  dust  to  one  thousand  bricks.  It  is  true,  he  also 
states  that  clay  which  requires  the  most  burning  will  require  the  greatest  propor- 
tion of  coal  dust ;  and  that  some  chy  may  require  one  eighth  more  than  the  pro- 
portions given,  and  some  not  more  than  half  a  bushel  instead  of  three  fourths. 
The  two  last-mentioned  proportions  may,  however,  be  justly  considered  as  excep- 
tions to  the  rule  he  has  stated,  and  as  applicable  to  those  cases  only  where  the 
clay  has  some  peculiarity  and  differs  in  quality  from  that,  ordinarily  employed  in 
making  bricks.  Indeed,  in  most  compositions  of  matter,  some  small  difference  in 
the  proportions  must  occasionally  be  required,  since  t&e  ingredients  proposed  to 
be  compounded  must  sometimes  be  in  some  degree  superior  or  inferior  to  those 
most  conmionly  used.  In  this  case,  however,  the  general  rule  is  given  with  entire 
exactness  in  its  terms ;  and  the  notice  of  the  variations  mentioned  in  the  specifica- 
tion would  seem  to  be  designed  to  guard  the  brick-maker  against  mistakes,  into 
which  he  might  fall  if  his  clay  was  more  or  less  hard  to  bum  than  the  kind  ordi-< 
narily  employed  in  the  manufacture.  It  may  be,  indeed,  that  the  qualities  of  clay 
generally  differ  so  widely,  that  the  specification  of  the  proportions  stated  in  this 
case  is  of  no  value,  and  that  the  improvement  cannot  be  used  with  advantage  in 
any  case,  or  with  any  clay,  without  first  ascertaining  by  experiment  the  propor- 
tion to  be  employed.  If  that  be  the  case,  then  the  invention  is  not  patentable. 
Because,  by  the  terms  of  the  act  of  Congress,  the  inventor  is  not  entitled  to  a  pat- 
ent. But  this  does  not  appear  to  be  the  case  on  the  face  of  this  specification. 
And  whether  the  fact  is  so  or  not,  is  a  question  to  be  decided  by  a  jury,  upon  the 
evidence  of  persons  skilled  in  the  art  to  which  the  patent  appertains.  The  Cir- 
cuit Court,  therefore,  erred  in  instructing  the  jury  that  the  specification  was  too 
vague  and  uncertain  to  support  the  patent,  and  its  judgment  must  be  reversed.'' 
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public  are  to  rely  ou  an  honest,  open,  and  candid  exposition  bj  the 
patentee  of  everything  that  is  necessary  for  the  easy  and  certain 
procurement  of  tliat  for  which  the  patent  is  granted.^ 

^  Muntz  V.  Foster  et  al.,  2  Webs.  Pat.  Cas.  85,  96.  The  patentee  had  worded 
his  description  thus :  *'  I  take  that  qaality  of  copper  known  in  the  trade  by  the 
appellation  of  ^  best  selected  copper/  and  that  qaality  of  zinc  known  in  England 
as  *  foreign  zinc/  and  melt  them  together  in  the  usual  manner  in  any  proportions 
between  50  per  cent  of  copper  to  50  per  cent  of  zinc,  and  68  per  cent  of  copper  to 
87  per  cent  of  zinc ;  both  of  which  extremes,  and  aU  intermediate  proportions,  wiU  roll 
at  a  red  heat,"  Then  he  goes  on  to  say :  **  but  as  too  large  a  proportion  of  copper 
increases  the  difficulty  of  working  the  metal,  and  too  large  a  proportion  of  zinc 
renders  the  metal  too  hard  when  cold,  and  not  sufficiently  liable  to  oxidation  to 
effect  in  the  best  manner  the  intended  purpose,  I  prefer  the  alloy  to  consist  of 
about  60  per  cent  of  copper  to  40  per  cent  of  zinc,"  &c.  The  court  said :  "  There 
have  been  several  questions  asked  of  witnesses ;  they  have  had  the  specification 
put  into  their  hands,  and  the  usual  question  in  these  cases  has  been  asked  them, 
whether  a  competent  workman,  looking  at  this  specification,  could  by  his  own 
skill  and  understanding  of  it  produce  the  result  which  is  the  subject  of  the  patent. 
I  do  not  find  any  person  who  has  been  called,  on  the  part  of  the  defendants,  dis- 
tinctly say  that  he  cannot  make  the  compound  here  described  fix>m  the  specifica- 
tion. And,  therefore,  that  which  is  generally  the  objection  which  is  made  would 
not  prevail  here.  But  there  is  a  further  objection  made,  pointed  to  one  particu- 
lar part  of  the  specification,  and  that  is,  that  the  plaintiflf  has  given  certain  limits 
within  which  he  says  the  patent  can  be  carried  into  efiect.  The  invention  may 
be  made  by  difierent  proportions,  within  certain  limits,  to  which  I  shall  now  call 
your  attention.  And  they  (defendants)  say,  upon  the  evidence  of  Mr.  Prosser, 
one  of  the  witnesses  called  by  the  plaintiff,  that  the  invention  cannot  be  made  in 
one  or  two  of  the  different  proportions  of  zinc  and  copper  which  are  here  speci- 
fied. If  such  be  the  fact,  if,  upon  reading  this,  what  the  witness  has  said  has 
shown  that  the  specification  is  not  only  difficult  to  understand,  but  is  actually 
false  and  incorrect  in  that  particular,  there  would  be  an  end  at  once  of  the  pat- 
ent ;  because,  when  the  plaintiff  takes  upon  him  to  say  that  he  melts  copper  and 
zinc  of  the  qualities  referred  to  in  the  usual  manner,  ^  in  any  proportions  between 
60  per  cent  of  copper  to  50  per  cent  of  zinc,  and  68  per  cent  of  copper  to  87  per 
cent  of  zinc,  both  of  which  extremes  and  all  intermediate  proportions  will  roll  at  a 
red  heat,'  if  it  is  found  out  that  the  two  extremes  would  not  do  that  which  he  here 
specifies  they  will  do,  that  would  be  a  statement  of  a  property  belonging  to  his 
discovery  which  it  did  not  really  possess.  That  would  only  have  the  effect  of 
forcing  persons  to  make  different  experiments  in  a  way  in  which  they  must  after- 
wards be  defeated,  and  would,  in  short,  be  a  contradiction  to  that  object  and  inten- 
tion of  the  condition,  which  was  that  all  should  be  certain,  true,  and  intelligible. 

"  Prosser  underwent  a  long  examination  and  stated,  you  know,  that  he  made  a 
scale  in  which  40  was  the  fixed  quantity  of  zinc  he  employed,  and  then  he  varies 
the  quantity  of  copper  in  which,  when  reduced  to  the  hundredth  scale  in  which 
the  plaintiff  has  framed  his  specification,  agrees  in  the  limits  with  those  terms. 
When  he  comes  to  the  last  one,  I  think  he  was  asked  this  question,  *  I  should  say 
the  experiment  40  to  50  copper  with  my  scale,  —  which  was  55|  to  44^  accord- 
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§  260.  But  although  it  is  necessary  that  a  specification  should 
clearly  and  fully  describe  the  invention,  and  should  give  the  best 
process,  materials,  and  methods  known  to  the  inventor,  yet  it  is 
not  necessary  for  the  patentee  to  describe  ttie  mode  of  making 
everything  which  he  uses,  or  detail  known  processes,  or  explain 
the  terms  appropriate  to  the  particular  art,  or  science,  or  branch 
of  industry  to  which  his  invention  belongs.^  The  specification  is, 
as  we  have  seen,  addressed  to  persons  acquainted  with  the  nature 
of  the  business ;  some  technical  knowledge  is  presumed  on  the 
part  of  those  who  will  undertake,  after  the  patent  is  expired,  to 
carry  out  the  invention ;  and  such  persons  are  to  be  called  as  wit- 
nesses to  explain' the  language  to  the  jury,  while  the  patent  is  in 
force,  and  to  show  that  it  is  capable  of  being  understood  by  those 
to  whom  it  is  addressed.    Accordingly  it  has  been  said,  that  a 

ing  to  the  plaintiff's  scale,  —  I  would  say  it  is  of  no  nse  at  all  for  sheathing.  It 
is  perfectly  useless  in  more  respects  than  one.  It  does  not  corrode  enough,  it  is 
too  hard,  too  brittle,  it  would  roll  at  a  red  heat  and  at  a  cold  heat/  Then  he 
goes  to  some  others,  '47  of  zinc,  53  of  copper,  this  would  corrode  less  than  the 
last  mentioned,  and  be  more  brittle ;  48  zinc  and  52  copper  still  more,  quite  use- 
less for  sheathing.  I  do  not  think  it  could  be  put  on  a  ship  on  account  of  its  being 
brittle/  Wbat  be  says  of  all  this  is  that  it  would  roll  at  a  red  heat  Now  the 
question  is,  whether,  looking  at  this  specification,  more  is  meant  or  intended  by 
the  expression  in  it,  wben  the  patentee  is  giving  these  quantities,  than  that  it  shall 
he  a  metal  which  will  roll  at  a  red  heat.  This  is  what  he  (the  patentee)  says : 
'  I  melt  them  together  in  the  usual  manner  in  any  proportions  between  50  per 
cent  copper  to  50  per  cent  zinc,  and  6S  per  cent  copper  to  37  per  cent  zinc, 
both  of  which  extremes  and  all  intermediate  proportions '  —  he  does  not  say  will 
oxidize  sufficiently,  or  will  make  sheathing  for  a  ship,  but — 'will  roll  at  a  red 
heat';  and  then  he  goes  on  to  say,  as  to  the  other  quality  which  this  is  to  pos- 
sess, <  bat  as  too  large  a  proportion  of  copper  increases  the  difficulty  of  working 
the  metal,  and  too  large  a  proportion  of  zinc  renders  the  metal  too  hard  when 
cold,  and  not  sufficiently  liable  to  oxidation  to  effect  in  the  best  manner  the  in- 
tended purpose,  I  prefer  the  alloy  to  consist  of  about  60  per  cent  of  copper  to  40 
per  cent  of  zinc/ 

**  Therefore,  understanding  the  specification  in  that  way,  the  question  (the  only 
question  of  fact  that  you  can  determine  upon  this)  is,  whether  this  account,  which 
his  own  witness  has  given  of  it,  has  falsified  the  statement  in  the  specification.  If 
^t  statement  had  been  distinctly  that  the  lower  mixture  of  the  lower  compound, 
the  extreme,  would  have  been  sufficient  for  the  sheathing  of  ships,  both  in  respect 
of  oxidation  and  of  rolling  hot,  I  should  have  thought  the  specification  bad  and 
SToided  the- patent.  But  you  must  say  for  yourselves  whether  you  are  satisfied 
that  all  that  was  described  here  was,  that  it  would  roll  at  a  red  Jieat  and  at  the 
mtermediate  states ;  whether,  in  point  of  fact,  it  would  roll  at  a  red  heat" 

'  Per  Lord  Abinger,  C.  B.,  in  Neilson  v.  Harford,  Webs.  Pat  Cas.  341.  See 
alw  Derosne  v.  Fairie,  Ibid,  154,  167. 


250  THE  LAW  OF  PATENTS.  [CH.  VL 

specification  containing  scientific  terms,  which  are  not  understood, 
except  by  persons  acquainted  with  the  nature  of  Ihe  business,  is 
not  bad  because  an  ordinary  person  does  not  understand  it,  pro- 
vided a  scientific  person  does ;  but  a  specification  using  common 
language,  and  stating  that  by  which  a  common  man  may  be  mis- 
led, though  a  scientific  man  would  not,  when  it  does  not  profess 
to  use  scientific  terms,  and  an  ordinary  man  is  misled  by  it,  would 
not  be  good.^  And  it  has  been  held  that  if  a  specification  contain 
an  untrue  statement  in  a  material  circumstance,  of  such  a  nature 
that,  if  literally  acted  upon  by  a  competent  workman,  it  would 
mislead  him,  and  cause  the  experiment  to  fail,  the  specification  is 
therefore  bad,  and  the  patent  invalidated,  although  the  jury,  on  the 
trial  of  an  action  for  the  infringement  of  the  patent,  find  that  a 
competent  workman,  acquainted  with  the  subject,  would  not  be 
misled  by  the  error,  but  would  correct  it  in  practice.^  This  rule, 
however,  must  not,  we  apprehend,  be  applied  too  rigorously. 
Wliere  the  specification  contains  the  description  of  a  long  and 
complicated  process,  consisting  of  several  operations  following 
one  another  in  regular  order,  and  the  description  as  a  whole  is 
clear  and  sufficient,  the  court  will  not  pronounce  it  invalid  be- 
cause of  a  slight  obscurity  of  language  in  describing  one  of  the 
operations,  especially  where  such  obscurity  is  rather  grammatical 
than  real,  and  would  not  seriously  mislead  a  competent  workman.' 

^  Per  Lord  Abinger,  C.  B.,  in  Neilson  v,  Harford,  Webs.  Pat.  Cas.  341.     See 
also  Derosne  v.  Fairie,  Ibid.  154, 167. 

•  Neilson  ».  Harford,  8  M.  &  W.  806 ;  s.  c.  Webs.  Pat  Cas.  328. 

'  Beard  t;.  Egerton,  8  Mann.  Gr.  &  Scott,  165,  overruling  s.  c.  2  Carr.  &  Kirw. 
667.  *^  Applying  the  same  principle  of  construction  to  the  specification  before  us, 
we  think  it  is  free  from  any  such  mistake  or  obscurity  as  would  mislead  a  person 
of  fair  intelligence.  The  specification  states  that  the  process  is  divided  into  five 
operations.  *  The  first  consists  in  polishing  and  cleaning  the  silver  surface  of  the 
plate,  in  order  to  properly  prepare  or  qualify  it  for  receiving  the  sensitive  layer  or 
coating  upon  which  the  action  of  the  light  traces  the  design.  The  second  opera- 
tion is,  the  applying  that  sensitive  layer  or  coating  to  the  surface.  The  third,  in 
submitting  in  the  camera  obscura  the  prepared  surface  or  plate  to  the  action  of 
the  light,  so  that  it  may  receive  the  images.  The  fourth,  in  bringing  out  or  mak- 
ing appear  the  image,  picture,  or  representation  which  is  not  visible  when  the 
plate  is  first  taken  out  of  the  camera  obscura.  The  fiflh  and  last  operation 
is  that  of  removing  the  sensitive  layer,  &c.'  It  then  gives  a  description  of  the 
first  operation,  —  preparing  the  silver  surface  of  the  plate ;  the  concluding  part  of 
which  directs  that  nitric  acid  dissolved  in  water  is  to  be  applied  three  different 
times,  care  being  taken  to  sprinkle,  each  time,  the  plate  with  powder,  and  rub  it 
dry  and  very  lightly  with  clean  cotton  ;  and  this  concludes  the  description  of  thtt 
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§  261.  The  specification  need  not  describe  that  which  is  within 
the  ordinary  knowledge  of  anj  workman  who  would  be  employed 
to  put  up  the  apparatus ;  as,  a  condenser  in  constructing  a  gas 
apparatus.^  So,  too,  a  deviation  from  the*  precise  dimensions 
shown  by  the  specification  and  model,  so  as  to  make  dififerent  parts 
work  together,  is  within  the  knowledge  of  any  workman.^    But  if 

• 

first  operation,  tIz.,  the  preparing  the  silver  surface  of  the  plate,  "when  it  is  intend- 
ed for  immediate  use ;  and  to  this  part  of  the  specification  no  objection  was  or 
could  be  made.  But  then  some  further  information  is  given  in  respect  to  the 
preparation  of  the  plate,  in  these  words :  *  When  the  plate  b  not  ilitended  for 
immediate  use  or  operation,  the  acid  may  be  used  only  twice  upon  its  surface, 
after  being  exposed  to  heat.  The  first  part  of  the  operation,  that  is,  the  prepara- 
tion sts  far  as  the  second  application  of  the  acid,  may  be  done  at  any  time ;  this 
will  allow  of  a  number  of  plates  being  kept  prepared  up  to  the  last  slight  opera- 
tion. It  is,  however,  considered  indispensable,  that  just  before  the  nioment  of 
unng  the  plates  in  the  camera,  or  the  reproducing  the  design,  to  put  at  least  once 
more  some  acid  on  the  plate,  and  to  rub  it  lightly  with  pounce,  as  before  stated ; 
finally,  the  plate  must  be  cleaned  with  cotton  from  all  pounce-dust  which  may  be 
on  the  surface  or  its  edges.'  Upon  this  part  of  the  specification  it  was  contended 
that  the  direction  to  apply  acid  just  before  the  moment  of  using  plates  in  the  cam- 
era (which  is  the  third  operation),  was  a  direction  to  use  it  after  the  second  6pera- 
tion,  viz.,  the  coating  the  plate  with  iodine ;  and  that  using  the  acid  at  that  period 
noald  entirely  spoil  the  whole  process.  But  it  must  be  remembered  that  the 
passage  in  question  is  part  of  the  direction  given  for  performing  the  first  opera- 
tion, viz.,  preparing  the  plate  to  receive  the  iodine.  It  is  to  be  observed  when 
the  plate  is  not  intended  to  be  used  immediately,  and  where  it  has  previous- 
ly been  partially  but  not  entirely  prepared  for  the  iodine,  this  last  application  of 
acid  is  still  to  precede  the  second  operation.  The  whole  passage  may  be  considered 
as  in  a  parentheas,  and  the  expression  'just  before  the  moment  of  using  the  plate 
in  die  camera '  is  put  in  opposition  to  the  time  of  partially  preparing  the  plate ; 
after  which  it  is  supposed  to  have  been  laid  by  for  future  use.  That  this  is  the 
real  meaning  of  the  passage  is  further  manifested  by  what  follows  in  a  subsequent 
part  of  the  printed  specification :  *  After  this*  second  operation,  viz.,  application 
of  the  iodine,  the  plate  is  to  be  passed  to  the  third  operation,  or  that  of  the 
camera  cbscura.  Wherever  it  is  possible,  the  one  operation  should  immediately 
ibUow  the  othei^'  It  Is  plain,  therefore,  that  the  patentee  did  not  intend  any  sep- 
arate operation  to  intervene  between  the  application  of  iodine  and  the  introduc- 
tion of  the  plate  into  the  camera  obscura.  The  last  application  of  acid,  there- 
fore, must  have  been  intended  to  precede  the  second  operation. 

**  This,  we  think,  is  the  fiiir  construction  of  the  language  of  the  specification. 
And  although  there  may  be  at  first  sight  some  appearance  of  obscurity  in  it,  we 
think  that  it  is  cleared  away  by  a  consideration  of  the  whole,  and  that  it  is  sufiSi- 
ciently  plain  to  be  understood  by  an  operator  of  fair  intelligence."    Wilde,  C.  J. 

^  Crossley  v.  Beverley,  Webs.  Pat  Cas.  110,  note. 

*  Morgan  v.  Seaward,  Webs.  Fat.  Cas.  176.  In  this  case,  Alderson,  B.,  said  to 
tiie  jury :   ^  In  the  case  of  the  steam  engine,  there  was  put  in,  on  the  part  of  the 


t 
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the  practical  application  pf  the  invention  involves  a  particular  kind 
of  knowledge  on  the  part  of  a  workman,  requiring  him  to  do  that 
which  a  person  of  ordinary  engineering  skill  ought  to  know  how 
to  do,  it  must  at  least  suggest  to  him  that  that  thing  is  to  be  done, 
if  it  does  not  specifically  point  out  the  mode  of  doing  it^  In  like 
manner  it  is  not  necessary,  in  the  description  of  a  machine,  to  state 
of  what  material  every  part  should  be  made,  where  the  principle 
of  operation  and  the  effect  are  the  same,  whether  the  parts  be  made 
of  one  material  or  another ;  ^  but  if  a  particular  material  be  essen- 
tial to  the  successful  operation  of  the  machine,  as  the  patentee 
uses  it,  he  must  direct  the  use  of  that  material.  ^ 

Thus  where  the  invention  was  the  formation  of  grinding  cham- 

defendants,  a  model  made,  as  it  was  said,  according  to  the  specification,  which 
model  Would  not  work.  The  model  was  a  copy  of  the  drawing,  and  would  not 
work,  because  one  part  happened  to  be  a  little  too  small,  whereas  if  it  had  been 
a  little  larger,  it  would  have  worked.  Now,  a  workman  of  ordinary  skilly  when 
told  to  put  two  things  together,  so  that  they  should  move,  would,  of  course,  by  the 
ordinary  knowledge  and  skill  he  possesses,  make  them  of  suificient  aze  to  move. 
There  he  would  have  to  bring  to  his  assistance  his  knowledge  that  the  size  of  the 
parts  is  material  to  the  workingof  the  machine.  That  is  within  the  ordinary 
knowledge  of  every  workman.  He  says :  *  I  see  this  will  not  work,  becanse  it  is 
too  small,'  and  then  he  makes  it  a  little  larger,  and  finds  it  will  work ;  what  is  re- 
quired is,  that  the  specification  should  be  such  as  to  enable  a  workman  of  ordina- 
ry skill  to  make  the  machine ;  with  respect  to  that,  therefore,  I  do  not  apprehend 
you  will  feel  much  difficulty." 

^  In  the  case  last  cited,  the  same  learned  judge  further  instructed  the  jury  as 
follows :  "  Mr.  George  Cottam  says :  '  It  is  a  common  problem  to  find  a  centre 
from  three  given  points,  and  a  person  of  ordinary  engineering  skill  ought  tp  be  able 
to  do  that'  The  question  is,  whether  it  ought  not  to  be  suggested  to  him  by  the 
specification,  that  that  is  the  problem  to  be  solved.  Then  Mr.  Curtis  says :  *  I 
have  made  wheels  on  this  plan.'  You  see  he  made  the  two  wheels  which  were 
sent  to  the  Venice  and  Trieste  Company,  but  those  were  made  under  the  direc- 
tion of  Mr.  Galloway,  the  inventor.  Now,  it  somewhat  detracts  from  the  weight 
due  to  his  testimony,  not  as  to  respectability,  but  as  to  the  value  of  his  evidence 
to  you,  that  he  had  received  the  verbal  instructions  of  Mr.  Galloij^ay.  It  may  be, 
that  he  could  do  it  because  of  his  practice  under  Mr.  Galloway ;  and  it  must  be 
recollected  that  people  in  other  places  would  not  have  that  advantage.  He  says, 
he  would  not  have  any  difficulty  in  doing  it ;  and  he  says :  *  I  should  not  consider 
my  foreman  a  competent  workman  unless  he  were  able  to  make  the  wheel  firom 
the  specification  and  dAtwings.'  He  says :  '  I  could  alter  the  angle  by  altering 
the  cranks.'  The  question  is  not,  whether  he  could  do  that,  but  whether  he  could 
alter  the  angle  to  a  particular  angle  by  altering  the  cranks  in  a  particular  way, 
that  is,  whether,  having  the  angle  given  to  him,  he  could  make  the  alteration  that 
was  desired." 
^   '  Brooks  V.  Bicknell,  3  McLean's  B.  250,  261. 
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bers  by  the  combination  of  movable  conical  rings  with  stationary 
cylinders,  and  the  particular  description  in  the  specification  showed 
a  mill  with  three  grinding  chambers,  but  the  claim  was  to  the  com- 
bination of  stationary  cylinders  with  one  or  more  movable  conical 
rings,  so  that  both  cylinders  and  rings  might  be  multiplied  to  any 
extent,  or  the  mill  limited  to  two  cylinders  and  one  ring,  it  was 
raled  by  the  court  that  the  description  was  sufficient  to  enable  a 
mechanic  of  ordinary  skill  to  make  a  mill  with  more  chambers 
than  three.^ 

§  262.  In  the  case  of  machinery,  the  statute  directs  the  pa- 
tentee to  accompany  his  specification  with  ^^  a  drawing  or  draw- 
ings, and  written  references,  where  the  nature  of  the  case  admits 
of  drawings."  The  object  of  annexing  drawings  is  both  to  distin- 
guish the  thing  patented  from  other  things  known  before,  and  to 
explain  the  mode  of  constructing  the  subject  of  the  patent.  It 
has  been  settled,  that  the  drawings  constitute  a  part  of  the  specifi- 
cation, when  annexed  thereto,  and  may  be  used  to  explain  or  help 
<mt  tlie  otherwise  imperfect  description  in  the  specification.  So 
that  it  is  not  necessary  that  the  description  should  be  wholly  in 
writing,  but  it  may  be  partly  in  writing  and  partly  in  drawing ; 
and  if,  by  a  comparison  of  the  words  and  the  drawings,  the  one 
will  explain  the  other  sufficiently  to  enable  a  skilful  mechanic  to 
perform  the  work,  and  to  show  what  is  the  invention  claimed,  the 
specification  will  be  sufficient.^  And  it  has  been  held,  that  in  or- 
der to  make  a  drawing  when  annexed  to  or  accompanying  a  spe- 
cification, part  of  the  specification,  so  that  the  written  description 
may  be  read  by  it,  it  is  not  necessary  that  the  written  description 
should  contain  references  to  the  drawing ;  that  the  direction  in 
the  statute,  to  annex  ^'  drawings  and  written  references,"  means 
that  where  references  from  the  writing  to  the  drawing  are  neces- 
sary to  the  understanding  of  the  machine  or  improvement,  they 
are  to  be  made  ;  but  that  the  description  of  many  machines  or  im- 
pro?ements,  when  accompanied  by  a  drawing,  may  be  perfectly 
understood  witliout  references  in  the  description  itself.^ 

^  Wilbur  o.  Beecher,  2  Blatch.  132. 

*  Earle  v.  Sawyer,  4  Mas.  1,9;  Blozam  v.  Elsee,  1  Car.  &  P.  558 ;  Brunton  v. 
Hawkes ;  4  B.  &  Aid.  640. 

*  Brooks  V.  Bicknell,  8  McLean's  R  250,  261 ;  Washburn  v.  Gould,  8  Story's 
H.  122, 133. 
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The  entire  specification  and  drawings  are  to  be  examined  to- 
gether, and  an  error  in  one  place  to  be  corrected  by  the  aid  of  the 
residue.^  The  drawings  need  not  be  mentioned  in  the  specifica- 
tion, but  it  is  sufScient  if  the  patentee  puts  them  and  written  refer- 
ences on  file  with  the  specification.' 

A  drawing  filed  some  time  after  the  recording  anew  of  a  patent, 
under  section  one,  act  March,  1887,  is  admissible  in  evidence,  but 
is  not  to  be  deemed  and  taken  as  part  of  the  specification,  nor  to 
be  used  for  correcting  anj  matericd  defect  therein.^ 

§  268.  It  was  formerly  held  in  l^ngland  that  the  drawings  an- 
nexed to  specifications  ought  to  be  drawn  on  a  scale ;  so  that  the 
relation  and  proportion  of  the  parts  to  each  other,  and  the  dimen- 
sions of  the  difierent  parts  might  appear  in  due  ratio  to  each  other .^ 
But  this  rule  has  been  modified  ;  and  it  seems  now  to  be  consid- 
ered that  if  a  mechanic  can  make  the  subject  of  the  patent  from 
the  drawing  in  perspective,  it  is  not  necessary  that  there  should 
be  a  scale.^  Indeed,  it  is  a  necessary  consequence  of  the  rule 
which  makes  the  written  description  open  to  explanation  by  the 
drawing,  to  hold  that  the  drawing  is  open  to  explanation  by  tlie 
written  description.  So  long  as  both  together  enable  the  public  to 
know  and  practise  the  invention,  it  must  be  immaterial  whether 
the  drawing  is  made  upon  a  scale  or  not.  But  if  the  subject  of 
the  patent  could  not  be  made  without  many  experiments,  unless 
the  drawing  is  upon  a  scale,  then  undoubtedly  the  whole  specifica- 
tion taken  together,  being  the  written  description  and  the  drawing, 
would  be  defective. 

§  264.  It  should  not  be  forgotten,  that  the  statute  requires  a 
formal  attestation  of  the  specification  and  drawings.  They  must 
be  signed  by  the  inventor  and  by  two  witnesses.^  It  has  been 
suggested,  that  the  signing  of  the  specification  referring  to  the 
drawings  is  in  effect  attesting  the  drawings.^    But  whether  the 

^  Hogg  ei  al.  V,  Emerson,  11  How.  587 ;  affiiming  and  explaining)  6  How.  437 ; 
Kittle  V.  Merriam,  2  Curtis,  C.  C.  475. 
'  Emerson  v,  Hogg,  2  Blatch.  1. . 

*  Winans  v.  Schenectady  &  Troy  R  B.  2  Blatch.  279. 
«  The  King  v,  Arkwright,  Dav.  Pat  Cas.  114. 

*  Grodson  on  Patents,  p.  137. 

*  Act  of  July  4«  1836,  §  6,  "  which  description  ancTdrawings,  signed  by  the  in- 
yentor  and  attested  by  two  witnesses,  shall  be  filed  in  the  Patent  OfBce." 

r  Phillips  oa  Patents,  p.  302,  803. 


§262-266.]  THE  SPECIFICATION.  255 

statute  is  to  be  80  construed  as  to  require  both  the  specification 
and  the  drawings  to  be  signed  has  jiot  been  decided. 

§  265.  Provision  is  made  bj  the  thirteenth  section  of  the  act  of 
1836  for  the  amendment  of  the  specification  by  the  addition  of  new 
improYcments  made  after  the  patent  has  issued.  The  description 
of  any  such  new  improyement  may  be  filed  in  the  Patent  Office, 
and  is  directed  to  be  annexed  by  the  commissioner  to  the  original 
specification,  with  a  certificate  of  the  time  of  its  being  so  annexed; 
and  thereafter  it  is  to  have  the  same  efiect  as  if  it  had  been  em- 
braced in  the  original  specification.  This  provision  is,  however, 
repealed  by  the  act  of  1861,  ch.  88,  §  9,  which  enacts :  ^^  and  that 
80  much  of  the  13th  section  of  the  act  of  Congress,  approved,  July 
4, 1836,  as  authorizes  the  annexing  to  letters-patent  of  tlie  descrip- 
tion and  specification  of  additional  improvements,  is  hereby  re- 
pealed, and  in  all  cases  where  additional  improvements  would  now 
be  admissible,  independent  patents  must  be  applied  for."  (See 
chapter  on  Proceedings  at  Patent  Office.)  Improvements  made 
and  entered  before  the  passage  of  this  repealing  clause  are  not,  of 
course,  afiected  by  it,  but  are  still  valid  under  the  act  of  1836. 

§  266.  A  still  further  provision  is  made  for  the  amendment  of  a 
redundant  specification,  by  the  filing  of  a  disclaimer.  The  act  of 
1837,  ch.  45,  §  7,  provides  that,  ^^  whenever  any  patentee  shall 
have,  through  inadvertence,  accident,  or  mistake,  made  his  speci- 
fication of  claim  too  broad,  claiming  more  than  that  of  which  he 
was  the  original  or  first  inventor,  some  material  and  substantial 
part  of  the  thing  patented  being  truly  and  justly  his  own,  any  such 
patentee,  his  administrators,  executors,  and  assigns,  whether  of 
the  whole  or  of  a  sectional  interest  therein,  may  make  disclaimer 
of  such  parts  of  the  thing  patented  as  the  disclaimant  shall  not 
claim  to  hold.by  virtue  of  the  patent  or  assignment,  stating  therein 
the  extent  of  his  interest  in  such  patent,  which  disclaimer  shall  be 
m  writing,  attested  by  one  or  more  witnesses,  and  recorded  in  the 
Patent  Office,  on  payment  by  the  person  disclaiming,  in  manner  as 
other  patent  duties  are  required  by  law  to  be  paid,  of  the  sum  of 
ten  dollars.  And  such  disclaimer  shall  thereafter  be  taken  and 
considered  as  part  of  the  original  specification,  to  the  extent  of  the 
interest  which  shall  be  possessed  in  the  patent  or  right  secured 
thereby,  by  the  disclaimant,  and  by  those  claiming  by  or  under 
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him  subsequent  to  tlie  record  thereof.  But  no  such  disclaimer 
shall  affect  any  action  pending  at  the  time  of  its  being  filed,  except 
so  far  as  may  relate  to  the  question  of  unreasonable  neglect  or  de- 
lay in  filing  the  same." 

§  267.  The  ninth  section  of  the  same  act  provides  as  follows : 
^^  (Anything  in  the  fifteenth  section  of  the  act  to  which  this  is  ad- 
ditional to  the  contrary  notwithstanding)  that,  whenever  by  mis- 
take, accident,  or  inadvertence,  and  without  any  wilful  default  or 
intent  to  defraud  or  mislead  the  public,  any  patentee  shall  have  in 
his  specification  claimed  to  be  the  original  and  first  inventor  or 
discoverer  of  any  material  or  substantial  part  of  the  thing  patented, 
of  which  he  was  not  the  first  and  original  inventor,  and  shall  have 
no  legal  or  just  right  to  claim  the  same,  in  every  such  case  the 
patent  shall  be  deemed  good  and  valid  for  so  much  of  the  invention 
or  discovery  as  shall  be  truly  and  bona  fide  his  own  :  Provided^  it 
shall  be  a  material  and  substantial  part  of  the  thing  patented,  and 
be  definitely  distinguishable  from  the  other  parts  so  claimed  with- 
out right  as  aforesaid.  And  every  such  patentee,  his  executors, 
administrators,  and  assigns,  whether  of  a  whole  or  a  sectional  in- 
terest therein,  shall  be  entitled  to  maintain  a  suit  at  law  or  in 
equity  on  such  patent  for  any  infringement  of  such  part  of  the  in- 
vention or  discovery  as  shall  be  bona  fide  his  own  as  aforesaid, 
notwithstanding  the  specification  may  embrace  more  than  he  shall 
have  any  legal  right  to  claim.  But,  in  every  such  case  in  which  a 
judgment  or  verdict  shall  be  rendered  for  the  plaintiff,  he  shall 
not  be  entitled  to  recover  costs  against  tlie  defendant,  unless  he 
shall  have  entered  at  the  Patent  Office,  prior  to  the  commencement 
of  the  suit,  a  disclaimer  of  all  that  part  of  the  thing  patented  which 
was  so  claimed  without  right :  Provided^  however^  that  no  person 
bringing  any  such  suit  shall  be  entitled  to  the  benefit  of  the  pro- 
visions contained  in  this  section,  who  shall  have  unreasonably 
neglected  or  delayed  to  enter  at  the  Patent  Office  a  disclaimer  as 
aforesaid." 

Tlie  following  cases,  although  occurring  under  the  provisions  of 
the  English  statute  of  Disclaimer  (5  &  6  Will.  IV.  ch.  83),  may 
be  cited  as  illustrative  of  the  general  principles  applicable  to  this 
topic. 

Thus,  in  Seed  v.  Higgins,^  the  patentee,  in  his  specification, 

>  8  EIL  &  Blackb.  755,  771. 
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states  his  invention  to  consist  in  the  application  of  the  principle 
of  centrifugal  force  in  the  fliers  employed  in  the  above-mentioned 
machinery,  for  the  purpose  of  producing  the  required  elasticity 
or  pressure  upon  the  bobbin,  by  causing  the  small  spur  or  lever 
which  Q|pducts  the  sliver  of  cotton  or  other  fibrous  material 
on  to  the  bobbin,  id  press  or  bear  against  the  same  simply  by 
the  action  of  such  force,  —  and  adds,  that  he  has  attached  a 
drawing  to  the  specification,  minutely  describing  by  reference 
to  such  drawing  a  machine,  —  and  then  continues:  ^^I  do  not 
confine  myself  to  this  particular  method,  but  claim  as  my  inven- 
tion the  application  of  the  law  or  principle  of  centrifugal  force 
to  the  particular  purpose. set  forth,  i.  e.  to  fliers  used  in  machinery 
or  apparatus  for  preparing,  slubbing,  and  roving  cotton  for  the  pur- 
pose of  producing  a  hard  and  evenly  compressed  bobbin." 

Afterwards,  he  entered  a  disclaimer,  declaring,  "  For  the  reason 
aforesaid,  I  do  hereby  disclaim  all  application  of  the  law  or  prin- 
cipal of  centrifugal  force  as  being  part  of  my  invention  or  com- 
prised in  my  claim,  except  only  the  application  of  centrifugal  force 
by  means  ^f  a  weight  acting  upon  a  presser,  so  as  to  cause  it  to 
press  against  the  bobbin,  as  described  in  said  specification." 

It  was  held  by  the  Court  of  Queen's  Bench,  and  affirmed  by  the 
Exchequer  Chamber,  that  this  disclaimer  was  valid,  and  that,  the 
original  specification  being  read  in  connection  with  it,  the  result 
was  a  claim  for  only  the  machine  particularly  described. 

In  Tetley  v.  Easton,^  it  was  held  by  Creswell,  J.,  that  the  effect 
of  a  disclaimer  wag  merely  to  strike  out  from  the  specification 
Aose  parts  of  the  machinery  which  are  disclaimed,  and  that  it 
cannot  be  read  as  explanatory  of  what  remains. 

In  Ralston  v.  Smith ,^  the  invention  of  "  improvements  in  embos- 
sing and  finishing  woven  fabrics,  and  in  the  machinery  or  appara- 
tus employed  therein,"  as  described  in  the  specification,  consisted 
in  the  use  of  rollers  having  **  any  design  grooved,  fluted,  engraved, 
milled,  or  otherwise  indented  upon  them."  A  disclaimer  was  af- 
terwards entered,  by  the  statements  wherein  it  appeared  that  the 
desired  efiect  could  only  be  produced  by  the  use  of  a  certain  species 
of  n)ller  not  particularly  described  in  the  specification,  namely,  a 
roller  having  circular  grooves  round  its  surface.  All  other  rollers 
were  expre83ly  disclaimed.    The  Exchequer  Chamber,  affirming 

*  Tetley  v,  Easton,  2  Com.  Ben.  N.  S.  «06. 

*  Balston  v.  Smith,  11  Com.  Ben.  IN.  S.  471,  affirming  9  Com.  Ben.  N.  S.  117. 

PAT.  17 
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the  judgment  of  the  Court  of  Common  Pleas,  held  that  such  a 
disclaimer  was  merely  an  attempt  to  turn  a  specification  for  an 
impracticable  generality  iuto  a  claim  for  a  specific  process,  which 
was  in  one  sense  comprised  under  the  generality,  but  which  could 
not  be  discovered  there  without  going  through  the  same  o^urse  of 
experiment  as  that  which  led  to  the  discovery  of  the  sp^fic  pro- 
cess mentioned  in  the  disclaimer.  Consequently  the  disclaimer 
was  void  as  an  attempt  to  extend  the  patent. 

By  the  statute  16  &,  17  Vict.  c.  115,  an  inventor  is  allowed  to 
make  a  provisional  specification,  pending  the  proceedings  for  ob- 
taining letters-patent.  In  Mackelcan  v,  Bennie,^  it  was  held  that 
such  provisional  specification  is  not  to  be  admitted  in  explanation 
or  enlargement  of  the  complete  specification. 

§  268.  The  disclaimer  mentioned  in  the  seventh  section  has 
been  held  to  apply  solely  to  suits  pending  when  the  disclaimer  was 
filed  in  the  Patent  Office  ;  and  that  mentioned  in  the  ninth  section, 
to  suits  brought  after  the  disclaimer  is  so  filed.^ 

»  Note.    18  C.  B.  N.  S.  60. 

*  Wjeth  V.  Stone,  1  Story's  R.  273,  293.  Li  tbiB  case,  Mr.  Justice  Story  thus 
expounded  the  statute :  "  We  come,  then,  to  the  remiuning  point,  whether,  al- 
though under  the  Patent  Act  of  1 793,  ch.  55,  the  patent  is  abaolutelj  void,  because 
the  claim  includes  an  abstract  principle,  and  is  broader  than  the  inyention ;  or, 
whether  that  objection  is  cured  by  the  disclaumer  made  by  the  patentee  (Wyeth), 
under  the  act  of  1837,  cL  45.  The  seventh  section  of  that  act  provides,  '  That 
whenever  any  patentee  shall  have,  through  inadvertence,  accident,  or  mistake, 
made  his  specification  too  broad,  claiming  more  than  tUkt  of  which  he  was  the 
original  or  first  inventor,  some  material  and  substantial  part  of  the  thing  patented 
^ing  truly  or  justly  his  own,  any  such  patentee,  his  administrators,  executors,  or 
assigns,  whether  of  the  whole  or  a  sectional  part  thereof,  may  make  disclaimer  <^ 
such  parts  of  the  thing  patented  as  the  disclaimant  shall  not  claim  to  hold  by  vir- 
tue of  the  patent  or  assignment,  &c.,  &c.  And  such  disclaimer  shall  be  thereafter 
taken  and  considered  as  a  part  of  the  original  specification,  to  the  extent  of  the 
interest  which  shall  be  possessed  in  the  patent  or  right  secured  thereby  by  die 
disclaimant,'  &c.  Then  follows  a  proviso,  that '  no  such  disdaumer  shall  affect  any 
action  pending  at  the  time  of  its  being  filed,  except  so  far  as  may  relate  to  the 
question  of  unreasonable  neglect  or  delay  in  filing  the  same.'  The  ninth  section 
provides,  *  That  whenever,  by  mistake,  accident,  or  inadvertence,  and  witl|0ut 
any  wilful  default  or  intent  to  defraud  or  mislead  the  public,  any  patentee  shall 
have,  in  his  specificadon,  claimed  to  be  the  first  and  original  inventor  or  discover- 
er of  any  material  or  substantial  part  of  the  thing  patented,  of  which  he  was  not 
the  first  and  original  inventor,  and  shall  have  no  legal  or  just  right  to  claim  the 
same,  in  every  such  case  the  patent  shall  be  deemed  good  and  valid  for  so  much 
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The  disclaimer,  however,  mentioned  in  section  nine,  which  pro- 
rides  that  the  suit  shall  not  be  defeated  where  the  patentee  claims 

of  the  inTention  or  discoyerjr,  as  shall  be  truly  and  bona  fide  his  own :  provided  it 
shall  be  a  material  and  substantial  part  of  the  thing  patented,  and  shall  be  defi- 
nitelj  distinguishable  from  the  other  parts  so  claimed  without  right  as  aforesaid.' 
Then  follows  a  clause,  that  in  eyerjr  such  case,  if  the  plaintiff  recovers  in  any  suit, 
he  shall  not  be  entitled  to  costs,  <  unless  he  shall  have  entered  at  the  Patent  Office, 
prior  to  the  commencement  of  the  suit,  a  disclaimer  of  all  that  part  of  the  thing 
patented,  which  was  so  claimed  without  right ' ;  with  a  proviso,  '  That  no  person 
bringing  any  such  suit  shall  be  entitled  to  the  benefits  of  the  provisions  contained 
in  this  section,  who  shall  have  unreasonably  ne^ected  or  delayed  to  enter  at  the 
F^nt  Office  a  disclaimer  as  aforesaid.' 

**  Now,  it  seems  to  me,  that  upon  the  true  construction  of  this  statute,  the  dis- 
cbdmer  mentioned  in  the  seventh  section  must  be  interpreted  to  apply  solely  to 
nils  pending  when  the  disclaimer  is  filed  in  the  Pafent  Office  ;  and  the  disclaimer 
neationed  in  the  ninth  sectioii  to  apply  solely  to  suits  brought  after  the  disclaim- 
er is  so  filed.  In  this  way  the  provisions  harmonixe  with  each  other ;  upon  any 
other  construction  they  would  seem,  to  some  extent,  to  clash  with  each  other,  so 
fiff  as  the  legal  effect  and  operation  of  the  disclaimer  is  concerned. 

^'In  the  present  case,  the  suit  was  brought  on  the  1st  of  January,  1840,  and 
the  disclaimer  was  not  filed  until  the  24th  of  October,  of  the  same  year.  The 
pnmso,  then,  of  the  seventh  section  would  seem  to  prevent  the  discltumer 
from  affecting  the  present  suit  in  any  manner  whatsoever.  The  disclaimer,  for 
another  reason,  is  also  utterly  without  effect  in  the  present  case ;  for  it  is  not  a 
jomt  disclaimer  by  the  patentee  and  his  assignee,  Tudor,  who  are  both  plaintiffs 
in  this  suit,  but  by  Wyeth  alone.  The  disclaimer  cannot,  therefore,  operate  in 
favor  of  Tudor,  without  his  having  joined  in  it,  in  any  suit,  either  at  law  or  in 
equity.  The  case,  then,  must  stand  upon  the  other  clauses  of  the  ninth  section, 
independent  of  the  disclaimer. 

^'This  leads  me  to  say,  that  I  cannot  but  consider  that  the  claim  made  in  the 
patent  for  the  abstract  principle  or  art  of  cutting  ice  by  means  of  an  apparatus 
iroiked  by  any  other  power  than  human,  is  a  claim  founded  in  inadvertence  and 
mistake  of  the  law,  and,  without  any  wilful  default  or  intent  to  defraud  or  mislead 
the  pabUc,  within  the  proviso  of  the  ninth  section.  That  section,  it  appears  to 
me,  was  intended  to  cover  inadvertences  and  mistakes  of  the  law,  as  well  as  inad- 
vertences and  mistakes  of  fact ;  and,  therefore,  without  any  disclaimer,  the  plain- 
tifi  mi^ht  avail  themselves  of  this  part  of  the  section  to  the  extent  of  maintaining 
the  present  suit  for  the  other  parts  of  the  invention  claimed,  that  is,  for  the  saw 
and  for  the  cutter,  and  thereby  protect  themselves  against  any  violation  of  their 
rights,  unless  there  has  been  an  unreasonable  neglect  or  delay  to  file  the  disclaim- 
er in  the  office.  Still,  however,  it  does  not  seem  to  me,  tiiat  a  court  of  equity 
ooght  to  interfere  to  grant  a  perpetual  injunction  in  a  case  of  this  sort,  whatever 
mi^t  be  the  right  and  remedy  at  law,  unless  a  disclaimer  has  been  in  fact  filed  at 
the  Patent  Office  before  the  suit  is  brought  The  granting  of  such  an  injunction 
is  a  matter  resting  in  the  sound  discretion  of  the  court ;  and  if  the  court  should 
grant  a  perpetual  injunction  before  any  disclaimer  is  filed,  it  may  be,  that  the  pat- 
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more  than  he  has  invented,  applies  only  to  cases  whore  the  part  in 
vented  can  be  clearly  distinguished  from  that  claimed  but  not  in- 
vented.i 

^  26d.  In  this  section  it  is  intended  to  give  a  condensed  state- 
ment of  the  constructions  given  by  the  courts  to  the  spedfications 
of  some  of  the  leading  patents  litigated  in  this  country  and  in 
England. 

The  distinction  between  an  improvement  in  a  macliiue  and  a 
novel  result  attained  by  a  mere  alteration  in  an  old  machine  is 
abundantly  illustrated  by  the  course  of  decision  upon  Kay'e  pat- 
ent, in  the  case  of  Kay  v.  Marshall.'    The  patentee,  after  describ- 
ing his  improved  machinery  for  macerating  flax,  goes  on  to  describe 
his  improved  machinery  for  spinning  such  macerated  Oaz :  "  I  place 
the  drawing  rollers  only  two  and  a  half  inclies  from  the  retaining 
rollers,  and  this  conBtitutes  the  principal  improvement   in  said 
spinning  machinery  .  .  .  .  ;  aud  that  which  I  claim,  as  my  inven- 
tion in  respect  of  improved  machinery,  is  (the  wooden  or  other 
•  trough  marked  D,  for  holding  the  rovings  when  taken  from  the 
macerating  vessels,  and)  the  plachig  of  the  retaining  rollers  and 
the  drawing  rollers  nearer  to  each  other  than  they  have  ever  before 
placed,  say  within  two  and  a  half  inches  of  each  other,  for 
>urpose  aforesaid."     After  an  extensive  course  of  litigation 
e  the  Vice  Chancellor,  Baron  Parke,  on  trial  of  a  feigned 
,  and  the  Court  of  Common  Pleas  on  issue  of  law,  the  ease 
finally  decided  by  the  House  of  Lords.    It  was  there  held, 
Cottonham  rendering  the  decision,  that  the  processes  of 
ration  and  of  spinning  were  entirely  distinct,  and  conse- 
tly  that  tlie  patent  Was  for  two  inventions,  and  not  for  one 
) ;  also  that  the  patentee's  claim  must  be  construed  as  one 
I  machine,  and  not  for  a  process  or  a  result ;  that  as  the 
on  the  feigned  issue,  had  found  that  pai-ties  other  than  the 

tDAy  never  afterwardB,  irithiD  a  reasonable  dme,  file  anj  disclaimer,  althougli 
t  certainlf  coutemplatefl  the  neglect  or  delay  to  do  80  lo  be  a  good  defence, 
iX  law  and  in  equity,  in  ever;  suit  brought  upon  the  patent,  to  secure  the 
granted  thereby.  However,  it  is  not  indispensable  in  this  case  to  dispose 
I  point,  or  of  the  question  of  unreasonable  neglect  or  delay,  as  there  is  an- 
objection,  which  in  my  judgment  is  fatal,  in  every  view,  to  the  maintcnanse 
suit  in  its  present  form." 

ance  v.  Campbell,  1  Black.  427 ;  wd.  Peterson  v.  Wooden,  3  M'Lean,  348. 
ay  V.  M.,  2  W.  P.  C.  34. 
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patentee  had  previously  placed  the  rollers  at'  varying  distances 
apart,  therefore  the  patentee's  claim  was  void  for  want  of  novelty.^ 
In  McCormick's  patent  of  October  23, 1847,  for  improvements 
in  reaping-machines,  the  patentee  says  :    ^^  I  also  claim,  as  my  in- 
vention, the  arrangement  of  the  seat  of  the  raker  over  the  end  of 
the  finger-piece  which  projects  beyond  the  range  of  fingers,  and 
just  back  of  the  driving-wheel,  as  described^  in  combination  with 
and  placed  at  the  end  of  the  reel."    This  was  construed  not  to  l>e 
a  claim  for*  the  seat,  as  a  seat,  or  for  its  peculiar  mode  and  form  of 
construction,  but  a  claim  for  the  arrangement  and  combination  of 
machinery  described,  by  which  the*  benefit  of  a  seat  or  position  for 
the  raker  on  the  machine  is  obtained.^    In  a  subsequent  action 
arising  under  the  same  patent,^  it'  was  held  that  claims  No.  2  and 
No.  3  of  the  specification,  "  (2)  I  claim  the  reversed  angle  of  the 
teeth  of  the  blade,  in  manner  described  ;  (3)  I  claim  the  arrange- 

^  **  The  invention  was  not  of  macerating  flax  or  of  machinery,  but  of  treating 
flax  in  a  certain  manner,  i.  e.  spinning  macerated  flax  at  a  short  ratch;  the  doing 
that  was  a  new  manufacture  of  flax;  the  result,  as  evidence  by  the  effects  on 
tndtj  was  of  national  importance.     Such  was  Kay's  invention  in  fact. 

**  Kay's  patent,  i.  e.  title  (claim),  was  for  *  new  and  improved  machinery  for  pre- 
paring and  spinning  flax,'  &c.  The  spinning  machine  thus  described  was  old; 
upon  this  ground,  therefore,  the  patent  was  invalid,  and  in  this  ground  of  invalidity 
all  the  judgments  concur. 

**  The  judgments  also  concur  in  this,  that  the  fixing  at  a  given  distance,  as  two 
and  a  half  inches,  the  rollers  of  spinning  machinery  adapted  to  work  at  greater  or 
len  distances,  is  not  jE7er  se  any  manufacture,  or  the  subject  of  letters-patent. 

"But  the  judgment  of  the  Court  of  Common  Pleas  has  been  supposed  to  go 
^her,  and  has  applied  to  sustain  propositions  to  the  following  efi*ect:  first, 
that  the  use  of  siieh  old  machinery  for  the  special  purpose  of  spinning  macerated 
flax  could  not  be  the  subject  of  a  valid  patent ;  secondly,  if  a  specification  con- 
tains a  claim  to  any  matter  which  is  not^^  se  the  subject  of  letters-patent,  though 
in  fact  new,  and  there  being  no  false  suggestion,  i.  e.  the  title  being  supported  by 
other  matters  contained  in  the  specification,  that  such  letters-patent  are  invalid. 
The  following  paragraph  in  the  judgment  of  the  House  of  Lords, '  If  he  has  dis- 
covered any  means  of  using  the  machine  which  the  world  had  not  known  before 
the  benefit  of,  that  he  has  a  right  to  secure  to  himself  by  means  of  a  patent '  (p. 
S3),  is  an  authority  against  the  former  proposition,  and  an  authority  to  |^ow  that 
the  Bpinning  of  macerated  flax  by  known  machinery  would  have  been  the  subject- 
inatter  of  letters-patent,  if  the  title  and  specification  had  properly  been  adapted 

'  thereto The  flax  so  spun  would  be  a  new  manufacture,  both  in  respect  of 

the  method  and  result."  —  Note  by  Mr.  Webster,  p.  84. 

*  McCormick  v,  Seymour,  2  Blatch.  240.     Affirmed  (except  as  to  rule  of  dam- 
age*) in  Seymour  r.  McCormick,  16  How.  480. 

'  '  Seymour  v.  McCormick,  19  How.  96.    See  also  an  English  case  under  the 
nme  patent  in  4  Law  Times,  N.  S.  832. 
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meat  and  construction  of  the  fingers  or  teeth  for  sapportJng  the 
grain  60  as  to  form  the  angular  places  in  Cront  of  the  blade,  as  and 
for  the  purpoEe  described,"  were  not  to  be  read  la  connection  with 
each  other,  but  separately. 

Goodyear,  in  describing  the  nature  of  his  invention,'  says  in  his 
specification  :  "  The  nature  of  the  first  part  of  my  invention  oen- 
sists  in  curing  caoutcliouc  or  india-rubber,  when  combined  with 
or  in  the  presence  of  sulphur,  by  submitting  the  same  to  the  actios 
of  a  high  degree  of  artificial  heat,  at  a  temperature  say  from  212 

to  850  or  thereabouts And  the  second  part  of  my  ioTentioB 

consists  in  preparing  and  curing  the  triple  compound  of  caoutchoao, 
or  india-rubber,  sulphur,  and  a  carbonate  or  other  salt  or  oxide  of 
lead,  for  the  purpose  above  described."  He  thdn  proceeds  to  de- 
scribe the  process  and  relative  proportions  of  the  iugredients ;  an3 
after  stating  the  leading  features  of  his  invention  to  be  tlie  effects 
produced  by  heat  on  the  rubber  thus  combined,  he  concludes: 
"  What  I  claim  as  my  invention  and  desire  to  secure  by  letters-pa- 
tent is  the  curing  of  caoutchouc,  or  india-rubber,  by  submittiog  it 
to  the  action  of  a  high  degree  of  artificial  heat,  substantially  as 
herein  described  and  for  the  purposes  specified.  And  I  also  claun 
the  preparing  and  curing  the  compound  of  india-rubber,  .sulphur, 
and  a  carbonate  or  other  salt  or  oxide  of  lead,  by  subjecting  the 
same  to  the  action  of  artificial  beat,  substantially  as  herein  de- 
scribed." 

Id  the  construction  of  this  specification,  it  was  held  that  the  pat- 
entee had  claimed  not  merely  the  process  of  preparing  vulcanized 
india-rubber,  but  the  product  itself,  as  a  new  manufacture  or  coin- 
position  of  matter.     Mr.  Justice  Grier,  in  this  case  observed ;  — 
"  On  account  of  tiie  vf^eness  and  indefiniteuess  of  the  language 
used  ifi  describing  the  various  arte,  machines,  manufactures,  and 
compositions  of  matter,  it  is  impossible  to  describe  the  real  nature 
of  many  discoveries  or  processes  in  language  absolutely  free  from 
all  ambiguity  and  all  misconstruction.    Difierent  persons,  lookmg  at 
it  frooLdiffereat  points  of  view,  would  describe  it  in  different  terms, 
le  present  case,  one  might  describe  it  as  '  the  art  of  curing 
i-ruhber ' ;    another,  as  '  a  new  and  useful  improvement  in 
)rocess  of  curing  india-rubber ' ;  another,  as  '  the  art  of  ren- 
ig  caoutchouc  and  manufactures  in  which  it  is  used  insensi- 
0  heat  or  cold,  or  the  action  of  most  of  its  known  solrentB* ; 
>  Goodyear  v.  The  R.  S.  8  WaUsce,  C.  C.  SSS. 
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ahother,  as  '  a  fabric,  manufacture,  or  new  composition  of  mat- 
ter, having  qualities  never  before  combined  in  any  other  known 
substance,  being  elastic,  wateivproof,  insensible  to  acids,  to  heat,  or 
to  cold.'  Still,  call  it  what  you  will,  if  the  patentee  has  set  forth 
folly  the  materials,  their  various  proportions,  and  the  processes 
necessary  to  the  production  of  this  composition  of  matter,  he  has 
done  all  that  the  law  requires,  and  should  be  entitled  to  its  protec- 
tion. The  patent  should  be  carefully  examined  to  find  the  thing 
discovered,  and  if  it  be  clearly  set  forth,  the  patentee  should  not 
suffer  for  the  imperfection  or  vagueness  of  the  language  used  in 
describing  its  true  extent  and  nature.  The  description  ought  not 
to  be  repugnant  to  the  specification  ;  l)ut,  provided  it  honestly  sets 
forth  in  few  words  the  nature  and  design  of  the  patent,  it  is  suffi- 
cient. It  should  show  what  the  patentee  claims  to  have  discovered 
or  invented,  wherein  it  differs  from  what  was  heretofore  known, 
and  by  what  combinations  or  processes  the  new  material  may  be 
compounded It  is  essentially  proper,  in  patents  for  com- 
plicated machines,  that  the  specification  should  clearly  set  forth 
what  the  patentee  admits  to  be  old  and  whctt  he  claims  to  be  of  his 
invention.  In  anomalous  cases  like  the  present,  when  a  new  prod- 
uct has  been  discovered,  and  the  process  of  compounding  it  or 
obtuning  it  is  disclosed,  the  patentee,  by  stating  his  discovery  and 
revealing  his  process,  has  done  all  that  he  is  required  to  do  or  can 
do.  The  careful  separation  of  new  from  old,  the  limitation  of 
claims  to  particular  parts  or  combinations,  cannot  be  required  as  a 
substantial  part  of  the  specification.  If  the  specification  sets  forth 
a  discovery,  a  new  composition  of  matter,  and  the  process  for  com- 
pouiding  it,  that  should  be  taken  as  the  extent  of  his  claim  and 
the  measure  of  his  franchise.  Now,  what  is  this  india-rubber, 
cured  substantially  as  described  in  Mr.  Goodyear's  description  ? 
It  is  clearly  not  merely  an  improved  method  or  process  of  produ- 
cing an  old  and  well-known  composition  or  material,  but  it  is  a  new 
product,  fabric,  manufacture,  or  composition  of  matter,  having 
qualities  possessed  by  no  other  known  material.  This  is  what  is 
described  and  claimed  in  the  patent,  —  a  new  product  as  well  as  a 
new  process." 

In  Howe's  sewing-machine  patent,  the  first  claim  of  the  specifi- 
catidn  was  worded  thu9 :  ^^  The  forming  of  the  seam  by  carrying 
a  thread  through  the  cloth,  by  means  of  a  curved  needle  on  the 
end  of  a  vibrating  arm,  and  the  passing  of  a  shuttle,  furnished  with 
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its  bobbin,  in  the  manner  set  forth,  between  the  needle  and  the 
thread  which  it  carries,  under  a  combination  and  arrangement  of 
parts  substantially  the  same  with  that  described."  ^  This  was  con- 
strued to  be  in  words  a  claim  for  the  result,  but  in  reality  for  the 
means  or  mechanism  by  which  that  result  was  to  be  attained ; 
also,  that  too  much  stress  should  not  be  laid  upon  the  distinction 
between  a  machine  and  a  combination  ;  also,  that  the  patentee's 
claim  was  for  a  general  combination,  consisting  of  several  sub- 
combinations, viz.,  a  mechanism  for  forming  the  stitch,  a  mechan- 
ism  for  holding  the  cloth  to  be  sewed,  and  a  mechanism  for  feed- 
ing the  cloth,  and  that  all  these  general  elements  in  combination 
and  arrangement  were  set  forth  in  the  specification. 

Winans'  patent  for  an  ^^  improvement  in  the  construction  of  cars 
or  carriages  intended  to  run  on  railroads  "  claimed  "  the  before- 
described  manner  of  arranging  and  connecting  the  eight  wbeeb, 
which  constitute  the  two  bearing  carriages,  with  a  railroad  car,  so 
as  to  accomplish  the  end  proposed  by  the  means  set  forth,  or  by 
any  others  which  are  analogous  and  dependent  upon  the  same 
principles."  This  claim  was  construed  to  be  one  for  the  car  itself, 
constructed  dhd  arranged  as  in  the  patent ;  consequently,  the 
novelty  of  the  invention  was  not  impeached  by  evidence  showing 
that  parts  of  the  invention  had  been  in  use  previously.^ 

The  case  of  Burr  v.  Duryee,^  decided  in  the  United  States  Su- 
preme Court,  on  appeal  from  the  Circuit  Court  of  New  Jersey, 
presents  an  exhaustive  discussion  of  the  principles  distinguishing 
an  invention  for  a  machine  from  one  for  a  process.  Burr,  the 
complainant,  was  assignee  of  the  Wells  patent  for  hat-making ; 
the  original  patent  therefor  was  granted  in  1846,  but  in  18^6  it 
was  surrendered  and  a  reissue  obtained.  In  the  spring  of  1860 
an  extension  was  granted.  In  January,  1860,  a  patent  was  granted 
'  to  Boy  den  for  improved  machinery  in  hat-making,  of  which  Duryee 
and  others  became  the  assignees.  This  machinery  the  complain- 
ants, by  permission  of  the  defendants,  examined.  Afterwards,  in 
December,  1860,  they  surrendered  their  extended  patent  and  ob- 
tained a  second  reissue,  upon  the  construction  of  which  the  decision 
of  the  matter  in  controversy  turned.  It  was  held  to  be  an  attempt 
to  convert  an  improved  machine  into  an  abstraction,  a  principle,  or 

^  Howe  V,  Morton  et  al, ;  Howe  v.  'Williams,  per  Sprague,  J.,  MS. 

*  Ross  Winans  r.  Schenectady  &  Troy  B.  K  2  Blatch.  279. 

*  Burr  V,  Duryee,  I  Wallace,  631, 
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mode  of  operation  ;  a  use  of  general  and  abstract  terms,  by  which 
the  specification  was  made  so  elastic  that  it  might  be  construed 
to  claim  only  the  machine,  or  to  exclude  all  previous  and  future 
inventions  for  the  same  purpose. 

Wells,  in  his  original  specification,  says :  ^^  What  I  claim,  &c., 
is  ike  arrangement  of  the  two  feeding  belts  (bb'^  with  their  planes, 
inclined  to  ecbch  other ^  and  passing  around  the  lips  (dd')  formed 
substantially  as  described,  the  better  to  prevent  the  fibres  to  the 
action  of  the  rotating  brush  (F),  as  described  in  combination  with 
the  rotating  brush  and  tunnel  or  chamber  (M),  which  conducts  the 
fibres  to  the  perforated  cone  or  other  ^  former '  placed  in  front  of  the 
aperture  or  mouth  thereof  substantially  as  herein  described.  I 
claim  the  chamber  (M)  into  which  the  fibres  are  thrown  by  the 
brush,  in  combination  with  the  perforated  cone  or  other  former, 
placed  in  front  of  the  delivery  aperture  thereof  for  the  purpose 
and  in  the  manner  substantially  as  herein  described,  the  said 
chamber  being  provided  with  an  aperture  (N)  below  and  back  of 
the  brush,  for  the  admission  of  a  current  of  air  to  aid  in  throwing 
and  directing  the  fibres  on  to  the  cone  or  other  former,  as  de- 
scribed. I  also  claim  the  employment  of  the  hinged  hood  (^)  to 
regtUate  the  distribution  of  the  fibres  on  the  perforated  cone  or 
other  former  as  described.  And  I  also  claim  providing  the  lower 
part^or  delivery  aperture  of  th^  tunnel  or  chamber  with  a  hinged 
fiap  (9),  for  the  purpose  of  regulating  the  delivery  of  the  fibres  to 
increase  the  thickness  of  the  hat  where  more  strength  is  required^ 
as  herein  described^  in  combination  with  the  hood  as  herein  de* 
scribed.^^  This  claim  was  decided  to  be  a  valid  one  for  an  im* 
proved  machine. 

The  reissue  of  1860  ran  tlius :  ^^  The  mode  of  operation  of  the 
said  invention  of  the  said  Henry  Wells  is  such,  that  the  fur  fibres 
are  directed  and  controlled  so  as  to  travel  from  the  picking  and 
disintegrating  brush  (P)  towards  the  surface  of  the  previous  cone, 
£c.,  that  they  may  be  deposited  thereon  to  the  thickness  required 
to  make  a  hat  of  uniform  thickness  all  the  way  around,  and  of  the 
required  varying  thickness  from  brim^to  top  ;  and  this  mode  of  op- 
eration  results  from  combining  with  a  rotary  picking  and  disin- 
tegrating brush  and  a  pervious  cone  or  equivalent  former,  con- 
nected with  an  exhausting  apparatus,  suitable  tneans  for  directing 
and  controlling  the  fur-bearing  currents.  The  said  mode  of  oper- 
ation invented  by  the  said  Henry  A.  Wells  is  embodied  in  the  foU 
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lowing  description  of  the  mode  of  appUcation,  reference  being  had 

to  tlie  accompanTiug  drawings,  &c What  I  claim  as  the 

inrentioB  of  tl^e  said  Henry  A.  Wells,  &0.,  is  the  mode  of  opera- 
tion substantially  as  herein  descried,  Am-yVrhieh  mode  of  operation 
resuItB  from  the  combinatioQ  of  the  rotating  picking  mechanism  or 
the  equivalent  thereof,  the  pervious  former  and  its  exhausting 
mechanism  or  the  equivalent  thereof,  and  the  means  for  directing 
the  fur-bearing  current  or  the  equivalent  thereof,  as  set  forth." 

Judge  Grier,  in  giving  the  decision  of  the  Supreme  Court,  sud : 
*'  The  Burrender  of  valid  patents  and  the  granting  of  reissued 
patents  thereon,  with  expanded  or  equivocal  chums,  where  the 
'  original  was  clearly  neither  *  inoperative  nor  invalid,'  and  whoee 
Bpeci6cation  is  neither  *  defective  nor  insufficient,*  is  a  great 
abuse  Of  the  privilege  granted  by  the  statute,  and  productive  ot 
great  injury  to  the  public  We  concur,  therefore,  in  the  decision 
of  the  Circuit  Court,  that  the  machine  of  Boyden  is  not  an  in- 
fringement of  the  invention  of  Wells,  and  if  it  be  an  infringement 
of  the  reissued  patent,  that  patent  is  void."     (p.  577.) 

Many  v.  Jagger  et  al.^  was  a  euit  brought  for  infringement  of 
the  Wolf  patent  for  improvement  in  cast-iron  wheels  for  nulroads 
and  other  purposes.  The  specification  was  in  these  words :  "  We 
give  to  the  rim  of  our  wheels  the  same  form  in  alt  respects  as  is 
now  given  to  the  rims  of  car-wheels ;  but  instead  of  arms,  we  cast 
nnp  i^heels  with  two  parallel  or  nearly  parallel  plates,  which  plates 
>nTex  OD  ond  side  and  concave  on  the  other.  The  hub,  or 
which  is  to  receive  the  axle,  is  oast  in  the  centre  of  tbeea 

I,  extending  from  one  to  the  other We  are  awive  that 

heels  have  been  made  with  plates  as  a  substitute  for  arms, 
luch  plates  have  been  made  separate  from  the  wheels  and 
d  together  by  screwed  bolte,  embracing  the  bub  in  a  distinct 
between  them.  The  difference  between  such  wheels  uid 
constructed  by  us  is  so  obvious  as  not  to  need  pointing  outi 
'■  we  claim  as  oar  invention,  &c.,  is  the  manner  of  constructing 
Is  for  railroad  cars,  or  for  other  purposes  to  which  they  may 
plied,  with  double  convex  plates,  one  convex  outwards  and 
ther  inwards,  and  an  undivided  hub,  the  whole  cast  io  one 
as  herein  fully  set  forth." 

construing  this  patent,  the  court  held  that  the  claim  was  not 
le  mode  of  constructing  the  wheel  as  distinct  (Vom  the  wheel 
>  Many  n.  Jagger,  1  Blatcb.  972. 
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itself,  but  was  for  the  car-wheel  after  it  was  constructed.  Also, 
that  the  claim  was  not  for  anj  separate  part  of  the  wheel,  but  for 
the  entire  wheel,  and  that  it  sufficiently  distinguished  between  the 
new  and  the  old. 

In  Buck  V,  Hermance,^  the  words  of  the  oldm  for  a  patent  in 
cooking-stoTes,  '^  the  extending  of  the  oven  under  the  apron  or 
open  hearth  of  the  stove,  and  in  combination  with  the  flues  con- 
structed as  above  specified,"  were  held  to  be  a  claim  for  a  combt- 
fuUion  of  the  extension  of  the  oven  under  the  hearth  of  the  stove 
wUh  the  flues,  as  described. 

Booth  V.  Garelly.'  Here,  a  patent  for  a  new  and  ornamental 
design  for  Jigured  siUe'btUtonSy  under  act,  August  29, 1842,  where 
the  specification  claimed  the  radially  formed  ornaments  on  the  face 
of  ike  mould  of  the  button^  combined  with  the  mode  of  winding  the 
eotering  of  the  same,  svbetanttaUy  as  set  forih^  and  described 
the  configuration  of  the  mould  and  the  winding  it  with  various 
colored  threads,  but  did  not  describe  the  process  of  winding  the 
silk,  was  construed  not  to  cover  that  process,  but  merely  the  ar- 
rangement of.  the  different  colored  threads  in  the  process,  so  as  to 
prodace  the  described  ornamehts. 

In  Oxley  v.  Holden,'  the  words  of  the  claim  for  the  second  part 
of  the  invention  were :  ^  I  claim  the  metal  fixings  and  the  mode 
of  applying  the  same,  described  herein  as  the  second  part  of  my 
invention."  Tlie  claim  was  construed  not  to  apply  to  the  metal 
fixings  (which  were  notoriously  old  and  well  known)  apart  from 
their  application.^ 

'  Back  0.  Hermance,  1  Blatch.  39S. 
*  Booth  V,  Garelly,  1  Blatch.  247. 
'  Ozley  V,  Holden,  8  Com.  Ben.  K.  S.  666. 
« Had.  705. 
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CHAPTER   VII. 

PBOcsEDmas  at  the  paibni  officb. 

« 

I.   Caveat  for  incomplete  Inyention. 
n.  The  Petition,  Oath,  Payment  of  Fees, 
m.  Signatnres  of  the  Secretary  of  the  Interior  and  Commissioner. 
IV.  Interfering  Applications. 

y.  Beissue  and  Amendment  of  Patents. 

CAVEAT  FOB  INCOMPLETE  INVENTION. 

t 

§  270.  The  twelfth  section  of  the  act  of  July  4, 1836,  provides 
that  any  citizen  of  the  United  States,  or  alien  who  shall  have  been 
resident  in  the  United  States  one  year  next  preceding,  and  who 
shall  have  made  oath  of  his  intention  to  become  a  citizen  thereof, 
who  shall  have  invented  any  new  art,  machine,  or  improvement 
thereof,  and  shall  desire  further  time  to  mature  the  same,  may, 
on  payment  of  the  sum  of  twenty  dollars,  file  in  the  Patent  Office  a 
caveaty  setting  forth  the  design  and  purpose  thereof,  and  its  prin- 
cipal and  distinguishing  characteristics,  and  praying  protection  of 
his  right  till  he  shall  have  matured  his  invention ;  which  sum  of 
twenty  dollars,  in  case  the  person  filing  such  caveat  shall  after* 
wards  take  out  a  patent  for  the  invention  therein  mentioned,  shall 
be  considered  a  part  of  the  sum  required  for  the  same.  And  such 
caveat  shall  be  filed  in  the  confidential  archives  of  the  office,  and 
preserved  in  secrecy.  And  if  application  shall  be  made  by  any 
other  person  within  one  year  from  the  time  of  filing  such  a  caveat, 
for  a  patent  of  any  invention  with  which  it  may  in  any  respect  in- 
terfere, it  shall  be  the  duty  of  the  commissioner  to  deposit  the 
description,  specifications,  drawings,  and  model  in  the  confidential 
archives  of  the  office,  and  to  give  notice,  by  mail,  to  the  person 
filing  the  caveat,  of  such  application,  who  shall,  within  three 
months  after  receiving  the  notice,  if  he  would  avail  himself  of  the 
benefit  of  his  caveat,  file  his  description,  specifications,  drawings, 
and  model ;  and  if,  in  the  opinion  of  the  commissioner,  the  spe- 
cifications of  claim  interfere  with  each  other,  like  proceedings  may 
be  had  in  all  respects  as  are  provided  in  the  case  of  interfering  ap- 
plications. 

These  provisions  have  been  somewhat  modified  by  the  Patent 
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Act  of  1861,  (Laws  1861,  cb.  88,  §  9,)  which  declares,  "  And  be 
it  further  enacted^  That  no  money  paid  as  a  fee  on  any  application 
for  a  patent  after  the  passage  of  this  act  shall  be  withdrawn  or  re- 
funded, nor  shall  the  fee  paid  on  filing  a  cayeat  be  considered  as 
part  of  the  sum  required  to  be  paid  on  filing  a  subsequent  applica- 
tion for  a  patent  for  the  same  invention*    That  the  three  months' 
notice  given  to  any  caveator,  in  pursuance  of  the  requirements  of 
section  twelve,  act  of  July  4th,  1836,  shall  be  computed  from  the 
day  on  which  such  notice  is  deposited  in  the  post-ofiice  at  Washing- 
ton, with  the  regular  time  for  the  transmission  of  the  same  added 
thereto,  which  time  shall  be  indorsed  in  the  notice.'^    Section  ten 
of  this  act  of  1861  also  abolishes  the  laws  regulating  the  fees  at 
the  Patent  Office,  and  discriminating  between  citizens  of  the  United 
States  and  that  of  other  countries,  and  provides  that  the  fee  for 
filing  each  caveat  shall  be  ten  instead  of  twenty  dollars.    As  to  the 
effect  of  a  caveat  upon  a  subsequent  patent,  see  the  ruling  of 
Sprague,  J.,  in  Johnson  v.  Boot,  MS. :  ^^  It  is  contended,  on  the  part 
of  the  defendant,  that  the  caveat  itself  is  conclusive  evidence  that 
the  invention  was  not  perfected.    You  will  observe  that  the  appli- 
cation, which  is  in  the  caveat  before  you,  made  to  the  Patent  Office 
by  Mr<  Johnson  for  leave  to  file  a  caveat,  sets  forth  that  he  has 
made  a  certain  new  and  useful  improvement  in  the  sewing- 
machine,  and  that  he  is  then  making  experiments  to  perfect  it, 
and  he  asks  leave  to  file  a  caveat  to  secure  it.    The  defendant 
insists  that  that  application  is  of  itself  conclusive  evidence  that  he 
has  not  perfected  it.     We  will  look  at  it,  gentlemen,  and  see.    I 
do  not  instruct  you  that  it  is  conclusive  evidence ;  but  it  is  evi- 
dence for  you  to  take  into  view  iif  connection  with  the  other 
evidence,  and  in  connection  with  the  other  parts  of  the  same  in- 
strument, in  which  he  begins  by  sajring  that  he  has  made  a  new 
^d  useful  invention  in  the  sewing-machine.      Now,  'gentlemen, 
although  a  caveat  is  understood  to  be,  and  in  this  instance  is, 
filed  in  order  to  allow  the  party  to  perfect  his  machine,  yet  if,  in 
point  of  fact,  the  invention  had  been  perfected  in  the  eye  of  the 
law,  as  I  have  explained  to  you,  then,  if  you  are  satisfied  of 
that  from  the  evidence,  you  may  deem  it,  for  the  purposes  of 
this  trial,  as  perfected.    Or  it  may  happen  that  a  person  may 
choose  to  file  a  caveat  while  he  is  going  on  and  making  improve- 
ments upon  an  invention  which  he  has  already  completed,  so  as  to 
^  of  practical  utility.    Therefore,  gentlemen,  I  would  say  to  you 
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that  you  will  tako  into  CQusideEation  the  declaration  of  the  plain- 
tiff himself  in  the  application,  that  he  had  made  a  new  and  aseful 
improvement  in  sewing-m€Uihines^  and  the  further  declaration  that 
he  is  making  experiments  in  order  to  perfect  his  invention,  and 
the  subsequent  declaration  that  he  has  made  a  new  and  useful 
improvement,  and  the  other  evidence  in  relation  to  the  case,  — 
that  is,  what  is  described  in  the  caveat  and  the  model  made  in 
1848,  —  and  see  if  that  exhibits  to  you  a  perfected  machine ;  and 
then  such  further  evidence  as  you  have  as  of  the  actual  operation, 
of  the  machine  that  will  be.  before  you.. 

'^  Now,  gentlemen,  if  he  had  perfected  it,  then  he  had  a  ri^t  to 
embrace  it  in  a  patent  that  he  should  afterwards  take  out.    If  he 
had  not.  perfected  it,  then  another  question  will  arise,  and  that  is, 
had  he  invented  the  feeding  mechanism  at  that  time,  and  did  he 
use  due  diligence  to  perfect  that  and.  put  it  into  a  perfect  machine 
so  as  to  make  it  of  some  practical  utility.  .....  If  the  invention 

was  perfected,  as  I  have  already  said,  or,  if  not  perfected,  if  Mr. 
Johnson  used  reasonable  diligence  to  perfect  it,  then  he  had  a 
right  to  have  it  incorporated  into  his  patent,  and  to  supersede 
those  that  had  intervened  between  his  first  discovery  and  his  sub- 
sequent taking  out  of  the  patent.  If  he  had  not  perfected  it,  and 
did  not  use  due  diligence  to  carry  it  into  effect,  and  in  the  mean 
time,  before  he  got  his  patent,  some  one  else  had  invented  and 
used  and  incorporated  into  a  practical,  useful  machine  that  mode 
of  feeding,  then  he  could  not,  by  subsequent  patent,  appropriate 
to  himself  what  was  embraced  ia  the  former  machine,  between 
his  caveat  and  the  obtsdning  of  his  patent." 

THE  PETITION,  OATH,  PAYMENT  OP  FEES,  ETC. 

§  271.  The  act  of  1836,  §  6,  requires  an  inventor  who  desires 
to  obtain  a  patent  to  '^  make  appliccLtion  in  writing  to  the  Gommis* 
sioner  of  Patents,"  &c.  This  application  in  writing  has,  from  the 
origin  of  the  government,  been  by  way  of  petition,  generally  with 
the  specification  annexed  and  referred  to,  or  accompanied  by  the 
specification,  filed  at  the  same  time.  The  form  of  the  petition  is 
not  material,  provided  it  set  forth  the  facts  to  which  the  applicant 
is  required  to  make  oath.  When  filed,  it  is  to  be  presumed  to 
adopt  the  specification,  or  schedule,  filed  at  the  same  time,  and  to 
ask  for  a  patent  for  the  invention  therein  described.^ 

^  Hogg  V.  Emerson,  6  How.  487,480.    The  roles  of  the  Patent  Office  give  a 
form  of  petition  which  it  is  adyisable  to  adopt  in  all  cases.    See  Appendix. 
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If  a  party  chooses  to  withdraw  his  application  for  a  patent  and 
pay  the  for&it,  intending  at  the  time  of  such  withdrawal  to  file  a 
new  petition,  and  he  accordingly  does  so,  the  two  petitions  are  to 
be  considered  as  parts  of  the  same  transaction  and  as  constituting  a 
continuous  application,  within  the  meaning  of  the  law.  The 
qaestioq  of  the  continuity  of  the  application  should  be  submitted 
tp  the  jury.^  Where  an  inventor,  haying  made  application  for  a 
patent  for  certain  improvements,  afterwards,  with  his  claim  still. 
Qn  file,  makes  application  for  another  but  distinct  improvement  in 
the  same  branch  of  art,  describing  therein  the  focmer  application, 
but  not  claiming  it  as  original,  such  description  and  non-claim  is 
not  to  be  considered  a  dedication  of  the  prior  invention.^ 

1 272.  The  applicant  is  also  required  to  make  oath  or  affirma- 
tion that  he  does  verily  believe  that  he  is  ^^  the  original  and  first 
inventor,"  &c.,  '^  and  that  he  does  not  know  or  believe  that  the 
same  was  ever  before  known  or  used,"  and  also  of  what  country 
he  is  a  citizen ;  which  oath  or  affirmation  may  be  made  before  any 
person  authorized  by  l^w  to  administer  oaths.^ 

§  273.  The  applicant  is  required  to  make  oath  or  affirmation,, 
not  that  he  is  the  original  and  first  inventor  or  discoverer,  but  that 
he  believes  himself  to  be  so.  He  cannot  know  absolutely  whether 
he  first  invented  or  discovered  the  thing  for  which  he  claims  a  pat- 
ent, but  he  may  believe  that  he  did ;  and  it  is  only  when  he  is 
willing  to  make  oath  that  he  so  believes,  that  the  law  grants  him 
the  patent.  A  subsequont  section  of  the  same  statute  provides  for 
one  case  in  which  a  patent  shall  still  be  valid,  if  issued  to  an  appli- 
cant who  believed  himself  to  be  the  first  inventor  or  discoverer,  al- 
though he  was  not  so,  in  point  of  fact.  This  case  is  where  the 
invention  or  discovery  had  been  previously  known  or  used  in  a 
foreign  country,  but  had  not  been  patented  or  described  in  any 
public  work,  and  the  patentee  was  ignorant  of  that  fact.  If  the 
patentee,  before  making  his  application,  had  learned  that  the  thing 
had  been  known  or  used  in  a  foreign  country,  although  not  pat- 
ented or '  described  in  any  foreign  work,  he.  cannot  have  believed 

• 

^  Godfrey  v.  Eames,  1  Wallace,  817. 

*  Suffolk  Co.  V.  Hayden,  S  Wallace,  315. 

'  Act  of  July  4, 1886,  §  6.  The  oath  extends  to  all  described  in  the  schedule 
filed  with  the  petition,  as  well  as  to  the  title  or  description  of  the  invention  con- 
tained in  the  petition  itself.    Hogg  v.  Emerson,  6  How.  487,  482. 
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himself  to  be  the  first  iaventor  or  discoverer.    But  if  he  learn  the 
fact  after  he  has  takea  the  oath,  it  will  not  invalidate  his  patent.* 

§  274.  An  irregularity  in  the  form  of  the  oath  will  be  cured 
hy  the  issuing  of  the  patent,  and  it  seems  that  a  patent  woald  be 
vaUd,  when  issued,  although  the  oath  miglit  not  have  been  taken 
at  all.  It  has  been  held  that  the  taking  of  the  oath  is  only  A 
prerequisite  to  the  granting  of  the  patent,  'and  in  no  degree 
essential  to  its  validity ;  so  that  if  the  proper  authorities,  from 
inadvertence  or  any  other  cause,-  should  grant  a  patent,  where  the 
applicant  had  not  made  oath  according  to  the  requisitions  of  the 
statute,  tlie  patent  would  still  be  valid.  But  where  tiie  oath  has 
been  taken  and  is  recited  in  the  patent,  it  is  the  foundation  of  the 
onus  probandi  thrown  ou  the  party  who  alleges  that  the  patentee 
was  not  the  original  and  first  inventor.^  - 

§  275.  The  ninth  section  of  the  statute  provides,  that  before 
any  application  for  a  patent  shall  be  considered  by  the  com- 
missioner, the  applicant  shall  pay  into  the  treasury  of  the  United 
States,  or  into  any  of  the  deposit  banks  to  the  credit  of  the 
Treasury,  if  he  be  a  citizen  of  the  United  States,  or  an  alien,  and 
shall  have  been  resident  in  the  United  States  for  one  year  next 
preceding,  and  shall  have  made  oath  of  his  intention  to  become  a 
citizen  thereof,  the  sum  of  thirty  dollars ;  if  a  subject  of  the  King 
eat  Britain,  the  sum  of  five  hundred  dollars.^ 
3Ee  provisions  have  been  superseded  by  the  fee-bill  contained 
I  Act  of  Mar.  2, 1861,  §  10.     And  be  it  further  enacted,  That 
NS  now  in  force  fixing  the  rates  of  the  Patent  Office  fees  to  be 
and  discriminating  between  the  inhabitants  of  the  United 
<  and  tliose  of  other  countries,  which  shall  not  discriminate 
3t  the  inhabitants  of  the  United  States,  are  hereby  repealed, 
1  their  stead  the  following  rates  are  established  :  — ' 
filing  each  caveat,  ten  dollars. 

filing  each  original  application  for  a  patent,  except  for  a 
1,  fifteen  dollars. 

issuing  eacli  original  patent,  twenty  dollars, 
every  appeal  from  the  examiner  in  chief  to  the  commission- 
enty  dollars. 
t4tli  July,  1836,S16. 
ien  V.  Bewey,  I  Story's  R.  BBS,  341. 
1 4Ch  July,  1836,  g  9. 
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On  every  application  for  the  reissue  of  a  patent,  thirty  dol* 
lars. 

On  every  application  for  the  extension  of  a  patent,  fifty  dollars  ; 
and  fifty  dollars  in  addition,  on  the  granting  of  every  extension. 

On  filing  each  disclaimer,  ten  dollars. 

For  certified  copies  of  patents  and  other  papers,  ten  cents  per 
hundred  words. 

For  recording  every  assignment,  agreement,  power  of  attorney, 
and  other  papers  of  three  hundred  words  or  under,  one  dollar. 

For  recording  every  assignment  and  other  papers  over  three 
hundred  and  under  one  thousand  words,  two  dollars. 

For  recording  every  assignment  or  other  writing,  if  over  one 
thousand  words,  three  dollars. 

For  copies  of  drawings,  the  reasonable  cost  of  making  the 
same. 

» 

SIGNATUBES  OF  THE   SECRETARY  OF  THE  INTERIOR  AND   OF  THE 

COMMISSIONER  OF  PATENTS. 

§  276.  The  act  of  July  4, 1836,  ch.  357,  §  5,  provides  that  patents 
shall  be  issued  from  the  Patent  Office  ^'  in  the  name  of  the  United 
States,  and  under  the  seal  of  said  office,  and  be  signed  by  the 
Secretary  of  State,  and  countersigned  by  the  commissioner  of  said 
office.'' 

But  now,  according  to  act  of  1849,  ch.  108,  §  2,  *'  The  Secre- 
tary of  the  Interior  shall  exercise  and.  perform  all  the  acts  of 
supervision  and  appeal  in  regard  to  the  office  of  Commissioner  of 
Patents,  now  exercised  by  tlie  Secretary  of  State." 

§  277.  It  has  been  held  that  the  sanction  of  the  Secretary  of , 
State  (now  of  the  Interior)  to  a  correction  of  a  clerical  mistake  in 
letters-patent,  may  be  given  in  writing  afterwards ;  and  that  he 
need  not  re-sign  the  letters  themselves.  But  the  commissioner,  if 
he  be  the  same  officer  who  countersigned  the  letters  originally, 
may  make  the  correction  without  re-signing  or  re-sealing.  If  the 
mistake  occurs  in  the  copy  of  tfie  patent,  and  not  in  the  record  or 
enrolment,  it  may  be  corrected  by  the  commissioner  and  made  to 
conform  to  the  original.  If  the  mistake  in  the  enrolled  patent  be 
a  material  one,  the  letters  cannot  operate  except  on  cases  arising 
after  the  correction  is  made  ;  but  if  the  correction  be  of  a  clerical 
mistake  only,  it  operates  back  to  the  original  date  of  the  letters, 

PAT.  18 
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unless,  perhaps,  as  to  third  persons,  who  have  acquired  intervening 
rights  to  be  affected  by  the  alteration.^ 

§  278.  It  has  also  been  held,  that  a  signature  to  the  patent,  and 
a  certificate  of  copies  by  a  person  calling  himself  '^  acting  commis- 
sioner," is  sufficient  on  its  face  in  controversies  between  the 
patentee  and  third  persons,  as  the  law  recognizes  an  acting  com- 
missioner.* 

REISSUE  OB  AMENDMENT   OP  A  PATENT. 

§  279.  The  act  of  July  4, 1836,  §  13,  makes  the  following  pro- 
vision in  case  of  a  defective  or  insufficient  specification,  or  of  the 
subsequent  invention  of  something  which  the  patentee  wishes  to 
add  to  his  specification. 

§  280.  "  And  be  it  further  enacted  :  That  whenever  any  patent 
which  has  heretofore  been  granted,  or  which  shall  hereafter  be 
granted,  shall  be  inoperative  or  invalid,  by  reason  of  a  defective  or 
insufficient  description  or  specification,  or  by  reason  of  the  patentee 
claiming  in  his  specification,  as  his  own  invention,  more  than  he 
had  or  shall  have  a  right  to  claim  as  new ;  if  the  error  has  or  shall 
hav^  arisen  by  inadvertency,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  it  shall  be  lawful  for  the  com- 
missioner, upon  the  surrender  to  him  of  such  patent,  and  the 
payment  of  the  further  duty  of  fifteen  dollars,  to  cause  a  new 
patent  to  be  issued  to  the  said  inventor,  for  the  same  invention, 
for  the  residue  of  the  period  then  unexpired  for  which  the  original 
patent  was  granted,  in  accordance  with  the  patentee's  corrected 
description  and  specification.  And  in  case  of  his  death,  or  any 
assignment  by  him  made  of  the  original  patent,  a  similar  right  shall 
vest  in  his  executors,  administrators,  or  assignees.  And  the  patent 
so  reissued,  together  with  the  corrected  description  and  specifica- 
tion, shall  have  the  same  effect  and  operation  in  law,  on  the  trial 
of  all  actions  hereafter  commenced  for  causes  subsequently  accru- 
ing, as  though  the  same  had  been  originally  filed  in  such  corrected 

^  Woodworth  v.  Hall,  1  Woodb.  &  M.  248 ;  s.  c.  Ibid  889. 

•  Woodworth  v.  Hall,  1  Woodb.  &  M.  248.  Where  eyidence  is  offered  to 
prove  that  the  "  acting  commissioner  "  who  signs  a  patent  was  not  appointed  hy 
the  President,  it  is  doubtful  whether  it  is  competent  in  controyersies  where  he  » 
not  a  party,    s.  c.  1  Woodb.  &  M.  389. 
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form,  before  the  issuing  out  of  the  original  patent.  [And  when- 
ever the  original  patentee  shall  be  desirous  of  adding  the  description 
and  specification  of  any  new  improvement  of  the  original  invention 
or  discovery  which  shall  have  been  invented  or  discovered  by  him 
subsequent  to  the  date  of  his  patent,  he  may,  like  proceedings  being 
had  in  all  respects  as  in  the  case  of  original  applications,  and  on  the 
payment  of  fifteen  dollars,  as  hereinbefore  provided,  have  the  same 
annexed  to  the  original  description  and  specification ;  and  the  com- 
missioner shall  certify,  on  the  margin  of  such  annexed  description 
and  specification,  the  time  of  its  being  annexed  and  recorded ;  and 
the  same  shall  thereafter  have  the  same  effect  in  law,  to  all  intents 
and  purposes,  as  though  it  had  been  embraced  in  the  original 
description /tnd  specification."  ^] 

That  provision  of  the  section  in  brackets  has  been  abolished  by  the 
act  of  1861,  ch.  88,  §  9,  which  provides  ^^  that  so  much  of  the  thir- 
teenth section  of  the  act  of  Congress,  approvedJuly  4, 183  6,  as 
authorizes  the  annexing  to  letters-patent  of  the  description  and 
specification  of  additional  improvements  is  hereby  repealed.  And 
in  all  cases  where  additional  improvements  would  now  be  ad- 
missible, independent  patents  must  be  applied  for." 

§  281.  The  object  of  conferring  this  power  of  surrender  and  re- 
issue is  to  enable  patentees  to  remedy  accidental  mistakes.  In  a 
very  recent  case  the  court  took  the  opportunity  of  pointedly  con- 
demning a  practice  which  had  sprung  up  of  late,  and  which  con- 
sists in  surrendering  valid  patents  and  obtaining  reissues  for  the 
purpose  of  inserting  therein  expanded  and  equivocal  claims.^ 

*  The  act  of  March  S,  1837,  §  8,  makes  a  fuiiher  proyision  on  this  subject :  — 
^  And  be  it  further  enacted,  That,  [whenever  application  shall  be  made  to  the 

commissioner  for  any  addition  of  a  newly  discovered  improvement  to  be  made  to 
an  existing  patent,  or]  whenever  a  patent  shall  be  returned  for  correction  and 
reissue,  the  specification  of  claim  annexed  to  every  such  patent  shall  be  subject  to 
leyision  and  restriction,  in  the  same  manner  as  are  original  applications  for  pat- 
ents ;  the  commissioner  shall  not  [add  any  such  improvement  to  the  patent  in  the 
one  case,  nor]  grant  the  reissue  in  the  other  case,  until  the  applicant  shall  have 
entered  a  disclaimer,  or  altered  his  specification  of  claim  in  accordance  with  the 
dedsion  of  the  commissioner ;  and  in  all  such  cases  the  applicant,  if  dissatisfied 
with  such  decision,  shall  have  the  same  remedy  and  be  entitled  to  the  benefit  of  the 
same  privileges  and  proceedings  as  are  provided  by  law  in  the  case  of  original 
applications  for  patenta"    The  parts  in  brackets  are  repealed  by  act  of  1861,  ch. 

88,§9. 

*  Burr  V,  Duryee,  1  Wallace,  581.  "  Since  the  date  of  this  act,  not  only  the 
PUent  Office  but  the  bar  can  furnish  gentlemen  fully  competent  to  the  tadc  of 
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Inasmuch  as  it  is  Uie  duty  of  the  Conrmissioner  of  Patents  to  see 
that  a  reissue  does  not  cover  more  than  the  original,  the  reissue 
is  to  be  presumed  to  be  for  the  same  invention  until  the  contrary 
be  shown.  Variations  in  the  two  patents  do  not  necessarily  imply 
that  the  subsequent  one  is  for  a  different  discovery.  -  The  right  to 
surrender  the  old  patent  and  receive  another  in  its  place  was  givea 
for  the  purpose  of  enabling  the  patentee  to  give  a  more  perfect 
description  of  his  invention,  when  any  mistake  or  oversight  was 
committed  in  the  first.  If  a  separate  invention  is  covered  by  one 
of  the  claims  in  a  surrendered  patent,  and  that  claim,  as  there 
made,  is  void,  the  patentee  may  take  a  distinct  patent  therefor.^ 

Whether  the  defect  be  in  the  specification  or  the  claim,  the  pat* 
eatee  may  surrender  his  patent,  and,  by  an  amended  specification, 
cure  the  defect.  A  substantially  new  and  different  invention  can- 
not be  claimed ;  but  where  the  specification  or  claim  is  made  so 
vaguely  as  to  be  inoperative  or  invalid,  yet  an  amendment  may 
give  to  it  validity.  The  patentee  has  a  right  to  restrict  or  enlarge 
his  claim  so  as  to  give  it  validity  and  effectuate  his  invention.^ 

drawing  up  proper  specifications,  and  but  little  liable  to  commit  blunders  from  in- 
advertency.  Specifications  now  seldom  issue  from  the  Patent  Office  to  which  such 
an  imputation  can  be  made.  Neyertheless,  this  privilege  of  surrender  and  reissue 
is  resorted  to  more  frequently  than  ever.  Formerly,  when  in  course  of  investigar 
tion  in  a  court  of  justice  it  was  discovered  that  a  patent  was  invalid,  for  any  of 
the  reasons  mentioned  in  the  act,  it  was  resorted  to.  Now,  after  a  patent  has 
been  declared  to  be  valid,  the  specification  without  defect,  and  the  claim  for  noth- 
ing more  than  the  invention,  afler  it  has  undergone  examination  for  many  years,  ' 
and  courts  and  juries  have  decided  that  the  patent  is  not  invalid  through  inadver- 
tency, accident,  or  mistake,  the  assignees  come  forward  and  make  oath  that  the 
inventor's  original  patent  is  '  unavailable '  for  some  purpose  unnecessary  to  be  di- 
vulged. In  the  present  case,  the  purpose  is  transparent.  The  specification  of 
this  reissued  patent,  instead  of  describing  first  the  machine  and  the  several  devices 
which  exhibit  its  peculiar  mode  of  operation  in  order  to  produce  the  desired  effect, 
and  stating  what  the  patentee  claims  as  his  peculiar  invention,  commences  by  de- 
scribing *a  mode  of  operation*  as  the  thing  intended  to  be  patented,  and  uses 
these  words :  The  said  mode  of  operation  invented  by  the  said  Henry  A.  Wells,  b 
embodied  in  the  following  description  of  the  mode  of  application.  The  claim  is 
for  the  mode  of  operation  substantially  as  herein  described. 

<*  We  have  no  leisure  for  a  further  development  of  this  novel  form  of  patent,  or 
how,  by  the  use  of  general  and  abstract  terms,  the  specification  is  made  so  elastic 
that  it  may  be  construed  to  claim  only  the  machine,  or  so  expanded  as  to  include 
all  previous  or  future  inventions  for  the  same  purpose." 

1  O'Reilly  v.  Morse,  16  How.  62. 

'  Battin  v.  Taggert,  17  How.  74.  KeversiDg  the  same  case  in  2  Wallace,  C. 
G.  B.  101. 
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A  patent  which  is  extended  by  a  special  act  of  Congress  becomes 
thereby  a  patent  for  the  period  of  twenty-eight  years  from  its  origi- 
nal date,  and  a  surrender  and  reissue  thereof  after  such  extension 
stand  on  the  same  footing  as  if  they  had  been  made  in  the  case  of. 
a  patent  for  twenty-one  years.^ 

§  282.  The  question  has  been  raised,  how  far  the  decision  of  the 
Commissioner  of  Patents  upon  the  existence  of  a  defect  in  the 
Bpecification,  arising  from  inadvertence,  accident,  or  mistake,  is  re- 
examinable  elsewhere.  It  becomes  important  when,  in  an  action 
under  the  reissued  patent,  the  defence  is  set  up  that  the  reissue  is 
*  for  a  different  invention  for  that  described  in  the  surrendered  pat- 
ent. Inasmuch  as  the  descriptions  in  the  two  patents  necessarily 
differ,  it  follows  that  if  the  commissioner's  decision  is  open  to  re- 
examination, so  that  the  fact  of  the  existence  of  defects  in  the 
former  patent  can  be  inquired  into,  the  defendant  is  at  liberty  to 
show  that  the  reissued  patent  is  not  for  the  same  invention  as  that 
covered  by  the  surrendered  one.  But  if,  on  the  other  hand,  the 
commissioner's  action  in  the  matter  of  surrender'  and  reissue  is 
conclasive,  then  the  granting  of  a  new  patent,  as  provided  by  stat- 
ute, precludes  all  inquiry  into  the  fact  whether  it  was  or  was  not 
rightly  granted,  and  makes  the  new  patent  of  necessity  applicable 
to  the  same  invention  as  the  old. 

Under  the  act  of  1832  the  Supreme  Court  held  that  the  reissue 
of  a  patent  by  the  commissioner  weis  primd  facie  evidence  that  the 
proofs  of  defect  required  by  the  statute  had  been  regularly  fur- 
nished and  were  satisfactory.^  Subsequently,  under  the  act  ef 
1836,  the  same  court  appears  to  have  considered  the  granting  of 
the  renewed  patent  as  so  far  conclusive  upon  the  question  of  the 
existence  of  error  in  the  original  patent  arising  from  inadvertency, 
accident,  or  mistake,  that  nothing  remained  open  but  the  fairness 
of  the  transaction ;  that  the  question  of  fraud  might  be  raised,  and 
that  this  was  for  the  jury ;  but  that,  unless  the  surrender  and  re- 
newal were  impeached  by  showing  fraud,  the  reissue  must  be 
deemed  conclusive  proof  that  the  case  provided  for  by  the  statute 
existed.* 

This  view  is  also  taken  in  Woodworth  v.  Stone,  Allen  v.  Blunt, 

'  Gibson  V,  Harris,  1  Blatch.  167.    (1S46.) 

'  The  Philadelphia  and  Trenton  R.  R.  Co.  v.  Stimpson,  14  Pet.  448. 

*  Stimpson  v,  Westchester  R  B.  Co.  4  How.  880. 
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iacidentally  affirmed  in  O'Beiilj  r.  Morse,  and  expressly  affirmed 
in  Potter  v.  Holland.^ 

'  Woodworth  e.  Stone,  S  Story's  R.  749,  753,'  In  this  case,  which  wm  in  eqmtj, 
&e  learned  judge  wd :  "  But  the  moat  material  objection  taken  ii,  that  tbe  new 
patent  is  not  for  the  same  inventiDn  aa  that  which  has  been  Burrendered.  And 
certainl)',  if  thii  be  correct,  there  la  a  tatal  objection  to  the  prolongation  of  the 
injoQctioD.  But  IB  the  objection  well  founded,  in  point  of  fact  ?  It  it  said,  QM 
the  present  patent  ib  for  a  combioatjon  onlj,  and  that  thS  old  patent  was  (or  a 
combination  and  something  more,  or  different.  Bnt  I  apprehend  that,  upon  the 
face  of  the  present  patent,  the  quentitm  is  scarcelj  open  for  the  conoderadon  of  the 
court ;  and,  at  all  events,  certainly  not  'open  in  thii  stage  of  the  canae.  I  have 
already,  in  another  cause,  had  occanou  to  decide,  Uiat  where  the  Commianinier  of 
Patents  accepts  a  surrender  of  an  old  patent  and  grants  a  new  one,  under  the  act 
of  I83E,  cL  357,  his  decision,  being  an  act  expressly  confided  to  him  by  law,  and 
dependent  upon  his  judgment,  is  not  re-examinable  elsewhere;  and  that  the  court 
must  take  it  to  be  a  lawful  exercise  trf'  his  authority,  unless  it  is  apparent,  npcm 
the  Tery  face  of  the  patent,  that  he  has  exceeded  his  authority,  and  there  is  a  clear 
repugnancy  between  the  old  and  the  new  patent,  or  the  new  one  has  been  ob- 
tained by  collusion  between  the  commisaioner  and  the  patentee.  Now,  upon  die 
face  of  it,  the  new  patent,  in  the  present  caae,  purports  to  be  for  the  same  inven- 
tion and  none  other,  that  is  contained  in  the  old  patent.  The  avowed  difleience 
between  the  new  and  the  old  is,  that  the  specification  in  the  old  is  defective,  and 
that  the  defect  is  intended  to  be  remedied  in  the  new  patent.  It  is  upon  this 
very  ground  that  the  old  patent  was  surrendered  and  the  new  patent  was  grant- 
ed. The  clura  in  the  new  patent  is  not  of  any  new  invention,  but  of  the  old  in- 
vention more  perfectly  described  and  ascertained.  It  is  manifest  (hat,  in  the  fint 
instance,  the  commissioner  was  the  proper  judge  whether  the  invention  was  the 
same  or  not,  and  whether  there  was  any  deficit  in  the  specification  or  not,  by 
inadvertence,  accident,  or  mistake ;  and  consequently,  he  must  have  decided 
that  the  combination  of  machinery  claimed  in  the  old  patent  was,  in  substance, 
^e  same  combma&in  and  invention  claimed  and  described  in  the  new.  My  im- 
prcsaon  is,  that  at  the  former  trial  of  the  old  patent  before  me,  I  held  the  cltum 
substantially  (although  obscurely  worded)-  to  be  a  claim  for  the  invention  of  a 
particular  combination  of  machinery,  for  planing,  tongueing,  and  grooving,  and 
dressing  boards,  &c. ;  or,  in  other  words,  that  it  was  the  claim  of  an  inventioB  ef 
a  plauing.machine  or  planing  apparatus  such  as  he  had  described  in  fais  spectfi- 

"  It  appears  to  me,  therefore,  that  primS  facie,  and  at  all  events  in  this  stage  of 
the  cause,  it  must  be  taken  to  be  true,  that  the  new  patent  is  for  the  same  inven- 
'-—  -)s  the  old  patent ;  and  that  the  only  difference  is,  not  in  the  invention  itself, 
1  the  specification  of  it  In  the  old,  it  was  defectively  described  and  clumed. 
a  new,  the  defects  are  intended  U>  be  remedied.  Whether  they  are  eSecta- 
«medied  is  a  point  not  now  properiy  before  the  courL  But  as  the  ccsnrois- 
r  of  patents  has  grant«d  the  new  patent  as  for  the  same  invention  as  the  old, 
IS  not  appear  to  me  that  this  court  is  now  at  liberty  to  reverse  his  judgment, 
say  that  he  has  been  guilty  of  an  excess  of  authority,  at  least  (as  has  been 
dy  suggested)  not  in  this  stage  of  the  cause  ;  for  that  would  be  for  the  court 


§  282,  288.]    PBOGEEDINGS  AT  THE  PATENT  OFHCE.  279 

§  283.  Mr.  Justice  Story  has  held  that  the  statutes  which 
authorize  the  reissue  of  a  patent  because  of  a  defective  or  re- 

of  itself  to  assume  to  decide  many  matters  of  &ct  as  to  the  specification  and  the 
combinatioD  of  machinery  .in  both  patents,  without  any  adequate  means  of  knowl- 
edge or  of  guarding  itself  from  gross  error.  For  the  purpose  of  the  injunction,  if 
for  nothing  else,  I  must  take  the  invention  to  be  the  same  in  both  patents,  after 
the  Commissioner  of  Patents  has  so  decided,  hy  granting  the  new  patent.** 

In  AUen  v.  Blunt,  3  Story's  R.  742,  743,  which  was  an  action  at  law,  the  same 
Judge  obeeryed :  ^  The  thirteenth  section  of  the  Patent  Act  of  1836,  ch.  357,  en- 
acts, that  whenever  any  patent  shall  be  inoperative  or  invalid,  by  reason  of  a  defec- 
tive or  insufficient  description  or  specification,  or  by  reason  of  the  .patentee  claim- 
ing in  lus  specification,  as  his  own  invention,  more  than  he  had,  or  shall  have  a  right 
to  cbdm  as  new,  if  the  error  has  or  shall  have  arisen  by  inadvertency,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  intention,  it  shall  be  lawful  for  the 
commissioner,  upon  the  surrender  to  him  of  such  patent,  and  the  payment  of  the 
fiirther  duty  of  fifteen  dollars,  to  cause  a  new  patent  to  be  issued  for  the  same  inven- 
tion fiir  the  residue  of  the  term  then  unexpired,  for  which  the  original  patent  was 
granted,  in  accordance  with  the  patentee's  corrected  description  and  specification. 
Now,  the  specification  may  be  defective  or  insufficient,  either  by  a  mistake  of  law, 
as  to  what  is  required  to  be  stated  therein  in  respect  to  the  claim  of  the  inventor, 
or  by  a  mistake  of  fact,  in  omitting  things  which  are  indispensable  to  the  com- 
pleteness and  exactness  of  the  description  of  the  invention,  or  of  the  mode  of  con- 
structing, or  making,  or  using  the  same.  Whether  the  invention  claimed  in  the 
original  patent,  and  that  claimed  in  the  new  amended  patent,  is  substantially  the 
same,  is  and  must  be  in  many  cases  a  matter  of  great  nicety  and  difficulty  to  de- 
cide. It  may  involve  consideration  of  fact  as  well  as  of  law.  Whd  is  to  decide 
the  question  ?  The  true  answer  is,  the  Conmiissioner  of  Patents ;  for  the  law 
intrusts  him  with  the  authority,  not  only  to  accept  the  surrender,  but  to  grant 
the  new  amended  patent  He  is  bound,  therefore,  by  the  very  nature  of  his  du- 
ties to  inquire  into  and  ascertain  whether  the  specification  is  sufficient  or  insuffi- 
cient, in  point  of  law  or  fact,  and  whether  the  inventor  has  claimed  more  than  he 
has  invented,  and  in  such  case,  whether  the  error  has  arisen  from  inadvertency, 
acodent,  or  mistake,  or  with  a  fraudulent  or  deceptive  intention.  No  one  can 
well  doubt,  that  in  the  first  instance,  therefore,  he  is  bound  to  decide  the  whole 
law  and  facts  arinng  under  the  application  for  the  new  patent.  Prima  facie^ 
therefore,  it  must  be  presumed  that  the  new  amended  patent  has  been  properly 
and  rightfully  granted  by  him.  I  very  much  doubt  whether  his  decision  is  or  caft 
be  re-examinable  in  any  other  place,  or  in  any  other  tribunal,  at  least,  unless  his 
decision  is  impeached  on  account  of  gross  fraud  or  connivance  between  him  and 
the  patentee ;  or  unless  his  excess  of  authority  is  manifest  upon  the  very  face  of 
the  papers ;  as,  for  example,  if  the  original  patent  were  for  a  chemical  combina- 
tion, and  the  new  amended  patent  were  for  a  machine.  In  other  cases,  it  seems 
to  me,  that  the  law,  having  entrusted  him  with  authority  to  ascertain  the  facts, 
and  to  grant  the  patent,  his  decision,  bond  fide  made,  is  conclusive.  It  is  like 
many  other  cases,  where  the  law  has  referred  the  decision  of  a  matter  to  the 
wand  discretion  of  a  public  officer,  whose  adjudication  becomes  conclusive.  Sup- 
pose the  Secretary  of  the  Treasury  should  remit  a  penalty  or  forfeiture  incurred 
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dundant  specification^  without  fraud  or  for  the  purpose  of  adding 
thereto  an  improvement,  do  not  require  the  patentee  to  claim  in 
his  renewed  patent  all  things  which  were  claimed  in  his  original 
patent,  but  give  him  the  privilege  of  retaining  whatever  he  deems 
proper.^ 

by  a  breach  of  the  laws  of  the  United  States,  would  his  decision  be  re-examinable 
in  any  court  of  law  upon  a  suit  for  the  penalty  or  forfeiture  ?  The  President  of 
the  United  States  is  by  law  invested  with  authority  to  call  forth  the  militia  to 
suppress  insurrections,  to  repel  invasions,  and  to  execute  the  laws  of  the  Union ; 
and  it  has  been  held  by  the  Supreme  Court  of  the  United  States,  that  his  decision 
as  to  the  occurrence  of  the  exigency  is  conclusive.  Martin  t;.  Mott,  12  Wheat. 
R.  19.  In  short,  it  may  be  laid  down  as  a  general  rule,  that,  where  a  particular 
authority  is  confided  to  a  public  officer,  to  be  exercised  by  him  in  his  discretion 
upon  the  examination  of  facts,  of  which  he  is  made  the  appropriate  judge,  his  de- 
cision upon  these  facts  is,  in  the  absence  of  any  controlling  provisions,  absolutely 
conclusive  as  to  the  existence  of  those  facts.  My  opinion,  therefore,  is,  that  the 
grant  of  the  present  amended  patent  by  the  Commissioner  of  Patents  is  conclusive 
as  to  the  existence  of  all  thefactSf  which  were  by  law  necessary  to  entitle  him  to  issue 
it;  at  least,  unless  it  was  apparent  on  the  very  face  of  the  patent  itself,  without 
any  auxiliary  evidence,  that  he  was  guilty  of  a  clear  excess  of  authority,  or  that 
the  patent  was  procured  by  a  fraud  between  him  and  the  patentee,  which  is  not 
pretended  in  the  present* case." 

Potter  et  al.  v,  Holland.  ^^  The  power  and  duty  of  granting  a  new  patent  for 
the  original  invention,  when  a  lawful  surrender  of  the  old  patent  has  been  made, 
are  by  law  expressly  confided  to  the  commissioner.  The  decision  made  by  him  in 
this  case  is  that  the  reissued  patents  are  for  the  same  invention  originally  discov- 
ered and  intended  by  the  patentee  to  be  secured  by  the  original  patent  That 
decision  the  law  has  confided  to  his  judgment.  The  court  must  take  that  deci^on 
as  a  lawful  exercise  of  his  authority.  It  is  not  re-examinable  here,  unless  it  is 
apparent  upon  the  face  of  the  patent  that  the  commissioner  has  exceeded  his  au- 
thority, or  unless  there  is  a  clear  repugnancy  between  the  old  and  the  new  pat- 
ents, or  unless  the  new  one  has  been  obtained  by  collusion  between  the  commis- 
sioner and  the  patentee.  Woodworth  v.  Stone,  3  Story,  749.  It  is  not  apparent 
upon  the  face  of  either  of  the  reissued  patents  that  the  commissioner,  in  granting 
the  same,  has  exceeded  his  authority ;  neither  does  there  appear  to  be  any  clear 
repugnancy  between  the  old  and  the  new  patents ;  nor  is  there  any  satisfactory 
evidence  to  show  that  either  of  the  new  patents  was  obtained  by  collusion  between 
the  commissioner  and  patentee.  The  exception,  therefore,  taken  by  the  defend- 
ant, that  the  invention  secured  by  the  reissued  patents  was  not  the  invention  of 
the  patentee  when  the  original  patent  was  granted,  and  was  not  intended  by  him 
to  be  secured  by  that  patent,  must  fail."    MS. 

^  Carver  t7.  The  Braintree  Manuf.  Co.  2  Story,  438.  "  The  next  objection  is, 
that  the  patentee  has  omitted  some  things  in  his  renewed  patent  which  he  claimed 
in  his  original  patent  as  a  part  of  his  invention,  viz.,  the  knob,  the  ridge,  and  the 
flaring  of  the  lateral  surface  of  the  rib  above  the  saw,  and  that  he  claims  in  his 
renewed  patent  the  combination  of  the  thickness  and  the  slop^  of  the  front 
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§  284.  When  a  patent  is  thus  reissued,  it  is  granted  for  the 
unexpired  term,  commencing  from  the  date  of  the  original  patent, 

and  back  surfaces  of  the  rib.  Now  by  §  IS  of  act  1886,  cb.  357,  it  is  provided, 
that  whenever  any  patent  which  is  granted  '  shall  be  inoperative  or  invalid  b^ 
reason  of  a  defective  or  insufficient  description  or  specification,  or  by  reason  of  the 
patentee  claiming  in  his  specification,  as  his  own  invention,  more  than  he  had  or 
diall  have  a  right  to  claim  as  new,  if  the  error  shall  have  arisen  by  inadvertency, 
mistake,  or  accident,  and  without  any  fraudulent  or  deceptive  intention,  it 
ahall  be  lawful  for  the  commissioner,  upon  the  surrender  to  him  of  such  patent, 
and  the  payment  of  the  further  sum  of  fifteen  dollars,  to  cause  a  new  patent  to 
he  issued  to  the  inventor  for  the  same  invention  for  the  residue  of  the  period 
then  unexpired  for  which  the  original  patent  was  granted,  in  accordance  with 
the  patentee's  corrected  description  and  specification.'  And  it  is  afterwards 
added,  that,  *  whenever  the  original  patentee  shall  be  desirous  of  adding  the  de- 
scription of  any  new  improvement  of  the  original  invention  or  discovery  which 
shall  have  been  invented  or  ^scovered  by  him  subsequent  to  the  date  of  his 
patent,  he  may,  like  proceedings  being  had  in  all  respects  as  in  the  case  of  origi- 
nal applications,  and  on  the  payment  of  fifteen  dollars,  as  hereinbefore  pro- 
vided, have  the  same  annexed  to  the  original  description  and  specification.'  Ab- 
rogated by  act  1861,  ch.  88,  §  9.  The  act  of  1837,  ch.  45,  §  8,  further  provides, 
'  that  whenever  any  application  shall  be  made  .to  the  commissioner  for  any  addi- 
tion of  a  newly  discovered  improvement  to  be  made  to  an  existing  patent,  or 
whenever  a  patent  shall  be  returnee^  for  correction  and  reissue,  the  specification 
annexed  to  every  such  patent  shall  be  subject  to  revision  and  restriction  in  the 
nme  manner  as  original  applications  for  patents ;  the  commissioner  shall  not  add 
any  such  improvements  to  the  patent  in  the  one  case,  nor  grant  the  reissue  in 
the  other  case,  until  the  applicant  shall  have  entered  a  disclaimer,  or  altered  his 
specification  of  claim,  in  accordance  with  the  decision  of  the  commissioner.  Act 
1836,ch.357,  §15. 

**  Now  I  see  nothing  in  these  provisions  which,  upon  a  reissue  of  a  patent,  re- 
qoires  the  patentee  to  claim  all  things  in  the  renewed  patent  which  were  claimed 
9a  his  original  invention  or  part  of  his  invention  in  his  original  patent.  On 
the  contrary,  if  his  original  patent  claimed  too  much,  or  if  the  commissioner 
deemed  it  right  to  restrict  the  specification,  and  the  patentee  acquiesced  therein, 
it  seems  to  me  that  in  each  case  the  renewed  patent,  if  it  claimed  less  than  the 
original,  would  be  equally  valid.  A  specification  may  be  invalid  and  unmaintain- 
able under  the  Patent  Act,  as  well  by  an  excess  of  claim  as  by  a  defect  in  the 
mode  of  stating  it.  How  can  the  court,  in  this  case,  judicially  know  whether  the 
patentee  left  out  the  knob  and  ridge  and  fiaring  of  the  lateral  surface  of  the  rib, 
in  the  renewed  patent,  because  he  thought  they  might  have  a  tendency  to  mislead 
the  public  by  introducing  what,  upon  further  reflection,  he  deemed  immaterial  or 
unessential,  and  that  the  patent  would  thus  contain  more  than  was  necessary  to 
produce  the  described  effect,  and  be  open  to  an  objection  which  might  be  fatal  to 
his  right,  if  it  was  done  to  deceive  tiie  public.  Act  1836,  ch.  357,  §  15.  Or, 
how  can  the  court  judicially  know  that  the  commissioner  did  not  positively  require 
this  very  omission  ?  It  is  certain  that  he  might  have  given  it  his  sanction.  But 
I  incline  very  strongly  to  hold  a  much  broader  opinion ;  and  that  is,  that  an  in- 
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which  is  surrendered.  Consequently,  it  operates  from  the  com- 
mencement of  the  original,  and  will  enure  to  the  benefit  of 
assignees  who  became  such  before  the  reissue,  although  no  as- 
signment is  made  to  them  after  the  reissue.^  « 

ventor  is  always  at  liberty  in  a  renewed  patent  to  omit  a  part  of  his  original  in- 
"▼ention,  if  he  deems  it  expedient,  and  to  retain  that  part  only  of  his  original 
invention  which  he  deems  fit  to  retain.  No  harm  is  done  to  the  public  by  giving 
np  a  part  of  what  he  has  actuaUy  invented,  for  the  pnblic  may  Uien  nse  it ;  and 
there  is  nothing  in  the  policy  or  terms  of  the  Patent  Act  which  prohibits  such  a 
restriction. 

**  The  other  part  of  the  objection  seems  to  me  eqnaUy  untenable.  If  the  de- 
scription of  the  combination  of  the  thickness  and  the  slope  of  the  front  and  back 
sur&ces  of  the  rib  were  a  part  of  the  plaintiff's  original  invention  (as  the  objeo- 
tion  itself  sapposes),  and  were  not  fully  stated  in  the  original  specification,  that  is 
exactly  such  a  defect  as  the  Patent  Acts  allow  to  be  remedied.  A  specificatioa 
may  be  defective,  not  only  in  omitting  to  give  a  foil  description  of  the  mode  of  con- 
structing a  machine,  but  also  in  omitting  to  describe  fully  in  the  claim  the  nature 
and  extent  and  character  of  the  invention  itself.  Indeed,  diis  latter  is  the  oom- 
mon  defect,  for  which  most  renewed  patents  are  granted." 

^  Woodworth  v.  Stone,  3  Story,  749  ;  Woodworth  v.  Hall,  1  Woodb.  &  Minot, 
848.  Both  of  these  cases  related  to  the  same  patent  In  the  first,  Mr.  Justice 
Story  said :  *'  If  the  present  case  had  stoodr  merely  upon  the  original  bill,  it  ap- 
pears to  me  clear,  that  the  motion  to  dissolve  the  injunction  granted  upon  that 
bill,  ought  to  prevail,  because,  by  the  surrender  of  the  patent,  upon  which  that 
bill  is  founded,  the  right  to  maintain  the  same  would  be  entirely  gone.  I  agree 
that  it  is  not  in  the  power  of  the  patentee,  by  a  surrender  of  his  patent,  to  affect 
the  rights  of  third  persons,  to  whom  he  has  previously,  by  assignment,  passed  his 
interest  in  the  whole  or  a  part  of  the  patent,  without  the  consent  of  such  assignees. 
But  here  the  supplemental  biU  admits  that  the  assignees,  who  are  parties  to  the 
original  and  supplemental  bill,  have  consented  to  such  a  surrender.  They  have, 
therefore,  adopted  it ;  and  it  became  theirs  in  the  same  manner  as  if  it  had  been 
their  personal  act,  and  done  by  their  authority. 

''  The  question,  then,  is  precisely  the  same  as  if  the  suit  were  now  solely  in  be- 
half of  the  patentee.  In  order  to  understand  with  clearness  and  accuracy  some 
of  the  objections  to  the  continuance  of  the  injunction,  it  may  be  necessary  to  state, 
that  the  original  patent  to  William  Woodworth  (the  inventor),  who  is  since  de^ 
ceased,  was  granted  on  the  27th  of  December,  1828.  Subsequently,  under  the 
eighteenth  section  of  the  act  of  1836,  ch.  35  7,  the  Commissioner  of  Patents,  on  the 
16th  of  November,  1842,  recorded  the  patent  in  favor  of  William  W.  Woodwordi, 
the  administrator  of  William  Woodworth  (the  inventor),  for  seven  years,  from 
the  27th  of  December,  1842.  Congress,  by  an  act  passed  at  the  last  session  (act 
of  26th  of  February,  ch.  27),  extended  the  time  of  the  patent  for  seven  years,  from 
and  after  the  27th  of  December,  1849  (to  which  time  the  renewed  patent  extend- 
ed) ;  and  the  Commissioner  of  Patents  was  directed  to  make  a  certificate  of  such 
extension  in  the  name  of  the  administrator  of  William  Woodworth  (the  inventor), 
and  to  append  an  authenticated  copy  thereof  to  the  original  letters-patent,  when- 
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When  a  patentee  is  about  to  apply  for  a  renewal  of  his  patent, 
and  agrees  with  another  person  that,  in  case  of  success,  he  will 

ever  the  same  shall  be  xeqaested  hy  the  said  administrator  or  his  assigns.  The 
Commissioner  of  Patents,  accordingly,  on  the  8d  of  March,  1845,  at  the  request  of 
tiie  administrator,  made  snch  certificate  on  the  oiiginal  patent  On  the  8th  day 
of  July,  1845,  the  administrator  surrendered  the  renewed,  patent  granted  to  him, 
*  on  account  of  a  defect  in  the  specification.'  The  surrender  was  accepted,  and  a 
new  patent  was  granted  on  the  same  day  to  the  administrator,  reciting  the  pre- 
ceding &ct8,  and  that  the  surrender  Vas  '  on  account  of  a  defective  specification,' 
and  declaring  that  the  new  patent  was  extended  for  fourteen  years,  fixnn  the  27tli 
December,  1828, '  in  trust  for  the  heirs  at  law  of  the  said  W.  Woodworth  (the  in- 
ventor), their  heirs,  administrators,  or  assigns.' 

*^  Now,  one  of  the  objections  taken  to  the  new  patent  is,  that  it  is  for  the  term 
of  fourteen  years,  and  not  for  the  term  of  seven  years,  or  for  two  successive  terms 
of  seven  years.  But  it  appears  to  me  that  this  objection  is  not  well  founded,  and 
atands  inter  Apices  juris ;  for  the  new  patent  should  be  granted  for  the  whole 
term  of  jfourteen  years,  from  the  27th  of  December,  and  iJie  l^al  effect  is  the 
same  as  it  would  be  if  the  patent  was  specifically  renewed  for  two  successive 
terms  of  seven  years.  The  new  patent  is  granted  for  the  unexpired  term  only, 
from  the  date  of  the  grant,  viz.,  for  the  unexpired  period  existing  on  the  8th  of 
Jnly,  1845,  by  reference  to  the  original  grant  in  December,  1828.  It  is  also  sug- 
gested, that  the  patept  ought  not  to  have  been  in  trust  for  the  heirs  at  law  of  tlie 
said  W.  Woodworth,  their  heirs,  administrators,  or  asogns.  But  this  is,  at  most, 
a  mere  verbal  error,  if  indeed  it  has  any  validity  whatsoever;  for  the  new  patent 
will,  bj^  operation  of  law,  enure  to  the  sole  benefit  of  the  parties  in  whose  favor 
^  law  deagned  it  should  operate,  and  not  otherwise.  It  seems  to  me  that  the 
case  is  direcdy  within  the  purview  of  the  tenth  and  thirteenth  sections  of  the 
aet  of  1836,  ch.  857,  taking  into  oonmderation  their  true  intent  and  objects. 

"  Another  objection  m^ed  against  the  continuation  of  tiie  injunction  is,  that  the 
•  breach  of  the  patent  aasigned  in  the  original  bill  can  have  no  a|^lication  to  the 
new  patent,  and  there  is  no  ground  to  surest,  that,  since  the  injunction  was 
granted,  there  has  been  any  new  breach  of  the  old  patent,  or  any  breach  of  the 
new  patent  But  it  is  by  no  means  necessaiy  that  any  such  new  breach  should 
exist  The  case  b  not  like  that  of  an  action  at  law  for  the  breach  of  a  patent,  to 
SBpport  which  it  is  indispensable  to  establish  a  ln>each  before  the  suit  was  brought. 
Bat  in  a  suit  in  equity  the  doctrine  is  far  otherwise.  A  bill  will  lie  for  an  injunc- 
tion, if  the  patent  right  is  admitted,  or  has  been  established  upon  well-grounded 
proof  of  an  appreheaded  intention  of  the  defendant  to  violate  the  patent  right.  A 
lafl,  quia  timet,  is  an  ordinary  remedial  process  in  equity.  Now,  the  injuncticm 
tbeady  granted  (supposing  both  patents  to  be  fi)r  the  same  invention)  is  primd 
facie  evidence  of  an  intended  violation,  if  not  of  an  actual  violation." 

In  the  last  case,  Mr.  Justice  Woodbury  said :  '*  The  original  patent  for  four- 
teen years,  given  in  December,  1828,  expired  in  1842^  and  though  it  was  extend- 
ed by  the  board  for  seven  years  more,  which  would  last  tiU  1849,  and  by  Congress 
&r  seven  more,  which  would  not  expire  till  1856,  yet  all  of  these  patents  were 
nurendered  July  8th,  1845,  and  a  new  one  taken  out  for  the  whole  twenty-eight 
years  from  December,  1828.    This  was  done,  also,  with  some  small  amendments 
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assign  to  him  tlie  renewed  patent ;  and  the  patent  is  renewed, 
such  an  agreement  is  valid,  and  conveys  to  the  assignee  an  equi- 
table title,  which  can  be  converted  into  a  legal  title  by  paying  or 
offering  to  pay  the  stipulated  eoDBideration.' 

§  285.  The  Supreme  Court  of  the  United  States  have  de> 
cided,  upon  great  consideration,  that  the  Commissioner  of  Pat- 
ents can  lawfully  receive  a  surrender  of  letters-patent  for  a  defec- 
tive EpeciHcation ,  and  issue  new  letters-patent  upon  an  amended 
specification,  after  the  expiration  of  the  term  for  which  the  original 
term  was  granted,  and  pending  the  existence  of  an  extended  term 
of  seven  years.  Sucli  surrender  and  renewal  may  be  made  at  any 
time  during  such  extended  term.^ 

^  286.  Specifications  may  also  be  amended  by  another  process, 
that  of  tiling  a  disclaimer,  whenever  through  inadiertency,  accident, 
or  mistake,  the  original,  claim  was  too  broad,  claiming  more  than 

or  corrections  in  the  old  specificatioD  of  1S28.  After  these  new  letters-patent  Sa 
the  whole  term,  no  assignment  having  been  made  to  Washburn  and  Brawn,  bnt 
only  one  previouslj  on  the  2d  of  January,  164S,  the  plaintiSs  contend  that  all  the 
previous  letters  being  surrendered,  and  a  new  gpecification  filed,  and  new  lettem 
iuued,  anj  convej'ance  of  any  interest  under  the  old  letters  is  inoperative  and 
void  under  the  new  ones ;  and  hence  that  Wanhbuni  and  Brown  poasess  no  inter- 
est in  these  last,  and  are  improperly  jmned  in  tbe  bilL 

"  But  mj  impression,  as  at  present  advised,  is,  that  when  a  patent  has  been 
tnrrendered,  and  new  letters  are  taken  ont  with  an  amended  specification,  the 
patent  has  been  always  comuderod  to  operate,  except  as  to  auita  for  violations . 
committed  before  the  amendment,  from  the  commencement  of  the  original  tem. 
Tbe  amendment  is  not  because  the  former  patent  or  specification  was  utterlj  void, 
as  seems  to  be  the  argument,  but  was  defective  or  doubtful  in  some  panicnlar, 
which  it  was  expedient  to  make  more  clear.  But  it  is  still  a  patent  for  the  same 
invention.  It  can  hy  law  include  no  new  one,  and  it  covers  only  the  same  tenn 
of  time  which  the  former  patent  and  its  extensions  did. 

"In  the  present  case,  these  are  conceded  to  have  been  the  facts  ;  and  it  is  an 

error  to  suppose  that  on  auch  facia  the  new  letten  ought  to  operate  only  firun 

**-- ~  -late.     By  the  very  words  of  those  letten,  no  less  tlian  by  the  reasons  of  tin 

s  just  explained,  thjj  relate  back  to  the  commencement  of  the  original  tens, 

r  many  purposes  should  operate  from  that  time." 

futshom  etai.v.  Day,  19  How.  211. 

Hson  V.  Rousseau,  i  How.  646.  See  also  Gibson  v.  Harris,  1  Btatcfa.  167; 
iTOrth  V.  Edwards,  3  Woodb.  &  Minot,  1 20.  If  a  new  patent,  issued  on  loi^ 
'  of  an  old  one,  be  void  for  any  cause  connected  with  the  acts  of  public  offi- 
t  is  questionable  whether  the  original  patent  must  not  be  considered  in 
ill  ito  tetm  bad  expired.    Woodworth  v.  Hall,  1  Woodb.  &  Minot,  389. 


§284-287.]       PBOCEEDINGS  AT  THE  PATENT  OFnCE.  285 

that  of  which  the  patentee  was  the  original  or  first  inventor,  pro- 
vided some  material  and  substantial  part  of  the  thing  patented  is 
jttstlj  aud  trulj  bis  own.  Such  a  disclaimer  may  be  filed  in  the 
Patent  Office  bj  the  patentee,  his  administrators,  executors,  and 
assigns,  whether  of  the  whole  or  of  a  sectional  interest  in  the  pat- 
ent ;  and  it  will  thereafter  be  taken  and  considered  as  part  of  the 
original  specification,  to  the  extent  of  the  interest  of  the  disclaim- 
ant  in  the  patent,  and  bj  those  claiming  hj  or  under  him,  subse- 
quent to  the  record  thereof.^ 

'  §  287.  Patents  are  sometimes  extended  bj  special  acts  of  Con- 
gress,  passed  upon  the  application  of  the  patentees.  By  tlie  act 
of  July  4, 1836,  ch.  357,  §  18,  the  Secretary  of  State,  thp  Commis- 
sioner of  the  Patent  Office,  and  the  Solicitor  of  the  Treasury  were 
constituted  a  board  of  commissioners  to  hear  evidence  for  and 
against  the  extension  prayed  for,  and  to  decide  whether,  having 
diie  regard  to  the  pulblic  interest  therein,  it  is  just  and  proper  that 
the  tefm  of  the  patent  should  be  extended,  because  the  patentee 
has  failed  to  obtain  a  reasonable  remuneration.  The  commission- 
ers being  satisfied  that  the  patent  ought  to  be  renewed,  it  was 
made  the  duty  of  the  Commissioner  of  Patents  to  make  a  certifi- 
cate on  the  original  patent,  showing. that  it  is  extended  for  a 
further  term  of  seven  years  from  the  expiration  of  the  first  term. 

By  the  act  of  1848,  ch.  47,  §  1,  this  power  was  vested  solely  in 
the  Commissioner  of  Patents,  who  was  thereby  required  to  refer 
the  application  to  the  principal  examiner,  having  charge  of  the 
class  of  inventions  to  which  the  case  belongs,  and,  upon  his  report, 
to  grant  or  refuse  the  patent,  upon  the  same  principles  and  rules 
that  had  governed  the  board  provided  by  the  former  act. 

But  the  act  of  1861,  ch.  88,  §  16,  enacts,  "  That  all  patents  here- 
after  granted  shall  remain  in  force  for  the  term  of  seventeen  years 
from  the  date  of  issue ;  and  all  extension  of  such  patents  is  here- 
by prohibited."  The  operation  of  the  statute  is  that  all  patents 
granted  after  the  passage  of  the  act  of  1861  are  incapable  of  being 
extended,  except  by  special  act  of  Congress,  while  patents  granted 

*  Act  of  1837,  ch.  45,  §  7.  As  to  the  effect  of  a  disclaimer,  see  chapter  on 
Action  at  Law. 

**  A  disclaimer  cannot  work  in  favor  of  an  assignee,  without  his  having  joined 
in  it,  in  anj  suit,  either  at  law  or  in  equity.**  Per  Story^  J.,  in  Wyeth  v.  Stone, 
1  Story,  278. 
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before  that  date  may  still  be  extended  on  application  to  the  com- 
missioner. It  therefore  remains  of  in^portance  to  ascertain  the 
construction  passed  by  the  courts  upon  the  action  of  the  commis- 
sioner in  granting  an  extension,  whether  and  to  what  extent  the 
same  is  examinable  elsewhere. 

Upon  this  point  Judge  Curtis,  in  Glum  v.  Brewer,  ruled  as  fol- 
lows :  ^^  Of  all  matters  necessary  to  an  extension  there  is  not  only 
a  strong  presumption  arising  from  the  act  of  extension,  but  in  re- 
spect to  the  entire  merits  of  the  patentee,  and  the  existence  of  the 
legal  grounds  for  an  extension,  the  law  makes  the  commissioner 
the  judge,  and  in  the  absence  of  fraud  his  adjudication  is  conclu-* 
slye."  ^  Similar  language  is  employed  by  Judge  Nelson  in  his  de- 
cision in  t}ie  case  of  Colt  v.  Young.^  In  an  earlier  case  it  was 
held  that  the  decision  of  ihe  Board  of  Commissioners  .of  Extension, 
while  conclusive  as  to  the  matter  of  expense,  the  payment  of  the 
money  required,  and  the  notice,  was  not  conclusive  as  to  the  ques- 
tion of  law,  whether  or  not  an  administrator  had  a  right  under  this 
act  of  1886  to  apply  for  an  extension.^ 

*  Clum  V.  Brewer,  2  Curtia,  C.  C.  606. 
>  Colt  V.  Young,  2  Blatch.  471. 

*  Brooks  et  oL  v.  Bickneli  et  al.  3  MTjean,  250. 


i  287  -  289.]  IMFBINQEBISNT.  S87 


CHAPTER   VIII. 


INFBIKGEMEirr. 


'  ^  288.  Ths  statute  grants  to  the  patentee,  for  a  term  not  ex- 
ceeding fourteen  years,  ^^  the  full  and  exclusive  right  and  liberty 
of  making,  using,  and  vending  to  others  to  be  used,  the  invention 
or  discovery  " ;  ^  and  it  gives  a  right  of  action  for  damages,  in  case 
of  "  making,  using,  or  selling "  the  thing  patented.^  ^o  defini- 
tion of  what  is  to  constitute  an  infringement  is  given  in  the  stat- 
ute ;  but,  of  course,  there  is  an  infringement  of  the  right,  when 
one  "  makes,  uses,  or  sells  a  thing  "  which  another  has  the  exclu- 
sive right  of  ^^  making,  using,  and  vending  to  others  to  be  used.'' 
But  what  constitutes  making,  using,  and  selling,  with  reference  to 
the  various  things  that  may  be  the  subjects  of  patents,  so  as  to 
interfere  with  the  exclusive  right  of  the  patentee,  is  left  by  the 
statute  for  judicial  interpretation. 

§  289.  An  infringement  takes  place  whenever  a  party  avails 
himself  of  the  invention  of  the  patentee,  without  such  variation 
as  will  constitute  a  new  discovery ;  ^  or,  as  it  has  also  been  stated, 

^  Act  of  July  4, 1^86,  ch.  857,  §  5. 

*  Ibid,  §  14. 

*  la  Walton  v.  Potter,  Webi.  Fat  Cas.  585,  586,  Sir  N.  C.  llndall,  C.  J.,  said 
to  the  jury :  "  Now,  according  to  the  general  rule  upon  thif  labject,  that  is  a  mere 
question  of  fact,  and  peculiarity  for  the  consideration  of  a  jury,  and  it  wiU  be  for 
yon  to  say,  under  the  circumstances  that  have  been  brought  in  reriew  before  you, 
whedier  that  which  has  been  done  by  the  defendants  amounts  to  such  an  infringe- 
ment or  not.  Where  a  party  has  obtamed  a  patent  for  a  new  invention  or  a  dis- 
eorery  he  has  made  by  his  own  ingenuity,  it  is  not  in  the  power  of  any  other  per- 
son, simply  by  varying  in  ton  or  in  immaterial  circumstances  the  nature  or  sub- 
ject-matter of  that  discovery,  to  obtain  either  a  patent  for  it  himself,  or  to  use  it 
vitiioat  the  leave  of  the  patentee,  because  that  would  be  in  effect  and  in  sub- 
teice  an  invasion  of  the  right ;  and  therefore,  what  you  have  to  look  at  upon  the 
present  occasion,  is  not  simply  whether,  in  form  or  in  circumstances  that  may  be 
more  or  less  iounaterial,  that  which  has  been  done  by  the  defendants  varies  from 
the  specification  of  the  plaintiff's  patent,  but  to  see  whether  in  reality,  in  sub- 
lUnce,  and  in  effect,  the  defendants  have  availed  themselves  of  the  plaintiff's  in-  * 
Teation  in  order  to  make  that  fabric,  or  to  make  that  article  which  they  have  sold 
in  the  way  of  their  trade;  whether,  in  order  to  make  that,  they  have  availed 
themselves  of  the  invention  of  the  plaintiff.    The  course  which  the  evidence  ha« 
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an  infringement  is  a  copy  made  after  and  agreeing  with  the  prin- 
ciple laid  down  in  the  specification.^  There  will  be  therefore 
different  modes  in  which  patents  may  be  infringed,  according  to 
their  subject-matter.  Our  statute  has  made  use  of  the  phrases 
^^  making,  using,  and  vending  to  others  to  be  used,"  to  compre- 
hend the.  exclusive  right  of  the  patentee ;  and  consequently  the 
making,  using,  or  selling  are  the  modes  in  which  that  right  may 
be  infringed,  according  to  the  nature  of  the  subject-matter.  We 
are  now,  therefore,  to  consider  the  meaning  of  these  phrases,  as 
applied  to  the  infringement  of  the  several  classes  of  things  which 
may  be  the  subjects  of  letters-patent. 

In  a  recent  case  it  was  held,  after  an  elaborate  discussion, 
^^That  the  rights  of  property  and  exclusive  use  granted  to  a 
patentee  do  not  extend  to  a  foreign  vessel  lawfully  entering  one 
of  our  ports  ^  and  that  the  use  of  such  improvement  in  the  con- 
struction, fitting  out,  or  equipment  of  such  vessel,  wiiile  she  is 
coming  into  or  going  out  of  a  port  of  the  United  States,  is  not  an 
infringement  of  the  rights  of  an  American  patentee,  provided  it 
was  placed  upon  her  in  a  foreign  port  and  authorized  by  the  laws 
of  the  country  to  which  she  belongs."  ^ 

taken  has  made  it  not  an  immaterial,  but,  on  the  contnuy,  a  very  necessary  in- 
quiry for  you  upon  this  first  h^ad  of  investigation,  to  determine  whether  the  de- 
fendant's patent,  which  they  have  taken  out,  is  in  effect  borrowed  from  the  pUdn- 
tiff 's  or  not,  because  there  can  be  no  doubt  whatever  that  alkthe  defendants  have 
done  they  have  endeavored  to  clothe  themselves  with  the  right  of  doing  by  taking 
out  the  subsequent  patent  of  1839.  The  only  evidence  of  infringement  we  have 
had  before  us  is  the  purchase  at  the  manu&ctory  of  the  defendants  of  that  little 
piece  of  card  which  was  marked  with  the  initials  S.  G.,  and  there  can  be  no  doabt 
but  that  that  fabric,  which  was  so  produced  in  evidence  before  us,  is  made  on  the 
plan  and  according  to  the  specification  of  their  own  patent,  and  therefore  it  will 
be  not  immaterial  to  call  to  your  attention  upon  this  first  head  of  inquiry  the  spe- 
cification of  the  plaintiff's,  and  next  that  of  the  defendant's  patent,  in  order  that 
we  may  compare  them  together,  and  see  whether  there  really  is  that  variation  in 
substance  so  as  to  give  the  denomination  of  a  new  discovery  to  what  the  defend- 
ants have. done,  or  whether  they  are  not  following  out  the  invention  of  the  plain- 
tiff, witl^  some  variation  in  the  description,  which  may  not  allow  it  the  name  o£  a 
new  discovery." 

^  Galloway  v.  Bleaden,  Webs.  Fat  Gas.  523. 

•  Browne  v,  Duchesne,  19  How.  188,  per  Taney,  C.  J.;  affirming  the  previoni 
opinion  of  Curtis,  J.,  in  same  case,  2  Curtis,  C.  C.  371.  This  opinion  is  directly 
opposed  to  that  laid  down  in  the  English  case  of  Caldwell  v.  Van  Vliessingen,  9 
£.  L.  &  £q.  51,  which  however,  according  to  Taney,  C.  J.,  turned  upon  the  con« 
struction  given  to  32  Hen.  VUL  ch.  16,  §  9. 
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§  290.  1.  As  to  a  Machine,  —  When  a  machine  is  the  subject 
of  a  patent,  the  patent  covers  both  the  machine  itself,  the  thing 
invented,  and  the  mode  or  process  of  making  it.  The  statute^ 
vests  in  the  patentee  the  exclusive  right  of  making  it,  the  exclu- 
sive right  of  using  it,  and  the  exclusive  right  of  vending  it  to 
others  to  be  used.  It  is,  therefore,  an  infringement  to  make  a 
patented  machine,  for  use  or  for  sale,  though  in  fact  it  is  neither 
used  nor  sold  ;  ^  it  is  an  infringement  to  use  it,  though  made  hj 
another ;  and  it  is  an  infringement  to  sell  it,  whether  made  by 

^  Whittemore  v.  Cotter,  1  Gallia.  429,  488.    In  this  case,  Mr.  Justice  Story 
nid :  ^  Another  objection  is  to  the  direction  that  the  making  of  a  machine  fit  for 
use,  and  with  a  design  to  use  it  for  profit,  was  an  infringement  of  the  patent  right, 
for  which  an  action  was  given  by  the  statute.    This  limitation  of  the  making  was 
certainly  favorable  to  the  defendant,  and  it  was  adopted  by  the  court,  from  the 
consideration  that  it  never  could  have  been  the  intention  of  the  legislature  to  pun-* 
idi  a  man  who  constructed  such  a  machine  merely  for  philosophical  experiments^ 
or  for  the  purpose  of  ascertaining  the  sufiiciency  of  the  machine  to  produce  it4 
described  efiects.    It  is  now  contended  by  the  defendant's  counsel,  that  the  mak- 
ing of  a  machine  is,  under  no  circumstances,  an  infringement  of  the  patent.    The 
first  section  of  the  act  of  1 793  expressly  gives  to  the  patentee,  &c., '  the  full  and 
exduflive  right  and  liberty  of  making,  constructing,  using,  and  vending  to  others 
to  be  used,'  the  invention  or  discovery.    The  fifth  section  of  the  same  act  gives 
an  action  against  any  person  who*  *  shall  make,  devise,  and  use  or  sell,'  the  same. 
From  some  doubt  whether  the  language  of  the  section  did  not  couple  the  making 
and  ittt'fi^  together  to  constitute  an  ofi*ence,  so  that  making  without  using,  or  using 
without  making,  was  not  an  infringement,  the  legislature  saw  fit  to  repeal  that 
lection ;  and  by  the  third  section  of  the  act  of  1 7th  April,  1800,  ch.  26,  gave  the 
action  against  any  person  who  should  ^  make,  devise,  use,  or  sell "  the  invention. 
We  are  not  called  upon  to  examine  thet correctness  of  the  original  doubt,  but  the 
veiy  change  in  the  structure  of  the  sentence  affords  a  strong  presumption  that  the 
legislature  intended  to  make  every  one  of  the  enumerated  acts  a  substantive 
ground  of  action.    It  is  argued,  however,  that  the  words  are  to  be  construed  dis- 
tribatively,  and  that  *  making '  is  meant  to  be  applied  to  the  case  of  a  composition 
of  matter,  and  not  to  the  case  of  a  machine.    That  it  is  clear  that  the  use  of  cer- 
tain  compositions  (as  patented  pills)  could  not  be  an  infringement,  and  unless 
making  were  so,  there  would  be  no  remedy  in  such  cases.    We  cannot  feel  the 
fim»  of  this  distinction.    The  word  '  making '  is  equally  as  applicable  to  ma- 
dunes  as  to  compositions  of  matter ;  and  we  see  no  difilculty  in  holding  that  the 
nsing  or  vending  of  a  patented  composition  is  a  vi9lation  of  the  right  of  the  pro- 
prietor.   It  is  further  argued,  that  the  making  of  a  machine  cannot  be  an  ofience, 
because  no  action  lies,  except  for  actual  damage^  and  there  can  be  no  actual  dam- 
ages, or  even  a  rule  for  damages,  for  an  infringement  by  making  a  machine.    We 
are,  however,  of  opinion,  that  where  the  law  gives  an  action  for  a  particular  act, 
the  doing  of  that  act  imports  of  itself  a  damage  to  the  party.    Every  violation  of 
a  right  imports  some  damage,  and  if  none  other  be  proved,  the  law  allows  a  nom- 
inal damage." 
PAT.  19 
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one's  self  or  bj  another ;  because  the  statute  vests  the  exclusive 

right  of  doing  all  these  things  in  the  patentee. 

•    A  mere  workman,  however,  emplojed  by  one  who  is  not  the 

patentee  to  make  parts  of  the  patented  machine,  is  not  liable  for 

damages.^ 

• 
§  291.  The  doctrine  suggested  by  Mr.  Justice  Story,  that  the 
making  of  a  machine  for  philosophical  experiment,  or  for  the 
purpose  of  ascertaining  its  sufficiency  to  produce  the  described 
effect,  would  not  be  an  infringement,  is  founded  in  the  supposi- 
tion that  such  a  making  is  not  injurious  to  the  patentee.  It  is 
true,  that  the  making  for  the  purpose  of  using  becomes  directly 
injurious  to  the  patentee,  because  it  deprives  him  of  a  purchaser 
of  that  which  he  alone  is  authorized  to  construct  and  sell ;  and  it 
is  also  true,  that  when  the  machine  is  made  by  one  not  the  pat- 
entee, for  the  mere  purpose  of  experimenting  on  the  sufficiency 
of  the  specification,  no  profits  are  taken  away  from  the  patentee. 
There  is  therefore  a  diflference,  undoubtedly,  in  the  tendency  of 
the  two  acts ;  but  it  is  not  quite  clear,  that  the  legislature  meant 
to  recognize  this  difference,  or  that  they  used  the  words  "  make, 
use,"  &c.,  in  any  other  than  their  ordinary  sense.  The  prohibi- 
tion is  express,  that  no  other  person  shall  ^^  make  "  ;  and  that  no 
other  person  shall  ^^  use  " ;  and  Mr.  Justice  Washington  held  that 
the  motive  of  testing  the  practical  utility  of  a  machine  was  no 
answer  to  a  charge  of  infringement  by  having  '^  used  "  it.'  But 
it  was  held  by  Mr.  Justice  Story*  that  the  making  of  a  patented 
machine  is  an  infringement  only  when  it  is  made  for  use  or  for 
sale,  and  the  doctrine  seems  to  be  the  same  in  England.^  The 
test  is,  whether  the  party  made  the  machine  with  an  intent  to 
infringe  the  patent  right,  and  deprive  the  owner  of  the  lawful 
rewards  of  his  discovery.* 

^  292.  It  is  said  that  there  may  be  a  constructive  using  of  a 

^  Delano  v.  Scott,  1  Gilpin,  489.  • 

*  Watson  i\  Bladen,  4  Wash.  588. 

'  In  Jones  v.  Fearce,  Webs.  Fat  Cas.  125,  Patteson,  J.,  said,  in  reply  to  a  qaes- 
tion  by  the  jury  whether  there  was  any  evidence  of  the  defendant  having  used  or 
sold  the  wheels :  *^  The  terms  of  the  patent  are,  '  without  leave  or  license  make/ 
&c.  Now  if  he  did  actually  make  these  wheels,  his  making  them  would  be  a  suf? 
ficient  infringement  of  the  patent,  unless  he  merely  made  diem  for  his  own  amuse- 
ment, or  as  a  model.^ 

«  Sawin  v.  Guild,  1  Gallis.  485,  487. 
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patented  machine :  as,  if  a  person  were  to  make  a  machine,  in 
violation  of  the  right  of  the  patentee,  or  purchase  it  of  one  who 
had  so  made  it,  and  then  hire  it  out  to  another  person  for  use,  he 
might,  under  some  circumstances,  be  held  responsible  for  using  it. 
There  is  a  case,  where  thQ  plaintiff  was  the  patentee  of  a  machine 
for  making  watch-chains,  and  it  appeared  that  the  defendant  had 
made  an  agreement  with  one   C  to   purchase  of  him  all  the 
vatch-chains,  not  exceeding  five  gross  a  week,  which  G  might  be 
able  to  manufacture  within  six  months,  and  C  had  agreed  to 
devote  his  whole  time  and  attention  to  the  manufacture  of  watch- 
chains,  and  not  to  sell  or  dispose  of  any  of  them,  so  as  to  interfere 
with  the  exclusive  privilege  secured  to  the  defendant  of  purchasing 
the  whole  quantity  which  it  might  be  practicable  for  C  to  make  ; 
and  it  was  proved  that  the  machine  used  by  C,  with  the  knowledge 
and  consent  of  the  defendant,  in  the  manufacture,  was  the  same 
with  that  invented  by  the  plaintiff;  and  that  all  the  watch-chains 
thus  made  by  C  were  delivered  to  the  defendant  according  to  the 
contract ;  the  Supreme  Court  of  the  United  States  held,  that  if  the 
contract  were  real  and  not  colorable,  and  if  the  defendant  had  no 
other  connection  with  C  than  that  which  grew  out  of  the  contract, 
,it  did  not  amount  to  a  ^'  using  "  by  him  of  the  plaintiff's  machine ; 
but  that  such  a  contract,  connected  with  evidence  from  which  the 
jury  might  legally  infer,  either  that  the  machine  which  was  to  be 
employed  in  the  manufacture  of  the  patented  article  was  owned 
wholly  or  in  part  by  the  defendant,  or  that  it  was  hired  by  the 
defendant  for  six  months,  under  color  of  a  sale  of  the  articles  to 
be  manufactured  with  it,  and  with  intent  to  invade  the  plaintiff's 
patent  right,  would  amount  to  a  breach  of  his  right.^ 

^  Eeplinger  t7.  De  Young,  10  Wheaton,  858,  363.  WashingtOB,  J.,  delivering 
the  judgment  of  the  court,  said :  "  The  only  question  which  is  presented  by  the 
bill  of  exceptions  to  the  consideration  of  this  court,  is,  whether  the  court  below 
erred  in  the  instruction  given  to  the  jury ;  and  this  must  depend  upon  the  correct 
constraction  of  the  third  section  of  the  act  of  Congress,  of  the  17th  of  April,  1800, 
cL  179,  which  enacts,  *  that  where  any  patent  shall  be  granted,  pursuant  io  the 
act  of  the  2186*  of  February,  1793,  ch.  156,  any  person  without  the  consent  of  the 
patentee,  his  executors,  &c.,  first  obtained  in  writing,  shall  make,  devise,  use,  or 
Bell  the  thing  whereof  the  exclusive  right  is  secured  to  the  siud  patentee,  by  such 
patent,  such  person  so  offending  shall  forfeit  and  pay  to  the  said  patentee  a  sum 
equal  to  three  times  the  actual  damage  sustsdned  by  such  patentee,'  &c. 

*'  The  contract,  taken  in  connection  with  the  whole  of  the  evidence  stated  in 
the  bill  of  exceptions,  if  the  same  were  believed  by  the  jury,  formed  most  certain- 
ly a  strong  case  against  the  defendant,  sufficient  to  have  warranted  the  jury  in  in- 
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§  298.  It  seems  to  be  in  accordance  with  the  doctrine  of  this 
case,  to  consider  that  a  using  of  a  machine  is  to  be  taken  as  prored, 

ferring,  either  that  the  machine  which  was  to  be  employed  in  the  manufactiire  of 
watch-chains  was  owned  in  whole  or  in  part  by  the  defendant,  or  that  it  was  hired 
to  the  defendant  for  six  months  under  color  of  a  sale  of  the  articles  which  might 
be  manufactured  with  it,  and  with  intent  to  invade  the  plaintiff's  patent  right 
Whether  the  contract,  taken  in  connection  with  the  whole  of  the  evidence,  does 
or  docs  not  amount  to  a  hiring  by  the  .defendant  of  the  machine,  or  the  use 
of  it  for  six  months,  is  a  point  which  is  not  to  be  considered  as  bdng  decided 
either  way  by  the  court.  The  bill  of  exceptions  does  not  call  for  an  opinion  upon 
it. 

"  But  the  contract  taken  by  itself  amounted  to  no  more  than  an  agreement  by 
the  defendant  to  purchase  at  a  fixed  price  all  the  watch-chains,  not  exceeding  ^ve 
gross  a  week,  which  Hatch  and  Kirkner  might  be  able  to  manufiictnre  in  the 
course  of  six  months,  with  any  machine  they  might  choose  to  employ ;  and  an 
agreement  on  the  part  of  Hatch  and  Kirkner,  to  devote  their  whole  Ume  and  at- 
tention to  the  manufacture  of  the  chains,  and  not  to  sell  or  dispose  of  any  of 
them,  so  as  to  interfere  with  the  exclusive  privilege  secured  to  the  defendant, 
of  purchasing  the  whole  quantity  which  it  might  be  practicable  for  them  to 
make. 

^  If  thb  contract  was  real,  and  not  colorable,  which  is  the  obvious  meaning  of  Uie 
instruction,  and  the  defendant  had  no  other  connection  with  H.  &  K.  in  regard 
to  these  chains  than  what  grew  out  of  it,  it  would,  in  the  opinion  of  the  court,  be 
an  extravagant  construction  of  the  patent  law,  to  pronounce  that  it  amonnted  to' 
a  breach  of  the  plaintiff's  patent  right,  by  fixing  upon  the  defendant  the  charge 
of  having  used  the  pltuntiff's  machine.  Such  a  construction  would  be  highly  in- 
convenient and  unjust  to  the  rest  of  the  community,  since  it  might  subject  any 
man  who  might  innocently  contract  with  a  manufacturer  to  purchase  all  the  ar- 
ticles which  he  might  be  able  to  make  within  a  limited  period,  to  the  heavy  pen- 
alty inflicted  by  the  act,  although  he  might  have  been  ignorant  of  the  plaintiff's 
patent,  or  that  a  violation  of  it  would  be  the  necessary  consequence  of  the  con- 
tract. It  might  possibly  extend  further,  and  affect  contracts  express  or  implied, 
though  of  a  more  limited  character,  but  equally  innocent,  as  to  which,  however, 
it  is  not  the  intention  of  the  court  to  express  any  opinion,  as  this  case  doe^  not 
call  for  it. 

«  This  cause  was  argued  by  the  plaintiff's  counsel,  as  if  the  opinion  of  the  court 
below  had  been  given  upon  the  whole  of  the  evidence.  But  this  was  not  the 
case.  ^  No  instruction  was  asked  for  but  by  the  defendant's  counsel,  and  that  was 
confined  to  a  single  part  of  the  case,  the  connection  between  the  /lefendant  and 
H.  &  K.,  in  regard  to  the  watch-chuns  which  the  latter  bound  themselves,  by 
their  contract,  to  manufacture  and  deliver  to  the  former.  If  the  jury  had  been 
of  opinion,  upon  the  whole  of  the  evidence,  that  the  contract  was  not  a  real  one, 
or  that  that  instrument  did  not  constitute  the  sole  connection  between  those  par- 
ties, or  that  the  transaction  was  merely  colorable,  with  a  view  to  evade  the  law, 
the  jury  were  no^  precluded,  by  the  instruction  from  considering  the  plaintiff's 
patent  right  as  violated,  and  finding  a  verdict  accordingly. 
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either  when  the  party  chained  has  used  it  himself  or  has  employed 
others  to  ase  it  for  him,  or  has  profited  by  the  use  of  it.^ 

"  Had  the  plaintiff's  counsel  thooght  propw  to  call  upon  the  court  for  an  opin- 
ion and  instractaon  to  the  jury,  upon  any  points  arising  out  of  the  whole  or  any 
part  of  the  evidence,  it  would  have  been  their  duty  to  give  an  opinion  upon  such 
points,  leaving  the  conclusion  of  fact  from  the  evidence  to  be  drawn  by  the  jury. 
But  this  course  not  having  been  pursued,  this  court  can  take  no  notice  of  the  evi- 
dence, although  spread  upon  the  record,  except  so  far  as  it  is  connected  with  the 
smgle  point  upon  which  the  opinion,  which  is  excepted  to,  was  giveir.  As  to  the 
residoe  of  that  opinion,  that  *  the  legal  aspect  of  the  case  would  not  be  changed, 
although  the  defendant  might,  on  any  occasion,  have  supplied,  at  the  cost  of  H.  & 
K,,  ihe  wire  from  which  the  chains  so  manufactured  were  made,'  it  is  quite  as  free 
from  objection,  as  the  preceding  part  of  it,  since  it  stands  on  precisely  the  same 
principle." 

^  Woodworth  o.  Hall,  1  Woodb.  &  M.  248,  251.  In  this  case  Mr.  Justice 
Woodbuiy  said :  *'  There  has  been  no  evidence  whatever  offered  in  this  case  of 
anj  use  of  the  planing-machine  by  Isaac  Hall  since  his  license  expired,  except 
what  is  contained  in  the  affidavit  of  Aaron  Pratt  This  witness  did  not  see  him 
use  it;  but  made  a  bargain  with  him,  about  the  16th  of  July,  1845,  to  plane  for  the 
witne«\:ertain  boards  at  the  ordinary  price,  intending  to  set  off  the  amount  against 
rent  due  from  said  Isaac 

*' Clement  Hall,  however,  was  present,  and  said,  <  we  can  plane  them  for  you,' 
and  the  work  was  done ;  but  the  witness  does  not  say  by  whom,  nor  whether  in 
&ct  the  compensation  for  it  was  made  to  Isaac. 

^  Against  this  is  the  answer  of  Isaac,  responmve  to  the  bill,  and  sworn  to,  deny- 
ing ibat  he  had  ever  used  the  machine  since  his  license  expired ;  and  this  agrees 
vitk  Clement's  assertion  in  his  answer,  that  the  machine  was  used  by  him  alone. 
Hie  &cts  testified  by  Pratt  might,  standing  alone,  be  sufficient  to  justify  an  infer- 
ence that  Isaac  had  planed  the  boards  and  used  the  machine. 

**  In  such  cases  it  may  be  that  any  workman  on  the  machine,  though  not  in- 
terested in  it,  is  liable  to  be  restrained  in  order  to  prevent  evasions,  by  treating  all 
u  principals  who  are  aiding. 
^  It  is  a  coomMn  case,  also,  that  if  one  does  not  in  person  perform  the  work, 

{  but  procures  another  to  do  it  for  his  advantage  on  a  machine  owned  by  himself,  * 

he  can  still  be  restrained,  and  is  estopped  from  denying,  qui  facU  per  alium^facii 
per  $e.  Possibly,  too,  if  one  hires  another  to  do  work  on  such  a  machine,  he  may 
be  restnuned.  4  Mann.  &  Gran.  179.  But  it  is  not  necessary  to  give  a  decisive 
opiBion  on  this,  after  comparing  the  evidence  with  the  denial  in  Isaac's  sworn 
answer. 

I  ^  Afler  that  answer  thus  testified  to  as  true,  the  probability  is,  and  it  is  a  con- 

straction  not  inconsistent  with  the  veracity  of  both  Pratt  and  Isaac,  that  the  boards 
▼ere  planed  by  Clement  alone,  and  on  his  own  contract,  or  his  own  assent  to  the 

I  snangement,  and  for  his  own  profit.    It  would  seem  also  very  easy  to  produce  fur- 

iher  evidence  of  the  fact  of  Isaac's  using  the  machine,  or  receiving  the  profits  from 
itt  if  such  was  the  trutL  Until  it  is  produced,  the  fairest  construction  of  the  affi- 
davits and  answer  are,  that  Isaac  did  not  work  the  machine  or  profit  by  it  If 
tUs  construction  were  not  the  most  reasonable,  and  did  not  reconcile  what  is 
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§  294.  As  to  the  sale  of  a  patented  machine,  in  order  to  be  aa 
infringement  of  the  right,  it  must  be  something  more  than  a  sale 
of  the  materials,  either  separate  or  combined ;  it  must  be  a  sale  of 
a  complete  machine,  for  use  as  a  machine,  which  is  patented,  in 
order  to  render  the  vendor  liable  for  an  infringement  of  the  patent 
by  a  **  sale."  ^ 

flwom  to  in  the  affidavit  and  answers,  the  court  would  still  be  compelled  to  refuse 
to  issue  an  injunction  against  Isaac,  on  the  affidavit  of  Pratt  alone,  for  the  want  of 
evidence  in  it  to  overcome  Isaac's  answer.  Because  something  more  must  be  pro* 
duced  than  the  evidence  of  a  single  witness  to  overcome  an  answer  under  oadi« 
and  responsive  to  the  bill.  Carpenter  v.  Frov.  Wash.  Ins.  Co.  4  How.  1S5. 
Certainly  something  more  than  the  evidence  of  one  witness,  and  he  not  testifying 
explicitly  that  Isaac  either  owned  or  worked  the  machine,  or  received  any  of  its 
profits. 

^  But  in  respect  to  the  liability  of  Clement  to  an  injunction,  the  testimony  is 
very  different ;  and  notwithstanding  the  several  ingenious  objections  that  have 
been  niged,  I  have  come  to  the  conclusion  that  one  ought  to  be  issued  against 
him." 

^  A  sale  of  the  materials  of  a  patented  machine  by  a  sheriff,  on  execution,  is 
not  an  infringement  Sawin  r.  Guild,  1  Gallis.  485.  In  this  case,  Mr.  Josdoe 
Story  said :  "  This  is  an  action  on  the  case  for  the  infringement  of  a  patent  nght 
of  the  plaintiffs,  obtained  in  February,  1811,  for  a  machine  for  cutting  brad  nails. 
From  the  statement  of  facts  agreed  by  the  parties,  it  appears  that  defendant  is  a 
deputy-sheriff  of  the  county  of  Norfolk,  and  having  an  execution  in  his  hands 
against  the  plaintiffs  for  the  sum  of  $  567.27  debt,  and  costs,  by  virtue  of  his  office 
seized  and  sold  on  said  execution  the  materials  of  three  of  said  patented  ""^^i"*^, 
which  were  at  the  time  complete  and  fit  for  operation,  and  belonged  to  the  plain- 
tiffs. The  purchaser,  at  the  sheriff's  sale,  has  not,  at  any  time  since,  put  either  of 
the  said  machines  in  operation  ;  and  the  whole  infringement  of  the  patent  consists 
in  the  seizure  and  sale  by  the  defendant  as  aforesaid.  The  question  submitted  to 
the  court  is,  whether  the  complete  materials,  of  which  a  patented  machine  is  com- 
posed, can,  while  such  machine  is  in  operation  by  the  legal  owner,  be  seized  and 
sold  on  an  execution  against  him  ?  . 

'*  The  plaintiffs  contend  that  it  cannot  be  so  seized  and  sold,  and  they  rely  on 
the  language  of  the  third  section  of  the  act  of  the  17th  of  April,  1800,  ch.  25, 
which  declares  that  if  *  any  person,  without  the  consent  of  the  patentee,  his  or  her 
executors,  &c.,  first  obtained  in  writing,  shall  make,  devise,  use,  or  sell  the  thing, 
whereof  the  exclusive  right  is  secured  to  the  said  patentee,  such  person,  so  offend- 
ing, shall  forfeit,'  &c. 

**  It  is  a  sound  rule  of  law,  that  every  statute  is  to  have  a  sensible  construction ; 
and  its  language  is  not  to  be  interpreted  so  as  to  introduce  public  mischiefs,  or 
manifest  incongruities,  unless  the  conclusion  be  unavoidable.  If  the  plaintiffs  are 
right  in  their  construction  of  the  section  above  stated,  it  is  practicable  for  a  party 
to  lock  up  his  whole  property,  however  great,  from  the  grasp,  of  his  creditors,  by 
investing  it  in  profitable  patented  machines.  This  would  undoubtedly  be  a  great 
public  mischief,  and  against  the  whole  policy  of  the  law,  as  to  the  levy  of  personal 
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§  295.  The  sale  of  the  articles  produced  bj  a  patented  machine, 
or  by  a  process  which  is  patented,  is  not  an  infringement^^ 

property  in  execution.  And  upon  the  same  construction  this  consequence  would 
follow,  that  every  part  of  the  materialfl  of  the  machine  might,  when  separated,  be 
seised  in  execution,  and  yet  the  whole  could  not  be,  when  united ;  for  the  ex- 
emption from  seizure  is  cliumed  only  when  the  whole  is  combined  and  in  actual 
operation  under  the  patent. 

**  We  should  not  incline  to  adopt  such  [a  construction  unless  we  could  give  no 
other  reasonable  meaning  to  the  statute.  By  the  laws  of  Massachusetts^  property 
like  this  is  not  exempted  from  seizure  in  execution ;  and  an  officer,  who  neglect- 
ed to  seize,  w^nld  expose  himself  to  an  action  for  damages,  unless  some  statute  of 
the  United  States  should  contain  a  clear  exception.  No  such  express  exception 
can  be  found ;  and  it  is  inferred  to  exist  only  by  supposing  that  the  officer  would, 
by  the  sale^  make  himself  a  wrong-doer,  within  the  clause  of  the  statute  above  re- 
cited. But,  within  the  veiy  words  of  that  clause,  it  would  be  no  offence  to  seize 
the  machine  in  execution.  The  whole  offence  must  consist  in  a  sale.  It  would 
therefore  follow,  that  the  officer  might  lawfully  seize ;  and  if  so,  it  would  be  some- 
what strange  if  he  could  not  proceed  to  do  those  acts  which  alone  by  law  could 
make  his  seizure  effectual. 

^Tfais  court  has  already  had  occasion  to  consider  the  clause  in  question,  and 
upon  mature  deliberation  it  has  held,  that  the  making  of  a  patented  machine,  to 
be  an  ofi*ence  within  the  purview  of  it,  must  be  the  making  with  an  intent  to  use 
for  profit,  and  not  for  the  mere  purpose  of  philosophical  experiment,  or  to  as- 
certain the  verity  and  exactness  of  the  specification.  Whittemore  v.  Cutter, 
1  Gallis.  p.  429.  In  other  words,  that  the  making  must  be  with  an  intent  to 
infiiDge  the  patent  right,  and  deprive  the  owner  of  the  lawful*  rewards  of  his  dis-' 
covcry. 

**  In  the  present  case,  we  think  that  a  sale  of  a  patented  machine,  within  the 
prohibitions  of  the  same  clause,  must  be  a  sale,  not  of  the  materials  of  a  machine, 
either  separate  or  combined,  but  of  a  complete  machine,  with  the  right,  express  or 
implied,  of  using  the  same  in  the  manner  secured  by  the  patent.  It  must  be  a 
tortious  sale,  not  for  the  purposei  merely  of  depriving  the  owner  of  the  materials, 
but  of  the  use  and  J^nefit  of  his  patent.  There  is  no  pretence,  in  the  case  before 
08,  that  the  officer  had  either  sold  or  guaranteed  a  right  to  use  the  machine  in 
the  manner  pointed  out  in  the  patent  right.  He  sold  thd  materiah  as  such,  to  be 
applied  by  the  purchaser  as  he  should  by  law  have  a  right  to  apply  them.  The 
porehaser  must  therefore  act  at  his  own  peril,  but  in  no  respect  can  the  officer  be 
responsible  for  his  conduct" 

'  Bajd  V,  Brown,  8  McLean's  B.  295.  **  The  complainant  filed  his  bill,  repre- 
senting that  he  is  the  legal  owner  of  a  certain  patent  right,  within  the  county  of 
Hamilton,  in  Ohio,  for  making  bedsteads  of  a  particular  construction,  which  is  of 
great  value  to  him ;  that  the  defendant,  professing  to  have  a  right  under  the  same 
patent,  to  make  and  vend  bedsteads  in  Dearborn  County,  Indiana,  which  the 
complainant  does  not  admit,  but  denies ;  that  the  defendant  sends  the  bedsteads 
be  manufactures  to  Hamilton  County  to  sell,  in  violation  of  the  complainant's  pat- 
ent; and  he  prays  that  the  defendant  may  be  eiyoined  from  manufacturing  the 
article,  and  vending  it  within  Hamilton  County,  &c. 
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But  where  the  specification,  although  clumsily  worded,  still  con- 
tains in*  substance  and  intendment  a  claim  for  both  process  and 
product,  the  sale  or  use  of  the  manufactured  article  will  constitute 
per  se  an  infringement.  Thus  it  was  held  bj  Mr.  Justice  Orier, 
that  ^^  The  sale  or  use  of  the  product  of  a  patented  machine  is  no 
violation  of  the  exclusive  right  to  use,  construct,  or  sell  the  ma- 
chine itself;  and  the  patent  for  a  discovery  of  a  new  and  improved 

**  The  defendant  Bets  up  in  his  answer  a  right  duly  assigned  to  him  to  make  and 
Tend  the  article  in  Indiana,  and  that  he  is  also  possessed  of  an  improTement  on 
the  same ;  and  he  denies  that  the  sales  in  Hamilton  County,  complained  of  by  the 
complainant,  are  made  at  his  instance  or  for  his  benefit.  A  motion  is  now  made 
for  an  injunction,  before  the  case  is  prepared  for  a  final  hearing. 

"  On  the  part  of  the  complainant,  it  is  contended  that,  by  his  purchase  of  the 
right  to  make  and  vend  the  article  within  Hamilton  County,  he  has  an  exclusive 
right  to  vend  as  well  as  to  make,  and  that  his  right  is  infringed  by  the  sales  com- 
plained of;  that  hu  right  is  notorious,  and  is  not  only  known  to  the  defendant,  but 
to  all  those  who  are  engaged  in  the  sales  stated.  If  the  defendant,  who  manu- 
factures the  bedsteads  in  Indiana,  be  actually  engaged  in  the  sale  of  them  in 
Hamilton  County,  it  might  be  necessary  to  inquire  whether  this  is  a  riolaUon  of 
the  complainant's  right.  But,  as  this  fact  i^  denied  in  the  defendant's  answer,  fyt 
the  purposes  of  this  motion,  the  answer  must  be  taken  as  true,  and  that  question 
is  not  necessarily  involved. 

"  The  point  for  consideration  is,  whether  the  right  of  the  complainant  b  in- 
fringed by  a  sale  of  the  article  within  the  limits  of  the  territory  claimed  by  the 
complainant.  It  is  not  difficult  to  answer  this  question.  We  think  that  the  ar- 
ticle may  be  sold  at  any  and  every  place,  by  any  one  who  has  purchased  it  for 
'speculation  or  otherwise. 

*<  There  can  be  no  doubt  that  the  original  patentee,  in  selling  rights  for  counties 
or  states,  might,  by  a  special  covenant,  prohibit  the  assignee  from  vending  the ' 
article  beyond  the  limits  of  his  own  exclusive  right  But  in  such  a  case,  the  rem- 
edy would  be  on  contract,  and  not  under  the  patent  law.  For  that  law  protects 
the  thing  patented,  and  not  the  product.  The  exclusive  right  to  make  and  use 
the  instruments  for  the  construction  of  this  bedstead  in  Hamilton  County  is  what 
the  law  secures,  under  his  assignment,  to  the  complainant  Any  one  violates  this 
right  who  either  makes,  uses,  or  sells  these  instruments  within  the  above  limits. 
But  the  bedstead,  which  is  the  product,  so  soon  as  it  is  sold,  mingles  with  the  com- 
mon mass  of  property,  and  is  only  subject  to  the  general  laws  of  property. 

*'  An  individual  has  a  patent  right  for  constructing  and  using  a  certain  fiouring- 
mill.  Now,  his  exclusive  right  consists  in  the  construction  and  use  of  the  mill ; 
the  same  as  the  right  of  the  complainant  to  construct  and  use  the  instruments  in 
Hamilton  County,  by  which  tihe  bedstead  is  made.  But  can  the  patentee  of  the 
mill  prohibit  others  from  selling  flour  in  his  district?  Certainly  he  could  not 
The  advantage  derived  from  his  right  is,  or  may  be,  the  superior  quality  of  the 
flour,  and  the  facility  with  which  it  is  manufactured.  And  this  sufficiently  illus- 
.  trates  the  principle  involved  in  this  motion."  See  further,  Simpson  v,  Wilson^  4 
Howard,  709. 


§  295,  296.]  IMFBINGEMENT.  297 

process,  by  which  any  product  or  manufacture  before  known  in 
commerce  may  be  made  in  a  better  and  cheaper  manner,  grants 
nothing  but  the  ezclusiye  right  to  use  the  process.    Where  a 
known  manufacture  or  product  is  in  the  market,  purchasers  are 
not  bound  to  inquire  whether  it  was  made  on  a  patented  machine 
or  by  a  patented  process.    But  if  the  patentee  be  the  inventor  or 
discoverer  of  a  ^^  new  manufacture  or  composition  of  matter  not 
known  or  used  by  otiiers  before  bis  discovery  or  invention,"  it  is 
dear  that  his  franchise  or  sole  right  .to  use  and  vend  to  others  to 
be  used,  is  the  new  composition  or  substance  itself.    Tiie  product 
and  the  process  constitute  one  discovery,  the  exclusive  right  to  vend 
which,  for  a  limited  term,  is  secured  to  tlie  inventor  or  discoverer. 
Now,  what  is  this  India-rubber,  cured  substantially  as  described 
in  Mr.  Goodyear's  description  ?    It  is  clearly  not  merely  an  im- 
proved method  or  process  of  producing  an  old  and  well-known 
composition  or  material,  but  it  is  a  new  product,  fabric,  manufac- 
ture, or  composition  of  matter^  having  qualities  possessed  by  no 
other  known  material.    This  is  what  is  described  and  claimed  in 
iho  patent,  —  a  new  product  as  well  as  a  new  process.    The  product 
and  process  being  both  new  and  proper  subjects  of  a  patent,  the 
patentee  has  a  right  to  prohibit  the  sale  or  use  of  the  composition, 
unless  when  purchased  from  persons  licensed  by  him  to  use.  the 
process  and  vend  the  product."  ^ 

§  296.  But  if  the  person  who  sells  is  connected  with  the  use  of 
the  machine,  he  is  responsible  as  for  an  infringement ;  and  if  a 
court  of  equity  have  jurisdiction  of  the  person,  such  a  vendor  may 
be  enjoined,  although  the  machine  may  be  used  beyond  the  juris- 
diction of  the  court.^ 

'  Goodyear  v.  R  Rand,  2  Wallace,  Circ.  C.  R  S5S.  As  to  the  specificatitn  in 
cpestion,  and  its  construction,  see  supra,  Chapter  on  Specification.  With  regard 
to  the  matter  of  infringement  of  the  process  claimed  in  this  patent,  see  infra. 

*  Boyd  V.  McAlpin,  3  McLean,  427,  429.  In  this  case  the  same  learned  judge 
«dd :  "  It  is  insisted  that  the  sale  of  the  thing  manufactured  by  the  patented  ma- 
ckine  is  a  violation  of  the  patent.  But  this  position  is  wholly  unsustainable.  The 
patent  gives  *  the  exdumve  right  and  liberty  of  making,  constructing,  using,  and 
tending  to  others  to  be  used,  the  said  improvement.'  A  sale  of  the  product  of 
the  machine  is  no  violation  of  the  exclusive  right  to  use,  construct,  or  sell  the  ma- 
t^e  itself.  If,  therefore,  the  defendant  has  done  nothing  more  than  purchase 
the  bedsteads  from  Brown,  who  may  manufacture  them  by  an  unjustifiable  use 
of  the  patented  machine,  still  the  person  who  may  make  the  purchase  from  him 
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,  §  297.  The  Supreme  Court  of  the  United  States  have  decided 
that  an  assignment  of  an  exclusive  right  to  use  a  machine,  and 
to  vend  the  same  to  others  for  use,  within  a  specified  territory, 
authorizes  the  assignee  to  vend  elsewhere,  out  of  that  territory, 
articles  manufactured  by  such  machine.^ 

Also,  that  one  who  is  in  the  lawful  use  and  enjoyment  of  a  pat- 
ented machine  at  the  time  of  the  expiration  of  letters-patent,  may 
lawfully  continue  to  use  that  identical  machine,  although  the  term 
of  the  letters-patent  has  been  still  further  extended  by  a  special 

has  a  right  to  sell.  The  product  cannot  be  reached,  except  in  the  hands  of  one 
who  is  in  some  manner  connected  with  the  use  of  the  patented  machine. 

**  There  are  several  patents  of  mills  for  the  manufacture  of  flour.  Now,  to  con- 
struct a  mill  patented,  or  to  use  one,  would  be  an  infringement  of  the  patent 
But  to  sell  a  barrel  of  flour  manufactured  at  such  mill|  by  one  who  had  purchased 
it  at  the  mill,  could  be  ho  infringement  of  the  patent.  And  the  same  may  be  said 
of  a  patented  stove,  used  for  baking  bread.  The  purchaser  of  the  bread  is  guilty 
of  no  infringement ;  but  the  person  who  constructed  the  stove,  or  who  uses  it,  may 
be  enjoined,  and  is  liable  to  damages.  These  cases  show  that  it  is  not  the  pro- 
duct, but  the  thing  patented,  which  may  not  be  constructed,  sold,  or  used.  This 
doctrine  is  laid  down  in'Keplinger  v.  De  Young,  10  Wheat  358.  In  that  case 
watch-chains  were  manufactured  by  the  use  of  a  patented  machine,  in  violation 
of  the  right  of  the  patentee ;  the  defendant,  by  contract,  purchased  all  the  chains 
so  manufactured,  and  the  court  held,  that,  as  the  defendant  was  only  the  pniv 
chaser  of  the  manufactured  article,  and  had  no  connection  in  the  use  of  the  ma- 
chine, that  he  had  not  infringed  the  right  of  the  patentee. 

"  But  in  the  case  under  consideration,  the  bill  charges  that  the  defendant,  in 
connection  with  Brown,  constructed  the  machine  patented ;  and  that  they  use 
the  same  in  making  the  bedsteads  which  the  defendant  is  now  selling  in  the  city 
of  Cincinnati.  If  this  allegation  of  the  bill  be  true,  the  defendant  is  so  connected 
with  the  machine  in  its  construction  and  use  as  to  make  him  responsible  to  the 
plaintiff.  The  structure  and  use  of  the  machine  are  charged  as  being  done  be- 
yond the  jurisdiction  of  the  court ;  but  having  jurisdiction  of  the  person  of  the 
defendant,  the  court  may  restrain  him  from  using  the  machine  and  selling  the 
product  When  the  sale  of  the  product  is  thus  connected  with  the  illegal  use  of 
the  machine  patented,  the  individual  is  responnble  in  damages,  and  the  amount 
of  his  sales  will,  in  a  considerable  degree,  regulate  the  extent  of  his  liability. 

<*  Whether,  if  the  defendant  acts  as  a  mere  agent  of  Brown,  who  constructed  the 
patented  machine,  and  uses  it  in  Indiana,  in  making  bedsteads,  is  responsible  in 
damages  for  an  infringement  of  the  patent  and  may  be  enjoined,  is  a  question 
which  need  not  now  be  determined.  Such  a  rule  would  undoubtedly  be  for  the 
benefit  of  Brown,  who,  according  to  the  bill,  had  openly  and  continually  violated 
the  patent  in  the  construction  and  use  of  the  machine.  There  are  strong  reasons 
why  the  interest  of  the  principal  should,  by  an  action  at  law,  and  also  by  a  bill 
in  chancery,  be  reached  through  his  agent    Injunction  allowed." 

^  Simpson  v.  Wilson,  4  How.  709. 
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act  of  Congress,  there  being  nothing  in  the  act  to  deprive  hiip  of 
that  right.^  Where  a  patent  is  extended  under  the  general  provi- 
sions of  the  act  of  1886,  ch.  857,  §  18,  the  assignees  and  grantees 
of  the  right  io  use  the  thing  patented  have,  by  the  terms  of  that 
act,  the  right  to  continue  such  use  to  the  extent  of  their  respective 
interests  therein.^  The  assignee  of  a  right  to  use  a  patented  plan- 
ing-machine,  having  the  right  to  continue  the  use  of  a  particular 
machine  after  an  extension  of  the  letters-patent,  may  repair  the 
same,  e.  g.  by  replacing  the  knives  when  worn  out,  without  de- 
stroying the  identity  of  the  particular  machine  and  infringing  the 
patentee's  right.^  If  a  license  to  use  be  conditioned  on  the  pay- 
ment of  money,  the  use  without  such  payment  will  be  an  infringe- 
ment of  the  patent,  giving  the  United  States  courts  jurisdiction, 
and  may  be  enjoined.^ 

§  298.  2.  As  to  a  Manufacture  or  Compqsition  of  Matter.  — 
Assuming  that  the  word  is  used  in  our  statute  to  describe  the 
vendible  and  tangible  product  of  any  branch  of  industry,  a  patent 
for  a  ^'  manufacture  "  will  be  infringed  by  the  same  acts  as  a  pat- 
ent for  a  composition  of  matter,  that  is,  by  making,  using,  or 
selling  the  thing  itself,  or  by  importing  it  from  a  foreign  coimtry 
where  it  has  been  made.^ 

§  299.  In  cases  of  this  kind,  however,  some  difficulty  may  arise 
as  to  what  constitutes  a  using.  When  the  subject-matter  is  the 
thing  produced,  the  patent  will  generally  also  cover  the  process  of 
making  it ;  as  in  the  case  of  a  paint,  a  medicine,  a  stove,  or  a 
tabnc  of  cloth.  In  these  cases,  a  using  of  the  invention  would,  iii 
one  sense,  consist  in  putting  it  in  practice.  But  the  statutd  vests 
the  exclusive  right  to  use  the  thing  itself  in  the  patentee,  be- 
cause it  is  the  thing  produced  which  is  the  subject  of  the  patent. 
Strictly  speaking,  tlierefore,  the  use  of  the  thing  at  all,  in  any 
form  of  consumption  or  application,  would  be  an  infringement. 
But  as  the  purpose  of  the  law  is  to  prevent  acts  injurious  to  the 

'  Bloomer  v.  McQuewan,  14  How.  539,  per  Taney,  C.  J. ;  reasserted  in  Bloomer 
9.  Millinger,  1  Wall.  840 ;  McLean  and  Nelson,  JJ.,  strongly  dissenting. 

*  Cf.  Wilson  V.  Bottssean,  4  How.  646. 
'  Wilson  V.  Simpson,  9  How.  109. 

*  Brooks  V.  StoUey,  3  McLean,  523. 

*  Walton  V,  Lavater,  8  Com.  Ben.  K.  B.  162. 
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.patentee,  with  as  little  restraint  on  the  public  as  possible,^  it  may 
be  necessary  to  consider  whether  the  word  ^^  using  "  is  employed 
in  a  limited  or  an  unlimited  sense. 

§  800.  Whether  the  dictum  of  Mr.  Justice  Story  that  ''  the 
using  or  Tending  of  a  patented  composition  is  a  violation  of  the 
right  of  the  proprietor,"  ^  can  be  considered  to  extend  to  every 
form  of  use,  so  as  to  give  the  proprietor  a  right  to  maintain  an 
action,  is  worthy  of  consideration.  If  a  patented  medicine  is 
made  by  one  not  authorized  to  mal^e  it,  and  id  sold  to  a  person 
who  consumes  it,  it  would  be  a  somewhat  inconvenient  restraint 
upon  the  public  to  hold  that  the  latter  is  to  be  considered  as  using 
the  invention  in  the  sense  of  the  statute.  He  cannot  know  that 
the  article  is  not  made  by  the  true  proprietor ;  the  probability  is 
that  he  intends  to  purchase  the  genuine  composition,  and  that  he 
is  deceived  into  suj;)posing  that  he  does  purchase  it.  Still,  in 
fitrictness,  he  may  be  held  liable  to  an  action  for  using  the  thing 
itself  by  consuming  it. 

The  sale  of  a  patented  article  to  an  agent  of  the  patentee  em- 
ployed to  make  the  purchase  on  account  of  the  patentee,  is  not  in 
itself  an  infringement ;  but,  when  accompanied  by  other  circum- 
stances, may  be  submitted  to  the  jury  as  evidence  of  infringe- 
ment.^ In  a  recent  English  case,  where  the  plaintiff  claimed, 
under  a  patent  for  ^^  treating  chemically  the  collected  contents 
of  sewers  and  drains  in  cities,  towns,  and  villages,  so  that  the  same 
may  be  applied  to  agricultural  and  other  purposes,"  by  precipitat- 
ing the  animal  and  vegetable  matter  in  sewage  water  by  hydrate  of 
lime,  it  was  held  that  the  defendants,  the  Board  of  Health,  had  not 
infriifged  by  applying  the  process  to  the  deodorization  of  sewage 
water,  where  some  precipitate  of  animal  and  vegetable  matter  was 
produced,  which,  however,  was  not  used  as  an  article  of  value,  but 
bona  fide  rejected  as  an  accidental  product^ 

§  801.  It  would  seem,  in  regard  to  all  those  classes  of  things 
which  perish  in  the  using,  that  the  use  by  which  they  are  con- 
sumed may  be  regarded  as  a  violation  of  the  patent  right ;  and 

^  Per  Coleridge,  J.,  in  Minter  v.  Wllliamg,  Webs.  Fat  Cas.  135,  ISS. 

*  Whittemore  v.  Cutter,  1  Gallis.  429. 

■  Byam  v.  Bullard,  1  Curtis,  C.  C.  100. 

«  Higgs  v.  Goodwin,  1  £1L,  Blackb.  &  £1L,  529. 
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that  tbe  party  maj  be  held  responsible  for  using,  trho  sells,  or 
gives  to  others  to  be  consumed,  the  article  that  is  the  subject  of 
the  patent ;  because  both  make  use  of  the  invention  to  the  injury 
of  the  patentee.  In  such  cases,  it  matters  not  whether  the  party 
makes  the  article  himself,  in  violation  of  a  patented  process,  or 
procures  it  to  be  made  by  others.^ 

§  302.  Where  the  subject  of  the  patent  is  a  machine,  the  using 
it  is  altogether  prohibited  by  the  statute,  because  it  intends  to 
vest  in  the  patentee  the  full  enjoyment  of  the  fruits  of  his  inren- 
tion,  both  in  the  practice  of  making  the  machine,  and  of  produ- 
cing the  effect  or  result  intended  to  be  produced  by  it. 

§  303.  Where  an  order  was  given  to  the  defendants  by  a  third 
person  to  manufacture  a  patented  article,  on  a  model  furnished 
by  him,  and  the  order  was  executed,  it  was  held  that  the  defend- 
ants were  guilty  of  an  infringement,  although,  when  they  began 
to  execute  the  order,  they  had  no  knowledge  of  the  plaintiff's  pat- 
ent.* 

§  304.  8.  An  Art,  —  Where  an  art  is  the  subject-matter  of  a 
patent,  the  patent  will  be  infringed  by  exercising'  or  practising 
thi  same  art,  wljich  will  constitute  a  ^^  using  "  of  the  inyention  or. 
discovery. 

It  may,  however,  be  doubted  whether  the  mere  using  of  the  art 
or  process,  especially  for  a  diiierent  purpose,  and  with  rejection  of 
the  valuable  result  of  that  process,  is  to  be  considered  as  an  in- 
fringement. Thus,  in  a  recent  English  case,  the  patent  stated 
that  the  invention  consisted  in  the  use  and  application  of  a  oer- 

>  Gib0on  V.  Brand,  4  Man.  &  Gr.  179,  196.  Tindal,  C.  J. :  "  The  breach  al- 
leged in  the  declaration  is,  that  the  defendant  had  '  directly  and  indirectly  made, 
Qsed,  and  put  in  practice  the  said  invention,  and  every  part  thereof,  and  coun- 
terfeited, imitated,  and  resembled  the  same.'  The  proof  in  support  of  the  breach 
was,  that  an  order  had  been  given  by  the  defendant,  in  England,  for  the  making 
of  silk  by  the  same  process  as  the  plaintiffs ;  which  order  had  been  executed  m 
England ;  and  that  is  enough  to  satisfy  the  allegation  in  the  declaration,  that  the 
defendant  made,  used,  and  put  in  practice  the  plaintiff's  invention,  though  the 
nlk  was,  in  fact,  made  by  the  agency  of  others."  For  the  converse  of  this  case, 
where  the  defendant  infringes  by  executing  an  order  for  another  person,  see 
{§  292,  SOS. 

^  Bryce  v.  Dorr,  3  McLean,  582.  Two  of  the  articles  were  made  after  notice 
of  the  patent. 
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tain  chemical  agent  for  the  purpose  of  precipitating  the  solid  ani- 
mal and  vegetable  matter  contained  in  sewage  water.  The  Board 
of  Health  used  the  process  for  the  purpose  of  disenfecting  and  de- 
odorizing sewage  water,  whereby  some  precipitate  of  animal  and 
vegetable  matter  appeared,  which,  however,  was  not  used,  but  re- 
jected as  an  accidental  result.  The  Queen's  Bench  held  that 
there  was  no  evidence  of  an  infringement^ 

§.  805.  But  the  great  question  that  arises  when  an  infringe- 
ment is  charged  to  have  taken  place,  is,  whether  the  two  things, 
one  of  which  is  said  to  be  an  infringement  upon  the  other,  are  the 
same,  or  different.  If  they  are  the  same,  there  is  an  infringe- 
ment. If  they  are  different,  there  is  not.  But  what  kind  and 
what  degree  of  resemblance  constitute  the  identity  which  the  pat- 
ent law  designates  as  an  infringement,  and  what  kind  and  what 
degree  of  difference  will  relieve  from  this  charge,  are  the  difficult 
and  metaphysical  questions  to  be  determined  in  each  particular 
case.2 

§  806.  Learned  judges  have  often  laid  it  down  that  where  two 
things  are  the  same  in  principle,  the  one  is  an  infringement  upon 
tlie  other.  This  mode  of  stating  the  general  doctrine  on  which 
the  fact  of  infringement  depends  is  not  quite  satisfactory,  because 
that  which  constitutes  the  principle  of  an  invention  is  very  likely 
to  be  regarded  differently^  by  different  minds.  Still,  there  is  a 
sense  in  which  the  principle  of  an  invention  is  undoubtedly  to  be 
considered  in  determining  whether  an  infringement  has  taken 
place ;  because  we  cannot  determine  whether  there  is  a  substan- 
tial identity  between  two  things,  without  first  observing  the  dis- 

^  Higgs  V.  Goodwin,  1  Ell.,  Bl.  &  £11.,  529. 

'  There  is  a  very  great  dearth  of  reported  cases  in  oar  own  books,  giving  with 
any  detail  the  facts  brought  oat  at  the  trial,  on  which  the  infringement  depended. 
The  reporters  of  the  Circuit  Courts  of  the  United  States  seem  to  have  acted  on 
the  idea  that  there  is  nothing  to  be  reported  in  a  patent  cause,  unless  some  ques- 
tion of  law  is  raised  on  motion  for  a  new  trial,  or  for  arrest  of  judgment,  &c. ; 
and  then  we  get  the  facts,  only  so  far  as  it  is  convenient  for  the  court  to  state 
them,  in  deciding  the  questions  raised.  This  is  a  great  mistake.  A  careful  sum- 
mary of  the  evidence  given  on  every  important  trial  for  infringement  of  a  pat- 
ent, including  the  professional  characters  and  qualifications  of  the  witnesses,  to- 
gether with  an  accurate  description  of  the  plaintiff's  and  defendant's  inventions, 
the  rulings  of  the  court  in  the  progress  of  the  trial,  and  the  charge  to  the  jury, 
would  be  of  great  value. 
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tinguisiDg  characteristics  of  the  one  which  is  taken  as  the  subject 
of  comparison.  But  I  propose,  without  rejecting  the  light  of 
any  of  the  cases  in  which  this  language  is  employed,  to  inquire 
whether  the  fact  of  an  infringement  may  not  be  tried  by  a  test 
more  definite,  precise,  and  practical.^ 

^  Tbe  meaning  to  be  ascribed  to  the  term  principle  of  an  invention  or  discovery 
Laa  been  thus  commented  on  by  different  judges.  Mr.  Justice  Washington,  in 
Treadwell  v.  Bladen,  4  Wash.  706,  said :  **  What  constitutes  form,  and  what  prin- 
ciple, is  often  a  nice  question  to  decide ;  and  upon  none  are  the  witnesses  who  are 
examined  in  patent  causes,  even  those  who  are  skilled  in  the  particular  art,  more 
apt  to  disagree.  It  seems  to  me  that  the  safest  guide  to  accuracy  in  making  the 
distinction  is,  first,  to  ascertain  what  is  the  result  to  be  obtained  by  the  discovery ; 
and  whatever  is  essential  to  that  object,  independent  of  the  mere  form  and  pro^ 
poitioxis  of  the  thing  used  for  the  purpose,  may  generally,  if  not  universally,  be 
considered  as  the  principles  of  the  invention." 

In  Whittemore  v.  Cutter,  1  Gallis.  478,  480,  Mr.  Justice  Story  said:  "By  the 
principles  of  a  machine  (as  these  words  are  used  in  the  statute)  is  not  meant  the 
original  elementary  principles  of  motion,  which  philosophy  and  science  have  dis- 
covered, but  the  modus  operandi,  the  peculiar  device  or  manner  of  producing  any 
given  ^ect  The  expansive  powers  of  steam,  and  the  mechanical  powers  of 
wheels,  ]^ve  been  understood  for  many  ages ;  yet  a  machine  may  well  employ 
either  the  one  or  the  other,  and  yet  be  so  entirely  new,  in  its  mode  of  applying 
these  elements,  as  to  entitle  the  party  to  a  patent  for  his  whole  combination.  The 
mtrinsic  difficulty  is  to  ascertain,  in  complicated  cases  like  the  present,  the  exact 
boondaries  between  what  was  known  and  used  before,  and  what  is  new,  in  the 
node  of  operation."  In  Barrett  v.  Hall,  1  Mas.  447,  470,  the  same  learned  judge 
said:  *'  As  to  the  opinion  of  skilful  witnesses,  whether  the  principles  of  two  ma- 
chines are  the  same,  no  person  doubts  that  it  is  competent  evidence  to  be  intro- 
duced into  a  patent  cause.  But  care  should  be  taken  to  distinguish  what  is  meant 
by  a  principle.  In  the  minds  of  some  men  a  principle  means  an  elementary  truth, 
or  power,  so  that,  in  the  view  of  such  men,  all  machines  which  perform  their  ap- 
propriate functions  by  motion,  in  whatever  way  produced,  are  alike  in  principle, 
since  motion  is  the  element  employed.  No  one,  however,  in  the  least  acquainted 
with  law  would  for  a  moment  contend  that  a  principle  in  this  sense  is  the  subject 
of  a  patent ;  and  if  it  were  otherwise,  it  would  put  an  end  to  all  patents  for  all 
machines  which  employed  motion,  for  this  has  been  known  as  a  principle  or  ele- 
mentary power  from  the  beginning  of  time.  The  true  legal  meaning  of  the  prin- 
ciple of  a  machine,  with  reference  to  the  Patent  Act,  is  the  peculiar  structure  or 
constituent  parts  of  such  machine.  And  in  this  view  the  question  may  be  very 
properly  asked,  in  cases  of  doubt  and  complexity,  of  skilful  persons,  whether  the 
principles  of  two  machines  be  the  same  or  different.  Now  the  principles  of  two 
machines  may  be  the  same,  although  the  form  or  proportions  may  be  different 
They  may  substantially  employ  the  same  power  in  the  same  way,  though  the  ex- 
ternal mechanism  be  apparently  different.  On  the  other  hand,  the  principles  of 
two  machines  may  be  very  different,  although  their  external  structure  may  have 
great  similarity  in  many  respects.    It  would  be  exceedingly  difficult  to  contend, 


304  THE  LAW  or  PATENTS.  [CH.  VIIL 

• 

§  307.  An  infringement  inyolves  substantial  identity,  whether 
that  identity  is  described  by  the  terms,  ^^  same  principle,"  ^^  same 
modiu  operandij^*  or  any  other.  It  is  a  copy  of  the  thing  described 
in  the  specification  of  the  patentee,  either  without  variation,  or 
with  only  such  variations  as  are  consistent  with  its  being  in  sub- 
stance the  same  thing.^  What  will  amount  to  such  a  substantial 
identity  cannot  be  stated  in  general  terms ;  we  can  only  look  to 
individual  cases  for  illustrations  and  applications  of  the  general 
doctrine. 

Thus,  in  Aiken  v.  Bemis,^  Woodbury,  J.,  uses  the  following 
language  :  ^^  The  present  was  a  case  of  the  former  character,  for 
a  combination,  and  the  difference  in  the  patent  from  the  instru- 
ment here  consists  in  this,  that  the  hammer  of  the  saw-set  was 
all  made  of  steel  by  Bemis,  and  that  all  but  the  point  was  made  of 
wrought-iron  in  the  patent.  This  looks,  at  first  blush,  as  not  a 
very  material  difference,  and  one  rather  colorable  or  accidental 
than  designed.  But  when  we  advert  to  the  evidence  in  the  case, 
it  appears  that  the  use  of  wrought-iron  was  found  by  experiment 
to  be  much  better  than  steel,  and  was  hence  patented,  and  this 
without  making  the  specification  in  terms  broad  enough  to  cover 
steel  also.  It  is  a  matter  of  doubt,  therefore,  whether  the  use  of 
an  inferior  material  for  the  hammer  of  the  saw-set,  when  the  patent 
covers  only  a  superior  one,  is  a  legal  violation  of  it.  Why  should 
the  plaintiff  complain  of  what  he  had  tried,  but  deemed  too  useless 

that  a  machine,  which  raised  water  by  a  lever,  was  the  same  in  principle  with  a 
machine  which  raised  it  by  a  screw,  a  pulley,  or  a  wedge,  whatever,  in  other  re- 
spects, might  be  the  similarity  of  the  apparatus."  See  note  on  the  '^  Principle  of 
an  Invention,"  at  the  end  of  this  chapter. 

^  In  Walton  v.  Potter,  Webs.  Pat  Cas.  586,  Sir  N.  C.  Tindal,  Ch.  J.,  'said : 
*^  Where  a  party  has  obtained  a  patent  for  a  new  invention  or  a  discovery  he  has 
made  by  his  own  ingenuity,  it  is  not  in  the  power  of  any  other  person,  simply  by 
varying  in  form  or  in  immaterial  circumstances,  the  nature  or  subject-matter  of 
that  discovery,  to  obtain  either  a  patent  for  it  himself,  or  to  use  it  without  Ibe 
leave  of  the  patentee,  because  that  would  be  in  effect  tmd  in  substance  an  inva- 
sion of  the  right;  and,,  therefore,  what  you  have  to  look  at  upon  the  present  occa- 
sion, is  not  simply  whether  in  form  or  in  circumstances,  that  may  be  more  or  leas 
immaterial,  that  which  has  been  done  by  the  defendants  varies  fix>m  the  specifica- 
tion of  the  plaintiff's  patent,  but  to  see  whether,  in  reality,  in  substance,  and  in 
effect,  the  defendants  have  availed  themselves  of  the  plaintiff's  invention  in  order 
to  make  that  fabric,  or  to  make  that  article  which  they  have  sold  in  the  way  of 
their  trade ;  whether,  in  order  to  make  that,  they  have  availed  themselves  of  the 
invention  of  the  plaintiff* 

'  8  Woodb.  &  Minot,  848. 
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or  yalaeless  to  be  adopted  ?  Had  the  patent  extended  only  to  the 
form  or  parts  of  the  saw-set,*  combined  as  set  out  and  made  of  any 
kind  of  materials,  or  saying  nothing  of  the  materials,  the  right 
would  be  violated  by  a  machine  of  like  form,  as  the  form  would 
be  the  sole  matter  patented.  But  when  the  patentee  chooses  to  go 
further,  and  cover,  with  his  patent,  the  material  of  which  a  part  of 
his  machine  is  composed,  he  entirely  endangers  his  right  to  prose- 
cute wlien  a  different  and  inferior  material  is  employed,  especially 
one  which  he  himself,  after  repeated  experiments,  had  rejected." 

« 

§  808.  If  the  invention  of  the  patentee  be  a  machine,  it  will  be 
infringed  by  a  machine  which  incorporates  in  its  structure  and 
operation  the  substance  of  the  invention  ;  that  is,  by  an  arrange- 
ment of  mechanism  which  performs  the  same  service  or  produces 
the  same  effect  in  the  same  way,  or  substantially  the  same  way. 
But  perhaps  the  only  method  of  satisfactorily  explaining  what  is 
meant  by  operating  in  the  same  or  substantially  the  same  way, 
is  to  cite  from  the  instructions  of  the  courts  on  this  question  in 
several  of  the  leading  patent  cases.  Thus,  in  Wyeth  v.  Stone,^ 
Mr.  Justice  Story  charged  as  follows:  '^It  (the  defendant's  ma- 
chine) is  substantially,  in  its  mode  of  operation,  the  same  as 
Wf eth's  machine ;  and  it  copies  his  entire  cutter ;  the  only  im- 
portant difference  seems  to  be  that  Wyeth's  machine  has  a  double 
series  of  cutters  on  parallel  planes,  and  the  machine  of  the  de- 
fendant's has  a  single  series  of  chisels  in  one  plane.  Both  ma- 
chines have  a  succession  of  chisels,  each  of  which  is  progressively 
below  the  other,  with  a  proper  guide  placed  at  such  a  distance 
as  the  party  may  choose,  to  regulate  the  movement ;  and  in  this 
succession  of  chisels,  one  below  the  other,  on  one  plate  or  frame, 
consists  the  substance  of  Wyeth's  invention.  The  guide  in  Wyeth's 
.machine  is  the  duplicate  of  his  chisel  plate  or  frame ;  the  guide 
in  the  defendant's  machine  is  simply  a  smooth  iron  on  a  level 
with  the  cutting-chisel  frame  or  plate.  Each  performs  the  same 
service  substantially  in  the  same  way."  In  Odiome  v.  Winkley,^ 
the  same  learned  judge  said :  ^'  It  is  often  a  point  of  intrinsic 
difficulty  to  decide  whether  one  machine  operates  upon  the  same 
principles  as  another.  In  the  present  improved  state  of  mechanics, 
the  same  elements  of  motion  and  the  same  powers  must  be 

*  Wyeth  17.  Stone,  1  Story's  R.  278. 
'  O(^ome  V.  Winkley,  2  Gallison,  51. 
PAT.  20 
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employed  in  almost  all  machines.  The  lever,  the  wheel,  and  the 
screw  are  powers  well  known  ;  and  if  no  person  could  be  entitled 
to  a  patent  who  used  them  in  his  machine,  it  would  be  in  Tain  to 
seek  for  a  patent.  The  material  question,  therefore,  is  not  whether 
the  same  elements  of  motion  or  the  same  component  parts  ore 
used,  but  whether  the  given  effect  is  produced  substantially  by  the 
same  mode  of  operation  and  the  same  combination  of  powers  in 
both  machines.  Mere  colorable  differences  or  slight  improvements 
cannot  shake  the  right  of  the  original  inventor.  To  illustrate  iliese 
positions,  suppose  a  watch  was  first  invented  by  a  person  so  as  to 
mark  the  hour$  only,  and  a  second  person  added  the  work  to  mark 
the  minutes^  and  a  third  the  seconds  ;  each  of  them  using  the  same 
combinations  and  mode  of  operation  to  mark  the  hours  as  the  first. 
In  such  a  case  the  inventor  of  the  second-hand  could  not  have 
entitled  himself  to  a  patent  embracing  the  inventions  of  the  other 
parties.  Each  inventor  would  undoubtedly  be  entitled  to  his  own 
invention  and  no  more.  In  the  machines  before  the  court,  there 
are  three  great  stages  in  the  operation,  each  producing  a  given  and 
distinct  effect :  (1.)  The  cutting  of  tho  nail  for  the  head ;  (2.) 
The  griping  of  the  nail ;  (8.)  The  heading  of  the  nail.  If  one 
person  had  invented  the  cutting,  a  second  the  griping,  and  a  third 
the  heading,  it  is  clear  that  neither  could  entitle  himself  to  a  patent 
for  the  whole  of  a  machine  which  embraced  the  inventions  of  the 
other  two,  and  by  the  same  mode  of  operation  produced  the  same 
effect ;  and  if  he  did,  his  patent  would  be  void.  Some  machines 
are  too  simple  to  be  thus  separately  considered  ;  others,  again,  ara 
so  complex,  as  to  be  invented  by  a  succession  of  improvements, 
each  added  to  the  other.  And  on  the  whole,  in  the  present  case, 
the  question  for  the  jury  is,  whether,  taking  Reed's  machine  and 
Perkins's  machine  together,  and  considering  them  in  their  various 
combinations,  they  are  machines  constructed  substantially  upon 
the  same  principles  and  upon  the  same  mode  of  operation." 

One  machine  is  the  same  in  substance  as  another,  if  the  principle 
be  the  same  in  effect,  though  the  form  of  the  machine  be  difibrent. 
Thus  in  Boville  v.  Moore,^  Gibbs,  C.  J.,  said :  '^  I  remember  that 
was  the  expedient  used  by  a  man  in  Cornwall,  who  endeavored  to 
pirate  the  steam^-engine.  He  produced  an  engine  which,  on  the 
first  view  of  it,  had  not  the  least  resemblance  to  Boulton  and 
Watt's  engine ;  where  you  looked  for  the  head  you  found  the  feet, 

1  Boville  V.  Moore,  Dav.  Pat  Gas.  861, 405. 
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and  where  you  looked  for  the  feet  you  found  the  head ;  but  it 
turned  out  that  he  had  taken  the  principle  of  Boulton  and  Watt's ; 
it  acted  as  well  one  way  as  the  other  ;  but  if  you  set  it  upright,  it 
was  exactly  Boulton  and  Watt's  engine*  So  here  I  make  the* 
same  observation,  because  I  observe  it  is  stated  that  one  acts 
upwards  and  the  other  downwards;  one  commences  from  the 
bottom  and  produces  the  lace  by  an  upward  operation,  the  other 
acts  from  above  and  produces  it  by  an  operation  downwards  ;  but 
that,  if  the  principle  be  the  same,  must  be  considered  as  the  same 
in  p<Hnt  of  invention."  ^ 

In  McOormick  v.  Seymour,^  Nelson,  J.,  gave  the  following  in- 
structions :  ^^  The  next  objection  taken  by  the  defendants  is  that, 
assuming  the  divider  of  the  plaintiff  to  be  new  and  useful  and 
patentable,  and  that  he  is  entitled  to  the  enjoyment  of  it  free  from 
any  interference,  still  he  is  not  entitled  to  recover,  because  the 
defendants  have  not  used  his  separator,  but  a  different  contrivance. 
In  order  to  take  the  separator  of  the  defendants  out  of  the  chaise  of 
infringement,  it  is  necessary  that  they  should  satisfy  you  that  it  is 
substantially  and  materially  different  from  the  plaintiff's  ;  in  other 
words,  that  it  involves  some  new  idea  in  its  construction  not  to  be 
found  in  the  plaintiff's.  If  it  is  found  there,  of  course  it  is  an 
appropriation  of  his  invention.  If  not,  then  it  is  an  independent 
improvement  and  no  violation  of  the  plaintiff's  right.  It  is  proper 
to  observe,  in  respect  to  this  particular  question,  that  whether  the 
separator  of  the  defendants  be  or  be  not  an  interference  with  that 
of  the  patentee,  will  depend  upon,  this,  whether  the  plan  which 
the  defendants  have  employed,  in  constructing  their  separator  and 
dividing  the  grain,  is  or  is  not  in  substance  the  same  as  the  plain-, 
tiff's,  and  whether  or  not  the  difierences  that  have  been  introduced 
by  the  defendants  in  their  form  of  construction  and  in  accomplish- 
ing the  design  which  all  these  separators  seek  to  accomplish,  are 
merely  differences  in  things  not  material  or  important ;  in  other 
words,  whether  their  plan  is,  in  substance  and  effect,  a  colorable 
evasion  of  tiie  plaintiff's  contrivance,  or  whether  it  is  new,  and 
substantially  a  different  thing.  If  the  defendants  have  taken  the 
same  general  plan  and  applied  it  for  the  same  purpose,  although 
fhey  may  have  varied  the  mode  of  construction,  it  will  still  be, 
substantially  and  in  the  eye  of  the  patent  law,  the  same  thing. 
Otherwise  it  will  not." 

^  Compare  Buck  v.  Hermance,  2  Blatchf.  898. 
'  McConnick  v.  Seymour,  2  Blatch£  240. 


808  THE  LAW  OF  PATENTS.  [CH.  Vffl. 

To  the  same  effect,  in  Blanchard  v.  Beers,^  the  same  judge  said : 
^'  It  is  material,  at  this  stage  of  the  case,  to  recall  your  attention 
to  a  principle  already  stated,  namely,  that  whether  or  not  the  one 
machine  is  an  infringement  of  the  other,  does  not  necessarily 
depend  upon  whether  their  mechanical  structures  are  different. 
But  the  question  is,  whether  (whatever  may  be  the  mechanical 
construction)  the  later  machine  contains  the  means  or  combination 
found  in  the  previous  machine,  —  whether,  taking  the  structure  as 
you  find  it,  you  see  the  new  idea  embodied  in  it.  If  the  combina- 
tion of  Blanchard  is  found  substantially  incorporated  in  the 
defendant's  machine,  then  its  mechanical  construction,  whatever  it 
may  be,  is,  as  matter  of  law,*  but  an  equivalent  for  the  mechanical 
construction  of  Blanchard's  machine.  No  man  can  appropriate 
the  benefit  of  the  new  ideas  which  another  has  originated  and  put 
into  practical  use,  because  he  may  have  been  enabled  by  superior 
mechanical  skill  to  embody  them  in  a  form  different  in  appearance 
or  different  in  reality.  For  although  he  may  not  have  preserved 
the  exteripr  appearance  of  the  previous  machine,  he  may  have 

appropriated  the  ideas  which  gave  to  it  all  its  value It  is 

unfair,  when  the  question  is  between  Blanchard's  machine  thus 
organized  and  a  machine  organized  for  one  particular  purpose  and 
to  produce  one  particular  result  of  Blanchard's  machine,  such  as 
the  wagon-spoke,  to  hold  that,  because  the  machine  oz^anized  for 
that  specific  purpose  is  differently  constructed  and  dissimilar  in 
appearance,  and  can  produce  the  particular  thing  more  rapidly, 
it  therefore  necessarily  fails  to  embody  the  same  idea  or  combina- 
tion. We  know  that  any  machine  constructed  to  accomplish  a 
particular  object  or  purpose  may  be  often  inaterially  changed  from 
the  original  construction,  and  yet  do  the  work  very  well.  There 
are  mechanical  equivalents,  by  the  use  of  which  the  whole  features 
may  be  changed,  and  a  great  departure  made  from  the  apparent 
principle  and  combination  of  the  machine,  and  yet  it  may  operate 
well.  In  view  of  this  consideration,  it  should  be  particularly 
noticed,  in  this  case,  that  the  defendant's  machine  has  been  con- 
structed for  one  object,  —  for  the  purpose  of  turning  wagon-spokea 
of  slight  irregularity  of  form,  and  therefore,  as  is  obvious,  may 
admit  of  very  material  changes  from  the  original  machine.    It 

^  Blanchard  v.  Beers,  2  Blatchf.  418.  Compare  McCormick  v,  Talcott,  20  How. 
402;  Winans  v.  Denmead,  15  How.  832;  Sickels  v.  Borden,  S  Blatchf.  535; 
Dobbs  V.  Fenn,  3  WeU.  Hurls.  &  Gord.  427. 
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will  be  proper,  Uierefore,  for  you  to  look  iuto  these  two  machines 
and  see  whether  or  not  the  change  in  the  organization  of  the  de- 
fendant's machine  from  the  plaintiff's  might  not  have  been  the 
production  of  the  skill  of  a  mechanic  examining  and  studying  the 
Blanchard  machine  with  a  view  to  reorganize  it  ilnd  adapt  it  to 
the  performance  of  one  of  its  functions,  namely,  producing  an 
axe-handle  or  a  wagon-spoke.  Because,  whenever  a  defendant  sets 
up  that  he  has  substantially  departed  from  the  existing  machine, 
so  as  to  avoid  the  consequences  of  an  infringement,  it  is  necessary 
that  he  should  satisfy  the  court  and  jury  that  his  departure  has 
been  such  as  involves  invention,  and  not  mere  mechanical  skill, 
in  order  to  entitle  him  to  a  patent  for. the  discovery.  There  must 
be  mind  and  inventive  genius  involved  in  it,  and  not  the  mere 
skill  of  the  workman 

^  These  views  present  all  that  I  mean  to  trouble  you  with  upon 
the  main  question  in  the  case.  As  to  the  fact  that  the  defendant's 
machine  can  cut  a  greater  number  of  spokes  in  a  given  time  than 
the  plaintiff's,  the  law  is  as.  stated  by  the  counsel  on  both  sides. 
That  fact  may  be  taken  into  consideration  in  examining  into  the 
question  whether  or  not  the  principle  or  combination  of  the  two 
machines  is  substantially  the  same.  If  it  is,  then,  without  regard 
to  the  result,  and  although  a  greater  number  of  spokes  can  be 
made  by  the  defendant's  machine  in  a  given  time,  that  machine 
would  still  be  an  infringement.  This  superiority  is  sometimes 
produced  by  a  superior  construction  of  the  machine ;  or  it  may, 
in  this  case,  be  the  result  of  making  one  adapted  exclusively  to 
the  accomplishment  of  one  of  the  purposes  of  Blanchard's ;  or, 
it  may  be  the  result  of  an  improvement  on  his ;  but  this  will  not 
entitle  its  author  to  use  the  principle  or  combination  of  Blanch- 
ards'." 

To  the  same  effect  are  the  instructions  of  Sprague,  J.,  in  Howe  t;. 
Morton  and  Howe  v.  Williams,  MS. :  ^*  We  find,  then,  to  look  at  the 
Williams  machine,  in  the  first  place,  that  it  has  two  holding  sur- 
faces, between  which  the  cloth  is  fed  by  mechanism,  —  a  piece  of 
metal  taking  hold  of  tlie  cloth  and  carrying  it  along  between  these 
two  surfaces.  That  is  the  sub-combination  of  Howe's,  so  far. 
And  that  is  one  material  part  of  the  defendant's  machine,  and 
found  in  no  machine  prior  to  Howe's  ;  the  presser-foot  is  divided 
into  two  parts,  operating  alternately,  one  of  which  is  always  upon 
the  cloth  and  pressing  it  down  upon  the  table ;  one  part  presses  the 
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cloth  down  upon  the  roughened  feeding  surface  below ;  the  feeding 
is  done  by  advancing  the  roughened  surface  and  then  withdrawing 
it  in  the  same  plane ;  one  part  of  the  presser-foot  being  raised, 
that  it  may  not  press  the  cloth  down  while  the  roughened  surface 
is  retreatidg ;  the  other  part,  in  the  mean  time,  being  down,  holds 
the  cloth  in  position  while  the  first  is  up  ;  these  opposing  surfaces 
are  holding  the  cloth  all  the  time  between  ihem  for  the  operation 
of  tighteiiing  the  stitch  and  for  resisting  the  thrust  and  retraction 
of  the  needle,  and  keeping  the  cloth  in  place  while  it  is  fed  along. 
We  find,  in  the  next  place,  that  it  has  two  threads,  and  forms  the 
stitch  by  the  interlocking  of  these  two  threads ;  and  so  far,  —  with- 
out speaking  of  the  minor  mechanism  by  which  this  is  accomplished, 
-r  so  far  it  is  like  Howe's ;  and  Howe's  was  not  anticipated  in  that 
respect  by  any  machine  prior  to  his.  These  sub-combinations  are 
like  Howe's.  The  general  combination  and  arrangement  are  like 
Howe's.  It  is  testified  by  the  experts  that  they  are  identical ;  and 
I  see  no  reason  to  doubt  that  statement. 

^'We  find,  then,  that  the  Williams  machine  has  adopted  the 
general  combination  and  arrangement  of  Howe's,  and  some  at 
least  of  the  sub-combinations  of  Howe's,  in  which  that  machine 
differs  from  others.  Without  undertaking,  therefore,  to  go  into 
the  minutiae  of  the  mechanism,  the  Williams  machine,  in  my 
judgment,  contains  so  much  of  Howe's  sub-combinations  and  of 
his  general  combination  and  arrangement,  that  it  is  an  infringe- 
ment of  his  patent. 

^'  The  Sloat  machine  differs  not  substantially  or  scarcely  at  all 
from  Howe's,  in  the  holding  apparatus.  It  has  two  surfaces,  the 
table,  and  the  presser-foot.  The  foot  presses  on  the  material  which 
is  between  that  and  the  table,  and  which  is  there  fed  along  by  the 
four-motion-feed,  as '  it  is  sometimes  called,  not  requiring  the 
presser-foot  to  rise  to  enable  the  roughened  surface  to  return. 
And  the  same  remark  applies  here  as  to  the  Williams  machine, 
that  it  has  these  surfaces  holding  the  material  for  tlie  same  opera- 
tions,—  the  tightening  of  the  stitch,  resisting  the  thrust  and 
retraction  of  the  needle,  and  keeping  the  cloth  in  its  proper  place 
when  it  is  fed. 

''As  regards  the  formation  of  the  stitch,  the  Sloat  machine  also 
uses  two  threads  and  makes  the  interlocking  stitch.  The  shuttle  is 
not  carried  between  the  needle  and  its  thread,  but  the  thread  of 
the  needle  is  carried  around  the  shuttle,  thus  producing  the  inter- 
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locking,  —  the  stitch  being  substantiallj  the  same  as  Howe's  and 
produced  by  these  instraments,  —  the  needle  and  the  shuttle  having 
each  its  thread,  one  carried  through  the  loop  of  the  other,  in  the 
manner  I  have  described.  It  is  my  opinion  that  the  Sloat  machine 
also  contains  so  much  of  Howe's  sub-combination  or  subordinate 
parts  and  of  his  general  combination  and  arrangement,  that  it  is 
an  infringement  of  his  patent." 

§  809.  But  if  the  difference  between  the  two  machines  is  not  a 
mere  difference  of  form,  if  there  is  a  material  alteration  of  struc- 
ture, if  they  are  substantially  different  combinations  of  mechan- 
ism, to  effect  the  same  purpose  by  means  which  are  really  not  the 
same  in  substance,  then  the  one  will  not  be  an  infringement  of  the 
other.i 

^  Lowell  V.  Lewis,  1  Mu.  1S2,  191.  In  this  case,  Mr.  Jostice  Story  said: 
"  Hie  manner  in  which  Mr.  PerkMs  invention  is,  in  his  specification,  proposed 
to  be  used,  is  in  a  square  pump,  with  triangular  valves,  connected  in  the  centre, 
and  resting  without  any  box  on  the  sides  of  the  pump,  at  such  an  angle  as  exact- 
ly to  fit  the  four  sides.  The  pump  of  Mr.  Baker ,  on  the  other  hand,  is  fitted  only 
for  a  circular  tube,Iwitfa  butterfly  valves  of  an  oval  shape,  connected  in  the  cen- 
tre, and  resting,  not  on  the  sides  of  the  pump,  but  on  a  metal  rim,  at  a  given  an- 
fjitj  80  that  the  rim  may  not  be  exactly  in  contact  with  the  sides,  but  the  valves 
maybe.  If  from  the  whole  evidence  the  jury  is  satisfied  that  these  difierences 
are  mere  changes  of  form,  without  any  material  alteration  in  real  structure,  then 
the  plaintiff  is  entitled  to  recover ;  if  they  are  substantially  different  combinations 
of  mechanical  parts  to  effect  the  same  purposes,  then  the  defendant  is  entitled  to 
a  verdict.  This  is  a  question  of  fact,  which  I  leave  entirely  to  the  sound  judgment 
of  the  jury.** 

In  Gray  9.  James,  Peters's  Circ.  C.  R.  894,  897,  Mr.  Justice  Washington  said  : 
**  What  constitutes  a  difference  in  principle  between  two  machines,  is  frequently 
a  question  of  difficulty,  more  especially  if  the  difference  in  form  is  considerable, 
and  the  machinery  complicated.  But  we  think  it  may  safely  be  laid  down,  as  a 
general  rule,  that  where  the  machines  are  substantially  the  same,  and  operate  in 
the  same  manner,  to  produce  the  same  result,  they  must  be  in  principle  the  same. 
I  say  substaniiaUify  in  order  to  exclude  all  formal  differences ;  and  when  I  speak 
of  the  same  result,  I  must  be  understood  as  meaning  the  same  hind  of  result^  (hough 
\l  may  differ  in  extent.  So  that  the  result  is  the  same^  according  to  this  definition^ 
viheiher  the  one  produce  more  naUs^for  instance^  in  a  given  space  of  time,  than  the 
other^  if  the  operation  is  to  make  nails.** 

The  American  Pin  Co.  v.  The  Oakville  Co.  8  Blatch.  190.  «  Neither  of  these 
operations  can  be  found,  either  in  form  or  in  substance,  in  the  Crosby  machine  (de- 
fendants^). There  is  no  hopper  in  Crosby's  machine,  unless  the  inclined  chan- 
nel-way in  which  the  pins  hang  by  their  heads  in  a  vertical  position,  may  be  con- 
ndered  a  hopper.  That,  if  it  be  considered  as  a  hopper,  does  not  move.  It  is 
stationary.    Of  course  it  neither  slides  nor  passes  over  anything.    From  the  lower 
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Thus,  in  a  recent  English  case,  the  plaintiff^s  invention  con- 
sisted in  the  application  of  ventilating  vanes  or  screws  at  the 
centre  of  the 'stones  for  supplying  the  air  between  the  grinding 
surfaces ;  a  portable  ventilating  machine,  blowing  by  a  screw  vani9 
which  caused  a  current  of  air  parallel  to  the  axis  of  the  vane, 
being  attached  externally  to  the  eye  of  the  upper  mill-stone,  and 
thus  the  screw  vane  being  set  in  rapid  motion,  the  air  was  com- 
pelled to  pass  through  the  eye  into  the  centre  of  the  stones  and  so 
find  its  way  out  again  ;  the  defendants  plan  was  to  remove  from 
the  centre  of  both  stones  a  large  circular  portion  of  each,  and  in 
this  space,  opposite  to  the  opening  between  the  two  stones  to  place 
a  fan  or  blower,  by  the  rapid  rotation  of  which  a  centrifugal  mo- 
tion was  given  to  the  air,  and  it  was  driven  between  the  stones. 
It  was  held  that  the  one  invention  was  not  an  infringement  of  the 
other,  but  that  each  was  a  new  method  of  accomplishing  a  well- 
known  object,  on  the  common  principle  of  obtaining  a  current  of 
air  by  means  of  a  rotating-vane.^ 

extremity  of  the  channel-way,  the  pins  are  taken,  one  by  one,  by  the  thread  of  a 
screw,  while  it  is  revolving  and  while  the  pin  is  vertical,  and,  by  £)rce  of  mechan- 
ical power,  the  pin  is  carried  in  the  thread  of  the  screw  to  the  other  end  of  the 
screw,  and  is  there  deposited  by  the  screw,  in  a  horizontal  position,  in  a  grooTe 
channeL  The  screw,  while  operating,  has  no  motion  but  a  revolving  motion. 
Daring  the  whole  time  it  remains  in  the  same  space.  It  neither  moves  forward 
nor  back.  There  is,  then,  nothing  in  the  machine  which,  either  in  form  or  in  sub- 
stance, has  any  resemblance  to  a  sliding  hopper,  sliding  or  passing  over  recesses 
in  a  plate  to  receive  the  pins  as  they  drop  from  a  hopper,  or  to  recesses  for  receiv- 
ing pins  sliding  or  passing  under  a  hopper.  In.  Slocum's  machine,  one  of  these 
processes  must  take  place ;  and,  without  one  of  them,  a  machine  for  this  pur- 
pose cannot  be  a  Slocum  machine.  In  the  Slocum  machine,  the  recess  in  the 
plate  which  receives  the  pin  from  the  hopper  must  be  of  the  exact  raze  of  the 
barrel  of  the  pin.  In  the  Crosby  machine,  the  recess  in  the  thread  of  the  screw 
which  receives  the  pin,  and  by  which  it  is  transported  to  the  other  end  of  the 
screw,  and  which,  it  is  claimed,  is  a  mechanical  equivalent  for  the  recess  in  the 
plate  with  grooves  in  Slocum's  machine,  need  not  be  of  the  exact  depth  or  breadth 
of  the  barrel  of  the  pin.  It  may  be  of  any  size,  provided  it  is  not  sufficiently  laige 
to  permit  the  head  of  the  pin  to  fall  through.  The  essential  means  used  in  Cros- 
by's machine  to  bring  about  the  result,  to  wit,  a  separation  of  the  pins  from  the 
pile  or  column,  are,  therefore,  substantially  different  from  the  means  used  in  Slo- 
cum's machine  to  produce  the  same  result.  In  this  respect  the  two  machines  op- 
erate differently  and  depend  upon  distinct  organizations.  The  same  substantial 
means  are  not  used  in  each."    Per  Ingersoll,  J. 

^  Bovill  V,  Pimm,  36  E.  L.  &  Eq.  441.    Compare  also  Seed  v.  Higgings,  8  £11. 
&  Blackb.  755. 
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(  SIO.  But,  in  cases  where  the  patent  is  not  for  a  combination, 
if  the  principle  is  applied  in  the  same  way  as  the  patentee  has  ap- 
plied it,  then  the  absence  of  two  or  three  things  in  the  defendant's 
machine,  which  are  mentioned  in  the  specification,  will  not  prevent 
the  patentee  from  recovering  for  an  infringement.^    It  is  in  rela- 

« 

^  Jones  V,  Fearce,  Webs.  Pat  Cas.  122,  124.  And  if  the  imitation  be  so  neaiv 
Ij  exact  as  to  satisfy  the  jury  that  the  imitator  attempted  to  copy  the  model,  and 
to  make  some  almost  imperceptible  variation,  for  the  purpose  of  evading  the  right 
of  the  patentee,  it  may  be  considered  a  fraud  upon  the  law,  and  such  slight  varia- 
tion will  be  disregarded.    Davis  v.  Palmer,  2  Brock.  298,  309. 

Winans  v.  Denmead,  15  How.  880.  In  this  case,  the  claim  of  the  patentee  was 
in  the  following  words :  "  What  I  claim  as  my  invention  and  desire  to  secure  by 
letters-patent,  is,  making  the  body  of  a  car  for  the  transportation  of  coal,  &c.,  in 
the  form  of  a  frustrum  of  a  cone,  substantially  as  herein  described,  whereby  the 
force  exerted  by  the  weight  of  the  load  presses  equally  in  all  directions,  and  does 
not  tend  to  change  the  form  thereof,  so  that  every  part  resists  its  equal  propor- 
tion, and  by  which  also  the  lower  part  is  so  reduced  as  to  pass  down  within  the 
tmek-frame  and  between  the  axles,  to  lower  the  centre  of  gravity  of  the  load  with- 
oat  diminishing  the  capacity  of  the  car  as  described.  I  also  claim  extending  the 
body  of  the  car  below  the  connecting  piece  of  the  truck-frame  and  the  line  of 
draft,  by  passing  the  connecting  bars  of  the  truck-frame  and  the  drafl-bar  through 
the  body  of  the  car,  substantially  as  described.'' 

The  testimony  showed  that  the  defendants  had  made  cars  similar  to  the  plain- 
tiffs',  except  that  the  form  was  octagonal  instead  of  circular.  There  was  evidence 
tending  to  prove  that,  considered  in  reference  to  the  practical  uses  of  such  a  car, 
the  octagonal  car  was  substantially  the  same  as  the  circular.  Among  others, 
James  Millholland,  called  by  the  defendants,  testified,  '*  that  the  advantage  of  a 
reduced  bottom  of  the  car  was  obtained,  whether  the  car  was  octagonal  or  coni- 
cal ;  that  the  strengthening  of  the  bottom  due  to  the  adoption  of  a  conical  form, 
was  the  same  when  the  octagonal  form  was  adopted  or  the  circular ;  that  the 
dreular  form  was  the  best  to  resist  the  pressure,  as  e.  g.  in  a  steam-boiler,  and  an 
octagonal  one  better  than  the  square  form ;  that  the*  octagonal  car  was  not  better 
than  the  conical ;  that  for  practical  purposes  one  was  as  good  as  the  other ;  that 
a  polygon  of  many  sides  wpuld  be  equivalent  to  a  circle ;  that  the  octagon  car, 
practically,  was  as  good  as  the  conical  one ;  and  that,  substantially,  the  witness 
WW  no  difference  between  the  two."  Curtis,  J.,  in  reversing  the  charge  of  Qie 
circuit  judge,  said :  ^  Undoubtedly  there  may  be  cases  in  which  the  letters-patent 
do  include  only  the  particular  form  described  and  claimed.  Davis  v.  Palmer,  2 
Brock.  809,  seems  to  have  been  one  of  those  cases.  But  they  are  in  entire  ac- 
cordance with  what  is  above  stated.  The  reason  why  such  a  patent  covers  only 
one  geometrical  form,  is  not  that  the  patentee  has  described  and  claimed  that 
ibnn  only ;  it  is  because  that  form  only  is  capable  of  embodying  his  invention ; 
and  consequently,  if  the  form  is  not  copied,  the  invention  is  not  used.  Where 
form  and  substance  are  inseparable,  it  is  enough  to  look  at  the  form  only.  Where 
they  are  separable,  where  the  whole  substance  of  the  invention  may  be  copied  in 
a  different  form,  it  is  the  duty  of  courts  and  juries  to  look  through  the  form  for  the 
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tion  to  this  question  of  substantial  identity,  tliat  the  doctrine  of 
mechanical  equivalents  becomes  practically  applicable.  This  doc- 
trine depends  upon  the  truth  that  the  identity  of  purpose,  and  not 
of  form  or  name,  is  the  true  criterion  in  judging  of  the  similarity 
or  dissimilarity  of  two  pieces  of  mechanism.  The  question  whether 
one  thing  is  a  mechanical  equivalent  for  another,  is  a  question  of 
fact  for  the  jury,  on  the  testimony  of  experts,  or  an  inspection  of 
the  machines  ;  and  it  is  an  inference  to  be  drawn  from  all  the  cir- 
cumstances of  the  case,  by  attending  to  the  consideration,  whether 
the  contrivance  used  by  the  defendant  is  used  for  tlie  same  pur- 
pose, performs  the  eame  duties,  or  is  applicable  to  the  same  ob- 
ject, as  the  contrivance  used  by  the  patentee.^    Hence,  two  things 

substance,  —  for  that  which  entitled  the  inventor  to  his  patent,  and  which  the 
patent  was  designed  to  secure.  Where  that  is  found,  there  is  an  infringement ; 
and  it  is  not  a  defence  that  it  is  embodied  in  a  form  not  described  and  in  teims 
claimed  by  the  patentee.  Patentees  sometimes  add  to  their  claims  an  express 
declaration  to  the  effect  that  the  claim  extends  to  the  thing  patented,  however  its 
form  or  proportions  maj  be  varied.  But  this  is  unnecessary.  The  law  so  inter- 
prets the  claim  without  the  addition  of  these  words.  The  exclusive  right  to  the 
thing  patented  is  not  secured  if  the  public  are  at  liberty  to  make  substantial  copies 
of  it,  varying  its  form  or  proportions. ....  How  is  a  question  of  infringement  of 
this  patent  to  be  tried  ?  It  may  safely  be  assumed,  that  neither  the  patentee  nor 
any  other  constructor  has  made  or  will  make  a  car  exactly  circular.  In  practice 
deviations  from  a  true  circle  will  always  occur.  How  near  to  a  circle,  then,  must 
a  car  be  to  a  circle,  in  order  to  infringe  ?  May  it  be  slightly  elliptical  or  other- 
wise depart  from  a  true  circle,  and  if  so,  how  far  ?  In  our  judgment,  the  only 
answer  that  can  be  given  to  these  questions  is,  that  it  must  be  so  near  a  true  cir- 
cle as  substantially  to  embody  the  patentee's  mode  of  operation,  and  thereby  at- 
tain the  same  kind  of  result  as  was  reached  by  his  invention.  It  is  not  necessary 
that  the  defendant's  car  should  employ  the  plaintiff's  invention  to  as  good  advan- 
tage as  he  employed  it,  or  that  the  result  should  be  precisely  the  same  in  degree. 
It  must  be  the  same  in  kind,  and  effected  by  his  mode  of  operation  in  substance." 
See  also  dissenting,  opinion  of  Campbell,  J.  • 

^  In  Morgan  v.  Seaward,  Webs.  Fat.  Cas.  170,  Alderson,  B.,  instructed  the  jury 
as*follows :  "  The  first  defence  is,  that  they  did  not  infringe  the  patent.  That  is 
a  question  of  fact,  with  regard  to  which  I  do  not  think  it  is  at  all  material  to  re- 
capitulate the  evidence,  for  I  understand  from  an  intimation  you  have  thrown 
out,  that  you  entertain  no  doubt  of  it,  that  is,  that  the  one  is  an  infringement  of  the 
other.  Upon  that  subject,  the  question  would  be,  simply,  whether  the  defendants^ 
machine  was  only  colorably  different,  that  is,  whether  it  differed  merely  in  the 
substitution  of  what  are  called  mechanical  equivalents  for  the  contrivances  which 
•re  resorted  to  by  the  patentee.  I  think^  when  you  are  told  what  the  invention 
of  the  plaintiffs'  really  is,  you  will  see  that  those  differences  which  Mr.  Donkin 
and  others  point  out  as  existing  between  the  one  machine  and  the  other,  are  in 
truth  differences  which  do  not  affect  the  principle  of  the  invention.    ThereforOi 
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may  be  mechanical  equivalents  for  each  other  under  some  circum- 
stances, which  would  not  be  so  under  different  circumstances. 
Hence,  also,  the  names  as  well  as  the  forms  of  things  are  of  com- 
paratively little  importance.  The  question  to  be  determined  is, 
whether,  under  a  variation  of  form,  or  by  the  use  of  a  thing  which 
bears  a  different  name,  the  defendant  accomplishes  in  his  machine 
the  same  purpose,  object,  or  effect  as  that  accomplished  by  tlie 
patentee ;  or  whether  there  is  a  real  change  of  structure  and  pur- 
pose.^ 

tbe  two  machines  are  alike  in  principle,  one  man  was  the  first  inventor  of  the 
principle,  and  the  other  has  adopted  it ;  and  though  he  may  have  carried  it  into 
effect,  by  substituting  one  mechanical  equivalent  for  another,  still  you  are  to  look 
to  the  substance,  and  not  to  the  mere  ibrm,  and  if  it  is  in  substance  an  iniringe- 
ment,  you  ought  to  find  that  it  is  sa  If  in  principle  it  is  not  the  same,  but  really 
different,  then  the  defendants  cannot  be  said  to  have  infringed  the  patent.  You 
irill,  however,  when  you  are  considering  that  subject,  remember,  that  when  the 
model  of  Mr.  Stevens's  paddles  was  put  into  the  hands  of  Mt.  Donkin,  he  sud,  at 
first  sight,  that  it  was  exactly  like  the  plaintiffs' ;  and  so  like  was  it  as  to  induce 
him  to  say  that  it  was  precisely  the  same  in  principle,  till  I  pointed  out  to  him  a 
material  difference  in  it,  and  then  it  appeared,  that  though  there  was  a  similarity 
of  execution,  there  was  a  real  difi*erence  in  principle,  therefore  it  was  not  similar 
to  die  plaintiffs'  wheel,  though  at  first  sight  it  had  the  appearance  of  being  simi- 
hr.  So  you  see  you  ought  to  look  always  to  the  substance,  and  not  to  the  form." 
In  Webster  v,  Lowther,' before  Lord  Tenterden,  the  jury,  upon  the  evidence  of 
tportmnen  that  the  lock  with  a  sliding  bolt  was  more  readily  used  in  the  field,  par- 
ticularly in  wet  weather,  than  the  screw  and  washer,  found  that  the  alteration 
was  a  material  and  useful  improvement ;  and  upon  evidence  hy  mecJumicBf  that  a 
ipring  in  a  bolt  was  the  same  thing  as  a  bolt  sliding  in  a  groove,  they  found  that 
tiie  defendant  had  infringed  the  patent  of  the  plaintiff*.  Godson  on  Patents,  282, 
238.  Here  an  important  advantage  was  gained,  but  it  was  gained  by  the  use  of 
a  mechanical  equivalent,  and  consequently  the  new  advantage  did  not  prevent 
the  defendants^  lock  being  an  infringement  on  the  plaintiffs'. 

^  Thus,  in  the  M  mode  of  making  chains,  the  different  parts  of  the  chain  were 
held  together  by  one  branch  of  the  chain  being  linked  within  another,  or  else  the 
different  branches  were  connected  together  by  holes  perforated  through  each,  and 
connected  by  a  pin  or  screw.  Subsequently,  a  party  united  these  two  modes,  by 
inserting  one  link  within  the  other,  and  perforating  both  by  a  pin.  A  second  in- 
ventor then  made  a  chain  which  united  both  these  principles  of  support,  but  in  a 
different  manner,  by  using  a  piece  of  metal,  called  a  pin,  for  a  totally  different 
purpose,  not  performing  the  same  duties,  or  applicable  to  the  same  objeet ;  and  it 
was  held  that  he  was  well  entitled  to  a  patent  for  his  invention.  In  the  'matter 
of  Cutler's  patent.  Caveat  at  the  Great  Seal,  Webs.  Pat  Cas.  418,  480.  In  Moiv 
gan  V,  Seward^  Webs.  Pat.  Cas.  167,  Sir  L.  Shadwell,  V.  C.  said:  "  The  question 
in  the  case  is  simply  whether  the  eccentric  motion  is  produced  by  the  adoption  of 
tiie  same  combination  of  machinery  by  the  defendants  as  the  plaintiffs  are  en- 
titled ezclosiveiy  to  use.    Upon  reading  the  specification,  it  appears  that  a  par- 
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Thus,  the  substitution  by  defendants  of  a  cylinder  having  a 
domed  or  spherical  top,  for  the  cone  or  the  cone  with  the  conoidal 

ticular  combination,  insisted  on,  is  described  nnder  the  item  rods,  bent  rods,  disk, 
and  crank.  If  Mr.  Galloway  had  been  asked,  at  the  time  he  gave  this  description, 
whether  he  meant  the  disk  should  revolve  on  a  crank  only,  or  that  it  should  be 
made  to  revolve  hj  any  other  suitable  means,  his  reply  might  have  been  general ; 
but  as  he  has  t}iought  proper  to  specify  a  crank,  the  question  to  determine  is, 
whether  the  eccentric  a^,  with  a  collar  in  the  defendants'  contrivance,  is  the 
same  as  a  crank  in  that  of  the  plaintiffs'.  The  term  "  crank  "  is  a  relative  term,  and 
might  have  reference  to  some  particular  piece  of  machinery.  The  arrangement 
adopted  by  the  defendants  is  a  most  important  variation  from  the  invention ;  for 
instead  of  weakening  the  action  of  the  paddle  wheel,  that  is  preserved  entire,  un- 
broken, und  unincumbered.  That  perpetual  vibration  or  destroying  power,  as  it 
might  be  termed,  on  the  outer  part  of  the  frame  work  that  supports  the  wheel,  is 
entirely  avoided,  and  the  vibration  at  the  centre  of  the  disk  within  the  wheel  is 
transferred  from  a  part  of  the  machinery  least  able  to  bear  it  to  the  side  of  the 
vessel,  that  is  made  strong  for  the  purpose ;  and  although  it  might  be  said  the  ac^ 
tion  of  the  rods  on  one  side  of  the  float  boards  might  distort  l^em  a  little,  that  in- 
convenience might  be  more  than  counterbalanced  by  other  advantageis.  The 
alteration  is,  therefoi*e,  not  merely  colorable,  but  primd  facie  a  decided  improve- 
ment by  the  introduction  into  a  combination  of  three  things  of  that  which  is  not 
noticed  at  all  in  the  specification." 

In  Gray  v,  Osgood,  Peters's  Circ.  C.  R.  394, 898,  may  be  found  a  clear  illustra- 
tion of  the  doctrine  of  mechanical  equivalents.  Washington,  J.,  said:  "In  the 
former  [the  plaintiff's  machine]  we  find  the  two  jaws  of  a  vice,  the  one  fixed,  and 
the  one  movable  onr  a  pivot  at  the  top,  which  connects  them  together.  In  eaah  of 
these  jaws  is  fixed  a  cutter,  the  use  of  which  is  to  cut  off  from  the  bar  of  iron  as 
much  as  will  be  necessary  to  form  the  nail,  which,  being  separated,  falls  by  its  own 
gravity  into  a  die,  which  holds  it  by  a  firm  gripe  until  the  head  is  formed,  by  what 
is  called  the  set,  or  heading  die.  The  power  which  produces  thb  double  opera- 
tion, is  a  lever  of  the  first  order,  acting  upon  a  toggle-joint,  which  compresses  the 
two  jaws,  and  consequently  the  cutters  together,  and  also  the  set  in  such  a  manner 
as  to  head  the  nail.  But  the  whole  is  performed  by  the  same  movement  of  the 
lever. 

'*  It  is  impossible  to  describe  the  parts  of  the  defendant's  machine,  and  its  opera- 
tion, without  using  the  same  expressions,  except  that  his  is  inverted,  the  pivot  of 
the  vice  being  below,  and  a  lever  of  the  second  order  embracing  the  jaws  with  a 
friction-roller,  acting  on  an  inclined  plane  made  on  the  moving  jaw  of  the  vice, 
instead  of  the  lever  of  the  first  order,  and  the  toggle-joint  But  it  is  in  full  proof 
that  these  differences  as  to  the  lever  and  the  friction-roller  are  the  necessary  con- 
sequences of  the  machine  being  inverted.  After  having  made  this  comparison, 
and  ascertained  the  mode  of  operation  by  each  machine,  connected  with  the  re- 
sult of  each,  the  jury  can  find  little  difficulty  in  deciding  whether  they  are  the 
same  in  principle  or  not 

'*  The  witnesses  have  differed  in  opinion  as  to  the  comparative  merit  of  the  tog- 
gle-joint in  Perkins's  machine,  and  the  friction-roller  in  Read's.  If  their  operation 
is  precisely  the  same,  the  difference  in  form  does  not  amount  to  an  invention  of 
any  kind. 
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open  in  the  plaintiff's  apparatus,  —  both  the  defendant's  and  the 
plaintiff's  apparatus  being  used  for  the  same  purpose  and  in  very 
nearly  the  same  way,  —  was  held  to  be  strong  evidence  of  in- 
fringement.^ 

§  811.  If  the  change  introduced  by  the  defendant  constitutes 
a  mechanical  equivalent,  in  reference  to  the  means  used  by  the 
patentee,  and,  besides  being  such  an  equivalent,  it  accomplishes 
some  other  advantage  beyond  the  effect  or  purpose  accomplished 
by  the  patentee,  it  will  still  be  an  infringement,  as  respects  what 
is  covered  by  the  patent,  although  the  further  advantage  may  be 
a  patentable  subject  as  an  improvement  upon  the  former  inven- 
tion. 

Thus,  in  Electric  Telegraph  Co.  v.  Brest,^  where  the  patentee's 
invention  was  described  as  an  invention  of  "  improvements  in 
giving  signals  and  sounding  alarms,  in  distant  places,  by  means  of 
electric  currents  transmitted  through  metallic  circuits  ;  and  the  de- 
fendant's plan  was  to  use  the  earth  as  a  return  circuit  by  plunging 
the  two  ends  of  the  wire  into  it,  it  was  held  that  such  a  circuit 
would,  if  used  in  connection  with  the  machinery  for  signals,  be  an 

**  If  the  friction-roller  is  better  than  the  toggle-joint,  which  seems  to  be  the  opin- 
ion of  some  of  the  defendant's  witnesses,  then  Read  has  the  merit  of  having  dis- 
covered an  improvement  on  Perkins's  machine,  and  no  more. 

"  If  the  jury  should  be  of  opinion  that  the  parts  of  the  two  machines  which  I  have 
noticed  are  the  same  in  principle,  and  that  each  will  by  the  same  operation  cut 
and  head  nails ;  then  it  would  follow,  that  the  forcing-slide,  the  proximity  of  the 
cutters  and  dies  to  each  other,  the  balance  wheel,  and  some  other  additional  parts 
in  Bead's  machine,  which  give  it  a  great  and  acknowledged  preference  over  Per- 
kins's, are  merely  improvements,  but  do  not  change  the  principle  of  the  machine. 
If  improvements  only,  what  is  the  legal  consequence  ?  Most  clearly  this,  and  no 
more :  that  Perkins,  and  those  claiming  under  his  patent,  have  no  right  to  use 
those  improvements,  without  a  license  from  the  inventor.  But  on  the  other  hand, 
neither  Read  nor  any  other  person  can  lawfully  use  the  discovery  of  Perkins  of 
the  principal  machine  without  a  license  from  him.  The  law,  wisely  and  with  jus- 
tice, discriminates  between  them,  and  rewards  the  merit  of  each  by  granting  an 
exclusive  property  to  each  in  his  discovery,  but  prevents  either  from  invading  the 
rights  of  the  other.  If  then  the  jury  should  be  of  opinion  that  the  two  machines 
are  the  same  in  principle,  it  is  no  defence  for  the  defendant's,  for  using  Perkins's 
discovery,  that  they  have  improved  it,  no  matter  to  what  extent"  So,  too,  it  is 
wholly  immaterial  that  the  defendant's  invention  is  better  than  that  of  the  plain- 
tiff, unless  there  is  a  substantial  difference  in  principle.  Alden  o.  Dewy,  1  Story's 
E.  336,  837. 
'  In  re  Newall  and  Elliot,  4  Com.  Ben.  N.  8.  269. 
*  10  Com.  Ben.  838  (a  fuller  report  than  that  contuned  in  4  E.  L.  &  £q.  348). 
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infringement.  In  other  words,  the  earth  was,  as  far  as  the  alarm- 
machinerj  was  concerned,  a  mere  equiyalent  for  the  former  re- 
turn wire«  Such  a  circuit  might  of  itself  constitute  an  improve- 
ment in  telegraphing,  which  would  warrant  a  separate  patent,  but 
no  one  could  use  even  this  or  anj  other  circuit  in  connection  with 
the  patented  machinery  for  giving  signals,  without  infringing  the 
same.  In  tliis  particular  case  the  discovery  that  the  earth  would 
form  a  return  circuit  was  made  after  the  patentees  had  obtuned 
their  letters-patent. 

§  812.  Where  the  subject-matter  of  the  patent  is  a  manufac- 
ture, the  same  test  of  substantial  identity  is  to  be  applied.  In 
many  cases  of  this  kind,  it  will  not  be  by  varying  in  form,  or  in 
immaterial  circumstances,  the  nature  of  the  article,  or  the  pro- 
cess by  which  it  is  produced,  that  a  party  can  escape  the  penalties 
of  infringement.  The  question  will  be,  whether  in  reality  and  in 
substance  the  "defendant  has  availed  himself  of  the  invention  of 
the  patentee,  in  order  to  make  the  fabric  or  article  which  he  has 
made.  If  he  has  taken  the  same  plan  and  applied  jt  to  the  same 
purpose,  notwithstanding  he  may  have  varied  the  process  of  the 
application,  his  manufacture  will  be  substantially  identical  with 
that  of  the  patentee.^ 

^  Walton  V,  Potter,  Webs.  Pat  Cas.  585,  607.  In  this  case  Erakine,  J.,  said : 
"  Then  there  remains  the  first  plea,  hy  which  it  is  denied  that  the  defendants  had 
infringed  the  patent  of  the  plaintiff,  and  that  depends  npon  whether  the  plan 
which  the  defendants  have  employed  is  in  substance  the  .same  as  the  plaintiff's, 
and  whether  all  the  differences  which  have  been  introduced  by  ihem  in  the  man- 
ner of  making  their  cards  are  not  merely  differences  in  circumstances  not  mate- 
rial, and  whether  it  la  not  in  substance  and  effect  a  mere  colorable  evasion  of  the 
plaintiff's  patent  The  jury,  it  appears  to  me,  have  come  to  the  right  conclusion, 
that  this  was  in  effect  and  substance  the  same  as  the  plan  of  the  plaintiff.  The 
plaintiff's  plan  is,  the  insertion  of  the  teeth  through  India-rubber,  giving  to  the 
teeth  the  additional  elasticity  of  the  India-rubber,  beyond  what  the  wire  had  of 
itself.  The  defendant's  plan  is  for  the  same  purpose.  The  only  difference  is,  that 
the  plaintiff,  in  employing  the  India-rubber,  takes  a  slice  either  from  the  original 
block,  as  it  is  imported  into  this  country,  or  frt>m  the  improved  block,  as  it  is  used 
after  it  has  been  compressed,  and  places  it  upon  a  piece  of  holland,  for  the  par- 
pose  of  keeping  the  teeth  more  firmly  in  their  places,  and  then  afterwards  placing 
it  on  the  engine,  by  nailing  that  holland  on  the  engine,  or  taking  away  the  hol- 
land, and  cementing  the  India-rubber  to  the  cylinder,  giving  an  elasticity  to  the 
teeth  of  the  card  by  the  India-rubber,  which  is  next  to  them.  The  defendant's 
plan  is  to  saturate  a  piece  of  cloth  with  Indiarrubber  dissolved,  and  then  to  lay 
npon  the  surface  a  farther  layer  of  India'^rubber  on  both  sides,  and  then  to  iatai 
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§  318,  But  in  regard  to  another  class  of  cases,  it  not  infre- 
quently happens,  that  the  sole  eyidenoe  of  infringement  consists  in 
the  similarity  of  the  articles,  without  any  direct  evidence  of  their 
having  been  made  by  the  same  process.  Similarity  in  appearance 
and  structure  will  not  of  itself  always  establish  an  infringement ; 
because  the  patent,  though  it  covers  the  manufactured  article 
itself,  may  be  for  the  process  of  the  manufacture.  In  such  case&i, 
flie  inference  that  the  same  process  was  used  must  be  drawn  from 
the  evidence ;  and  the  rule  was  laid  down  by  Lord  EUenborough, 
that  the  similarity  of  structure  of  two  things  is  presumptive  evi- 
dence of  their  being  made  in  the  same  way.^ 

ih&  teeth  through  the  substance  of  the  doth  and  the  India-rubber.  But  what  is 
the  principle  upon  which  this  becomes  nseful  to  the  card,  and  the  person  who  em- 
pbys  those  cards  in  the  carding  of  wool  ?  Why  it  is,  that  there  is  upon  the  sur- 
face and  the  substance  of  the  cloth  the  elasticity  of  the  liidla-rubber ;  that  the 
India-rubber  is  there  in  its  natural  state,  having  been  brought  back  into  its  natu- 
ral state  by  the  evaporation  of  the  material  in  which  it  had  been  first  dissolved, 
fi>r  the  purpose  of  first  laying  it  on.  The  only  difference,  therefore,  is  in  the 
mode  of  laying  on  the  India-rubber  for  the  purpose  of  having  it  pierced  by  the 
teeth.  That  appears  to  me  not  to  be  a  difierence  in  principle,  or  a  matter  which 
io  varies  the  plan  of  the  defendants  from  the  plan  of  the  plaintiff  as  to  entitle 
tiiem  to  call  it  a  new  invention,'  or  different  firom  the  plaintiff's.  It  seems  to  me 
a  mere  difference  in  circumstances  not  material,  and  therefore  it  is  an  infiringe- 
ment  of  the  plaintiff's  right,  and  the  verdict  of  the  jury  ought  to  stand." 

Goodyear  v.  The  R.  R.  2  Wallace,  C.  C.  856.  "  Even  assuming  this  patent  to  be 
merely  for  a  process  and  not  for  a  product  or  fabric,  still,  in  a  question  of  infringe- 
ment,  the  inquiry  is,  what  is  the  essential  or  substantial  agent  in  the  patentee's  pro- 
cess or  discovery  ?  The  specification  affirms  it  to  be  a  high  degree  of  artificial  heat, 
and  that  no  conunixture  or  combination  of  substances  with  caoutchouc  will  give  it 
iliese  qualities,  unless  the  composition  be  exposed  for  a  length  of  time  to  such  high 
degree  of  heat  It  is  clear  that  the  plaintiff  claims  the  vulcanization  of  rubber  and 
sulphur  by  artificial  heat  however  produced.  The  modes  of  producing  heat  are 
very  numerous  and  extremely  different  But  the  result  is  the  same.  Heat  is 
heat,  however  produced,  or  by  whatsoever  agent.  The  method  of  communicat- 
ing heat  is  not  the  thing  patented ;  and  even  if  it  were  the  thing,  and  steani  were 
a  patented  invention  or  discovery,  made  since  the  patent  of  Goodyear,  while  Good- 
year could  not  use  it,  still  the  defendant  could  not,  by  applying  this  new  form  of 
heat  to  the  curing  of  India-rubber,  go  on  and  destroy  all  Goodyear's  patent  rights. 
But  steam  is  not  patented  by  Goodyear  nor  by  anybody  to  cure  rubber.  On  the 
contrary,  it  is  curing  rubber  by  artificial  heat  that  is  patented.  Steam  is  indeed 
an  effect  of  heat  on  water,  but  it  b  also  heat  itsel£  We  have  therefore  no  doubt 
that  the  use  of  steam  in  place  of  heated  air,  in  the  manufacture  of  India-rubber, 
is  an  infringement  of  the  patent  of  Goodyear.'' 

^  Huddart  v.  Grimshaw,  Webe.  Fat  Cas.  S5,  91.    This  is  a  very  instructive 
die.    The  plaintiff's  patent  was  for  *'  a  new  mode  of  niaking  great  cables  and 
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§  814.  In  such  cases,  where  the  object  to  be  accomplished  is 
opea  to  the  public,  notwithstanding  the  patent,  provided  it  can  be 
accomplished  in  several  modes,  which,  as  processes,  are  substan- 
tially different,  an  infringement  must  be  in  respect  of  the  process 
used  by  the  patentee.  But  unless  it  appears  that  the  article  itself 
could  be  produced  by  another  process,  constituting  an  indepen- 
dent discovery,  then  an  infringement  may  be  proved  by  the  making 
of  the  article.  The  burden  of  proof  is  always  on  the  plaintiff,  to 
show  that  his  process  has  been  infringed ;  and  in  the  absence  of 
direct  evidence,  the  similarity  of  the  effect  produced  will  generally 
be  sufficient  to  establish  an  infringement,  and  if  this  is  aided  by 
evidence  of  the  use  of  similar  apparatus,  the  presumption  of  a  use 
of  the  same  process  will  be  still  stronger.^  Or,  to  state  this  in 
other  words,  where  the  invention,  or  subject-matter  of  the  patent, 
is  an  entirely  new  manufacture,  it  is  immaterial  by  what  process  it 
is  produced,  since  the  infringement  must  consist  in  making  the 
same  thing,  whether  by  one  process  or  another.  But  where  the 
invention  or  subject-matter  is  the  process  of  making  a  particular 
thing,  which  may  be  made  .by  more  than  one  process,  the  inquiry 
will  be  whether  it  has  been  made  by  the  use  of  the  process  covered 
by  the  patent.  In  such  cases,  the  identity  of  the  manufactured 
article  is,  with  all  the  other  circumstances,  competent  evidence, 

other  cordage,  so  as  to  attain  a  greater  degree  of  strength  therein,  by  a  more 
equal  distribution  of  the  strain  upon  the  yams."  Pieces  of  cordage  made  hy  the 
defendant  were  put  into  the  hands  of  the  plaintiff's  witnesses,  and  from  the  fact 
that  the  same  effect  was  produced  in  them,  and  from  the  similarity  of  structure, 
they  gave  the  opinion  that  they  were  made  by  the  same  process  as  the  plaintiff's. 
This  was  the  question  at  issue,  on  the  point  of  infringement.  The  object  to  be 
accomplished,  the  making  a  stronger  rope,  was  clearly  open  to  the  public.  Lord 
EUenborough  said  that  it  had  happened  to  him  in  the  same  morning,  to  give,  as 
far  as  he  was  concerned,  his  consent  to  the  granting  of  three  different  patents  for 
the  same  thing ;  but  the  modes  of  attaining  it  were  all  different  But  it  did  not 
follow  that  the  plaintiff's  method  of  attaining  the  object  was  open  to  the  public ;  and 
therefore  the  question  for  the  jury  was,  whether  the  defendant  had  used  the  ]^ain- 
tiff 's  method,  or  some  other. 

^  See  the  preceding  note  and  the  case  there  cited.  See  also  the  more  recent 
case  of  Hall  v.  Boot,  Webs.  Pat  Cas.  IQO,  102.  Hall's  patent  was  for  a  new 
method  of  singing  off  the  superfluous  fibres  upon  lace,  by  means  of  the  flame  of 
gas.  The  evidence  to  show  the  infringement  consisted  of  proof  that  the  defend- 
ant had  secretly  prepared  a  gas  apparatus  similar  to  that  used  by  the  plaintiff, 
and  that  lace  left  vnth  the  defendant  to  he  dressed  had  been  returned  in  the  state  to 
.  which  it  would  have  been  brought  by  the  plaintiff's  process,  and  that  simUar  lace  had 
been  offered  for  sale  by  the  defendant.    The  plaintiff  had  a  verdict  0 


§  314  -  316.]  INFRINGEMENT.  321 

from  which  the  jury  are  to  infer  that  it  was  made  by  the  process 
of  the  patentee ;  although  there  may  be  cases,  where,  from  the 
nature  of  the  article,  this  proof  would  be  less  strong,  according  as 
it  appeared  to  be  possible  or  probable  that  the  article  could  be 
made  by  more  than  one  process.  The  burden  of  proof  of  the  in- 
fringement is  upon  the  plaintiff  throughout ;  and  although  it  does 
not  appear  that  the  article  coiild  be  made  by  another  process,  the 
jury  must  still  draw  the  inference,  from  the  identity  of  the  manu- 
facture, if  that  is  all  the  evidence,  or  from  thert  and  the  other  evi- 
dence, that  it  was  made  by  the  patentee's  process. 

However,  in  a  subsequent  case  it  was  held,  per  totam  curiam, 
that  where  the  specification  stated  the  invention  to  relate  to  *^  a 
mode  of  manufacturing  candles  by  the  application  of  two  or  more 
plaited  wicks  in  each  candle,"  and  set  out  at  length  the  mode  of 
so  placing  the  wicks,  that  in  burning  the  ends  always  turned  out- 
wards, —  the  mere  production  of  a  candle,  made  at  defendant's  fac- 
tory, in  which  the  wicks  turned  outward  in  burning,  was  no  evi- 
dence  of  infringement.^ 

§  315.  But  a  much  more  difficult  class  of  cases  arises  under 
those  patents  where  the  subject-matter  is  the  application  of  a 
principle,  by  means  of  a  process  or  method,  in  order  to  produce 
a  particular  effect.  We  have  already  had  occasion  to  consider 
when  such  an  invention  or  discovery  is  the  proper  subject-matter 
of  a  patent.  We  have  seen  that,  under  some  circumstances,  the 
discovery  of  a  principle  may,  by  application  in  the  arts,  be  pro- 
tected by  a  patent ;  and  we  have  now  to  consider  how  far  the  pro- 
prietor of  such  a  patent  may  protect  himself  against  the  use  of  the 
same  principle  by  others ;  or,  in  other  words,  what  will  constitute 
an  infringement  of  his  right. 

§  316.  In  this  inquiry,  the  first  thing  to  be  attended  to  is  the 
subject-matter  of  the  patent.  A  clear  idea  is  to  be  formed  of  the 
object  of  the  patent ;  and  provided  the  specification  properly  points 
out  what  the  claim  of  the  patentee  is,  it  is  not  material  in  what 
form  his  claim  is  presented,  or  whether,  in  form,  the  patent  pur- 
ports to  be  for  a  process  or  a  manufacture.  Wherever  the  real 
subject  covered  by  the  patent  is  the  application  of  a  principle,  in 
arts  or  manufactures,  the  question,  on  an  infringement,  will  be  as 

>  Palmer  v.  Wagstafie,  25  E.  L.  &  £q.  585. 
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to  the  substantial  identity  of  the  principle,  and  of  the  application 
of  the  principle  ;  and  consequently  the  means,  machinery,  forms, 
or  modifications  of  matter  made  use  of  will  be  material,  only  so 
far  as  they  affect  the  identity  of  the  application. 

§  317.  Thus  in  Forsyth's  patent,  the  subject-matter  was  the  use 
and  application  of  detonating  powder  as  priming,  for  the  explo- 
sion of  gunpowder ;  and  it  was  held  that  whatever  the  construc- 
tion of  the  lock  by  which  the  powder  was  to  be  dischai^d,  the 
use  of  detonating  mixture  as  priming  was  an  infringement.^  So, 
too,  where  the  claim  of  the  patentee  was  for  ^^  the  application  of  a 
self-adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby  the 
weight  and  the  seat  act  as  a  counterbalance  to  the  pressure  against 
the  back  of  such  chair,"  it  was  held,  that  a  chair  made  in  any  way 
upon,  this  principle  was  an  infringement.^  In  like  manner,  where 
the  principle  of  the  invention  was  the  welding  of  iron  tubes  by 
pressure  of  the  edges  of  the  iron,  when  heated,  without  the  use  of  a 
maundril,  or  other  internal  support,  it  was  held  that  a  variation 
from  the  plaintiff's  mode  of  applying  the  pressure,  the  application 
of  the  principle  being  the  same,  was  still  an  infringement.^ 

§  318.  Glegg's  patent  was  for  the  application  of  a  law  of  natural 
science  respecting  the  motion  of  fluids  and  solids,  and  the  alter- 
nate filling  and  discharging  of  a  vessel  of  gas,  by  means  of  that  ap- 
plication ;  the  object  being  to  obtain  an  instrument  for  measuring 
the  quantity  of  gas  supplied  to  the  consumer.  The  scientific  wit- 
nesses said,  that  the  moment  a  practical  scientific  man  had  got 
that  principle,  he  could  multiply  without  end  the  forms  in  which 
it  could  be  made  to  operate.  The  instrument  used  by  the  defend- 
ant was  different  in  form  and  construction  from  that  used  by  the 
patentee  ;  but  the  application  of  the  principle,  by  means  of  a  varied 
apparatus,  was  the  same  in  both ;  and  it  was  held  to  be  an  in- 
fringement.* 

^  Forsyth's  patent,  Webs.  Pat.  Cas.  95 ;  Forsyth  v,  Riviere,  lb.  97,  note. 

«  Minter  v.  Wells,  Webs.  Pat.  Cas.  127, 1S4. 

'  Russell  V.  Cowley,  Webs.  Pat.  Cas.  459,  462.  See  the  extracts  in  the  note, 
ante,  §  79,  p.  69. 

*  Cited  in  Jope  v.  Pratt,  Webs.  Pat  Cas.  146.  Alderson,  B.,  said :  "It  was 
for  measuring  the  quantity  of  gas  that  was  supplied  to  every  individual,  in  order 
that  they  might  not  take  it  without  being  known.  There  never  was  a  more  in- 
structive case  than  that ;  I  remember  very  well  the  alignment  pat  by  the  Lord 
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§  319.  In  Neilson's  patent,  the  invention  consisted  in  the  appli- 
cation of  hot  air  to  the  blowing  of  furnaces  by  heating  the  air 
between  its  leaving  the  blowing  apparatus  and  its  introduction 
into  the  furnace,  in  any  way,  in  a  close  vessel,  exposed  to  the  action 
of  heat.  The  defendant's  apparatus  for  tliis  purpose  was  confessed- 
ly superior  to  what  would  be  constructed  according  to  the  directions 
in  the  plaintiff's  specification ;  but  it  was  held  to  be  an  infringe- 
ment.^ 

In  a  recent  case,  where  the  patentee  claimed  as  his  invention  the 
combination  of  a  blast  and  an  exhaust  in  ventilating  the  grinding 
surfaces  of  mill-stones,  it  was  held  that  such  combination  might  be 

Chief  Baron,  who  led  tbat  case  for  the  plaintiff,  and  succeeded.  There  never 
were  two  things  to  the  eye  more  different  than  the  plaintiff's  invention  and  what 
the  defendant  had  done  in  contravention  of  his  patent  right.  The  plaintiff's  in- 
vention was  different  in  form,  different  in  construction ;  it  agreed  with  it  only  in 
one  thing,  and  that  was,  by  moving  in  the  water,  a  certain  point  was  made  to  open, 
either  before  or  after,  so  as  to  shut  up  another,  and  the  gas  was  made  to  pass 
through  thb  opening.  Passing  through  it,  it  was  made  to  revolve  it ;  the  scien- 
tific men,  all  of  them,  said,  the  moment  a  practical  scientific  man  has  got  that 
principle  in  his  head,  he  can  multiply  without  end  the  forms  in  which  that  princi- 
ple can  be  made  to  operate.  The  difiiculty  which  will  press  on  you,  and  to  which 
your  attention  will  be  called  in  the  present  case,  is  this ;  you  cannot  take  out  a 
patent  for  a  principle ;  you  may  take  out  a  patent  for  a  principle  coupled  with  the 
mode  of  carrying  the  principle  into  effect,  provided  you  have  not  only  discovered 
the  principle,  but  invented  some  mode  of  carrying  it  into  effect.  But  then 
you  must  start  with  having  invented  some  mode  of  carrying  the  principle  into  ef- 
fect. If  you  have  done  that,  then  you  are  entitled  to  protect  yourself  from  all 
other  modes  of  carrying  the  same  principle  into  effect,  that  being  treated  by  the 
jury  as  piracy  of  your  original  invention.  But  then  the  difficulty  that  will  press 
on  you  here  is,  that  on  the  evidence  there  does  not  appear  to  have  been  any  mode 
of  carrying  the  principle  into  effect  at  all  invented  by  you." 

^  Neilson  v.  Harford,  Webs.  Fat.  Cas.  810.  Parke,  B.,  said  to  the  jury :  "If 
the  specification  is  to  be  understood  in  the  sense  claimed  by  the  plaintiffs,  the  in- 
vention of  heating  the  air  between  its  leaving  the  blowing  apparatus  and  its  intro- 
duction into  the  furnace,  in  any  way,  in  any  close  vessel,  which  is  exposed  to  the 
action  of  heat,  there  is  no  doubt  that  the  defendant's  machinery  is  an  infringement 
of  that  patent,  because  it  is  the  use  of  air  which  is  heated  much  more  beneficially, 
and  a  great  improvement  upon  what  would  probably  be  the  machine  constructed 
by  looking  at  the  specification  alone ;  but  still  it  is  the  application  of  heated  air, 
heated  in  one  or  more  vessels  between  the  blowing  apparatus  and  the  furnace, 
and,  therefore,  if  it  should  turn  out  that  the  patent  is  good,  and  the  specification  is 
good,  though  unquestionably  what  the  defendants  have  done  is  a  great  improve- 
ment upon  what  would  be  the  machinery  or  apparatus  constructed  under  this  pat- 
ent, it  appears  to  me  that  it  would  be  an  infringement  of  it"  See  also  the  ob- 
servations of  the  Lord  Justice  Clerk  Hope,  cited  ante. 
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made  the  subject  of  a  patent,  although  both  blast  and  exhaust  had 
been  previously  used  separately,  and  also  that  it  was  valid  inde- 
pendent of  all  claim  for  any  particular  mode  of  creating  the  blast 
or  the  exhaust.  The  patentee  having  described  the  upper  stone  as 
fixed  and  the  lower  as  revolving,  and  pointed  out  some  advantages 
arising  from  such  an  arrangement,  it  was  also  held,  that  even  if  he 
had  thereby  limited  his  claim  to  the  combination  of  blast  and 
exhaust  as  applied  to  a  mill  where  only  the  lower  stone  revolved, 
still  the  use  of  the  combination  of  draught  and  exhaust  in  a  mill 
where  the  upper  stone  rotates  would  be  an  infringement.^ 

§  320.  These  cases  show  that  when  a  party  has  invented  some 
mode  of  carrying  into  effect  a  law  of  natural  science,  or  a  rule  of 
practice,  it  is  the  application  of  that  law  or  rule  which  constitutes 
the  peculiar  feature  of  his  invention  ;  that  he  is  entitled  to  protect 
himself  from  all  other  modes  of  making  the  same  application  ;  and 
consequently,  that  every  question  of  infringement  will  present  the 
question,  whether  the  different  mode,  be  it  better  or  worse,  is  in 
substance  an  application  of  the  same  principle.  The  substantial 
identity,  therefore, 'that  is  to  be  looked  to,  in  cases  of  this  kind, 
respects  that  which  constitutes  the  essence  of  the  invention,  viz., 
the  application  of  the  principle.  If  the  mode  of  carrying  the 
same  principle  into  effect,  adopted  by  the  defendant,  still  shows 
only  that  the  principle  admits  of  the  same  application  in  a  variety 
of  forms,  or  by  a  variety  of  apparatus,  the  jury  will  be  authorized 
to  treat  such  mode  as  a  piracy  of  the  original  invention.  But  of 
course  where  the  variations  adopted  by  the  defendant  show  that  the 
application  of  the  principle  is  varied,  that  some  other  law  or  rule 
of  science,  or  of  practice,  is  made  to  take  the  place  of  that  which 
the  patentee  claims  as  the  essence  of  his  invention,  then  there  will 
be  no  infringement,  but  a  substantial  invention.^ 

§  321.  And  this  brings  us  to  the  consideration  of  another  test 
of  the  fact  of  infringement,  viz.,  that  which  shows  on  the  part  of 

»  Bovill  V,  Keyworth,  7  Ell.  &  Blackb.  725. 

'  In  Barber  v.  Grace,  1  Wells.  Hurlst.  &  Gord.  340,  the  process  patented  consist- 
ed in  laying  articles  of  hosiery  in  a  box  heated  by  steam  and  pressing  them  by 
means  of  a  similar  box  heated  by  steam  and  applied  by  hydraulic  pressure  or  by 
screws.  It  was  held,  that  a  process  of  finishing  by  means  of  iron  rollers  heated 
by  steam,  was  no  infringement 
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the  defendant  a  substantive  invention  sufficient  to  support  a  patent, 
as  for  a  new  thing. 

§  322.  There  may  be  many  different  modes  of  obtaining  the 
same  object ;  and  consequently  if,  after  a  patent  has  been  obtained 
for  a  particular  thing,  another  party,  without  borrowing  from  that 
patent,  has  invented  a  new  mode  of  accomplishing  the  same  object, 
he  will  be  entitled  to  a  patent  for  his  discovery.^  The  fact  that  a 
party  is  entitled  to  a  patent  for  a  substantive  invention  becomes  a 
test  of  his  infringement  of  a  prior  patent  in  this  way.  He  cannot 
have  become  entitled  to  a  patent  without  the  invention  of  some- 
tbmg  material  and  new,  that  goes  to  the  essence  and  substance  of 
tlie  subject-matter.  If  what  he  has  done  is  only  to  make  a  varia- 
tion in  certain  particulars,  which  do  not  affect  the  principle  of  the 
invention,  the  subject-matter  remains  the  same,  notwithstanding 
such  variation.  But  if  he  has  produced  a  new  subject-matter, 
whether  it  be  in  the  mode  of  accomplishing  a  common  object,  or  in 
the  object  itself,  he  has  not  infringed  upon  the  subject-matter  of 
another  which  was  materially  and  essentially  different. 

§  323.  The  application  of  this  test  is  seen  in  a  striking  manner 
iu  the  facts  of  a  recent  English  case.  The  plaintiff  had  obtained 
a  patent  for  '^  an  invention  of  improvements  in  cards,  for  carding 
wool,  cotton,  silk,  and  other  fibrous  substances,  and  for  raising  the 
pile  of  woollen  cloths."  In  his  specification,  he  stated  his  invention 
to  consist  in  '^  the  application  and  adaptation  of  caoutchouc  or 

»  Sir  N.  C.  Tindal,  C.  J.  in  Walton  v.  Potter,  Weba.  Pat.  Cas.  690,  thus  states 
the  general  principle :  ^*  Now  there  can  be  no  doubt  whatever  that,  although  one 
man  has  obtained  a  patent  for  a  given  object,  there  are  many  modes  still  open  for 
other  men  of  ingenuity  to  obtain  a  patent  for  the  same  object;  there  may  be  many 
roads  leading  to  one  place,  and  if  a  man  has,  by  dint  of  his  own  genius  and  dis- 
covery, afler  a  patent  has  been  obtained,  been  able  to  give  the  public,  without 
reference  to  the  former  one,  or  borrowing  from  the  former  one,  a  new  and  supe- 
rior mode  of  arriving  at  the  same  end,  there  can  be  no  objection  to  his  taking  out 
a  patent  for  that  purpose.  But  he  has  no  right  whatever  to  take,  if  I  may  so  say, 
a  leaf  out  of  his  neighbor's  book,  for  he  must  be  contented  to  rest  upon  his  own 
■kill  and  labor  for  the  discovery,  and  he  must  not  avail  himself  of  that  which  had 
before  been  granted  exclusively  to  another;  and,  therefore,  the  question  again 
comes  round  to  this,  whether  you  are  of  opinion  that  the  subject-matter  of  this 
second  patent  is  perfectly  distinct  from  the  former,  or  whether  it  is  virtually  bot- 
tomed upon  the  former,  varying  only  in  certain  circumstances,  which  are  not  ma- 
terial to  the  principle  and  substance  of  the  invention." 
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India-rubber  as  a  substitute  for  the  fillets  or  sheets  of  leather  that 
were  commonly  used  in  the  construction  of  ordinary  cards,  and 
thus  giving  a  superior  elasticity  and  durability  to  cards  "  ;  and  in 
describing  the  mode  of  preparing  the  article,  he  stated  that  "  the 
regularity  of  distance  and  uniformity  of  the  dents  or  teeth  of  the 
cards  were  found  to  be  better  preserved  by  a  piece  of  linen  com- 
monly called  brown  holland,  or  other  like  cloth,  well  glazed  and 
cemented  on  to  the  back  of  thtf  caoutchouc  or  India-rubber  "  ;  that 
the  cloth  so  placed  rendered  the  action  of  the  dents  or  teeth  less 
uncertain  in  their  elastic  movements  ;  that  the  cloth  so  cemented 
to  the  India-rubber  or  caoutchouc  was  to  be  affixed  to  the  cylinder 
or  board  of  the  ordinary  carding-engine  by  nails,  but  if  it  was  to 
be  affixed  by  cementing,  (which  he  recommended  as  the  best  mode 
of  applying  the  cards,)  then  it  was  desirable  to  remove  the  cloth  " ; 
and  he  then  proceeded  to  show  the  ordinary  mode  of  pricking  or 
piercing  holes  for  the  reception  of  the  dents  or  teeth,  the  mode  of 
cutting  the  India-rubber,  Ac.     The  defendants  subsequently  ob- 
tained a  patent  also  for  ^^an  improvement  or  improvements  in 
cards  for  carding  various  fibrous  substances,  part  of  which  im- 
provements may  be  used  as  a  substitute  for  leather  "  ;  and  in  their 
specification  they  stated  their  invention  to  consist  in  the  manufac- 
ture of  a  new  material  or  substance  for  receiving  the  wire  teeth, 
which  they  described  to  be  a  woven  fabric  of  a  peculiar  construc- 
tion, soft  and  porous,  saturated  with  a  solution  of  India-rubber  by 
being  repeatedly  passed  through  it,  and  then  dried  and  submitted 
to  pressure ;  the  object  being  to  render  the  fabric  so  dealt  with 
"  extremely  elastic  in  the  direction  of  the  thickness  of  the  fabric, 
so  as  to  impart,  as  it  were,  elasticity  to  the  wire  teeth  when  set." 

§  324.  The  question  as  to  the  infringement  was,  whether  the 
defendants  had  added  anything  material,  not  covered  by  the  plain* 
tiCF's  patent,  which  could  be  considered  as  constituting  a  subject- 
matter  distinct  from  that  of  the  plaintiff's.  It  appeared  that  the 
diflFerence  between  the  article  manufactured  under  the  plaintiflf's 
patent,  and  that  under  the  defendant's  patent,  which  was  com- 
plained of  as  an  infringement,  was,  that  in  the  former  the  caoutr 
chouc  or  India-rubber  was  cemented  in  slices  cut  from  the  solid 
block  to  linen  cloth,  or  cloth  made  of  linen  and  cotton,  in  the 
manner  described  in  the  plaintiff's  specification,  and  that  the  latter 
consisted  of  cloth  of  a  peculiar  fabric  saturated  or  impregnated  by 
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passing  it  through  a  liquid  composed  of  caoutchouc  or  India-rub- 
ber dissolved  in  naphtha  or  oil  of  turpentine  and  highly  rectified 
coal-tar  oil,  and  afterwards  drying  and  submitting  it  to  pressure. 
The  plaintiff's  evidence  tended  to  show  that  the  article  made  by 
the  defendants  was  a  colorable  imitation  of  that  made  under  the 
plaintift's  patent ;  the  cloth  being  merely  placed  in  the  centre 
between  two  strata  of  India-rubber  or  caoutchouc,  instead  of  at 
the  back,  and  the  India-rubber,  though  applied  in  solution  or  in 
the  form  of  a  cement,  being  capable  of  being  reproduced  by  evap- 
oration of  the  solvent,  and  the  principle  and  the  result  of  both 
methods  being  the  same,  viz.,  the  acquisition  of  an  increased  elas- 
ticity, though  the  modes  of  attaining  that  result  were  somewhat 
different.  It  was  also  sworn,  that,  for  the  purpose  of  the  plain- 
tiff's patent,  caoutchouc  or  India-rubber  might  be  used  either  in 
the  state  in  which  it  is  imported,  or  in  a  manufactured  state,  that 
is,  dissolved  by  certain  known  solvents,  and  afterwards,  by  evapora- 
tion of  the  solvents,  restored  to  solid  blocks  ;  but  that,  if  free  from 
air-holes,  (in  which  state  it  was  possible  to  obtain  it,)  it  was  more 
desirable  to  have  it  in  its  natural  state,  its  elasticity  being  some- 
what diminished  by  the  artificial  process. 

§  325.  On  the  part  of  the  defendants,  several  witnesses,  as  well 
practical  as  scientific,  were  called,  who  stated  that  the  principle  of 
the  manufactures  respectively  described  in  the  specifications  of  the 
plaintiff  and  defendants  was  essentially  different,  as  well  in  the 
materials  used  and  the  mode  in  which  they  were  put  together,  as 
in  the  operation  or  result  of  their  combination ;  the  one  process 
being  wholly  mechanical,  the  other  strictly  chemical,  and  the 
effect  of  the  former  being  to  give  elasticity ,  and  of  the  latter  to 
give  strength  B,nd  flexibility  or  pliancy^  but  imparting  only  a  very 
slight  additional  elasticity  to  the  card  ;  that  the  proportion  which 
tlie  India-rubber  bore  to  the  cloth,  as  used  by  the  plaintiff,  was 
generally  about  three  to  one,  whereas  the  proportion  of  India-rub- 
ber solution  used  by  the  defendants  was  from  twenty  to  forty  per 
cent  only ;  and  that  India-rubber  as  imported  was  wholly  unfit 
for  the  purpose  described  in  the  plaintiff^s  specification,  never 
being  sufficiently  free  from  imperfection. 

§  326.  Upon  the  issue  of  not  guilty,  the  jury  found  a  verdict  for 
the  plaintiff,  thereby  establishing  that  the  defendant's  card  was  an 
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• 

infringement  of  the  plaintiff's,  both  employing  the  elasticity  of 
caoutchouc  next  the  teeth^  and  tlie  defendant's  practising  by  a 
circuitous  mode  that  which  falls  within  the  claim  of  the  plaintiff's 
patent.^ 

§  327.  But  if  the  defendants,  in  this  case,  could  have  suc- 
ceeded in  showing  that  the  materials  of  which  they  made  their 
cards,  and  the  mode  in  which  they  \ftre  put  together,  were  differ- 
ent from  the  materials  and  method  of  construction  used  by  the 
plaintiff;  if  they  could  have  satisfied  the  jury  that  the  difference 

*  Walton  V.  Potter,  Webs.  Pat.  Cas.  585,  597 ;  4  Scott's  N.  R.  91.     On  the  ap- 
plication for  a  new  trial,  Maule,  J.,  said :  '^  With  respect  to  the  issue  of  notgailtj, 
in  order  to  determine  whether  or  not  the  verdict  has  been  correctly  found  for  the 
.plaintiff  on  that  issue,  it  is  necessary  to  consider  what  is  the  subject  of  the  defend- 
ant's patent ;  for  it  is  quite  clear  that  what  the  defendants  have  done  they  claim 
to  do  under  their  patent.    By  their  specification  the  defendants  claim  to  be  the 
inventors  of  a  new  material  for  forming  the  backs  of  cards ;  and  they  describe  the 
mode  of  preparing  it  thus,  viz. :  *  by  repeatedly  passing  a  woven  fabric  of  a  pecu- 
liar construction  through,  and  saturating  it  with,  a  solution  of  caoutchouc  or  India- 
rubber,  and  then  dr}ing  it  in  order  to  evaporate  the  solvents,  and  leave  the  fabric 
impregnated  and  coated  with  caoutchouc  or  India-rubber,  and  afterwards  submit- 
ting it  to  pressure ' ;  and  the  object  they  describe  as  being  to  render  the  fabric  so 
dealt  with  ^  extremely  elastic  in  the  direction  of  the  thickness  of  the  fabric,  so  as 
to  impart,  as  it  were,  elasticity  to  the  wire  teeth  when  set.'    That  is,  in  effect, 
producing  by  a  circuitous  process  a  cloth  with  a  layer  of  caoutchouc  or  India-rub- 
ber on  each  side  of  it,  so  as  to  give  a  great  degree  of  elasticity  to  the  basis  of  the 
dents  or  teeth  of  the  card.     The  plaintiff,  by  his  specification,  claims  the  exclusiTe 
right  of  making  cards  with  caoutchouc  or  India-rubber,  as  the  fillet,  or  sheet,  or 
medium  in  which  the  dents  or  teeth  are  to  be  set ;  the  object  being,  like  that  of 
the  defendants,  the  attainment  of  a  superior  degree  of  elasticity  and  durabib'ty; 
and  in  describing  his  mode  of  attaining  that  object,  he  states  that  he  inserts  the 
wire  dents  or  teeth  in  a  foundation  or  fillet  of  caoutchouc  or  India-rubber,— a 
slice  of  India-rubber  in  its  natural  state,  —  and  that  with  a  view  to  preserve  the 
regularity  of  distance  and  uniformity  of  the  dents  or  teeth,  and  to  render  their  ac- 
tion less  uncertain,  he  cements  to  the  back  of  the  caoutchouc  or  India-rubber  a 
piece  of  brown  holland  or  other  like  cloth.    The  plaintiff  does  not  confine  his 
claim  to  using  India-rubber  by  means  of  slicing  it;  he  claims  the  exclusive  right 
of  making  cards,  by  fixing  the  dents  or  teeth  in  India-rubber,  using  for  that  pu^ 
pose  cloth,  some  texture  of  linen  or  cotton.    In  some  instances,  he  says,  the  cloth 
may  be  removed.    That  does  not,  in  point  of  fact,  make  it  less  a  part  of  the  pro- 
cess, by  which  be  applies  cloth  for  the  putting  the  dents  into  the  layer  of  iDdia- 
rubber.    If  that  be  so,  I  think  it  is  evident  the  defendants  claim  to  do  a  thing  fall- 
ing within  the  generality  of  the  plaintiff's  clainA    Taking  that  to  be  so,  the  evi- 
dence is  abundant  to  justify  the  jury  in  finding ;  and  it  seems  to  me  to  require 
them  to  find  for  the  plaintiff."     See  also  the  observations  of  Erskine,  J-^  cited 
ante. 
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expressed  by  saying  that  the  one  process  was  mechanical  and  the 
other  chemical,  was  a  real  and  substantial,  and  not  a  colorable 
difference ;  then  they  would,  notwithstanding  the  former  pat- 
ent of  the  plaintiff,  and  notwithstanding  that  the  objects  of 
both  were  the  same,  have  appeared  to  be  the  authors  of  a  substan- 
tive invention,  because  they  would  have  produced  a  distinct  sub- 
ject-matter, new  in  all  material  respects,  of  a  useful  character,  and 
therefore  capable  of  supporting  an  independent  patent.  But  it 
appeared  that  the  plaintiff's  patent  covered  the  use  of  India-rubber 
combined  with  cloth,  as  a  fillet  or  sheet,  for  the  backs  of  cards,  in 
which  to  insert  the  teeth,  in  order  to  accomplish  certain  purposes ; 
and  tliat  the  mode  in  which  the  defendants  brought  these  same 
materials  into  combination,  for  the  same  purposes,  was  only  a  cir- 
cuitous mode  of  doing  what  the  plaintiff  had  done,  and  therefore 
that  tliey  had  produced  nothing  new,  material  to  the  principle  and 
substance  of  the  invention. 

§  328.  On  the  other  hand,  where  the  plaintiff  had  a  patent  for 
producing  an  effect  iu  the  manufacture  of  iron,  said  to  be  alto- 
gether new,  by  a  mode  or  process,  or  series  of  processes  unknown 
before,  it  being  for  a  combination  of  processes  altogether  new, 
leading  to  one  end ;  and  the  defendants  had  used  the  same  in- 
gredients, but  in  different  proportions,  which  constituted  a  mode 
of  working  essentially  different  from  that  pointed  out  in  the  speci- 
fication, it  was  held  that  there  was  no  infringement.  The  plain  * 
tiff's  invention  in  this  case  consisted  in  rendering  available  the 
slags  or  cinders  produced  in  the  manufacture  of  iron  ;  and  also  in 
the  use  and  application  of  lime,  subsequent  to  the  blast  furnace, 
in  order  to  prevent  the  quality  called  "  cold  short " ;  and  his 
specification  pointed  out  the  proportion  of  slags,  mine  rubbish, 
coke,  and  limestone,  to  be  used  for  the  production  of  the  effect. 
To  prove  the  infringement,  a  witness  in  the  employ  of  the  defend- 
ants was  called,  who  stated  that  he  had  seen  the  plaintiff's  specifi- 
cation ;  that  since  the  date  of  the  patent  the  defendants  preserved 
cinders,  which  they  had  not  done  before,  and  produced  pig-iron, 
by  mixing  them  with  mine  rubbish,  and  that  in  the  subsequent 
processes  they  applied  quicklime  to  prevent  the  iron  from  being 
"  cold  short."  But  he  stated  that  the  defendants  did  not  work  by 
the  plaintiff's  specification,  but  used  very  different  proportions, 
viz.,  lime  in  the  refinery  furnace  in  about  the  proportion  of  one 
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hundred  and  twentieth  part  of  the  whole  charge  of  pig-iron,  and 
that  they  used  none  in  the  puddling  furnace,  and  that  the  defend- 
ants had  used  slags  in  the  puddling  furnace  for  years  before  the 
date  of  the  patent.  He  also  proved  that  the  proportions  of  mine 
rubbish,  as  laid  down  in  the  specification,  were  not  essential  to  the 
success  of  the  process  ;  that  the  defendants  had  been  in  the  habit 
of  varying  those  proportions ;  and  that  they  once  entirely  omitted 
mine  rubbish,  when  the  result  was  most  successful.^ 

§  829.  Now  this  patent  ^was  one  of  that  class  in  which  propor- 
tions or  degrees,  when  specified  as  the  mode  in  which  a  particular 
effect  is  to  be  produced,  make  a  part  of  the  essence  of  the  inven- 
tion. A  discovery  may  consist  in  the  effect  produced  by  the  union 
of  certain  ingredients  or  agents  ;  but  if  a  particular  proportion  is 
supposed  to  be  necessary  to  the  effect,  and  is  claimed  as  entering 
into  the  production  of  that  effect,  the  subject-matter  of  the  patent 
will  be  the  use  of  the  particular  ingredients  in  that  particular  pro- 
portion ;  and  if  the  same  ingredients  in  different  proportions,  or  a 
part  of  the  same  ingredients  in  other  proportions,  are  used  by 
another  person  to  produce  a  similar  beneficial  effect,  more  or  less 
advantageous,  that  person  will  have  discovered  a  new  subject- 
matter,  and  consequently  will  not  have  infringed  the  right  of  a 
patentee,  whose  invention  depends  on  the  proportions  which  he 
has  specified.  Accordingly  it  was  held  in  this  case  that  the  de- 
fendants' mode  of  working  being  essentially  different  from  the 
specification  of  the  plaintiff,  they  had  not  infringed  his  patent ; 
and  if  we  apply  to  the  reasoning  of  the  court,  the  test  of  a  suffi- 
ciency of  invention  on  the  part  of  the  defendants  to  support  a  pat- 
ent, as  for  a  new  discovery,  it  will  be  seen  that  the  same  facts  will 
lead  to  that  result,  which  show  that  the  plaintiff's  patent  had  not 
been  infringed.^ 

1  Hill  V.  Thompson,  Webs.  Pat  Cas.  225,  282,  233. 

*  Dallas,  J.,  delivering  the  judgment  of  the  court,  said :  *'  To  prove  the  infringe- 
ment, one  witness  only  was  called ;  and  this  part  of  the  case  depends,  therefore, 
entirely  upon  his  testimony.  And,  before  adverting  to  the  evidence  in  question, 
it  will  be  necessary  to  look  to  the  patent,  as  far  as  it  relates  to  this  part  of  the 
subject.  It  has  not  been  contended  that  it  is  a  patent  introducing  into  use  any 
one  of  the  articles  mentioned,  singly  and  separately  taken ;  nor  could  it  be  so  con- 
tended,  for  the  patent  itself  shows  the  controversy ;  and  if  it  had  been  a  patent  of 
such  a  description,  it  would  have  been  impossible  to  support  it ;  for  slags  had  un- 
doubtedly been  made  use  of  previously  to  the  patent,  so  had  mine  rubbishy 
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§  830.  The  superior  utility  of  one  thing  over  another  will  some- 
times furnish  an  important  test  upon  this  question  of  identity.     It 

and  80  had  lime.  But  it  is  said,  it  is  a  patent  for  combinations  and  proportions, 
producing  an  effect  altogether  new,  by  a  mode  and  process,  or  series  of  processes, 
unknown  before  ;  or,  to  adopt  the  language  made  use  of  at  the  bar,  it  is  a  patent 
for  a  combination  of  processes  altogether  new,  leading  to  one  end ;  and  this  being 
the  nature  of  the  alleged  discovery,  any  use  made  of  any  of  the  ingredients  sin- 
gly, or  any  use  made  of  such  ingredients  in  partial  combination,  some  of  them  being 
omitted,  or  any  use  of  all  or  some  of  such  ingredients,  in  proportions  essentially 
different  from  those  specified,  and  yet  producing  a  result  equally  beneficial  (if  not 
more  so)  with  the  result  obtained  by  the  proportions  specified,  will  not  constitute 
an  infiingement  of  the  patent 

"  It  is  scarcely  necessary  here  to  observe,  that  a  slight  departure  from  the  spe- 
cification, for  the  purpose  of  evasion  only,  would  of  course  be  a  fraud  upon  the 
patent,  and  therefore  the  question  will  be,  whether  the  mode  of  working  by  the 
defendant  has  or  has  not  been  essentially  or  substantially  different  For  this 
we  must  look  to  the  evidence  of  E.  Forman ;  and  he  being  the  single  witness  to 
the  point,  by  his  testimony  this  part  of  the  case  must  stand  or  fall.  It  may  be  dif- 
ficult entirely  to  reconcile  different  parts  of  his  evidence  with  each  other,  if  his 
answers  to  the  several  questions  be  taken  separately  and  detached ;  but  looking 
to  the  result,  it  seems  to  be  clear.  On  the  part  of  the  plaintiff  he  proves,  that, 
before  the  patent  was  taken  out,  the  defendants  were  not  in  the  habit  of  making 
use  of  slags,  and  that  his  attention  being  called  to  the  subject  by  the  patentee  in 
the  first  instance,  and  then  by  the  patent  itself,  he  has  made  use  of  them  uniform- 
Ij  since ;  he  has  since  also,  at  times,  used  mine  rubbish,  and  also  lime,  which  last, 
he  also  admits,  was  used  to  prevent  the  *  cold  short,'  which  defect  he  allows  was 
and  is  thereby  prevented.  So  far,  tiierefore,  he  proves  separate  use  and  occa- 
nonal  combination.  He  is  next  asked  as  to  the  proportions  mentioned  in  the  pat- 
ent :  *  Did  you  apply  the  lime  in  these  proportions  ? '  His  answer  is,  '  I  say  no, 
to  that'  *  Have  you  worked  by  the  specification  ? '  '  No,  we  did  not'  He  then 
explains  in  what  respects  they  departed  firom  the  specification.  This  is  his  evi- 
dence on  the  examination  in  chief.  On  the  cross-examination  he  says,  that  the 
proportions  used  were  very  materially  different,  and  that  the  proportions  in  the 
patent  are  not  essential ;  that  it  would  make  no  difference  to  him  if  he  were  to  be 
nstrained  from  using  these  proportions,  and  that  the  result  would  be  better  ob- 
tained by  materially  departing  from  tiiem ;  indeed,  by  almost  lo»ng  sight  of  them 
altogether.  With  respect  to  slags,  on  reconsideration,  he  states  that  the  defend- 
ant had  used  slags  previously  to  the  patent,  in  the  puddling  furnace,  for  months 
together.  As  to  mine  rubbish,  he  says,  we  varied  the  proportions,  and  we  found, 
in  experience,  that  the  use  of  it  was  best  without  reference  to  the  preparations  and 
restrictions  pointed  out  in  the  specification,  and  when  omitted,  the  result  was  best 
of  aH  It  is  true,  he  afterwards  states,  that  this  omission  took  place  when  he  was 
absent  firom  home,  and  that,  on  his  return,  he  ordered  the  mine  rubbish  to  be  re- 
stored ;  and  in  this  respect,  and  going  to  this  single  point,  there  appears  to  be  an 
inconsistency.  But  still,  as  the  case  stands  on  his  single  evidence,  if,  in  substance 
and  result,  it  proves  a  mode  of  working  essentially  different  from  the  specifica- 
tion, the  foundation  of  the  plaintiff's  case  is  altogether  gone.    And  the  rule  is,  in 
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is  not  always  true  that  one  machine,  for  instance,  is  not  an  infringe- 
ment upon  another,  because  it  is  better  than  the  other ;  for  it  may 
contain  the  whole  substance  of  that  other  machine,  and  something 
in  addition  which  makes  it  better ;  or  tlie  patent  may  have  been 
taken  for  an  entire  machine,  substantially  new  in  its  structure, 
and  the  machine  complained  of  may  contain  some  substantial  ope- 
rating part  of  the  machine  patented,  and  so  infringe.  But  where 
the  patent  is  for  some  one  operating  part  of  a  machine,  designed  to 
effect  a  particular  end,  and  the  machine  complained  of  effects  that 
end  materially  better,  by  the  use  of  means  which  are  in  point  of 
fact  different,  then  the  two  modes  of  operation  are  not  the  same 
under  the  patent  law.  In  other  words,  when  the  means  employed 
are,  in  point  of  fact,  not  the  same,  or  a  known  mechanical  equiva- 
valent,  and  the  question  to  be  determined  is,  whether  they  are, 
under  the  patent  law,  the  same  in  substance,  or,  as  it  is  usually 
called,  thQ  same  in  principle,  superior  utility  settles  that  question. 
Two  things  are  not  the  same  under  the  patent  law,  when  one  is 
practically  substantially  better  than  the  other,  and  this  improve- 
ment is  not  gained  by  the  use  of  known  mechanical  equivalents. 

this  respect,  strict,  as  stated  by  Mr.  Justice  Buller,  in  the  case  of  Turner  v.  Win- 
ter (Webs.  Pat  Cas.  77).  In  that  case,  the  learned  judge  expressed  himself  in 
these  words :  '  Whenever  the  patentee  brings  an  action  on  his  patent,  if  the  nov- 
elty or  effect  of  the  invention  be  disputed,  he  must  show  in  what  his  invention 
consists,  and  that  he  procured  the  effect  proposed,  in  the  manner  specified  (Webs. 
Fat.  Cas.  81)  ' ;  and  in  another  part  of  the  same  case,  he  adds :  *  Slight  defects  in 
the  specification  will  be  sufficient  to  vacate  the  patent  (Webs.  Pat.  Cas.  82)  ' ;  and 
speaking  of  degree  and  proportion,  he  says :  '  The  specification  should  have  shown 
by  what  degree  of  heat  the  effect  was  to  be  produced.'  In  that  case,  as  in  a  great 
variety  of  others,  instances  may  be  found  to  show  the  strictness  of  the  law,  as 
bearing  upon  this  point,  either  in  regard  of  omission  or  of  superfluous  addition,  or 
of  uncertainty  or  insufficiency  in  quantities  proposed.  But,  further,  the  evidence 
so  applied  does  not  confine  itself  to  this  point  only ;  for  it  disproves  also  utility,  as 
far  as  it  depends  on  combination  and  proportion,  leading  and  conducing  to  a  spe- 
cific result.  Neither  can  it  be  justly  said,  that  the  use  of  the  separate  ingredients, 
or  some  of  them  partially  combined,  is  a  use  made  of  the  invention  in  part,  so  as 
to  support  the  counts  adapted  to  such  partial  use ;  because,  as  it  has  been  already 
observed,  and  will  more  particularly  be  adverted  to  hereafter,  each  of  the  ingre- 
dients had  before  been  separately  used,  and  had  been  used,  more  or  less,  in  par- 
tial combination. 

'^  On  the  whole,  our  opinion  is,  as  to  this  part  of  the  case,  that,  considering  the 
evidence  of  Forman,  in  its  substance  and  result,  and  with  reference  to  the  pecu- 
liar nature  of  the  patent,  an  infringement  of  the  patent  is  not  thereby  proved.'* 
Hill  V.  Thompson,  Webs.  Pat.  Cas.  242,  245,  246. 
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§  331.  This  view  of  the  patent  law  relieves  it  in  a  great  degree 
from  the  uncertainties  which  have  arisen  from  the  loose  and  in- 
determinate sense  in  which  the  word  "  principle  "  has  been  em- 
ployed ;  and,  at  the  same  time,  it  is  in  exact  accordance  with  the 
great  purposes,  as  well  as  with  the  particular  provisions,  of  that 
system  of  law.  Its  leading  purpose  was  to  encourage  useful  in- 
ventions. Practical  utility  was  its  object ;  and  it  would  be  strange, 
if,  with  such  object  in  view,  it  should  consider  two  things  as 
substantially  the  same,  which,  practically  and  in  reference  to  their 
respective  utility,  are  substantially  different.  And  although  this 
test  has  not  seldom  been  lost  sight  of  in  the  trial  of  patent  causes, 
yet  there  is  nowhere  any  authority  opposed  to  it,  and  there  is  cer- 
tainly much  tn  its  favor  .^ 

§  332.  Every  patent  stands  upon  its  subject-matter,  and  accord- 

^  Thas,  in  Davis  v.  Palmer,  2  Brock.  SIO;  Mr.  Chief  Justice  Marshal  states 
the  principle  clearly.  He  was  commenting  on  the  clause  in  the  old  patent  lav, 
that  '^  simply  changing  the  form  or  the  proportion  of  any  machine  shall  not  be 
deemed  a  discovery  " ;  and  he  says,  "  In  construing  this  provision,  the  word  *  sim- 
ply '  has,  we  think,  great  influence ;  it  is  not  every  change  of  form  and  proportion 
which  is  declared  to  be  no  discovery,  but  that  which  is  simply  a  change  of  form 
and  proportion,  and  nothing  more.  If  by  changing  the  form  and  proportion  a  new 
effect  is  produced,  there  is  not  simply  a  change  of  form  and  proportion,  but  a  change 
of  principle  also"  To  the  same  effect  are  the  following  cases :  Earle  v.  Sawyer,  4 
Mas.  1,  where  the  substitution  of  a  circular  saw,  in  place  of  a  recipocrating  saw, 
in  a  shingle  machine,  was  held  to  be  a  patentable  improvement.  —  Davol  v. 
Brown,  1  Woodb.  &  M.  53,  where  the  arrangement  of  bowed  fliers,  in  a  fly-frame, 
in  two  rows,  was  held  to  be  patentable,  although  open-bottomed  fliers  had  pre- 
viously been  arranged  in  two  rows,  and  geered  in  the  same  way,  and  bowed- 
fliers  had  been  arranged  in  the  one  row  with  like  geering.  —  Russell  v.  Cowley, 
Webs.  Fat  Cas.  4G4,  where  it  was  held,  that  tubes  having  been  welded  by  grooved 
rollers  on  a  maundril,  it  was  a  patentable  improvement  to  weld  them  by  grooved 
rollers  without  a  maundril ;  and  Lord  Lyndhurst  puts  the  case  of  welding  them 
\iy  fixed  dies  instead  of  rollers.  See  also  Eneass  v.  The  Bank,  4  Wash.  9 ;  Crane 
r.  Price,  1  Webs.  Pat  Cas.  409 ;  1  Webs.  Pat  Cas.  95. 

In  these  cases  the  principle  is  necessarily  involved,  and  in  some  of  them  dis- 
tinctly announced,  that  any  change  in  the  instruments  employed,  by  which  a  new 
result  is  produced,  or  an  old  result  produced  in  a  more  economical  or  beneficial 
manner,  is  the  subject  of  a  patent.  It  is  the  invention  of  a  new  thing  under  the 
patent  law.  The  same  test  is  proposed  by  Mr.  Webster  in  hb  very  able  disserta- 
tion on  the  Subject-Matter  of  Patents.  He  says,  in  substance,  that  the  question 
is,  whether  the  change  be  colorable  and  formal,  or  substantial  and  essential,  that 
is,  whether  it  be  such  as  would  of  itself  support  a  patent  The  jury  must  find 
whether  what  is  new  is  essential  or  useless,  and  a  colorable  evasion ;  whether,  by 
reason  of  the  change,  the  thing  has  acquired  a  new  and  distinct  character. 
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ingly  the  question  of  infringement  depends  upon  the  use  of  that 
which  is  covered  by  the  patent.  Wliere  a  patent  is  for  the  com- 
bination alone,  it  is  no  infringement  to  use  any  of  the  parts  or 
things  which  go  to  make  up  the  combination,  provided  the  com- 
bination itself  be  not  used.^  In  a  recent  English  case,  however,  it 
has  been  decided  that  a  valid  patent  for  an  entire  combination  for 
a  process  gives  protection  to  each  part  thereof  that  is  new  and 
material  to  that  process,  without  any  express  claim  of  particular 
parts,  and  notwithstanding  that  some  parts  of  the  combination  are 
old.2 

In  Smith  v.  London  &  N.  W.  R.  W.,*  Lord  Campbell  observed : 
**  The  patent  was  for  an  improved  wheel  for  carriages  of  different  de- 
scriptions, and  the  patentee  stated  in  his  specification  that  ^  the  said 
improved  wheel  is  manufactured  wholly  of  bar-iron,  by  welding 
wrought-iron  bars  together  into  the  form  of  a  wheel,  whereof  the 
nave  and  spokes  and  rim,  when  finished,  will  consist  of  one  solid 
piece  of  malleable  iron,  and  the  mode  whereby  the  said  bars  of 
malleable  iron  are  fashioned  and  united  into  the  shape  of  a  wheel 
is  as  follows/  The  specification  then  showed,  by  the  aid  of  draw- 
ings, how  the  nave  and  spokes  and  rim  were  formed  and  afterwards 
welded  so  as  to  make  a  wheel  of  one  piece  of  malleable  iron.  In 
the  claim,  the  patentee  stated  that  the  new  invention  consisted  in 
the  circumstance  of  the  centre  boss  or  nave,  arms,  and  rim  of  the 
wheel  being  wholly  composed  of  wrought  or  malleable  iron  welded 
into  one  solid  mass  in  manner  hereinbefore  described.  The  evi- 
dence showed  a  clear  imitation  and  infringement  of  the  manner  of 
forming  the  boss  or  nave  into  one  piece  of  malleable  iron  with 
the  rest  of  the  wheel,  but  it  was  stated  that  the  mode  which  the 
defendants  had  used  of  forming  and  welding  the  spokes  and  rim 
did  not  amount  to  any  infringement. 

Mr.  Atherton  (defendant's  counsel)  contended  that  the  words 
of  the  claim  restricted  the  patent  to  the  invention  of  a  wheel  made 
in  every  respect  ^^  in  the  manner  aforesaid,"  and  that  as  the  defend- 
ants had  not  used  the  same  mode  with  regard  to  the  spokes  and 
rim  as  the  patentee  had  specified,  there  could  be  no  infringement 
of  the  patent.     My  brother  Martin,  who  tried  the  cause,  intimated 

^  Barrett  v.  Hall,  1  Aias.  447.  See  observations  of  Mr.  Justice  Story  cited  from 
this  case,  ante,    Evans  v.  Eaton,  1  Pet  C.  C.  843. 

*  Lister  v.  Leather,  8  Ell.  &  Blackb.  1004 ;  Bovill  v.  Keyworth,  7  EIL  &  Blackb. 
726;  Smith  ».  London  &  N.  W.  R  W.,  20  E.  L.  &  Eq.  94. 

'  Smith  V.  London  &  N.  W.  B.  W.,  20  £.  L.  &  Eq.  94. 
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his  opinion  that  the  claim  was  for  the  invention  of  a  wheel  as  de- 
scribed in  the  claim,  but  that  if  the  defendants  had  imitated  or 
pirated  the  mode  of  welding  the  nave,  and  that  were  a  material 
part  of  the  invention,  there  was  an  infringement  of  part  of  the  pat- 
ent for  which  the  action  was  maintainable. 

*^  We  are  of  opinion  that  this  ruling  was  quite  correct,  and  that 
there  was  ample  evidence  to  support  the  action.  Where  a  patent 
is  for  the  combination  of  two,  three,  or  more  old  inventions,  a  user 
of  any  of  them  would  not  be  an  infringement  of  the  patent ;  but 
vhere  there  is  an  invention  consisting  of  several  parts,  the  imita- 
tion or  pirating  of  any  part  of  the  invention  is  an  infringement  of 
the  patent.  Suppose  that  a  man  invents  a  machine  consisting  of 
three  parts,  of  which  one  is  a  very  useful  invention,  and  the  two 
others  are  found  to  be  of  less  practical  use,  surely  it  could  not  be 
said  that  it  was  free  to  any  person  to  use  the  useful  part  so  long 
as  he  took  care  to  substitute  some  other  mode  of  carrying  out  the 
less  useful  parts  of  the  invention.  We  should  be  sorry  to  throw 
any  doubt  upon  the  question  of  an  infringement  of  a  material  part 
of  such  an  invention,  being  an  infringement  upon  which  an  action 
is  maintainable,  by  granting  a  rule  to  show  cause  upon  such  a 
point.*' 

In  Prouty  v.  Buggies,^  Mr.  Chief  Justice  Taney  said :  "  The 
patent  is  for  a  combination,  and  the  improvement  consists  in 
arranging  different  portions  of  the  plough,  and  combining 
them  together  in  the  manner  stated  in  the  specification,  for 
the  purpose  of  producing  a  certain  effect.  None  of  the  parts 
referred  to  are  new  and  none  are  claimed  as  new;  nor  is  any 
portion  of  the  combination,  less  than  the  whole,  claimed  as  new,  or 
stated  to  produce  any  given  result.  The  end  in  view  is  proposed 
to  be  accomplished  by  the  union  of  all,  arranged  and  combined  to- 
gether in  the  manner  described.  And  this  combination,  composed 
of  all  the  parts  mentioned  in  the  specification,  and  arranged  with 
reference  to  each  other  and  to  other  parts  of  the  plough  in  the 
manner  therein  described,  is  stated  to  be  the  improvement,  and  is 
the  thing  patented.  The  use  of  any  two  of  these  parts  only,  or  of 
two  combined  with  a  third,  which  is  substantially  different  in  form 
or  in  the  manner  of  its  arrangement  and  connection  with  the 
others,  is  therefore  not  the  thing  patented.  It  is  not  the  same 
combination  if  it  substantially  differs  from  it  in  any  of  its  parts. 

^  Frouty  v.  Baggies,  16  Feten,  336. 
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The  jogging  of  the  standard  into  the  beam,  and  its  extension 
backward  from  the  bolt,  are  both  treated  by  the  plaintiffs  as  es- 
sential parts  of  their  combination  for  the  purpose  of  brace  and 
draft.  Consequently,  the  use  of  either  alone,  by  the  defendants, 
would  not  be  the  same  improvement  nor  infringe  the  patent  of  the 
plaintiffs." 

But  in  order  to  determine  in  those  cases  where  the  patent  is  for 
the  combination  alone  whether  the  combination  is  used  or  whether 
there  is  an  infringement,  it  may  be  necessary  to  inquire  whether 
the  defendant  has  employed  a  mechanical  equivalent  as  a  substi- 
tute for  some  material  element  of  the  plaintiff's  combination.  If 
so,  it  will  be  an  infringement.  Thus,  in  the  specification  of  a  pat- 
ent for  "  improvements  in  looms  for  weaving,"  the  plaintiff  de- 
clared that  his  improvement  applied  to  that  class  of  machinery 
called  power-looms,  and  consisted  '^  in  a  novel  arrangement  of 
mechanism,  designed  for  the  purpose  of  instantly  stopping  the 
whole  of  the  working  parts  of  the  loom  whenever  the  shuttle  stops 
in  the  shed."  After  describing  the  manner  in  which  that  was 
done  in  ordinary  looms,  the  specification  proceeded  thus :  ^^  The 
principal  defect  in  this  arrangement,  and  which  my  improvement 
is  intended  to  obviate,  is  the  frequent  breakage  of  the  different 
parts  of  the  loom,  occasioned  by  the  shock  of  the  lathe  or  sley 
striking  against  the  ^  frog,'  which  is  fixed  to  the  framing.  In  my 
improved  arrangement,  the  loom  is  stopped  in  the  following  man- 
ner: I  make  use  of  the  ^ swell'  and  the  ^stop-rod  finger'  as 
usual.  Tlie  construction  of  the  latter,  however,  is  somewhat  modi- 
fied, being  of  one  piece  with  the  small  lever  which  bears  against 
the  *  swell ' ;  but  instead  of  striking  a  stop  or  *  frog  '  fixed  to  the 
framing  of  the  loom,  it  strikes  against  a  stop  or  notch  upon  the 
upper  end  of  a  vertical  lever  vibrating  upon  a  pin  or  shed.  The 
lever  is  furnished  with  a  small  roller  or  bowl,  which  acts  against  a 
projection  on  a  horizontal  lever,  causing  it  to  vibrate  upon  its 
centre  and  throw  a  clutch-box  (which  connects  the  main  driving 
pulley  to  the  driving  shaft)  out  of  gear,  and  allows  the  main  driv- 
ing pulley  to  revolve  loosely  upon  the  driving  shaft,  at  the  same 
time  that  a  projection  on  the  lever  strikes  against  the  *  spring 
handle '  and  shifts  the  strap ;  simultaneously  with  these  two 
movements,  the  lower  end  of  the  vertical  beam  causes  a  break  to 
be  brought  in  contact  with  the  fly-wheel  of  the  loom,  thus  instan- 
taneously stopping  every  motion  of  the  loom  without  the  slightest 
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shock."  After  the  date  of  the  plaintiflf's  patent,  the  defendant 
obtained  a  patent  for  ^^  improvements  in,  and  applicable  to,  looms 
for  weaving,"  and  amongst  them  he  claimed  a  novel  arrangement 
of  apparatus  for  throwing  the  loom  out  of  gear  when  the  shuttle 
failed  to  complete  its  course.  In  the  defendant's  apparatus  the 
,  "  clutch-box  "  was  not  used,  but  instead  ofnt  the  "  stop-rod  finger  " 
acted  on  a  loose  piece  or  sliding  frog ;  but,  instead  of  a  rigid 
vertical  lever,  as  in  the  plaintiff's  machine,  the  defendant  used  an 
elastic  horizontal  lever,  and,  by  reason  of  the  pin  travelling  on  an 
incHned  plane,  the  brake  was  applied  to  the  wheel  gradually  and 
not  simultaneously.  The  jury  found  that  the  plaintiff's  arrange- 
ment of  machinery  for  stopping  looms,  by  means  of  the  action  of 
the  "clutch-box"  in  combinal;ion  with  the  action  of  the  brake,  was 
new  and  useful ;  and  that  the  defendant's  arrangement  of  ma- 
chinery for  the  latter  purpose  was  substantially  the  same  as  the 
plaintiff '&:  held,  upon  these  findings,  that  the  specification  was 
good ;  secondly,  that  the  defendant  had  infringed  the  patent.  A 
rule  was  entered  for  a  new  trial  on  the  ground  of  misdirection,  but 
was  discharged.  Pollock,  C.  B.,  in  tendering  the  decision  of  the 
court,  observed :  "  The  second  question  is,  whether  the  patent 
has  been  infringed.  It  was  argued  that  there  can  be  no  infringe- 
ment of  a  patent  for  a  combination,  unless  the  defendant  has 
used  the  whole  combination.  But  that  is  not  so,  for  there 
may  be  an  infringement  by  using  so  much  of  a  combination 
as  is  material,  and  it  would  be  a  question  for  the  jury,  whether 
that  used  was  not  substantially  the  same  thing.  I  recollect  a 
patent  for  an  invention,  a  part  of  which,  supposed  at  first  to  be 
useful,  turned  out  to  be  prejudicial,  and  was  afterwards  omitted, 
but  the  patent  was  nevertheless  sustained.  If  that  had  been  a 
combination  of  matters,  each  of  them  old,  but  entirely  new  as  a 
combination,  and  the  jury  had  found  that  the  substantial  parts  of 
the  combination  were  used,  that,  I  think,  would  have  been  an 
infringement  of  the  patent.  Looking  at  this  patent  fairly,  what  is 
it  for  ?  It  is  for  a  mode  to  separate  the  machine  from  the  source 
of  powef,  and  at  the  same  time  to  stop  the  momentum  which  has 
already  accumulated,  and  to  do  this  by  one  and  the  same  operation  ; 
in  fact,  to  make  the  machinery  itself  do  it.  Whenever  the  shuttle 
remains  among  the  sheds,  and  does  not  arrive  at  the  shuttle-box, 
the  machine  is  so  constructed  that,  by  one  operation,  it  is  thrown 
out  of  gear,  and  at  the  same  time  a  brake  is  applied  to  the  fly- 
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vheel  EO  as  to  stop  the  momentum.  The  defendant  has  Bubstituted 
for  the  clutch-box  the  old  plan  of  the  frog,  and  instead  of  separating 
the  power  and  the  machine  hy  a  clutch-box,  and  so  throwing  the 
machine  out  of  gear,  he  has  used  the  old  method  of  throwing  off 
the  strap,  but  he  has  adopted  the  brake,  which  the  jury  have  found 
is,  in  itself,  an  arrangement  of  machinery  new  and  useful.  We  , 
are  not  now  to  decide  what  would  have  been  the  plaintiff's  riglit 
if  the  clutch-box  had  been  entirely  new,  and  the  plainlJCT  had 
complained  of  its  use  ;  but  I  think  it  may  be  laid  down  as  a  general 
proposition,  (if  a  general  proposition  can  be  laid  down  on  a  subject 
applicable  to  such  a  variety  of  matters,  indeed  incommensurable 
with  each  other,  for  the  same  doctrine  would  scarcely  apply  to  a 
new  medicine  and  a  new  material  or  new  metal,)  that,  if  a  portion 
of  a  patent  for  a  new  arrangement  of  machinery  is  in  itself  new 
and  useful,  and  another  person,  for  the  purpose  of  producing  the 
same  effect,  uses  that  portion  of  the  arrangement,  and  substitutes 
for  the  other  matters  combined  with  it  another  mechanical  equivar 
lent,  that  would  be  an  infringement.  It  appears  to  me,  therefore, 
with  reference  to  the  facts  found  by  the  jury,  that  the  speciGcation 
is  good,  and  that  tlie  defendant  has  infringed  the  patent."  ^ 

Mr.  Justice  Curtis  has  held  that  the  doctrine  of  mechanical  equiv- 
alents, in  connection  with  such  a  use  of  a  material  part  of  a  com- 
bination, is  not  confined  by  the  patent  law  to  those  elements 
which  are  strictly  known  as  such  iii  the  science  of  mechanics,  but 
that  it  embraces  those  substitutions,  which,  as  a  matter  of  judg- 
ment in  construction,  may  be  employed  to  accomplish  the  same 
end.3 

'  SeHen  v.  KckliuoD,  6  £.  L.  &  Eq.  544. 

'  Foster  v.  Moore,  I  Curtis,  C.  C.  279.    Compare  Newton  v.  Grand  JuncUon 

R  W.  6  E.  L.  &  Eq.  G57.    Also  Johnson  v.  Root,  MS.  per  Spragne,  J.     "  The 

-term  '  erjuivalent,'  gGntlemen,  has  tno  meatuDgs,  as  used  in  this  clasa  of  caaei. 

The  one  relates  to  the  reaulta  that  are  produced,  and  the  other  in  the  niecbanbm 

by  which  those  results  are  produced.     Tiro  things  may  be  equivalent,  that  b,  the 

one  equivalent  to  the  other,  as  producing  the  same  result,  when  they  are  not  the 

■ame  mechanical  means.    Mechanical  equivalents  are  spoken  of  as  different  from 

.»•>:«•>  Is  ntg  that  merely  produce  the  same  rendt.    A  mechanical  equivalent,  I  nip- 

snerally  understood,  is  where  the  one  may  be  adopted. instead  of  the 

1  person  skilled  in  the  art,  from  hu  knowledge  of  the  art    Thus  an  in- 

ity  is  used  as  a  mechanism :  yon  wish  to  produce  a  pressure  downward ; 

a  be  done  by  a  spring,  or  it  can  be  done  by  a  weight     A  machine  b 

la  a  person  conversant  with  machines.     He  sees  that  the  force  applied 

in  the  one  before  him,  is  by  a  weight  i  from  a  knowledge  of  his  art  he 
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§  333.  But,  on  the  other  band,  where  the  patent  is  for  several 
distinct  improvements  or  things,  and  does  not  stand  upon  the  com- 
bination of  such  things,  then  the  use  of  any  one  of  them  will  be  an 
infringement.^  But  in  order  to  succeed  in  an  action  for  the  in- 
fringement of  any  one  of  such  improvements,  it  was  formerly 
necessary  among  us,  as  in  England,  that  the  whole  of  the  improve- 
ments claimed  as  such  should  be  new ;  and  if  the  novelty  of  any 
one  of  them  failed,  though'  it  might  not  be  the  one  used  by  the 
defendant,  the  action  could  not  be  sustained.  The  reason  for  this 
was,  not  that  the  right  of  the  patentee  would  not  have  been  in- 

can  pass  at  once  to  another  force,  the  spring,  to  press  it  downward ;  and  these  are 
mechanical  equivalents.  But,  gentlemen,  there  may  be  equivalents  as  producing 
the  same  results,  each  of  which  is  an  independent  matter  of  invention,  and  in  that 
sense  they  are  not  mechanical  equivalents.  To  illustrate  my  meaning,  suppose, 
in  early  days,  the  problem  was  to  get  water  from  a  well  to  the  surface  of  the  earth. 
One  man  takes  a  rope  made  of  grass  and  draws  up  a  pail  of  water ;  another  would 
see  that,  as  a  mechanical  equivalent,  a  rope  of  hemp  would  accomplish  the  same 
result  But  suppose  another  person  comes,  and  for  the  first  time  invents  a  pump. 
That  is  equivalent  in  the  result  of  bringing  the  water  to  the  surface  of  the  ground ; 
in  that  respect  it  is  equivalent,  as  producing  that  result,  to  hauling  it  up  by  a  rope ; 
but  it  is  not  mechanically  equivalent ;  it  brings  into  operation,  as  you  know,  very 
different  powers  and  forces,  and  would  require  invention  to  introduce  it. 

"  Now,  gentlemen,  however  the  appearances  of  a  thing  may  be  altered,  if  the  as- 
pect, the  form,  the  appearances  presented  are  changed  only  by  the  use  of  me- 
chanical equivalents,  then  it  is  substantially  the  same  thing,  I  suppose.  That  is 
to  say,  if  a  person  has  an  invention,  in  which  he  is  called  upon,  by  the  patent 
law,  to  make  a  full  and  clear  description  of  the  thing  he  has  invented,  if  another 
person,  looking  at  that,  can  from  his  knowledge  of  the  subject  pass  to  the  other 
thing  that  is  used,  without  any  invention,  then  the  one  is  substantially  the  same  as 
the  other.  It  is  not  that  every  unskilled  person  shall  see  how  they  pass;  but 
what  is  required  is,  that  it  shall  be  so  described  that  those  skilled  and  competent 
in  the  art,  those  who  understand  it,  shall  be  able,  (not  that  an  ingenious  man  can, 
seeing  the  new  machine,  sit  down  and  find  something  else  afterwards,  perhaps 
uded  in  some  degree  by  that  in  inventing  something  that  is  not  there,  but 
whether,  with  a  competent  knowledge  of  his  art,  he  will  be  able,)  by  looking  at 
that  with  care,  and  examining  it,  to  see  that  it  may  be  done  in  a  different  mode, 
in  a  different  manner,  and  it  is  done  in  that  different  mode  or  different  manner 
by  the  knowledge  which  he  has  in  the  art  That  would  not  be  a  new  invention, 
or  substantially  differing  from  the  original.  But  if  he  is  obliged  to  go  to  inven- 
tion, then  he  has  a  right  to  the  benefits  of  whatever  he  thus  invents ;  and  if  his 
invention  is  a  substitution  for  the  original  invention,  then  it  is  not  substantially 
the  same,  and  he  does  not  use  it  But  if  he  merely  invents  something  to  be  added 
to  it,  then  he  cannot  take  the  original  invention,  because  he  has  made  something 
distinct  to  add  to  it  fis  a  new  improvement" 

^  Moody  V.  Fiske,  2  Mas.  115 ;  Emerson  v.  Hogg,  2  Blatchf.  1 ;  Hogg  v.  Emer- 
80n,  6  aow.  437;  Ibid.  11  How.  587. 
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fringed  if  he  had  had  a  valid  patent,  but  that  his  patent  was  void, 
on  account  of  a  partial  failure  of  the  whole  consideration  on  which 
it  was  granted  ;  the  consideration  on  which  a  patent  was  granted 
being  the  novelty  of  all  the  things  represented  to  be  new,  regarded 
as  an  entirety  ;  and  the  consideration  being  entire,  if  it  failed  in 
part,  it  failed  as  to  the  whole.  The  government  was,  in  such  a 
case,  deceived  in  its  grant ;  the  whole  patent  was  therefore  inoper- 
ative, and  no  action  could  be  maintained  upon  it.^ 

^  Id  Moody  v,  Fiske,  2  Mas.  112, 115,  Mr.  Justice  Story  hinted  at  this  doctrine, 
'when  he  said  that,  ^^  In  such  a  case,  the  patent  goes  for  the  whole  of  the  improTe- 
ments,  and  if  each  be  new  and  he  claimed  disHncUy  in  the  patent^  there  does  not 
seem  to  be  any  good  reason  why  the  party  who  pirates  any  part  of  the  invention 
should  not  be  liable  in  damages.**  The  subsequent  cases  in  England,  of  Hill  r. 
Thompson,  8  Taunt  382 ;  2  B.  Moore,  488 ;  Webs.  Pat.  Cas.  239 ;  Brunton  r. 
Hawkes,  4  B.  &  Aid.  641 ;  and  Morgan  r.  Seaward,  2  M.  &  W.  544 ;  Webs.  187; 
have  fully  established  this  doctrine.  In  the  last  of  these  cases,  Mr.  Baron  Parke,  de- 
livering the  judgment  of  the  court,  said :  '*  This  brings  me  to  the  question  whether 
this  patent,  which  suggests  that  certain  inventions  are  improvements,  b  avoided  if 
there  be  one  which  is  not  so ;  and  upon  the  authorities  we  feel  obliged  to  hold  that 
the  patent  is  void,  upon  the  ground  of  fraud  on  the  crown,  without  entering  into  the 
question  whether  the  utility  of  each  and  every  part  of  the  invention  is  essential  to 
a  patent,  where  such  utility  is  not  suggested  in  the  patent  itself  as  the  ground  of 
the  grant  That  a  false  suggestion  of  the  grantee  avoids  an  ordinary  grant  of 
lands  and  tenements  from  the  crown,  is  a  maxim  of  the  common  law,  and  such  a 
grant  is  void,  not  against  the  crown  merely,  but  in  a  suit  against  a  third  person. 
It  is  on  the  same  principle  that  a  patent  for  two  or  more  inventions,  when  one  is 
not  new,  is  void  altogether,  as  was  held  in  Hill  v.  Thompson,  2  Moore,  421 ;  8 
Taunt  875  ;  and  Brunton  t;.  Hawkes,  4  B.  &  Aid.  542.  For  although  the  statute 
invalidates  a  patent  for  want  of  novelty,  and  consequently,  by  force  of  the  statute 
the  patent  would  be  void  so  far  as  related  to  that  which  was  old,  yet  the  principle 
on  which  the  patent  has  been  held  to  be  void  altogether  is,  that  the  consideration 
for  the  grant  is  the  novelty  of  all,  and  the  consideration  failing,  or,  in  other  words, 
the  crown  being  deceived  in  its  grant,  the  patent  is  void,  and  no  action  maintain- 
able upon  it  We  cannot  help  seeing,  on  the  face  of  this  patent,  as  set  out  in  the 
record,  that  an  improvement  in  steam-engines  is  suggested  by  the  patentee,  and 
is  part  of  the  consideration  for  the  grant ;  and  we  must  reluctantly  hold  that  the 
patent  is  void,  for  the  falsity  of  that  suggestion.  In  the  case  of  Lewis  v.  Marling 
(10  B.  &  C.  22  ;  5  M.  &  Ry.  66),  this  view  of  the  case,  that  the  patent  was  void 
for  a  false  suggestion,  does  not  appear  by  the  report  to  have  been  pressed  on  the 
attention  .of  the  court,  or  been  considered  by  it.  The  decision  went  upon  the 
ground  that  the  brush  was  not  an  essential  part  of  the  machine,  and  that  want  of 
utility  did  not  vitiate  the  patent ;  and,  besides,  the  improvement  by  the  introduc- 
tion of  the  brush  is  not  recited  in  the  patent  itself  as  one  of  the  subjects  of  it, 
which  may  make  a  difference.  We  are,  therefore,  of  opinion,  that  the  defendants 
are  entitled  to  our  judgment  on  the  third  issue."  See  also  the  elaborate  judg- 
ments in  Brunton  v.  Hawkes. 
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§  334.  The  statute  of  July  4, 1886,  §  15,  recognizes  this  doctrine, 
by  establishing  as  a  defence  that  the  patentee  was  not  the  first  in- 
ventor of  the  thing  patented,  ^^  or  of  a  substantial  and  material 
part  thereof  claimed  as  new."  But  a  more  recent  statute  has  < 
provided  that  the  patent  shall  be  deemed  good  and  valid  for  so 
much  of  the  invention  or  discovery  as  shall  be  truly  and  bond  fide 
the  invention  pr  discovery  of  the  patentee,  if  it  is  a  material  and 
substantial  part  of  the  thing  patented,  and  is  definitely  distinguish- 
able from  the  other  parts  which  the  patentee  had  no  right  to  claim, 
notwithstanding  the  specification  may  be  too  broad,  if  it  was  so 
made  by  mistake,  accident,  or  inadvertence,  and  without  any  wilful 
default  or  intent  to  defraud  or  mislead  the  public."  ^  This  leaves 
the  former  doctrine,  by  which  a  failure  of  novelty  in  any  part 
vitiated  the  whole  patent,  still  applicable  to  cases  where  the  claim 
was  made  too  broad,  wilfully  and  knowingly,  or  with  intent  to  de- 
fraud or  deceive  the  public. 

§  335.  The  effect  of  a  failure,  in  point  of  utility,  of  one  or  more 
of  several  parts  or  things  claimed  as  distinct  inventions,  is  held  in 
England  to  be  the  same  as  a  failure  in  point  of  novelty.  If  any 
thing  claimed  as  essential  turn  out  to  be  useless,  the  patent  is  void- 
able, provided  it  was  known  to  the  patentee,  at  the  time  of  enroU- 
iiy  his  specification,  to  be  useless,  because  he  misleads  the  public 
by  representing  it  to  be  useful ;  but  if  it  was  subsequently  discov- 
ered not  to  be  useful,  material,  or  necessary,  it  forms  no  ground 
of  objection  to  the  patent.^  A  patent  for  an  entire  machine  or 
other  ^subject  which  is,  taken  altogether,  useful,  though  a  part  or 
parts  may  be  useless,  will  be  valid,  provided  there  is  no  false  sug- 
gestion.^ So,  too,  a  finding  of  the  jury,  that  the  invention  is  use- 
ful on  the  whole,  but  fails  or  is  not  useful  in  some  cases,  is  not  a 
ground  of  nonsuit.^    But  these  cases  are  entirely  distinguished 

^  ActoflSST,  §9. 

•  Lewis  17.  Marling,  10  B.  &  C.  22 ;  4  Car.  &  P.  67  ;  Webs.  Pat  Cas.  493. 
■  Morgan  v.  Seaward,  Webs.  Pat.  Cas.  187. 

*  Haworthv.  Hardcastle,  Webs.  Pat  Cas.  480,  483.  In  this  case,  SirN.  C. 
Tmdal,  C.  J.,  said :  *^  The  motion  for  entering  a  nonsuit  was  grounded  on  two 
pomts :  first,  that  the  jury  had,  by  their  special  finding,  negatived  the  usefulness 
of  the  invention  to  the  full  extent  of  what  the  patent  and  specification  had  held 
out  to  the  public  ;  secondly,  that  the  patentee  had  claimed  in  his  specification  the 
invention  of  the  rails  or  staves  over  which  the  cloths  were  hung,  or,  at  all  events, 
the  placing  them  in  a  tier  at  the  upper  part  of  the  drying-room.    As  to  the  find- 
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from  those  where  the  purpose  wholly  fails,  and  the  invention  de- 
scribed does  not  accomplish  the  effect  that  is  claimed  for  it.  On  a 
patent  of  this  description,  of  course,  no  action  whatever  can  be 
maintained.^ 

§  836.  The  principles  of  our  law  would  apparently  lead  to  the 
same  conclusions  upon  this  subject ;  for,  although  it  is  not  material 
whether  the  subject-matter  of  a  patent  is  more  or  less  useful,  it 
must  possess  some  utility ;  and  if  the  subject-matter  consists  of  sev- 
eral things,  all  included  in  one  patent,  but  claimed  as  the  distinct 
inventions  of  the  patentee,  a  failure  of  any  one  of  them,  in  point 
of  utility,  must  vitiate  the  patent,  if  it  was  represented  to  be  use- 
ful, when  it  was  known  not  to  be  so,  for  the  same  reasons  which 

ing  of  the  jury,  it  was  in  these  words :  *  The  jury  find  the  inyention  is  new  and 
useful  upon  the  whole ;  and  that  the  specification  is  sufficient  for  a  mechanic, 
properly  instructed,  to  make  a  machine,  and  that  there  has  been  an  infringement 
of  the  patent ;  but  they  also  find  that  the  machine  is  not  useful  in  some  cases  for 
taking  off  goods.'  The  specification  must  be  admitted,  as  it  appears  to  us,  to  de- 
scribe the  invention  to  be  adapted  to  perform  the  operation  of  removing  the  cali- 
coes and  other  cloths  from  off  the  rails  or  staves  after  they  have  been  sufficient- 
ly dried.  But  we  think  we  are  not  warranted  in  drawing  so  strict  a  conclusion 
from  this  finding  of  the  jury  as  to  hold  that  they  have  intended  to  negative,  or  that 
they  have  thereby  negatived,  that  the  machine  was  useful  in  the  generality  of  the 
*  cases  which  occur  fi)r  that  purpose.  Ailer  stating  that  the  machine  was  useful  on 
the  whole,  the  expression  that,  *  in  some  cases,  it  is  not  useful  to  take  up  the  cloAs,' 
appears  to  us  to  lead  rather  to  the  inference  that  in  the  generality  of  cases  it  is 
found  useful.  And  if  the  jury  think  it  useful  in  the  general,  because  some  cases 
occur  in  which  it  does  not  answer,  we  think  it  would  be  much  too  strong  a  con- 
clusion to  hold  the  patent  void.  How  many  cases  occur,  what  proportion  they 
bear  to  those  in  which  the  machine  is  useful,  whether  the  instances  in  which  it  is 
found  not  to  answer  are  to  be  referred  to  the  species  of  cloth  hung  out,  to  the 
mode  of  dressing  the  cloths,  to  the  thickness  of  them,  or  to  any  other  cause  distinct 
and  different  from  the  defective  structure  or  want  of  power  in  the  machine,  this 
finding  of  the  jury  gives  us  no  information  whatever.  Upon  such  a  finding,  there- 
fore, in  a  case  where  the  jury  have  given  their  general  verdict  for  the  plaintiff, 
we  think  that  we  should  act  with  great  hazard  and  precipitation,  if  we  were  to 
hold  that  the  plaintiff  ought  to  be  nonsuited  upon  the  ground  that  his  machine  was 
altogether  useless  for  one  of  the  purposes  described  in  his  specification." 

*  Manton  v.  Parker,  Dav.  Pat.  Cas.  327.  This  was  a  patent  for  **a  hammer 
on  an  improved  construction,  for  the  locks  of  all  kinds  of  fowling-pieces  and  small 
arms  " ;  and  a  material  part  of  the  invention  consisted  in  a  means  of  letting  out 
the  air  from  the  barrel,  and  causing  a  communication  between  the  powder  in  the 
pan  and  in  the  barrel,  without,  at  the  same  time,  letting  out  the  powder.  The 
witnesses  for  the  defendant  having  proved  that  the  powder  passed  through  the 
same  hole  as  the  air,  the  plaintiff  was  nonsuited. 
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are  applicable  in  England.  Our  statute,  moreover,  has  expressly 
provided,  as  one  of  the  defences  to  an  action  on  a  patent,  '^  that  it 
contains^more  than  is  necessary  to  produce  the  described  effect,'' 
when  such  addition  "  shall  fully  appear  to  have  been  made  for  the 
purpose  of  deceiving  the  public '' ;  that  is  to  say,  when  it  appears 
that  the  patentee  was  aware  that  he  was  introducing  something 
not  useful,  material,  or  necessary,  at  the  time  of  preparing  his 
specification.^ 

§  837.  The  rule  of  damages  for  the*  infringement  of  a  patent  is 
provided  by  statute  in  the  following  terms :  '^  that,  whenever  in 
any  action  for  damages  for  using  or  selling  the  thing  whereof  the 
exclusive  right  is  secured  by  any  patent  heretofore  granted,  or 
which  shall  hereafter  be  granted,  a  verdict  shall  be  rendered  for 
the  plaintiff  in  such  action,  it  shall  be  in  the  power  of  the  court  to 
render  judgment  for  any  sum  above  the  amount  found  by  such 
verdict  as  the  actual  damages  sustained  by  the  plaintiff,  not  ex- 
ceeding three  times  the  amount  thereof,  according  to  the  circum- 
stances of  the  case."  ^  By  the  terms  ^'  actual  damages,  sustained 
by  the  plaintiff,"  are  meant  such  damages  as  he  can  actually  prove, 
and  has  in  fact  sustained,  as  contra-distinguished  from  mere  imagi- 
nary or  vindictive  damages,  which  are  sometimes  given  in  per- 
sonal torts.*  These  damages  will  be  trebled  by  the  court,  accord- 
ing to  the  statute.^ 

§  338.  In  estimating  the  ^^  actual  damages  "  the  rule  is,  in  cases 
of  infringement  hf  an  actual  use  of  the  plaintiff's  invention,  —  as 
by  making  and  using  a  patented  machine,  —  to  give  the  value  of 
such  use  during  tlie  time  of  the  illegal  user,  that  is  to  say,  the 
amount  of  profits  actually  received  by  the  defendant,^  but  not  the 
profits  which  he  might  have  made  by  reasonable  diligence.^ 

To  this,  it  seems,  there  should  be  added  all  the  losses  to  which 

the  plaintiff  has  been  subjected  by  the  piracy.^ 

■ 

»  Act  of  July  4, 18S6,  §  15.  •  Act  of  July  4, 1886,  §  14. 

*  Whittemore  v.  Cutter,  1  Gallis.  478.  It  seems,  however,  that  if  the  defend- 
ant is  sued  a  second  time  for  an  infringement,  exemplary  damages  may  be  given. 
Alden  v.  Dewey,  1  Stor}''8  R.  336,  339;  Hall  &  Wiles,  2  Blatch.  194. 

*  Lowell  V.  Lewb,  1  Mas.  184, 185  ;  Gray  v.  James,  Peters's  C.  C.  R.  394. 

*  Lowell  V.  Lewis,  1  Mas.  184;  Whittemore  v.  Cutter,  1  GalL  429. 

*  Dean  v.  Mason,  20  How.  198. 

'  Earle  v.  Sawyer,  4  Mas.  1,  Story,  J.,  said  :  ^  But  I  wish  to  say  a  few  words  in 
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Where  there  is  no  established  patent  or  license-fee,  general  byI- 
dence  of  the  utility  and  superiority  of  the  invention  may  be  sub- 
relation  to  the  point  of  law  which  the  objection  suggests,  and  which  is  /bonded 
upon  the  decision  of  this  court  in  Whittemore  v.  Cutter,  1  Gall.  479.  To  that 
decision,  as  founded  in  just  principle,  I  still  adhere,  although,  I  confess,  with  e«i\>- 
dued  confidence,  since  I  have  reason  to  believe  that  it  has  not  met  the  concurrence 
of  other  and  abler  judicial  minds.  It  has  been  maintained  by  some  learned  persons, 
that  the  price  of  the  invented  machine  is  a  proper  measure  of  damages,  in  cases 
where  there  has  been  a  piracy  by  making  and  using  the  machine,  because,  in  such 
cases,  the  verdict  for  the  plaintiff  entitles  the  defendant  to  use  the  machine  sub- 
sequently, and,  in  short,  transfers  the  right  to  him  in  the  fullest  manner,  and  in 
the  same  way,  that  a  recovery  in  trover  or  trespass,  for  a  ^uachine,  by  operation 
of  law,  transfers  the  right  to  such  machine  to  the  trespasser,  for  he  has  paid  for  it. 
If  I  thought  such  was  the  legal  operation  of  a  verdict  for  the  plaintiff,  in  an  action 
for  making  and  using  a  machine,  no  objection  could  very  forcibly  occur  to  my  mmd 
against  the  rule.  But  my  difficulty  lies  here.  The  Patent  Act  gives  to  the  inventor 
the  exclusive  right  of  making  and  using  his  invention  during  the  period  of  four- 
teen years.  But  this  construction  of  the  law  enables  any  person  to  acquire  that 
right,  by  a  forced  sale,  against  the  patentee,  and  compels  him  to  sell,  as  to  persons 
or  places,  when  it  may  interfere  essentially  with  his  permanent  interest,  and  in- 
volve him  in  the  breach  of  prior  contracts.  Thus,  the  right  would  not  remain  ex- 
clusive ;  but  the  very  attempt  to  enforce  it  would  involve  the  patentee  in  ibe  ne- 
cessity of  parting  with  it.  The  rule  itself,  too,  has  no  merit  from  its  universality 
of  application.  How  could  it  apply,  when  the  patentee  had  never  sold  the  right 
to  any  one  ?  How,  when  the  value  of  the  right  depended  upon  the  circumstance 
of  the  right  being  confined  to  a  few  persons  V  Where  would  be  the  justice  of  its 
application,  if  the  invention  were  of  enormous  value  and  profit,  if  confined  to  one 
or  two  persons,  and  of  very  small  value  if  used  by  the  public  at  large,  for  the  re- 
sult of  the  principle  would  be,  that  all  the  public  might  purchase  and  use  it  by  a 
forced  judicial  sale.  On  the  other  hand,  cases  may  occur,  where  the  wrong  done 
to  the  patentee  may  very  far  exceed  the  price  which  he  would  be  willing  to  take 
for  a  limited  use  by  a  limited  number  of  persons.  These,  among  others,  are  diffi- 
culties which  press  on  my  mind  against  the  adoption  of  the  rule  ;  and  where  the 
declaration  goes  for  a  user  during  a  limited  period,  and  afterwards  the  party  sues 
for  a  user  during  another  and  subsequent  period,  I  am  unable  to  perceive  how 
a  verdict  and  judgment  in  the  former  case  is  a  legal  bar  to  a  recovery  in  the 
second  action.  The  piracy  is  not  the  same,  nor  is  the  gravamen  the  same.  If, 
indeed,  the  plaintiff,  at  the  trial,  consents  that  the  defendant  shall  have  the  M 
benefit  of  the  machine  forever,  upon  the  ground  of  receiving  the  full  price  in 
damages,  and  the  defendant  is  content  with  this  arrangement,  there  may  be  no 
Bolid  objection  to  it  in  such  a  case.  But  I  do  not  yet  perceive  how  the  court  can 
force  the  defendant  to  purchase,  any  more  than  the  plaintiff  to  sell,  the  patent 
right  for  the  whole  period  it  has  to  run.  The  defendant  may  be  an  innocent 
violator  of  the  plaintiff's  right ;  or  he  may  have  ceased  to  use,  or  to  have  employ- 
ment for  such  a  machine.  There  are  other  objections  alluded  to  in  the  case  in 
1  Gall.  434.  Struck  with  similar  difficulties  in  establishing  any  general  rule  to 
govern  cases  upon  patents,  some  learned  judges  have  refused  to  lay  down  any 
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mitted  to  the  jury,  who  are  therefrom  to  estimate  the  damages, 
not  for  the  whole  term  of  the  patent,  but  only  during  the  continu- 
ance of  the  improvement.  A  recovery  of  such  damages  does  not 
vest  in  the  infringer  the  right  to  continue  the  use.^ 

The  difference  between  the  actual  cost  of  making  a  patented  ma- 
chine and  its  sale  price  is  not  all  profit ;  but  the  jury  must  take  into 
account  the  interest  on  the  capital,  the  risk  of  bad  debts,  and  the  ex- 
penses of  selling,  in  order  to  arrive  at  the  defendant's  real  profits.^ 

In  Pitts  V.  Hall,3  the  following  rule  has  been  given  by  Mr.  Jus- 
tice Nelson :  ^^  One  mode  of  arriving  at  the  actual  damages  is  to 
ascertain  the  profits  which  the  plaintiff  derives  from  the  machines 

particular  rule  of  damages,  and  have  left  the  jury  at  large  to  estimate  the  actual 
damages  according  to  the  circumstances  of  each  particular  case.  I  rather  incline 
to  believe  this  to  be  the  true  course.  There  is  a  great  difference  between  laying 
down  a  special  and  limited  rule  as  a  true  measure  of  damages,  and  leaving  the 
rabject  entirely  open,  upon  the  proofs  in  the  cause,  for  the  consideratibn  of  the 
jury.  The  price  of  the  machine,  the  nature,  actual  state  and  extent  of  the  use  of 
the  plaintiff* 's  invention,  and  the  particular  losses  to  which  he  may  have  been  sub- 
jected by  the  piracy,  are  all  proper  ingredients,  to  be  weighed  by  the  jury  in  esti- 
mating the  damages,  valere  quantum  valeanU*^ 

See  also  the  observations  of  L.  J.  Clerk  Hope,  in  Househill  Co.  v»  Neilson,  1 
Web.  Pat  Cas.  697,  note.  In  Pierson  r.  Eagle  Screw  Co.,  3  Story's  R.  410, 
Story,  J.,  again  said :  ^  But,  upon  the  question  of  damages,  I  would  upon  this  occa- 
sion state  (what  I  have  off  en  ruled  before),  that  if  the  plaintiff*  has  established  the 
validity  of  his  patent,  and  that  the  defendants  have  violated  it,  he  is  entitled  to 
such  reasonable  damages  as  shall  vindicate  his  right  and  reimburse  him  for  all 
Buch  expenditures  as  have  been  necessarily  incurred  by  him  beyond  what  the 
taxable  costs  will  repay,  in  order  to  establish  that  right.  It  might  otherwise 
happen  that  he  would  go  out  of  court  with  a  verdict  in  hb  favor,  and  yet  have  re- 
ceived no  compensation  for  the  loss  and  wrong  sustained  by  him.  Indeed,*he 
might  be  rUined  by  a  succession  of  suits,  in  each  of  which  he  might,  notwithstand- 
ing, be  the  successful  party,  so  far  as  the  verdict  and  judgment  should  go.  My 
Understanding  of  the  law  is  that  the  jury  are  at  liberty,  in  the  exercise  of  a  sound 
^acretion  if  they  see  fit,  (I  do  not  say  that  they  are  positively  and  absolutely 
bound  under  all  circumstances,)  to  give  the  plaintiff*  such  damages,  not  in  their 
nature  vindictive,  as  shall  compensate  the  plaintiff*  fully  for  all  his  actual  losses 
and  injuries  occasioned  by  the  violation  of  the  patent  by  the  defendants." 

And  yet,  in  Elwood  v.  Christy,  18  Com.  Ben.  N.  B.  494,  the  Court  of  Common 
Pleas,  sitting  in  Chancery  (under  15  &  16  Vict.),  refused  to  order  an  account 
to  be  taken  of  Ihe  loss  which  the  plaintiff  had  sustained  by  the  infringement^  and 
substituted,  on  motion,  an  account  of  the  profits  ulhich  had  been  actually  made  by  the 
defendants. 

*  The  Suff*olk  Co.  v.  Ilayden,  8  Wall.  815. 
"  Wilbur  V.  Beecher,  2  Blatchf.  132. 

*  Pitte  V.  HaU,  2  Blatchf.  229. 
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which  he  manufactures  and  sells,  and  which  have  been  made  and 
sold  by  the  defendant.  Another  mode  ....  is  to  ascertain  the 
profits  which  the  party  infringing  has  derived  from  the  use  of  the 

invention  or  the  construction  of  the  machine This  measure 

of  damages,  however,  is  not  controlling,  and  ought  not  to  be ; 
because  a  party  concerned  in  infringing  a  patent  stands  in  a 
different  position  from  the  patentee,  not  having  been  previously 
subjected  to  the  expense  and  labor  to  which  the  latter  is  frequent- 
ly exposed  in  the  process  of  invention  and  experiment.  Hence 
the  person  who  enters  upon  the  business  without  previous  expense 
may  very  well  afford  to  sell  machines  at  a  less  profit  than  the 
patentee Profits  which  the  party  infringing  might  be  satis- 
fied with,  and  which  would  afford  him  compensation,  would  not 
afford  indemnity  to  the  patentee.  If,  therefore,  on  looking  into  the 
profits  made  by  the  defendant,  the  jury  shall  be  of  the  opinion  that 
they  do'not  correspond  with  the  fair  profits  which  the  plaintiff,  if 
left  alone,  would  have  realized,  they  are  not  bound  by  the  measure 
of  the  defendant's  profits,  but  have  a  right  to  look  to  the  profits 
which  the  patentee  would  have  made  under  the  circumstances, 
if  not  interfered  with." 

Still,  where  a  plaintiff  is  allowed  to  recover  "  actual  damages," 
he  is  bound  to  furnish  evidence  by  which  the  jury  may  assess  them. 
If  he  rest  his  case  after  merely  proving  an  infringement,  he  is 
entitled  to  nominal  damages,  but  no  more.  He  cannot  call  on  a 
jury  to  guess  out  his  case  without  evidence.  Actual  damages 
must  be  calculated,  not  imagined,  and  an  arithmetical  calculation 
caynot  be  made  without  certain  data.^ 

Where  part  of  an  invention  is  not  original  (e.  g.  where  the 
patent  is  for  an  improvement),  that  part  cannot,  in  estimating  the 
damages  of  an  infringement,  be  so  mixed  up  with  those  which  are 
original,  that  the  jury  may  regard  the  whole  as  a  unit.* 

^  City  of  New  York  v.  Ransom,  23  How.  487.  Here  it  was  proved,  on  trial, 
that  the  corporation  of  New  York  had  applied  the  patentee's  invention  to  fifty 
steam  fire-engines,  but  no  information  whatever  was  given  of  the  price  or  valae 
of  a  single  license.  The  Supreme  Court,  on  appeal,  held  that  the  jury  had  had  no 
evidence  to  sustain  a  verdict  for  S  20,000  damages. 

'  Jones  V.  Moorehead,  1  Wall.  155.  In  this  case,  the  patentee's  invention  con- 
sisted in  improving  the  casing  of  locks  so  as  to  make  them  double-faced.  The 
jury  at  the  circuit  trial  estimated  the  damages  by  taking  the  profits  made  by  the 
defendants  on  the  sale  of  the  entire  lock  as  thus  improved.  The  Supreme  Court 
set  aside  the  verdict,  with  costs.  -.  ^ 
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By  way  of  conclusion,  we  quote  in  eztenso  from  the  decision 
of  the  Supreme  Court,  in  Seymour  v.  McCormick,^  as  containing 

^  Seymour  v.  McCormick,  16  How.  480.  **It  must  be  apparent  to  the  most 
saperficial  observer,  that  there  cannot,  in  the  nature  of  things,  be  any  one  rule  of 
damages  ^hich  will  equally  apply  to  all  cases.  The  mode  of  ascertaining  actual 
damages  must  necessarily  depend  on  the  peculiar  nature  of  the  monopoly  granted. 
A  man  who  invents  or  discovers  a  new  composition  of  matter,  such  as  vulcanized 
India-rubber,  or  a  valuable  medicine,  may  find  his  profit  to  consist  in  a  close 
monopoly,  forbidding  any  one  to  compete  with  him  in  the  market,  the  patentee 
himself  being  able  to  supply  the  whole  demand  at  his  own  price.  If  he  should 
grant  licenses  to  all  who  might  de«re  to  manufacture  his  composition,  mutual 

competition  might  destroy  fhe  value  of  each  license If  any  person  could 

use  the  invention  or  discovery  by  paying  what  a  jury  might  suppose  to  be  the  fair 
valae  of  a  license,  it  is  plain  that  competition  would  destroy  the  whole  value  of  the 
monopoly.  In  such  cases  the  profits  of  the  infringer  may  be  the  only  criterion  of 
the  actual  damage  of  the  patentee.  But  one  who  invents  some  improvement  in 
the  machinery  of  a  mill  cannot  claim  that  the  profits  of  the  whole  mill  should  be 
the  measure  of  damages.  And  where  the  profit  of  the  patentee  consists  neither 
in  the  exclusive  use  of  the  thing  invented  or  discovered,  nor  in  the  monopoly  of 
making  it  for  others  to  use,  it  is  evident  that  this  rule  cannot  apply.  The  case  of 
Stimpson's  patent  for  a  turn>out  in  a  railroad  is  an  example.  It  was  the  interest 
of  the  patentee  that  all  railroads  should  use  his  invention,  provided  that  they  piud 
him  the  price  of  his  license.  He  could  not  make  his  profit  by  selling  it  as  a  com- 
plete and  separate  machine.  An  infringer  of  such  a  patent  could  not  be  liable  to 
damages  to  the  amount  of  the  profits  of  the  railroad,  nor  could  the  actual  damages 
to  the  patentee  be  measured  by  any  known  ratio  of  the  profits  on  the  road.  The 
only  actual  damage  which  the  patentee  has  suffered  is  the  non-payment  of  the 
price  which  he  has  put  upon  his  license,  with  interest,  and  no  more.  There  may 
be  cases,  as  where  the  thing  has  been  used  but  for  a  short  time,  in  which  the  jury 
should  find  for  less  than  that  sum ;  and  there  may  be  cases  where,  from  some 
peculiar  circumstances,  the  patentee  may  show  actual  damages  to  a  larger  amount. 
Of  this  a  jury  must  judge  from  the  evidence,  under  instructions  from  the  court 
that  they  can  find  only  such  damages  as  have  been  actually  sustained.  Where 
the  inventor  finds  it  profitable  to  exercise  his  monopoly  by  selling  licenses  to  make 
or  use  his  improvement,  he  has  himself  fixed  the  average  of  his  actual  damage 
when  the  invention  is  used  without  his  license.  If  he  claims  anything  above  that 
amount,  he  is  bound  to  substantiate  his  claim  by  clear  and  distinct  evidence. 
Where  he  has  himself  established  the  market  value  of  his  improvement  as  separate 
and  distinct  from  the  other  machinery  with  which  it  is  connected,  he  can  have  no 
claim  in  justice  and  equity  to  make  the  profits  of  the  whole  machine  the  measure 
of  his  demand.  It  is  only  where,  from  the  peculiar  circumstances  of  the  case,  no 
other  rule  can  be  found,  that  the  defendant's  profits  become  the  criterion  of  the 
plaintiff*s  loss.  Actual  damages  must  be  actually  proved,  and  cannot  be  assumed 
as  a  legal  inference  from  any  facts  which  amount  not  to  actual  proof  of  the  fact. 
What  a  patentee  *  would  have  made  if  the  infringer  had  not  interfered  with  his 
rights,'  is  a  question  of  fact  and  not  '  a  judgment  of  law.'  The  question  is  not 
what  speculatively  he  may  have  lost,  but  what  he  actually  did  lose.    It  is  not  a 
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the  most  recent  enunciation  of  some  of  the  principles  applicable 
to  this  difficult  question  of  estimating  the  damages  in  patent 
suits. 

§  339.  But  where  merely  the  making  of  a  patented  machine  is 
proved,  and  no  actual  damages  have  been  sustained,  nominal  dam- 
ages onlj  should  be  given.^ 

'judgment  of  law'  or  necessary  legal  inference,  that  if  all  the  manufactures  of 
locomotives  and  steam-engines  who  have  built  and  sold  engines  with  a  patented 
cut-off  or  steam-whistle  had  not  made  such  engines,  that  therefore  all  the 
purchasers  of  engines  would  have  employed  the  patentee  of  the  cut-off  or 
whistle ;  and  that  consequently  such  patentee  is  entitled  to  all  the  profits  made 
in  the  manufacture  of  such  steam-engines  by  those  who  may  have  used  his  im- 
provement without  his  license.  Such  a  rule  of  damages  would  be  better  entided 
to  the  epithets  of  *  speculative/  '  fanciful,'  *  imaginary,'  than  that  of '  actual.' 

"  If  the  measure  of  damages  be  the  same,  whether  the  patent  be  for  an  entire 
machine  or  for  some  improvement  in  some  part  of  it,  then  it  follows  that  each  one 
who  has  patented  an  improvement  in  any  portion  of  a  steam-engine  or  other  com- 
plex machine  may  recover  the  whole  profits  arising  from  the  skill,  labor,  material, 
and  capital  employed  in  making  the  whole  machine ;  and  the  unfortunate  mechanic 
may  be  compelled  to  pay  treble  his  whole  profits  to  each  of  a  dozen  or  more  sev- 
eral inventors  of  some  small  improvement  in  the  engine  he  has  built  By  this 
doctrine,  even  the  smallest  part  is  made  equal  to  the  whole,  and  '  actual  dam- 
ages '  to  the  plaintiff  may  be  converted  into  an  unlimited  series  of  penalties  on 
the  defendant. 

*'  We  think,  therefore,  that  it  is  a  very  grave  error  to  instruct  a  jury  *  that  as  to 
the  measure  of  damages,  the  same  rule  is  to  govern,  whether  the  patent  covers  an 
entire  machine  or  an  improvement  on  a  machine.' 

"  It  appears,  from  the  evidence  in  this  case,  that  McCormick  sold  licenses  to  use 
his  original  patent  of  1834  for  twenty  dollars  (S  20)  each.  He  sold  licenses  to  the 
defendants  to  make  and  vend  machines  containing  all  his  improvements  to  any 
extent  for  thirty  ($  SO)  dollars  for  each  machine,  or  at  an  average  often  ($  10) 
for  each'  of  his  three  patents.  The  defendants  made  and  sold  many  hundred 
machines  for  that  price,  and  no  more.  They  refused  to  pay  for  the  last  three 
hundred  machines,  under  a  belief  that  the  plaintiff  was  not  the  original  inventor 
of  this  last  improvement,  whereby  a  seat  for  the  raker  was  provided  on  the  ma- 
chine, so  that  he  could  ride  and  not  be  compelled  to  walk  as  before.  Beyond  the 
refusal  to  pay  the  usual  license  price,  the  plaintiff  showed  no  actual  damage.  The 
jury  gave  a  verdict  for  nearly  double  the  amount  demanded  for  the  use  of  three 
several  patents,  in  a  suit  where  the  defendant  was  charged  with  violating  one  only, 
and  that  for  an  improvement  of  small  importance  when  compared  with  the  whole 
machine.  This  enormous  and  ruinous  verdict  is  but  a  corroUary  or  necessary 
consequence  of  the  instructions  given  in  that  part  of  the  charge  of  the  court  on 
which  we  have  been  commenting  and  of  the  doctrines  therein  asserted,  and  to 
which  this  court  cannot  give  their  consent  or  concurrence."  Per  Gricr,  J.  Com- 
pare McCormick  v.  Seymour,  2  Blatchf.  240,  the  case  reversed, 

^  Whittemore  v.  Cutter,  supra. 
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§  340.  Where  patented  articles  (cast-iron  water-wheels)  were 
manufactured  bj  the  defendants  on  an  order  given  by  a  third 
person,  and  the  order  was  partially  executed  before  the  defendants 
had  notice  of  the  patent,  and  two  wheels  only  were  cast  after 
notice,  it  was  held  that  nominal  damages  only  were  proper.^ 

§  341.  After  considerable  fluctuation  of  opinion,  it  has  been 
decided  by  the  Supreme  Court,  that  counsel  fees  are  not  a  proper 
element  for  the  consideration  of  the  jury  in  the  estimation  of 
damages  in  actions  for  the  infringement  of  a  patent  right.^ 

§  342.  As  to  the  time  of  the  acts  complained  of  as  amounting 
to  an  infringement,  it  is  obvious  that  the  patent  cannot  be  in- 
fringed by  anything  done  when  the  patent  did  not  exist;  and 
therefore  it  is  no  infringement  to  make  or  use  a  machine  sub- 
sequently patented,  or  otherwise  to  practise  the  invention  which  is 
afterwards  made  the  subject  of  a  patent,  before  the  patent  is 
obtained.  But  when  a  patent  is  granted,  the  right  in  the  subject- 
matter  relates  back  to  the  time  of  the  invention,  so  that  the  party 
who  has  practised  the  invention  between  the  time  of  the  discovery 
and  the  issuing  of  the  patent,  must  cease  to  do  so.  Any  acts  of 
infringement  done  after  the  issuing  of  the  patent  will  be  ground 
for  the  recovery  of  damages,  although  the  previous  acts  were  done 
at  a  time  when  it  was  uncertain  whether  there  would  be  any  patent 
issued.^  The  same  is  true  of  acts  done  in  violation  of  a  patent 
which  is  surrendered  and  renewed  on  account  of  defects  in  the 
specification.  If  a  party  erect  and  put  in  use  a  patented  machine, 
daring  the  existence  of  a  defective  patent  which  is  afterwards 
surrendered,  it  will  bd  an  infringement  of  the  new  and  renewed 
patent,  if  he  continues  the  use  of  such  machine  after  the  renewal ; 
and  it  seems  that  no  notice  of  the  renewal  is  necessary ;  and  if  it 
is,  that  knowledge  of  the  original  patent  will  be  notice  of  the 
renewed  patent  granted  in  continuation  of  it,  according  to  the 
provisions  and  principles  of  law.* 

*  Bryce  v.  Dorr,  3  McLean,  582. 

*  Day  17.  Wood  worth,  13  How.  368 ;  Teese  v,  Huntingdon,  23  How.  2 ;  affirming 
the  doctrine  of  Whittemore  v.  Cutter,  1  Gall.  429,  and  Stimpson  v.  The  R.  R  1 
Wall.  C.  C.  R.  164,  and  overruling  that  of  Boston  Manuf.  Co.  v.  Fiske,  2  Mason, 
119;  and  Allen  v.  Blunt,  8  Story,  742;  Cf.  Blanchard's,  &c.  v,  Warner,  1  Blatch. 
258,  reporter's  note  to  p.  272. 

*  Evans  v.  Weiss,  2  Wash.  342 ;  Dixon  v.  Moyer,  4  Wash.  68. 

*  Ames  V,  Howard,  1  Sumner,  482,  488.    In  this  case  Mr.  Justice  Story  said: 
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In  conformity  with  this  doctrine  it  has  been  recentlj  held,  that 
suits  for  infringement  pending  at  the  time  of  the  surrender  and 
reissue  of  letters-patent,  fall  with  such  surrender,  because  the 
foundation  on  which  they  rested  no  longer  exists.^ 

§  343.  A  patentee  may  recover  damages  for  an  infringement 
during  the  time  which  intervened  between  the  destruction  of  the 
Patent  Office  by  fire,  in  1836,  and  the  restoration  of  the  records 
under  the  act  of  March  8, 1837.^ 

§  343  a.  The  topic  of  infringement  by  means  of  chemical  equiva- 
lents has  lately  received  in  England  an  elaborate  and  almost  ex- 
haustive discussion,  so  elaborate,  indeed,  that  we  can  hope  to  give 
in  the  present  volume  nothing  more  than  a  general  outline  and 
abstract.   The  reported  American  cases  on  the  subject  are  but  few. 

In  Byam  v.  Farr,^  the  patei^ee's  claim  was  as  follows  :  "  What 
I  claim  as  my  invention  is  the  using  of  a  paste  or  composition  to 
ignite  by  friction,  consisting  of  phosphorus  and  earthy  material 
and  a  glutinous  substance  only,  without  the  addition  of' chlorate 

'*  The  next  objection  is,  that  in  point  of  law  the  pliuntifif  is  not  entitled,  without 
some  previous  notice  or  claim,  to  maintain  this  action  under  his  patent  against  the 
defendants,  for  continuing  the  use  of  the  machines  erected  and  put  in  use  by  them 
before  the  patent  issued.  This  objection  cannot  prevail.  I  am  by  no  means  pre- 
pared to  say,  that  any  notice  is,  in  cases  of  this  sort,  ever  necessary  to  any  party 
who  is  actually  using  a  machine  in  violation  of  the  patent  right  But  it  is  very 
clear,  that  in  this  case  enough  was  established  in  evidence  to  show  that  the  de- 
fendants had  the  most  ample  knowledge  of  the  original  patent  taken  out  by  the 
plaintiff  in  1822,  and  of  which  the  present  is  only  a  continuation,  being  grounded 
upon  a  surrender  of  the  first  for  mere  defects  in  the  original  specification.  Who- 
ever erects  or  uses  a  patented  machine  does  it  at  his  |>eril.  He  takes  upon  him- 
self all  the  chances  of  its  being  originally  valid ;  or  of  its  being  afterwards  made 
so  by  a  surrender  of  it,  and  the  grant  of  a  new  patent,  which  may  cure  any  de- 
fects, and  is  grantable  according  to  the  principles  of  law.  That  this  new  patent 
was  so  grantable  is  clear,  as  well  from  the  decision  of  the  Supreme  Court  in  Grant 
17.  Raymond,  (6  Peters  R.  218,)  as  from  the  act  of  Congress  of  the  Sd  of  July, 
1833,  ch.  162.  There  is  no  pretence  to  say  that  the  defendants  were  bond  Jide 
purchasers  without  any  knowledge  or  notice  of  any  adverse  claim  of  the  plaintiff 
under  this  original  patent ;  and  the  damages  were  by  the  court  expressly  limited 
to  damages  which  accrued  to  the  plaintiff  by  the  use  of  the  machine  ader  the  new 
patent  was  granted  to  the  plaintiff." 

^  Moffitt  V.  Garr,  1  Black.  273.  See,  further,  same  case,  sub-chapter  on  Action 
at  Law. 

'  Hogg  V,  Emerson,  6  How.  437. 
.  •  Byam  i?.  Farr,  1  Curtis,  C.  C.  260. 
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of  potash,  or  of  any  highly  combustible  material,  such  as  sulphuret 
of  antimoDj,  in  addition  to  the  phosphorus."  In  construing  this 
specification,  Judge  Curtis  says:  ^^The  old  method  of  making 
friction  matches  was  to  u^  a  composition  consisting  of  phosphorus, 
chlorate  of  potash,  sulphuret  of  antimony,  and  glue ;  so  that  the 
invention  claimed  by  the  plaintiff  consists  in  rejecting  two  of  the 
elements,  viz.,  chlorate  of  potash  and  sulphuret  of  antimony,  and 
substituting  in  their  place  chalk  or  some  earthy  matter.  To 
compare  the  methods  of  the  patentee  and  of  the  defendant,  it  may 
be  said  that  the  patentee  has  improved  on  the  known  compound, 
by  omitting  two  substances  previoudy  used,  and  introducuig  one  not 
used ;  while  the  defendanil;  have  merely  omitted  one  substance 
previously  used.  It  is  insisted,  however,  that  the  sulphuret  of 
antimony,  used  by  the  defendants,  has,  in  point  of  fact,  the  same 
effect  in  their  composition  as  the  chalk  or  other  earthy  substance 
has  in  the  plaintiff's  composition ;  that  both  act  mechanically 
only,  and  not  chemically :  the  office  of  each  being  to  surround  the 
particles  of  phosphorus,  and,  aided  by  the  glue,  to  retain  them  and 
protect  them  from  the  air  and  from  the  action  of  caloric,  until  the 
phosphorus  is  ignited  by  friction,  and  then  to  convey  the  heat 
to  the  sulphur,  and  thus  cause  the  match  to  burn.  In  other  words, 
that  in  this  compound  and  for  this  manufacture,  sulphuret  of 
antimony  is  a  mere  equivalent  for  the  earthy  matter  employed 
by  the  patentee;  and  that  though  it  is  not  technically,  in  the 
nomenclature  of  chemistry,  an  earthy  matter,  yet  that  the  claim  is 
not  to  be  limited  to  substances  strictly  so  termed ;  because,  while 
the  specification  declares  chalk  or  Spanish  white  to  be  the  best 
material,  it  als^  makes  known  that  the  ingredients  may  be  varied, 
^and  other  absorbent  earths  or  materials  may  be  used  instead 
of  the  carbonate  of  lime.'  And  it  is  urged  that  the  substance 
of  this  invention  does  not  consist  in  the  use  of  carbonate  of  lime 
in  this  composition,  but  in  the  use  of  a  material  suitable  to 
surround  and  protect  the  phosphorus,  and  convey  its  heat  to  the 
sulphur  when  ignited,  and  that  the  defendant  uses  such  a  ma- 
terial. There  is  certainly  much  force  in  this  argument ;  but 
it  is  encountered  by  difficulties  which  I  think  insuperable.  To 
substitute  in  place  of  some  one  element  in  a  composition  of 
matter  a  mere  known  equivalent,  is  an  infringement;  because, 
although  the  patentee  has  not  expressly  mentioned  such  equivalent 
iu  his  claim,  he  is  understood  to  embrace  it,  and  in  contempla- 
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tion  of  law  does  embrace  it,  without  an  express  mention  of  it. 
But  he  is  not  obliged  to  embrace  equivalents  in  bis  claim.  He 
may,  if  he  choose,  confine  himself  to  the  specific  ingredients 
mentioned,  and  expressly  exclude  all  others  ;  or  he  may  expressly 
exclude  some  one  or  other.  If  he  does  so,  it  cannot  be  maintained 
that  what  he  has  expressly  disclaimed  is  in  point  of  law  claimed. 
Now  this  patentee  declares,  in  terms,  that  his  composition  is  to  be 
without  the  addition  of  sulphuret  of  antimony.  It  is  said  that  he 
meant  to  exclude  it,  because  he  considered  it,  as  he  says  in  the 
claim,  a  highly  combustible  substance,  and  that  he  was  under 
a  mistake,  as  it  is  not.  This  may  be  true ;  but  the  question  is  not 
what  induced  the  patentee  to  exclude  it,  but  whether  he  has 
in  fact  excluded  it.  If  he  made  a  mistake,  the  patent  law  affords 
means  of  correcting  it ;  but  until  corrected,  it  must  be  taken  as  it 
stands,  whatever  error  may  have  led  to  it. 

"  It  is  also  argued  that  it  was  the  intention  of  the  patentee  to  ex- 
clude sulphuret  of  antimony  only  when  used  with  chlorate  of 
potash.  But  this  is  not  consistent  with  the  plain  meaning  of  the 
words,  which  are,  ^  without  the  addition  of  chlorate  of  potash, 
or  any  highly  combustible  material,  such  as  sulphuret  of  antimony.' 
And  when  it  is  borne  in  mind  what  the  composition  previously 
known  was,  and  how  the  patentee  has  described  his  invention, 
I  think  it  cannot  be  admitted  that  the  patentee  really  intended  to 
cover  the  composition  used  by  the  defendants.  As  already  stated, 
the  old  method  was  to  combine  phosphorus,  glue,  sulphuret  of 
antimony,  and  chlorate  of  potash.  If  the  patentee  intended  to 
cover  an  improvement  consisting  only  in  the  omission  of  the  chlorate 
of  potash,  as  is  now  said,  he  might  reasonably  have  been  expected 
so  to  declare.  But  instead  of  this  he,  in  terms,  declared  that  his 
invention  did  not  extend  to  the  use  of  this  substance.  So  far  as 
respects  his  own  intent,  there  can  be  no  question  it  was  to  make  a 
claim  which  excluded  tRe  composition  used  by  defendants  ;  and 
this  is  decisive.  It  must  be  remembered  that  one  object  of  the 
patent  law  in  requiring  the  inventor  to  put  on  the  public  records 
a  description  of  his  invention,  is  to  inform  the  public  what  may 
safely  be  done  during  the  existence  of  the  patent,  without  inter- 
fering with  his  claims ;  and,  upon  the  soundest  principles,  the 
patentee  must  be  held  to  be  estopped  from  asserting  a  claim  which 
is  expressly  waived  on  the  record." 

In  a  subsequent  case  arising  under  the  same  patent,^  the  court 

^  Byam  v.  Eddy,  2  Blatchf.  521. 
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gave  the  following  opinion :  "  The  invention  claimed  in  the  spe- 
cification is  not  a  compound  of  new  ingredients  before  ubused  ia 
making  matches,  but  simply  and  only  a  new  combination  of  old 
materials  before  in  use  for  that  purpose.  It  purports  to  consist  in  a 
composition  producing  ignition  and  combustion  by  friction,  formed 
of  phosphorus  with  the  earthy  materials  and  the  glutinous  sub- 
stance only,  without  the  presence  of  chlorate  of  potash  or  any  other 
like  objectionable  ingredient,  thus  avoiding  the  danger  supposi^d  to 
exist  in  the  combination  of  substances  of  such  a  nalure  with  phos- 
phorus. This,  as  I  understand  the  specification,  is  the  ^  new  com- 
position of  matter,'  or  new  combination  of  materials  for  producing 
ignition,  claimed  and  patented  as  an  improvement;  and  it  seems 
quite  clear  that  any  person  may  use  any  one  or  all  of  the  materials 
forming  the  composition,  provided  he  does  not  use  them  In  the  com- 
bination patented.  Certainly  any  one  may  lawfully  use  them  for 
that  purpose  in  combination  with  chlorate  of  potash,  as  they  were 
formerly  used,  for  that  is  a  combination  recognized  as  essential, 
different,  and  as  being  known  and  in  use  anterior  to  the  patent. 
The  question,  therefore,  is,  whether  the  defendant,  in  manufactur- 
ing and  dealing  in  friction  matches,  has  used  the  plaintifif 's  combi- 
bination,  or  made  matches  substantially  according  to  their  patent. 
....  The  only  difierence,  aside  from  the  relative  proportions  of 
the  ingredients,  between  the  composition  patented  and  that  claimed 
to  have  been  used  by  the  defendant,  consists,  as  appears  from  the 
formula  given  by  each,  in  the  one  b^ng  made  with  and  the  other 
wUhout  chlorate  of  potash  ;  the  question  in  the  case  is  accordingly 
reduced  to  the  simple  inquiry,  whether  the  matches  manufactured 
by  the  defendant  contain  that  substance  as  a  principal  ingredient, 
in  conformity  with  the  prescribed  formula,  or  whether  they  are 
made  without  it  or  with  do  inconsiderable  a  portion  of  it  as  to  be 
substantially  according  to  plaintifif's  patent."  Thereupon  the 
court  decided,  as  a  matter  of  fact,  thftt  the  evidence  was  not 
sufficient  to  show  that  the  defendants  had  departed  from  their  own 
formula,  and  accordingly  discharged  the  rule  and  refused  an 
attachment. 

With  this  may  be  compared  the  language  of  Grier,  J.,  in  Good- 
year V,  R.  R.^  "  Although  partaking  somewhat  of  the  nature  of 
an  obiter  dictum^  inasmuch  as  the  specification  was  decided  to  be 
a  claim  for  both  the  process  and  the  product^  and  the  patentee's 

»  2  Wallace,  C.  C.  356. 
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patent  consequently  to  be  infringed  by  any  one  using  tbe  article 
alone,  ibdependent  of  the  manner  in  which  it  might  haye  been 
made,  still  it  may  serve  as  an  expression  of  judicial  opinion. 

*'  What  forms  the  essence  or  substance  of  this  discovery  ?  What 
is  the  sine  qua  noUj  or  that  without  which  this  composition  of 
matter  cannot  be  produced  ?  The  specification  says,  it  ifi  the 
application  of  a  high  degree  of  heat  between  212®  and  350** 
Fahrenheit.  You  may  vary  the  proportions  of  sulphur  or  change 
the  metallic  oxides,  and  succeed  more  or  less,  if  the  exposure 
to  heat  between  these  points  be  continued  for  a  sufficient  time. 
But  no  mere  changes  in  the  combined  materials  will  have  a 
beneficial  effect  without  this  application  pf  a  high  degree  of 
artificial  heat.  Now  it  must  be  evident  that  any  person  having 
the  benefit  of  plaintiff's  discovery,  starting  from  the  platform 
erected  by  him,  may  possibly  vary  the  process  and  obtain  the  same 
result.  He  may  use  sails  of  zinc  for  salts  of  leady  arsenic  or 
magnesia  for  sulphur ^  or  heat  by  steam  instead  of  air ;  and  many 
other  variances  of  the  relative  proportions  of  the  materials  might 
be  discovered  to  be  as  good  as  those  patented.  Yet  it  must  be 
equally  evident  that  such  person  is  pirating  the  plaintiff's  inven- 
tion. Suppose  that,  before  Goody  ear's  discovery,  a  manufacturer 
had  taken  to  a  chemist's  laboratory  some  India-rubber,  sulphur,  and 
white  lead,  and  asked  him  to  make  a  compound,  having  the 
qualities  now  exhibited  by  the  substance  known  as  ^vulcanized 
rubber.*  He  would  have  received  an  answer  denying  the  possi- 
bility of  making  such  a  compound  by  any  process  known  to  scien- 
tific men.  Now  suppose  he  had  put  into  the  same  person's  hand  the 
specification  of  plaintiff's  patent,  and  asked  him  to  discover  some 
means  by  which  the  same  result  might  be  produced  in  mode 
or  proportions  different  from  that  set  forth  in  the  patent.  What 
science  was  before  incapable  of  producing  by  synthesis  or  any 
reasoning  a  priori  can  now  be  improved  by  valuable  hints  derived 
from  analysis.  The  chemist  can  now  immediately  suggest  many 
changes  in  the  process  which  may  produce  equivalent  or  better 
results.  He  could  at  once  suggest  that  a  carbonate  of  zinc  or 
some  other  metallic  oxide  could  probably  perform  the  office  of 
white  lead ;  that  probably  arsenic  or  magnesia  or  some  other  metal 
might  be  substituted  for  sulphur ;  that  sulphur  might  perhaps  be 
used  better  in  a  gaseous  form ;  that  the  high  degree  of  heat  so 
necessary  to  the  process  could  be  as  well  or  better  applied  by  means 
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of  steam  than  dry  heated  air.  Yet  no  one  whose  perceptions  are 
not  perverted  can  fail  to  see  that  all  such  changes,  such  inter- 
position of  chemical  equivalents,  though  possibly  improvements 
on  the  original  process  patented,  have  their  foundation  on  the 
patentee's  first  discovery,  and  start  by  appropriating  or  pirat- 
ing it." 

On  turning  to  the  English  cases  on  this  subject,  we  find,  first, 
the  discussion  of  the  infringement  of  Martin's  patent  for  artificial 
cement.^  This  patent  has  already  been  treated  of  in  the  chapter 
on  Specification.  In  substance,  it  was  a  claim  for  the  production  of 
hard  cement  by  the  use  of  gypsum,  alkali^  and  add.  The  defend- 
ant claimed  also  under  a  patent  for  combining  gypsum,  sulphate 
of  Ume,  or  other  calcareous  substance  with  borax.  Application 
was  made  to  the  Vice-Chancellor  for  an  injunction,  which  was 
granted,  and  on  appeal,  affirmed  by  the  Chancellor,  Lord  Cotten- 
bam,  who  uses  the  following  language :  ''  Now  the  defendant  says, 
'  My  invention  consists  in  combining  gypsum,  sulphate  of  lime,  or 
other  calcareous  substance  with  borax,  and  subjecting  them  to 
heat.'  Primd  facie  that  may  appear  to  be  a  very  different  thing, 
because,  till  you  come  to  examine  what  borax  is,  it  may  appear 
that  borax  is  some  substance  totally  different,  and  not  within  what 
the  plaintiff*  discovered  ;  that  borax  is  a  substance  of  itself  which 
is  capable,  by  combination  with  gypsum,  of  very  hard  cement ; 
and  that  the  patentee  has  no  right  to  say,  I  am  entitled  to  the 
exclusive  privilege,  because  I  claim  the  invention  of  uniting 
gypsum  with  acid  and  an  alkali.  But  then,  when  we  find  that 
borax  itself  is  composed  of  an  acid  and  an  alkali,  where  is  the 
difference  ?  If  borax  is  an  article  used  in  the  trade  found  in 
a  natural  state,  but  used  as  an  artificial  composition  composed  and 
compounded  of  an  alkali  and  an  acid,  is  it  not  exactly  the  same 
thing  as  if  the  plaintiff*  had  said,  I  claim  my  invention  to  be  the 
uniting  of  gypsum  with  the  acid  and  alkali  found  in  borax  ?  It  is 
hardly  a  different  mode  of  describing  the  same  thing.  He  has 
adopted  different  language,  but  if  the  language  conveys  the  same 
meaning,  it  is  the  same  thing." 

A  temporary  injunction  was  accordingly  granted,  with  an  order 
to  have  the  validity  of  the  specification  tried  in  a  court  of  law. 
First,  before  Pollock,  C.  B.,  and  a  jury,  then  before  Pollock,  C.  B., 
Park^,  Alderson,  and  Piatt,  B.  B.,  it  was  held  that  the  plaintifi^'s 

»  2  Webs.  Pat.  Cas.  172,  178, 179. 
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specification  was  bad  on  account  of  uncertainty,  inasmuch  as  it 
claimed  any  acid,  while  in  reality  there  were  several  well-known 
acids  of  commerce  which  would  not  answer.  But  with  regard  to 
the  alleged  infringement,  the  jury  found,  in  accordance  with  the 
suggestion  of  Pollock,  C.  B.,  that  the  use  of  borax  was  an  infringe- 
ment of  plaintiff's  patent.  The  Chief  Baron  says  in  his  charge : 
"  Gentlemen  of  the  jury,  the  only  point  that  I  have  to  leave 
to  you,  is,  whether  you  think  the  defendant  has  infringed  the  first 
parent  of  the  plaintiff  by  using  boracic  acid  and  soda,  that  is, 
in  the  shape  of  borax,  instead  of  the  pearlash,  which  is  potash  and 
sulphuric  acid,  the  only  alkalis  and  only  acid  mentioned  in  the 

specification It  has  been  said  that  this  borax  which  the 

defendant  uses  is  a  chemical  equivalent.  I  may  say  that  I  do  not 
quite  go  along  with  the  doctrine  of  equivalents  in  chemistry 
applied  in  the  same  way  as  in  mechanics  and  those  matters  in 

which  you  can  apply  the  principles  of  the  exact  sciences 

There  you  can  frequently  predict  the  results  without  the  slightest 
difiiculty,  and  with  the  same  certainty  as  that  with  which  a  skilful 
arithtnetician  can  tell  you  what  will  be  the  amount  of  certain 
numbers  added  together,  and  that  a  certain  other  set  of  numbers, 
apparently  differing  from  them  altogether  will,  when  added  togeth- 
er, produce  the  same  result.  With  precisely  the  same  certainty  a 
skilful  mechanic  will  tell  you  that  such  and  such  a  combination 
will  produce  a  result,  and  that  such  and  such  another  combination, 
to  .the  ordinary  eye  apparently  totally  different,  will  produce  pre- 
cisely the  same  result;  but  looked  at  with  the  experienced  eye 
of  a  mechanic,  he  would  say,  yes,  there  appears  to  bo  a  great  dif- 
ference ;  here  is  a  lever  instead  of  an  inclined  plane,  a  puUy  in- 
stead of  two  wheels  to  change  the  motion,  and  so  on  ;  but  a  skil- 
ful mechanic  will  say,  the  general  expression  in  all  these  might 
be  put  down  as  exactly  the  same  ;  so  that,  however  different  they 
may  appear  to  the  eye,  they  are  to  the  mind  precisely  the  same.  I 
do  not  think  that  doctrine  applies  altogether  to  the  case  of  chem- 
istry, because,  although  you  can  predict  with  confidence  in  me- 
chanics, in  some  instances,  and  in  some  cases  where  mathematics 
can  be  applied,  in  chemistry  you  almost  entirely  fail.  You  cannot 
—  because  sulphuric  acid  will  succeed  —  tell  at  all  that  nitric  acid 
will  succeed,  or  any  other  acid,  till  it  has  been  tried.  They  do  not 
exist  in  any  relation  to  each  other  as  numbers  do,  or  as  mechanical 
science  presents  to  you  the  different  mechanical  powers.    You 
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cannot  anticipate  the  result ;  it  is  a  mere  question  of  result  upon 
experiment.  Still  there  may  be  a  probable  anticipation  of  a  result, 
which  may  be  treated,  and  properly,  by  a  jury  as  merely  a  servile 
imitation  or  else  a  colorable  evasion  of  the  patent.  That  may 
occur  in  chemistry ;  and  when  one  of  the  witnesses  (Mr.  Redwood) 
stated  that  he  thought  borax  was  a  salt  that  would  most  probably 
suggest  itself  to  anybody  as  likely  to  answer  where  sulphate 
of  potash  had  succeeded,  I  must  own  that  I  heard  it  with  great 
surprise  ;  but  when  explained,  it  was  perfectly  true  and  intelligible, 
lu  reply  to  the  question,  ^  If  you  wished  to  make  a  cement  similar 
to  the  plaintiff's,  without  using  sulphuric  acid  and  potash,  what 
would  you  suggest  ?'  he  replied,  *  I  should  give  the  preference  to 
borax.'  Now  I  could  not  conceive  why,  sulphuric  acid  being  a  very 
strong  acid,  boracic  acid  a  very  weak  one,  and  potash  and  soda 
being  very  analogous  as  the  two  fixed  alkalis,  why  any  one's  atten- 
tion as  a  chemist  should  be  directed  to  borax  more  than  to  any  other 
salt.  Theii  it  is  explained.  He  says,  ^  Sulphate  of  potash  acts  as 
a  flux.  Borax  is  a  salt  that  also  acts  as  a  flux.  This  opinion  I 
obtained,  for  I  examined  the  substance  with  a  microscope,  and  I 
observed  that  particles  of  the  plaintiff's  cement  presented  to  the 
microscope  the  appearance  of  having  melted  ;  I  therefore  thought 
that  any  salt  that  would  operate  as  a  flux  would  probably  answer 
better  than  any  other  salt,  therefore  I  should  have  used  borax.' 
But  if  borax  is  used  merely  as  a  flux,  and  not  because  it  is  a  mix- 
ture of  an  alkali  and  an  acid,  I  should  say  that  really  has  noticing 
to  do  with  the  infringement  of  the  patent,  any  more  than  if  they 
had  used  some  totally  foreign  material  that  might  be  suggested, 
for  instance,  some  one  of  the  fifty  odd  metals  that  exist ;  if  any  one 
of  these  could  be  used  as  a  flux,  being  neither  an  acid  nor  an  al- 
kali, he  might  have  used  that  flux  metal  and  that  could  not  be  an 
infringement  of  the  patent.  The  use  of  borax  merely  as  a  flux, 
and  not  as  an  alkali  and  an  acid,  would  probably  be  considered  no 

evasion  of  the  patent Then,  if  sulphate  of  potash  so  used 

(i.  e.  used  instead  of  its  ingredients)  would  be  an  infringement, 
would  borax,  which  is  the  boreate  of  soda,  be  an  infringement? 
Why,  soda  is  an  alkali,  and  boracic  acid  is  an  acid,  which  exists  in 
a  separate  form ;  it  might  be  used,  it  has  been  used ;  and  the 
question  is,  is  that  within  the  scope  and  compass,  in  point  of  fact, 
of  the  plaintiff's  specification,  assuming  that  the  plaintiff  claims 
acids  and  alkalis  beyond  those  specifically  named.    The  true  con- 
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struction,  in  point  of  law,  of  the  specification  is,  in  my  judgment, 
that  he  does  claim  acids  and  alkalis  beyond  those  that  he  mentions. 
You  will  have  to  say  whether,  in  your  judgment,  that  which  the 
defendant  has  done,  has  been  within  the  scope  of  the  plaintiff's 
invention,  or  whether  it  is  in  imitation  of  it." 

Munz's  patent  for  improved  metal  plates  for  sheathing  the  bot- 
toms of  ships  was  called  in  question  chiefly  on  the  ground  of 
want  of  novelty  and  want  of  sufficient  directions  in  the  specifica- 
tion as  to  the  proportions  and  qualities  of  the  ingredients.  How- 
ever, in  the  trial  at  law  before  the  Court  of  Common  Pleas,  the 
subject  of  infringement  came  up  for  discussion  among  the  other 
issues.  Tindal,  C.  J.,  in  his  charge  to  the  jury,^  remarked  upon 
that,  plea :  "  Further,  the  plaintiff  says  (and  that  evidence  is  be- 
fore you)  that,  in  the  month  of  April,  when  the  mode  of  making 
it  and  the  materials  were  somewhat  altered,  i.  e.  when,  according 
to  the  testimony  of  defendant's  witnesses,  they  used  nothing  but 
cake  copper,  and  not  the  purest  copper  obtained  from  the  regale 
of  the  copper  as  the  witnesses  have  stated,  yet  still  it  would  be  for 
you  to  say  whether,  if  the  very  same  effect  and  result  is  produced, 
it  could  have  been  produced  in  any  other  way  than  by  some  mode 
of  altering  the  properties  of  the  common  cake  copper ;  because 
there  has  been  evidence  brought  before  you  that  the  cake  copper 
would  not«produce  the  result  and  be  attended  with  those  proper- 
ties which  the  plaintiff  has  taken  out  his  patent  for ;  and  therefore, 
upon  that  second  branch,  you  will  have  to  ask  yourselves  whether, 
seeing  that  which  has  been  used,  and  the  analysis  of  it,  and  the 
result  of  such  analysis,  and  the  mode  in  which  the  witness  on  the 
part  of  the  defendants  explained  that  it  was  carried  on,  stating 
certainly  that  nothing  was  used  but  the  cake  copper  for  that  pur* 
pose,  whether,  in  the  mode  of  using  that  cake  copper,  which  be- 
fore did  not  produce  the  result  of  the  plaintiff's  discovery,  some- 
thing or  other  must  not  have  been  managed  or  contrived,  on  the 
part  of  the  defendants,  to  give  it  that  purity,  which,  if  you  are  sat- 
isfied upon  the  evidence  it  did  not  possess,  it  must  have  had 
through  their  instrumentality.  If  it  were  so,  that  would  be  a 
contrivance  and  an  evasion  of  the  direct  letter  and  description  in 
the  patent.  Although  the  patent  describes  the  copper  must  be  of 
the  purest  quality  (and  that  seems  to  me  to  be  the  sense  of  the 
specification),  yet,  if  persons  could  take  an  inferior  kind  of  copper, 

»  2  Webs.  Pat.  Cas.  101. 
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and  by  dressing  it  up,  and  by  some  particular  way  of  melting  and 
refining  it,  give  it  exactly  the  same  effect  as  the  best  kind  of  cop- 
per would  have  done,  it  inust  be  for  you  to  say  whether,  in  that 
case,  they  intended  to  imitate  (as  one  branch  of  the  declaration 
states),  and  to  evade  the  patent  which  the  other  party  had  granted 
to  him." 

But  the  most  interesting  case,  or  rather  series  of  cases,  —  both 
as  regards  the  magnitude  of  the  pecuniary  interests  at  stake, 
and  the  elaborate  discussions  and  decisions  whicB  it  called  forth, 
—  is  that  arising  under  the  celebrated  Heath  patent  for  making 
cast-steel. 

In  1839,  a  patent  was  granted  to  Heath  ^'  for  certain  improve- 
ments in  the  manufacture  of  iron  and  steel."  That  part  of  the 
specification  which  immediately  concerns  us  is  contained  in  the 
following  words  :  ^'  Lastly,  I  propose  to  make  an  improved  quality 
of  cast-steel,  by  introducing  into  a  crucible  bars  of  common  blis- 
tered steel  broken  as  usual  into  fragments,  or  mixtures  of  cast  and 
malleable  iron,  or  malleable  iron  and  carbonaceous  matters,  alonff 
wiikfrom  one  to  three  per  cent  of  their  toeight  of  carburet  of  man- 
ganese ^  and  exposing  the  crucible  to  the  proper  heat  for  melting 
the  materials,  which  are  when  fluid  to  be  poured  into  an  ingot 
mould  in  the  usual  manner ;  but  I  do  not  claim  the  use  of  any 
such  mixture  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matter,  as  any  part  of  my  invention,  but  only  the  use 
of  carburet  of  manganese  in  any  process  for  the  conversion  of  iron 
into  cast-steel"  ^ 

In  1843,  the  suit  of  H^ath  v.  Unwin  was  brought  in  the  Ex- 
chequer before  Lord  Abinger,  C.  B.^  Heath,  after  enrolling  his 
patent,  discovered  that  the  same  efifect  might  be  produced  by  using 
coal-tar  and  black  oxide  of  manganese,  the  ingredients  of  tlie  car- 
buret of  manganese,  as  by  tlie  use  of  the  carburet  itself.  This  he 
communicated  to  the  defendant  Unwin,  who  was  at  that  time  in 
his  employ  as  agent,  and  furnished  him  with  parcels  of  these  ma- 
terials to  sell  instead  of  the  compound,  at  the  same  time  reducing 
the  royalty.  Unwin  shortly  afterwards  ceased  to  be  patentee's 
agent,  and  commenced  the  manufacture  of  cast-steel  by  the  use  of 
coal-tar  and  manganese,  without  paying  any  license  fee.  For  this 
infringement  the  action  was  brought.     Lord  Abinger  nonsuited 

*  2  Webs-  Pat  Cas.  216. 

*  Heath  v.  Unwm,  2  Webs.  Fat  Cas.  216. 
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the  phintifT,  ruling  that  the  use  of  the  materials,  being  out  of  all 
'  porportion  cheaper  than  that  of  the  carburet,  was  a  new  discovery, 
and  that  there  was  no  evidence  of  the  formation  of  carburet  of 
manganese  during  defendant's  process,  and  therefore  no  evidence 
of  an  infringement  of  plaintiff's  patent.  The  Court  of  Exchequer 
refused  to  set  aside  the  nonsuit. 

In  1844,  another  action  was  brought  in  the  Exchequer  before 
Baron  Parke.^  The  learned  Baron,  in  his  charge  to  the  jury,  said : 
^'  The  next  poiA  for  your  consideration  is,  has  the  infringement 
taken  place  ?  Which  depends  on  the  fact,  whether  the  use  of  the 
elements  by  the  defendant  is,  in  fact,  a  use  of  the  compound,  — 
whether  the  elements  really  form  a  carburet  before  the  union  with 

the  steel  takes  place  in  the  crucible If  you  are  not  satisfied 

of  this,  you  will  find  for  the  defendant ;  if  you  find  that  there  is 
carburet  formed,  I  shall  reserve  the  point.  You  will  also  say 
whether  the  defendant  ever  uses  one  per  cent  of  this  substance  in 
his  manufacture."  The  jury  found  that  the  defendant  had  in- 
fringed ;  and  that  though  he  might  not  have  used  one  per  cent  of 
carburet,  the  words  in  the  specification  from  one  to  three  per  centy 
give  a  latitude  as  to  the  quantity  to  be  used.  Leave  was  then 
«  given  the  defendant  to  move  to  enter  a  verdict  on  the  plea  of  non- 
guilty.  A  motion  before  the  Court  of  Exchequer  for  a  rule  to 
show  cause  why  such  verdict  should  not  be  entered  for  defendant  ^ 
was  granted  and  subsequently  argued.  The  rule  was  made  ab- 
solute, Baron  Parke  rendering  the  judgment  as  follows :  "  In  order 
to  decide  this  (the  infringement),  we  must  first  determine  for  what 
invention  the  patent,  as  explained  by*  the  specification,  is  taken 
out.  It  is  not  for  the  use.  of  oxide  of  manganese  in  the  melting 
of  cast-steel,  for  carburet  of  manganese  is  expressly  mentioned  and 
distinguished  from  oxide  of  manganese ;  nor  could  the  patent  for 
the  use  of  the  oxide  have  been  supported,  as  that  substance  had  been 
used  long  before  in  steel-making  ;  nor  is  it  for  the  use  of  oxide  of 
manganese  in  any  mode  of  combination  with  carbon  generally. 
If  it  had  it  would  have  been  liable  to  a  similar  objection,  as  oxide 
of  manganese  had  been  used  in  crucibles  containing  in  their  con- 
struction a  quantity  of  carbonaceous  matter,  with  a  portion  of 
which  it  would  necessarily  combine  during  the  process ;  nor  is  it 
for  the  use  of  the  oxide  with  such  a  quantity  of  carbon  as  would 

^  Heath  v.  Unwin,  2  Webs.  Pat  Cas.  21S. 
'  2  Webs.  Pat  Cas.  221 ;  argued,  p.  223. 
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deoxidize  it  and  leave  the  manganese  alone  to  operate  upon  the 
steel,  so  that  neither  the  quantity  of  the  steel  be  altered  nor  the 
crucible  destroyed  by  the  oxide  of  manganese  abstracting,  as  it 
otherwise  would  do,  some  quantity  of  carbon  from  them.  The 
patent  is  obtained  for  the  use  of  one  particular  combination  of  car- 
bon and  manganese,  the  metallic  substance  called  carburet  of  man- 
ganese, and  for  the  use  of  it  in  that  state.  The  specification  is  ex- 
pressly for  the  employment  of  carburet  of  manganese,  and  the  mode 
of  using  it  is  by  putting  a  certain  quantity  by  weight  of  that  sub- 
stance in  an  unmelted  state  into  the  crucible.  This  being,  in  our 
opinion,  the  true  construction  of  the  specification,  it  is  clear  that 
the  defendant  has  not  directly  infringed  the  plaintiff's  patent,  for  he 
has  never  used  that  substance  in  the  mode  described  in  the  specifica- 
tion. Then  comes  the  question  whether  he  has  indirectly  infringed 
the  patent  by  imitating  and  using  the  same  patent  substantially, 
but.  making  a  colorable  variation.  Now  there  is  no  doubt,  we 
think,  that  if  a  defendant  substitutes  for  a  part  of  a  plaintiff's  in- 
vention some  well-known  equivalent,  whether  chemical  or  mechan- 
ical, he  would  probably  be  considered  as  only  making  a  colorable 
Tariation.  But  here  he  has  not  done  so.  It  is  quite  clear,  upon 
the  evidence,  that  the  defendant  never  meant  to  use  the  carburet 
of  manganese  at  all ;  he  certainly  never  knew,  and  there  is  no  reason 
to  suppose  that,  prior  to  this  investigation,  any  one  else  knew,  that 
the  substance  would  be  formed  in  a  state  of  fusion  ;  and  it  is  mere 
matter  of  speculative  opinion  (though  after  the  verdict  we  mu^t  as- 
sume it  to  be  a  correct  opinion  among  men  of  science)  that  it  would, 
but  it  was  clearly  not  ascertained,  and  still  less  was  it  a  known' 
fact.  There  was,  therefore,  no  intention  to  imitate  the  patented 
invention,  and  we  do  not  think  the  defendant  can  be  considered 
guilty  of  any  direct  imitation  if  he  did  not  intend  to  imitate  at  all." 

Mr.  Webster,  in  his  note  (p.  227)  to  this  passage,  says,  "  The 
doctrine  of  intention  as  here  expressed  has  been  dissented  from 
by  the  learned  judges  who  concurred  in  the  judgment,  as  well  as 
by  all  other  judges  whose  attention  has  been  called  to  it.  Evidence 
of  intention  to  imitate  may  be  material  for  the  consideration  of  the 
jury ;  but  if  the  invention  be  in  point  of  fact  adopted  or  imitated, 
whether  in  ignorance  or  intention,  the  infringement  is  just  the 
same."  ^ 

On  the  strength  of  the  verdict  given  by  the  jury  in  the  case 

^  See  also  Stead  t;.  Anderson,  2  Webs.  Fat  Cas.  156. 
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tried  before  Baron  Parke  alone  (p.  220,  Webster),  the  patentee 
commenced  proceedings  in  chancery  for  an  injunction  and  account, 
but  in  consequence  of  the  overruling  of  the  verdict,  as  above  stated, 
these  proceedings  were  suspended.  After  an  interval  of  two  years 
the  case  of  Stevens  v.  Keating  occurred.  The  Vice-Chancellor 
and  Lord  Chancellor  both  dissenting  here  from  the  doctrine  of 
intention  as  expressed  by  the  Court  of  Exchequer,  Mr.  Heath  was 
advised  to  renew  his  application  to  the  Court  of  Chancery.  There- 
upon the  Vice  Chancellor  ordered  an  action  to  be  brought  in  the 
Common  Pleas,  to  try  the  questions  of  infringement  and  validity 
of  the  patent.  Cresswell,  J.,  in  giving  the  ruling,  said  :  ^^  I  feel 
fettered  by  the  decision  of  the  Court  of  Exchequer.  My  ruling  is 
simply  this,  that  the  use  of  the  ingredients,  oxide  of  manganese 
and  carbonaceous  matter,  is  not  an  infringement  of  the  patent, 
although  these  ingredients  form  a  carburet  of  manganese  before  it 
enters  into  combination  with  the  steel." 

On  appeal  to  the  Exchequer  Chamber  by  writ  of  error,  this 
ruling  was  reversed  and  a  new  trial  granted,^  each  of  the  judges 
giving  an  elaborate  opinion.  Crompton,  Piatt,  Erie,  and  Wight- 
man, /?ro,  Coleridge  and  Alderson  contra.  In  1853  the  patent  was 
extended  for  seven  years  by  the  Privy  Council,  on  application  of 
Charlotte  Heath,  testatrix  of  the  patentee. 

The  matter  was  then  brought  up  before  the  House  of  Lords  by 
writ  of  error  upon  this  judgment  of  the  Exchequer  Chamber. 
(1854.)^  The  following  question  was  proposed  to  the  judges: 
"  Whether,  looking  at  the  record  as  set  forth  in  the  joint  appendix 
to  the  printed  cases,  there  was  evidence  for  the  jury  that  the 
plaintiflF  in  error  (the  former  defendant  Unwin)  was  guilty  of  an 
infringement  of  the  patent  stated  in  tlie  declaration,  by  using 
oxide  of  manganese  and  carbonaceous  matter  in  the  manufacture 
of  cast-steel,  in  the  manner  in  which,  according  to  his  admissiou 
at  the  trial,  he  did  use  them."  In  reply,  Crowder,  J.,  Crompton, 
J.,  Williams,  J.,  Piatt,  B.,  Erie,  J.,  Cresswell,  J.,  and  Wightman, 
J.,  gave  their  opinion,  that  there  was  evidence  of  infringement ; 
Maule,  J.,  Parke,  B.,  Alderson,  B.,  and  Pollock,  C.  B.,  that  there 
was  not. 

The  Lord  Chancellor  (Lord  Cranworth)  and  Lord  Brougham 
thereupon  gave  long  and  elaborate  judgments  in  behalf  of  the 

*  2  Webs.  Pat.  Cas.  286. 

'  Unifrin  V.  Heath,  82  £.  L.  &  £q.  45. 
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plaintiff  in  error  to  establish  that  there  was  no  evidence  of 
infringement,  and  the  House  voted  judgment  •accordingly,  there- 
by sustaining  the  ruling  of  Cresswell,  J.,  at  the  jury  trial,  and 
overruling  the  reversal  of  the  Exchequer  Chamber. 

It  would  be  impossible  to  give,  witliin  the  limits  of  the  prespnt 
treatise,  even  a  selection  from  the  mass  of  adjudication  which  this 
celebrated  case  has  elicited.  For,  as  will  appear  from  the  foregoing 
synopsis  of  the  course  of  litigation,  nearly  every  leading  judge  in 
England  was  called  upon  to  pronounce  on  the  merits  of  the  patent. 
The  reader,  however,  is  referred  to  the  82  E.  L.  &  Eq.  as  con- 
taining a  careful  summary  of  the  leading  principles  at  issue. 

The  doctrines  of  Heath  v.  Unwin  and  Unwin  v.  Heath  have 
been  subsequently  reaffirmed  and  applied  in  a  very  recent  case.^ 
Here,  the  plaintiff  was  the  patentee  of  an  inventipn  for  the  purifi- 
cation of  gas  by  means  of  precipitated  oxides  of  iron,  and  also  of 
a  process  by  which  the  materials  used  could  be  revivified  and  again 
adapted  for  the  same  purifying  process.  It  was  held  by  the  Lord 
Chancellor  (Westbury)  that  the  right  of  the  patentee  was  restrict- 
ed to  the  use  of  artificial  precipitated  oxides  of  iron,  and  that  the 
user  by  defendants  of  a  natural  product  known  as  bog  ochre  in  its 
natural  state,  which  answered  the  same  purpose  as  the  plaintiff's 
invention,  was  no  infringement  of  the  patent ;  but  that  so  far  as 
the  revivification  of  the  natural  product  was  concerned,  it  was  an 
infringement. 

^  Hills  V,  Liverpool  Gas  Co.  7  Law  limes,  n.  s.  537, 
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CHAPTER   IX. 

'OP  THE  REMEDY  POR  AN  INFRINGEMENT  BY  ACTION  AT  LAW. 

.  §  844.  The  act  of  Congress  of  July  4,  1836,  ch.  357,  §  14, 
provides  that  damages  may  be  recovered  for  an  infringement  by 
"  an  action  on  the  case,"  —  a  remedy  which  exists  equally  at  com- 
mon law,  for  the  violation  of  the  right  secured  by  letters-patent.^ 

§  345.  I.  Parties.  The  statute  also  provides  that  the  action 
shall  be  brought  in  the  name  or  names  of  the  person  or  persons 
interested,  whether  as  patentee,  assignees,  or  as  grantees  of  the 
exclusive  right  within  and  throughout  a  specified  part  of  the 
United  States."  2 

§  346.  Formerly,  the  grantee  for  a  particular  district  could  not 
bring  an  action  on  the  patent  in  his  own  name.^  But  the  statute 
has  made  him  a  party  interested  in  the  patent,  and  consequently^ 
in  his  own  district,  he  may  sue  in  his  own  name.^ 

But  in  order  that  the  assignee  of  a  sectional  interest  may  sue  in 
his  own  name,  the  assignment  must  clearly  convey  to  him  the 
entire  and  unqualified  monopoly  which  the  patentee  held  in  the 
specified  territory,  excluding  the  patentee  himself  as  well  as  others ; 
for  any  assignment  short  of  this  is  a  mere  license.^ 

It  has  been  recently  held  that  the  grant  of  a  right  to  construct 
and  use  fifty  machines  within  certain  localities,  reserving  to  the 
grantor  the  right  to  construct  and  to  license  others  to  construct,  but 
not  to  use  them  therein,  was  the  grant  of  an  exclusive  right  under 

»  Bull.  N.  P.  76. 

'  Act  of  July  4,  1836,  ch.  85  7,  §  14.  It  seems  that  no  previous  notice  or  claim 
of  a  right  to  the  exclusive  use  of  an  invention  is  necessary  to  enable  a  patentee  to 
maintain  an  action  for  an  alleged  violation  of  his  patent  right.  Ames  v.  Howard, 
1  Sumner,  482. 

■  Tyler  v.  Tuel,  6  Cranch,  824. 

*  Such  a  suit  may  be  maintained  although  the  plaintiff  Is  the  grantee  of  a  right 
to  use  only  a  limited  number  of  the  patented  machines  in  the  particular  district, 
provided  it  is  an  exclusive  right,  and  it  may  be  maintained  against  the  patentee 
himself.    Wilson  v.  Rousseau,  4  How.  646. 

*  Gayler  v.  Wilder,  10  How.  477,  per  Taney,  C.  J. 
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the  patent  of  1836,  and  that  consequently  the  suit  was  rightly 
brought  in  the  name  of  the  assignees,  although  agreed  to  be  at  the 
expense  of  the  grantor.^ 

An  action  may  properly  be  brought  by  the  patentee  in  behalf  of 
one  to  whom  he  has  granted  an  exclusive  license  and  who  has  been 
damaged  by  the  infringement.^ 

It  has  also  been  held  that  one  joint  owner  of  a  patent  can 
bring  an  action  of  infringement  against  his  co-owner  for  making 
and  selling  machines  in  a  manner  which  does  not  respect  his 
rights.* 

§  347.  Where  the  patentee  has  assigned  his  whole  interest, 
either  before  or  after  the  patent  was  taken  out,  the  action  can  only 
be  brought  in  the  name  of  the  assignee ;  ^  but  where  the  assign- 

'  Washbarn  w.  Gould,  8  Story,  122. 
'  Goodyear  v.  McBurney,  3  Blatchf.  S2. 

*  Pitts  V.  Hall,  S  Blatchf.  201. 

*  Herbert  v.  Adams,  4  Mass.  15.  Affirmed  by  ruling  in  Gayler  v.  Wilder,  10 
How.  477.  *<  The  inventor  of  a  new  and  useful  improvement  certainly  has  no 
exclusive  right  to  it  until  he  obtains  a  patent  This  right'  is  created  by  the  pat- 
ent, and  no  suit  can  be  maintained  by  the  inventor  against  any  one  for  using  it 
before  the  patent  is  issued.  But  the  discoverer  of  a  new  and  useful  improvement 
is  vested  by  law  with  an  inchoate  right  to  its  exclusive  use,  which  he  may  perfect 
and  make  absolute  by  proceeding  in  the  manner  in  which  the  law  requires.  Fitz- 
gerald possessed  the  inchoate  right  at  the  time  of  the  assignment  The  discovery 
had  been  made,  and  the  specification  prepared  to  obtain  a  patent.  And  it  ap- 
pears by  the  language  of  the  assignment  that  it  was  intended  to  operate  upon  the 
perfect  legal  title  which  Fitzgerald  then  had  a  lawful  right  to  obtain,  as  well  as 
upon  the  imperfect  and  inchoate  interest  which  he  actually  possessed.  The  as- 
Agnment  requests  that  the  patent  may  issue  to  the  assignee,  and  there  would  seem 
to  be  no  sound  reason  for  defeating  the  intention  of  the  parties  by  restraining  the 
assignment  to  the  latter  interest,  and  compelling  them  to  execute  another  trans- 
fer, unless  the  act  of  Congress  makes  it  necessary.  .  The  court  thinks  it  does  not. 
The  act  of  1836  declares  that  every  patent  shall  be  assignable  in  law,  and  that 
the  assignment  must  be  in  writing,  and  recorded  within  the  time  specified.  But 
the  thing  to  be  assigned  is  not  the  mere  parchment  on  which  the  grant  is  written. 
It  is  the  monopoly  which  the  grant  confers ;  the  right  of  property  which  it  cre- 
ates. And  when  the  party  has  acquired  an  inchoate  right  to  it,  and  the  power  to 
make  that  right  perfect  and  absolute  at  his  pleasure,  the  assignment  of  his  whole 
interest,  whether  executed  before  or  after  the  patent  issued,  is  equally  within  the 
province  of  the  act  of  Congress. 

^  And  we  are  the  less  disposed  to  give  it  a  different  construction,  because  no 
purpose  of  justice  would  be  answered  by  it ;  and  the  one  we  now  give  was  the  re- 
ceived construction  of  the  act  of  1793,  in  several  of  the  circuits.    As  long  ago  as- 
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ment  is  of  an  undivided  part  of  the  interest,  the  action  should  be 
brought  in  the  joint  names  of  the.  patentee  and  the  assignee,  as 
representing  the  whole  interest.^ 

In  a  recent  English  case,^  it  was  held  that  the  assignee  of  a 
separate  and  distinct  portion  of  a  patent  may  sue  for  an  infringe- 
ment of  that  patent,  without  joining  one  who  has  an  interest  in 
another  part,  the  damages  to  be  recovered  accruing  to  the  former 
alone.  The  patentee,  having  obtained  a  patent  for  "  improvements 
in  lace  and  other  weavingSy^^  assigned  to  the  plaintififs  ^'  all  share 
and  interest  in  it  so  far  as  it  related  to  or  concerned  the  making, 
using,  exercising,  and  vending  of  the  said  invention  of  knprove- 
ments  in  the  manufacture  of  close  weovings  in  lace,  and  of  twisted 
purk  edges  of  lace  and  other  weavings  in  twiH  lace  machines^  as 
described  in  the  sixth  part  of  the  specification,"  &c.  The  plaintifis 
brought  an  action  in  their  own  name  for  alleged  infringement  of 
this  part  of  the  patent,  to  which  the  defendants  pleaded  want  of 
right  to  sue.  This  was  demurred  to  by  plaintiffs,  and  the  demurrer 
sustained  by  the  court.  Erie,  C.  J.  said  (Crowder  and  Byles,  J.  J. 
concurring)  :  "  I  am  of  opinion  that  the  plaintiffs  are  entitled  to 
judgment  on  thesJ  demurrers.  The  main  question  which  has  been 
argued  before  us  arises  apparently  for  the  first  time  ;  therefore  we 
must  decide  it  according  to  general  principles  of  law,  no  authority 
having  been  cited  which  bears  any  very  close  analogy.  That 
question  is,  whether  an  assignment  of  part  of  a  patent  is  valid. 
I  incline  to  think  that  it  is.  It  is  every  day's  practice,  for  the  sake 
of  economy,  to  include  in  one  patent  several  things  which  are  in 
their  nature  perfectly  distinct  and  severable.    It  is  also  every  day's 

1825,  it  was  held  by  Mr.  Justice  Story  that,  in  a  case  of  this  kind,  an  action  coald 
not  be  msuntaincd  in  the  name  of  the  patentee,  but  must  be  brought  by  the  as- 
signee. 4  Mason,  15  (Herbert  v.  Adams).  We  understand  the  same  rule  has 
prevailed  in  other  circuits,  and  if  it  were  now  changed,  it  might  produce  much 
injustice  to  assignees  who  have  relied  on  such  assignments,  and  defeat  pending 
suits  brought  upon  the  faith  of  long-established  judicial  practice  and  judicial  de- 
cision. Fitzgerald  sets  up  no  claim  against  the  assignment,  and  to  require  an- 
other to  complete  the  transfer  would  be  mere  form.  We  do  not  think  the  act  of 
Congress  requires  it ;  but  that  when  the  patent  issued  to  him,  the  legal  right  to 
the  monopoly  and  property  it  created  was,  by  operation  of  the  assignment  then  on 
record,  vested  in  Enos  Wilder."    Per  Taney,  C.  J. 

^  Whittemore  v.  Cutter,  1  Gallis.  429,  430.  An  assignee  of  the  exclusive  right 
to  use  a  certain  number  of  machines  in  a  certain  district,  may  join  his  assignor 
with  him  in  a  bill  for  an  injunction.    Wood  worth  v.  Wilson,  4  How.  712. 

*  Dunnicliff  i7.  Mallett,  7  Com.  Ben.  n.  8.  209. 
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practice  to  get  rid  by  disclaimer  of  part  of  a  patent  which  turns 
out  to  be  old.     Being  therefore  inclined  to  think  that  a  patent, 
severable  in  its  nature,  may  be  severed  by  the  assignment  of  a  part, 
I  see  no  reason  for  holding  that  the  assignee  of  a  separate  part, 
which  is  the  subject  of  infringement,  may  not  bring  an  action. 
Then,  are  the  assignees,  bringing  an  action  for  an  injury  done 
solely  to  them  by  an  infringement  of  that  part  of  the  patent  which 
is  thus  vested  in  them  alone,  liable  to  be  defeated  because  they 
have  not  joined  the  assignees  of  other  parts  of  the  patent,  who 
have  no  manner  of  interest  in  the  damages  sought  to  be  recovered 
in  such  action  ?    I  see  no  reason  why  the  action  should  be  defeated 
on  such  ground.    I  see  no  reason  why  the  plaintiffs  should  be  put 
to  the  trouble  and  expense  of  applying  for  leave  to  use  the  names 
of  the  other  parties,  or  of  compelling  them  by  means  of  a  judge's 
order  to  permit  their  names  to  be  used  upon  an  indemnity,  where 
no  practical  advantage  whatever  is  to  be  gained  by  it,  —  the  injury 
being  to  the  assignees  of  part  only,  and  the  damages  to    be 
recovered  being  theirs  only.    It  is  said  that  the  defendants  may 
possibly  be  prejudiced  by  the  non-joinder  of  the  other  parties, 
basmuch  as  they  might  thereby  be  deprived  of  the  advantage  of 
any  admissions  which  might  have  been  made  by  them.    I  cannot 
think  that  it  is  a  tenable  ground  of  objection,  because,  if  those 
parties  were  joined,  any  admissions  by  them  would  not  be  binding 
on  the  now  plaintiffs,  unless  made  in  and  for  the  purpose  of  the 
suit.     Then,  as  to  the  alleged  inconvenience  of  the  matter  being 
brought  in  question  several  times,  I  must  confess  I  do  not  feel 
the  force  of  the  argument.    In  the  ordinary  case  of  a  patentee 
trying  the  validity  of  the  patent  against  several  infringers,  the 
pcfwer  given  to  the  judge  to  certify  under  5  and  6  W.  4,  ch.  83, 
s.  3,  is  only  a  provision  in  favor  of  the  patentee,  to  entitle  him  to 
treble  costs  where  the  validity  of  the  patent  has  already  been  es- 
tablished.    I  am  not  aware  of  any  authority  or  of  any  principle 
which  precludes  the  assignee  of  part  of  a  patent  from  sueing  for 
^  infringement  of  that  part ;  nor  do  I  think  it  would  lead  to  any 
multiplying  of  actions  to  permit  it.    I  am  therefore  of  opinion  that 
our  judgment  should  be  for  the  plaintiff  on  both  these  demurrers." 
This  opinion  is  not  to  be  reconciled  with  that  of  Taney,  C.  J.,  in 
the  case  of  Gaylor  v.  Wilder,  supra;  still  less  with  that  of  Grier,  J., 
in  Blanchard  v.  Eldridge.^    Here  the  plaintiff,  having  obtained  a 

*  1  Wall  C.  C.  337. 
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patent  for  turning  every  kind  of  irregular  forms,  assigned  to  one 
Carter  ^'  the  full  and  exclusive  license,  right,  and  permission  to 
have,  hold,  use,  and  enjoy  Blanchard's  patent  for  turning  irregu- 
lar forms,  Ac,  so  far  as  said  improvement  is  or  may  be  used 
for  turning  shoe  lasts^  boot  and  shoe  treeSj  and  hat  blocks^  and 
also  for  turning  spokes  for  wheels  of  all  kinds  of  carriage-wheels^ 
and  all  articles  that  form  any  part  in,  the  construction  of  car- 
riages^^*  <fec.  He  (the  patentee,  Blancbard)  then  brought  the 
present  suit  for  an  alleged  infringement  of  these  rights,  granted 
exclusively  to  Carter,  The  defendant  moved  for  a  new  trial  on 
the  ground  that  the  plaintiff  was  not  entitled  to  sue,  but  the  mo- 
tion was  refused.  Grier,  J. :  "  The  point  here  raised  by  the  de- 
fendant's counsel  is  hot  without  its  difficulty,  and  the  force  of  his 
argument  cannot  be  evaded,  if  his  assumption  be  true,  that  this 
deed  transfers  to  Carter  the  legal  title  of  that  poVtion  of  the  patent 
which  it  purports  to  vest  in  him.  But  if  it  does  not  so  operate, 
it  cannot  be  noticed  in  a  court  of  law,  and  cannot  affect  the  case. 
As  the  grants  of  the  crown  were  at  common  law  construed  with 
the  greatest  strictness,  the  privileges  granted  by  a  patent  for  a 
monopoly  would  probably  not  have  been  treated  as  capable  of 
assignment  unless  made  so  by  the  letter  of  the  grant.  Since  the 
statute  21  James  I.,  patents  for  useful  inventions  (notwithstanding 
the  statute  itself  mentions  the  '  inventor '  only)  have  always 
granted  the  privilege  or  monopoly  to  the  inventor,  his  executor, 
administrator,  and  assigns.  These  monopolies,  therefore,  are  as- 
signable as  other  personal  chattels,  by  force  of  the  grant  which 
creates  them.  As  a  chattel,  also,  it  might  be  held  by  two  or 
more  joint  owners  ;  hence  any  undivided  portion  or  interest  in  the 
whole  as  a  unity  might  be  assigned,  and  if  the  original  grantee 
died,  such  assignees  might  join  in  action  for  infringement  of  their 
right.^  But  the  patent  right  itself  was  insusceptible  of  local  sub- 
division.^ As  a  privilege  or  monopoly  it  was  an  entire  thuig, 
indivisible  and  incapable  of  apportionment.^ 

^^  But  the  act  of  Congress  of  1836  has  regulated  the  assignment 
of  patents.  Sec.  11  provides  that  a  patent  shall  be  assignable,  — 
(1.)  As  to  the  whole  interest ;  (2.)  As  to  any  undivided  part  thereof; 
(3.)  An  exclusive  right  may  be  granted  throughout  any  specified 

^  Boulton  t7.  BuU,  2  H.  Blackst  463.' 
<  Whittemore  v.  Cutter,  1  GalL  429. 
*  Brooks  V.  Byam,  2  Stor^,  525. 
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part  or  portion  of  the  United  States.  Sec,  14  requires  the  action 
for  infringement  to  be  brought  *  in  the  name  or  names  of  the  person 
or  persons  interested,  whether  as  patentee,  assignees,  or  as  grantees 
of  the  exclusive  right  within  and  throughout  a  specified  part  of 
the  United  States.'  The  word  ^  assignees '  in  this  section  must  be 
construed  by  reference  to  the  eleventh  section,  already  referred  to, 
which  defines  in  what. way  a  patent  may  be  assigned,  to  wit,  either 
ilie  whole  or  any  undivided  portion  of  the  whole.  The  statute 
also  renders  the  monopoly  capable  of  subdivision  in  the  category 
of  its  locality,  but  in  no  other  way.  The  patentee  is  not  allowed 
to  carve  out  his  monopoly,  which  is  a  unity,  into  a  hundred  or 
more,  all  acting  in  the  same  place  and  liable  to  come  into  conflict. 
The  grant  to  Carter,  by  the  deed  under  consideration,  is  not  of  the 
vhole  monopoly,  nor  of  any  undivided  portion  of  the  whole,  and 
though  for  an  ^'  exclusive  right,"  it  is  not  exclusive  of  all  others 
within  a  certain  district  or  specified  part  of  the  United  States  ;  on 
the  contrary,  it  is  an  exclusive  right  to  use  the  machine  for  a 
specified  purpose.  A  machine  for  turning  irregular  figures  may 
be  used  for  numberless  purposes.  If  the  patentee  or  his  assignee 
can  assign  to  A  an  exclusive  right  to  use  the  machine  for  making 
shoe-lasts,  to  B  for  turning  spokes,  to  C  for  axe  handles,  and  so  on 
to  the  end  of  the  alphabet,  then  may  he,  out  of  his  one  monopoly, 
carve  out  a  thousand  others,  each  subdivision,  like  a  polypus,  being 
itself  a  several  monopoly,  and  having  a  separate  existence  in  the 
same  place.  What  endless  perplexity  and  confusion  must  neces- 
sarily arise  from  the  establishment  of  such  a  doctrine.  Suppose 
the  monopoly  granted  by  this  patent  parcelled  out  to  some  twenty 
sub-monopolies,  with  an  exclusive  right  to  each  to  use  his  machine 
for  certain  purposes  in  any  given  place ;  what  remedy  could  A 
have  against  B  for  an  infringement  of  his  special  privilege.  The 
patentee  or  grantor  might  restrain  his  grantee  of  a  machine  for  a 
special  use,  by  a  covenant ;  but,  as  between  the  several  grantees,  no 
action  could  lie,  although  they  alone  might  suffer  from  a  breach  of 
the  covenant. 

"But  it  is  sufficient  for  purposes  of  the  present  inquiry,  that 
the  act  of  Congress  has  not  given  a  legal  sanction  to  such  trans- 
fers or  assignments,  nor  subjected  even  a  pirate  of  the  machine  to 
fifty  different  suits  by  fifty  several  assignees,  whose  several,  interests 
might  be  affected  if  a  patent  could  be  thus  split  up  into  numerous 
exclusive  rights  or  sub-monopolies.     Whether  the  deed  confers  on 

PAT.  24 
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Carter  and  his  assigns  more  than  a  special  license,  or  what  remedy 
a  court  of  equity  might  be  disposed  to  extend  to  him  where  his 
rights  are  infringed,  it  is  not  necessary  now  to  inquire.  As  it 
does  not  confer  a  legal  title  to  the  whole  or  an  undivided  portion 
of  the  patent,  nor  grant  *  an  exclusive  right  within  a  specified 
part  of  the  United  States,'  it  cannot  be  received  to  affect  this  case. 
It  was  wholly  irrelevant  and  ought  not  to  be  received  in  evidence. 
It  adds  to  my  confidence  in  the  correctness  of  this  view,  that,  as 
I  have  been  informed,  my  brother  Nelson  has  ruled  the  question 
in  the  same  way  in  the  second  circuit." 

In  a  subsequent  English  case,^  it  was  held  that  the  plaintiff,  who 
had  acquired,  first,  an  undivided  moiety  from  the  patentees  directly, 
and  afterwards,  the  remaining  share  indirectly,  through  a  mesne  as- 
signment, was  thereby  vested  with  the  entire  right  of  the  patentees, 
and  could  even  bring  an  action  against  tfiem  for  infringement. 
If  the  assignment  has  not  been  made,  but  has  been  merely  agreed 
to  be  made,  the  action  should  be  in  the  name  of  the  patentee,  the 
assignee  not  having  .the  interest  until  the  assignment  has  been 
made  and  recorded.^  But  it  may  be  recorded  at  any  time  after 
the  suit  is  brought  and  before  trial.*  An  action  for  an  infringe- 
ment may  be  maintained  against  a  corporation.^ 

§  348.  The  Supreme  Court  of  the  United  States  have  held  that 
a  covenant  by  a  patentee,  made  prior  to  the  law  authorizing  exten- 
sions, that  the  covenantee  should  have  the  benefit  of  any  improve- 
ment in  the  machinery,  or  alteration  or  renewal  of  the  patent,  did 
not  include  the  extension  by  an  administrator  under  the  act  of 
1836  ;  that  it  must  be  construed  to  include  only  renewals  obtained 
upon  the  surrender  of  a  patent  on  account  of  a  defective  specifica- 
tion, and,  therefore,  that  a  plaintiff  who  claimed  under  an  assign- 
ment from  the  administrator  could  maintain  a  suit  against  a  person 
who  claimed  under  the  covenant.^ 

§  349.    II.   The  Declaration.    The  declaration,  in  an  action  for 

the  infringement  of  a  patent,  should  show  a  title  in  the  plaintiff, 

• 

*  Walter  v.  Lavater,  8  Com.  Ben.  N.  s.  162. 

*  Park  V.  Little,  3  Wash.  196. 

»  Pitts  V.  Whitman,  2  Stor/s  R.  609,  614. 

*  Kneass  v.  The  Schuylkill  Bank,  4  Wash.  9. 

*  Wilson  V.  Eousseau,  4  How.  646 
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with  convenient  certainty^  and  should  set  forth  all  the  matters 
which  are  of  the  essence.  Without  these  allegations,  the  plaintiff 
fails  to  show  a  right  in  point  of  law  to  ask  the  court  for  judgment 
in  his  favor.  The  several  parts  of  the  declaration  may  here  be 
considered  in  the  order  in  which  they  occur  in  pleading. 

§  350.  The  declaration  should  commence  with  a  recital  that  the 
'  plaintiff  was  "  the  original  and  first  inventor "  of  the  subject- 
matter,  the  making,  using,  or  vending  of  which  is  complained  of. 
This  averment  is  necessary,  notwithstanding  the  letters-patent, 
afterwards  referred  to,  recite  that  the  plaintiff  has  alleged  that  he 
was  the  original  and  first  inventor ;  because  it  must  appear  affirma- 
tively,  in  point  of  fac^,  at  the  trial,  that  he  was  so,  and  the  letters- 
patent  can  only  be  resorted  to  as  primd  facie  evidence  of  the  fact. 
There  must,  therefore,  be  a  distinct  allegation  of  the  fact,  as  one 
of  the  things  essential  to  the  plaintiff's  title.^  For  the  same 
reason,  tlie  declaration  goes  on  to  aver  that  the  subject-matter  was 
"  new  and  useful,"  "  not  known  or  used  before  the  plaintiff's 
invention  dr  discovery,"  and  "  not  at  the  time  of  his  application 
for  a  patent  in  public  use  or  on  sale  with  his  consent  or  allow- 
ance." 

But  while  a  declaration  on  letters-patent  must  tender  issue 
on  the  novelty  and  utility  of  the  invention  patented,  it  need  not 
aver  at  what  specific  time  such  invention  was  made,  but  only  that 
it  was  before  the  application  for  the  patent.^ 

§  351.  Whether  it  is  necessary  to  aver  the  citizenship  of  the 
patentee  has  never  been  determined.  In  practice  it  is  generally 
done,  and  it  is  safer  to  do  so  than  to  omit  an  averment  which 
might  on  demurrer  be  held  to  be  essential.^    But  it  is  absolutely 

^  The  plaintiff  must  affirm  the  performance  of  all  acts  on  which  his  title  de- 
pends.   Gray  i7.  James,  Peters,  C.  C.  B.  476. 

•  Wilder  v.  McCormick,  2  Blatcbf.  81. 

'  Mr.  Phillips  suggests  that  the  necessity  for  thb  averment  Will  depend  on  the 
construction  to  be  given  to  the  fifteenth  section  of  the  act  of  1836,  by  ^hich,  if  the 
patentee  be  an  alien,  the  defendant  is  permitted  to  show  that  the  patentee  has 
**  failed  and  neglected  for  the  space  of  eighteen  months  from  the  date  of  the  pat- 
ent to  put  and  continue  on  sale  to  the  public,  on  reasonable  terms,  the  invention 
or  discovery."  Phillips  on  Patents,  p.  520,  notet  This  clause  in  the  statute  can 
scarcely  be  considered  as  imposing  a  burden  of  proof  of  citizenship  on  the  plaii# 
tiff.    It  authorizes  the  defendant  to  avail  himself  of  the  fact  that  the  plaintiff  is  an 
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necessary  to  aver  that  the  plaintiff,  being  the  original  and  first 
inventor,  obtained  letters*patent  for  his  invention,  in  due  form  of 
law,  under  the  seal  of  the  Patent  Office,  signed  by  the  Secretary  of 
the  Interior,  and  countersigned  by  the  Commissioner  of  Patents.^ 
The  declaration  need  not,  however,  show  the  regularity  of  the 
proceedings  in  the  Patent  Office  preliminary  to  the  grant,  but  may 
simply  aver  that  the  grant  was  duly  obtained.^ 

alien,  by  showing  that  the  plaintiff  has  omitted  to  do  certain  acts ;  but  is  anything 
more  to  be  inferred  from  the  clause  than  this,  that  if  the  defendant  means  to  show 
the  omission,  he  must  first  show  that  the  plaintiff  is  an  alien  ?  I  agree,  howeTer, 
with  the  learned  author,  that  to  aver  the*  citizenship  is  the  safest  course. 

^  Formerly,  patents  bore  the  attestation  of  the  President  of  the  United  States ; 
and  it  was  held  to  be  necessary  to  aver  that  the  letters  had  been  so  tested,  and 
that  the  patent  had  actually  issued,  or  been  delivered ;  otherwise,  the  declaration 
would  be  bad  on  demurrer.  Cutting  and  others,  Executors  v.  Myers,  4  Wash. 
220.  For  the  same  reason,  the  averment  is  now  necessity  that  the  letters  were 
duly  tested  by  the  public  officers  whose  duty  it  is  to  sign  and  countersign  them ; 
and  the  mode  of  averring  the  delivery,  now  usually  pracUsed,  is  to  declare  that 
the  plaintiff,  on  such  a  day,  '*  did  obtaiA  "  them.  But  it  is  not  necessary  to  aver 
that  the  preliminary'  steps  to  obtain  a  patent  were  taken,  beoftuse  if  the  declara- 
tion aver  that  the  patent  was  granted  in  the  form  prescribed  by  law,  the  court, 
upon  demurrer,  will  presume  that  everything  was  rightly  done  to  obtain  it,  Ful- 
ton's Executors  v,  Myers.  Vid,  act  of  1849,  ch.  108,  §  2  ;  modifying  act  of  1836, 
eh.  857,  §  5. 

'  Wilder  v.  McCormick,  2  Blatchf.  81.  <<The  third  and  fourth  causes  cannot 
be  sustained.  The  third  is,  that  it  does  not  appear  that  the  application  for  the 
patent  was  in  writing,  nor  to  whom  it  was  made.  The  fourth  is  that  it  does  not 
appear  that  the  Commissioner  of  Patents  had  any  rightful  authority  to  grant  the 
patent  These  causes  are  founded  upon  supposed  requisites  of  the  statute,  not 
averred  in  the  declaration  to  have  been  complied  with,  and  are  also  supposed  to 
be  supported  by  general  principles  governing  proceedings  in  tribunals  of  inferior 
jurisdiction.  If  the  matters  which  it  is  alleged  should  be  set  forth  in  the  declara- 
tion would  call  for  the  application  of  those  principles  in  case  they  were  pleaded 
by  way  of  justification  and  in  defence  of  acts  done,  or  as  a  protection  to  the  party 
pleading  them,  which  would  at  least  be  a  doubtful  proposition  (Martin  p.  Mott, 
12  Wheat.  19),  it  would  not  necessarily  follow  that  the  same  method  of  pleading 
must  be  pursued  in  declaring  upon  a  private  title  or  a  grant  emanating  from  func- 
tionaries acting  under  statutory  authority.  (Day  v.  Chism,  10  Wheat.  449 ;  Bank 
of  the  United  States  v.  Smith,  11  Wheat.  171 ;  Carroll  v.  Peake,  1  Peters,  18,23.) 
The  third  cause  of  demurrer  rests  upon  the  assumption  that  the  plaintiff  must,  in 
his  pleading,  specify  all  the  acts  done  by  him  to  obtain  a  patent,  in  order  that  it 
may  appear  upon  the  face  of  the  declaration  that  the  mode  of  proceeding  pointed 
out  by  the  statute  has  been  pursued.  But  the  case  of  The  Phil.  &  Trenton  R  B. 
0f.  Stimpson,  14  Peters,  448,  disposes  of  this  and  aU  the  other  objections  that  fall 
within  the  same  class.    The  grant  of  the  patent  is  itself  sufficient  evidence  that  all 
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§  352.  The  substance  of  the  grant  should  then  be  set  forth, 
that  is  to  say,  that  the  letters-patent  secured  to  the  plaintiff,  his 
heirs,  administrators,  Ac,  for  the  term  of  fourteen  years,  the  full 
and  exclusive  right  of  practising  the  invention  ;  which  should  6e 
described  briefly,  as  it  is  set  forth  in  the  letters-patent,  of  which, 
profert  should  be  made.^  Where  the  declaration  describes  the 
plaintiff's  invention  in  the  words  of  the  patent,  it  is  not  necessary 
that  the  description,  as  stated  in  the  specification,  should  be  set 
forth.  If  the  defendant  require  the  specification  in  his  defence, 
he  may  have  it  placed  in  the  record  by  praying  oyer  of  it.^ 

§  353.   The  declaration  is  concluded  by  an  averment  of  the 

the  preliminary  steps  required  by  law  were  properly  taken.  And,  as  the  plaintiff 
may  make  his  patent  the  direct  and  efficient  proof,  in  the  first  instance,  of  his 
right  to  the  grant,  so  a  fortiori  it  would  seem  unnecessary  for  him  to  plead  any  of 
the  particulars  which  conduced  to  the  grant  It  is  sufficient  to  set  forth  the  grant 
in  substance  (Tryon  v.  White,  Peters,  C.  C.  96).  The  fourth  cause  of  demurrer 
is  founded  upon  a  misapplication  of  a  doctrine  appertaining  to  the  acts  of  legal 
tribunals,  wher.e  a  court  of  inferior  jurisdiction  takes  cognizance  of  a  case  and 
renders  judgment,  and  he  who  sets  up  such  judgment  in  support  of  his  own  inter- 
ests must  aver  and  prove  that  the  tribunal  had  jurisdiction  in  the  matter.  The 
authority  of  the  Commissioner  of  Patents,  or  of  the  Conmiissioner  of  the  Land 
Office,  or  of  the  President  to  issue  grants,  is  not  of  the  nature  of  jurisdiction  in 
its  common-law  and  technical  acceptation.  As  in  regard  to  patents  for  land,  so 
in  regard  to  patents  for  inventions,  the  proper  officer  issues  the  grant  when  he  has 
evidence  satisfactory  to  his  own  mind  that  the  claimant  is  entitled  to  receive  it. 
Bat  that  adjudges  nothing  as  to  the  real  right.  That  question  js  unaffected,  and 
remains  to  be  examined  and  decided  between  parties  contesting  it,  without  prej- 
udice or  advantage  from  the  letters-patent.  We  are  not  aware  of  any  mode  of 
pleading  by  which  the  courts  can  be  called  upon  to  settle  the  regularity  of  the 
preliminary  proceedings  in  the  Patent  Office.  Nor  does  there  seem  to  be  any 
utility  in  putting  in  issue  the  authority  of  the  commissioner,  upon  the  facts  before 
him,  to  grant  a  patent,  because,  if  the  decision  should  negative  his  authority,  it 
could  not  revoke  or  supersede  the  patent.  The  declaration  must  tender  an  issue 
upon  the  novelty  and  utility  of  the  discovery  patented,  these  being  essential  to 
the  enforcement  of  any  exclusive  privilege  under  the  patent.  But  the  question  of 
the  regularity  of  the  proceedings  in  petitioning  for  and  obtaining  the  patent,  and 
that  of  the  correctness  of  the  judgment  of  the  officer  in  awardlifg  it,  are  not  ma- 
terial, and  cannot  be  inquired  into." 

*  Chit.  PI.  vol.  2.  Profert  of  the  letters-patent,  in  the  declaration,  makes  them 
and  the  specification,  when  produced,  a  part  of  the  declaration,  and  so  gives  all 
the  certainty,  as  to  the  invention  and  improvement  patented,  required  by  law. 
Pitts,  r.  Whitman,  2  Story's  R.  609,  614. 

'  Gray  v.  James,  Peters,  C.  C.  R.  476. 
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value  of  the  patent  right  and  of  the  breach  by  the  defendant,  and 
the  damages  sustained  by  the  plaintiff.^ 

In  this  action  for  a  breach  of  the  patent,  it  is  indis])ensable  to 
e^ablish  a  breach  before  suit  brought.  But  in  equity  the  doctrine 
is  otherwise,  as  a  bill  for  an  injunction  will  lie  upon  sufficient  proof 
of  an  intent  to  violate.^  The  declaration  need  not  set  forth  the 
act  complained  of  as  contrary  to  the  statute,^  but  may  simply 
allege  that  the  defendant  '^  made,  constructed,  used,  and  vended 
to  sundry  persons,"  &c.,  the  said  invention.^  Repeated  infringe- 
ment's may  be  sued  for  in  one  action.^  A  declaration  commencing 
in  the  form  of  action  of  trespass  on  the  case,  and  concluding  iu 
the  form  of  action  of  debt,  is  not  demurrable.^ 

§  354.  If  the  plaintiff  sues  in  the  character  of  assignee  of  the 
patent,  he  must  set  forth  both  the  patentee's  title  and  his  own,  and 
should  aver  that  the  assignments  were  duly  recorded  in  the  Patent 
Office.  If  the  declaration  omit  to  state  that  the  assignments  were 
recorded,  the  omission  will  be  cured  by  verdict,  if  the  general 
terms  of  the  declaration  are  otherwise  sufficient  to  have  authorized 
the  admission  of  proof  of  the  recording  at  the  trial ;  upon  the 

^  See  the  Precedents  in  the  Appendix. 

*  Woodworth  v.  Stone,  3  Story,  749. 

*  Parker  v.  Haworth,  4  McLean,  370.  *^  A  motion  was  made  in  arrest  of  jadg- 
ment,  on  the  ground  that  the  declaration  does  not  set  forth  the  act  complained  of 
as  contrary  to  the  statute.  This  is  necessary  when  an  action  is  brought  on  a  penal 
statute,  but  not  in ^ the  case  Uke  the  present,  where  damages  are  sought  for  an  in- 
jury done.  Where  the  plaintiff  sues  for  a  penalty,  as  the  statute  is  the  only  foun- 
dation for  the  action,  the  declaration  must  aver  that  the  act  is  contra  formam 
statuti.  In  Tyron  v.  White  (Peters,  C.  C.  R  96)  it  is  said,  '  if  the  declaration  in 
an  action  for  the  invasion  of  a  patent  right  fails  to  lay  the  act  complained  contra 
formath  statuii,  the  defect  will  be  purged  after  the  verdict.* " 

*  Case  V.  Redfield,  4  McLean,  526. 

*  Wilder  v.  McCormick,  2  Blatchf.  81.  **  A  reiteration  of  infringements  of  a 
patent,  like  a  repetition  of  torts  of  any  other  kind  which  are  of  the  same  nature, 
may  be  sued  for  and  recompensed  in  one  action.  There  is  no  known  doctrine  of 
the  law  that  requires  a  plaintiff  to  split  up  into  separate  actions  grievances  of  that 
character." 

*  Ibid.  **  We  do  not  perceive  that  there  is  any  material  incongruity  between 
the  commencement  and  the  close  of  the  declaration.  The  gravamen  of  the  suit 
is  the  tortious  infringement  of  the  plaintiff's  patent,  and  the  concluaon  of  the 
declaration  is  a  demand  of  damages  in  gross.  They  are  averred  to  be  '  actual 
damages,'  but  that  allegation  does  not  change  the  nature  of  the  averment.  It  is 
still  merely  a  demand  of  damages  in  compensation  of  the  wrong." 
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general  principle,  that,  after  verdict,  all  the  facts  necessary  to  have 
been  proved  to  enable  the  jury  to  find  a  verdict  for  the  plaintiff, 
will  be  presumed  to  have  been  proved,  if  the  general  terms  of  the 
declaration  would  have  have  let  them  in.^ 

§  355.  At  the  trial,  proof  may  be  given  of  the  recording  of  an 
assignment,  either  before  or  after  the  action  was  brought.^ 

§  366.  III.  Pleadings  and  Defences.  The  fifteenth  section  of 
the  act  of  1836  provides  that  the  defendant,  in  any  action  for  the 
infringement  of  a  patent,  shall  be  permitted  to  plead  the  general 
issue,  and  to  give  the  statute  and  any  special  matter  in  evidence, 
of  which  notice  in  writing  may  have  been  given  to  the  plaintiff  or 
his  attorney,  thirty  days  before  trial,  tending  to  prove  that  the  de- 
scription and  specification  of  the  patent  does  not  contain  the  whole 

'  Dobson  V,  Campbell,  1  Sumner,  819,  826,  Story,  J.  "  We  are  of  opinion  that 
the  motion  in  arrest  of  judgment  ought  to  be  overruled.  We  accede  to  the  doc- 
*  trine  stated  at  the  bar,  that  a  defective  title  cannot,  afler  verdict,  support  a  judg- 
ment; and,  therefore,  it  constitutes  a  good  ground  for  arresting  the  judgment. 
Bot  the  present  is  not  such  a  case  ;  but  is  merely  the  case  of  a  good  title  defec- 
tively set  forth.  The  defect  complained  of  is  the  omission  to  state,  that  the 
assignments,  on  which  the  plaintiff's  title  is  founded,  were  duly  recorded  in  the 
office  of  the  department  of  state,  which  is  made  essential  to  pass  the  title  of  the 
original  patentee,  by  the  fourth  section  of  the  Patent  Act  of  the  21st  of  February, 
1793,  ch.  55.  The  general  principle  of  law  is,  that,  where  a  matter  is  so 
essentially  necessary  to  be  proved,  to  establish  the  plaintiff's  right  to  recovery, 
that  the  jury  could  not  be  presumed  to  have  found  a  verdict  for  him,  unless  it  had 
been  proved  at  the  trial,  there  the  omission  to  state  that  matter  in  express  terms, 
in  the  declaration,  is  cured  by  the  verdict,  if  the  general  terms  of  the  declaration 
are  otherwise  sufficient  to  comprehend  it.  This  was  the  doctrine  of  Lord  EUen- 
horoDgh,  in  Jackson  v.  Pesked  (1  M.  &  Selw.  R.  234)  ;  and  it  is  very  elaborately 
expounded  by  Mr.  Sergeant  Willi^Uns,  in  his  learned  note  to  1  Saunders  R. 
228  a.  The  other  authorities,  cited  on  behalf  of  the  plaintiff,  are  to  the  same 
effect  Now,  it  seems  to  us,  that  taking  the  whole  declaration  together  (however 
inartificially  drawn),  the  plaintiff  sets  up  a  title  to  the  patent  right  by  assign- 
ment, and  an  enjoyment  and  use  of  the  right  under  that  title,  and  that  he  has 
been  injured  in  that  right,  under  that  title,  by  .the  piracy  of  the  defendant.  This 
cannot  be  true,  nor  could  a  verdict  for  the  plaintiff  have  been  found  by  the  jury, 
if  the  deeds  of  assignment  had  not  been  duly  recorded  ;  for,  unless  that  was  done, 
nothing  could  pass  by  the  deeds.  The  cases  of  Hitchins  v.  Stevens  (2  Shower 
H.  233),  and  McMurdo  v.  Smith  (7  T.  R.  518),  cited  at  the  bar,  seem  to  us  very 
strongly  in  point     So  is  France  v.  Fringer,  Cro.  Jac.  44." 

*  Pitts  V,  Whitman,  2  Story,  609.  Of  course,  therefore,  it  is  not  necessary  to 
aver  that  the  assignment  was  recorded  within  three  months.    Ibid. 
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truth  relative  to  the  invention  or  discovery,  or  that  it  contains 
more  than  is  necessary  to  produce  the  described  effect ;  which  con-  • 
cealment  or  addition  shall  fully  appear  to  have  been  made  for  the 
purpose  of  deceiving  the  public ;  or  that  the  patentee  was  not  the 
original  and  first  inventor  or  discoverer  of  the  thing  patented,  or 
of  a  substantial  and  material  part  thereof  claimed  as  new,  or  that 
it  has  been  described  in  some  public  work  anterior  to  the  supposed 
discovery  by  the  patentee,  or  had  been  in  public  use,  or  on  sale, 
with  his  consent  or  allowance,  before  his  application  for  a  patent, 
or  that  he  had  surreptitiously  or  unjustly  obtained  a  patent  for 
that  which  was  in  fact  invented  or  discovered  by  another,  who  was 
using  reasonable  diligence  in  adapting  and  perfecting  the  same ; 
or  that  the  patentee,  if  an  alien  at  the  time  the  patent  was  granted, 
had  failed  and  neglected,  for  the  space  of  eighteen  months  from  the 
date  of  the  patent,  to  put  and  continue  on  sale  to  the  public,  on 
reasonable  terms,  the  invention  or  discovery  for  which  the  patent 
issued ;  in  either  of  which  cases,  judgment  is  to  be  rendered  for 
the  defendant,  with  costs. 

§  367.  The  object  of  this  provision  was  to  enable  the  defendant 
to  give  certain  special  matters  in  evidence  under  the  plea  of  the 
general  issue.  It  seems  to  have  been  generally  supposed,  at  a 
very  early  period  in  the  history  of  our  legislation,  that  under  a 
plea  of  the  general  issue,  the  defendant  could  not  be  allowed  to 
attack  the  validity  of  the  patent,  and  that  that  plea  only  put  in 
issue  the  question  of  infringement.^  Accordingly,  the  act  of  1793, 
§  6,  enumerated  certain  special  defences,  which  it  declared  the  de- 
fendant ^'  shall  be  permitted  "  to  give  in  evidence  under  the  gen- 
eral issue,  by  first  giving  notice  thereof  to  the  plaintiff.  The  Su- 
preme Court  of  the  tJnited  States  construed  the  provision  as  in- 
tended to  relieve  the  defendant  from  what  were  supposed  to  be  the 
difficulties  of  pleading,  by  allowing  him  to  give  in  evidence,  under 
the  plea  of  not  guilty,  certain  matters  affecting  the  patent,  provid- 
ing, at  the  same  time,  for  the  security  of  the  plaintiff  against  sur- 
prise, by  requiring  notice  to  be  given  of  the  special  matter  to  be 

^  Bat  it  was  not  so  in  England.  Until  the  act  5  and  6  Wm.  IV.,  ch.  83,  §  5, 
the  usual  plea  was  not  guUtyj  which,  putting  in  isssue  the  whole  of  the  declaration, 
forced  the  plaintiff  to  support  the  grant  in  all  its  parts,  and  gave  to  the  defendant 
the  greatest  latitude  for  evidence ;  but  now  the  defendant  must  plead  all  the  de- 
fences, and  must  also  deliver  in  a  list  of  the  objections  on  which  he  intends  to  relj 
at  the  trial.     Godson  on  Patents,  2S8,  2d  ed. 
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relied  on.  This  notice  was  substituted  for  a  special  plea.^  The 
•  court  alsQ  declared  that  the  defendant  was  not  obliged  to  pursue 
this  'course.  He  might  plead  specially,  in  which  case  the  plea 
would  be  the  onlj  notice  the  plaintiff  could  claim ;  or  he  might 
plead  the  general  issue,  in  which  case  he  must  give  notice  of  the 
special  matter  on  which  he  relied.^  However,  where  the  defend- 
ant pleads  specially  and  not  under  the  general  issue,  the  'plea  must 
still  be  filed  thirty  days  before  the  term,  or  the  plaintiff  will  be 
eutiUed  to  a  continuance.  The  plaintiff  has  a  right  to  the  thirty 
days,  whether  the  matter  be  set  up  by  plea  or  by  notice.^ 

§  358.   The  fifteenth  section  of  the  act  of  1836  is  taken,  with 

'  Evans  V,  Eaton,  3  Wheat  454;  Evans  v.  Kremer,  Peters,  C.  C.  R.  215. 
See  also  the  elaborate  note  on  the  patent  law  in  the  Appendix  to  3  Wheat  note 
n.  (written  by  Mr.  Justice  Story.) 

'  Evans  v,  Eaton,  8  Wheat.  454,  503.  In  this  case  Mr.  Chief  Justice  Marshall 
said :  "  The  sixth  section  of  the  act  appears  to  be  drawn  on  the  idea  that  the  de- 
fendant would  not  be  at  liberty  to  contest  the  validity  of  the  patent  on«the  gen- 
.  eral  issue.  It  therefore  intends  to  relieve  the  defendant  from  the  difficulties  of 
pleading,  when  it  allows  him  to  give  in  evidence  matter  which  does  affect  the  pat- 
ent But  the  notice  is  directed  for  the  security  of  the  plaintiff,  and  to  protect 
him  against  that  surprise  to  which  he  might  be  exposed  from  an  unfair  use  of  this 
privilege.  Reasoning  merely  on  the  words  directing  this  notice,  it  mig||t  be  dif- 
ficult to  define,  with  absolute  precision,  what  it  ought  to  include,  and  what  it 
might  omit.  There  are,  however,  circumstances  in  the  act,  which  may  have  some 
influence  on  this  point  It  has  been  already  observed,  that  the  notice  is  substi- 
tuted for  a  special  plea ;  it  is  further  to  be  observed,  that  it  is  a  substitute  to 
which  the  defendant  is  not  obliged  to  resort.  The  notice  is  to  be  given  only 
when  it  is  intended  to  offer  the  special  matter  in  evidence  on  the  general  issue. 
The  defendant  is  not  obliged  to  pursue  this  course.  He  may  still  plead  specially, 
and  then  the  plea  is  the  only  notice  which  the  plaintiff  can  claim.  If,  then,  the 
defendant  may  give  in  evidence,  on  a  special  plea,  the  prior  use  of  the  machine, 
at  places  not  specified  in  his  plea,  it  would  seem  to  follow  that  he  may  give  in  evi- 
dence its  use  at  places  not  specified  in  his  notice.  It  is  not  believed  that  a  plea 
would  be  defective,  which  did  not  state  the  mills  in  which  the  machinery  alleged 
to  be  previously  used  was  placed. 

**  But  there  is  still  another  view  of  the  subject  which  deserves  to  be  considered. 
The  section  which  directs  this  notice,  also  directs  that  if  the  special  matter  stated 
in  the  section  be  proved,  *  judgment  shall  be  rendered  for  the  defendant,  with 
costs,  and  the  patent  shall  be  declared  void.'  The  notice  might  be  intended  not 
only  for  the  information  of  the  plaintiff,  but  for  the  purpose  of  spreading  on  the 
record  the  cause  for  which  the  patent  was  avoided.  This  object  is  accomplished 
by  a  notice  which  specifies  the  particular  matter  to  be  proved.  The  ordinary 
powers  of  the  court  are  sufiicient  to  prevent,  and  will  undoubtedly  be  so  exer- 
cised, as  to  prevent  the  patentee  from  being  injured  by  the  surprise.** 

'  Phillips  r.  Comstock,  4  McLean,  525. 
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some  additional  defences,  from  the  sixth  section  of  the  act  of  1793, 
and  has  the  same  object  in  view.  It  differs  from  the  former  act, 
by  omitting  the  provision  that  the  patent  "  shall  be  declared  void," 
if  judgment  is  rendered  for  the  defendant,  and  by  providing  that 
^'  when  the  defendant  relies  in  his  defence  on  the  fact  of  a  previous 
invention,  knowledge,  or  use  of  the  thing  patented,  he  shall  state 
in  his  notice  of  special  matter  the  names  and  places  of  residence  of 
those  whom  he  intends  to  prove  to  have  possessed  a  prior  knowl- 
edge of  the  thing,  and  where  the  same  thing  had  been  used." 
This  provision  was  added  in  consequence  of  the  construction  given 
to  the  former  act,  to  tlie  effect  that  notice  of  the  places  was  not 
necessary  to  be  given .^  In  other  respects,  the  construction  given 
to  the  act  of  1793,  §  6,  is  applicable  to  the  present  law.  The  de- 
fendant is  at  liberty  to  plead  specially,  in  which  form  of  pleading 
he  need  give  no  other  notice  of  his  defence  than  the  plea  itself 
gives,  or  he  may  plead  the  general  issue,  and  give  notice  of  the 
special  matter  on  which  he  relies.  The  statute  does  not  under- 
take to  enumerate  all  the  defences  which  may  be  made  to  an  ac- 
tion on  a  patent.  It  provides  tha{  when  certain  facts,  which  it 
enumerates,  are  to  be  relied  on,  and  the  general  issue  is  pleaded, 
the  defendant  shall  give  notice  of  the  facts  which  he  means  to  put 
in  evid«ice.2  The  notice  must  be  strictly  construed  ;  if  the  de- 
fendant gives  notice  that  he  will  prove  the  prior  use  of  the  inven- 
tion in  the  United  States,  he  cannot  be  allowed  to  offer  evidence 
of  its  prior  use  in  England.^ 

§  859.  But  it  will  be  useful  to  make  a  particular  enumeration 
of  the  defences  that  may  be  made  under  the  general  issue,  without 
notice,  before  we  turn  our  attention  to  those  mentioned  in  the 
statute,  of  which  notice  must  be  given,  when  the  general  issue  is 
pleaded. 

§  360.  The  defendant  may  show,  under  the  general  issue,  with- 
out notice,  that  he  never  did  the  act  complained  of,  that  is,  that 
he  has  not  infringed  the  patent,  or  that  he  was  acting  under  a 
license  or  purchase  from  the  plaintiff.*    He  may  show  that  the 

•  Evans  v,  Eaton,  ante,  note;  Evans  v,  Kremer,  Peters,  C.  C.  R.  215. 

•  Whittemore  i?.  Cutter,  1  Gallis,  429,  486 ;  Grant  v.  Raymond,  6  Peters,  218. 

•  Di.xon  u.  Moyer,  4  Wash.  68. 

'  *  Whittemore  v.  Cutter,  1  Gallis.  429,  436 ;  8  Wheaton's  R.  Appendix,  Note 
n.  p.  27. 
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plaintiff  is  an  alien,  not  entitled  to  a  patent ;  or  that  the  plaintiff 
has  not  a  good  title  as  assignee  ;  or  that  his  patent  was  not  dulj 
issued  according  to  law,  in  respect  of  the  signatures  of  the  public 
officers,  or  of  the  public  seal,  &c.^ 

§  361.  He  may  also  show  that  the  invention  is  not  a  patentable^ 
subject ;  that  is  to  say,  admitting  its  novelty,  he  may  show  that  it 
is  not  an  ^^  art,  machine,  manufacture,  or  composition  of  matter," 
in  tlie  sense  of  the  statute.^  But  the  defence  that  the  subject  is 
not  patentable  on  the  ground  of  want  of  novelty,  falls  under  the 
statute,  and  must  be  specified. 

§  362.  In  like  manner,  the  defendant  may  show,  under  th»  gen- 
eral issue,  without  notice,  that  the  invention,  though  new,  fails  in 
point  of  utility,  and  is  worthless  and  frivolous.^ 

§  363.  So,  too,  he  may  show  that  there  is  no  specification,  or 
that  the  specification  is  so  ambiguous  and  unintelligible  that  the 
court  cannot  determine  from  it  what  the  invention  is  that  is  in- 
tended to  be  patented.  This  is  a  different  issue  from  that  pointed 
out  in  the  statute.  If  the  specification  do  not  describe  the  inven- 
tion in  clear  and  exact  terms,  so  {is  to  distinguish  it  from  other 
inventions,  but  be  so  ambiguous  and  obscure  that  it  cannot  be  ascer- 
tained with  reasonable  certainty  for  what  the  patent  is  taken,  or 
what  it  includes,  the  patent  is  void  for  ambiguity ;  atid  this  is  put 
in  issue  by  the  plea  of  not  guilty,  because  a  clear  and  distinct 
specification  of  the  invention  is  essential  to  the  validity  of  the  pat- 
ent.^   But  if  the  invention  is  definitely  described  in  the  patent 

'  Whittemore  v.  Cutter,  1  Gallis.  429,  435 ;  3  Wheaton's  R.  Appendix,  Note 
U.  p.  27;  Kneass  v.  The  Schuylkill  Bank,  4  Wash.  9,  11. 

'  That  the  invention  is  not  a  patentable  subject,  admitting  its  noTelty,  is  a  dif- 
ferent issue  firom  any  that  is  named  in  the  fifteenth  section  of  the  statute,  and  it 
is  one  that  is  necessarily  raised  by  the  plea  of  *'  not  guilty^**  since  the  declaration 
necessarily  imports  that  the  patentee  had  invented  a  patentable  subject. 

*  Want  of  novelty  is  one  of  the  defences  enumerated  in  the  fifteenth  section, 
hot  want  of  utility  is  not ;  but  it  is  a  clear  bar  to  the  action,  upon  the  terms  of  the 
act,  as  well  as  upon  the  general  principles  of  law. 

*  S  Wheat.  R.  Appendix,  Note  II.  p.  27 ;  Phillips  on  Patents,  p.  308 ;  Kneass  t7. 
The  Schuylkill  Bank^  4  Wash.  9,  13.  In  this  last  case,  Mr.  Justice  Washington 
intimates  that  the  defendant  may  show  under  the  general  issue,  and  without  no- 
tice, that  the  patent  is  broader  than  the  discovery.    But  this  must  now  be  other- 

'  wise ;  since  the  fifteenth  section  of  the  act  of  1836  describes  one  of  the  issues 
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and  specification,  so  as  to  distinguish  it  from  other  inventions 
before  known,  there  may  still  exist  the  defect  described  in  the 
fifteenth'  section  of  the  statute,  of  some  concealment  or  addition 
made  for  the  purpose  of  deceiving  the  public  ;  and  when  it  is  in- 
tended to  show  this,  under  the  general  issue,-  notice  must  he 
given. 

§  364.  We  now  come  to  the  special  defences  enumerated  in  the 
fifteenth  section  of  the  statute.  The  statute  provides  that  the  de- 
fendant may,  under  the  general  issue,  give' the  statute  itself  in 
evidence,^  and  certain  special  matters,  of  which  he  shall  have  given 
notice  in  writing  to  the  plaintifi*  or  his  attorney  thirty  days  before 
trial.2 

§  365.  The  first  of  these  special  defences  is,  "  that  the  descrip- 
tion and  specification  filed  by  the  plaintiff,  does  not  contain  the 
whole  truth  relative  to  his  invention  or  discovery,  or  that  it  con- 
tains mor^  than  is  necessary  to  produce  the  described  effect ;  which 
concealment  or  addition  shall  fully  appear  to  have  been  made  for 
the  purpose  of  deceiving  the  public."  We  have  already  seen  what 
was  the  general  purpose  of  Congress  in  providing  that  notice 
.  should  be  given,  when  certaia  facts  were  to  be  offered  in  evi- 
dence ;  but  it  is  not  very  easy  to  define  the  scope  of  the  issue  in- 
tended by  the  above  provision,  or  to  distinguish  the  exact  mean- 
ing of  the  statute  in  this  particular.  It  is  clear,  however,  that  this 
issue,  as  we  have  already  suggested,  is  distinguishable  from  the 
issue,  which  presents  the  naked  question  whether  there  is  an  in- 
telligible description  of  the  invention,  which  will  enable  the  pub- 
lic to  know  what  it  is.     It  may  help  as  to  understand  the  present 

» 

which  require  notice  to  be,  that  the  patentee  was  not  the  original  and  first  in- 
'  ventor  of  the  thing  patented,  or  of  a  substantial  and  material  part  thereof.  This  is 
the  issue,  that  the  patent  is  broader  than  the  invention. 

^  The  meaning  of  the  permission  to  give  the  statute  in  evidence  is,  that  the  de- 
fendant shall  be  allowed  to  rely  on  any  matter  of  law  enacted  in  the  statute,  with- 
out pleading  it  specially,  which  must  be  dotie  when  the  statute  is  a  private  one. 
The  Patent  Act  is  undoubtedly  a  public  act ;  but  from  abundant  caution,  to  pre- 
vent the  question  of  the  nature  of  the  act  from  being  rsused,  this  provision  was 
inserted.    Kneass  r.  The  Schuylkill  Bank,  4  Wash.  9,  11. 

'  No  witness  can  be  examined,  to  prove  a  prior  use  of  the  invention,  unless  no- 
tice of  his  name  and  residence  has  been  given.  The  Philadelphia  and  Trenton 
Bailroad  Co.  v,  Thompson,  14  Peters,  44S,  459.  • 
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» 

provision,  if  we  review  the  corresponding  provision  in  the  former 
act,  and  the  decisions  made  upon  it. 

§  366.  The  corresponding  provision  in  the  act  of  1793,  §  6,  was 
in  the  same  terms,  but  that  act  also  provided  that,  when  judgment 
on  this  issue  had  been  rendered  for  the  defendant,  ^^  the  patent 
shall  be  declared  void  "  ;  which  is  omitted  in  the  act  of  1886,  §  15. 
In  one  of  the  earliest  reported  cases  in  which  this  clause  of  the 
statute  of  1798  came  under  consideration,  Mr.  Justice  Story  held 
that  if  the  invention  is  definitely  described  in  the  patent  and  speci- 
fication, so  as  to  distinguish  it  from  other  inventions  before  known, 
the  patent  is  good,  although  it  does  not  describe  the  invention  in 
such  full,  clear,  and  exact  terms,  that  a  person  skilled  in  the  art 
or  science,  of  which  it  is  a  branch,  would  construct  or  make  the 
thing,  unless  such  defective  description  or  concealment  was  with 
intent  to  deceive  the  public.     The  reasoning  of  the  learned  judge 
in  this  case  tends  to  show  that  he  considered  the  defect  or  conceal- 
ment, with  intent  to  deceive  t^e  public,  to  refer  to  the  practica- 
bility of  practising  the  invention  from  the  specification  ;  and  in  a 
subsequent  case  he  seems  to  consider  that  the  statute  intended  to 
alter  the  common  law,  and  to  declare  the  patent  void,  only  when 
the  concealment  or  defect  was  with  such  an  intent.     But  it  is  not 
quite  clear,  whether  he  considered  that  the  issue  raised  by  an  alle- 
gation that  the  specification  would  not  enable  a  workman  to  make 
the  thing  described,  is,  as  |  defence  to  the  action,  not  one  of  the 
special  defences  of  the  statute,  and  consequently  that  it  is  raised 
by  the  plea  of  not  guilty,  without  notice.^ 

^  Wbittemore  v.  Cutter,  1  Gallis.  429,  433 ;  Lowell  v.  Lewis,  1  Mas.  182,  187. 
The  reasoning  of  the  learned  judge  in  both  these  cases  was  as  foUows :  ^  Another 
objection  is  to  the  direction,, that  the  oath  taken  by  the  inyentor,  not  being  con- 
formable to  the  statute,  formed  no  objection  to  the  recovery  in  this  action.  The 
statute  requires  that  the  patentee  should  swear  *  that  he  is  the  true  inventor  or 
discoverer  of  the  art,  machine,  or  improvement.'  The  oath  taken  by  Wbitte- 
more was,  that  he  wa^  the  true  inventor  or  improver  of  the  machine/'  The  taking 
of  the  oath  was  but  a  prerequisite  to  the  granting  of  the  patent,  and  in  no  degree 
essential  to  its  validity.  It  might  as  well  have  been  contended,  that  the  patent 
was  void,  unless  the  thirty  dollars,  required  by  the  eleventh  section  of  the  act,  had 
been  previously  paid.  We  approve  of  the  direction  of  the  court  on  this  point, 
and  overrule  this  objection. 

"  Another  objection  is  to  the  direction  respecting  the  specification.  It  was  as 
follows:  *  That  if  the  jury  should  be  satisfied  that  the  specification  and  drawings, 
filed  by  the  patentee  in  the  office  of  the  Secretary-  of  State,  were  not  made  in 
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§  367.   In  a  subsequent  case,  the  Supreme  Court  of  the  United 
States  decided  that,  in  order  to  justify  a  judgment  declaring  a  pat- 
such  full,  clear,  and  exact  terms  and  manner  as  to  distinguish  the  same  from  all 
other  things  before  known,  and  to  enable  any  person  skilled  in  the  art  or  science, 
of  which  it  is  a  branch,  or  with  which  it  is  most  nearly  connected,  to  make  and 
use  the  same,  this  would  not  be  sufficient  to  defeat  the  rights  of  the  plain tifis  to 
recover  in  this  action,  unless  the  jury  were  also  satisfied,  that  the  specification  and 
drawings  were  thus  materially  defective  and  obscure  by  design^  and  the  conceal- 
ment made  for  the  purpose  of  deceiving  the  public.    In  this  respect  our  law  dif- 
fered from  the  law  of  England,  that,  if  the  specification  and  drawings  were  thus 
materially  defective,  it  alEforded  a  presumption  of  a  designed  concealment,  which 
the  jury  were  to  judge  of.    That  in  deciding  as  to  the  materiality  of  the  deficien- 
cies in  the  specification  and  drawings,  it  was  not  sufficient  evidence  to  disprove 
the  materiality,  that,  by  studiously  examining  such  specification  and  drawings,  a 
man  of  extraordinary  genius  might  be  able  to  construct  the  machine,  by  inventing 
parts,  and  by  trying  experiments.     The  object  of  the  law  was,  to  prevent  the  ex- 
penditure of  time  and  money  in  trying  experiments,  and  to  obtain  such  exact 
directions,  that,  if  properly  followed,  a  man  of  reasonable  skill  in  the  particular 
branch  of  the  art  or  science  might  construct  the  machine,  and  if,  from  the  deficien- 
cies, it  was  impracticable  for  such  a  man  to  construct  it,  the  deficiencies  were  ma- 
terial.'   In  order  fully  to  understand  the  objection  to  this  direction,  it  is  necessary 
to  advert  to  the  third  section  of  the  act  of  1 793,  which  specifies  the  requisites  to 
be  complied  with*  in  procuring  a  patent,  and  the  sixth  section  of  the  same  act, 
which  states  certain  defences,  of  which  the  defendant  may  avail  himself  to  defeat 
the  action,  and  to  avoid  the  patent.    The  third  section,  among  other  things,  re- 
quires the  party,  applying  for  a  patent,  to  deliver  a  written  descrfjption  of  his  in- 
vention, and  of  the  manner  of  using,  or  process  of  compounding  the  same,  in  such 
full,  clear,  and  exact  terms,  as  to  distinguish^the  same  from  all  other  things  before 
known,  and  to  enable  any  person  skilled  in  t||e  art  or  science  of  which  it  is  a 
branch,  or  with  which  it  is  most  intimately  connected,  to  make,  compound,  and 
use  the  same;  and  in  the  case-of  any  machine, he  shall  fully  explain  the  pnnciple, 
and  the  several  modes  in  which  he  has  contemplated 'the  application  of  that  prin- 
ciple, or  character,  by  which  it  may  be  distinguished  from  other  inventions.    The 
sixth  section  provides,  among  other  things,  that  the  defendant  may  give  in  his  de- 
fence, that  the  specification  filed  by  the  plaintiff  do^s  not  contain  the  whole  truth 
relative  to  his  discovery,  or  that  it  contains  more  than  is  necessary  to  produce  the 
described  efiect,  which  concealment  or  addition  sJiallftdly  appear  to  have  been  made 
for  the  purpose  of  deceiving  the  public. 

**  It  is  very  clear  that  the  sixth  section  does  not  enumerate  all  the  defences  of 
which  the  defendant  may  legally  avail  himself:  for  he  may  clearly  give  in  evi- 
dence, that  he  never  did  the  act  attributed  to  him,  that  the  patentee  is  an  alien 
not  entitled  under  the  act,  or  that  he  has  a  license  or  authority  from  the  patentee. 
It  is,  therefore,  argued,  that  if  the  specification  be  materially  defective,  or  ob- 
scurely or  so  loosely  worded,  that  a  skilful  workman  in  that  particular  art  could 
not  construct  the  msMzhine,  it  is  a  good  defence  against  the  action,  although  no  in- 
tentional deception  has  been  practised.  And  this  is  beyond  all  question  the  doc- 
trine of  the  common  law ;  and  it  is  founded  in  good  reason ;  for  the  monopoly  is 
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ent  void,  the  defect  or  concealment  must  appear  to  have  been 
made  for  tlie  purpose  of  deceiving  the  public ;  but  if  the  defendant 

granted  upon  the  express  condition,  that  the  party  shall  make  a  full  and  explicit 
disclosure,  so  as  to  enable  the  public,  at  the  expiration  of  his  patent,  to  make  and 
use  the  invention  or  improvement  in  as  ample  and  beneficial  a  manner  as  the  pat- 
entee himself.  If,  therefore,  it  be  so  obscure,  loose,  and  imperfect,  that  this  can- 
not be  done,  it  is  defrauding  the  public  of  all  the  consideration  upon  which  the 
monopoly  is  granted.  (Buller,  N.  P.  77 ;  Turner  v.  Winter,  1  T.  R.  602.)  And 
the  motion  of  the  party,  whether  innocent  or  otherwise,  becomes  immaterial,  be- 
cause the  public  mischief  remains  the  same. 

**  It  is  said,  that  the  law  is  the  samie  in  the  United  States,  notwithstanding  the 
wording  of  the  sixth  section,  for  there  is  a  great  distinction  between  a  conceal- 
ment of  material  parts,  and  a  defective  and  ambiguous  description  of  all  the  parts ;. 
and  that,  in  the  latter  case,  although  there  may  be  no  intentional  concealment, 
yet  'the  patent  may  be  avoided  for  uncertainty  as  to  the  subject-matter  of  it 
There  .is  considerable  force  in  the  distinction  at  first  view ;  and  yet,  upon  more 
close  examination,  it  will  be  difficult  to  support  it.  What  is  a  defective  descrip- 
tion, but  a  concealment  of  some  parts,  necessary  to  be  known  in  order  to  present 
a  eomplete  view  of  the  mechanism?  In  the  present  case  the  material  defects 
were  stated,  among  other  things,  to  consist  in  a  want  of  a  specific  description  of 
the  dimensions  of  the  component  parts,  and  of  the  shapes  and  position  of  the  vari- 
ous knobs.  Were  these  a  concealment  of  material  parts,  or  a  defective  and  am- 
biguous disclosure  of  them  ?  Could  the  legislature  have  intended  to  pronounce, 
that  the  concealment  of  a  material  spring  should  not,  unless  made  with  design  to 
deceive  the  public,  avoid  the  patent,  and  yet  that  an  obscure  description  of  the 
same  spring  should  at  all  events  avoid  it  ?  It  would  be  somewhat  hazardous  to 
attempt  to  sustain  such  a  proposition. 

**  It  was  probably  with  a  view  to  guard  the  public  against  the  injury  arising  from 
defective  specifications,  that  the  statute  requires  the  letters-patent  to  be  examined 
by  the  attorney-general,  and  certified  to  be  in  conformity  to  the  law,  before  the 
great  seal  is  affixed  to  them.  In  point  of  practice  this  must  unavoidably  be  a  very 
insufficient  security,  and  the  policy  of  the  provision,  that  has  changed  the  -common 
law,  may  be  very  doubtfuL  This,  however,  is  a  consideration  proper  before  an- 
other tribunal.  AVe  must  administer  the  law  as  we  find  it  And,  without  going 
at  large  into  this  point,  we  think  that  the  manifest  intention  of  the  legislature  was, 
not  to  allow  any  defect  or  concealment  in  a  specification  to  avoid  the  patent,  unless 
it  arose  from  an  intention  to  deceive  the  public.  There  is  no  ground,  therefore, 
on  which  we  can  support  this  objection."    1  Gallis.  4831 

"  An  objection  of  a  more  general  cast  (and  which  might  more  properly  have 
been  considered  at  the  outset  of  the  cause,  as  it  b  levelled  at  the  sufficiency  of  the 
patent  itself),  is,  that  the  specification  is  expressed  in  such  obscure  and  inaccurate 
terms,  that  it  does  not  either  definitely  state  in  what  the  invention  consists,  or  de- 
scribe the  mode  of  constructing  the  machine  so  as  to  enable  skilful  persons  to  make 
one.  I  accede  at  once  to  the  doctrine  of  the  authority,  which  has  been  cited 
(McFarlane  v.  Price,  1  Starkie's  R.  192),  that  the  patentee  is  bound  to  describe, 
in  full  and  exact  terms,  in  what  his  invention  consists ;  and,  if  it  be  an  improve- 
ment only  upon  an  existing  machine,  he  should  distingubh  what  is  new  and  what 
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merely  seeks  to  defend  himself,  lie  may  do  so  by  showing  that  the 
patei^tee  has  failed  in  any  of  the  prerequisites  on' which  the  au- 

is  old  in  his  specification,  so  that  it  may  clearly  appear  for  what  the  patent  is 
granted.  The  reason  of  this  principle  of  law  will  be  manifest  on  the  slightest  ex- 
amination. A  patent  is  grantable  only  for  a  new  and  useful  invention ;  and  unlea 
it  bo  distinctly  stated  in  what  that  inyention  specifically  consists,  it  is  impossible 
to  say  whether  it  ought  to  be  patented  or  not ;  and  it  is  equally  difficult  to  know 
whether  the  public  infringe  upon  or  violate  the  exclusive  right  secured  by  the 
patent  The  patentee  is  clearly  not  entitled  to  include  in  his  patent  the  exclu- 
sive use  of  any  machinery  already  known ;  and  if  he  does,  his  patent  will  be 
broader  than  his  invention,  and  consequently  void.  If,  therefore,  the  description 
in  the  patent  mixes  up  the  old  and  the  new,  and  does  not  distinctly  ascertain  for 
which,  in  particular,  the  patent  is  claimed,  it  must  be  void ;  since,  if  it  covers  the 
whole,  it  covers  too  much,  and  if  not  intended  to  cover  the  whole,  it  is  impossible 
for  the  court  to  say  what,  in  particular,  is  covered  as  the  new  invention.  The 
language  of  the  Patent  Act  itself  is  decisive  on  this  point.  It  requires  (§  3)  that 
the  inventor  shall  deliver  a  written  description  of  lus  invention,  *  in  such  full, 
clear,  and  exact  terms,  as  to  distinguish  the  same  from  all  other  things  before 
known ;  and  in  the  case  of  any  machine,  he  shall  fully  explain  the  principle,  ^nd 
the  several  modes,  in  which  he  has  contemplated  the  application  of  that  principle 
or  character,  by  which  it  may  be  distinguished  from  other  inventions.' 

"  It  is,  however,  sufiicient,  if  what  is  claimed  as  new  appear  with  reasonable  cer- 
tainty on  the  face  of  the  patent,  either  expressly  or  by  necessary  implication.  But 
it  ought  to  appear  with  reasonable  certainty,  for  it  is  not  to  be  left  to  minute  ref- 
erences and  conjectures  from  what  was  previously  known  or  unknown ;  since  the 
question  is  not,  what  was  before  known,  but  what  the  patentee  claims  as  new; 
and  he  may,  in  fact,  claim  as  new  and  patentable  what  has  been  long  used  by  the 
public.  Whether  the  invention  itself  be  thus  specifically  described  with  reason- 
able cert^nty,  is  a  question  of  law  upon  the  construction  of  the  terms  of  the  pat- 
ent, of  which  the  specification  is  a  part ;  and  on  examining  this  patent  I  at  pres- 
ent incline  to  the  opinion,  that  it  is  sufficiently  described  in  what  the  patented  in- 
vention consists. 

"  A  question  nearly  allied  to  the  foregoing,  is,  whether  (suppoang  the  invention 
itself  be  truly  and  definitely  described  in  the  patent)  the  specification  is  in  such 
full,  clear,  and  exact  terms,  as  not  only  to  distinguish  the  same  from  all  things  be- 
fore known,  but  *  to  enable  any  person  skilled  in  the  art  or  science,  of  which  it  is 
a  branch,  or  with  which  it  is  most  nearly  connected,  to  make,  compound,  and  use 
the  same.'  This  is  another  requisite  of  the  statute  (§  3),  and  it  is  founded  upon 
the  best  reasons.  The  law  confers  an  exclusive  patent  right  on  the  inventor  of 
anything  new  and  useful,  as  an  encouragement  and  reward  for  his  ingenuity,  and 
for  the  expense  and  labor  attending  the  invention.  But  this  monopoly  is  granted 
for  a  limited  term  only,  at  the  expiration  of  which  the  invention  becomes  the 
property  of  the  public.  Unless,  therefore,  such  a  specification  was  made  as  would, 
at  all  events,  enable  other  persons  of  competent  skill  to  construct  similar  ma- 
chines, the  advantage  to  the  public,  which  the  act  contemplates,  would  be  entire- 
ly lost,  and  its  principal  object  would  be  defeated.  It  is  not  necessary,  however, 
that  the  specification  should  contain  an  explanation  levelwith  the  capacities  of 
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thority  to  issue  a  patent  depends. .  This  decision  made  the  evi- 
dence of  fraudulent  intent  requisite  only  in  the  particular  case  and 
for  the  particular  purpose  of  having  the  patent  declared  void.^ 

ejerj  person  (which  would,  perhaps,  be  impossible)  ;  but,  in  the  language  of  the 
act,  it  should  be  expressed  in  such  full,  clear,  and  exact  terms,  that  a  person 
skilled  in  the  art  or  science  of  which  it  is  a  branch,  would  be  enabled  to  construct 
the  patented  invention.  By  the  common  law,  if  anything  material  to  the  Con- 
struction of  the  thing  invented  be  omitted  or  concealed  in  the  specification,  or 
more  be  inserted  or  added  thsok  is  necessary  to  produce  the  required  effect,  the 
patent  is  void.  This  doctrine  of  the  common  law  our  Patent  Act  has  (whether 
viselj,  admits  of  very  serious  doubts)  materially  altered ;  for  it  does  not  avoid  the 
patent  in  such  case,  unless  the  *  concealment  or  addition  shall  fully  appear  to  have 
been  made  for  the  purpose  of  deceiving  the  public'  (§  6.)  Tet,  certainly,  the 
public  may  be  as  seriously  injured  by  a  materially  defective  specification  result- 
ing from  mere  accident,  as  if  it  resulted  from  a  fi'audulent  design.  Our  law, 
however,  is  as  I  have  stated ;  and  the  question  here  is,  and  it  is  a  question  of  fact, 
whether  the  specification  be  so  clear  and  full,  that  a  pump-maker  of  ordinary  skill 
could,  from  the  terms  of  the  specification,  be  able  to  construct  one  upon  the  plan 
of  Mr.  Perkins."    1  Mass.  187. 

'  Grant  o.  Raymond,  6  Peters,  218,  246.  Mr.  C.  J.  Marshall,  delivering  the 
judgment  of  the  court  in  this  case,  said :  "  Courts  did  not,  at  first,  perhaps,  distin- 
guish clearly  between  a  defence  which  would  authorize  a  verdict  and  judgment  in 
favor  of  the  defendant  in  the  particular  action,  leaving  the  plaintiff  free  to  use  his 
patent,  and  to  bring  other  suits  for  its  infringement ;  and  one  which,  if  successful, 
would  require  the  court  to  enter  a  judgment  not  only  for  the  defendant  in  the 
particular  case,  but  one  which  declares  the  patent  to  be  void.  This  distinction  is 
DOW  well  settled. 

"  If  the  party  is  content  with  defending  himself,  he  may  either  plead  specially, 
or  plead  the  general  issue,  and  give  the  notice  required  by  the  sixth  section  of  any 
special  matter  he  means  to  use  at  the  trial.  If  he  shows  that  the  patentee  has 
^ed  in  any  of  those  prerequisites  on  which  the  authority  to  use  the  patent  is 
made  to  depend,  his  defence  is  complete.  He  is  entitled  to  the' verdict  of  the  jury 
and  the  judgment  of  the  court.  But  if,  not  content  with  defending  himself,  he 
seeks  to  annul  the  patent,  he  must  proceed  in  precise  conformity  to  the  sixth  sec- 
tion. If  he  depends  on  evidence  *  tending  to  prove  that  the  specification  filed  by 
the  plaintiff  does  not  contain  the  whole  truth  relative  to  his  discovery,  or  that  it 
contains  more  than  is  necessary  to  produce  the  described  effect,'  it  may  avail  him 
so  &r  as  respects  himself,  but  will  not  justify  a  judgment  declaring  the  patent  void, 
unless  such'  concealment  or  addition  shall  fuUy  appear  to  have  been  made  for  the 
purpose  of  deceiving  the  public ' ;  which  purpose  must  be  found  by  the  jury  to 
justify  a  judgment  of  vacatur  by  the  court  The  defendant  is  permitted  to  pro- 
ceed according  to  the  sjxth  section,  but  is  not  prohibited  from  proceeding  in  the 
usual  manner,  so  far  as  respects  his  defence ;  except  that  special  matter  may  not 
be  given  in  evidence  on  the  general  issue  unaccompanied  by  the  notice  which  the 
sixth  section  requires.  The  sixth  section  is  not  understood  to  control  the  third. 
The  evidence  of  fraudulent  intent  is  required  only  in  the  particular  case,  and  for 
the  particular  purpose  stated  in  the  sixth  section. 
PAT.  25 
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§  368.  Now  the  statute  of  1836  omits  the  provision  that  the 
patent  shall  be  declared  void,  ^hen  judgment  is  rendered  for  the 

"  This  instruction  was  material  if  the  verdict  ought  to  have  been  for  the  defend- 
ants, provided  the  allegations  of  the  plea  were  sustained,  and  if  such  verdict 
would  have  supported  a  judgment  in  their  favor,  although  the  defect  in  the  speci- 
fication might  not  have  arisen  from  design,  and  for  the  purpose  of  deceiving  the 
public.  That  such  is  the  law  we  are  entirely  satisfied.  The  third  section  re- 
quires, as  preliminary  to  a  patent,  a  correct  specification  and  description  of  the 
thing  discovered.  This  is  necessary  in  order  to  give  the  public,  after  the  privi- 
lege shall  expire,  the  advantage  for  which  the  privilege  is  allowed,  and  is  the 
foundation  of  the  power  to  issue  the  patent.  The  necessary  consequence  of  the 
ministerial  character  in  which  the  secretary  acts,  is  that  the  performance  of  the 
prerequisites  to  a  patent  must  be  examinable  in  any  suit  brought  upon  it  If  the 
case  was  of  the  first  impression  we  should  come  to  this  conclusion ;  but  it  is  under- 
stood to  be  settled. 

"  The  act  of  parliament  concerning  monopolies  contains  an  exception  on  which 
the  grants  of  patents  for  inventions  have  issued  in  that  countr)'.  The  construc- 
tion of  so  much  of  that  exception  as  connects  the  specification  with  the  patent, 
and  makes  the  validity  of  the  latter  dependent  on  the  correctness  of  the  former, 
is  applicable,  we  think,  to  proceedings  under  the  third  section  of  the  American 
act.  The  English  books  are  full  of  cases  in  which  it  has  been  held  that  a  defec- 
tive specification  is  a  good  bar  when  pleaded  to,  or  a  sufficient  defence  when  given 
in  evidence  on  the  general  issue,  on  an  action  brought  for  the  infringement  of  a 
patent  right  They  are  very  well  summed  up  in  Godson's  Law  of  Patents,  title 
Specification ;  and  also  in  the  chapter  respecting  the  infringement  of  patents,  also 
in  Holroyd  on  Patents,  where  he  treats  of  the  specification,  its  form  and  requisites. 
It  is  deemed  unnecessary  to  go  through  the  cases,  because  there  is  no  contrariety 
in  them,  and  because  the  question  is  su{^)08ed  to  be  substantially  settled  in  this 
country.  Pennock  &  Sellers  v.  Dialogue,  1  Peters,  1,  was  not,  it  is  true,  a  case  of 
defect  in  the  specification  or  description  required  by  the  third  section,  but  one  in 
which  the  applicant  did  not  bring  himself  within  the  provision  of  the  first  section, 
which  requires  that  before  a  patent  shall  issue,  the  petitioner  shall  allege  that  he 
has  invented  a. new  and  useful  art,  machine,  &c., '  not  known  or  used  before  the  ap- 
plication* This  prerequisite  of  the  first  section,  so  far  as  a  failure  in  it  may  afiect 
the  validity  of  the  patent,  b  not  distinguishable  from  a  failure  of  the  prerequisites 
of  the  third  section. 

"  On  the  trial,  evidence  was  given  to  show  that  the  patentee  had  permitted  his 
invention  to  be  used  before  he  took  out  his  patent.  The  court  declared  its  opin- 
ion to  the  jury,  that,  if  an  inventor  makes  his  discovery  public,  he  abandons  the 
inchoate  right  to  the  exclusive  use  of  the  invention.  *  It  is  pos^ble,'  added  the 
court,  *  that  the  inventor  may  not  have  intended  to  give  the  benefit  of  his  discov- 
ery to  the  public'  But  it  is  not  a  question  of  intention,  but  of  legal  inference, 
resulting  from  the  conduct  of  the  inventor,  and  affecting  the  interests  of  the  pub- 
lic. It  is  for  the  jury  to  say  whether  the  evidence  brings  this  case  within  the 
principle  which  has  been  stated.  If  it  does,  the  court  is  of  opinion  that  the  plain- 
tiff is  not  entitled  to  a  verdict' 

**  The  jury  founded  verdict  for  the  defendants,  an  exception  was  taken  to  the 
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defendant,  and  it  leaves  the  ground  of  a  concealment  or  addition 
in  the  specification,  with  intent  to  deceive  the  public,  simply  a  de- 
fence to  the  action,  of  a  special  nature.  There  can  be  no  douht, 
therefore,  that  when  the  defendant  proposes  to  show  that  the  spe- 
cification contains  more  or  less  than  a  true  description  of  the  inven- 
tion, and  that  the  concealment  or  addition  was  made  for  the  pur- 
pose of  deceiving  the  public,  his  plea  must  either  be  special,  setting 
forth  the  defects  and  charging  the  intent,  or  it  must  be  the  general 
issue,  accompanied  by  notice  of  the  defects  in  the  specification  in- 
tended to  be  relied  on.  But  I  do  not  conceive  that  the  statute 
means  to  say  that  no  concealment  or  defect  in  a  specification  shall 
be  available  as  a  defence  to  the  action,  under  the  general  issue, 
unless  it  was  made  with  intent  to  deceive  the  public.  The  statute 
may  be  construed  as  if  it  read  thus  :  "  Whenever  the  defendant 
seeks  to  show  that  the  specification  does  not  contain  the  whole 
truth  relative  to  the  invention  or  discovery,  or  that  it  contains 
more  than  is  necessary  to  produce  the  described  effect,  and  that 
such  concealment  or  addition  was  made  for  the  purpose  of  deceiv- 
ing the  public,  he  may  plead  the  general  issue,  and  give  such  spe- 
cial matter  in  evidence,  provided  he  shall  have  given  notice,"  &c. 
On  the  other  hand,  if  the  defendant  relies  on  a  failure  in  the  spe- 
cification in  respect  of  any  of  the  prerequisites  for  issuing  a  patent, 
he  may  show  such  failure  under  a  plea  of  the  general  issue,  with- 
out any  notice. 

§  369.  The  next  special  defence  mentioned  in  the  statute  is,  in 
substance,  that  the  subject-matter  is  not  new  ;  that  is,  ^'  that  the 
patentee  was  not  the  original  and  first  inventor  or  discoverer  of 
the  thing  patented,  or  of  a  substantial  and  material  part  thereof, 
claimed  as  new ;  or  that  it  had  been  described  in  some  public 
work,  anterior  to  the  supposed  discovery  thereof  by  the  pat- 
entee." 1 

opinion,  and  the  judgment  was  affirmed  by  this  court  This  case  affirms  the 
principle  that  a  failure  on  the  part  of  the  patentee,  in  those  prerequisites  of  the  act 
which  authorize  a  patent,  is  a  bar  to  a  recovery  in  an  action  for  its  infringement ; 
and  that  the  validity  of  this  defence  does  not  depend  on  the  intention  of  the  in- 
ventor, but  is  a  legal  inference  upon  his  conduct." 

^  When  this  defence  is  relied  upon,  it  will  be  incumbent  on  the  defendant  to 
show  that  the  invention  had  been  known,  used,  or  described  in  a  public  work, 
anteriar  to  the  supposed  discovery  of  the  patentee.  The  plaintiff's  right  in  his  in- 
vention, therefore,  relates  back  to  the  original  discovery,  which  may  be  proved 
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§  870.  We  have  seen,  in  a  former,  chapter  of  this  work,  when 
a  party  is  or  is  not  the  original  and  first  inventor  of  a  patented 
subject ;  and  also  that  a  failure,  in  point  of  novelty,  of  any  sub- 
stantial and  material  part  of  the  alleged  invention,  renders  the 
patent  pro  tanto.  In  order  to  ensure  the  plaintiff  against  surprise, 
whenever  this  defence  is  to  be  resorted  to,  the  same  section  of  the 
statute  requires  that  the  defendant  '^  shall  state  in  his  notice  of 
special  matter,  the  names  and  places  of  residence  of  those  whom 
he  intends  to  prove  to  have  possessed  a  prior  knowledge  of  the 
thing,  and  where  the  same  had  been  used."  This  provision  must 
be  strictly  complied  with.^  The  statute  does  not,  however,  re- 
quire notice  of  the  time  when  such  persons  possessed  the  alleged 
knowledge  and  use  of  the  invention.^ 

§  371.  It  is  also  fairly  to  be  inferred,  from  the  requisition,  that 
notice  shall  be  given  of  ^^any  special  matter"  intended  to  be 
offered  in  evidence  "  tending  to  prove  "  the  particular  defence  re- 
lied upon,  that  the  notice  must  describe  whether  the  whole,  or  a 
part,  and  what  part  of  the  invention  is  to  be  charged  with  want  of 
novelty,  and  in  what  public  work  or  works  the  whole,  or  a  part, 
or  what  part  had  been  described  before  the  supposed  discovery  by 
the  patentee.  There  is  no  limitation  of  time  within  which  this 
defence  must  be  set  up.^ 

§  372.  The  stringent  effect  of  this  defence  has  been  materially 
modified,  however,  by  two  other  provisions.     The  first  is  contained 

by  parol,  and  is  not  necessarily  presumed  to  have  been  made  on  the  day  when 
the  patent  issued ;  idthough  tiie  infringement  must  have  taken  place  after  the  date 
of  the  patent.  Dixon  v.  Moyer,  4  Wash.  68,  72.  The  conversations  and  declara- 
tions of  a  patentee,  merely  affirming  that  at  some  former  period  he  had  invented  a 
machine,  may  well  be  objected  to.  But  hb  conversations  and  declarations,  stating 
that  he  had  made  an  invention,  and  describing  its  details,  and  explaining  its  op- 
erations, are  properly  deemed  an  assertion  of  his  right,  at  that  time,  as  an  inventor, 
to  the  extent  of  the  facts  and  details  which  he  then  makes  known,  although  not  of 
their  existence  at  an  anterior  time.  Such  declarations,  coupled  with  a  descrip- 
tion of  the  nature  and  objects  of  the  invention,  are  to  be  deemed  part  of  the  res 
gesiCR,  and  they  are  legitimate  evidence  that  the  invention  was  then  known  and 
claimed  by  him ;  and  thus  its  origin  may  be  fixed,  at  least,  as  early  as  that  period. 
The  Philadelphia  and  Trenton  Railroad  Co.  v.  Stimpson,  14  Peters,  448. 
1  Ibid. 

*  Phillips  v.  Page,  24  How.  164. 

*  Evans  v.  Eaton,  Peters,  C.  C.  R.  822,  848. 
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in  the  two  provisions  which  are  found  at  the  end  of  the  same 
fifteenth  section  of  the  act  of  1836  :  "  provided  that*,  whenever  it 
shall  satisfactorily  appear  that  the  patentee,  at  tlie  time  of  making 
his  application  for  the  patent,  believed  himself  to  be  the  first 
inventor  or  discoverer  of  the  thing  patented,  the.  same  shall  not  be 
held  to  be  void,  on  account  of  the  invention  or  discovery,  or  any 
part  thereof  having  •  been  before  known  or  used  in  any  foreign 
country,  it  not  appearing  that  the  same  or  any  substantial  part 
thereof  had  before  been  patented  or  described  in  any  printed 
publication ;  and,  provided  alsoy  that  whenever  the  plaintiff  shall 
fail  to  sustain  his  action,  on  the  ground  that  in  his  specification  of 
claim  is  embraced  more  than  that  of  which  he  was  the  first 
inventor,  if  it  shall  appear  that  the  defendant  had  used  or  violated 
any  part  of  the  invention  justly  and  truly  specified,  and  claimed  as 
new,  it  shall  be  in  the  power  of  the  court  to  adjudge  and  award,  as 
to  costs,  as  may  appear  to  be  just  and  equitable." 

In  a  recent  case,  Forbush  v.  Cook,^  the  defendants  were  allowed 
to  introduce  evidence  tending  to  show  that  the  plaintiff  had  had 
direct  knowledge  of  two  foreign  machines,  one  of  which  had  been 
patented  and  described  in  a  printed  publication,  but  the  other  not, 
previous  to  his  obtaining  his  own  patent.  Per  contra,  in  Beard  v. 
Egerton,^  a  plea  that  the  invention  was  communicated  to  the 
patentee  by  a  foreigner  was  held  bad  on  demurrer,  inasmuch  as 
such  an  allegation  was  no  denial  of  the  plaintiff's  right  as  true  and 
first  inventor  within  the  realm,  under  the  statute  21  Jac.  1,  ch.  3. 
Also  the  plea  that  the  real  inventor  had  assigned  his  whole  interest 
to  the  King  of  France,  who  had  dedicated  the  same  to  the  French 
public.  The  English  patentee  in  this  case  was  really  nothing 
more  than  the  agent  and  trustee*  of  the  inventor.^ 

§  373.  The  other  provision  is  contained  in  the  act  of  March  3, 
1837,  §  7,  9,  in  relation  to  a  disclaimer.  The  seventh  section 
enacts  as  follows :  ^^  That,  whenever  any  patentee  shall  have, 
through  inadvertence,  accident,  or  mistake,  made  his  specification 
of  claim  too  broad,  claiming  more  than  that  of  which  he  was  the 
original  or  first  inventor,  some  material  and  substantial  part  of 

^  20  Mon.  Law  Rep.  664. 
«  S  Mann.  Gr.  &  Scott,  97. 

*  For  a  discussion  of  the  specification  itself,  see  s.  c,  8  Mann.  6r.  &  Scott,  165  ; 
and  2  Carr.  &  Kirwan,  667. 
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the  thing  patented  being  truly  and  justly  his  own,  'any  euch 
patentee,  his  administrators,  executors,  and  assigns,  whether  of 
the  whole  or  of  a  sectional  interest  therein,  may  make  disclaimer 
of  such  parts  of  the  thing  patented  as  the  disclaimer  shall  not 
claim  to  hold  by  virtue  of  the  patent  or  assignment,  stating  therein 
the  extent  of  his  interest  in  such  patent ;  which  disclaimer  shall 
be  in  writing,  attested  by  one  or  more  witnesses,  and  recorded  in 
the  Patent  Office,  on  payment,  by  the  person  disclaiming  in  manner 
as  other  patent  duties  are  required  by  law  to  be  paid,  of  the  sum 
of  ten  dollars.  And  such  disclaimer  shall  thereafter  be  taken  and 
considered  as  part  of  the  original  specification,  to  the  extent  of  the 
interest  which  shall  be  possessed  in  the  patent  or  right  secured 
thereby,  by  the  disclaimant,  and  by  those  claiming  by  or  under 
him  subsequent  to  the  record  thereof.  But  no  such  disclaimer 
shall  affect  any  action  pending  at  the  time  of  its  being  filed,  except 
so  far  as  may  relate  to  the  question  of  unreasonable  neglect  or 
delay  in  filing  the  same." 

§  374.  The  ninth  section  is  as  follows  :  ^^  Be  it  further  enacted, 
anything  in  the  fifteenth  section  of  the  act  to  which  this  is  additional 
to  the  contrary,  notwithstanding,  that,  whenever  by  mistake,  ac- 
cident, or  inadvertence,  and  without  any  wilful  default,  or  intent 
to  defraud  or  mislead  the  public,  any  patentee  shall  have  in  his 
specification  claimed  to  be  the  original  and  first  inventor  or 
discoverer  of  any  material  or  substantial  part  of  the  thing  patented, 
of  which  he  was  not  the  first  and  original  inventor,  and  shall  have 
no  legal  or  just  right  to  claim  the  same,  in  every  such  case  the 
patent  sliall  be  deemed  good  and  valid  for  so  much  of  the  inven- 
tion and  discovery  as  shall  be  truly  and  bond  fide  his  own: 
Provided^  it  shall  be  a  material  and  substantial  part  of  the  thing 
patented,  and  be  definitely  distinguishable  from  the  other  parts  so 
claimed  without  right  as  aforesaid.  And  every  such  patentee,  his 
executors,  administrators,  and  assigns,  whether  of  the  whole  or  a 
sectional  interest  therein,  shall  be  entitled  to  maintain  a  suit  at 
law  or  in  equity  on  such  patent  for  any  infringement  of  such  part 
of  the  invention  or  discovery  as  shall  be  bond  fide  his  own,  as 
aforesaid,  notwithstanding  t)^e  specification  may  embrace  more  than 
he  shall  have  any  legal  right  to  claim.  But,  in  every  such  case  in 
which  a  judgment  or  verdict  shall  be  rendered  for  the  plaintiff,  he 
shall  not  be  entitled  to  recover  costs  against  the  defendant,  unless 
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he  shall  have  entered  at  the  Patent  OflBce,  prior  to  the  commence- 
ment of  the  suit,  a  disclaimer  of  all  that  part  of  the  thing  patented 
which  was  so  claimed  without  right ;  Provided^  however^  that  no 
person  bringing  any  such  suit  shall  be  entitled  to  the  benefit  of  the 
provisions  contained  in  this  section,  who  shall  have  unreasonably 
neglected  or  delayed  to  enter  at  the  Patent  Office  a  disclaimer  as 
aforesaid."  ^ 

§  375.  The  result  of  these  various  enactments  is,  that  for  so 
much  of  the  invention  as  has  been  described  in  some  public  work 
anterior  to  tlie  supposed  discovery  by  the  patentee,  whether  the 
description  was  known  to  him  in  point  of  fact  or  not,  —  if  it  be  a 
substantial  and  material  part  of  the  thing  invented,  and  be  claimed 
as  new,  —  and  for  so  much  as  had  been  previously  patented,  the 
patent  is  inoperative.  But  the  mere  previous  knowledge  or  use  of 
the  thing  in  a  foreign  country  will  not  defeat  a  patent  here,  issued 
to  an  original  inventor,  provided  it  had  not  been  previously  patent- 
ed or  described  in  a  printed  publication.  . 

ft 

§  376.  It  will  be  observed  that  the  same  statute  uses  different 
phraseology  in  describing  the  kind  of  publication  which  is  to  have 
this  effect.  In  the  body  of  the  fifteenth  section  of  the  act  of  1836, 
it  is  declared  to  be  a  description  in  "  some  public  work  "  ;  and  in 
the  proviso  of  the  same  section  it  is  declared  to  be  ^^  any  printed 
publication."  This  renders  it  somewhat  doubtful,  as  to  what  kind 
of  publication  is  intended.  The  phrase  "  some  public  work " 
would  seem  to  point  to  a  class  of  regular,  established  publications, 
or  to  some  book,  publicly  printed  and  circulated,  so  as  to  be  open 
to  the  public  ;  while  the  phrase  "  any  printed  publication,"  is  broad 
enough  to  include  any  description  printed  in  any  form  and  pub- 

*  In  Reed  r.  Cutter,  1  Story,  590,  600,  Mr.  Justice  Story  said :  "  In  respect  to 
another  point,  stated  at  the  argument,  I  am  of  opinion  that  a  disclaimer,  to  be 
effectual  for  all  intents  and  purposes,  under  the  act  of  1837,  ch.  45  (§  7  and  9), 
must  be  filed  in  the  Patent  Office  before  the  suit  is  brought.  If  filed  during  the 
pendency  of  the  suit,  the  plaintiff  will  not  be  entitled  to  the  benefit  thereof  in  that 
suit.  But  if  filed  before  the  suit  is  brought,  the  plaintiff  will  be  entitled  to  recover 
costs  in  such  suit,  if  he  should  establish  at  the  trial  that  a  part  of  the  invention, 
not  disclaimed,  has  been  infringed  by  the  defendant.  Where  a  disclaimer  has 
been  filed,  either  before  or  after  the  suit  is  brought,  the  plaintiff  will  not  be  en- 
titled to  the  benefit  thereof  if  he  has  unreasonably  neglected  or  delayed  to  enter 
the  same  at  the  Patent  Office.  But  such  an  unreasonable  neglect  or  delay  will 
constitute  a  good  defence  and  objection  to  the  suit" 
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lished  or  circulated  to  any  extent  and  in  any  manner.  Taking  the 
whole  section  together,  however,  and  looking  to  the  apparent 
policy  of  the  statute,  it  is  probable  that  the  intention  of  Congress 
was  to  make  it  a  conclusive  presumption  that  the  patentee  had 
seen  any  printed  description  of  the  thing,  which  had  been  so 
printed  and  published  as  to  be  accessible  to  the  public  ;  but  not  to 
adopt  that  presumption  in  cases  of  printed  descriptions  published 
and  circulated  in  such  a  manner  as  not  to  be  accessible  either  to 
the  public  or  to  him.  If  the  presumption  were  adopted  in  cases 
of  the  latter  class  of  publications,  an  original  and  meritorious 
inventor  might  be  defeated  of  his  patent,  by  showiiig  that  the 
thing  had,  in  a  foreign  country  been  privately  described  in  a 
printed  paper  published  to  a  single  individual ;  which  certainly 
would  not  be  a  description  in  a  "  public  work,**  although  it  would 
be  a  description  in  a  "  printed  publication."  When  it  is  considered 
that  the  statute  excepts  cases  even  where  the  thing  had  been  known 
or  used  abroad,  provided  it.had  not  been  patented  or  described  in 
any  printed  publication,  it  seems  reasonable  to  suppose  that  the 
publication  intended  is  one  to  which  the  public  could  have  access  ; 
and  this  construction  is  fortified  by  the  consideration  that  the 
defence  enacted  in  this  section,  to  which  the  proviso  establishes 
the  exception  is,  that  the  thing  had  been  described  in  '^  some  public 
work."  ^ 

If  this  be  so,  it  would  seem  to  be  a  question  for  the  jury,  under 
all  the  circumstances  under  which  the  publication  has  taken  place, 
to  determine  whether  the  description  was  so  printed  and  published 
as  to  be  accessible  to  the  public,  where  the  publication  took  place. 
If  it  was  so  accessible,  the  presumption  is  against  the  patentee, 
and  his  patent  will  be  defeated,  notwithstanding  he  may  not  have 
seen  it ;  because  the  description  was  already  in  the  possession  of 
the  public. 

^  The  statute  of  1799,  §  6,  used  only  the  phrase  "described  in  some  public 
work/'  and  did  not  contain  the  proviso  introduced  into  the  act  of  1836.  Marshall, 
C.  J.,  in  Evans  v,  Eaton,  8  Wheat  454,  514,  commenting  on  the  former  statute, 
said :  "  It  may  be  that  the  patentee  had  no  knowledge  of  this  previous  use  or  pre- 
vious description ;  still  his  patent  is  void ;  the  law  supposes  he  may  have  hnoum  U" 
It  is,  therefore,  by  adopting  a  presumption  of  knowledge,  that  the  law  declares  the 
patent  void.  But  there  could  be  no  reason  or  justice  in  adopting  such  a  presump- 
tion, in  cases  where  the  printed  description  had  not  come  into  the  possession  of 
the  public ;  and  it  is  manifest  that  the  former  statute  did  not  mean  to  adopt  it  in 
such  cases,  since  it  uses  only  the  phrase  "  public  work." 
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Upon  this  question  of  description  by  publication,  the  very  recent 
case  of  Lang  v.  Gisborne^  has  elicited  an  elaborate  ruling  of 
the  Master  of  the  Bolls.  It  appeared  from  the  evidence  that,  in 
a  book  published  at  Paris  in  1857,  a  plan  for  an  electric  target 
was  described  as  having  been  then  invented  by  a  M.  De  Brettes, 
which  plan  was  identical  with  that  of  the  plaintiff's  in  the  suit. 
It  also  appeared  that  a  M.  Ballidre,  bookseller  in  London,  had 
sold  one  copy  of  the  book  to  Dr.  Wheatstone,  another  to  the 
Cambridge  University  Library,  a  third  to  Dr.  Bichardson,  and  a 
fourth  to  some  unknown  party.  The  ruling,  though  made  in 
an  injunction  suit,  seems  equally  applicable  to  an  action  at  law. 
The  M.  B.  said  :  ^^  Before  I  finally  dispose  of  this  case,  I  propose 
to  read  through  the  afiidavits  ;  but  I  will  now  state  my  view  of  the 
law,  and  also  the  general  view  which  I  take  of  the  evidence.  In 
the  first  place,  I  will  state  the  law  of  the  case  as  I  take  it  to  be, 
and  as  I  should  have  instructed  a  jury,  had  I  the  jury  before  me. 
I  will  assume,  for  the  present,  that  De  Brettes's  plan^  described  by 
the  Yicomte  du  Moncel,  is,  in  fact,  identical  with  that  of  the 
plaintiff's.  That  plan  appears  to  have  been  published  in  a  book 
in  Paris  towards  the  end  of  December,  1857.  That  book  was  sent 
over  to  this  country,  and  four  copies  of  it  were  sold  here :  one  on 
31st  December,  1857,  to  Professor  Wheatstone ;  one  on  6th  May 
following  to  the  library  of  the  University  of  Cambridge ;  one  on  21st 
August,  1858,  to  Dr.  Bichardson  at  Newcastle ;  and  a  fourth  on  80th 
March,  1859,  to  some  one  whose  name  is  not  known.  All  these  sales 
were  made  previous  to  the  provisional  and  complete  specification  of 
the  plaintiff's  patent.  Now,  in  my  opinion,  there  are  two  modes  by 
which  an  invention  can  be  made  public :  the  one  is  by  a  publica- 
tion in  fact  or  by  user,  such  as  that  by  the  user  alone  the 
invention  becomes  a  part  of  the  general  stock  of  public  informa- 
tion ;  the  other  is  by  what  is  termed  a  publication  in  law.  Upon 
these  two  modes  of  publication  the  authorities  seem  to  establish 
this,  that  the  requisition  that  an  invention  shall  be  made  a  part  of 
the  general  stock  of  public  information,  applies  to  cases  where  some 
one  has  used  the  invention  either  for  the  purpose  of  experiments 
or  as  a  complete  and  perfect  invention.  In  such  cases  it  is  no 
doubt  very  difiicult  to  draw  the  line  between  the  user  of  the 
invention  as  a  mere  experiment,  and  user  of  the  invention  in  a 
complete  state ;  that  is,  in  such  a  state  as  that  the  inventor  thinks 

^  6  Law  TimeB,  n.  s.  771. 
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he  can  then  make  no  further  addition  to  it.  It  is,  however,  to 
that  class  of  cases  that,  in  my  opinion,  the  authorities  refer.  Now 
I  think  that  there  is  a  publication  in  law  of  an  invention  in  this 
country,  when  the  inventor  of  it  makes,  either. by  himself  or  his 
agent,  a  written  description  of  it,  puts  that  into  a  book,  and  sends 
that  to  a  bookseller  here,  to  be  published  by  him.  It  is  not 
necessary  to  prove,  further,  that  any  one  volume  of  the  book  has 
been  sold  ;  for,  according  to  the  view  which  I  have  stated,  the 
moment  that  the  book  is  exposed  in  the  publisher's  shop  for  the 
purpose  of  sale,  then  there  is  in  law  a  complete  publication  of  the 
invention.  I  wish  to  state  this  view  as  broadly  as  I  can,  because, 
if  this  case  should  go  further,  it  is  very  desirable  that  there  should 
be  no  mistake  as  to  my  opinion  of  what  the  law  is.  Well,  then, 
that  is  how  the  matter  would  stand,  assuming  the  inventor  to  be  an 
Englishman.  But,  assuming  him  to  be  a  Frenchman,  or  any  other 
foreigner,  would  the  case  be  different  ?  I  think  not.  I  think  that 
if  a  foreigner  writes  a  book  in  his  own  language,  describing  an 
invention  of  his,  and  hands  it  over  to  an  English  bookseller  for 
the  purpose  of  its  being  sold  here,  so  soon  as  the  book  arrives  here 
and  is  offered  for  sale  in  the  public  shop  of  the  bookseller,  then 
(assuming,  of  course,  that  the  description  of  the  invention  is 
accurate)  there  is  in  law  a  publication  of  the  invention.  To  come 
to  any  *other  conclusion  would,  in  my  opinion,  lead  to  -the  most 
inextricable  confusion.  For  instance,  it  would  obviously  be  most 
difficult,  if  not  impossible,  to  explain  who  or  how  many  persons 
had  actually  bought  the  book  ;  and  then  again,  the  buying  might 
be  nothing  if  they  had  not  read  it.  Who  could  say  to  how  many 
persons  the  purchaser  might  have  lent  it,  and  of  those  persons 
who  could  say  how  many  had  read  it  ?  In  the  present  case  it  is 
proved  by  the  evidence  that  one  of  our  large  public  libraries  (that 
of  the  University  of  Cambridge)  actually  bought  a  copy  of  the 
Vicomte  de  Moncel's  work.  It  may,  therefore,  well  be  that  a 
thousand  persons  may  have  read  it  and  considered  De  Brettes's 
invention  before  that  of  the  plaintiff's  was  made ;  but  how  can 
that  be  proved  ?  The  courts  would  be  involved  in  the  most 
inextricable  difficulties,  if  the  onus  of  proof  in  such  cases  was 
thrown  on  the  person  who  had  made  public  an  invention  so  far  as 
he  could  do  so,  to  show  that  the  public  had  appreciated  it  by 
purchasing  the  book  or  making  it  common  to  others  who  had  not 
actually  purchased  it.    I  am  of  opinion,  therefore,  that  there  was, 
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in  this  case,  a  complete  publication  in  law  in  this  country  of  De 
Brettes*s  plan,  as  contained  in  the  Vicomte  de  Moncel's  book,  in 
December,  1857,  when  it  was  offered  for  sale  here." 

A  similar  doctrine  has  been  put  forth  by  the  Common  Pleas, 
in  the  case  of  Stead  v.  Williams.^  At  the  jury  trial,  Creswell, 
J.  had  given  the  following  instructions  :  ^^  But  then  the  de- 
fendants do  not  bring  home  to  the  plaintiff  the  fact  of  his 
having  seen  any  of  these  publications,  and  it  is  for  you  to 
judge,  upon  the  whole  of  the  matter,  whether  you  think  that  he 
had  seen  those  publications  and  had  derived  his  information  from 
the  stock  of  knowledge  previously  given  to  the  public  of  this 
country,  or  whether  he  derived  it  from  some  person  residing 
abroad,  and  .therefore  having  a  source  of  information  which  is 
considered  as  equivalent  to  his  own  invention."  The  defendants 
tlien  moved  for  a  new  trial  on  the  ground  of  improper  instruction, 
Tindal,  C.  J.,  in  granting  the  motion,  said :  "  We  think,  if  the 
invention  has  already  been  made  public  in  England,  by  a  descrip- 
tion contained  in  a  work,  whether  written  or  printed,  which  has 
been  publicly  circulated,  in  such  case  the  patentee  is  not  the  first 
and  true  inventor,  within  the  meaning  of  the  statute,  whether  he 
has  himself  borrowed  his  invention  from  such  publication  or  not ; 
because  we  think  the  public  cannot  be  precluded  from  the  right  of 
using  such  information  as  they  were  already  possessed  of  at  the 
time  the  patent  was  granted.  It  is  obvious  that  the  application 
of  this  principle  must  depend  upon  the  particular  circumstances 
which  are  brought  to  bear  on  each  particular  case.  The  exist- 
ence of  a  single  copy  of  a  work,  though  printed,  brought  from  a 
depository  where  it  has  long  been  kept  in  a,  state  of  obscurity, 
would  afford  a  very  different  inference  from  the  production  of  an 
Encyclopaedia  or  other  work  in  general  circulation.  The  question 
will  be,  whether,  upon  the  whole  evidence,  there  has  been  such  a 
publication  as  to  make  the  description  a  part  of  the  public  stock  of 
information." 

§  377.  The  book  must  not  only  be  specified,  but  the  place  in 
the  book  in  which  the  alleged  description  is  to  be  found.  Thus, 
where  the  defendant  specified  in  his  notice  that  the  invention 
claimed  by  the  plaintiff  was  described  in  Ure's  Dictionary  of  Arts, 
Ac,  and  had  been  used  by  Andrew  Ure  of  London,  it  was  held 

^  2  Webcu  Pat  Cas.  137,  142. 
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not  tp  be  competent  to  the  defendant  to  give  the  dictionary  in 
evidence,  no  specification  having  been  given  of  the  place  in  the 
book  where  the  description  might  be  found  ;  and  also,  that  as  the 
notice  did  not  state  the  place  where  Andrew  Ure  had  used  the 
invention,  the  book  was  not  competent  evidence  that  Andrew  Ure 
of  London  had  a  prior  knowledge  of  the  thing  patented.^ 

^  Silsbj  v.  Foote,  14  How.  218 :  <<  The  notice  given  in  the  case  was  as  foUoirs : 
'  The  patentee  was  not  the  original  and  first  inventor  or  discoverer  of  a  substan- 
tial and  material  part  thereof,  claimed  as  new.  That  it  had  been  described  in  a 
public  work  called  "  Ure's  Dictionary  of  Arts,  Manufactures,  and  Mines,**  anterior 
to  the  supposed  invention  thereof  hj  the  patentee ;  and  also  had  been  in  public 
use  and  known  before  that  time  and  used  by  Andrew  Ure  of  London,  the  late  M. 
Bonnemair  of  Paris,  and  George  H.  McCleary  of  Seneca  Falls,  New  York.' 

'*  lire's  Dictionary  contains  upwards  of  thirteen  hundred  pages,  and  the  articles 
which  the  defendants  offered  to  read  were  entitled  Thermostad  and  Heat  Regu- 
lator. The  first  question  is,  whether  this  was  a  sufiicient  notice  of  the  special 
matter,  tending  to  prove  that  the  thing  patented  or  some  substantial  part  thereof, 
claimed  as  new,  had  been  described  in  a  patented  publication.  We  are  of  opinion 
it  was  not  The  act  does  not  attempt  to  prescribe  the  particulars  which  such  a 
notice  shall  contain.  It  simply  requires  notice.  But  the  least  efiect  which  can 
be  allowed  to  this  requirement  is,  that  the  notice  should  be  so  full  and  particular 
as  reasonably  to  answer  the  end  in  view.  This  end  was,  not  merely  to  put  the 
{Patentee  on  inquiry,  but  to  relieve  him  finom  the  necessity  of  making  useless  in- 
quiries and  researches,  and  enable  him  to  fix  with  precision  upon  what  is  relied 
on  by  the  defendants  and  to  prepare  himself  to  meet  it  at  the  triaL  This  highlj 
salutary  object  should  be  kept  in  view,  and  a  corresponding  disclosure  enacted 
from  the  defendant  of  all  those  particulars  which  he  must  be  presumed  to  know, 
and  which  he  may  be  safely  required  to  state,  without  exposing  him  to  any  risk  of 
losing  his  rights.  Less  than  this  would  not  be  reasonable  notice,  and  therefore 
would  not  be  such  a  notice  as  the  act  must  be  presumed  to  have  intended. 

*^  Now,  we  do  not  perceive  that  the  defendants  would  be  exposed  to  the  risk  of 
losing  any  right,  by  requiring  them  to  indicate  in  their  notice  what  particular 
things,  described  in  the  printed  publicatioh,  they  intended  to  aver  were  substan- 
tially the  same  as  the  thing  patented.  This  they  might  have  done  either  by  re- 
ference to  pages  or  tides,  and  perhaps  in  other  ways,  for  the  particular  manner 
in  which  the  things  referred  to  are  to  be  identified  must  depend  much  upon  the 
contents  of  the  volume  and  their  arrangement.  It  has  been  urged  that  a  defend- 
ant may  not  have  access  to  tiie  book  in  season  for  the  notice.  But  it  must  be  re- 
membered that,  some  considerable  time  before  it  is  necessary  to  give  such  notice, 
the  defendant  has  begun  to  use  the  thing  patented,  which  prima  facie  he  has  no 
right  to  use,  and  it  would  seem  to  be  no  injustice  or  hardship  to  expect  him,  be- 
fore he  begins  to  infringe,  to  ascertain  that  the  patentee's  title  is  not  valid,  and,  if 
its  invalidity  depends  upon  what  is  in  a  public  work,  that  he  should  inform  him- 
self what  that  work  contains,  and,  consequentiy,  how  to  refer  to  it  We  do  not 
think  it  necessary  so  to  construe  this  act,  designed  for  the  benefit  of  patentees,  as 
to  enable  the  defendant  to  do, — what  we  fear  is  too  often  done, — infringe  first, 
and  look  for  defence  afterwards. 


§  377,  378.]      BEMEDT  FOB  INFRINGEMENT  BY  ACTION  AT  LAW.  397 

§  378.  Whafc,  then,  constitutes  a  *.*  description  "  ?  No  judicial 
construction  has  yet  been  given  to  this  term.  It  can  scarcely  be 
supposed,  however,  that  a  mere  suggestion  of  the  possibility  of 
constructing  the  machine,  or  other  thing,  which  may  have  been 
subsequently  patented,  is  what  the  statute  intends.  The  reason 
why  the  statute  adopts  the  presumption  of  knowledge,  on  the  part 
of  the  subsequent  patentee,  is,  that  a  knowledge  of  the  thing  was 
already  in  tlie  possession  of  the  public.  It  makes  knowledge  and 
tlie  means  of  knowledge  on  the  part  of  the  public  the  same  thing  ; 
and,  acting  upon  this  principle,  it  holds  that  the  public  have 
acquired  nothing  from  the  specification  of  the  patentee  which  they 
did  not  possess  before,  and  that  the  patentee  has  invented  nothing 
which  he,  as  one  of  the  public,  could  not  have  derived  from  the 
means  of  knowledge  which  the  public  before  possessed.^  Hence  it 
is,  that  the  production  of  a  prior  description,  which  was  in  the 
possession  of  the  public,  negatives  the  title  of  the  patentee  as  thB 
first  inventor.  But  it  follows  necessarily,  from  this  view  of  the 
principle  on  which  the  law  proceeds,  that  the  description  must  be 
such  as  to  give  the  public  the  means  of  knowledge,  or,  in  other 
words,  must  of  itself  enable  the  public  to  practise  the  invention. 
It  is  not  necessary  that  the  invention  should  have  been  reduced  to 
practice  ;  but  unless  the  description  would  enable  the  public,  with- 

"NoT  does  a  notice  that,  somewhere  in  a  volomeof  thirteen  hundred  pages, 
there  is  something  which  tends  to  prove  that  the  thing  patented,  or  some  substan- 
tial and  material  part  thereof,  claimed  as  new,  had  been  described  therein,  relieve 
the  patentee  from  the  necessity  of  making  fruitless  researches,  to  enable  him  to 
&x  with  reasonable  certainty  on  what  he  must  encounter  at  the  triaL  Upon  this 
ground,  therefore,  the  exception  cannot  be  supported. 

^  But  it  is  further  urged,  that  the  book  ought  to  have  been  admitted  as  evidence 
that  Andrew  Ure  of  London  had  prior  knowledge  of  the  thing  patented.  This 
view  cannot  be  sustained.  For,  although  the  name  of  Andrew  Ure  of  London  is 
contained  in  the  notice  of  persons  who  are  alleged  to  have  had  this  prior  knowl- 
edge, yet  the  defendants  have  not  brought  themselves  within  the  act  of  Congress, 
because  the  notice  did  not  state  '  where  the  same  was  used '  by  Andrew  Ure. 
Besides,  inasmuch  as  the  same  section  of  the  statute  provides  that  a  prior  inven- 
tion in  a  foreign  country  shall  not  avoid  a  patent,  otherwise  valid,  unless  the 
foreign  invention  had  been  described  in  a  printed  publication,  the  defendants  are 
thrown  back  upon  that  clause  of  the  act  which  provides  for  that  defence  arising 
finom  a  printed  publication  which  has  already  been  considered.''    Per  Curtis,  J. 

Compare  Jones  v.  Berger,  5  Mann.  &  Grang.  208,  for  a  construction  of  the 
somewhat  similar  statutory  rule  contained  in  5  &  6  W.  lY.  ch.  88,  §  5. 

^  A  man  cannot  be  said  to  be  the  inventor  of  that  which  has  been  exposed  to 
public  view,  and  which  he  might  have  had  access  to  if  he  had  thought  fit  Lord 
Abinger,  C.  B.,  in  Carpenter  v.  Smith,  Webs.  Pat  Cas.  585. 
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out  further  invention,  to  put  the  thing  in  practice,  it  cannot  be 
said  that  a  knowledge  of  that  thing  is  in  the  possession  of  the 
public.  Accordingly,  it  has  been  laid  down  by  two  eminent 
writers  on  the  patent  law,  that  the  description  which  is  to  have 
the  effect  of  defeating  a  subsequent  patent,  ought  to  approach  the 
character,  and  in  some  degree  to  answer  the  purposes,  of  a  specifi- 
cation, by  serving  as  a  direction  for  making,  doing,  or  practising 
the  thing  which  is  the  subject  of  the  patent.^  But  mere  specula- 
tions or  suggestions  of  an  experimental  kind,  not  stated  in  such  a 
way  as  to  serve  for  a  practical  direction,  are  entirely  analogous  in 
their  character  to  abortive  and  unsuccessful  experiments  in  prac- 
tice. The  Marquis  of  Worcester's  Century  of  Inventions  contained 
many  hints  and  speculations,  on  which  subsequent  inventors  have 
acted  ;  but,  as  they  were  the  mere  speculation^of  an  ingenious 
man,  not  reduced  by  him  to  practice,  and  not  so  stated  that  the 
statement  would  answer  for  a  rule  of  working,  without  the  exer- 
cise of  invention  on  the  part  of  the  public,  they  have  not  been 
held  to  have  defeated  the  patents  to  which  they  gave  rise.^ 

§  378  a.  Where  the  defence  relied  upon  to  defeat  the  novelty  of 
the  plaintiff's  invention  is  the  specification  of  a  patent  granted  to 
some  third  party  prior  to  the  plaintiff's  obtaining  his  own  patent, 
the  question  arises,  whether  such  specification  must  be  so  full  and 
clear  as  to  sustain  the  patent  granted  therefor,  or  whether,  although 
incomplete  itself,  it  will  still  be  suflScient  to  show  a  want  of  novelty 
in  any  subsequent  patent,  if  it  contain  a  mere  hint  of  the  invention 
for  which  that  subsequent  patent  was  granted.    This  question  has 

^  Phillips  on  Patents,  p.  175.  Mr.  Webster  (Pat  Cas.  719,  note)  says:  "  But 
whatever  may  be  the  peculiar  circumstances  under  which  the  publication  takes 
place,  the  account  so  published,  to  be  of  any  effect  in  law  as  a  publication, 
must,  on  the  authority  of  the  principal  case,  be  an  account  of  a  complete  and  per- 
fect invention,  and  published  as  such.  If  the  invention  be  not  described  and 
published  as  a  complete,  perfected,  and  successful  invention,  but  be  published  as 
account  of  some  experiment,  or  by  way  of  suggestion  and  speculation,  as  some- 
thing which,  peradventure,  might  succeed,  it  b  not  such  an  account  as  will  vitiate 
subsequent  letters-patent  It  would  appear  to  be  a  test  not  wholly  inapplicable 
to  cases  of  this  nature,  to  inquire  whether  what  is  so  published  would  be  the  sub- 
ject of  letters-patent,  because,  inasmuch  as  that  which  rests  only  in  experiment, 
suggestion,  and  speculation,  cannot  be  the  subject  of  letters-patent,  it  would  be  un- 
reasonable that  what  could  not  be  the  subject  of  letters-patent,  suppoang  letters- 
patent  granted  in  riespect  thereof,  should  vitiate  letters-patent  properly  granted.** 

*  See  the  observations  of  Lord  Abinger,  C.  B.,  in  Carpenter  t;.  Smith,  Webe. 
Fat  Cas.  534. 


§  378,  378  a.]    bemedy  fob  infringement  by  action  at  law.      899 

been  ably  and  exbaustively  treated  in  several  leading  English 
cases,  and  the  House  of  Lords  has  decided  that  it  is  not  sufficient 
that  such  prior  specification  contain  a  mere  hint  of  the  process* 
contained  in  the  subsequent  one.^ 

Lord  Chancellor  Westbury,  in  moving  the  vote  of  the  House,  said : 
'*  My  lords,  I  pass  on  to  the  next  conclusion  which,  is  involved  in 
the  answer  of  the  learned  judges  to  your  lordships'  question,  and 
that  conclusion  is,  I  think,  also  of  great  importance  to  the  law  of 
patents,  because  it  results  from  an  opinion  that  an  antecedent 
specification  ought  not  to  be  held  to  be  an  anticipation  of  a  subse- 
quent discovery,  unless  you  have  ascertained  that  the  antecedent 
specification  discloses  a  practicable  mode  of  producing  the  result 
which  is  the  effect  of  the  subsequent  discovery.  My  lords,  here 
we  attain  at  leugth  to  a  certain,  undoubted,  and  useful  rule  ;  for 
the  law  laid  down  with  regard  to  the  interpretation  of  an  antece- 
dent specification  is  equally  applicable  to  the  construction  to  be 
put  upon  publications  or  treatises  previously  given  to  the  world, 
and  which  are  frequently  brought  forward  for  the  purpose  of 
showing  that  the  invention  has  been  anticipated.  The  efTect  of 
this  opinion  I  take  to  be  this,  —  if  your  lordships  shall  affirm  it, 
—  that  a  barren,  general  description,  probably  containing  some 
suggestive  information,  or  involving  somp  speculative  theory,  can- 
not be  considered  as  anticipating,  and  therefore  avoiding  for  want 
of  novelty,  a  subsequent  specification  or  invention,  which  involves 
a  practical  truth  productive  of  beneficial  eflfects,  unless  you  ascer- 
tain that  the  antecedent  publication  involves  the  same  amount  of 
practical  and  useful  information.  Now,  my  lords,  it  will  be  evi- 
dent, upon  a  comparison  of  the  two  specifications,  that  the  one 
was  a  mere  general  suggestion,  while  the  other  is  a  specific, 
definite,  practical  invention.  It  is  possible  that  a  suggestion,  such 
as  that  contained  in  the  one,  may  lead  to  the  discovery  contained 
in  (;he  other.  But  it  is  the  latter  alone  which  does  really  add  to 
the  amount  of  useful  knowledge  ;  it  is  the  latter  alone  which,  by 
its  practical  operation,  confers  a  benefit  upon  mankind,  within  the 
meaning  of  the  patent  law.  In  the  present  case  there  was  not 
only  no  evidence  that  what  was  contained  in  Dobb's  specification 
was  capable  of  practical  operation,  but  in  reality  that  conclusion 
was  negatived  by  the  verdict  of  the  jury.  Therefore,  my  lords, 
concurring,  as  I  entirely  do,  in  the  conclusions,  which  have  been 

^  Betts  V.  Menzies,  7  Law  Times,  N.  s.  110 ;  4  Best  v.  Smith,  Q.  B.  996. 
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arrived  at  by  the  judges  in  answer  to  the  second  question,  it 
results,  as  a  necessary  consequence,  that  the  decision  of  the  Court 
of  Queen's  Bench  and  of  the  Court  of  Exchequer  Chamber 
ought  to  be  reversed,  and  that  the  rule  nisi,  made  absolute 
by  the  Court  of  Queen's  Bench,  ought  to  be  discharged."  The 
House  of  Lords  voted,  as  here  moved,  reversing  thereby  the 
judgment  appealed  from,^  and  modifying  the  decision  rendered  in 
Bush  V.  Fox,^  and  sustaining  Hill  v.  Evans,^  where  the  Lord 
Chancellor  had  ruled  as  follows :  ^'  If  appeal  be  made  to  an 
antecedently  published  book  or  specification,  the  question  is, 
what  is  the  nature  and  extent  of  the  information  thus  acquired 
which  is  necessary  to  disprove  the  novelty  of  the  subsequent 
patent?  There  is  not,  I  think,  any  other  general  answer  that 
can  be  given  to  the  question  than  this,  that  the  information 
as  to  the  alleged  invention,  given  by  the  prior  publication,  must, 
for  the  purpose  of  practical  utility,  be  equal  to  that  given  by 
the  subsequent  patent.  The  invention  must  be  shown  to  have 
been  before  made  known.  Whatever,  therefore,  is  essential  to  the 
invention  must  be  read  out  of  the  prior  publication.  If  specific 
details  are  necessary  for  the  practical  working  and  real  utility 
of  the  alleged  invention,  they  must  be  found  substantially  in  the 
prior  publication.  Apparent  generality,  or  a  proposition  not  true 
to  its  full  extent,  will  not  prejudice  a  subsequent  statement  which 
is  limited,  accurate,  and  a  specific  rule  of  practical  application. 
The  reason  is  manifest,  because  much  further  invention,  and  there- 
fore much  further  discovery,  are  required  before  the  real  truth  can 
be  extricated  and  embodied  in  a  form  to  serve  the  uses  of  mankind. 
It  is  the  difierence  between  the  ore,  and  the  refined  and  pure  metal 
which  is  extracted  from  it.  Again,  it  is  not  in  my  opinion  true  in 
these  cases  to  say  that  knowledge  and  the  means  of  obtaining 
knowledge  are  the  same.  There  is  a  great  difference  between 
them.  To  carry  me  to  the  place  at  which  I  wish  to  arrive  is  very 
difierent  from  merely  putting  me  on  the  road  that  leads  to  it. 
There  may  be  a  latent  truth  in  the  words  of  a  former  writer  not 
known  even  to  the  writer  himself,  and  it  would  be  unreasonable 
to  say  that  there  is  no  merit  in  discovering  and  unfolding  it  to  the 
world.  Upon  principle,  therefore,  I  conclude  that  the  prior 
knowledge  of  an  invention,  to  avoid  a  patent,  must  be  knowledge 

1  8  EU.  &  Blackb.  928.  *  38  E.  L.  &  Eq.  1. 

3  6  Law  Times,  n.  s.  90. 
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equal  to  that  required  to  be  given  by  a  patent,  namely,  such 
knowledge  as  will  enable  the  public  to  perceive  the  very  discovery 
and  to  carry  the  invention  into  practical  use." 

The  result  of  these  recent  cases  would  accordingly  seem  to  be 
that  prior  specifications  are,  in  this  respect,  to  be  construed  by  the 
same  principles  as  other  publications. 

§  379.  The  defendant,  therefore,  —  to  return  to  the  considera- 
tion of  this  defence,  —  who  gives  notice  of  the  statute  defence 
of  want  of  novelty,  will  not  be  defeated  in  it,  if  he  proves  a 
material  part  of  the  invention  to  have  been  known  or  used  before 
the  discovery  by  the  patentee,  provided  he  shows  that  the  specifi- 
cation was  made  broader  than  the  real  discovery  of  the  plaintiif, 
with  '*  wilful  default  or  intent  to  defraud  or  mislead  the  public." 
But  if  it  was  made  broader  than*  the  real  discovery,  through  acci- 
dent or  inadvertence,  the  patent  will  still  be  good,  and  an  action 
may  be  maintained  for  so  much  of  the  invention  or  discovery  as  is 
bond  fide  the  invention  or  discovery  of  the  patentee,  provided  it  is 
a  material  and  substantial  part  of  the  thing  patented,  and  is  defi- 
nitely distinguishable  from  the  other  part  which  the  patentee  had 
no  right  to  claim ;  unless  there  has  been  an  unreasonable  neglect 
or  delay  to  file  the  disclaimer.^  The  question  whether  there  has 
been  unreasonable  negligence  or  delay  in  entering  a  disclaimer 
is  one  which  goes  to  the  right  of  action,  so  that  the  jury  may,  on 
finding  great  negligence,  say  that  the  patent  is  void.  This  applies, 
however,  only  to  the  case  where  the  part  wrongly  claimed  by  the 
patentee  is  a  material  and  substantial  part  of  the  thing  patented.^ 

^  It  seems  that  the  ninth  section  was  intendcd*to  cover  inadvertences  and  mis- 

« 

takes  of  law,  as  well  as  of  fact ;  and,  therefore,  a  claim  of  an  abstract  principle 
would  be  within  its  provisions.  Wyeth  v.  Stone,  1  Story's  R.  273,  295.  See  fur- 
ther as  to  Disclaimer,  ante, 

•  Hall  17.  Wiles,  2  Blatchf.  194,  pr  Nelson,  J.  Yet  in  another  case,  Seymour  v. 
McCormick,  19  How.  96,  the  same  judge,  in  giving  the  judgment  of  the  Su- 
preme Court,  saysr  "  In  regard  to  the  question  of  unreasonable  delay  in  making 
the  disclaiifter,  as  going  to  the  whole  cause  of  action,  the  court  are  of  opinion 
that  the  granting  of  the  patent  for  this  improvement,  together  with  the  opinion  of 
the  .court  below,  maintaining  its  validity,  repel  any  inference  of  unreasonable  de- 
lay in  correcting  the  claim ;  and  that,  under  the  circumstances,  the  question  in  one  of 
law.  This  was  decided  in  the  case  of  O'Reilly  v,  Morse,  15  How.  121.  The  Chief 
Justice,  in  delivering  the  opinion  of  the  court,  observed  that '  the  delay  in  enter- 
ing it  (the  disclaimer)  is  not  unreasonable,  for  the  objectionable '  claim  was  sanc- 
tioned by  the  head  of  the  office ;  it  has  been  held  valid  by  a  Circuit  Court,  and 

PAT.  26 
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No  costs,  however,  can  be  recovered  in  such  an  action,  unless  the 
plaintiff,  before  bringing  his  action,  has  filed  in  the  Patent  Office  a 
disclaimer  of  all  that  part  of  the  thing  patented  which  his  original 
specification  should  not  have  claimed.  If  the  disclaimer  is  filed 
before  the  action  is  brought,  but  the  entry  of  it  at  the  Patent  Office 
has  been  unreasonably  neglected  or  delayed,  the. defence  of  a  want 
of  novelty  in  any  material  respect,  from  whatever  cause  the  de- 
fect in  the  original  specification  arose,  will  be  admitted  as  a  bar  to 
the  action ;  and  the  question  of  unreasonable  neglect  or  delay  will 
be  a  question  of  law  for  the  court.^ 

§  380.  Care  is  to  be  taken,  therefore,  in  framing  this  defence, 
to  ascertain,  in  the  first  place,  whether  the  whole  or  only  a  part  of 
the  substance  of  the  thing  patented  is  open  to  the  objection  of 
prior  use  or  knowledge ;  and,  in  'the  second  place,  whether  a  dis- 
claimer has  been  filed.  If  a  disclaimer  has  been  filed  in  reason- 
able time,  the  defence  of  a  want  of  novelty,  that  goes  only  to  a 
part  of  the  thing  patented,  and  still  leaves  a  material  and  substan- 
tial part  unafiected  by  the  objection,  will  not  be  an  answer  to  the 
EQtion,  but  will  simply  prevent  the  recovery  of  costs.  But  a  de- 
fence which  goes  to  the  originality  of  the  whole  patent,  and  leaves 
nothing  new  that  is  material  and  substantial,  and  capable  of  dis- 
tinction as  the  subject-matter  of  the  plaintiff's  invention,  will  be 
an  answer  to  the  action,  notwithstanding  any  disclaimer.  It  is 
obviously  necessary,  therefore,  to  specify  in  the  notice  of  defence 
the  particular  parts  of  the  thing  patented  which  it  is  intended  t<» 
attack.^  • 

differences  of  opinion  in  relation  to  it  are  found  to  exist  among  the  justices  of  this 
court.  Under  such  circumstances  the  patentee  had  a  right  to  insist  upon  it  and 
not  disclaim  it  until  the  highest  court  to  which  it  could  be  carried  had  pronounced 
its  judgment.* "  But  in  the  trial  in  the  Circuit  Court  (3  Blatchf.  209),  from 
which  the  above-cited  appeal  was  taken,  Judge  Nelson  used  the  foUowmg  lan- 
guage :  *^  If  the  jury  are  satisfied  that  there  has  been  unreasonable  negligence 
and  delay  on  the  part  of  the  patentee  in  making  a  disclaimer  as  respects  the  in- 
valid part  of  his  patent,  then  the  whole  patent  is  inoperative,  and  the  verdict 
must  be  for  the  defendant." 

^  McCormick  v.  Seymour,  3  Blatchf.  209 ;  Seymour  v.  McCormick,  19  How. 
96  ;  Silsby  ».  Foote,  20  How.  878. 

'  See,  further,  an  elaborate  construction  of  the  seventh  and  ninth  sections,  as  to 
a  disclaimer,  in  the  opinion  of  Mr.  Justice  Story,  in  the  case  of  Wyeth  v.  Stone,  1 
Story's  R.  273. 
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§  380  a.  It  may  be  well  to  add,  by  way  of  concluding  the  dis- 
cussion  of  this  statutory  defence,  that,  although  the  statute  requires 
uotice  to  be  given  of  any  matter  relied  upon  to  defeat  the  pat- 
entee's claim  on  the  ground  of  want  of  novelty,  it  does  not*  pre- 
scribe any  notice,  previous  to  the  admission  of  evidence,  merely 
going  to  show  the  general  state  of  the  art  at  the  time  when  the 
plaintiff  made  his  invention.  The  distinction  is,  accordingly,  to 
be  drawn  between  evidence  introduced  for  the  purpose  of  defeat- 
ing the  patentee's  claim  and  such  as  is  offered  by  way  of  explana- 
tion. Thus  in  the  case  of  Vance*  v.  Campbell,^  which  turned 
chiefly  upon  the  question  of  infringement.  Nelson,  J.,  rendering 
the  opinion  of  the  Supreme  Court,  says :  "  Several  exceptions  were 
taken  to  the  admissibility  of  evidence  offered  by  the  defendants ; 
but  without  referring  to  them  specially,  it  will  be  a  sufficient  an-  • 
swer  to  say,  that  it  was  competent  and  relative,  as  showing  the 
state  of  the  art  in  respect  to  improvements  in  the  manufacture  of 
cooking-stoves  at  the  date  of  plaintiff's  invention.  No  notice  was 
necessary  in  order  to  justify  thp  admission  of  evidence  for  this 
purpose." 

§  381.  Another  of  the  statute  defences  is,  that  the  patentee  had 
allowed  his  invention  to  become  public,  before  his  application  for  a 
patent,  or,  as  it  is  expressed  in  the  statute,  that  it  '^  had  been  in 
public  use,  or  on  sale,  witli  the  consent  or  allowance  of  the  pat- 
entee, before  his  application  for  a  patent."  This  provision  is  in- 
tended to  embody  the  defence  of  an  abandonment  or  dedication  to 
the  public  of  his  invention  by  the  patentee,  prior  to  his  application 
for  a  patent.  The  question  whether  a  patentee,  by  any  and  what 
degree  of  use  of  his  invention  before  his  application  for  a  patent, 
could  use  his  inchoate  right  in  the  thing  invented,  and  not  be 
able  afterwards  to  resume  it  at  his  pleasure,  arose  before  the 
statute  of  1836  was  passed,  and  the  Supreme  Court  of  the  United 
States  declared  that  an  inventor  might  undoubtedly  abandon  his 
invention,  and  suri'ender  or  dedicate  it  to  the  public ;  and  that  the 
question  which  generally  arises  is,  whetlier  the  acts  or  acquiescence 
of  the  party,  furnish,  in  the  given  case,  satisfactory  pfoof  of  such 
an  abandonment  or  dedication  to  the  public.  The  court  held  that 
the  true  construction  of  the  then  existing  law  was,  that  the  fif^t  ' 
inventor  cannot  acquire  a  good  title  to  a  patent,  if  he  suffers  the 

^  1  Black,  427. 
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thing  invented  to  go  into  public  use,  or  to  be  publicly  sold  for  use, 
before  he  makes  application  for  a  patent ;  that  such  a  voluntary  act, 
or  acquiescence  in  the  public  sale  or  use,  is  an  abandonment  of 
his  right ;  or  rather  creates  a  disability  to  comply  with  the  terms 
and  conditions  of  the  law,  on  which  alone  the  public  officer  is  au- 
thcA'ized  to  grant  a  patent.^  In  a  more  recent  case,  the  same 
court  reaffirmed  this  construction  of  the  patent  laws,  and  held* 
that  the  right  of  an  alien  patentee  was  vacated  in  the  same  manner 
by  a  foreign  use  or  knowledge  of  his  invention,  under  the  then 
existing  statutes.^ 

§  882.  It  was  the  object  of  the  clause  now  under  consideration 
to  make  this  defence  of  a  prior  abandonment  or  dedication  to  tho 
public  available  under  the  general  issue,  upon  notice  of  the. facts 
intended  to  be  proved.  By  "  public  use  "  is  meant  use  in  public  ; 
that  is  to  say,  if  the  inventor  hinoself  makes  and  sells  the  thing  to 
be  used  by  others,  or  it  is  made  by  one  other  person  only,  with  his 
knowledge  and  without  objection,. before  his  application  for  a  pat- 
ent, a  fortiori^  if  he  sufiFers  it  to  get  into  general  use,  it  will  have 
been  in  *'  public  use."  ^  But  where  the  patentee  alone  makes  the 
thing  for  the  purposes  of  experiment  and  completion,  without  sell- 
ing it  to  be  used  by  others,  the  term  "  public  use  "  is  not  appli- 
cable.* 

§  383.  An  important  question  next  arises,  as  to  what  will  con- 
stitute proof  of  the  "  consent  and  allowance  "  of  the  patentee  to 
the  "  public  use  or  sale  "  of  his  invention  before  his  application. 
In  the  first  place,  a  knowledge  of  such  public  use  or  sale  by  otliers, 
without  objection  on  his  part,  will  go  far  towards  raising  the  pre- 
sumption of  an  acquiescence,  and  in  some  cases  will  be  a  sufficient 
proof  of  it.  The  question  in  such  cases  is  as  to  his  consent ;  and 
if  knowledge  of  the  use  of  his  invention  by  others  is  brought 
home  to  him,  and  no  exclusive  right  has  been  asserted  by  him 
against  that  use,  his  silence  will  furnish  very  strong  evidence  that 
he  has  waived  his  right.^  If  the  evidence  shows  a  long  acquies- 
cence, or  a  f  ery  general  use,  it  will  be  conclusive.^ 

*  Pennock  v.  Dialogue,  2  Peters,  1. 
^  Shaw  V.  Cooper,  7  Peters,  292. 

'  Pennock  v.  Dialogue ;  Shaw  v.  Cooper ;  Melius  o.  Silsbee,  4  Mas.  108. 

*  Shaw  V.  Cooper. 

*  Melius  V,  Silsbee.  *  Ibid. ;  Shaw  v.  Cooper. 
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§  384.  In  the  second  place,  although  acquiescence  cannot  be 
presumed  without  knowledge,  such  knowledge  may  be  presumed 
from  the  circumstances,  and  is  not  always  required  to  be  proved 
by  direct  evidence.^ 

§  385.  In  the  third  place,  no  particular  lapse  of  time  is  neces- 
sary to  be  shown,  after  knowledge  and  acquiescence  are  established, 
in  order  to  prove  an  abandonment  or  dedication  to  the  public.  In 
one  of  the  cases  the  invention  was  made  in  the  year  1804,  and  suf- 
fered to  go  into  general  use  without  any  claim  of  an  exclusive 
right,  or  any  objection,  and  without  receiving  any  compensation, 
until  the  year  1822.^  In  another  case,  the  invention  was  com- 
pleted in  1811,  and  the  letters-patent  were  obtained  in  1818 ;  in 
the  interval,  a  single  individual  had  made  and  publicly  sold  large 
quantities  of  the  thing  patented,  under  an  agreement  with  the  in- 
ventor as  to  price.^  In  a  third  ca?e,  the  inventor,  who  was  a 
foreigner,  came  to  this  country  in  1817,  and  might  lawfully  have 
applied  for  a  patent  in  1819,  but  did  not  do  so  until  three  years 
afterwards.  It  appeared  that  he  invented  the  instrument  in  1813 
or  1814,  and  made  it  known  to  certain  persons  in  England,  by 
or  through  whom,  contrary  to  his  intention,  it  was  publicly  used 
and  sold  there.^  In  a  fourth  case,  in  England,  the  patentee  had 
sold  the  article  in  the  public  market  four  months  before  the 
date  of  the  patent.^  In  all  these  cases  the  patentee  was  held  to 
have  abandoned  or  dedicated  to  the  public  his  right  in  the  inven- 
tion. 

§  386.  But,  on  the  other  hand,  it  is  a  still  further  question, 
what  constitutes  a  puMic  use,  with  the  consent  or  allowance  of  the 
patentee.'  What  acts,  in  other  terms,  within  a  longer  or  shorter 
period  of  time,  or  what  permission  to  use,  granted  or  allowed  to 
several  persons,  or  restricted  to  a  single  instance,  or  what  use  by 
the  patentee  himself,  will  amount  to  an  abandonment  or  dedication 
to  the  public  ?  Is  the  intention  with  which  the  acts  are  done,  or 
the  use  permitted,  an  element  in  the  question,  or  is  the  intention 
wholly  immaterial,  provided  certain  acts  are  done,  or  a  Certain  use 

*  Shaw  V,  Cooper,  7  Peters,  292,  821. 

*  Melius  V.  Silsbee,  4  Mas.  108.  • 

*  Pennock  v.  Dialogue,  2  Peters,  1. 

*  Shaw  V.  Cooper. 

»  Wood  V.  Zimmer,  1  Holt,  N.  P.  C.  60. 
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is  permitted  ?  In  determining  these  questions,  it  is  necessary  to 
discriminate  between  the  cases  of  a  use  permitted  to  others,  or  of 
a  knowledge  imparted  to  others,  and  the  exercise  or  practice  of  the 
invention  by  the  patentee  himself. 

§  387.  In  the  case  of  Shaw  v.  Cooper,  already  referred  to,  the 
Supreme  Court  of  the  United  States  said  that  the  intention  of  the 
inventor  is  not  the  true  ground  in  these  cases ;  that  '^  whatever 
may  be  his  intention,  if  he  suffers  the  invention  to  get  into  public 
use,  through  any  means  whatsoever,  without  an  immediate  asser- 
tion of  his  right,  he  is  not  entitled  to  a  patent ;  nor  will  a  patent 
obtained  under  such  circumstances  protect  his  right."  ^  The  mean- 
ing  of  this  obviously  is,  that  no  matter  what  the  intention  of  the 
patentee  was,  in  imparting  to  another  a  knowledge  of  his  inven- 
tion, if  the^  person  or  persons,  to  whom  he  had  so  imparted  it, 
afterwards,  though  fraudulently,  use  the  invention  in  pubHc,  and 
the  patentee  looks  on  without  objection,  or  assertion  of  his  right, 
the  public  will  have  become  possessed  of  the  invention,  and  the 
patentee  cannot  resume  his  right  in  it  by  obtaining  a  patent.  This 
meaning  is  apparent  from  other  parts  of  the  opinion  in  the  same 
case ;  for  the  court  say,  that  if  the  invention  has  become  knowa 
to  the  public  through  fraudulent  means,  the  patentee  should  as- 
sert his  riglit  immediately,  and  take  the  necessary  steps  to  legalize 
it.^    So,  too,  it  is  apparent  from  the  opinion  of  the  same  court,  ia 

»  7  Peters,  292,  828. 

'  "  Vigilance  is  necessary  to  entitle  an  individual  to  the  privileges  secured  un- 
der the  patent  law.  It  is  not  enough  that  he  should  show  his  right  by  invention, 
but  he  must  secure  it  in  the  mode  required  by  law.  And  if  the  invention,  through 
fraudulent  means,  shall  be  made  known  to  the  public,  he  should  assert  his  right 
immediately,  and  take  the  necessary  steps  to  legalize  it. 

'*  The  patent  law  was  designed  for  the  public  benefit,  as  well  as  for  the  benefit 
of  inventors.  For  a  valuable  invention  the  public,  on  the  inventor's  complying 
with  certain  conditions,  give  him,  for  a  limited  time,  the  profits  arising  from  the 
sale  of  the  thing  invented.  This  holds  out  an  inducement  for  the  exercise  of 
genius  and  skill  in  making  discoveries  which  may  be  useful  to  society  and  profit- 
able to  the  discoverer.  But  it  was  not  the  intention  of  this  law  to  take  from  the 
public  that  of  which  they  were  fairly  in  possession. 

"  In  the  Egress  of  society  the  range  of  discoveries  in  the  mechanic  arts,  in  sci- 
ence, and  in  all  things  which  promote  the  public  convenience,  as  a  matter  of 
course,  will  be  enlarged.  This  results  from  the  aggregation  of  mind,  and  the  di«- 
versides  of  talents  and  pursuits,  which  exist  in  every  intelligent  community.  And 
it  would  be  extremely  impolitic  to  retard  or  embarrass  this  advance  by  withdraw- 
ing frt)m  the  public  any  useful  invention  or  art,  and  making  it  a  subject  of  private 
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Pennock  v.  Dialogue,  that  it  is  the  voluntary  acquiescence  of  the 
inventor  in  the  public  use,  and  not  his  voluntarily  imparting  the 

monopoly.  Against  this  consequence  the  legislature  have  carefully  guarded,  in 
the  laws  they  have  passed  on  the  subject.  It  is  undoubtedly  just  that  every  dis- 
coverer should  realize  the  benefits  resulting  from  his  discovery,  for  the  period 
contemplated  by  law.  But  these  can  only  be  secured  by  a  substantial  compliance 
with  every  legal  requisite.  His  exclusive  right  does  not  rest  alone  upon  his  dis- 
covery, but  also  upon  the  legal  sanctions  which  i  have  been  given  to  it,  and  the 
forms  of  law  with  which  it  has  been  clothed. 

*'  No  matter  by  what  means  an  invention  may  be  communicated  to  the  public 
before  the  patent  is  obtained ;  any  acquiescence  in  the  public  use,  by  the  invetlt- 
or,  will  be  an  abandonment  of  his  right  If  the  right  were  asserted  by  him  who 
fi^ndulently  obtained  it,  perhaps  no  lapse  of  time  could  give  it  validity.  But  the 
public  stand  in  an  entirely  different  relation  to  the  inventor.  The  invention 
passes  into  the  possesmon  of  innocent  persons,  who  have  no  knowledge  of  the  fraud, 
and,  at  a  considerable  expense,  perhaps,  they  appropriate  it  to  their  own  use. 
The  inventor  or  his  agent  has  full  knowledge  of  these  facts,  but  fails  to  assert 
his  right ;  shall  he  afterwards  be  permitted  to  assert  it  with  effect  ?  Is  not  this 
such  evidence  of  acquiescence  in  the  public  use,  on  his  part,  as  justly  forfeits  his 
right? 

**  If  an  individual  witness  a  sale  and  transfer  of  real  estate,  under  certain  cir- 
cumstances, in  which  he  has  an  equitable  lien  or  interest,  and  does  not  make 
known  this  interest,  he  shall  not  aflerwards  be  permitted  to  assert  it.  On  this 
principle  it  is,  that  a  discoverer  abandons  his  right,  if,  before  the  obtainment  of 
his  patent,  his  discovery  goes  into  public  use.  His  right  would  be  secured  by 
giving  public  notice  that  he  was  the  inventor  of  the  thing  used,  and  that  he  should 
apply  for  a  patent  £>oes  this  impose  anything  more  than  reasonable  diligence  on 
the  inventor  ?  And  would  anything  short  of  this  be  just  to  the  public  ?  The 
acquiescence,  of  an  inventor  in  the  public  use  of  an  invention  can  in  no  case  be 
presumed,  when  he  has  no  knowledge  of  such  use.  But  this  knowledge  may  be 
presumed  from  the  circumstances  of  the  case.  This  will,  in  general,  be  a  fact  for 
the  jury.  And  if  the  inventor  do  not,  immediately  afler  this  notice,  assert  his 
right,  it  is  such  evidence  of  acquiescence  in  the  public,  use,  as  forever  aflerwards 
to  prevent  him  from  asserting  it.  Afler  his  right  shall  be  perfected  by  a  patent, 
no  presumption  arises  against  it  from  a  subsequent  use  by  the  public. 

^  When  an  inventor  applies  to  the  department  of  state  for  a  patent,  he  should 
state  the  facts  truly ;  and  indeed  he  is  required  to  do  so,  under  the  solemn  obliga- 
tions of  an  oath.  If  his  invention  has  been  carried  into  public  use  by  fraud,  but 
for  a  series  of  months  or  years  he  has  taken  no  steps  to  assert  his  right,  would 
not  this  afford  such  evidence  of  acquiescence  as  to  defeat  his  application,  as  effec- 
tually as  if  he  failed  to  state  that  he  was  the  original  inventor.  And  the  same 
evidence  which  should  defeat  his  application  for  a  patent  would,  at  any  subse- 
quent period,  be  fatal  to  his  right.  The  evidence  he  exhibits  to  the  department 
of  state  is  not  only  ex  parley  but  interested ;  and  the  questions  of  fact  are  left 
open,  to  be  controverted  by  any  one  who  shall  think  proper  to  contest  the  right 
under  the  patent. 

"  A  strict  construction  of  the  act,  as  it  regards  the  public  use  of  an  invention 
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knowledge  to  the  person  who  fraudulently  or  otherwise  uses  it  in 
public,  that  fastens  upon  him  the  presumption  of  a  dedication.^ 
It  is  also  clear,  that  when  the  act  or  acts  of  user  were  by  way  of 
experiment,  in  order  to  perfect  the  invention,  the  inventor  does 
not  lose  his  right. 

§  888.  Hence  it  appears,  that  the  intention  with  which  the  in- 
ventor did  the  acts  which  are  relied  on  as  proof  of  "  public  use  " 
is  material,  unless  the  evidence  goes  to  the  extent  of  showing  that 
the  invention  had  got  beyond  the  control  of  the  inventor,  and  he 
had  not  taken  any  steps  to  prevent  its  being  thus  situated.  In 
other  words,  it  may  be  a  material  element,  in  determining  whether 
the  presumption  of  acquiescence  in  public  use  arises,  to  ascertain 
whether  the  invento;  used  the  invention  himself,  or  imparted  a 
knowledge  of  it  to  others,  with  or  without  an  intention  to  limit 
such  use  or  knowledge,  in  respect  to  time,  extent,  or  object. 

§  389.  Where  a  party  practises  his  invention  himself,  for  the 
purposes  of  experiment  or  completion,  before  he  takes  out  a  pat- 
ent, the  inference  tliat  he  intends  to  surrender  his  invention  to  the 
public  does  not  arise ;  and,  consequently,  a  dedication  cannot  be 
proved  by  evidence  that  shows  only  experimental  practice  by  the 
inventor,  whether  in  public  or  in  private.^    Indeed,  it  may  be 

before  it  is  patented,  is  not  only  required  by  its  letter  and  spirit,  but  also  by 
sound  policy.  A  term  of  fourteen  years  was  deemed  sufficient  for  the  enjoyment 
of  an  exclusive  right  of  an  invention  by  the  inventor.  But  if  he  may  delay  an 
application  for  his  patent,  at  pleasure,  although  his  invention  be  carried  into  pub- 
lic use,  he  may  extend  the  period  beyond  what  the  law  intended  to  give  him. 
A  pretence  of  fraud  would  afford  no  adequate  security  to  the  public  in  this  re- 
spect, as  artifice  might  be  used  to  cover  the  transaction.  The  doctrine  of  pre- 
sumed acquiescence,  where  the  public  use  is  known,  or  might  be  known  to  the  in- 
ventor, is  the  only  safe  rule  which  can  be  adopted  on  this  subject."  7  Peters, 
819,  820,  821,  322. 

*  2  Peters,  1,  23. 

*  Wyeth  V,  Stone,  1  Story's  R.  273.  In  this  case,  Mr.  Justice  Story  said : 
'*  In  the  next  place,  as  to  the  supposed  public  use  of  Wyeth's  machine  before  his 
application  for  a  patent.  To  defeat  his  right  to  a  patent,  under  such  circumstan- 
ces, it  is  essential  that  there  should  have  been  a  public  use  of  his  machine,  sub- 
stantially as  it  was  patented,  with  his  consent.  If  it  was  merely  used  occasionally 
by  himself  in  trying  experiments,  or  if  he  allowed  only  a  temporary  use  thereof 
by  a  few  persons,  as  an  act  of  personal  accommodation  or  neighborly  kindness, 
for  a  short  and  limited  period,  that  would  not  take  away  his  right  to  a  patent.   To 
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stated,  as  a  general  test,  in  cases  of  a  supposed  dedication  through 
the  using,  exercising,  or  practising  the  invention  by  the  patentee 
himself,  previous  to  his  application  for  a  patent,  that  whenever  the 
evidence  stops  short  of  proving  such  a  use,  exercise,  or  practice 
for  the  purpose  of  gain,  a  "  public  use  "  will  not  be  proved. 

The  Court  of  Common  Pleas,  in  England,  has,  in  a  recent  case, 
gone  still  further,  and  ruled  that  an  experiment  performed  in  the 
presence  of  others,  which  not  only  turns  out  to  be  successful,  but 
actually  beneficial  in  the  particular  instance,  is  not  necessarily  a 
publication,  so  as  to  constitute  a  gift  of  the  invention  to  the  world. 
The  facts  are  briefly  as  follows.  Newall,  claiming  to  be  the  in- 
ventor of  an  improved  apparatus  for  laying  submarine  telegraph 
wires,  brought  a  bill  for  injunction  against  Elliot  and  Glass,  for  al- 
leged infringement  of  his  patent.  The  defendants  set  up  the  plea 
of  public  use  for  gain,  prior  to  obtaining  letters-patent.  This 
chancery  suit  was  abandoned,  in  consequence  of  an  agreement 
entered  into  by  all  parties,  to  have  the  case  decided  by  an  arbi- 
trator, who  should,  if  required,  state  a  special  case,  to  enable  the 
parties  to  take  the  opinion  of  one  of  the  superior  courts  of  law  on 
any  point  of  law.     The  arbitrator  found  for  the  claimant,  and  the 

produce  such  an  effect,  the  public  use  must  be  either  generally  allowed  or  acqui- 
esced in,  or  at  least  be  unlimited  in  time,  or  extent,  or  object.  On  the  other 
hand,  if  the  user  were  without  Wyeth's  consent,  and  adverse  to  his  patent,  it  was 
a  clear  violation  of  his  rights,  and  could  not  deprive  him  of  his  patent." 

See  also  Ryan  v,  Goodwin,  3  Sumner,  518 ;  Bentley  v.  Fleming,  1  Car.  & 
Kirw.  587.  This  last  case  shows  a  strong  tendency  to  limit  the  effect  of  use  in  pub- 
lic, by  the  intention  of  the  patentee.  The  patent  in  question  had  been  obtained  * 
for  making  a  card-machine  ;  and  there  was  evidence,  that,  about  five  or  six  weeks 
before  the  letters-patent  were  obtained,  the  inventor,  one  Thornton,  had  lent  the 
machine  to  one  N.,  in  order  that  he  might  try  whether  it  would  set  the  teeth  of 
the  cards.  There  was  also  evidence  that  N.'s  room  was  in  a  mill,  and  that  men 
were  constantly  going  backwards  and  forwards  to  and  from  the  said  room.  It 
appeared,  moreover,  that  for  some  weeks  before  the  time  at  which  the  machine 
was  lent  to  N.,  it  had  been  in  complete  working  condition.  On  this  evidence  it 
was  submitted,  on  the  part  of  the  defendant,  that  the  pliuntiff  was  out  of  court, — 
first,  on  the  ground  that  the  machine  tiad  been  publicly  used  in  N.'s  room,  which 
was  a  public  room,  before  the  granting  of  the  letters-patent ;  and  on  this  point  the 
case  of  Wood  r.  Zimmcr  was  referred  to.  Cresswell,  J.,  said :  "  Have  you  any 
case  that  goes  that  length  ?  The  case  referred  to  was  the  case  of  an  absolute  sale ; 
but  here  there  is  no  evidence  that  the  machine  was  given  to  N.ybr  the  purpose  of 
giving  it  publicity.  The  evidence  merely  is,  that  Thornton  lent  the  machine  to  N. 
in  order  that  he  might  discover  whether  it  really  was  worth  while  to  take  out  a 
patent  for  it  or  not    I  cannot  stop  the  case  on  that  point." 
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Common  Pleas  sustained  his  findings  of  law.^  Byles,  J.,  in  giv- 
ing the  judgment  of  the  court,  said :  "  It  must  be,  and  is,  con- 
ceded, on  the  part  of  the  plaintiff,  that  an  inventor's  public  use, 
for  profit,  of  an  invention  already  ascertained,  by  previous  experi- 
ment, to  be  useful,  is  a  gift  of  the  invention  to  the  public,  and 
avoids  a  subsequent  patent.  And  it  is  conceded  by  the  defendiant, 
that  a  use  before  the  patent,  merely  experimental  and  tentative, 
does  not  avoid  it.  Now,  the  use  here  made  of  the  invention,  in 
actually  laying  down  the  cable,  was  a  use  which  partook  of  both 
characters.  On  the  one  hand,  it  was  experimental  and  tentative ; 
but  on  the  other,  the  experiment  turned  out  not  only  successful, 
but  beneficial  to  the  inventor  at  the  moment.  The  true  question, 
therefore,  looking  at  the  decision  of  the  arbitrator,  seems  to  be 
this :  is  an  experiment  performed  in  the  presence  of  others,  which 
not  only  turns  out  .to  be  successful,  but  actually  beneficial  in  the 
present  instance,  necessarily  a  gift  of  the  invention  to  the  world  ? 
We  think  it  is  not.  In  tlie  case  under  consideration,  experi- 
ments on  dry  land  are  found  to  be  indecisive.  The  decisive  ex- 
periment still  remains  to  be  made  on  a  large  scale  and  in  deep 
water.  An  opportunity  presents  itself,  in  the  course  of  a  govdtn- 
ment  contract,  not  a  contract  for  the  use  of  this  particular  ap- 
paratus, but  a  contract  for  laying  down  the  cable  by  any  means 
the  contractor  may  select.  The  experimenter  is  obliged  either  to 
experiment  in  a  way  that  may  turn  out  to  be  useful  in  the  particu- 
lar instance,  or  else  not  to  make  any  efiicient  and  decisive  experi- 
ment at  all.  The  coincidence  of  an  experiment  with  actual  im- 
mediate profit  or  advantage  from  it,  if  successful,  is  unavoidable. 
Suppose,  even,  that  this  coincidence  had  been  accidental ;  suppose 
that  in  the  course  of  the  voyage  the  inventor  had  tried  some  fur- 
ther and  new  experiment,  with  an  alteration  of  the  apparatus, 
which  alteration  had  at  once  answered  some  useful  purpose. 
Surely  that  further  invention  would  have  been  his  property. 
Otherwise  a  man  cannot  have  the  property  in  an  invention,  which 
starts  from  his  brain  so  fully  matifred  and  armed  that  it  not  only 
succeeds  at  the  first  trial,  but  accomplishes  on  that  very  trial  some 
profitable  or  useful  purpose.  If,  indeed,  the  plaintifi*  in  the  pres- 
ent case  had  on  other  and  subsequent  voyages  used  his  apparatus, 
and  unnecessarily  delayed  his  application  for  a  patent,  he  would 
have  given  his  invention  to  the  public.   •  But  here  the  arbitrator 

^  In  re  Newall  and  Elliot,  4  Ck)m.  Ben.  N.  S.  269. 
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must  be  taken  to  have  found  —  as  he  well  might  on  the  evidence 
before  him  —  that  the  inventor  lost  no  time,  but  applied  for  his 
patent  with  reasonable  expedition." 

In  this  country,  under  the  provisions  of  the  act  of  1839,  this 
doctrine,  if  applicable  at  all,  could  or  need  only  be  applied  to  such 
profitable  experiments  as  take  place  more  than  two  years  before 
the  application  for  letters-patent.^ 

§  390.  It  has  been  held  in  England,  where  the  ''  public  use  " 
must  be  a  public  use  in  England,  that  the  making  in  England  of  a 
single  pair  of  wheels,  the  subject  of  the  patent,  under  the  direc- 
tion of  the  patentee,  but  under  an  injunction  of  secrecy,  to  be  sent 
abroad  for  a  person  who  intended  to  take  a  share  in  the  patent,  was 
not  a  public  use  within  the  realm.^    But  as  our  law  stood  before 

'  Compare  also  In  re  Adamson's  Patent,  35  E.  L.  &  Eq.  Rep.  327,  where  the 
Lord  Chancellor  refused  to  seal  letters-patent  for  certain  machinery,  which  has 
been  used  and  open  to  public  inspection  several  months  before  any  application  for 
a  patent. 

*  Morgan  v.  Seaward,  Webs.  Pat.  Cas.- 189,  193.  In  this  case,  Parke,  B.  said: 
"  The  evidence  was,  that  before  the  date  of  the  patent  (which  was  the  22d  of  July, 
1829),  Curtis,  an  engineer,  made  for  Morgan  two  pairs  of  wheels  upon  the  princi- 
ple mentioned  in  the  patent,  at  his  own  factory.  Galloway,  the  patentee,  gave 
the  instructions  to  Curtis  under  an  injunction  of  secrecy,  because  he  was  about  to 
take  out  a  patent.  The  wheels  were  completed  and  put  together  at  Curtis's  fac- 
tory, but  not  shown  or  exposed  to  the  view  of  those  who  might  happen  to  come 
there.  After  remaining  a  short  time,  the  wheels  were  taken  to  pieces,  packed  up 
in  cases,  and  shipped  in  the  month  of  April  on  board  a  vessel  in  the  Thames,  and 
sent  for  the  use  of  the  Venice  and  Trieste  Company,  of  which  Morgan  was  man- 
aging director,  and  which  carried  on  its  transactions  abroad,  but  had  shareholders 
in  England.  Curtis  deposed,  that  *  they  were  sold  to  the  company,'  without  say- 
ing by  whom,  which  may  mean  tbat  they  were  sold  by  Curtis  to  Morgan  for  the 
company ;  and  Morgan  paid  Curtis  for  them.  Morgan  and  Galloway  employed 
an  attorney,  who  entei^d  a  caveat  against  any  patent  on  the  2d  of  March, 
and  aflerwards  solicited  the  patent  in  question,  which  was  granted  to  Galloway 
and  assigned  to  Morgan.  Upon  these  facts,  the  question  for  us  to  decide  is,  wheth- 
er the  jury  must  have  necessarily  found  for  the  defendants,  or  whether  they  might 
have  found  that  this  invention,  at  the  date  of  the  letters-patent,  was  new  in  the 
legal  sense  of  that  word.  The  words  of  the  statute  are,  that  grants  are  to  be  good 
^  of  the  sole  working  or  making  of  any  manner  of  new  manufactures  within  this 
realm,  to  the  first  and  true  inventor  or  inventors  of  such  manufactures,  which  oth- 
ers at  the  time  of  the  making  of  such  letters-patent  and  grants  did  not  use  ' ;  and 
the  proviso  in  the  patent  in  question,  founded  on  the  statute,  is,  that  if  the  inven- 
tion be  not  a  new  invention  as  to  the  public  use  and  exercise  thereof  in  England, 
the  patent  shoidd  be  void.    The  word  ^  manufacture'  in  the  statute  must  be  con- 


412  THE  LAW  OF  PATENTS.  [CH.  IX. 

the  year  1839,  if  the  inventor  sold  to  any  one  who  might  choose 
to  buy,  although  it  was  only  a*  single  specimen  of  his  invention, 

strued  in  one  of  two  ways ;  it  may  mean  the  machine  when  completed,  or  the 
mode  of  constructing  the  machine.  If  it  mean  the  former,  undoubtedly  there  has 
been  no  use  of  the  machine,  as  a  machine,  in  England,  either  by  the  patentee 
himself  or  any  other  person ;  nor  indeed  any  use  of  (he  machine  in  a  foreign 
countr}'  before  the  date  of  the  patent  If  the  term  *■  manufacture '  be  construed 
to  be  '  the  mode  of  constructing  the  machine,'  there  has  been  no  use  or  exercise 
of  it  in  England,  in  any  sense  which  can  be  called  '  public'  The  wheels  were 
constructed  under  the  direction  of  the  inventor,  by  an  engineer  and  his  servants, 
with  an,  injunction  of  secrecy,  on  the  express  ground  that  the  inventor  was  about 
to  take  out  a  patent,  and  that  injunction  was  observed ;  and  this  makes  the  case, 
80  far,  the  same  as  if  they  had  been  constructed  by  the  inventor's  own  hands,  in  his 
own  private  workshop,  and  no  third  person  had  seen  them  whilst  in  progress.  The 
operation  was  disclosed,  indeed,  to  the  plaintiff,  Morgan,  but  there  is  sufficient 
evidence  that  Morgan,  at  that  time,  was  connected  with  the  inventor,  and  design- 
ing to  take  a  share  of  the  patent.  A  disclosure  of  the  nature  of  the  invention  to 
such  a  person,  under  such  circumstances,  must  surely  be  deemed  private  and  con- 
fidential. The  only  remaining  circumstance  is,  that  Morgan  paid  for  the  ma- 
chines, with  the  privity  of  Galloway,  on  behalf  of  the  Venice  and  Trieste  Steam 
Company,  of  which  he  was  the  managing  director ;  but  there  was  no  proof  that 
he  had  paid  more  than  the  price  of  the  machines,  as  for  ordinary  work  of  that  de- 
scription ;  and  the  jury  would  also  be  well  warranted  in  finding  that  he  did  so  with 
the  intention  that  the  machine  should  be  used  abroad  only,  by  this  company, 
which,  as  it  carried  on  its  transactions  in  a  foreign  country,  may  be  considered 
as  a  foreign  company ;  and  the  question  is,  whether  this  solitary  transaction,  with- 
out any  gain  being  proved  to  be  derived  thereby  to  the  patentee  or  to  the  plain- 
tiff, be  a  use  or  exercise  in  England,  of  the  mode  of  construction,  in  any  sense 
which  can  be  deemed  a  use  by  others,  or  a  public  use,  within  the  meaning  of  the 
statute  and  the  patent.  We  think  not.  It  must  be  admitted,  that  if  the  patentee 
himself  had  before  his  patent  constructed  machines  for  sale  as  an  ardcle  of  com- 
merce, for  gain  to  himself,  and  been  in  the  practice  of  selling  them  publicly,  that 
is,  to  any  one  of  the  public  who  would  buy,  the  invention  would  not  be  new  at 
the  date  of  the  patent.  This  was  laid  down  in  the  case  of  Wood  t;.  Zimmer  (Holt, 
N.  P.  C.  58,  and  Webs.  Pat.  Cas.  44,  n.),  and  appears  to  be  founded  on  reason ; 
for  if  the  inventor  could  sell  his  invention,  keeping  the  secret  to  himself,  and  when 
it  was  likely  to  be  discovered  by  another  take  out  a  patent,  he  might  have,  prac- 
tically, a  monopoly  for  a  much  longer  period  than  fourteen  years.  Nor  are  we 
prepared  to  say,  that  if  such  a  sale  was  of  articles  that  were  only  fit  for  a  for- 
eign market,  or  to  be  used  abroad,  it  would  make  any  difference ;  nor  that  a  sin- 
gle instance  of  such  a  sale  as  an  article  of  commerce,  to  any  one  who  chose  to  buy, 
might  not  be  deemed  the  commencement  of  such  a  practice,  and  the  public  use  of 
the  invention,  so  as  to  defeat  the  patent  But  we  do  not  think  that  the  patent  is 
vacated  on  the  ground  of  the  want  of  novelty,  and  the  previous  public  use  or  ex- 
ercise of  it,  by  a  single  instance  of  a  transaction  such  as  this  between  the  parties, 
connected  as  Galloway  and  the  plaintiff  are,  which  is  not  like  the  case  of  a  sale  to 
any  individual  of  the  public  who  might  wish  to  buy ;  in  which  it  does  not  appear 
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and  sold  for  profit  on  it  as  an  invention,  such  a  sale  would  be  a 
"  public  use/'  and  the  unlimited  nature  of  the  object  with  which  a 
knowledge  of  'the  invention  was  imparted  would  prevent  him  from 
resuming  his  exclusive  right  by  a  subsequent  patent.^  It  will 
presently  be  stated  how  far  the  law  has  been  modified  in  this  re- 
spect. 

§  391.   Another  limitation  to  the  doctrine  of  presumptive  dedi- 
cation, or  public  use,  with  the  consent,  £c.,  is  found  in  the  case  of 
a  piratical  user  of  the  invention,  by  a  party  to  whom  the  inventor 
has  imparted  a  knowledge  of  it  in  confidence,  before  he  has  applied 
for  a  patent.     Many  inventions  can  £e  perfected  and  carried  into 
practice  only  thrQugh  the  aid  of  workmen,  servants,  and  other 
employees.     We  have  seen  that  an  inventor  may  intrust  another 
person,  confidentially,  with   a  knowledge  of  his  invention,  for 
certain  limited  purposes  ;  and  if  such  a  person  afterwards  fraudu- 
lently makes  public  the  knowledge  so  acquired,  the  authorities 
seem  to  be  agreed  that  the  inventor  may,  if  he  takes  immediate 
steps  to  give  notice  of  his  exclusive  right,  obtain  a  valid  patent.^ 
The  words  of  the  statute,  describing  the  defence  now  under  con- 
sideration, make  it  clear,  that,  if  the  invention  has  come  into 
public  use  through  a  breach  of  confidence,  it  cannot  be  said  to  be 
in  public  use  "  with  the  consent  or  allowance  "  of  the  patentee  ;  it 
is  only  when  he  has  been  silent  after  it  has  so  become  public,  that 
the  presumption  of  consent  and  allowance  arises.^    The  act  of 
1839,  as  will  appear  hereafter,  has  made  this  point  still  more  clear. 

that  the  patentee  has  sold  the  article,  or  is  to  derive  any  profit  from  the  construc- 
tion of  his  machine,  nor  that  Morgan  himself  is ;  and  in  which  the  pecuniary  pay- 
ment may  be  referred  merely  to  an  ordinary  compensation  for  the  labor  and  skill 
of  the  engineer  actually  employed  in  constructing  the  machine ;  and  the  transac- 
tion might,  upon  the  evidence,  be  no  more  in  effect,  than  that  Galloway's  own 
servants  had  made  the  wheels ;  that  Morgan  had  paid  them  for  the  labor,  and  af- 
terwards sent  the  wheels  to  be  used  by  his  own  copartners  abroad.  To  hold  this 
to  be  what  is  usually  called  a  publication  of  the  invention  in  England,  would  be 
to  defeat  a  patent  by  much  slighter  circumstances  than  have  yet  been  permitted 
to  have  that  effect." 
»  Ibid. ;  Wood  i».  Zimmer,  1  Holt,  N.  P.  C.  60. 

*  Pennock  v.  Dialogue,  2  Peters,  1 ;  Shaw  v.  Cooper,  7  Peters,  292 ;  Melius  ». 
Silsbee,  4  Mas.  108 ;  Grant  v.  Raymond,  6  Peters,  248,  249 ;  McCIurg  v.  Eings^ 
land,  1  How.  202,  207. 

*  Ryan  v.  Goodwin,  3  Sumner,  518 ;  Pierson  v.  The  Eagle  Screw  Company,  3 
Story's  R.  406,  407,  408. 
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Another  instance  of  a  use,  which  will  not  expose  the  patentee  to 
the  consequences  of  this  defence,  is  that  suggested  on  more  thaa 
one  occasion  by  Mr.  Justice  Story,  where  the  use  has  been  per- 
mitted to  others,  for  other  limited  purposes  than  those  of  experi- 
ment or  completion,  as  from  motives  of  neighborly  kindness  and 
the  like.^  The  test  that  is  afforded  by  the  case  of  Morgan  v. 
Seaward,  above  cited,  is  applicable  here  also ;  namely,  that  the 
evidence  excludes  the  supposition  that  the  patentee  had  put  the 
thing  into  public  use,  for  the  purpose  of  profit  on  it,  as  an 
invention.'^  If  a  patentee  could  show  clearly  that  he  had  allowed 
to  others  a  limited  use  of  his  invention,  not  for  his  own  profit,  but 
for  their  accommodation,  in  a  manner  consistent  with  a  clear 
intention  to  hold  the  exclusive  privilege,  and  the  invention  had 
not  got  beyond  his  control,  with  his  apparent  acquiescence,  he 
would  not  be  within  the  mischief  of  this  part  of  the  statute.  Of 
course,  mere  delay  to  take  out  a  patent,  unaccompanied  by  public 
use  or  sale  of  the  thing,  with  the  consent  or  allowance  of  the 
patentee,  before  his  application,  however  long  may  be  the  interval 
between  the  completion  of  the  thing  and  the  application,  will 
have  no  effect  upon  the  patent.^  Mere  delay  b&s  no  other  im- 
portance, than  as  it  tends  to  show  acquiescence  in  such  public  use 
as  may  have  occurred,  in  the  mean  time  ;  or  to  show  that  the  acts 
of  the  inventor  went  beyond  a  use  or  permission  to  use,  for  the 
purpose  of  experiment,  or  other  limited  object. 

§  891  a.  The  very  recent  case  of  Kendall  v.  Winsor,*  is  in- 
structive, as  affording  a  complete  r4sum6  of  the  rulings  upon  the 
various  questions  of  abandonment,  neglect  to  apply  for  letters- 
patent,  piratical  user,  £c.  The  facts  of  the  case  are  given  in  the 
opinion  of  Judge  Daniel: — 

*  Melius  V.  Silsbee,  4  Mas.  Ill ;  Wyeth  v.  Stone,  1  Story's  R.  280,  281 ;  Ryan 
v.  Goodwin,  3  Sumner,  518. 

■  Wiibs.  Pat.  Cas.  189,  198. 

'  Ryan  v,  Goodwin,  3  Sumner,  519.  In  the  case  of  Bentley  v.  Fleming,  1  Car. 
&  Earw.  587,  588,  it  was  contended  that,  inasmuch  as  the  machine  in  question 
was  a  complete  workable  machine  for  a  long  period  before  the  letters-patent  were 
taken  out,  it  did  not  form  the  subject  of  a  patent  at  all.  Cresswell,  J. :  ^'  A  man 
cannot  enjoy  his  monopoly  by  procuring  a  patent,  after  having  had  the  benefit  of 
the  sale  of  his  invention.  But  you  cannot  contend,  that  if  a  man  were  to  keep 
his  invention  shut  up  in  his  room  for  twenty  years,  that  circumstance  merely 
would  deprive  him  of  his  right  to  obtain  a  patent  for  it." 

*  21  How.  322. 
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"  Upon  the  trial  in  the  Circuit  Court,  in  support  of  the  defence, 
eTidence  was  introduced  tending  to  show  that  the  plaintiff  con- 
structed a  machine  in  substantial  conformity  with  his  specification 
as  early  as  18^6,  and  that  in  1849  he  had  several  such  machines 
in  operation,  on  which  he  made  harness  to  supply  all  such  orders 
as  he  could  obtain  ;  that  he  continued  to  run  these  machines  until 
he  obtained  these  letters-patent ;  that  he  repeatedly  declared  to 
different  persons  that  the  machine  was  so  complicated  that  he 
preferred,  not  to  take  a  patent,  but  to  rely  on  the  difficulty  of 
imitating  the  machine  and  the  secrecy  in  which  he  kept  it.  And 
the  defendants  also  gave  evidence  tending  to  prove  that  the  first  of  - 
their  machines  was  completed  in  the  autumn  of  1853,  and  the 
residue  in  the  autumn  of  1854,  and  that  in  the  course  of  that  fall 
the  plaintiff  had  knowledge  that  the  defendants  had  built  or  were 
building  one  or  more  machines  like  his  invention,  and  did  not 
interpose  to  prevent  them.  The  plaintiff  gave  evidence  tending 
to  prove  that  the  first  machine  built  by  him  was  never  com- 
pleted so  as  to  operate ;  that  his  second  machine  was  only  par- 
tially successful,  and  improvements  were  made  on  it ;  that  in 
1849  he  began  four  others,  and  completed  them  in;  that  year, 
and  made  harness  on  them,  which  he  sold  when  he  could  get 
orders ;  that  they  were  subject  to  some  practical  difficulties,  par- 
ticularly as  it  respected  the  method  of  marking  the  harness 
and  the  liability  of  the  bobbin  to  get  out  of  the  clutch ;  that 
he  was  employed  in  devising  means  to  remedy  these  defects  and 
did  remedy  them ;  that  he  also  endeavored  to  simplify  the  ma- 
chine by  using  only  one  ram-shaft ;  that  he  constantly  intended 
to  take  letters-patent  when  he  should  have  perfected  the  ma- 
chine ;  that  he  applied  to  Mr.  Keller  for  this  purpose  in  Feb- 
ruary, 1853,  but  the  model  and  specifications  were  not  sent 
to  Washington  till  November,  1854 ;  that  he  kept  the  machines 
from  the  view  of  the  public,  allowed  none  of  the  hands  employed 
in  the  mill  to  introduce  persons  to  view  them,  and  that  the  hands 
pledged  themselves  not  to  divulge  the  invention ;  that  among  the 
bands  employed  by  the  plaintiff  was  one  Kendall  Aldridge,  who 
left  plaintiff's  employment  in  the  autumn  of  1852,  and  entered 
into  an  arrangement  with  the  defendants  to  copy  plaintiff's  ma-  / 
chine  for  them ;  and  that  it  was  by  AM  ridge,  and  under  his 
superintendence,  and  by  means  of  the  knowledge  which  he  had 
gidned  while  in  the  plaintiff's  employment,  under  a  pledge  of 
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secrecy,  that  the  defendants'  machines  were  built  and  put  in 
operation  ;  and  that  one  of  the  defendants  had  procured  drawings 
of  the  plaintiff's  machine,  and  has  taken  out  letters-patent  for  it  in 
England.  Each  party  controverted  the  facts  thus  sought  to  be 
proved  by  the  other The  court  set  aside  all  those  (de- 
fendants') prayers  for  instruction,  and  did  instruct  the  jury  as 
follows :  — 

'  1.  That  if  Aldridge,  under  a  pledge  of  secrecy,  obtained  knowl- 
edge of  the  plaintiff's  machine,. —  and  he  had  not  abandoned  it  to 
the  public,  —  and  thereupon,  at  the  instigation  of  the  defendants, 
and  with  the  knowledge,  on  their  part,  of  the  surreptitiousness  of 
his  acts,  constructed  machines  for  the  defendants,  they  would  not 
have  the  right  to  continue  to  use  the  same  after  the  date  of  the 
plaintiff's  letters-patent.  But  if  the  defendants  had  these  machines 
constructed  before  the  plaintiffs  application  for  his  letters-patent^ 
under  the  belief  authorized  by  Kim  that  he  consented  and  allowed 
them  so  to  do^  then  they  might  lawfully  continue  to  use  the  same 
after  the  date  of  the  plaintiff's  letters-patent,  and  the  plaintiff 
could  not  recover  in  this  action.  And  that  if  the  jury  should  find 
that  the  plaintiff's  declaration  and  conduct  were  such  as  to  justify 
the  defendants  in  believing  that  he  did  not  intend  to  take  out 
letters-patent,  but  to  rely  on  the  difficulty  of  imitating  his  machine 
and  the  means  he  took  to  keep  it  secret,  this  would  be  a  defence 
to  the  action.  And  they  were  further  instructed,  that  to  consti- 
tute such  an  abandonment  to  the  public  as  would  destroy  the 
plaintiff's  right  to  take  a  patent,  in  a  case  where  it  did  not  appear 
that  any  sale  of  the  thing  patented  had  been  made,  and  there  was 
no  open  public  exhibition  of  the  machine,  the  jury  must  find  that 
he  intended  to  give  up  and  relinquish  his  right  to  take  letters- 
patent.  But  if  the  plaintiff  did  intend  not  to  take  a  patent,  and 
manifested  that  intent  by  his  declarations  or  conduct,  and  there- 
upon it  was  copied  by  the  defendant,  and  so  went  into  use,  Uie 
plaintiff  could  not  afterwards  take  a  valid  patent.'  .... 

'^,.  .  .  Recurring  now  to  the  instruction  from  the  judge  at  circuit 
in  this  case,  we  consider  that  instruction  to  be  in  strict  conformity 
with  the  principles  hereinbefore  propounded,  and  with  the  doctrines 
of  this  court,  as  declared  in  the  case  of  Pennock  v.  Dialogue  and 
Shaw  V.  Cooper.  That  instruction  diminishes  or  excludes  no 
proper  ground  upon  which  the  conduct  and  intent  of  the  plaintiff 
below,  as  evinced  either  by  declarations  or  acts,  or  by  omissions  to 
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speak  or  act,  and  on  which  also  the  justice  and  integrity  of  the 
conduct  of  the  defendants  were  to  be  examined  and  determined. 
It  submitted  the  conduct  and  intentions  of  both  plaintiff  and 
defendants  to  the  jury,  as  questions  of  fact  to  be  decided  by  them, 
guided  simply  by  such  rules  of  law  as  had  been  settled  with 
reference  to  issues  like  the  one  before  them ;  and  upon  those 
questions  of  fact  the  jury  have  responded  in  favor  of  the  plaintiff 

below,  the  defendant  in  error The  decision  of  the  Circuit 

Court  is  therefore  affirmed,  with  costs." 

§  392.  It  now  remains  to  be  stated,  how  far  this  defence  of  a 
"  prior  public  use  or  sale  with  the  consent  or  allowance  "  of  the 
patentee  has  been  restricted  or  modified  by  subsequent  legislation. 
Under  this  clause  of  the  act  of  1836,  a  use  of  the  invention  by  a 
single  person,  or  a  sale  of  the  thing  invented  to  a  single  person, 
might,  as  we  have  seen,  amount  to  a  public  use  or  sale,  with  the 
consent  or  allowance  of  the  patentee.  To  remedy  the  inconven- 
ience arising  from  this  operation  of  the  law,  the  act  of  1839,  §  7, 
provided  "  that  every  person  or  corporation,  who  Iras  or  shall  have 
purchased  or  constructed  any  newly  invented  machine,  manufac- 
ture, or  composition  of  matter,  prior  to  the  application,  by  the  in- 
ventor or  discoverer,  for  a  patent,  shall  be  held  to  possess  the  right 
to  use,  and  vend  to  others  to  be  used,  the  specific  machine,  manu- 
facture, or  composition  of  matter,  so  made  or  purchased,  without 
liability  therefor  to  the  inventor,  or  any  other  person  interested  in 
such  invention ;  and  no  patent  shall  be  held  to  be  invalid,  by 
reason  of  such  purchase,  sale,  or  use,  prior  to  the  application  for 
a  patent  as  aforesaid,  except  on  proof  of  abandonment  of  sucli  in- 
vention to  the  public ;  or  that  such  purchase,  sale,  or  prior  use 
has  been  for  more  than  two  years  prior  to  such  application  for  a 
patent." 

§  393.  This  enactment  enables  a  patentee  to  permit  the  use  of 
his  invention,  by  individuals,  before  his  application,  witti  more 
safety  than  he  formerly  could.  Such  use  is  not  to  invalidate  the 
patent,  except  on  proof  of  abandonment  of  the  invention  to  the 
public,  or  that  it  had  been  continued  for  more  than  two  years 
prior  to  the  application  for  a  patent.  The  question  arises  upon 
this  provision,  then,  whether  the  particular  purchase,  sale,  or  prior 
use  may  of  itself,  under  some  circumstances,  furnish  proof  of 

PAT.  27 


418  THE  LAW  OF  PATENTS.  [CH.  IX. 

abandonment  to  the  public,  or  whether  such  an  abandonment  must 
be  proved  by  other  cases,  and  by  other  evidence  dehors  the  particu- 
lar purchase,  sale,  or  prior  use,  that  happens  to  be  in  question. 
The  obvious  construction  of  the  act  is,  that  a  purchase,  sale,  or 
prior  use,  before  the  application  for  a  patent,  shall  not  invalidate 
it,  unless  it  amounts  to  an  abandonment  to  the  public ;  a  purchase, 
sale,  or  prior  use  shall  not  have  this  effect,  per  se^  but,  if  connect- 
ed with  facts  which  show  an  abandonment  to  the  public,  or  if  it 
has  been  for  more  than  two  years  prior  to  the  application,  it  will 
have  this  effect.^  Thus,  in  the  case  of  McClurg  v.  Kingsland, 
where  the  defendants  used  the  invention  for  four  months  before 
the  application  of  the  inventor  for  a  patent,  such  use  being  in 
public,  with  the  consent  and  allowance  of  the  patentee,  he  being 
in  their  employ,  and  making  a  part  of  the  apparatus  by  which  the 
invention  was  to  be  applied,  but  receiving  no  compensation  for  the 
use  of  his  invention,  and  not  giving  any  notice  to  the  defendants 
not  to  use  his  invention,  until,  on  a  misunderstanding  upon  anoth- 
er subject,  he  left  their  employment ;  the  Supreme  Court  of  the 
United  States  said  that  it  would  be  no  strained  construction,  un- 
der such  circumstances,  to  hold  that  the  patent,  subsequently 
obtained,  was  void  ;  although  the  decision  merely  went  to  the  point 
that  the  acts  of  the  patentee  justified  the  presumptiou  of  a  license 
to  the  defendants.^ 

§  394.  The  words  of  the  statute  which  thus  authorizes  a  public 
use  or  sale  by  or  to  individuals,  prior  to  the  application  for  a  pat- 
ent, make  the  subject  of  such  use  or  sale,  ^'  any  newly  invented 
machine,  manufacture,  or  composition 'of  matter";  and  the  pur- 
chaser is  authorized  to  use,  and  vend  to  others  to  be  used,  '^  the 
specific  machine,  manufacture,  or  composition  of  matter,"  without 
liability  to  the  inventor,  <&c. ;  and  then  the  statute  declares,  that 
the  patent  shall  still  be  valid,  notwithstanding  such  prior  use  or 
sale,  except  on  proof  of  the  abandonment  of  "  such  invention  "  to 
the  public,  £c.  It  might  admit  of  some  doubt,  upon  this  language, 
whether  the  invention  of  a  method  of  manufacture,  a  process,  or 
an  art,  or  anything  but  a  machine,  a  manufacture,  or  a  composi- 
tion of  matter,  is  within  the  scope  of  the  provision,  and  whether 

^  See  the  comment  of  Mr.  Justice  Story  on  this  statute,  in  Fierson  v.  The 
Eagle  Screw  Company,  8  Story's  R.  402,  405,  407,  cited  ante. 
«  1  How.  202,  208. 
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the  purchaser  could  do  anything  more  than  use,  or  vend  to  others 
to  be  used,  the  specific  thing  which  he  had  purchased.  But  the 
Supreme  Court  of  the  United  States  have  construed  the  terms 
'^newlj  inyented  machine,  manufacture,  or  composition  of  mat- 
ter "  to  mean  "  the  invention  patented,"  whatever  it  may  be ;  and 
the  words  ^'  the  specific  machine,"  to  refer  to  the  thing  as  origin- 
ally invented,  of  which  tlie  right  is  afterwards  secured  by  a 
patent ;  so  that,  according  to  the  precedent  afforded  by  the  case 
in  which  this  construction  was  adopted,  this  statute  embraces 
whatever  may  be  the  subject-matter  of  a  valid  patent,  although 
it  may  be  a  process,  or  method  of  manufacture,  and  not  a 
machine,  <&c.^ 

§  395.  The  result,  therefore,  of  the  different  statute  provisions 

^  McClurg  17.  Kingsland,  1  How.  202,  209.  The  court  said:  "At  the  trial 
helow  and  here,  the  plaintiff's  counsel  have  contended,  that  this  act  cannot  apply 
to  the  present  case,  inasmuch  as  the  protection  it  affords  to  the  person  who  had 
the  prior  use,  is  confined  to  the  specific  machine,  &c.,  and  does  not  extend  to  such 
use  of  the  invention,  or  thing  patented,  if  it  does  not  consist  of  a  machine,  &c.,  as 
contradistinguished  from  the  new  mode  or  manner  in  which  an  old  machine  or  its 
parts  operates,  so  as  to  produce  the  desired  effect;  but  we  think  that  the  law  does 
not  admit  of  such  construction,  whether  we  look  at  its  words  or  its  manifest  ob- 
jects, when  taken  in  connection  with  former  laws,  and  the  decisions  of  this  court 
in  analogous  cases. 

*^  The  words  '  such  invention '  must  be  referred  back  to  the  preceding  part  of 

the  sentence,  in  order  to  ascertain  the  subject-matter  to  which  it  relates,  which  is 

none  other  than  the  newly  invented  machine,  manufacture,  or  composition  of 

matter  constituting  the  thing  patented,  otherwise  these  words  become  senseless 

when  the  invention  is  not  strictly  of  a  machine,  &c.    Now,  in  the  present  case, 

we  find  the  invention  consists  solely  in  the  angular  direction  given  to  the  tube 

through  which  the  metal  is  conducted  into  the  cylinder  in  which  the  roller  is  cast. 

Every  part  of  the  machinery  is  old,  the  roller  itself  is  no  part  of  the  invention, 

and  cannot  be  the  machine,  manufacture,  or  composition  of  matter  contemplated 

by  Congress,  nor  can  the  word  *  specific '  have  any  practical  effect,  unless  it  is 

applied  to  the  thing  patented,  whatever  it  may  be,  without  making  a  distinction 

between  a  machine,  &c.,  and  the  mode  of  producing  a  useful  restdt,  by  the  mere 

direction  given  to  one  of  the  parts  of  an  old  machine.     Such  a  construction  is  not 

justified  by  the  language  of  the  law,  and  would  defeat  both  of  its  objects.    If  it 

does  not  embrace  the  case  before  us,  the  consequence  would  be  that  the  use  of  the 

invention,  under  the  circumstances  in  evidence,  would,  according  to  the  decision 

in  2  Peters,  14,  15,  invalidate  the  patent;  for  if  the  act  operates  to  save  the> 

avoidance  of  the  patent,  it  must,  of  consequence,  protect  the  person  who  uses  the 

invention  before  the  application  for  a  patent.    Both  objects  must  be  effected,  or 

both  must  fail,  as  both  parts  of  the  act  refer  to  the  same  thing,  and  the  same  state 

of  things,  as  affectbg  the  person  uong  the  newly  invented  zpachine,  or  the  thing 
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use,  either  by  surrender  and  reissue,  or  otherwise.)  Whether  the 
defect  be  in  the  specification  or  in  the  claim,  under  the  thirteenth 
section,  above  cited,  the  patentee  may  surrender  his  patent,  and  by 
an  amended  specification  or  claim  cure  the  defect.  The  reissued 
patent  must  be  for  the  same  invention  substantially,  though  it  be 
described  in  terms  more  accurate  and  precise  than  in  the  first 
patent.  Under  such  circumstances,  a  new  and  different  invention 
cannot  be  claimed.  But  where  the  specification  or  claim  is  made 
so  vaguely  as  to  be  inoperative  or  invalid,  yet  an  amendment  may 
give  to  it  validity,  and  protect  the  rights  of  the  patentee  against  all 
subsequent  infringements.  So  strongly  was  this  remedy  of  the 
patentee  recommended  by  a  sense  of  justice  and  policy,  that 
this  court,  in  the  case  of  Grant  v.  Raymond,^  sustained  a  re- 
issued and  corrected  patent,  before  any  legislative  provision  was 

made  on  the  subject How  much  stronger  is  a  case 

under  the  statute  which  secures  the  rights  of  the  patentee  by 
surrender,  and  declares  the  effect  of  the  reissued  and  corrected 
patent !  By  the  defects  provided  for  in  the  statute  nothing  passes 
to  the  public  from  the  specification  or  claims,  within  the  scope 
of  the  patentee's  invention.  And  this  may  be  ascertained  by 
the  language  he  uses.  In  the  case  of  Stimpson  v*  West  Clies* 
ter  R.  R.,2  it  was  held,  that  "  where  a  defective  patent  had  beeu 
surrendered  and  a  new  one  taken  out,  and  a  patentee  brought  an 
action  for  a  violation  of  his  patent  right,  laying  tlie  infringement 
at  a  date  subsequent  to  that  of  the  reissued  patent,  proof  of  the 
use  of  the  thing  patented  during  the  interval  between  the  original 
and  renewed  patents  will  not  defeat  the  same.  In  the  same 
case  it  was  also  held,  that  the  proceeding  before  the  commis- 
sioner, in  the  surrender  and  reissue  of  a  patent,  is  not  open  for 
investigation  except  on  the  ground  of  fraud.  The  patent  of 
1843  was  not  surrendered  on  the  obtainment  of  the  patent  of 
1844.  That  was  intended  to  be  a  new  invention  of  arranging 
and  combining  the  toothed  rollers,  which,  the  patentee  says, 
was  not  made  the  subject  of  a  claim  in  the  patent  of  1843.  The 
patent  of  1844  was  cancelled  but  not  reissued,  when  the  patent  of 
1849  was  issued.  At  that  time  the  patent  of  1843  and  the  improve- 
ment thereon,  dated  January  20, 1844,  were  surrendered  and  can- 
celled, and  new  letters-patent  were  issued  on  an  amended  specifica- 
tion.   The  cause  of  the  surrender  of  the  patent  of  1843,  as  stated 

»  6  Pet  218.  •  4  How.  880. 
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in  the  charge  to  the  jury,  was  the  ruling  of  the  court  in  the  case  of 
Battin  v.  Clayton,  and  that  the  patent  was  consequently  obtained. 
(That  ruling  was  that  the  patent,  being  merely  for  the  combination 
of  machinery,  could  neither  be  supported  by  proof  of  the  novelty, 
nor  assailed  by  proof  of  the  want  of  novelty,  of  the  parts.)  That 
ruling  is  not  now  before  us,  nor  is  it  necessary  to  inquire  whether 
the  patent  of  1843,  on  the  specifications  and  claim,  was  sustainable. 
The  plaintiff,  by  a  surrender  of  that  patent  and  the  procurement 
of  the  patent  of  1849  with  amended  specifications,  abandomed  his 
first  patent  and  relied  wholly  on  the  one  reissued.  The  claim  and 
specifications  in  this  patent,  as  amendatory  of  the  first,  were  with- 
in §  13  of  the  act  of  1836.  It  is  said,  with  entire  accuracy,  in 
the  charge,  in  regard  to  the  amended  specification  of  1849,  that  it 
^^  described  essentially  the  same  machine  as  the  former  one  did,  but 
claimed  as  the  thing  invented,  the  breaking  apparatus  only !  And 
this  the  patentee  had  a  right  to  do.  He  had  a  right  to  restrict  or 
enlarge  his  claim,  so  as  to  give  it  validity  and  to  effectuate  his  in- 
vention." 

A  somewhat  similar  point  was  involved  in  the  very  recent  case 
of  The  Suffolk  Co.  v.  Hayden.^  We  give  the  facts  as  they  are  pre- 
sented by  the  reporter :  "  In  December,  1864,  Hayden,  being  the 
inventor  of  improvements  in  cotton-cleaners,  made  application  for 
a  patent  therefor.  The  improvements  consisted  in  certain  de- 
scribed changes  made  by  Hayden  in  the  interior  arrangements  of  an 
elongated  trunk  previously  used.  While  this  application  was  still 
pending,  Hayden  made  another  distinct  improvement  in  the  form 

of  the  trunk He  desired,  apparently,  to  claim  this  new 

improvement  in  the  form  of  the  trunk,  both  separately  and  in  com- 
bination with  his  other  improvements  in  the  interior  arrangements. 
Accordingly,  in  November  1855,  he  filed  his  application  for  a  pat- 
ent, and  on  March  17,  1857,  letters  were  issued  to  him,  in  the 
specification  whereof  he  claims  the  improvement  in  the  form  of  the 
trunk,  both  separately  and  in  combination  with  his  improvements  in 
the  interior  arrangements  of  the  trunk  ;  but  he  made  no  claim  in 
this  specification  to  his  improvements  in  the  interior  arrangements 
of  the  trunk.  It  did  not  appear  that  Hayden  was  guilty  of  any 
laches  in  reference  to  the  delay  of  the  commissioner  to  act  on  his 
first  application  for  a  patent  for  the  improvements  in  the  interior 
arrangement,  made  in  December,  1854.    For  some  cause,  however, 

»  8  Wall.  815. 
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the  patent  ofBce  did  not  act  on  that  application  till  June  1857 

Hayden  having  sued  the  Suffolk  Manufacturing  Go.  for  breach  of 
this  last-mentioned  patent,  the  defendant's  counsel  at  the  trial 
requested  the  judge  to  rule  that  the  patent  was  void  (June,  1857), 
because  the  improvements  in  the  interior  arrangement,  which  were 
described  and  claimed  in  it,  being  also  described  but  not  claimed 
in  the  patent  of  March  17, 1857,  were  by  the  legal  operation  of 
that  patent  surrendered  to  the  public  use.  The  judge  refused 
so  to  rule,  and  on  error  this  refusal  raised  the  first  ques- 
tion.'*    The  refusal  was  sustained  by  the  Supreme  Court. 

§  396.  The  next  special  defence  stated  in  the  act  of  1836  is, 
*'  that  the  patentee  had  sureptitiously  or  unjustly  obtained  the 
patent  for  that  which  was  in  fact  invented  or  discovered  by  an- 
other, who  was  using  reasonable  diligence  in  adapting  and  per- 
fecting the  same."  This  provision  was  intended  to  embrace  the 
case  of  a  patent  being  obtained  fraudulently,  when  the  party  ob- 
taining it  was  not  the  inventor,  and  also  the  case  of  two  independ- 
ent inventors,  where  the  one  makes  his  application  before  the 
other,  who  was  the  first  inventor,  and  so  obtains  a  patent  for  that 
which  was  previously  invented  by  another. 

§  397.  With  regard  to  the  first  case,  of  a  patent  obtained  by  a 
person  not  the  inventor,  by  a  fraud  on  the  rights  of  the  real  in- 
ventor, it  is  sufficient  to  observe  that  such  a  defence,  if  made  out, 
would  be  a  complete  bar  to  the  action,  upon  general  principles,  as 
weir  as  upon  other  provisions  of  the  statute.  One  of  tlie  modes  in 
which  a  patent  may  be  thus  surreptitiously  obtained,  is  by  obtain- 
ing a  knowledge  of  the  invention  from  the  public  records  where 
the  inventor  has  deposited  a  description  of  it.  When  the  real  in- 
ventor has  filed  such  a  description  at  the  Patent  Office,  or  has  ob- 
tained a  patent,  he  has  given  notice  to  every  subsequent  applicant 
for  a  patent  for  the  same  thing,  of  the  fact  that  he  invented  it ;  tod 
although  others  may  not  afterwards  be  able  to  offer  direct  evidence 
that  a  subsequent  patentee  had  seen  and  pirated  the  machine  or 
other  thing  invented  by  the  former  applicant  or  patentee,  yet  the 
jury  may  infer  a  piracy  from  the  existence  of  the  former  record,  of 
which  every  subsequent  patentee  is  presumed  to  have  knowledge.^ 

^  Odiorne  v.  Winkley,  2  Gallis.  51,  55.  In  this  case,  Mr.  Justice  Story  said : 
<^  As  to  the  question,  whether  the  patent  was  surreptitiously  obtained,  there  is  no 
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As  to  the  case  of  two  independent  inventors,  one  of  whom  makes 
an  earlier  application  than  another  for  a  patent  and  succeeds  in 
obtaining  it,  it  will  be  a  good  defence  to  an  action  upon  such  a 
patent,  if  it  can  be  shown  that  the  same  thing  was  first  invented 
by  another,  although  not  actually  perfected,  provided  the  first  in- 
ventor was  at  the  time  using  reasonable  diligence  in  adapting  and 
perfecting  the  thing  invented.^ 

direct  or  positive  proof  that  Reed  had  ever  seen  Perkins's  machine  before  he  ob- 
tained a  patent,  but  there  is  evidence,  from  which  the  jury  may  legally  infer  the 
fact,  if  they  believe  that  evidence.  It  is  a  presumption  of  law,  that,  when  a  patent 
has  been  obtained,  and  the  specifications  and  drawings  recorded  in  the  Patent  Of- 
fice, every  man  who  subsequently  takes  out  a  patent  for  a  similar  machine  has  a 
knowledge  of  the  preceding  patent.  As  in  chancery  it  is  a  maxim,  that  every 
man  is  presumed  to  have  notice  of  any  fact,  upon  which  he  is  put  upon  inquiry 
by  documents  within  his  possession,  if  such  fact  could,  by  ordinary  diligence,  be 
discovered  upon  such  inquiry.  It  is  also  a  presumption  of  fact,  that  every  man, 
having  within  his  power  the  exact  means  of  information,  and  desirous  of  securing 
to  himself  the  benefit  of  a  patent,  will  ascertain  for  his  own  interest  whether  any 
one  on  the  public  records  has  acquired  a  prior  Tighf 

^  Reed  v.  Cutter,  1  Story's  R.  590,  599.  In  this  case,  Mr.  Justice  Story  said : 
"  The  passage  cited  from  Mr.  Phillips's  work  on  Patents  (p.  S95),  in  the  sense  in 
which  I  understand  it,  is  perfectly  accurate.  He  there  expressly  states,  that  the 
party  claiming  a  patent  must  be  the  original  and  first  inventor ;  and  that  his  right 
to  a  patent  will  not  be  defeated  by  proof  that  another  person  had  anticipated  him 
in  making  the  invention,  unless  such  person  '  was  using  reasonable  diligence  in 
adapting  and  perfecting  the  same.'  These  latter  words  are  copied  from  the  fif- 
teenth section  of  the  act  of  1836,  ch.  357,  and  constitute  a  qualification  of  the 
preceding  language  of  that  section ;  so  that  an  inventor,  who  has  first  actually 
perfected  his  invention,  will  not  be  deemed  to  have  surreptitiously  or  unjustly  ob- 
tained a  patent  for  that,  which  was  in  fact  first  invented  by  another,  unless  the 
latter  was  at  the  time  using  reasonable  diligence  in  adapting  and  perfecting  the 
same.  And  this  I  take  to  be  clearly  law ;  for  he  is  the  first  inventor,  in  the  sense 
of  the  act,  and  entitled  to  a  patent  for  his  invention,  who  has  first  perfected  and 
adapted  the  same  to  use ;  and  until  the  invention  is  so  perfected  and  adapted  to 
use,  it  is  not  patentable.  An  imperfect  and  incomplete  invention,  resting  in  mere 
theory,  or  in  intellectual  notion,  or  in  uncertain  experiments,  and  not  actually  re- 
duced to  practice,  and  embodied  in  some  distinct  machinery,  apparatus,  manufac- 
ture, or  composition  of  matter,  is  not,  and  indeed  cannot  be,  patentable  under  our 
patent  acts ;  since  it  is  utterly  impossible,  under  such  circumstances,  to  comply 
with  the  fundamental  requisites  of  those  acts.  In  a  race  of  diligence  between  two 
independent  inventors,  he  who  first  reduces  his  invention  to  a  fixed,  positive,  and 
practical  form,  would  seem  to  be  entitled  to  a  priority  of  right  to  a  patent  there- 
for. Woodcock  V.  Parker,  1  Gallis.  R  438.  The  clause  of  the  fifteenth  sec- 
tion, now  under  consideration,  seems  to  qualify  that  right,  by  providing  that,  in 
such  cases,  he  who  invents  first  shall  have  the  prior  right,  if  he  is  using  reasonable 
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§  898.  The  last  defence  mentioned  in  the  statute,  is,  that  the 
patentee,  being  an  alien  at  the  time  the  patent  was  granted,  '^  had 
failed  and  neglected,  for  the  space  of  eighteen  months  from  the  date 
of  the  patent,  to  put  and  continue  on  sale  to  the  public,  on  reason- 
able terms,  the  invention  or  discovery  for  which  the  patent  was 
issued."  The  object  of  this  provision  was  to  prevent  foreigners 
from  obtaining  patents  in  this  country,  and  afterwards  withholding 
the  use  of  their  inventions  from  the  public  for  an  unreasonable 
length  of  time.^ 

§  899.  Apart,  however,  from  the  general  issue,  whether  pleaded 
with  or  without  statutory  notice  of  the  evidence  to  be  offered,  the 
defendant  may  plead  specially  in  bar,  that  since  the  action  was  in- 
stituted the  plaintiff  has  surrendered  his  letters-patent  and  obtained 
a  reissue.  Thus  in  the  case  of  MoflStt  v.  Garr,^  the  court  said :  "  A 
surrender  of  the  patent  to  the  commissioner,  within  the  sense  of  the 
provision,  means  an  act  which,  in  judgment  of  law,  extinguishes  the 
patent.  It  is  a  legal  cancellation  of  it,  and  hence  can  no  more  be  the 
foundation  for  the  assertion  of  a  right  after  the  surrender,  than  could 
an  act  of  Congress  which  has  been  repealed.  It  has  frequently  been 
determined  that  suits  pending,  which  rest  upon  an  act  of  Congress, 
fall  with  the  repeal  of  it.  The  reissue  of  the  patent  has  no  connec- 
tion with,  or  bearing  upon,  antecedent  suits ;  it  has  as  to  subsequent 
ones.  The  antecedent  suits  depend  upon  the  patent  existing  at 
the  time  they  were  commenced ;  and  unless  it  exists  and  is  in  force 
at  the  time  of  trial  and  judgment,  the  suits  fail.    It  is  a  mistake  to 

diligence  in  adapting  and  perfecting  the  same,  although  the  second  inventor  has, 
in  fact,  first  perfected  the  same,  and  reduced  the  same  to  practice  in  a  podtiTe 
form.  It  thus  gives  full  effect  to  the  well-known  maxim,  that  he  has  the  better 
right  who  is  prior  in  point  of  time,  namely,  in  making  the  discovery  or  invention. 
But  if,  "as  the  argument  of  the  learned  counsel  innsts,  the  text  of  Mr.  Phillips 
means  to  affirm  (what,  I  think,  it  does  not)  that  he,  who  is  the  original  and  first 
inventor  of  an  invention,  so  perfected  and  reduced  to  practice,  will  be  deprived 
of  his  right  to  a  patent,  in  favor  of  a  second  and  subsequent  inventor,  simply  he- 
cause  the  first  invention  was  not  then  known  or  used  by  other  persons  than  the 
inventor,  or  not  known  or  used  to  such  an  extent  as  to  give  the  public  full  knowl- 
edge of  its  existence,  I  cannot  agree  to  the  doctrine ;  for,  in  my  judgment,  cor 
patent  acts  justify  no  such  construction." 

*  It  has  been  held  that  this  clause  does  not  apply  to  American  patentees ;  who 
became  such  as  assignees  of  alien  inventors,  under  §  6  of  Act  of  March,  1837. 
Tatham  v.  Lowber,  2  Blatchf.  49. 

*  1  Black.  273. 
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suppose  that,  upon  this  construction,  moneys  recovered  on  judgment 
in  suits,  or  voluntary  payment  under  the  first  patent  upon  the 
surrender,  might  be  recovered  back.  The  title  to  these  moneys 
does  not  depend  upon  the  patent,  but  upon  the  voluntary  payment 
or  judgment  of  the  court." 
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CHAPTER    X. 

OF  THE  REMEDY  IN  EQUITY  TO  RESTRAIN  INFRINOEMENTS. 

§  400.  We  have  seen  that  the  common  law  and  the  statute  both 
afford  a  remedy,  by  an  action  for  damages,  for  the  infringement  of 
patent  rights.  But  this  remedy  would  be  wholly  inadequate  to 
the  protection  of  such  rights,  if  it  were  not  accompanied  and  forti- 
fied by  another  remedy,  which  flows  from  that  great  principle  of 
equity  jurisprudence,  that  where  there  is  a  legal  right,  and  the 
nature  of  the  injury  to  which  it  is  exposed  is  such  that  a  prevea- 
tive  remedy  is  indispensable,  equity  will  afford  that  remedy  by 
an  injunction.  The  grounds  of  the  equity  jurisdiction  in  cases  of 
patents  are,  the  prevention  of  irreparable  mischiefs,  the  suppression 
of  a  multiplicity  of  suits  and  vexatious  litigation,  and  the  more  com- 
plete discovery,  from  the  party  guilty  of  infringement,  of  the  ex- 
tent of  the  injury  done  to  the  patentee,  than  can  be  obtained  in  an 
action  at  law.^  It  does  not  belong  to  the  purposes  of  this  work, 
to  trace  the  origin  of  this  branch  of  equity  jurisdiction,  nor  is  it 
necessary  to  do  so,  since  the  patent  laws  have  expressly  adopted  in 
the  broadest  terms  the  remedy  which  it  affords  for  the  protection 
of  patent  rights,  and  have  directed  the  proper  courts  '^  to  grant 
injunctions  according  to  the  course  and  principles  of  courts  of 
equity,  to  prevent  the  violation  of  the  rights  of  any  inventor,  as 
secured  to  him  by  any  law  of  the  United  States,  on  such  terms  and 
conditions  as  the  said  courts  may  deem  reasonable."  '  All  that  is 
requisite,  therefore,  in  the  present  work,  is,  to  develop  the  appli- 
cation of  the  doctrines  and  practice  of  courts  of  equity  to  the 
rights  of  inventors,  in  the  remedy  by  injunction. 

§  401.  As  a  preliminary  remark,  however,  we  may  notice,  that 
the  discretion  vested  in  the  court  by  the  terms  of  the  statute  above 
cited,  to  grant  injunctions  on  such  terms  and  conditions  as  the 
court  may  deem  reasonable,  is  in  perfect  accordance  with  the 

^  2  Story's  £q.  Jurisp.  §  980,  931,  932,  938. 

*  Act  of  July  4, 1836,  ch.  357,  §  17.    Enlarged,  as  to  powers  of  appeal,  by  act 
of  February  IS,  1861,  cL  87. 
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principles  of  equity.^  This  discretion  is  not  a  wholly  unregulated 
discretion,  but  the  clause  in  which  it  is  expressed  is  to  be  con- 
sidered as  affected  by  the  previous  direction  that  the  injunction  is 
to  be  granted  according  to  the  course  and  principles  of  courts  of 
equity,  which  are  guided  by  certain  ;prell-settled  rules ;  so  that  the 
terms  and  conditions  to  be  imposed  in  each  case  will  be  ascertained, 
by  applying  to  the  circumstances  of  the  case  those  principles  and 
that  course  of  practice  which  have  been  usually  followed,  and 
which  will  admit  of  a  '^  reasonable  "  application  to  the  particular 
facts  of  the  case. 

§  402.  I.  The  Parties.  The  parties  entitled  to  relief  in  equity 
against  the  infringement  of  a  patent  are,  first,  the  party  or  parties 

^  In  Bacon  v.  Jones,  4  Mylne  &  Cr.  433,  436,  Lord  Cottenham  made  the  fol- 
lowing remarks -on  the  granting  of  injunctions  in  cases  of  patents :  '*  When  a  par- 
ty applies  for  the  aid  of  the  court,  the  application  for  an  injunction  is  made  either 
during  the  progress  of  the  suit  or  at  the  hearing ;  and  in  both  cases,  I  apprehend, 
great  latitude  and  discretion  are  allowed  to  the  court  in  dealing  with  the  applica- 
tion. When  the  application  is  for  an  interlocutory  injunction,  several  courses  are 
open :  the  court  may  at  once  grant  the  injunction,  simpliciter,  without  more,  —  a 
course  which,  though  perfectly  competent  to  the  court,  is  not  very  likely  to  be 
taken  where  the  defendant  raises  a  question  as  to  the  validity  of  the  plaintiff's 
title  ;  or  it  may  follow  the  more  usual,  and,  as  I  apprehend,  more  wholesome  prac- 
tice in  such  a  case,  of  either  granting  an  injunction,  and  at  the  same  time  direct- 
ing the  plaintiff  to  proceed  to  establish  his  title  at  law,  and  suspending  the  grant 
of  the  injunction  until  the  result  of  the  legal  investigation  has  been  ascertained, 
the  defendant  in  the  mean  time  keeping  an  account  Which  of  these  several 
courses  ought  to  be  taken  must  depend  entirely  upon  the  discretion  of  the  court, 
according  to  the  case  made. 

^  When  the  cause  comes  to  a  hearing,  the  court  has  also  a  large  latitude  left  to 
it ;  and  I  am  far  from  saying  that  a  case  may  not  arise  in  which,  even  at  that 
stage,  the  court  will  be  of  opinion  that  the  injunction  may  properly  be  granted 
without  having  recourse  to  a  trial  at  law.  The  conduct  and  dealings  of  the  par- 
ties, the  frame  of  the  pleadings,  the  nature  of  the  patent  right,  and  of  the  evidence 
by  which  it  is  established,  —  these  and  other  circumstances  may  combine  to  pro- 
duce such  a  result ;  although  this  is  certainly  not  very  likely  to  happen,  and  I  am 
not  aware  of  any  case  in  which  it  has  happened.  Nevertheless,  it  is  a  course  un- 
questionably competent  to  the  court,  provided  a  case  be  presented  which  satisfies 
tiie  mind  of  the  judge,  that  such  a  course,  if  adopted,  will  do  justice  between  the 
parties. 

"  Again,  the  court  may,  at  the  hearing,  do  that  which  is  the  more  ordinary 
course ;  it  may  retain  the  bill,  giving  the  plaintiff  the  opportunity  of  first  estab- 
Ushing  hb  right  at  law.  There  still  remains  a  third  course,  the  propriety  of  which 
must  also  depend  upon  the  circumstances  of  the  case,  that  of  at  once  dismissing 
the  bill." 
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interested  in  the  patent.  As  the  remedy  in  equity  is  given  in 
order  to  protect  a  legal  right,  and  as  the  statute  gives  a  right  of 
action  to  the  person  or  persons  interested,  whether  as  patentee, 
assignees,  or  grantees  of  the  exclusive  right  for  a  particular  dis- 
trict, it  follows  that  any  person  holding  the  legal  title,  or  the  right 
to  bring  an  action,  may  bring  a  bill  for  an  injunction. 

§  408.  We  have  seen  when  the  assignee  of  a  patent  may  sue  at 
law  in  his  own  name,  and  when  he  should  join  his  assignor.  The 
same  rules  will  govern  in  equity,  in  determining  who  are  necessary 
parties  to  the  bill.  If  the  assignee  has  the  whole  interest,  he  may 
sue  alone  ;  but  if  he  has  less  than  the  whole  interest,  he  must  join 
the  patentee.  If  the  assignment  has  not  been  recorded,  the 
assignee  is  not  substituted  to  the  right  and  responsibility  of  the 
patentee,  so  as  to  maintain  any  suit  at  law  or  in  equity,  founded 
upon  the  patent ;  ^  and  where  there  is  a  joint  suit  by  the  patentee 
and  the  assignee,  and  a  disclaimer  has  been  filed  by  the  patentee, 
in  which  the  assignee  did  not  join,  the  disclaimer  cannot  operate 
in  favor  of  the  complainants  in  such  a  bill,  or  in  an  action  at  law.^ 

§  404.  There  is,  however,  one  distinction  between  an  action  at 
law  and  a  suit  in  equity,  in  respect  to  the  parties,  and  that  is  the 
case  of  an  assignment  of  the  exclusive  right  for  a  particular 

*  Wyeth  V.  Stone,  1  Story's  R.  278,  295.  Story,  J. :  "  The  objection  which  I 
deem  fatal  is,  that  the  bill  states  and  admits,  that  the  assignment  to  the  plaintiff, 
Tudor  (made  in  February,  1882),  has  never  yet  been  recorded  in  the  State  De- 
partment, according  to  the  provisions  of  the  Patent  Act  of  1 793,  ch.  55,  §  4.  That 
act  provides,  *  that  it  shall  be  lawful  for  any  inventor,  his  executor  or  administra- 
tor, to  assign  the  title  and  interest  in  the  said  invention  at  any  time ;  and  the  as- 
signee, having  recorded  the  said  assignment  in  the  office  of  the  Secretary  of  State, 
shall  thereafter  stand  in  the  place  of  the  original  inventor,  both  as  to  right  and  re- 
sponsibility.' It  seems  a  necessary,  or,  at  least,  a  just  inference,  from  this  language, 
that  until  the  assignee  has  so  recorded  the  assignment,  he  is  not  substituted  to 
the  right  and  responsibility  of  the  patentee,  so  as  to  maintain  any  suit  at  law  or  in 
equity,  founded  thereon.  It  is  true,  that  no  objection  is  taken  in  the  pleadings  on 
account  of  this  defect ;  but  it  is  spread  on  the  &ce  of  the  bill,  and  therefore  the 
court  is  bound  to  take  notice  of  it  It  is  not  the  case  of  a  title  defectively  set 
forth,  but  of  a  tide  defective  in  itself,  and  brought  before  the  court  with  a  fatal 
infirmity,  acknowledged  to  be  attached  to  it.  As  between  the  plaintiffs  and  the 
defendants,  standing  upon  adverse  titles  and  rights  (whatever  might  be  the  case 
between  privies  in  title  and  right),  Tudor  has  shown  no  joint  interest  sufficient  to 
maintain  the  present  bill ;  and  therefore  it  must  be  dismissed  with  costs." 

•  Ibid.  294. 


§  402  -  405  a.]  remedy  in  equity  to  restrain  infringements.    431 

district.  The  grantee  of  such  a  right  may  bring  an  action  at  law, 
within  his  own  district,  for  an  infringement,  even  against  the 
patentee  himself,  and,  consequently,  he  may  bring  such  an  action 
always  in  his  own  name.^ 

§405.  But  in  equity  the  patentee  may  be  joined  with  the 
assignee  of  such  an  exclusive  right,  if  it  be  a  right  to  use  a 
limited  number  of  the  patented  machines  in  a  particular  district, 
because  the  interest  of  the  patentee  is  not  all  vested  in  the 
grantee,  who,  although  he  may  prevent  the  patentee  from  licensing 
other  persons  within  the  district,  cannot  obtain  for  himself  the 
right  to  use  more  machines  than  the  original  grant  authorized, 
without  paying  the  patentee  for  such  further  license.  This  inter- 
est  renders  the  patentee  a  proper  party  in  such  a  bill.^  DifiFerent 
persons,  who  have  infringed  a  patent  independently  of  each  other, 
cannot  be  made  defendants  in  the  same  bill.^ 

§  405  a.  It  becomes  at  times  important  to  know  against  whom  a 
bill  for  injunction  may  be  brought.  Thus  in  the  English  case  of 
Caldwell  v.  Van  Vliessingen,*  it  was  held  that  the  Court  of  Chancery 
could  enjoin  the  use  in  England  of  an  English  patented  invention 
which  had  been  made  abroad,  and  attached  to  a  foreign  vessel  as 

^  "  The  sixth  question  certified  is  as  follows :  whether  the  plaintiff,  if  he  be  an 
assignee  of  an  exclusive  right  to  use  two  of  the  patented  machines  within  the 
town  of  Watervliet,  has  such  an  exclusive  right  as  will  enable  him  to  maintain  an 
action  for  an  infringement  of  the  patent  within  the  said  town ;  or  whether,  to 
maintain  such  action,  the  plaintiff  must  be  possessed,  as  to  that  territory,  of  all 
the  rights  of  the  original  patentee.  The  plaintiff  is  the  grantee  of  the  exclusive 
right  to  construct  and  use,  and  to  vend  to  others  to  be  used,  two  of  the  patented 
machines  within  the  town  of  Watervliet,  in  the  county  of  Albany.  The  four- 
teenth section  of  the  patent  law  authorizes  any  person,  who  is  a  grantee  of  the 
exclusive  right  in  a  patent  within  and  throughout  a  specified  portion  of  the  Unit- 
ed States,  to  maintain  an  action  in  his  own  name  for  an  infringement  of  the  right. 
The  plaintiff  comes  within  the  very  terms  of  the  section.  Although  limited  to 
the  use  of  two  machines  within  the  town,  the  right  to  use  them  is  exclusive.  No 
other  party,  not  even  the  patentee,  can  use  a  right  under  the  patent  within  the 
territory  without  infringing  the  grant.**  Wilson  v.  Bouaseau,  4  How.  646, 
686. 

'  Woodworth  v.  Wilson,  4  How.  712.  It  had  been  previously  held  that  the 
grantee  for  a  particular  district  can  maintain  a  bill  for  an  injunction  and  account 
Ogle  V.  Edge,  4  Wash.  584. 

»  DiUy  r.  Doig,  2  Ves.  Jr.  487. 

«  9  E.  L.  and  Eq.  51. 
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part  of  her  equipment.  But  the  Supreme  Court  of  the  United 
States,  in  the  similar  case  of  Brown  v.  Duchesne,^  held  directly 
the  opposite  opinion. 

,  In  Munz  v.  Grenfell,^  an  injunction  was  granted  against  one 
who  had  entered  into  partnership  with  the  patentee  for  the  joint 
prosecution  of  business  connected  with  the  invention,  and  then 
broken  off,  to  patentee's  detriment.  The  plaintilf  was,  lioweTer, 
ordered  to  bring  an  action  at  law. 

Bewley  v.  Hancock  ^  presents  us  with  the  case  of  four  persons 
who,  having  taken  out  patents  relative  to  the  manufacture  of 
goods  from  gutta-percha,  entered  into  an  agreement  ^^  that  all 
patents  taken  out  or  in  the  course  of  being  taken  out  by  any  or 
either  of  them,  or  on  account  of  and  for  the  benefit  of  any  or 
either  of  them,  in  relation  to  the  preparation  or  application  of 
gutta-percha,  or  the  manufacture  of  any  articles  therefrom,  should 
be  assigned  to  trustees  and  held  for  their  joint  account."  Subse- 
quently, one  of  the  parties  took  out  a  patent  for  an  apparatus  and 
machinery  for  giving  shape  and  configuration  to  elastic  substances, 
and  applied  it  to  coating  telegraph  wires  with  gutta-percha,  but 
refused  to  make  any  assignment.  It  was  held  that  he  could  be 
restrained,  as  well  as  compelled  to  make  specific  performance. 

On  the  other  hand,  in  the  very  recent  case  of  Mathers  v.  Green,^ 
the  Lord  Chancellor  decided,  on  appeal  from  the  Master  of  the 
Rolls,  that,  in  the  absence  of  clear  and  unmistakable  evidence  of 
an  agreement  or  contract  between  joint  grantees  or  patentees, 
one  of  such  patentees  was  not  entitled  to  a  share  in  the  profits 
made  by  another  in  granting  licenses.  ^'  The  letters-patent 
grant  to  the  three,  their  executors,  administrators,  and  as- 
signs, that  they  and  every  one  of  them,  by  themselves,  their 
servants,  and  agents,  or  such  others  as  they  may  agree  with 
and  no  others,  shall,  for  the  term  of  fourteen  years,  use,  ex- 
ercise, and  vend  the  same  invention.  The  right  conferred  is  a 
right  to  exclude  all  the  world,  other  than  the  grantees,  from  using 
the  invention.  But  there  is  no  exclusion  in  the  letters-patent  of 
any  one  of  the  patentees.  The  inability  of  any  one  of  the  patr 
entees  to  use  the  invention,  if  any  such  inability  exists,  must  be 

^  19  How.  183  (affirming  2  Curtis,  C.  C.  371). 

*  2  Webs.  Pat  Cas.  88. 

*  35  £.  L.  and  £q.  545. 

*  1  Law  Rep.  Eq.  Ser.  29  (1865). 
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sought  elsewhere  than  in  the  letters-patent.  But  there  is  no 
principle,  in  the  absence  of  contract,  which  can  prevent  any 
persons  not  prohibited  by  statute  from  using  any  invention 
whatever.  Is  there,  then,  any  implied  contract,  where  two  or 
more  persons  jointly  obtain  letters-patent,  that  no  one  of  them 
shall  use  the  invention  without  the  consent  of  the  others,  or  that 
if  he  does,  he  shall  use  it  for  their  joint  benefit.  I  can  discover 
no  principle  for  such  a  doctrine.  It  would  enable  one  of  two 
patentees  either  to  prevent  the  use  of  the  invention  altogether,  or 
else  to  compel  the  other  patentee  to  risk  his  skill  and  capital  in  the 
use  of  the  invention  on  the  terms  of  being  accountable  for  half 
the  profit,  if  profit  should  be  made,  without  being  able  to  call  on 
his  co-patentee  for  contribution,  if  thete  should  be  loss.  This 
would  be  placing  the  parties  in  a  relation  to  each  other  which 
I  think  no  court  can  assume  to  have  been  intended  in  the  absence 
of  express  contract  to  that  effect." 

Similar  language  is  used  by  Curtis,  J.,  in  Glum  v.  Brewer.^ 
^'  One  tenant  in  common  has  as  good  a  right  to  use  and  to  license 
third  persons  to  use  the  thing  patented  as  the  other  tenant  has. 
Neither  can  come  into  a  court  of  equity  and  assert  a  superior 
equity,  unless  it  has  been  created  by  some  contract  modifying  the 
rights  which  belong  to  them  as  tenants  in  common." 

§  406.  II.  The  Bill.  A  bill  for  an  injunction  to  restrain  the 
infringement  of  a  patent,  after  the  address  to  the  court  and  the 
statement  of  the  parties,  should  recite  the  application  for  the 
letters-patent,  by  the  inventor,  and  the  compliance  by  him  with 
all  the  prerequisites  for  obtaining  them,  and  the  issue  of  the 
letters,  giving  the  title  as  it  is  contained  in  them,  verbatim^  their 
attestation  by  the  proper  officers,  and  their  delivery  to  the  patentee. 
Profert  of  the  letters  should  be  made,  but  it  is  not  necessary  to  set 
forth  the  description  of  the  invention  given  in  the  specification.^ 
It  is  necessary,  however,  to  state  that  the  plaintiff,  after  the  issuing 
of  the  patent,  put  his  invention  into  use,  and  is,  at  the  time  of 
filing  the  bill,  in  the  exclusive  possession  of  it.^  If  the  bill  is 
brought  upon  the  title  of  an  assignee,  either  of  the  whole  or  a  part 
of  the  interest,  or  of  an  administrator,  or  if  the  patent  has  been 

^  2  Curtis,  t.  C.  606. 

*  Kay  V.  Marshall,  1  Mylne  &  Cr.  873 ;  Westhead  v.  Eeene,  I  fieav.  287. 

•  Isaacs  V.  Cooper,  4  Wash.  269. 
PAT.  28 
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renewed,  or  extended,  or  amended  by  a  disclaimer,  the  facts  should 
be  properly  set  forth,  to  show  the  present  state  of  the  title  and  tlie 
right  for  which  protection  is  asked.  The  bill  should  further  state 
the  infringement  complained  of,  whether  it  has  been  actually  com- 
mitted or  is  threatened ;  and  if  the  right  has  been  previously 
established  by  an  action  at  law,  against  the  same  or  any  other 
party,  or  an  injunction  has  been  previously  obtained  against  the 
same  or  any  other  party,  the  fact  should  be  set  forth.^  These 
averments  are  usually  followed  by  a  statement  that  the  defendant 
has  been  requested  to  desist  from  the  use  of  the  invention,  and  to 
account  for  the  damages  which  the  plaintifif  has  sustained.  Then 
follows  the  charge  of  actual  combination  by  the  defendant  with 
others,  if  the  facts  require  it,  and  of  a  conspiracy,  if  one  is  intend- 
ed to  be  proved,  to  destroy  the  plaintiff's  exclusive  privilege.  The 
prayer  of  the  bill  is  for  a  discovery  upon  oath  and  particular 
answers  to  the  interrogatories,  which  should  be  pointed  at  all  the 
previous  material  averments  in  the  bill,  for  a  general  answer  to 
the  bill,  for  a  decree  that  the  defendant  account  for  and  pay  over 
the  gains  and  profits  which  have  accrued  to  him  from  using  the 
invention,  for  an  injunction  to  restrain  the  defendant  from  the 
further  use  of  the  invention,  and  to  compel  the  delivery  or  de- 
struction of  the  machines  or  other  things  which  he  has  made,  and 
for  further  relief.  The  prayer  should  close  with  asking  for  a  writ 
of  injunction,  and  a  subpoena.  Tlie  bill  should  be  sworn  to  by  the 
usual  affidavit. 

The  omission  of  the  oath  is  not,  however,  a  ground  for  demurrer 
after  a  hearing  and  order  to  file  evidence.  The  objection  should 
be  made  by  motion,  on  the  appearance  of  the  respondents,  when 
the  oath  will  be  directed,  unless  good  cause  to  the  contrary  be 
shown  .2 

§  407.  It  may  often  be  a  serious  question,  whether  an  original 
bill  filed  for  an  injunction  and  other  relief  is  affected  by  a  subse- 
quent surrender  and  renewal  of  the  patent,  pending  the  proceed- 
ings. In  a  case  where  this  had  happened,  and  a  temporary 
injunction  had  been  granted  on  the  original  bill,  in  which  the 
patentee  and  certain  assignees  were  plaintiffs,  and  upon  the  new 

^  See  the  observations  of  Mr.  Justice  Story,  cited  from  Woodworth  v^  Stone, 
post.    See  also  Orr  v.  Litdefield,  1  Woodb.  &  M.  18. 
»  Woodworth  r.  Edwards,  8  Woodb.  &  M.  120. 
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patent  a  supplemental  bill  was  filed  against  the  defendant  for  the 
continuance  of  the  injunction  and  other  relief,  the  injunction  was 
ordered  to  stand  continued,  as  to  the  new  patent,  stated  in  the 
supplemental  bill,  until  the  hearing  or  further  order.  Hence  it 
appears  that,  when  a  patent  is  surrendered  and  renewed,  pending 
a  temporary  injunction,  a  supplemental  bill  is  necessary,  in  order 
to  continue  the  injunction  as  to  the  new  patent.^ 

*  Woodworth  v.  Stone,  8  Story's  R.  749,  750.  Story,  J. :  "If  the  present 
case  had  stood  merely  upon  the  original  bill,  it  appears  to  me  clear,  that  the  mo- 
tion to  dissolve  the  injunction  granted  upon  that  bill  ought  to  prevail,  because, 
by  the  surrender  of  the  patent,  upon  which  that  bill  is  founded,  the  right  to 
maintain  the  same  would  be  entirely  gone.  I  agree  that  it  is  not  in  the  power  of 
the  patentee,  by  a  surrender  of  his  patent,  to  affect  the  rights  of  third  persons,  to 
whom  he  has  previously,  by  assignment,  passed  his  interest  in  the  whole  or  a  part 
of  the  patent,  without  the  consent  of  such  assignees.  But,  here,  the  supplemen- 
tal bill  admits  that  the  assignees,  who  are  parties  to  the  original  and  supplemen- 
tal bill,  have  consented  to  such  surrender.  They  have,  therefore,  adopted  it,  and 
it  became  theirs  in  the  same  manner  as  if  it  had  been  their  personal  act  and  done 
by  their  authority. 

"  The  question,  then,  is  precisely  the  same  as  if  the  suit  were  now  solely  in  be- 
half of  the  patentee.  In  order  to  understand  with  clearness  and  accuracy  some 
of  the  objections  to  the  continuance  of  the  injunction,  it  may  be  necessary  to 
state  that  the  original  patent  to  William  Woodworth  (the  inventor),  who  is  since 
deceased,  was  granted  on  the  27th  of  December,  1828.  Subsequently,  under  the 
eighteenth  section  of  the  act  of  1886,  ch.  857,  the  Commissioner  of  Patents,  on  the 
16th  of  November^  184  2,  recorded  the  patent  in  fayor  of  William  W.  Woodworth, 
the  administrator  of  William  Woodworth  (the  inventor),  for  seven  years  from  the 
27th  of  December,  1849  (to  which  time  the  renewed  patent  extended)  ;  and  the 
Commissioner  of  Patents  was  directed  to  make  a  certificate  of  such  extension  in  the 
name  of  the  administrator  of  William  Woodworth  (the  inventor),  and  to  append 
an  authenticated  copy  thereof  to  the  original  letters-patent,  whenever  the  same 
shall  be  requested  by  the  said  administrator  or  his  assigns.  The  Commissioner  of 
Patents,  accordingly,  on  the  Sd  of  March,  1845,  at  the  request  of  the  administra- 
tor, made  such  certificate  on  the  original  patent  On  the  8th  of  July,  1845,  the 
administrator  surrendered  the  renewed  patent  granted  to  him  '  on  account  of  a 
defect  in  the  specification.'  The  surrender  was  accepted,  and  a  new  patent  was 
granted  on  the  same  day  to  the  administratoi',  reciting  the  preceding  facts,  and 
that  the  surrender  was  *  on  account  of  a  defective  specification,'  and  declaring 
that  the  new  patent  was  extended  for  fourteen  years  from  the  27th  of  December, 
1828,  *'  in  trust  for  the  heirs  at  law  of  the  said  William  Woodworth  (the  inven- 
tor), their  heirs,  administrators,  or  assigns.' 

'^  Now,  one  of  the  objections  taken  to  the  patent  is,  that  it  is  for  the  term  of 
fourteen  years,  and  not  for  the  term  of  seven  years,  or  for  two  successive  terms 
of  seven  years.  But  it  appears  to  me  that  this  objection  is  not  well  founded,  and 
stands  inter  Apices  juris ;  for  the  new  patent  should  be  granted  for  the  whole 
term  of  fourteen  years  from  the  27th  of  December,  and  the  legal  effect  is  the 
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By  supplemental  bill  the  plaintiff  may  also  bring  in  new  parties 
and  enlarge  the  charges  contained  in  the  original  bill.^ 

same  as  it  would  be  if  the  patent  was  specifically  renewed  for  two  succeasiye 
terms  of  seven  years.  The  new  patent  is  granted  for  the  unexpired  term  onlyf 
from  the  date  of  the  grant,  viz.,  for  the  unexpired  period  existing  on  the  8th  of 
July,  1845,  by  reference  to  the  original  grant  in  December,  1828.  It  is  also  sug- 
gested that  the  patent  ought  not  to  have  been  in  trust  for  the  heirs  at  law  of  the 
said  William  Woodworth,  their  heirs,  administrators,  or  assigns.  But  this  is,  at 
most,  a  mere  verbal  error,  if  indeed  it  has  any  validity  whatsoever ;  for  the  new 
patent  will,  by  operation  of  law,  enure  to  the  sole  benefit  of  the  parties,  in  whose 
favdr  the  law  designed  it  should  operate,  and  not  otherwise.  It  seems  to  me  that 
the  case  is  directly  within  the  purview  of  the  tenth  and  thirteenth  sections  of  the 
act  of  1836,  ch.  357,  taking  into  consideration  their  true  intent  and  objects. 

**  Another  objection  urged  against  the  continuation  of  the  injunction  is,  that  the 
breach  of  the  patent  assigned  in  the  original  bill  can  have  no  application  to  the 
new  patent,  and  there  is  no  ground  to  suggest  that,  since  the  injunction  was 
granted,  there  has  been  any  new  breach  of  the  old  patent,  or  any  breach  of  the 
new  patent  But  it  is  by  no  means  necessary  that  any  such  new  breach  should 
exist.  The  case  is  not  like  that  of  an  action  at  law  for  the  breach  of  a  patent, 
to  support  which  it  is  indispensable  to  establish  a  breach  before  the  suit  was 
brought.  But  in  a  suit  in  equity,  the  doctrine  is  far  otherwise.  A  bill  will  lie 
for  an  injunction,  if  the  patent  right  is  admitted  or  has  been  established  upon 
well-grounded  proof  of  an  apprehended  intention  of  the  defendant  to  violate  the 
patent  right.  A  bill,  quia  timet,  is  an  ordinary  remedial  process  in  equity.  Now, 
the  injunction  already  granted  (supposing  both  patents  to  be  for  the  same  inven- 
tion) is  prima  facie  evidence  of  an  intended  violation,  if  not  of  an  actual  violadon: 
And  the  affidavit  of  James  N.  Bufiiun  is  very  strong  and  direct  evidence  to  this 
same  effect 

**  But  the  most  material  objection  taken  is,  that  the  new  patent  is  not  for  the 
same  invention  as  that  which  has  been  surrendered.  And,  certainly,  if  this  be 
correct,  there  is  a  fatal  objection  to  the  prolongation  of  the  injunction.  But  is 
the  objection  well  founded  in  point  of  fact  ?  It  is  said,  that  the  present  patent  is 
for  a  combination  only,  and  that  the  old  patent  was  for  a  combination  and  some- 
thing more,  or  diJBTerent  But  I  apprehend  that,  upon  the  face  of  the  present  patr 
ent,  the  question  is  scarcely  open  for  the  consideration  of  the  court ;  and,  at  all 
events,  certainly  not  open  in  this  stage  of  the  cause.  I  have  already,  in  another 
cause,  had  occasion  to  decide,  that  where  the  Commissioner  of  Patents  accepts  a 

^  Parkhurst  v.  Kinsman,  2  Blatchf.  78.  Here  the  supplementary  defendant 
claimed  to  be  bond  fide  purchaser  from  the  original  defendant,  and  as  such  enti- 
tled to  defend  himself,  without  regard  to  the  condition  of  such  original  defendant, 
who  was  precluded  by  his  own  agreement  from  denying  the  validity  of  the  patent 
But  the  court  held,  that  the  supplementary  defendant  had  acquired  his  interest 
not  merely  pendente  liie,  but  also  with  a  full  knowledge  of  the  nature  and  state 
of  the  litigation,  and  therefore  could  take  no  higher  rights  than  the  original  de- 
fendant possessed.  The  court  added,  that  the  plaintiff  might  even  have  enforced 
his  decree  without  any  supplementary  bill. 
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§  408.  III.  The  Injunction.  We  have  now  to  state,  in  the  first 
place,  the  general  principles  on  which  courts  of  equity  proceed  in 
granting,  continuing,  or  dissolving  injunctions.     To  obtain   an 

tarrender  of  an  old  patent  and  grants  a  new  one,  under  the  act  of  1886,  cb.  857, 
his  decision,  being  an  act  .expressly  confided  to  bim  by  law,  and  dependent  upon 
his  judgment,  is  not  re-examinable  elsewhere ;  and  that  the  court  must  take  it  to 
be  a  lawful  exercise  of  his  authority,  unless  it  is  apparent  upon  the  very  face  of 
the  patent  that  he  has  exceeded  his  authority,  and  there  is  a  clear  repugnancy 
between  the  old  and  the  new  patent,  or  the  new  one  has  been  obtained  by  collu- 
sion between  the  commissioner  and  the  patentee.  Now,  upon  the  face  of  it,  the 
new  patent,  in  the  present  case,  purports  to  be  for  the  same  invention,  and  none 
other,  that  is  contained  in  the  old  patent  The  avowed  difference  between  the 
new  and  the  old  is,  that  the  specification  in  the  old  is  defective,  and  that  the  de- 
fect is  Intended  to  be  remedied  in  the  new  patent.  It  is  upon  this  very  gro\;ind 
that  the  old  patent  was  surrendered  and  the  new  patent  was  granted.  The  claim 
in  the  new  patent  is  not  of  any  new  invention,  but  of  the  old  invention  more  per- 
fectly described  and  ascertained.  It  is  manifest  that,  in  the  first  instance,  the 
comnussioner  was  the  proper  judge  whether  the  invention  was  the  same  or  not, 
and  whether  there  was  any  deficit  in  the  specification  or  not,  by  inadvertence, 
accident,  or  mistake ;  and  consequently  he  must  have  decided  that  the  combina- 
tion of  machinery  claimed  in  the  old  patent  was,  in  substance,  the  same  combina- 
tion and  invention  claimed  and  described  in  the  new.  My  impression  is,  that  at  the 
former  trial  of  the  old  patent  before  me,  I  held  the  claim  substantially  (although 
obscurely  worded)  to  be  a  claim  for  the  invention  of  a  particular  combination  of 
machinery  for  planing,  tonguing,  and  grooving,  and  dressing  boards,  &c. ;  or,  in 
other  words,  that  it  was  the  claim  of  an  invention  of  a  planing  machine  or  planing 
apparatus  such  as  he  had  described  in  his  specification. 

"■  It  appears  to  me,  therefore,  that  prima  facie,  and,  at  all  events,  in  this  stage 
of  the  cause,  it  must  be  taken  to  be  true,  that  the  new  patent  is  for  the  same  in- 
vention as  the  old  patent ;  and  that  the  only  difierence  is,  not  in  the  invention  it- 
self, but  in  the  specification  of  it  In  the  old,  it  was  defectively  described  and 
claimed.  In  the  new,  the  defects  are  intended  to  be  remedied.  Whether  they 
are  effectually  remedied  is  a  point  not  now  properly  before  the  court  But  as  the 
Commissioner  of  Patents  has  granted  the  new  patent  as  for  the  same  invention  as 
the  old,  it  does  not  appear  to  me  that  this  court  is  now  at  liberty  to  revise  his 
judgment,  or  to  say  that  he  has  been  guilty  of  an  excess  of  authority,  at  least  (as 
has  been  already  suggested),  not  in  this  stage  of  the  cause ;  for  that  would  be  for 
the  court  of  itself  to  assume  to  decide  many  matters  of  fact  as  to  the  specification 
and  the  combination  of  machinery  in  both  patents,  without  any  adequate  means 
of  knowledge  or  of  guarding  itself  from  gross  error.  For  the  purpose  of  the  in- 
junction, if  for  nothing  else,  I  must  take  the  invention  to  be  the  same  in  both 
patents,  afler  the  Commissioner  of  Patents  has  so  decided,  by  granting  the  new 
patent. 

"  Upon  the  whole,  therefore,  I  do  order  and  direct,  that  the  injunction  do  stand 
continued  as  to  the  new  patent  stated  in  the  supplemental  bill,  until  the  hearing 
or  fiurther  order  of  the  court." 
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injunction,  the  plaintiff  must  accompany  his  application  with  an 
affidavit  that  he  then  believes  himself  to  be  the  original  and  first 
inventor  of  the  thing  patented ;  for,  it  is  said,  although  when  he 
obtained  his  patent  he  might  have  very  honestly  sworn  as  to  his 
belief  of  such  being  the  fact,  yet  circumstances  may  have  sub- 
sequently intervened,  or  information  may  have  been  communi- 
cated, sufficient  to  convince  him  that  it  was  not  his  own  origmal 
invention,  and  that  he  was  under  a  mistake  when  he  applied  for 
his  patent.^  Such  a  special  affidavit  was  required  by  Mr.  Justice 
Washington  to  be  subjoined  to  a  bill.^  And  it  is  the  usual  prac- 
tice, on  moving  for  an  injunction  before  the  answer  has  been  filed, 
to  read  such  an  affidavit,  as  well  as  others  to  the  same  purport.^ 

§  409.  In  the  courts  of  the  United  States,  notice  that  an  injunc- 
tion is  to  be  applied  for  must  be  served  on  the  defendant,  as  no 
injunction,  whether  temporary  or  final,  can  be  granted  without 
reasonable  previous  notice  to  the  adverse  party  or  his  attorneys,  of 
the  time  and  place  of  moving  for  the  same.^  Injunctions,  there- 
fore, are  not  granted  in  our  courts  on  ex  parte  applications,  in 
cases  of  patents,  although  they  may  be  granted  on  filing  the  bill 
and  before  answer,  on  notice  to  the  party  to  be  aflected,  as  well  as 
after  answer  and  upon  the  hearing. 

In  Bickford  v,  Skewes,^  the  Vice-Chancellor  said  that  it  was  un- 
usual to  make  an  order  for  the  indemnity  of  the  defendant  by  the 
plaintiff  in  case  the  patent  should  not  be  sustained,  adding  that  in 
one  instance,  Kay  t?.  Marshall,  where  he  had  gone  out  of  the  way  of 
the  court  to  make  such  order,  his  order  had  been  overruled  on  ap- 
peal. It  results  from  this  that  courts  of  equity  are  loath  to  grant 
an  injunction  unless  the  plaintifi^'s  right  is  very  clear,  especially 
in  cases  where  an  account  will  answer  all  reasonable  purposes. 

§  410.   The  bill  and  the  application  being,  then,  in  proper  form, 

^  Hill  V,  Thompson,  3  Meriv.  622,  624 ;  Stnrz  v.  De  La  Roe,  5  Russ.  Ch.  B. 
822.  The  same  reason  exists  at  the  time  of  the  application,  although  the  bill  it- 
self was  sworn  to  when  filed. 

*  Rogers  v.  Abbot,  4  Wash.  514 ;  Ogle  v.  Edge,  Ibid.  584.  .See  also  Sullivaa 
V.  Redfield,  1  Paine,  441. 

'  See,  further,  as  to  affidavits,  post^  at  the  end  of  thb  chapter. 

*  Act  2d  March,  1793,  ch.  22,  §  5  ;  Perry  v.  Parker,  1  Woodbury  &  M.  280, 
281. 

*  1  Webs.  Pat.  Cas.  214. 
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the  first  thing  to  be  considered  is,  whether  the  court  will  require 
the  patentee  to  establish  his  legal  right  by  an  action  at  law,  before 
it  grants  the  injunction,  or  whether  it  will  grant  the  injunction,  in 
the  first  instance,  upon  the  proof  of  a  legal  right,  furnished  by  the 
bill  itself,  and  the  accompanying  afiidavits.  Upon  this  point,  the 
rule,  as  it  was  laid  down  by  Lord  Eldon,  is,  that  where  a  patent 
has  been  granted,  and  there  has  been  an  exclusive  possession  of 
some  duration  under  it,  the  court  will  interpose  its  injunction, 
without  putting  the  party  previously  to  establish  the  validity  of  his 
patent  by  an  action.  Where  the  patentee  has  surrendered  his 
original  patent  and  taken  out  another  one  with  an  amended  specifi- 
cation, the  action  of  the  commissioner  in  granting  the  subsequent 
patent  is  primd  facie  evidence  that  the  two  patents  are^  for  the' 
same  invention,  and  can  only  be  invalidated  by  clear  proof  of 
fraud,  excess  of  authority,  or  manifest  discrepancy.^  But  where 
the  patent  is  but  of  yesterday,  and,  upon  an  application  being 
made  for  an  injunction,  it  is  endeavored  to  be  shown,  in  opposition 
to  it,  that  there  is  no  good  specification,  or  otherwise,  that  the  pat- 
ent ought  not  to  have  been  granted,  the  court  will  not,  from  its 
own  notions  upon  the  matter  in  dispute,  act  upon  the  presumed 
validity  or  invalidity  of  the  patent,  without  the  right  having  been 
ascertained  by  a  previous  trial,  but  will  send  the  patentee  to  law 
to  establish  the  validity  of  his  patent  in  a  court  of  law,  before  it 
will  grant  him  the  benefit  of  an  injunction.^ 

§  411.  The  rule  thus  stated  has  been  followed  by  our  own 
courts,  with  further  explanations,  which  extend  its  application  to 
the  particular  facts  of  the  cases  that  have  arisen.  Thus,  Mr.  Jus- 
tice Washington  laid  down  the  rule,  as  follows,  that  the  practice 
is,  to  grant  an  injunction  upon  the  filing  of  the  bill,  and  before  a 
trial  at  law,  if  the  bill  state  a  clear  right,  and  verify  the  same  by 
afiidavit.  If  the  bill  state  an  exclusive  possession  of  the  inven- 
tion or  discovery,  an  injunction  is  granted,  although  the  court  may 
feel  doubts  as  to  the  validity  of  the  patent.  But  if  the  defects  in 
the  patent  or  specification  are  so  glaring  that  the  court  can  enter- 
tain no  doubt  as  to  that  point,  it  would  be  most  unjust  to  restrain 
tlie  defendant  from  using  a  machine,  or  other  thing,  which  he  may 
have  constructed,  probably,  at  great  expense,  until  a  decision  at  law 

^  Potter  V.  Holland,  MS.  per  IngersoU,  J. 
*  Hill  V.  Thompfion,  S  Meriv.  622, 624. 
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can  be  had.^  Upon  another  occasion,  the  same  learned  judge  laid 
down  the  general  rule  in  these  terms,  that,  where  the  bill  states  a 
clear  right  to  the  thing  patented,  which,  together  with  the  alleged 
infringement,  is  verified  by  affidavit,  if  he  has  been  in  possession 
of  it,  by  having  used  or  sold  it  in  part,  or  in  the  whole,  the  court 
will  grant  an  injunction,  and  continue  it  till  the  hearing  or  fur- 
ther order,  without  sending  the  plaintiff  to  law  to  try  the  right. 
But,  if  there  appeared  to  be  a  reasonable  doubt  as  to  the  plaintiff's 
right,  or  as  to  the  validity  of  the  patent,  the  court  will  require  the 
plaintiff  to  try  his  title  at  law,  sometimes  accompanied  with  an 
order  to  expedite  the  trial,  and  will  permit  him  to  return  for  an 
account,  in  case  the  trial  at  law  should  be  in  his  favor.  Mr.  Jus- 
•  tice  Story,  in  "Washburn  v.  Gould,  referred  to  and  adopted  the 
general  rule  laid  down  by  Lord  Eldon,  in  Hill  v,  Thompson.  In 
this  case  there  had  been  a  trial  at  law,  which  resulted  in  favor  of 
the  patentee.^  Mr.  Justice  Woodbury  has,  in  several  cases,  also 
acted  upon  it,  with  modifications,  which  will  presently  be  stated.^ 
Where  the  defendant,  in  his  answer,  does  not  impeach  the  validity 
of  the  complainant's  patent,  but  merely  sets  up  a  subsequent  pat- 
ent granted  to  himself,  and  denies  that  if  is  an  infringement  of  the 
former  one,  the  court  is  not  precluded  by  the  act  of  the  commis- 
sioner in  granting  the  subsequent  patent  without  notice  of  inter- 
ference to  the  prior  patentee.  According  to  the  act  of  1836,  §  7, 
the  Commissioner  of  Patents,  when  he  thinks  that  there  is  a  pos- 
sibility of  a  patent  interfering  with  one  previously  granted,  must 
give  notice  to  such  prior  patentee.  But  his  action  is  not  conclu- 
sive. For,^says  Kane,  J.,  in  giving  the  opinion  of  the  court  in 
Wilson  V,  Barnum :  ^  ^'  It  cannot  be  asked  that  a  third  person  shall 
have  his  legal  rights  impaired  or  his  legal  remedies  impeded  by 
any  proceeding  to  which  he  was  not  made  and  could  not  have 
made  himself  a  party.  To  hold  ourselves  concluded  by  the  action  of 
the  Patent  Office,  where  that  action  has  been  without  notice,  would 
be  as  perilous  to  the  interest  of  inventors  as  to  that  of  the  public."* 
The  conclusion  drawn  by  the  learned  judge  was,  that  the  grant  of 
the  subsequent  patent,  under  such  circumstances,  served  merely 

*  Isaacs  V.  Cooper,  4  Wash.  259,  260. 

*  8  Story's  R.  156,  169. 

"  Orr  V.  Littlefield,  1  Woodb.  &  M.  13  ;   Woodworth  ».  Hall,  Ibid.   248; 
Hovey  v,  Stevens,  Ibid.  290.     See  also  Sullivan  v.  Redfield,  1  Paine,  441. 

*  1  WaUace,  C.  C.  847. 
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to  iudicate  the  opinion  which  highly  respectable  officers  had  formed 
on  an  ex  parte  examination  of  the  subject,  but  was  not  a  case 
where  the  action  of  the  Patent  Office  was  conclusive  or  even  prima 
facie  evidence.  \n  this  case  it  was  decided  that  the  District  Judge, 
sitting  for  the  Circuit  Court  and  being  well  satisfied  of  the  fact  of 
infringement,  may  grant  an  interlocutory  injunction,  although  a 
majority  of  the  experts  examined  thought  that  there  was  no  in- 
fringement. 

§  412.  It  appears,  therefore,  that,  upon  the  question  of  first 
sending  the  plaintiff  to  law  to  try  the  validity  of  his  patent,  the 
general  rule  must  be  subdivided  according  to  the  aspect  and  posi- 
tion of  the  case  before  the  court.  The  cases  may  be  ranged  under 
three  different  classes  :  first,  where  there  is  nothing  before  the 
court,  as  evidence,  but  the  bill  and  the  affidavits  in  support  of  it ; 
second,  where  the  injunction  is  asked  before  the  final  hearing,  and 
the  respondent  offers  evidence,  either  in  the  answer  or  by  affida- 
vits, affecting  the  validity  of  the  patent ;  third,  where  the  question 
comes  on  upon  the  hearing,  and  the  full  proofs  taken  in  the  cause. 

§  413.  These  different  aspects  of  the  cause  may  now  be  con- 
sidered separately,  with  reference  to  this  question.  First,  where 
the  plaintiff  asks  for  an  injunction  upon  the  bill  and  affidavits,  and 
no  opposing  evidence  is  adduced,  but  the  respondent  appears  and 
objects.  In  such  cases,  the  bill  and  the  affidavits  must  show  the 
issuing  of  the  patent,  and  an  exclusive  possession  of  the  right  of 
some  duration ;  and,  when  these  are  shown,  cdthough  the  court 
may  feel  some  doubts  as  to  the  validity  of  the  patent,  the  injunc- 
tion will  be  granted  without  a  previous  trial  at  law ;  but  if  the 
patent  contains  glaring  defects,  so  that  no  doubt  can  be  enter- 
tained, or  the  bill  is  defective  in  material  allegations,  the  injunction 
will  not  be  granted,  but  the  plaintiff  will  be  required  to  try  his  title 
at  law.^  Some  additional  evidence,  besides  the  mere  issue  of  the 
patent,  must  be  offered  ;  and  this  evidence  will  be  the  fact  that, 
after  he  had  procured  his  patent,  the  plaintiff  proceeded  to  put 
that  right  into  exercise  or  use  for  some  time  without  being  di^ 

^  Hill  f .  Thompson^  S  Meriv.  622 ;  Harmer  v.  Plane,  14  Yes.  180,  1S3 ;  Isaacs 
V.  Cooper,  4  Wash.  259 ;  Ogle  r.  Edge,  Ibid.  584  ;  Woodworth  v.  Hall,  1  Woodb. 
&  M.  248.  Length  of  enjoyment  is  to  be  looked  to  in  answer  to  a  theoretical 
objection  to  the  specification.    Bickford  v.  Skewes,  Webs.  Pat  Cas.  211,  213. 
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turbed ;  a  circumstance  that  strengthens  the  probability  that  the 
patent  is  good,  and  renders  it  so  likely  as  alone  often  to  justify 
the  issue  of  an  injunction  in  aid  of  it.^  It  will  also  be  further  ad- 
ditional evidence,  in  support  o{  the  primd  facie  right  to  an  injunc- 
tion, that  the  patentee  has  successfully  prosecuted  other  persons 
for  violating  it.^ 

K  a  patentee  has  established  his  title  under  original  letters-pat- 
ent, he  is  entitled  to  a  temporary  injunction  under  an  extension  of 
those  letters-patent,  without  a  trial  at  law  or  evidence  of  long  pos- 
session.^ Furthermore,  where  the  right  to  a  temporary  injunction 
does  not  depend  upon  any  controverted  and  doubtful  facts,  but 
upon  the  interpretation  to  be  put  upon  a  written  instrument,  it  is 
the  duty  of  the  court  to  interpret  it  and  to  grant  or  refuse  the  in- 
junction acccordingly.* 

With  regard  to  the  question  of  infringement,  it  may  be  added, 
that  it  is  not  sufficient  to  produce  the  machine  of  the  plaintiff  and 
that  of  the  defendant  and  submit  them  to  an  examination  and  com- 
parison by  the  court ;  at  least  where  such  a  comparison  would 
involve  more  than  the  usual  amount  of  mechanical  knowledge.^ 

§  414.  Secondly^  where  the  injunction  is  asked  for  before  the 
hearing,  but  opposing  evidence  is  adduced  by  the  respondent 

^  Orr  V.  Littlefield,  1  Woodb.  &  M.  13,  16.  As  to  length  of  possession,  see  tbe 
observations  of  Mr.  Justice  Woodbury,  cited  from  this  case,  post. 

•  Ibid. 

•  Cium  v.  Brewer,  2  Curtis,  C.  C.  606. 

*  Ibid.  **  There  may  be  cases  in  which  there  is  so  much  doubt  what  the  parties 
to  an  instrument  intended  to  effect  by  it,  that  the  court  may  think  it  proper  to 
suspend  its  judgment  until  the  surrounding  circumstances  can  be  more  fully  and 
safely  examined  on  a  final  hearing.  It  is  possible,  also,  that  where  there  are  grave 
doubts  concerning  the  legal  effect  of  an  instrument,  the  court  might  decline  to  in- 
terfere by  special  injunction,  even  though,  if  compelled  to  decide,  their  decision 
must  be  in  favor  of  the  complainant  Probably  the  circumstances  of  the  case, 
and  the  degree  of  mischief  which  would  be  suffered  by  refusing  the  injunction, 
compared  with  the  inconvenience  and  loss  occasioned  by  granting  it,  would  con- 
trol the  action  of  the  court  in  the  case  supposed.  But  in  general,  I  apprehend,  if 
the  title  to  a  temporary  injunction  depends  on  the  construction  of  a  deed,  the 
dourt  will  construe  it,  and  act  accordingly,  whatever  view  of  that  question  the  an- 
swer may  have  presented."  Per  Curtis,  J.  It  may  be  well  to  add,  by  way  of  ex- 
planation, that  the  instrument  in  discussion  was  a  deed  of  articles  of  agreement 
ynder  the  patent,  and  that  the  defendants  claimed  under  a  license  from  one  of 
the  grantees. 

*  Per  Sprague,  J.,  Howe  v.  Morton  ei  al,,  MS. 
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against  the  validity  of  the  patent.  In  these  cases,  Beveral  ele- 
ments enter  into  tlie  nilo  that  is  to  guide  the  discretion  of  the 
court.  How  far,  and  for  what  length  of  time,  there  has  been  an 
exclusive  possession  or  assertion  of  the  right ;  how  far  the  respond- 
ent has  succeeded  in  raising  doubts  as  to  the  novelty  of  the  inven- 
tion, or  as  to  its  being  a  patentable  subject,  or  as  to  the  infringe- 
ment ;  and  how  far  a  long  possession  will  go  to  counteract  evidence 
impeaching  the  validity  of  the  patent,  —  are  some  of  the  circum- 
stances to  be  weighed  in  determining  whether  the  plaintiff's  primd 
facie  right  to  an  injunction  has  been  answered  by  the  respondent, 
to  that  extent  that  the  court  will  suspend  the  injunction  until  the 
plaintiff  has  established  his  right  by  an  action.  It  seems  to  be  the 
result  of  all  the  authorities  that  there  is  a  primd  facie  right  to  an 
uijunction,  without  a  trial  at  law,  upon  certain  things  being  shown, 
namely,  a  patent,  long  possession,  and  infringement.^  The  ques- 
tion will  therefore  be,  in  cases  of  opposing  evidence,  where  that 
right  has  been  shown,  whether  it  has  been  displaced  by  the  re- 
spondent. 

Where  the  patentee  has  made  a  partial  assignment  and  entered 
into  an  agreement  with  the  assignee  in  the  nature  of  a  copart- 
nership, the  assignee  cannot,  in  a  bill  for  An  injunction,  deny  the 
validity  of  the  patent,  or  set  up  in  defence  an  outstanding  patent 
which  he  has  bought  up  from  some  third  party,  by  way  of  im- 
peaching the  originality.^ 

§  415.  When  the  presumption  in  favor  of  the  validity  of  the 
patent  has  been  strengthened  by  evidence  of  enjoyment  and 
possession  undisturbed  for  several  years,  and  recoveries  against 
other  persons  for  violating  it,  it  will  not  be  sufficient  to  deprive  the 

^  In  Neilson  v.  Thompson,  Webs.  Pat  Cas.  277,  Sir  L.  Shadwell,  Y.  C,  said : 
"  It  seems  to  me,  on  these  affidavits,  tliat  it  is  sofficiently  made  out  that  there  has 
been  a  use  of  the  patent  in  this  sense,  that  the  right  of  the  patentee  to  the  benefit 
of  the  patent  has  been  submitted  to  where  there  has  been  a  contest,  and  it  does  not 
at  all  appear  to  me  that  the  general  way  in  which  the  defendants,  on  their  affidavit, 
state  the  mode  by  means  of  which  the  plaintiffs  succeeded  in  establishing  the  pat- 
ent, is  at  all  an  answer  to  the  two  cases  which  are  stated  in  Mr.  Biunt's  affidavit. 
Then  I  have  the  case  of  a  patent  having  been  obtained  in  the  year  1828,  and  ac- 
tually enjoyed  by  the  patentee  for  upwards  of  twelve  years.  Primd  facie,  I  ap- 
prehend, that  gives  a  right  to  the  patentee  to  come  into  court  in  a  case  in  which 
he  can  show  an  infringement ;  and  the  question  is,  has  there  been  an  infringe- 
ment ?  • 

'  Kinsman  v.  Parkhurst,  18  How.  289. 
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plaintiff  of  the  injunction  before  a  trial  at  law,  for  the  defendant 
to  read  affidavits  tending  to  cast  doubts  on  the  originality  of  the 
invention,  especially  if  that  evidence  is  answered  by  what  is 
stronger  on  the  part  of  the  patentee.^  ^ 

*  Orr  17.  Littlefield,  1  Woodb.  &  M.  13.  In  this  case,  Mr.  Justice  Woodbury 
said :  ^'  It  is  not  enough  that  a  party  has  taken  out  a  patent,  and  thus  obtained  a 
public  grant,  and  the  sanction  or  opinion  of  the  Patent  Office,  in  favor  of  his  right, 
though  that  opinion,  since  the  laws  were  passed,  requiring  some  examination  into 
the  originality  and  utility  of  inventions,  possesses  more  weight.  But  the  compljun- 
ant  must  furnish  some  further  evidence  of  a  probable  right ;  and  though  it  need  not 
be  coi^lusive  evidence,  else  additional  hearing  on  the  bill  would  thus  be  anticipated 
and  superseded,  yet  it  must  be  something  stronger  than  the  mere  issue,  however 
careful  and  public,  of  the  patent,  conferring  an  exclusive  right ;  as,  in  doing  that, 
there  is  no  opposing  party,  no  notice,  no  long  public  use,  no  trial  with  any  one  of 
his  rights.  The  kind  of  additional  evidence  is  this :  if  the  patentee,  after  the  pro- 
curement of  his  patent,  conferring  an  exclusive  right,  proceeds  to  put  that  right 
into  exercbe  or  use  for  some  years,  without  its  being  disturbed,  that  circumstance 
strengthens  much  the  probability  that  the  patent  is  good,  and  renders  it  so  likely, 
as  alone  often  to  justify  the  issue  of  an  injunction  in  aid  of  it.  Ogle  t?.  Edge,  4 
Wash.  C.  C.  584  ;  2  Story's  Eq.  Jur.  210 ;  Drew  on  Injunc.  222 ;  Phil,  on  Pat 
462.  After  that,  it  becomes  a  question  of  public  policy,  no  less  than  private  jus- 
tice, whether  such  a  grant  of  a  right  exercised*  and  in  possession  so  long,  ought 
not  to  be  protected  until  avoided  by  a  full  hearing  and  trial.  Harmer  v.  Plane, 
14  Ves.  130. 

'^  In  this  case,  the  evidence  is  plenary  and  uncontradicted,  as  to  the  use  and 
sale  of  this  patent,  by  the  inventor  and  his  representative,  for  several  years,  pub- 
licly and  without  dispute.  Computing  from  the  original  grant,  the  time  is  over 
nine  years,  and  since  the  reissue  of  the  letters-patent  it  is  nearly  three.  I  concur 
in  the  opinion  delivered  by  Judge  Sprague,  in  Orr  v.  Badger,  that  the  time  to  be 
regarded  under  this  view  is  what  has  elapsed  since  the  original  issue  or  grant. 
Law  Reporter  for  February,  1845.  In  Thompson  v.  Hill,  3  Meriv.  622,  the  time 
was  only  three  years  from  the  first  grant.  In  Ogle  o.  Edge,  4  Wash.  C.  C.  584,  it 
was  but  six  years.  And  though,  in  some  cases  reported,  it  had  been  thirteen,  and 
in  others  twenty  years  (14  Yes.  120),  yet  it  is  believed,  that  seldom  has  a  court 
refused  an  injunction  in  applications  like  this,  on  account  of  the  shortness  of  time 
afler  the  grant,  however  brief,  if  long  enough  to  permit  articles  or  machines  to  be 
constructed  by  the  patentee  in  conformity  to  his  claim,  and  to  be  sold  publicly, 
and  repeatedly,  and  they  have  been  so  used  and  sold,  under  the  patent,  without 
dispute.  Here  the  sales  were  extensive  and  profitable,  from  1836,  downwards, 
and  the  right  as  well  as  the  possession  does  not  appear  to  have  been  contested  till 
1842.  In  Hill  t;.  Thomson,  3  Meriv.  622,  624,  it  is  true  that  the  court  dissolved 
an  injunction  when  only  about  one  year  had  elapsed  since  any  work  had  been  com- 
pleted under  the  patent,  and  only  two  years  since  the  specification  was  filed,  the 
chancellor  calling  it  a  patent  ^  but  of  yesterday,'  but  he  added  that  he  would  not 
dissolve  it  if  *  an  exclusive  possession  of  some  duration '  had  followed ;  though  an 
answer  had  been  put  in  denying  all  equity,  and  doubts  existed  as  to  the  validity 
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§  416.   But  when  an  injunction  is  asked  before  the  trial  and 
resisted,  and  doubts  are  cast  on  the  originality  and  validity  of  the 

of  tbe  patent,  and  no  sales  under  it  were  proved  in  that  case.  So,  though  the 
patent  had  been  issued  thirteen  years,  and  the  evidence  is  doubtful,  as  to  acquies- 
cence in  the  possession  or  use,  an  injunction  may  be  refused.  Collard  v.  Allison, 
4  Mjlne  &  Craig,j487.  But  in  the  present  case,  the  acquiescence  appears  to  have 
been  for  several  years  universal. 

^'  Another  species  of  evidence,  beside  the  issue  of  the  patent  itself,  and  long  use 
and  possession  under  it,  so  as  to  render  it  probable  the  patent  is  good,  and  to 
justify  an  injunction,  is  the  fact  that  if  the  patent  becomes  disputed,  the  patentee 
prosecutes  for  a  violation  of  his  rights,  and  recovers.  Same  authorities ;  Kay  v. 
Marshall,  1  Mylne  &  Craig,  373.  This  goes  upon  the  ground  that  he  does  not  sleep 
over  his  claims  or  interests,  so  as  to  mislead  others,  and  that,  whenever  the  valid- 
ity of  his  claim  has  been  tried,  he  has  sustained  it  as  if  good.  But  such  a  recov- 
ery is  not  regarded  as  binding  the  final  rights  of  the  parties  in  the  bill,  because 
the  action  was  not  between  them ;  though,  when  the  judgment  is  rendered  with- 
out collusion  or  fraud,  it  furnishes  to  the  world  some  strong  as  well  as  public  as- 
surance that  the  patent  is  a  good  one.  In  this  view  of  the  evidence  of  this  char- 
acter in  the  present  action,  it  is  not  contradicted  nor  impaired  at  all  by  the  judg- 
ments having  been  given  on  verdicts  and  defaults,  under  agreements.  Such 
judgments,  when,  as  is  admitted  here,  not  collusive,  are  as  strong,  if  not  stronger 
evidence  of  the  patentee's  rights,  than  they  would  have  been  if  the  claim  was  so 
doubtful  as  to  be  sent  to  a  jury  for  decision,  rather  than  to  be  so  little  doubtful  as 
to  be  admitted  or  agreed  to  after  being  legally  examined.  Both  of  these  circum- 
stances, therefore,  possession  and  judgments,  unite  in  support  of  an  injunction  in 
the  present  case. 

^  The  only  answer  to  the  motion,  as  made  out  on  these  grounds,  is  the  evidence 
offered,  by  affidavits,  on  the  part  of  the  respondents,  tending  to  cast  doubt  on  the 
originality  of  the  invention  of  the  patentee.  I  say,  tending  to  this,  because  some 
of  the  affidavits,  at  least,  do  not  distinctly  show  that  the  persons  making  them  in- 
tended to  assert  that  the  whole  of  any  one  of  the  combination  of  particulars  con- 
tained in  Dr.  Orr's  claim,  in  his  specification,  had  been  used  before  his  patent 
issued ;  because  they  are  counteracted  by  other  testimony  from  the  witnesses  of 
the  complainants,  more  explicit  and  in  larger  numbers ;  and  because,  in  this  pre- 
liminary inquiry,  where  the  evidence  is  taken  without  the  presence  or  cross-ex- 
amination of  the  opposite  party,  it  would  be  unsafe  to  settle  and  decide  against 
the  validity  of  the  patent,  when  a  full  and  formal  trial  of  it  is  not  contemplated 
till  further  progress  is  made  in  the  case.  All  that  is  required  in  this  stage  is  the 
presumption  before  named  that  the  title  is  good.  This  presumption  is  stronger 
here  than  usual,  as  it  arises  from  the  issue  of  the  patent,  an(tan  enjoyment  and 
possession  of  it  undisturbed  for  several  years,  beside  the  two  recoveries  against 
those  charged  with  violating  it. 

"  After  these,  other  persons  can,  to  be  sure,  contest  the  validity  of  the  patent, 
when  prosecuted  either  in  equity  or  at  law ;  but  it  is  hardly  competent  for  them 
to  deprive  the  complainant  of  her  right,  thus  acquired,  to  an  injunction,  or,  in 
other  words,  to  be  protected  in  so  long  a  use  and  possession,  till  her  rights  are  dis- 
proved, after  a  full  hearing ;  surely  it  is  not  reasonable  to  permit  it  when  the  affi- 
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patent,  if  the  counterbalancing  and  fortifying  circumstances  of 
long  possession,  use,  or  sale  to  a  considerable  extent,  and  former 

davits  of  the  respondents  to  invalidate  or  cast  a  shade  over  her  right  are  met  hy 
that  which  is  stronger,  independent  of  the  long  possession,  judgments,  and  pre- 
sumptions before  mentioned.  But  another  objection  has  been  nrged  in  argu- 
ment When  an  answer  to  the  bill  denies  all  equity  in  it,  the  respondents  con- 
tend that  an  injunction  would  be  dissolved,  and  hence  it  ought  not  to  be  imposed, 
if  the  respondent  denies  equity  by  affidavit.  This  may  be  correct,  in  respect  to 
injunctions  termed  common,  as  these  affidavits  and  counter-affidavits  are  inadmis- 
sible. IBden,  117, 326.  Yet,  in  these,  the  denial  must  be  very  positive  and  clear. 
Ward  V.  Van  Bokkelen,  1  Paige,  100 ;  Noble  v.  Wilson,  lb.  164.  But  the  posi- 
tion cannot  be  correct  in  the  case  of  injunctions  called  special^  like  the  present 
one,  and  where  facts  and  counter-evidence  show  the  case  to  be  different  from 
what  is  disclosed  in  the  affidavits,  or  an  answer  of  the  respondents  alone.  No 
usage  or  cases  are  found  where  the  injunctions  are  dissolved,  as  a  matter  of  course, 
on  such  answers,  if  the  complainant  has  adduced  auxiliary  presumptions  in  favor 
of  his  right,  like  those  in  the  present  instance.  On  the  contrary,  the  cases  are 
numerous  where  the  whole  is  regarded  as  still  within  the  sound  discretion  of  the 
court,  whether  to  issue  the  injunction  or  refuse  it ;  or,  if  issued,  to  dissolve  or  re- 
tain it  S  Meriv.  622,  624 ;  2  Johns.  Ch.  R  202 ;  S  Sunm.  74 ;  Livingston  o. 
Van  Ingen,  9  Johns.  R.  507, 570 ;  Bodgers  v.  Bodgers,  1  Paige,  426.  And  where 
the  complainant  has  made  out  not  merely  a  grant  of  the  patent,  but  possession 
and  use,  and  sale  under  it,  for  some  time,  undisturbed,  and  beside  this,  a  recovery 
against  other  persons  using  it,  the  courts  have  invariably  held  that  such  a  strong 
color  of  title  shall  not  be  deprived  of  the  benefit  of  an  injunction  till  a  full  trial 
on  the  merits  counteracts  or  annuls  it  In  several  cases,  where  the  equitiea  of  the 
bill  were  even  denied,  and  in  others,  where  strong  doubts  were  raised,  whether 
the  patent  could,  in  the  end,  be  sustained  as  valid,  the  courts  decided,  that  injunc- 
tions should  issue  under  such  circumstances,  as  have  before  been  stated  in  favor 
of  the  plaintiff,  till  an  answer  or  final  hearing ;  or,  if  before  issued,  should  not  be 
dissolved  till  the  final  trial,  and  then  cease,  or  be  made  perpetual,  as  the  result 
might  render  just  The  Chancellor,  in  Roberts  v.  Anderson,  2  Johns.  Ch.  B.  202, 
cites  2  Vesey,  19,  and  Wyatt's  P.  B.  236 ;  Boulton  v.  Bull,  3  V'es.  140;  Univer- 
sities of  Oxford  and  Cambridge  t;.  Bichardson,  6  Yes.  689,  705 ;  Harmer  v.  Plane, 
14  Yes.  130;  and  Hill  v.  Thompson,  3  Mer.  622,  624."  See  also  Sai^nt  r.  Sea- 
grave,  2  Curtis,  C.  C.  553.  Sargent  v.  Carter,  21  Mon.  Law  Bep.  651.  Newall 
v.  Wilson,  19  £.  L.  &  £q.  156,  where  it  was  held  to  be  no  acquiescence  in  an  in- 
fringement, that  the  patentee  had  not  caused  a  subsequent  patent^o  be  repealed 
by  scire  facias^  such  patent  not  having  been  put  in  use.  Potter  v,  HolUnd,  MS. 
per  Ingersoll,  J. 

There  was  a  case  before  Sir  L.  Shadwell,  Y.  C,  where  a  good  deal  of  doubt, 
as  to  the  originality  of  the  invention,  was  raised,  by  the  introduction  of  a  former 
patent  and  specification,  but  the  plaintiff  had  enjoyed  uninterrupted  possession 
for  seven  years;  and  the  infringement  being  clearly  shown,  the  injunction  was 
granted  before  trial,  and  a  trial  ordered.  Losh  v,  Hague,  Webs.  Pat  Cas.  200. 
In  like  manner,  Mr.  Justice  Story  held  that  the  affidavit  of  a  single  witness,  after 
long  possesion,  and  other  recoveries  on  the  patent,  would  not  outweigh  the  oath 
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recoveries  under  it,  do  not  exist,  the  injunction  will  not  be  allowed 
before  trial.^  \ 

§417.  Where  the  patentee  has  been  guilty  of  laches  in  not 
bringing  his  injunction  bill,  the  court  will  not  entertain  a  motion 
for  an  interlocutory  injunction.  Thus,  where  the  bill  was  filed  in 
July,  and  it  appeared  that  the  plaintiff  wrote  to  the  defendant  in 
NoYember  of  the  year  preceding,  complaining  of  the  infringement, 
and  knew  of  the  same  even  as  far  back  as  August  of  that  year, 
a  motion  for  an  interlocutory  injunction  was  dismissed.^ 

§  418.  If  the  respondent  succeeds  in  raising  doubts  both  as  to 
the  exclusive  possession  and  as  to  the  novelty  of  what  is  claimed, 
and  the  evidence  on  these  points  is  conflicting,  the  injunction  will 
be  refused  until  a  trial.^ 

§418  a.  The  issue  of  novelty  may,  in  an  injunction  bill,  be 
raised  in  a  manner  such  as  to  warrant  a  peremptory  refusal  of  the 
patentee's  application,  namely,  by  the  defendants  alleging  a  so- 
called  publication  in  law.  This  topic  has  already  been  fully 
discussed  in  the  chapter  on  Action  at  Law,  and  the  ruling  of  the 
Master  of  the  Rolls  quoted  at  length.  Here  we  only  purpose 
giving  the  words  of  the  refusal :  ^  I  have  now  examined  the  affi- 
davits in  this  case,  and  I  find  in  them  nothing  to  alter  the  opinion 
I  have  already  expressed.  I  think  it  is  clearly  proved  that  the 
principle  of  these  targets  (plaintiffs')  was  first  discovered  by  De 
Brettes,  was  published  in  a  foreign  country  by  the  Yicomte  du 
Moncel,  in  his  book,  and  that  that  book  was  afterwards  sold  and 
made  common  here  in  1857.  (The  plaintiffs'  specification  was 
filed  in  1860.)  As  a  question  of  luw^  therefore,  there  was  an 
actual  publication  of  the  plans  claimed  by  the  plaintiffs  as  theirs ; 
and  tliat  question  cannot  obviously  be  affected  by  any  considera- 
tion of  the  mimber  of  persons  among  the  public  who  may  have 
thought  proper  to  avail  themselves  of  the  publication.    It  may  be 

of  ihe  patentee,  and  the  general  presumption  ansing  from  the  grant  of  the  patent 
Woodworth  v.  Sherman,  3  Story's  R.  171, 172.  See  also  Orr  v.  Badger,  10  Law 
Beporter,  465. 

^  Hovey  v.  Stevens,  1  Woodb.  &  M.  290.  The  patent  in  this  case  had  been 
issued  less  than  a  month  before  the  infringement  complained  of. 

•  Bovill  V,  Crate,  1  Law  Rep.  Eq.  387. 

'  Collard  v.  Allison,  4  Mybe  &  Cr.  487,  488. 
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very  hard  on  the  plaintiffs,  especially  when  they  have  taken  every 
possible  pains  to  ascertain  whether  their  invention  has  been  pre- 
viously made  public,  to  find  that  it  has  been  anticipated  ;  but  still 
that  will  not  alter  the  case.  There  will  yet  be  the  question  —  and, 
as  in  this  case,  the  only  one  —  whether  the  Vicomte  du  Moncel's 
book,  having  been  sent,  as  it  was,  to  this  country  for  the  purpose 
of  sale,  there  was  in  law  a  publication  of  the  plan  claimed  by  the 
plaintiffs  prior  to  their  specification.  As  I  have  said,  I  think 
there  was  such  a  publication,  and  the  decree  must  be  in  accord- 
ance with  that  view."  ^ 

On  the  other  hand,  in  a  case  which  at  first  would  appear  similar, 
but  in  which  the  questions  of  identity  and  sufficiency  were  as 
matters  of  fact  involved,  the  Lord  Chancellor  said  :  — 

'^  But  it  is  contended  that  the  invention  is  not  new,  and  that  the 
patent  is  therefore  invalid,  and  reference  is  made,  for  the  purpose 
of  estabhshing  this  case,  to  a  patent  obtained  by  one  Collins,  as  far 
back  as  1800,  the  object  of  which  was,  among  other  things,  to 
manufacture  sheathing  of  a  mixture  of  copper  and  zinc  ;  but 
although  this  patent  was  obtained  upwards  of  forty  years  ago,  it 
does  not  appear  that  the  article  was  ever  introduced  into  use,  or  a 
single  sheet  of  sheathing  ever  manufactured  under  it.  If  it  ever 
attracted  public  notice,  it  appears  to  have  been  long  since  forgotten. 
I  am  satisfied,  on  the  evidence,  that  it  was  unknown  to  Mr.  Muntz 
at  the  time  when  he  obtained  his  patent,  and  I  am  further  satisfied 
the  object  would  not  have  been  accomplished  by  ordinary  copper 
and  zinc  united  according  to  CoUins's  process ;  that  any  attempt 
made  to  effect  this  would  have  failed,  which  may  well  account  for 
no  public  use  having  been  made  during  so  long  a  period  of  this 
patent.  It  was  said,  indeed,  by  the  defendants,  that  the  sheathing 
manufactured  by  them  was  made  according  to  CoUins's  specification, 
but  tliis  sheathing  appears  to  have  been  subjected  to  a  third  analy- 
sis, and  it  turns  out  to  be  composed  of  the  purest  copper  and  the 
purest  ziuc,  in  the  same  proportions  as  are  recommended  by  Mr. 
Muntz  ill  his  specification.  It  follows,  therefore,  that  the  two 
component  articles  must  either  have  originally  been  not  of  the 
ordinary  but  of  the  purest  quality,  or,  which  appears  from  the 
evidence  to  have  been  the  most  probable  case,  that  they  must  have 
been  purified  in  the  course  of  the  process,  by  some  mode  which  is 
not  described  or  suggested  in  CoUins's  specification.     As  the  evi- 

^  Lang  V,  Gisbome,  6  Law  Times,  n.  s.  771. 
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dence,  therefore,  does  not  satisfy  me  that  sheathing  could  be 
manufactured  according  to  the  former  patent,  I  do  not  consider 
the  novelty  of  Mr.  Muntz's  specification  successfully  impeached 
by  reference  to  that  patent."  ^ 

§  419.  If  the  question  of  infringement  is  doubtful,  it  must  be 
tried  by  a  jury ;  and  in  a  case  of  this  kind,  Sir  L.  Shad  well,  Y.  C, 
dissolved  an  injunction,  and  ordered  an  action  to  be  brought  to  try 
the  infringement,  the  respondents  being  ordered  to  keep  an  ac- 
count, and  to  admit  the  plaintiff's  title  to  the  patent.^  The  same 
rule  would  be  applicable  to  the  granting  an  injunction  in  the  first 
instance. 

Thus,  in  an  injunction  bill  arising  under  Muntz's  patent,  Vice- 
Chancellor  Shadwell  said,  that,  although  he  would  not  then  put 
any  construction  on  the  patent,  it  was  impossible  not  to  see  that 
the  rolling  hot  was  a  material  feature  in  the  invention  ;  and  as  the 
defendants  did  not  roll  hot,  he  would  not  grant  the  injunction, 
but  would  leave  the  plaintiff  to  his  action.^ 

It  is,  however,  for  the  court  alone  to  decide  whether  there'  is 
any  doubt  as  to  the  matter  of  infringement,  and  the  granting  of  a 
feigned  issue  is  not  a  matter  of  right.  Thus,  in  the  case  of  Yan 
Hook  V.  Pendleton,^  a  motion  for  a  feigned  issue  was  denied. 
Nelson,  J.  said  :  ^^  If  we  do  not  entertain  doubts  on  that  question 
(of  infringement),  it  will  be  our  duty  to  decide  it ;  for  we  are  not 
aware  of  any  principle  that  will  justify  us  in  sending  the  case  to  a 
jury,  unless  we  shall  be  brought  to  doubt  on  the  question  of 
identity."  Similarly,  Betts,  J. :  "  It  is  not  a  matter  of  course  to 
order  a  feigned  issue  ;  but  the  party  applying  must  lay  a  founda- 
tion for  it A  feigned  issue  is  not  to  be  granted  unless  the 

opinAn  of  a  jury  on  the  question  is  found  to  be  needed.  And 
after  a  jury  shall  have  passed  upon  the  matter,  it  will  be  for  the 
court  to  say,  whether  the  verdict  is  right,  and  the  court  may  set  it 
aside."  * 

§  420.  It  seems,  also,  that  another  element  to  be  considered  is, 

^  Muntz  V.  Foster,  2  Webs.  Fat.  Cas.  95. 
'  Morgan  v.  Seaward,  1  Webs.  Pat.  Cas.  167. 
»  Mantz  V.  Vivian,  2  Webs.  Pat.  Cas.  87. 
*  2  Blatchf.  87. 

'  Compare,  infra,  Goodyear  v.  Day,  2  Wall  C.  C.  283. 
PAT.  29 
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the  effect  of  the  injunction  on  the  defendant's  business.  As  the 
granting  of  an  injunction  rests  in  the  discretion  of  the  court 
exercised  mpon  all  the  circumstances  of  the  case ;  and  as  the 
object  of  the  injunction  is  to  prevent  mischief,  it  is  said  that  where 
irreparable  mischief  would  ensue  from  it  to  the  defendant,  it  ought 
not  to  be  granted.^  But  this  must  be  understood  as  applying  to  a 
case  where  the  plaintiff  would  not  be  injured  by  the  delay,  but 
would  be  left  in  statu  quo  after  a  trial  establishing  the  yalidity  of 
his  patent ;  or  at  least,  where  the  rights  of  the  plaintiff  are  capable 
of  being  fully  protected  by  an  account  to  be  kept  in  tlie  interim  ; 
because  the  object  of  the  court  is  to  preserve  to  each  party  the 
benefit  to  which  he  is  entitled.^ 

The  ruling  of  Judge  Curtis,  in  the  case  of  Forbush  t;.  Bradford,^ 
'contains  a  full  and  clear  enunciation  of  the  doctrines  of  equity 
applicable  to  such  cases :  ^^  In  acting  on  applications  for  tempo- 
rary injunctions  to  restrain  the  infringement  of  letters-patent, 
there  is  much  latitude  for  discretion.  The  application  may  be 
granted  or  refused  unconditionally,  or  terms  may  be  imposed  on 
either  party  as  conditions  for  making  or  refusing  the  order.  And 
the  state  of  the  litigation,  where  the  plaintiff's  title  is  denied,  the 
nature  of  the  improvement,  the  character  and  extent  of  the  in- 
fringement complained  of,  and  the  comparative  inconvenience 
which  will  be  occasioned  to  the  respective  parties,  by  allowing  or 
denying  the  motion,  must  all  be  considered  in  determining  whether 
it  shall  be  allowed  or  refused,  and  if  at  all,  whether  absolutely  or 
upon  some  and  what  conditions.  In  this  case  the  thing  patented 
is  an  improvement  on  a  loom.  The  loom  itself  is  not  claimed ; 
but  only  a  particular  modification  of  a  loom  already  in  use. 

^^  The  defendants  in  these  cases  do  not  make  and  sell  looms 
having  the  patented  improvement ;  they  only  use  in  their  mills  a 
certain  number  of  such  looms.  The  complainants  are  makers  of 
looms,  but  do  not  use  them.  So  that  this  particular  mode  of 
infringement,  by  the  use  of  the  thing  patented,  though  it  is  a 
violation  of  the  exclusive  right  claimed  by  the  complainants,  does 
not  deprive  them  of  a  monopoly  which  they  desire  to  retain  in 
their  own  hands,  because,  practically,  it  deprives  them  only  of  what 
they  would  be  entitled  to  receive  for  a  license  to  use  the  thing  pat- 

^  Neilson  v.  Thompson,  Webs.  Pat.  Cas.  278,  286. 

«  Ibid. 

*  21  Mon.  Law  Bep.  471. 
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ented,  nor  does  it,  like  the  manufacture  and  sale  of  the  thing  pat- 
ented, constantly  widen  the  field  of  litigation,  and  render  it  more 
and  more  difficult  for  the  complainants  to  vindicate  their  rights. 

'^  On  the  other  hand,  the  defendants  cannot  be  prohibited  from 
using  the  thing  patented  without,  at  the  same  time,  being  deprived 
of  the  use  of  the  entire  loom.  For  though  it  is  possible  to  alter 
the  looms  and  work  them  without  the  patented  improvement,  it  is 
shown  that,  in  the  present  state  of  the  business,  and  while  this  liti- 
gation is  pending,  no  prudent  man  would  do  this.  The  practical 
effect  of  an  injunction  would,  therefore,  be  to  stop  all  these  looms, 
and  thus  deprive  the  defendants  of  the  use  of  a  large  amoimt  of 
capital  lawfully  invested,  and  which  they  have  the  right  to  the  bene- 
fit of ;  and  it  would  also  throw  out  of  employment  a  large  number 
of  operatives  who  are  now  engaged  in  running  the  looms,  and  in  the' 
processes  of  manufacture  which  depend  upon  their  use.  All  this 
would  not  prevent  the  court  from  granting  an  injunction,  if  the 
right  had  been  finally  established  at  law.  But  a  bill  of  exceptions 
has  been  taken,  upon  points  which  involve  the  validity  of  the 
patent.  This  again  does  not  present  an  insuperable  objection 
to  a  temporary  injunction.  The  court  is  bound  to  exercise  its 
own  judgment  upon  the  questions  involved  in  the  bill  of  excep- 
tions, with  a  view  to  see  whether  the  litigation  that  remains 
presents  such  serious  doubts  concerning  the  title  as  ought  to 
influence  its  judgment  in  granting  or  withholding  the  injunction. 
I  can  conceive  of  many  cases  in  which  a  temporary  injunction 
ought  to  issue,  where  there  has  been  a  trial  at  law  and  a  bill  of 
exceptions  taken,  even  though  serious  questions  are  raised,  upon 
which  the  court  of  errors  may  reverse  the  judgment.^  And  a 
fortioriy  when  the  court  that  tried  the  cause,  and  is  applied  to  for 
an  injunction,  is  fully  satisfied  of  the  correctness  of  its  judgment. 
But  even  in  such  a  case,  when  the  bill  of  exceptions  is  not  merely 
firivolous,  as  the  litigation  is  not  in  fact  terminated,  and  its  result 
may  be  adverse  to  the  complainant's  title,  it  is  necessary  for  the 
court  to  contemplate  that  as  a  possible  result,  and  look  at  the 
consequences  in  that  event  of  allowing  or  refusing  the  injunc- 
tion. 

^^  Upon  the  particular  facts  of  these  cases,  I  am  of  opinion  that 
an  injunction  should  issue,  unless,  within  ten  days  after  notice 
of  the  order,  the  defendants  shall  give  a  bond  with  sufiicient 

^  Buds^m  V.  Benecke,  12  Beavan,  1. 
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surety,  to  be  judged  of  by  the  clerk  of  this  court,  conditioned  to 
keep  an  account  of  the  quantity  of  cloth  made  on  each  of  the 
looms  in  question,  and  to  file  such  account  under  oath,  once  in 
three  months  in  the  clerk's  office  of  this  court,  and  to  pay  the 
amount  of  any  final  decree  in  the  cause." 

§421.  Nor  will  an  injunction  be  granted,  where  the  plaintiflF 
has  permitted  the  defendant  to  go  on  and  incur  expense  under  the 
expectation  of  receiving  a  certain  sum,  if  the  relations  between 
them  are  such  as  to  allow  of  the  defendant's  disputing  the  plain- 
tiff's right  as  patentee.^  But  it  seems  that  where  the  defendant  is 
estopped  at  law  from  denying  the  validity  of  the  patent,  an  injunc- 
tion will  be  granted ;  but  if  there  is  a  real  question  to  be  tried, 
and  a  year's  rent  for  the  use  of  the  invention  is  due,  the  court  will 
order  the  money  to  be  paid  into  court,  to  wait  the  event  of  the 
trial.a 

Where  it  appeared  that  the  defendant  was  engaged  in  fulfilling  a 
contract  which  was  confessedly  in  violation  of  the  patentee's  right, 
but  into  which  he  (defendant)  entered  with  the  implied  under- 
standing that  the  question  between  him  and  the  patentee  was  to  be 
merely  one  of  damages,  it  was  held  that  no  injunction  ought  to 
issue  restraining  him  from  completing  the  contract.^ 

§  422.  If  the  plaintiff  shows  the  necessary  possession,  and  an  in- 
fringement has  actually  been  committed  by  the  defendant,  the 
injunction  will  be  granted,  notwithstanding  the  defendant  admits 
the  infringement  and  promises  not  to  repeat  it.^ 

^  Neilson  v.  Thompson,  Webs.  Pat  Cas.  278,  286. 

*  Neilson  v.  Fothergill,  Webs.  Pat  Cas.  287,  289,  290.  See  further  as  to  in- 
junctions against  licensees,  post  As  to  effect  of  previous  compromise  between 
patentee  and  alleged  defendant,  see  Sargent  t;.  Lamed,  2  Curtis,  C.  C.  340. 

*  Smith  V.  Sharp  Manuf.  Co.  3  Blatchf.  545. 

*  Losh  V,  Hague,  1  Webs.  Pat.  Cas.  200.  Sir  L.  Shadwell,  V.  C. :  « It  really 
seems  to  me  that  this  is  a  case  in  which  I  must  grant  the  injunction,  because,  as  I 
understand  it,  the  wheels  that  the  defendant  has  made  are  certainly  wheels  made 
according  to  that  thing  for  which,  as  I  understand  it,  the  plaintiff  has  takeo  out 
his  patent,  —  the  substance  of  part  of  the  patent  being  for  making  wheeb  that 
shall  have  the  spoke  and  the  felloe  in  parts  of  the  same  piece,  that  is,  in  other 
words,  the  spoke  is  to  be  made  with  an  elbow  bend,  which  elbow  bend  will  con-* 
stitute  a  part  of  the  felloes.  Now  it  seems  to  me  that  there  can  be  no  question, 
but  that  the  wheels  complained  of  as  having  been  made  by  the  defendant  do  an- 
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Furthermore,  in  an  application  for  an  injunction,  it  is  not  a  suf- 
ficient answer  to  allege  that  the  infringement  has  been  discontinued, 
without  offering  compensation  for  such  unlawful  use.^ 

§  423.  Third.  The  third  class  of  cases  is  where  the  question  of 
granting  the  injunction  comes  on  upon  the  final  hearing;  and 
here  the  situation  of  the  parties  is  entirely  different  from  the  state 
of  things  on  an  interlocutory  motion.  The  object  of  a  bill  in  equi- 
ty to  protect  a  patent  is  a  perpetual  injunction  ;  and  this  in  gen- 
eral can  only  be  granted  at  the  hearing ;  and  if  granted  at  the 
hearing,  it  will  necessarily  be  perpetual*  Objections  raised  by  the 
defendant,  therefore,  to  the  validity  of  the  patent,  at  the  hearing, 
require  a  very  different  consideration  from  the  court ;  because  the 
question  is,  whether  the  court  will  give  any  assistance  to  a  party, 
who  might  have  applied  for  an  interlocutory  hearing,  and  so  have 
given  the  defendant  an  opportunity  to  have  the  legal  title  investi- 
gated, but  has  not  done  so.  In  such  cases,  where  there  are  no 
circumstances  shown  which  would  have  prevented  the  plaintiff 
from  asking  for  an  injunction  in  the  progress  of  the  cause,  it  will 
not  only  not  be  granted  at  the, hearing,  but  the  bill  will  be  dis- 
missed with  costs,  if  it  has  been  pending  for  a  long  time,  and  the 
answer  had  denied  the  validity  of  the  patent  and  the  fact  of  infringe- 
ment.2 

Bwer  the  description  of  the  plaintiff's  wheels,  and  I  do  not  think  it  enough,  on  a 
question  of  injunction,  for  the  defendant  to  say  why  he  has  done  the  thing  com- 
plained of,  but  will  not  do  it  again.  That  is  not  the  point,  because,  if  a  threat  had 
been  used,  and  the  defendant  revokes  the  threat,  that  I  can  understand  as  making 
the  plaintiff  satisfied ;  but  if  once  the  thing  complained  of  has  been  done,  I  appre- 
hend this  court  interferes,  notwithstanding  any  promise  the  defendant  may  make 
not  to  do  the  same  thing  again." 

^  Sickels  V.  Mitchell,  3  Blatchf.  54S. 

'  Bacon  v.  Jones,  4  Mylne  &  Cr.  433.  In  this  case  Lord  Cottenham  said :  "  €ren- 
erally  speaking,  a  plaintiff  who  brings  his  cause  to  a  hearing  is  expected  to  bring 
it  on  in  such  a  state  as  will  enable  the  court  to  adjudicate  upon  it,  and  not  in  a 
state  in  which  the  only  course  open  is  to  suspend  any  adjudication  until  the  party 
has  had  an  opportunity  of  establishing  his  title  by  proceedings  before  another  tri- 
bunal And  I  think  the  court  would  take  a  very  improper  course,  if  it  were  to 
listen  to  a  plaintiff  who  comes  forward  at  the  hearing,  and  asks  to  have  his  title 
put  in  a  train  for  investigation,  without  stating  any  satisfactory  reason  why  he  did 
not  make  the  application  at  an  earlier  stage.  When  he  comes  forward  upon  an 
interlocutory  motion,  the  court  puts  the  parties  in  the  way  of  having  their  legal 
title  investigated  and  ascertained;  but  when  a  plaintiff  has  neglected  to  avail 
himself  of  the  opportunity  thus  afforded,  it  becomes  a  mere  question  of  discretion, 
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§  424.  The  next  question  is,  supposing  that  an  injunction  is  not 
to  be  granted  simpliciter^  what  course  is  to  be  taken.  This  part  of 
the  subject  embraces  the  cases  where  the  plaintiff  will  be  sent  to 
try  his  title  at  law,  without  an  injunction ;  and  the  cases  where 
an  injunction  will  be  granted,  but  the  plaintiff  will  be  required  to 
establish  his  patent  at  law.  The  plaintiff  will  be  sent  to  a  court  of 
law  to  establish  the  validity  of  his  patent  without  a  previous  in- 
junction, if  he  does  not  show  long  possession  and  exercise  of  his 
exclusive  right,  where  the  injunction  is  resisted  by  evidence  which 
casts  doubt  on  the  originality  of  his  invention,  or  on  the  question 

how  far  the  court  will  assist  him  at  the  hearing,  or  whether  it  will  then  aasist  him 
at  all. 

**  If,  indeed,  any  circumstances  had  occurred  to  deprive  him  of  that  opportu- 
nity in  the  progress  of  the  cause,  the  question  might  have  been  different.  But  in 
this  case  I  have  not  heard  any  reason  suggested  why  the  plain  and  ordinary  course 
was  not  tdcen  by  the  plaintiffs  of  previously  establishing  their  right  at  law. 
They  might  have  brought  their  action  before  filing  the  bill,  or  they  might,  after 
the  bill  was  on  the  file,  have  had  their  right  put  in  a  train  for  trial.  Instead  of 
that,  they  have  allowed  the  suit  to  renuun  perfectly  useless  to  them  for  the  last 
four  years.  They  knew  of  the  alleged  infringement  in  the  month  of  August, 
1885 ;  and  from  that  time  till  the  hearing  there  was  no  moment  at  which  Uiey 
might  not,  by  applying  to  the  court,  have  had  liberty  to  bring  an  action  to  estab- 
lish their  title  at  law.  It  b  obvious  that  such  a  line  of  proceeding  exposes  a  de- 
fendant to  inconveniences  which  are  by  no  means  necessary  for  the  protection  of 
the  plaintiff.  It  is  no  trifling  grievance  to  have  a  chancery  suit  hanging  over  him 
for  four  years,  in  which,  if  the  court  shall  so  determine  at  the  hearing,  he  will 
have  to  account  for  all  the  profits  he  has  been  making  during  the  intermediate 
period.  Is  a  defendant  to  be  subject  to  this  annoyance  without  any  absolute 
necessity,  or  even  any  proportionate  advantage  to  his  adversary,  and  withoat 
that  adversary  being  able  to  show  any  reason  why  he  did  not  apply  at  an  earlier 
time.  It  appears  to  me  that  it  would  be  very  injurious  to  sanction  such  a  practice, 
more  especially  when  I  can  find  no  case  in  which  the  court  has  thought  it  right  to 
retain  a  bill,  simply  for  the  purpose  of  enabling  a  plaintiff  to  do  that  which  these 
pluntiffs  might  have  done  at  any  time  within  the  last  four  years.  It  was  much 
more  regular  and  proper  that  the  plaintiffs  should  have  taken  steps  for  putting 
the  legal  right  in  a  course  of  trial.  Those  steps  they  have  not  chosen  to  take,  and 
it  is  now  impossible  to  put  the  defendants  in  the  same  position  in  which  they  would 
have  stood  if  such  a  course  had  been  originally  adopted. 

"•  For  these  reasons,  I  am  of  opinion  that  the  Master  of  the  Bolb,  finding  that 
the  evidence  in  the  cause  was  not  such  as  he  could  act  upon  with  safety,  came,  in 
the  exercise  of  his  discretion,  to  a  sound  conclusion,  when  he  refused  to  grant  the 
injunction  or  retain  this  bilL  I  have  purposely  abstained  from  saying  anything 
as  to  the  legal  rights  of  the  parties,  because  I  do  not  think  the  case  in  such  a 
state  as  to  enable  me  to  adjudicate  upon  it  The  appeal  must  be  dismissed  with 
costs.'* 
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« 

of  infringement,  or  where  the  patent  contains  gross  and  obvious 
defects.^ 

In  a  motion  for  an  interlocutory  injunction,  the  defendant,  claim- 
ing under  a  patent  subsequent  to  that  of  the  plaintiff,  cannot  set 
up  the  action  of  the  commissioner  in  granting  his  own  patent  as  a 
bar  upon  the  issue  of  infringement,  where  the  commissioner  had 
given  no  notice  of  interference  to  the  prior  patentee.  In  some 
respects,  it  is  true,  the  action  of  the  commissioner  has  a  quasi-judi- 
cial character ;  but  where  he  perceives  no  interference  and  issues 
no  notice  to  the  prior  patentee,  such  patentee  is  not  bound  by  his 
subsequent  action.  His  grant  of  letters-patent  to  the  subsequent 
patentee  is  nothing  more  than  an  ex  parte  opinion  formed  by  a 
highly  respectable  and  intelligent  officer.^ 

In  Sickels  v.  Young,^  the  court  ruled  that  a  motion  for  a  pre- 
liminary injunction  was  not  to  be  granted  unless  the  right  was 
clear  in  favor  of  the  complainants,  and  that  it,  the  court,  was  not 
even  bound  by  the  verdict  of  a  jury  appointed  to  try  the  special 
issue  of  infringement,  where  the  evidence  was  very  conflicting. 

§  425.  With  regard  to  the  length  of  time  during  which  possession 
and  exercise  of  the  exclusive  right  must  be  shown,  it  does  not  ap- 
pear that  any  specific  lapse  of  time  has  been  adopted  as  a  stand- 
ard ;  and,  indeed,  it  is  manifest  that  no  positive  rule  can  be  as- 
sumed, applicable  to  all  cases.  The  general  principle  is,  as  we  have 
seen,  that  the  time  elapsed  between  the  granting  of  the  patent  and 
the  application  for  an  injunction  must  have  been  sufficient  to  have 
permitted  articles  or  machines  to  be  constructed  by  the  patentee 
in  conformity  with  his  claim,  and  to  be  sold  publicly  and  repeat- 
edly.^ It  must  also  appear,  that  the  thing  has  in  fact  been  sold 
publicly,  if  that  is  the  kind  6i  possession  relied  on ;  ^  and  where 

^  Hovey  v,  Stevens,  1  Woodb.  &  M.  290 ;  Ogle  v.  Edge,  4  Wash.  584 ;  Collard 
V.  Allison,  4  Mylne  &  Cr.  488 ;  Morgan  t;.  Seaward,  Webs.  Pat  Cas.  167.  By  de- 
fects is  to  be  understood  sncb  as  raise  doubts  as  to  the  merits, — that  is,  the  origi- 
nality or  usefulness  of  the  patent,  or  the  patentee's  own  error  in  the  specification. 
Woodworth  v.  Hall,  1  Woodb.  &  M.  400.  As  to  defects  ariang  fix)m  the  acts  of 
public  officers,  see  post. 

*  Wilson  r.  Bamum,  1  Wall.  C.  C.  847. 

*  Sickels  V.  Tonngs,  3  Blatchf.  293. 

*  See  the  observations  of  the  court,  cited  ante,  fix)m  Orr  v.  Littlefield,  1  Woodb. 
&M.  13,  17. 

*  Ibid.    Hovey  v.  Stevens,  1  Woodb.  &  M.  290,  303. 
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the  proof  of  possession  consists  of  former  recoveries,  or  licenses 
granted  to  parties  who  have  been  sued  and  have  submitted,  if  it 
appears  doubtful  whether  such  recoveries  and  submissions  were 
not  collusively  obtained,  the  necessary  kind  of  possession  will  not 
be  made  out,  and  the  right  will  first  have  to  be  tried  at  law.^  But 
it  does  not  impair  the  efiect  of  such  recoveries  or  submissions,  that 
they  were  obtained  by  agreement  and  without  trial,  if  there  was  at 
first  a  real' contest^ 

§  426.  Where,  however,  former  use  or  former  recoveries  are 
relied  upon,  as  proof  of  the  possession  of  the  exclusive  right,  they 
must  have  been  under  the  same  patent,  or  under  a  patent  con- 
nected in  law  with  that  under  which  the  application  is  made ; 
otherwise  it  will  not  appeal*  that  they  related  to  the  same  right.^ 
But  under  our  system  of  amending  specifications,  or  of  surrender- 
ing an  old  patent  and  taking  out  a  new  one  on  account  of  infor- 
malities, the  right  in  contemplation  of  law  remains  the  same,  after 
the  issue  of  the  new  patent,  if  it  is  in  fact  for  the  same  invention  ; 
and,  consequently,  a  former  possession  under  the  old  patent  will  be 
ground  for  granting  an  injunction,  without  a  previous  trial,  under 
the  amended  patent^  Usually,  where  an  injunction  is  not  granted, 
but  the  plaintiff  is  required  to  establish  his  title  at  law,  the  defend- 
ant will  be  ordered  to  keep  an  account  until  the  question  is  deter- 
mined.^ 

^  Collard  v.  Allison,  4  Mylne  &  Cr.  487,  488 ;  Kay  v.  Marshall,  1  Mylne  &  Cr. 
373 ;  Orr  v.  Badger,  10  Law  Reporter,  465 ;  Orr  v.  LittJefield,  1  Woodb.  &  M. 
13,17,  18. 

*  Orr  V.  LittlcEeld,  1  Woodb.  &  M.  13, 17, 18;  Orr  t7.  Badger,  10  Law  Rep.  465. 
In  Neilson  v.  Thompson,  Webs.  Pat  Cas.  275,  276,  the  plaintiff's  solicitor  proved 
the  preparation  and  granting  of  fifty  or  sixty  licenses,  and  also  yarious  infringe- 
ments by  parties  who  submitted  and  took  a  license  on  proceedings  being  com- 
menced against  them.  Sir  L.  Shadwell,  Y.  C.  said :  ^*  It  seems  to  me,  on  these 
affidavits,  that  it  is  sufficiently  made  out  that  there  has  been  a  use  of  the  patent  in 
this  sense,  that  the  right  of  the  patentee  to  the  benefit  of  the  patent  has  been 
submitted  to  where  there  has  been  a  contest,  and  it  does  not  at  all  appear  to  me 
that  the  general  way  in  which  the  defendants  on  their  affidavit  state  the  mode  by 
means  of  which  the  plaintiffs  succeeded  in  establishing  the  patent  is  at  all  an  an- 
swer to  the  two  cases  which  are  stated  in  Mr.  Blunt's  affidavit.  Then  I  have  the 
case  of  a  patent  having  been  obtained  in  the  year  1828,  and  actually  enjoyed  by 
the  patentee  for  upwards  of  twelve  years." 

*  Hovey  r.  Stevens,  1  Woodb.  &  M.  290. 

*  Orr  t;.  Badger,  10  Law  R.  465.  ^  See  past,  as  to  the  account 
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§  427.  The  cases  where  an  injunction  will  be  granted,  but  the 
plaintiff  will  be  required  to  establish  his  patent  at  law,  do  not 
admit  of  any  very  precise  classification  under  a  distinct  rule.  The 
court  must  exercise  its  discretion  upon  the  circumstances.^  If  the 
plaintiff  has,  by  proof  of  possession  and  enjoyment,  made  out  a 
primd  facie  case  for  an  injunction,  it  will  then  be  for  the  court  to 
consider  whether  the  nature  of  the  case  entitles  the  defendant  to  a 
farther  investigation  into  the  validity  of  the  patent  or  into  the  fact 
of  infringement.  The  defendant  will  have  a  right  to  farther 
investigation,  if  he  shows  that  there  are  any  questions  of  fact  or 
of  law  which  a  court  of  equity  does  not  ordinarily  undertake  to 

^  In  Hanner  v.  Plane,  14  Yes.  ISO,  ISl,  Lord  Eldon  thus  explained  the 
grounds  on  which  an  injunction  should  be  granted  in  cases  where  there  is  so  much 
doubt  as  to  require  forther  investigation.  **  The  ground  upon  which,  where  doubt 
IS  excited  in  the  mind  of  the  court,  an  injunction  is  granted  until  the  legal  ques- 
tion can  be  tried,  a  ground  that  was  acted  upon  in  the  case  of  Boulton  v.  Watt 
(Boulton  t;.  Bull,  2  Hen.  Black.  45S ;  3  Yes.  140 ;  Hornblower  v.  Boulton,  S 
Term  Bep.  95 ;  Hill  v,  Thompson,  S  Mei.  622),  in  some  cases  preceding  that, 
and  some  that  have  occurred  since,  is  this :  Where  the  crown  on  behalf  of  the 
public  grants  letters-patent,  the  grantee,  entering  into  a  contract  with  the  crown, 
the  benefit  of  which  contract  the  public  are  to  have,  and  the  public  have  permit- 
ted a  reasonably  long  and  undisputed  possession  under  color  of  the  patent,  the 
court  has  thought,  upon  the  fact  of  that  possession  proved  against  the  public,  that 
there  is  less  inconvenience  in  granting  the  injunction  until  the  legal  question  can 
be  tried,  than  in  dissolving  it  at  the  hazard,  that  the  grant  of  the  crown  may  in  the 
result  prove  to  have  been  valid.  The  question  is  not  really  between  the  parties 
on  the  record ;  HSr,  unless  the  injunction  is  granted,  any  person  might  violate  the 
patent,  and  the  consequence  would  be  that  the  patentee  must  be  ruined  by  liti- 
gation. In  the  case  of  Boulton  and  Watt,  therefore,  though  a  case  of  great  doubt, 
upon  which  some  of  the  ablest  judges  in  Westminster  Hall  disagreed,  yet  upon 
the  ground  of  the  possession  by  the  patentees  against  all  mankind,  the  injunction 
was  granted  until  the  question  could  be  tried ;  and  the  result  of  the  trial,  being  in 
favor  of  the  patent,  proved  that  the  conduct  of  the  court,  in  that  instance,  was  at 
least  fortunate. 

**  The  first  of  these  patents,  granted  in  the  27th  year  of  his  present  majesty,  is 
expired,  and  the  patent  for  the  improvements  was  granted  in  the  84th  Geo.  III. 
The  agreement  entered  into  by  this  defendant  for  a  license  to  work  under  the 
patentee,  would  not  bind  the  defendant  If  the  plaintiff  could  not  legally  grant 
that  license,  there  was  no  consideration ;  and  the  question  between  them,  there- 
fore, is  entirely  open.  Still,  however,  the  patentee  has  had  possession  against  all 
the  world  ;  and  if  he  can  maintain  its  validity  by  a  due  performance  of  the  condi- 
tion as  to  enrolment  of  the  specification,  by  dissolving  the  injunction  in  the  mean 
time,  I  should  act  both  against  principle  and  practice ;  not  only  enabling  this 
defendant  against  law  to  exercise  a  right  in  opposition  to  the  patent,  but  also  en- 
couraging all  mankind  to  take  the  same  liberty." 
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settle ;  and  this  iDYestigation  will  generally  be  ordered  to  take 
place  in  an  action  at  law,  although  it  is  competent  for  the  court  to 
direct  an  issue  out  of  chancery.^ 

^  Harmer  o.  Plane,  14  Yes.  ISO,  181 ;  Hill  o.  Thompson,  8  Meriv.  622,  630 ; 
Wilson  V.  Tindal,  Webs.  Fat.  Gas.  780,  note.  In  this  case,  Lord  Langdale,  M. 
R.,  said :  "  Having  regard  to  the  arguments  on  the  validity  of  the  patent,  to  the 
enjoyment  of  it  by  the  plaintiffs,  and  to  the  evidence  which  appears  upon  the  affi- 
davits which  have  been  made  in  this  case,  I  am  of  opinion  that  the  injunctioa 
which  is  applied  for  ought  to  be  granted. 

**  The  question  for  consideration  is,  whether  any  terms  ought  to  be  imposed 
upon  the  plaintiffs,  or  whether  any  other  mode  of  investigating  the  facts  than  that 
which  b  adopted  in  the  usual  course  of  proceeding  in  this  court,  ought  to  be  adopt- 
ed. It  is  to  be  observed,  that  all  orders  made  on  applications  of  this  kind  are 
merely  interlocutory  orders ;  they  do  not  bind  the  right  between  the  parties.  The 
injunction  which  I  have  stated  ii  to  be  my  intention  to  grant  will  be  an  injunc- 
tien  only  until  further  order.  It  will  not  be  a  perpetual  injunction ;  not  an  in- 
junction to  continue  during  the  continutoce  of  the  patent.  Notwithstanding  this 
order,  the  defendant  may  put  in  his  answer,  he  may  displace  all  the  affidavits 
which  have  been  filed  on  both  ndes.  The  plaintiff  and  the  defendant  may  re- 
spectively proceed  to  evidence,  they  may  bring  their  cause  on  for  a  hearing,  and 
upon  the  hearing  of  the  cause,  the  whole  case,  the  law  regarding  the  patent,  and 
the  facts  which  will  appear  upon  the  depositions,  will  have  to  be  reconddered ; 
and  that  reconsideration  may,  for  anything  that  can  be  known  to  the  contraiy, 
justly  end  in  a  result  different  from  that  which  I  have  come  to  upon  the  presenTt 
occasion. 

^  The  defendant  having  his  option  to  adopt  this  course  of  proceeding,  has  at  the 
bar  expressed  his  desire  to  have  this  matter  tried  at  law.  If  he  was  left  merely 
to  prosecute  a  scire  facias  for  the  repeal  of  the  patent,  that  would  be  one  part  of 
the  question  which  he  might  in  that  way  try.  But  there  are  other  questions  sub- 
sisting between  the  parties  regarding  matters  of  fact,  which  could  not  be  tried  in 
that  way. 

**  Now  it  has  been  stated  by  Lord  Cottenham,  that  he  recollected  no  instance 
in  which  the  court  has  not  adopted  the  course  of  directing  the  trial  of  an  action  ; 
he  has  stated  that  to  be  the  result  of  his  experience.  I  certainly  am  very  reluc- 
tant to  try  my  own  memory  against  that,  but  I  should  have  supposed  that  tiieie 
were  instances  in  which  that  had  been  done.  It  is  not  the  right  of  parties  in  every 
case  to  have  an  action  tried  in  a  court  of  law :  it  is  a  question  of  convenience,  and 
the  court  is  to  exercise  a  fair  discretion.  I  have  no  doubt,  whatever,  of  the  com- 
petency of  this  court  to  grant  an  injunction  smpliciler.  Neither  had  Lord  Cot- 
tenham any  doubt  of  it  But  the  question  is,  whether,  when  there  is  an  opportu- 
nity for  carrying  the  matter  further,  it  is  not,  on  the  whole,  a  convenient  course 
of  proceeding  to  have  it  tried  before  the  tribunal  which  is  most  proper  for  the 
consideration  of  the  legal  question,  and  by  which  the  facts  can  be  better  investi- 
gated than  they  can  here.  It  is  not,  therefore,  upon  the  ground  of  any  doubt  as 
to  the  validity  of  the  patent  that  I  make  the  order  which  I  am  about  to  make,  but 
it  is  because  the  nature  of  the  case  entitles  the  defendant  to  a  further  investiga- 
tion in  one  form  or  other,  and  the  most  convenient  and  most  effective  mode  ap- 
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§  428.  Under  our  system  it  has  been  held,  that,  if  the  defendant 
wishes  to  have  the  question  of  originality  tried  by  an  issue  out  of 
chancery,  he  must  set  out  in  his  answer  the  names  of  places  and 
persons  where  and  by  whom  the  invention  had  previously  been 
used,  because  the  act  of  Congress  peremptorily  requires  notice  of 
these  t&cts  in  a  trial  of  this  question  at  law.^ 

§  429.  In  the  previous  editions  of  this  work  it  was  intimated 
that  an  injunction  would  not  be  granted  without  a  trial  at  law,  in 
cases  where  both  parties  claimed  under  patents,  or  where  generally 
the  question  of  novelty  was  directly  at  issue.  The  subsequent 
case  of  Goodyear  v.  Day  *  has,  however,  elicited  from  Judge  Grier 
a  ruling  in  direct  opposition  to  such  opinion.  We  state  the  case 
as  it  is  given  by  the  reporter,  and  quote  also  in  extenso  from  the 
decision  of  the  court :  — 

^^  The  bill  prayed  a  perpetual  injunction.  The  answer  denied 
the  allegations,  and  concluded  by  praying  *  a  trial  by  jury  of  the 
various  issues  of  fact  formed  by  it.'  The  argument  involved  many 
interesting  inquiries ;  but  facts  were  so  interfused  throughout  the 
whole  case,  in  the  questions  of  law,  that  these  last  have  not  been 
found  very  capable  of  being  reported.  Tlie  pleadings  were  long ; 
the  proof  and  exhibits  very  full,  amounting  to  about  4000  printed 
pages ;  and  they  had  been  taken  under  an  order  that  they  should 
be  read  either  at  law  or  in  equity.  The  witnesses  were  numerous 
and  the  questions  were  of  a  kind  requiring  much  attention  and 
intelligence.  Both  parties  assumed  to  act  under  patents.  The 
case  having  been  set  down  for  final  hearing  on  the  proofs  and 
exhibits,  and  having  been  fully,  ably,  and  learnedly  argued  by 
counsel  on  both  sides  for  several  days,  the  main  question  of  law 
was,  whether,  in  the  face  of  the  answer,  denying  positively  the 

pean  to  me  to  be  that  which  has  been  mentioned,  namely,  bj  bringing  an  action 
in  a  court  of  law.  Notwithstanding,  therefore,  the  very  forcible  argmnents  I  have 
heard  upon  this  subject,  I  think  I  most,  in  thb  case,  as  has  been  done  in  so  many 
other  cases,  direct  the  plaintiff  to  bring  an  action  to  try  this  right,  the  injunction 
being  granted  in  the  terms  pf  the  notice  of  motion."  See  also  Stevens  v.  Keat- 
ing, 2  Webs.  Pat.  ^as.  1 75. 

In  Bussell  t;.  Bamsley,  Webs.  Fat  Cas.  472,  Sir  L.  Shadwell,  V.  C.  said  that 
he  did  not  recollect  a  case  where  a  defendant  had  stated  his  wbh  to  try  the  ques- 
tion at  law,  that  the  court  had  refused  to  give  him  the  opportunity. 

"  Orr  V.  Merrill,  1  Woodb.  &  M.  876. 

•  2  Wall.  C.  C.  Rep.  288. 
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complainant's  merits  and  all  infringement  of  his  patent,  and 
praying  for  a  trial  by  jury,  of  the  issues  involved,  the  court  would, 
under  any  circumstances,  grant  a  perpetual  injunction  without  a 
previous  verdict.  Another  question,  partially  mingled  with  a 
question  of  fact,  was  what  amount  of  prior  discovery  is  necessary 
to  deprive  a  subsequent  discoverer  of  the  merit  of  such  originaUty 
as  the  law  requires  for  the  protection  of  a  patent." 

The  court  said :  ^^  It  is  true  that  in  England  the  Chancellor  will 
generally  not  grant  a  final  and  perpetual  injunction  in  patent 
cases,  when  the  answer  denies  the  validity  of  the  patent,  without 
sending  the  parties  to  law  to  have  that  question  decided.  But 
even  there  the  rule  is  not  absolute  or  universal ;  it  is  a  practice 
founded  more  on  convenience  than  on  necessity.  It  always  rests 
in  the  sound  discretion  of  the  court.  A  trial  at  law  is  ordered  by 
the  Chancellor,  to  inform  his  conscience ;  not  because  either  party 
may  demand  it  as  a  right,  or  that  a  court  of  equity  is  incompetent 
to  judge  of  questions  of  facts  or  of  legal  titles.  In  the  courts  of 
the  United  States  the  practice  is  by  no  means  so  general  as  in 
England,  or  as  it  would  be  here,  if  the  trouble  of  trying  issues  at 
law  devolved  upon  a  different  court.  Cases  involving  inquiries 
into  the  most  complex  and  difficult  questions  of  mechanics  and 
philosophy  are  becoming  numerous  in  the  courts.  Often  ques- 
tions of  originality  and  infringement  of  patents  do  not  depend 
so  much  on  the  credibility  of  witnesses  or  the  weight  of  oral 
testimony,  as  on  the  application  of  principles  of  science  and 
law  to  admitted  facts.  It  is  true  that,  in  matters  of  opinion,  both 
mechanics  and  learned  professors  will  difier  widely.  But  still 
the  question  is  not  to  be  decided  by  the  number,  credibility,  or 
respectability  of  such  witnesses,  but  by  the  force  and  weight  of 
the  reasons  given  for  their  respective  opinions.  It  is  no  reflec- 
tion on  trial  by  jury  to  say  that  cases  frequently  occur,  in  wliich 
ten  out  of  twelve  jurors  do  not  understand  the  principles  of 
science,  mathematics,  or  philosophy,  necessary  to  a  correct  judg- 
ment of  the  case.  Besides,  much  of  the  time  of  the  courts  is  lost, 
where  twelve  men  will  not  agree  upon  any  verdict ;  or  where  they 
have  agreed,  the  conscience  of  the  Chancellor,  instead  of  feeling 
enlightened,  rejects  it  altogether.  A  select  or  special  jury  of  phi- 
losophers, if  they  could  be  got,  would  perhaps  not  prove  more 
satisfactory,  or  obviate  the  difficulty.  In  a  late  case,  involving  the 
validity  of  Morse's  telegraph  patents,  which  was  heard  in  Phila- 
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delphia,  a  final  injunction  was  decreed  without  a  verdict  to  estab- 
lish the  patents  ;  and  many  other  cases  might  be  cited  from  other 
circuits,  if  necessary,  in  support  of  this  practice,  showing  that  the 
courts  of  the  United  States  do  not  always  consider  it  a  proper 
exercise  of  their  discretion  to  order  such  issues  to  be  tried  at 
law,  before  granting  a  final  injunction.  In  the  present  case 
there  are  many  reasons  why  the  court  will  not  thus  exercise  their 
discretion :  — 

^'  1.  Because  this  case  has  been  set  down  for  final  hearing  on  the 
exhibits  and  proofs,  without  any  motion  or  order  of  the  court  for 
such  an  issue. 

"  2.  After  a  patient  hearing  of  very  able  counsel,  and  a  careful 
consideration  of  the  testimony,  the  court  feel  no  doubt  or  difficulty  on 
these  questions,  which  would  be  removed  or  confirmed  by  a  verdict. 

"  3.  It  would  require  three  or  four  weeks  at  least  to  try  this  case 
before  a  jury,  if  this  library  of  testimony  were  read  to  them ;  and 
at  least  as  many  months  if  the  witnesses  were  examined  viva  voce^ 
as  they  probably  would  be ;  and,  after  all  this  expenditure  of  time 
and  labor,  it  is  even  more  than  probable,  that,  from  the  confusion 
created  by  the  great  length  of  the  testimony  and  argument  in 
court,  or  the  force  and  efiect  of  those  urged  from  without,  no 
verdict  would  be  obtained,  and  most  certainly  none  that  would 
alter  the  present  conviction  of  the  court.  Without  requiring 
the  aid  of  a  jury,  we  shall,  therefore,  proceed  to  examine  the 
questions,  both  of  fact  and  law,  which  afiect  the  validity  of  com- 
plainant's patent." 

The  court  then  concluded  with  the  following  remarks :  — 

'^  But  notwithstanding  the  indomitable  energy  and  perseverance 
with  which  this  attempt  to  invalidate  the  patent  has  been  pursued, 
the  volumes  of  testimony  with  which  it  has  been  oppressed,  and 
the  great  ability  with  which  it  has  been  canvassed  in  the  argument, 
we  are  of  opinion  that  the  defendant  has  signally  failed  in  the 
attempt  to  show  that  himself  or  any  other  person  discovered  and 
perfected  the  process  of  manufacturing  vulcanized  India-rubber 
before  CJoodyear.  We  shall,  therefore,  give  our  decree  of  per- 
petual injunction." 

§  430.  The  practice  of  the  court  in  dissolving,  reviving,  contin- 
^^g}  or  making  final  injunctions,  previously  granted,  is  regulated 
in  general  by  the  same  rules  as  the  practice  of  granting  them  in 


y^ 
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the  first  instance.  On  a  motion  on  affidavits  to  dissolve  an  injunc- 
tion,  the  defendant's  proofs  must  overcome  the  equity  of  the  bill  and 
the  evidence  in  its  support.^  A  motion  to  dissolve  an  injunction  may 
be  made  at  any  time.  If  made  after  a  trial  has  been  ordered  at  law^ 
or  while  an  action  at  law  is  pending,  or  while  the  plaintifif  is  pre- 
paring to  bring  an  action,  the  decision  of  the  court  will  be  made 
upon  the  same  principles  which  governed  the  granting  of  the 
injunction  in  the  first  instance ;  that  is  to  say,  the  defendant  will 
not  succeed  ia  displacing  the  plaintiff's  primd  facie  right  to  an 
injunction,  merely  by  filing  an  answer,  or  reading  affidavits  casting 
doubts  on  the  validity  of  the  patent,  provided  the  plaintiff  is 
guilty  of  no  unreasonable  delay  in  bringing  on  the  trial ;  especial- 
ly, if  the  plaintiff  adduces  auxiliary  evidence  in  favor  of  his  right.^ 

§  431.  Where  the  motion  to  dissolve  is  made  after  a  trial  at  law 
has  been  had,  the  court  will  have  to  look  at  the  result  of  that  trial, 
and  will  be  governed  by  the  position  in  which  the  plaintiff's  right 
has  been  left.  If  the  proceedings  at  law  are  not  in  a  state  to  be 
regarded  as  final,  the  court  will  choose  to  be  informed  as  to  the 
further  questions  which  remain  to  be  investigated.  If  a  verdict 
has  been  rendered  for  the  plaintiff,  but  a  new  trial  has  been,  or  is 
to  be  moved  for,  and  if  the  court  can  see  that  there  is  a  question 
on  which  an  argument  might  be  addressed  to  the  court  of  law, 
which  might  induce  it  to  grant  a  new  trial,  the  injunction  will  not 
be  continued,  as  a  matter  of  course,  but  the  court  will  endeavor  to 
leave  the  parties  in  a  situation  that  will  produce,  on  the  whole,  the 
least  inconvenience,  having  regard  to  all  the  circumstances  of  their 
respective  situations.^ 

^  Spftrkman  v.  Higgins,  1  Blatchf.  205. 

*  Orr  V.  Merrill,  1  Woodb.  &  M.  376 ;  Orr  v.  littlefield,  lb.  13 ;  Oir  v.  Bad- 
ger, 10  Laiv  Rep.  465.  In  such  cases  the  injancdoii  shotild  be  continaed  to 
the  next  term  after  that  at  which  the  suit  at  law  might  be  tried  to  test  the  title. 
Orr  v.  Merrill.  See  also  Woodworth  v,  Itpgers,  3  Woodb.  &  M.  135,  where  the 
question  of  dissolving  an  injunction  b  amply  discussed. 

'  Hill  V.  Thompson,  3  Meriv.  622,  628.  In  this  case,  the  injunction  had  been 
dissolved,  a  trial  at  law  had  resulted  in  a  verdict  for  the  plaintiff,  who  came  be- 
fore the  court  with  a  motion  to  reoive  the  injunction.  On  the  part  of  the  defend- 
ants, it  was  stated  to  be  their  intention  to  more  for  a  new  trial  at  law,  at  the  next 
term,  which  was  as  soon  as  the  motion  could  be  made.  Lord  Eldon  said :  "•  In 
this  case,  the  injunction  was  first  granted  upon  the  strength  of  ^e  affidavits,  which 
were  contradicted,  as  to  their  general  effect,  in  the  most  material  points,  when  it 
afterwards  came  before  the  court  upon  a  motion  to  dissdve  the  mjunction  so  ob- 
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§  432.   Sometimes  the  court  will  direct  a  motion  for  an  injunc- 
tion to  stand  over,  when  none  has  been  granted,  until  it  can  be 

tained.  Many  topics  were  then  urged  on  both  sides,  and  ftdly  discussed  in  argu- 
ment. It  was  insisted,  on  the  part  of  the  plaintiff,  and  the  court  agreed  to  that 
position,  that  where  a  person  has  obtained  a  patent,  and  had  an  exclusive  enjoy- 
ment under  it,  the  court  will  give  so  much  credit  to  his  apparent  right,  as  to  in- 
terpose immediately,  by  injunction,  to  restrain  the  invasion  of  it,  and  continue 
that  interposition  until  the  apparent  right  has  been  displaced.  On  the  other 
hand,  it  was  with  equal  truth  stated,  that,  if  a  person  takes  out  a  patent,  as  for  an 
invention,  and  is  unable  to  support  it,  except  upon  the  ground  of  some  alleged 
improvement  in  the  mode  of  applying  that  which  was  previously  in  use,  and  it  so 
becomes  a  serious  question,  both  in  point  of  law  and  of  &ct,  whether  the  patent 
is  not  altogether  invalid,  then,  upon  an  application  to  this  court  for  what  may  be 
called  the  extra  relief  which  it  affords  on  a  clear  primd  facie  case,  the  court  will 
use  its  discretion ;  and,  if  it  sees  sufficient  ground  of  doubt,  will  either  dissolve  the 
injunction  absolutely,  or  direct  an  iasue,  or  direct  the  party  appl^dng  to  bring  his 
action,  after  the  trial  of  which,  either  he  may  apply  to  revive,  if  successful,  or  else 
the  other  party  may  come  before  the  court,  and  say,  I  have  dbplaced  all  his  pre- 
tensions, and  am  entitled  to  have  my  costs  and  the  expenses  I  have  sustained,  by 
being  brought  here  upon  an  allegation  of  right  which  cannot  be  supported.  And 
as,  in  this  instance,  the  court  will  sometimes  add  to  its  more  general  directions, 
that  the  party  against  whom  the  application  is  made  shall  keep  an  account  pend- 
ing the  discontinuance  of  the  injunction,  in  order  that,  if  it  shall  finally  turn  out 
that  the  plaintiff  has  a  right  to  the  protection  he  seeks,  amends  may  be  made  for 
the  injury  occasioned  by  the  resistance  to  his  just  demands.  In  his  directions  to 
the  jury,  the  judge  has  stated  it  as  the  law  on  the  subject  of  patents, — first,  that 
the  invention  must  be  novel ;  secondly,  that  it  must  be  useful ;  and  thirdly,  that 
the  specification  must  be  intelligible.  I  will  go  further,  and  say,  that  not  only 
must  the  invention  be  novel  and  useful,  and  the  specification  intelligible,  but  also 
that  the  specification  must  not  attempt  to  cover  more  than  that  which,  being  both 
niatter  of  actual  discovery  and  of  useful  discovery,  is  the  only  proper  subject  for 
the  protection  of  a  patent.  And  I  am  compelled  to  add,  that,  if  a  patentee 
seeks,  by  specification,  any  more  than  he  is  strictly  entitled  to,  his  patent  is 
thereby  rendered  ineffectual,  even  to  the  extent  to  which  he  would  be  otherwise 
fairly  entitled.  On  the  other  hand,  there  may  be  a  valid  patent  for  a  new  com- 
bination of  materials,  previously  in  use,  for  the  same  puipose,  or  for  a  new 
method  of  applying  such  materials.  But,  in  order  to  its  being  effectual,  the  spe- 
cification must  clearly  express  that  it  is  in  respect  of  such  new  combination  or 
application,  and  of  that  only,  and  not  lay  daim  to  the  merit  of  original  invention 
in  the  use  of  materials.  If  there  be  a  patent  both  for  a  machine  and  for  an  im- 
provement in  the  use  of  it,  and  it  cannot  be  supported  for  the  machine,  although 
it  might  for  the  improvement  merely,  it  is  good  for  nothing  altogether,  on  account 
<^  its  attempting  to  cover  too  much.  Now,  it  is  contended,  that  what  is  claimed 
by  the  present  patent  is  not  a  novel  invention ;  that  the  extraction  of  iron  from 
slags  or  cinders  was  previously  known  and  practised ;  that  the  use  of  lime  in  ob- 
structing *  cold  short'  was  likewise  known.  But  to  all  this  it  b  answered,  that  the 
patent  is  not  for  the  invention  of  these  things,  but  for  such  an  application  of  them 


464  THE  LAW  OF  PATENTS.  [CH.  X. 

ascertained  what  the  result  of  an  application  for  a  new  trial  is  to 
be  ;  and  where  a  rule,  to  show  cause  why  a  new  trial  should  not 
be  had,  had  been  granted,  an  injunction  was  refused,  it  not  having 
been  allowed  before.^ 

as  is  described  in  ihe  specification.  Now,  the  utility  of  the  discovery,  the  intelli- 
gibility of  the  description,  &c.,  are  all  of  them  matters  of  &ct  proper  for  a  jury. 
Bat  whether  or  not  the  patent  is  defective,  in  attempting  to  cover  too  much,  is  a 
question  of  law,  and  as  such,  to  be  considered  in  all  ways  that  it  is  convenient  for 
the  purposes  of  justice  that  it  should  be  considered.  This  specification  generally 
describes  the  patent  to  be  'for  improvements  in  the  smelting  and  working  of 
iron  * ;  and  it  then  goes  on  to  describe  the  particulars  in  which  the  alleged  im- 
provements consist,  describing  various  proportions  in  the  combination  of  materials, 
and  various  processes  in  the  adhibition  of  them.  The  question  of  law,  upon  the 
whole  matter,  is,  whether  this  is  a  specification  by  which  the  patentee  claims  the 
benefit  of  the  actual  discovery  of  lime  as  a  preventive  of  ^  cold  short,'  or,  whether 
he  claims  no  more  than  the  invention  of  that  precbe  combination  and  those  pecu- 
liar processes  which  are  described  in  the  specification.  And,  when  I  see  that  this 
question  clearly  arises,  the  only  other  question  which  remains  is,  whether  I  can 
be  so  well  satisfied  with  respect  to  it  as  to  take  it  for  granted  that  no  axgument 
can  prevail  upon  a  court  of  law  to  let  that  first  question  be  reconsidered  by 
granting  the  motion  for  a  new  trial.  If  this  be  a  question  of  law,  I  can  have  no 
right  whatever  to  take  its  decision  out  of  the  jurisdiction  of  a  court  of  law,  un- 
less I  am  convinced  that  a  court  of  law  must  and  will  consider  the  verdict  of  the 
jury  as  final  and  conclusive.  But  this  only  brings  it  back  to  the  original  ques- 
tion; and  I  see  enough  of  difficulty  and  uncertainty  in  the  specification,  and 
enough  of  apparent  repugnance  between  the  specification  and  the  patent  itself,  to 
say  that  it  is  impossible  I  can  arrive  at  such  a  conclusion  respecting  it,  as  to  be 
satisfied  that  there  is  no  ground  for  granting  a  new  trial.  In  the  order  I  formerly 
pronounced  was  contained  a  direction,  that  the  defendant  should  keep  an  account 
of  iron  produced  by  their  working  in  the  manner  described  in  the  injunction.  If 
the  injunction  is  to  be  now  revived,  the  whole  of  their  establishment  must  be  dis- 
charged between  this  and  the  fourth  day  of  next  term,  when  it  is  intended  to 
move  for  a  new  trial,  the  result  of  which  may  be,  that  the  defendants  have  a  right 
to  continue  the  works ;  to  do  which,  they  will  then  be  under  the  necessity  of  re- 
commencing all  their  operations,  and  making  all  their  preparations  and  arrange- 
ments de  novo.  It  appears  to  me  that  this  would  be  a  much  greater  inconven- 
ience than  any  that  can  result  from  my  refusal,  in  the  present  instance,  to  revive 
the  injunction.  My  opinion,  therefore,  is,  that  this  matter  must  stand  over  till  the 
fifth  day  of  next  term,  when  I  may  be  informed  of  the  result  of  the  intended  ap- 
plication for  a  new  trial ;  the  account  to  be  taken  in  the  mean  time  as  before." 

^  There  is  a  recent  case  where  an  injunction  was  applied  for  and  refused,  and 
the  plaintiff  was  directed  to  bring  an  action,  which  was  tried  and  a  verdict  found 
for  the  plaintiff.  The  motion  for  the  injunction  was  then  renewed ;  but  it  ap- 
peared, on  affidavit,  that  a  bill  of  exceptions  had  been  tendered,  and  that  the  de- 
fendants also  intended  to  move  for  a  new  trial.  The  Lord  Chancellor  directed 
the  application  to  stand  over  until  the  result  of  these  proceedings  should  be 
known.    Shortly  afterwards  a  rule  nut,  for  a  new  trial,  was  obtained,  and  then 
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§  433.  This  course  of  proceeding  shows  that  when  a  new  trial 
has  been  or  is  intended  to  be  applied  for,  a  court  of  equity  will 
generally  leave  the  parties  in  the  situation  in  which  they  stood 
before  the  trial.  If  no  injunction  iiad  been  previously  granted, 
the  court  will  not  increase  the  defendant's  burdens  by  imposing 
one,  as  long  as  the  plaintiff's  right  remains  doubtful  at  law.  But 
if  an  injunction  has  been  granted  and  the  plaintiff  has  succeeded 
at  law,  it  would  seem  that  the  injunction  ought  not  to  be  dissolved, 
on  the  mere  suggestion  that  there  is  ground  for  a  new  trial,  unless 
the  court  sees  what  Lord  Eldon  called  ^'sufficient  ground  of 
doubt "  of  the  plaintiff's  right ;  but  that  the  court  will  exercise 
its  discretion,  and  if  it  sees  reason  for  dissolving  the  injunction,  it 
will  direct  the  defendant  to  keep  an  account  pending  the  discon- 
tinuance of  the  injunction,  in  order  that,  if  it  finally  turns  out 
that  the  plaintiff  has  a  valid  patent,  he  may  receive  amends  for  the 
injury  occasioned  by  the  resistance  to  his  just  demands.^  After  a 
trial  and  judgment  at  law,  in  favor  of  the  plaintiff,  the  injunction 
will  be  revived  or  granted  as  matter  of  course.*  How  far  the 
court  will  undertake  to  look  into  the  regularity  of  such  a  judg- 
ment, and  to  determine,  on  the  suggestion  of  the  defendant, 
whether  there  is  probable  ground  for  a  writ  of  error,  and  there- 
fore to  suspend  the  injunction,  is  a  question  which  has  not  arisen 
in  this  country  ;  but  it  seems  that  in  England,  the  Lord  Chancellor 
has  so  &r  entertained  an  application  of  this  kind,  as  to  look  into 
the  proceedings  at  law  and  the  grounds  of  the  judgment,  and  to 
satisfy  himself  that  no  good  reason  existed  for  departing  from  the 
usual  course  of  reviving  the  injunction  after  a  judgment  in  favor 
of  the  plaintiff.' 

§  434.  An  important  part  of  the  remedial  process  in  equity  is 
the  account  of  profits  made  by  the  defendant.  Sometimes  an  ac- 
count is  ordered  to  be  kept,  in  lieu  of  granting  or  continuing  an 

the  motion  for  the  injanction  was  brought  on  again.  The  Lord  Chancellor  said, 
that  under  the  circumstances  in  which  the  case  stood  at  law,  a  rule  to  show  cause 
why  a  new  trial  should  not  be  had,  having  been  granted,  he  must  consider  the 
legal  title  of  the  parties  as  still  undecided ;  and  he  therefore  refused  the  applica- 
tion.    Collard  v.  Allison,  4  MyL  &  Cr.  4S7,  490. 

^  See  the  observations  cited,  ante,  firom  Hill  v.  Thompson.  See  forther,  as  to 
ordering  an  account,  post, 

*  Neilson  v.  Harford  (Cor.  Lord  Lyndhurst  in  1S41),  Webs.  Pat  Cas.  873. 

•Ibid. 

PAT.  80 
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injunction  ;  and  it  is  always  ordered  when  the  injunction  is  made 
perpetual,  unless  the  amount  would  be  very  small.  The  cases  in 
which  an  account  is  ordered  to  be  kept,  either  with  or  without  an 
injunction,  .during  the  pendency  of  an  action  in  which  the  right  is 
to  be  tried,  proceeded  upon  the  principle  tliat  the  plaintiff  may 
turn  out  to  be  entitled  to  the  right,  and  he  is  more  secure  of  ample 
justice  if  the  account  of  the  defendant's  profits  is  kept  while  he  .is 
using  the  inyention,  than  if  it  were  deferred  to  be  taken  at  a  future 
time,  especially  if  the  defendant  is  left  at  liberty  to  make  new  con- 
tracts.^ Such  an  account  will  be  ordered,  if  the  injunction  is  dis- 
solved, by  reason  of  the  irreparable  injury  it  would  do  to  the 
defendant's  business.'"^ 

>  Hill  V.  Thompson,  3  Meriv.  626,  631 ;  Crossley  v.  Derby  Gas  Light  Compa- 
ny, Webs.  Pat.  Cas.  119  ;  Neilson  v.  Fothergill,  Ibid.  290;  Morgan  v.  Seawaid, 
Ibid.  168 ;  Bacon  v.  Jones,  4  Myl.  &  Cr.  486  ;  Foster  v.  Moore,  1  Curtis,  C.  C.  279. 

*  Neilson  v.  Thompson,  Webs.  Pat  Cas.  278,  285.  In  this  case,  Lord  Coiten- 
ham  said :  **  Nothing  that  took  place  could  preclude  the  defendants  from  the  right 
of  disputing  the  plaintiff's  right  as  a  patentee,  but  they  have,  at  very  considerable 
expense,  erected  this  machinery,  and  from  that  time  to  the  present  have  been 
using  it,  the  plaintiff  being  aware  of  it,  at  least  from  some  time  in  1839  (the  precise 
day  is  not  stated),  and  haying  stood  by  and  permitted  them  to  do  this.  K  he  is  en- 
titled as  patentee,  it  would  be  extremely  hard  for  the  court  to  do  anything  to  pre- 
vent his  receiving  that  which  he  is  entitled  to  receive,  and  in  expectation  of  which 
he  permitted  the  defendants  to  go  on  with  their  works.  But,  on  the  other  hand, 
it  would  be  extremely  hard  indeed  to  tell  the  defendants  that  they  shall  not  use  t^p 
works  which,  with  the  plaintiff's  knowledge,  they  have  prepared  at  a  very  consid- 
erable expense ;  and  as  to  telling  them  they  may  go  on  with  the  cold  blast  instead 
of  the  hot  blast,  I  am  told  that  the  difference  between  the  use  of  the  one  and  the 
other  is  an*  expense  of  nearly  double,  even  if  it  were  possible ;  at  all  events  they 
may  sustain  that  loss  in  the  interval  until  the  right  is  tried.  It  seems  to  me  that 
stopping  the  works  by  injunction,  under  these  circumstances,  is  just  inverting  the 
purpose  for  which  an  injunction  is  used.  An  injunction  is  used  for  the  puipose  of 
preventing  mischief;  this  would  be  using  the  injunction  for  the  purpose  of  creating 
mischief,  because  the  plaintiff  cannot  possibly  be  injured.  All  that  he  asks,  all 
that  he  demands,  all  that  he  ever  expects  from  these  defendants,  is  one  shilling 
per  ton.  He  has  not  a  right  to  say  to  them,  you  shall  not  use  this  apparatus ;  he 
cannot  do  so  after  the  course  of  conduct  he  has  adopted ;  he  may,  no  doubt,  say 
with  success,  if  he  is  right,  you  shall  pay  me  that  rent  which  the  others  pay,  and 
in  the  expectation  of  which  I  permitted  you  to  erect  this  machinery.  Therefore, 
in  no  possible  way  can  the  plaintiff  be  prejudiced ;  but  the  prejudice  to  the  de- 
fendants must  be  very  great  indeed,  if  they  are  for  a  short  period  prevented  from 
using  at  their  furnaces  that  apparatus  which,  with  the  consent  of  the  plaintiff,  they 
have  erected.  The  object,  therefore,  is,  pending  the  question,  which  I  do  not 
mean  to  prejudice  one  way  or  the  other  by  anything  I  now  say,  to  preserve  to  the 
parties  the  opportunity  of  trying  the  question,  with  the  least  possible  injury  to  the 
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§  435.  Sometimes,  as  a  further  means  of  doing  justice  between 
the  parties,  upon  the  question  of  infringement,  when  an  action  at 
law  is  to  be  tried,  the  court  will  order  a  mutual  inspection  of  the 
plaintiff's  and  defendant's  works.  The  object  in  so  doing  is  to 
enable  the  parties,  on  the  trial,  to  give  such  evidence  as  will  tend 
to  prove  or  disprove  the  fact  of  infringement.  For  this  purpose 
inspectors  or  viewers  are  appointed,  under  the  direction  of  the 
court,  who  are  to  be  admitted  as  witnesses  on  the  trial  at  law.  If 
the  parties  do  not  agree  on  the  persons  to  be  appointed,  the  court 
will  appoint  them.^ 

§  436.  When  the  validity  of  the  patent  is  fully  established,  an 
account  will  be  ordered  of  all  the  profits  made  by  the  defendant, 
to  be  taken  by  a  master ;  and  if  the  patent  has  expired,  the  ac- 
count and  the  injunction  will  extend  to  all  the  articles  piratically 
made  during  the  existence  of  the  patent,  though  some  of  them 
may  remain  unsold.^ 

one  party  or  the  other ;  and  I  think  the  injunction  would  be  extremely  prejudi- . 
dal  to  the  defendants,  and  do  no  possible  good  to  tiie  plaintiff  for  the  purpose  for 
which  it  may  be  used.  It  may,  by  operating  as  a  pressure  upon  the  defendants, 
prodaoe  a  benefit,  but  that  is  not  the  object  of  the  court ;  the  object  of  the  court 
is  to  preserve  to  each  party  the  benefit  he  is  entitled  to,  until  the  question  of  right 
18  tried,  and  that  may  be  entirely  secured  by  the  defendants  undertaking  to  keep 
an  account,  not  only  for  the  time  to  come,  but  from  the  time  when  the  connection 
first  commenced,  and  undertaking  to  deal  with  that  account  in  such  a  way  as  the 
court  may  direct ;  and  if  the  plaintiff  is  entitled,  the  court  will  have  an  opportu- 
nity of  putting  the  plaintiff  precisely  in  the  situation  in  which  he  would  haye 
stood  if  the  question  had  not  arisen.  If  it  shall  turn  out  that  the  patent  is  not 
valid,  the  court  will  deal  with  it  accordingly,  and  that  will,  I  think,  most  effectu- 
ally prevent  all  prejudice." 

*  Morgan  v.  Seaward,  Webs.  Fat  Cas.  168 ;  Russell  v.  Cowley,  Ibid.  457.  See 
these  cases  fior  the  decrees  appointing  such  inspectors.  Also  Jones  v.  Lee,  36  £. 
L.  &  £q.  558. 

•  Crossley  v.  Beverley,  Webs.  Pat.  Cas.  119;  Crossley  v.  Derby  Gas  Light 
Company,  Ibid.  119, 120.  In  this  case  a  very  curious  difficulty  occurred  in  esti- 
mating the  "  profits."  The  plaintiff  was  the  owner  of  a  patent  for  making  gas- 
meters,  which  the  defendants  had  made  and  sold  and  employed  in  their  works. 
The  profits  to  be  ascertained  were  the  benefits  derived  finom  the  use  of  the  meters, 
in  enabling  the  defendants  to  furnish  gas  to  their  customers  at  a  lower  rate  than 
they  could  have  done  without  them,  and  so  to  obtain  additional  profits  finom  an 
increased  consumption.  It  was  a  case,  therefore,  presenting  the  uncertain  ele- 
ments of  profits  made  by  the  application  of  particular  means,  and  a  just  distribu- 
tion of  those  profits  to  a  particular  agent  employed.  The  case,  as  it  is  reported, 
does  not  furnish  any  principles.    See  B.  c.  3  Mylne  &  Cr.  428,  480. 
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n  has  been  decided,  in  the  case  of  Livingston  v.  Wood- 
worth,^  that  the  account  of  profits  granted  by  a  court  of  equity 
comprises  only  such  profits  as  have  been  actually  made  by  the 
defendant,  and  not  such  as  he  might  have  made  with  reason- 
^le  diligence,  nor  interest  from  the  date  of  filing  the  bilL  ,  The 
original  bill  filed  in  the  Circuit  Court  by  the  appellees  con- 
cluded with  a  prayer  that  the  defendants  (here  the  appellants) 
may  be  decreed  to  account  for  and  pay  over  to  the  complainants 
(appellees)  ^^  all  gains  and  profits  which  have  accrued  from  using 
their  said  machines  since  the  expiration  of  the  said  original  pat- 
ent." Under  this  bill  the  master  to  whom  the  account  was  referred 
make  a  report  which  was  not  confirmed ;  the  court  made  a  furtlier 
decretal  order,  with  instructions  to  ascertain  the  amount  of  profits 
which  may  have  been,  or  with  due  diligence  might  have  beeny  real- 
ized by  the  defendants.  The  report  made  in  pursuance  of  this  or- 
der was  confirmed,  and  interest  from  the  time  of  filing  the  bill  added 
by  the  court.  On  appeal  to  the  Supreme  Court  the  rulings  of  the 
Circuit  Court  were  reversed,  and  an  entirely  different  measure  of 
damages  and  profits  established.  The  Supreme  Court  ruled  as 
follows :  '^  On  the  part  of  the  appellees  (the  complainants  in 
the  Circuit  Court),  it  has  been  insisted  that  the  decretal  order, 
made  in  this  cause  by  consent,  covered  and  ratified  in  advance  all 
the  subsequent  proceedings  on  the  part  of  the  court,  rendering 
those  proceedings,  inclusive  of  the  final  decree,  a  matter  of  con- 
sent, which  the  appellants  could  have  no  right  to  retract,  and  from 
which,  therefore,  they  could  not  legally  appeal.  In  order  to  try  tlie 
accuracy  of  this  argument  and  of  the  conclusions  sought  to  be  de- 
duced therefrom,  it  is  proper  to  examine  the  order  which  is  alleged 
in  support  of  them.  The  words  of  that  order  are  as  follows :  ^  This 
cause  came  on,  &c.,  and  by  consent  of  parties  it  declared  by  the 
court,'  —  what  ?  ^  That  the  complainants  are  entitled  to  the  per- 
petual injunction  and  the  account  prayed  for  by  the  billJ*  It  seems 
to  us  incomprehensible,  that,  by  this  consent  of  the  defendant 
below,  he  had  consented  to  anything  precise  and  unchangeable 
beyond  the  perpetual  injunction,  much  more  so  that  he  had  there- 
by bound  himself  to  acquiesce  in  any  shape  or  to  any  extent  of 
demand  which  might  be  made  against  him,  under  the  guise  of  an 
account.  Indeed,  the  complainants  below,  and  the  Circuit  Court 
itself,  have  shown  by  their  own  interpretation  of  this  decretal 

^  Liyingston  v.  Woodworth,  15  How.  546. 
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order,  that  they  did  not  understand  it  to  mean,  as  in  truth  by  no 
just  acceptation  it  could  mean,  anything  fixed,  definite,  or  immu- 
table ;  for  the  complainants  below  excepted  to  the  report  of  the 
master  ;  and  the  court  recommitted  that  report  with  a  view  to  its 
alteration.  Nor  can  we  regard  the  reference  to  the  master  as  in 
tlie  Mature  of  an  arbitration  ;  for,  if  so  deemed,  the  award  of  that 
officer  must  have  been  binding,  unless  it  could  be  assailed  for 
fraud,  misbehavior,  or  gross  mistake  of  fact.  In  truth,  the  ac- 
count consented  to  was  the  account  prayed  for  by  the  bill,  name- 
ly :  ^  That  the  defendants  may  be  decreed  to  account  for  and  pay 
over  all  such  gains  and  profits  as  have  accrued  to  them  from  using 
the  said  machines  since  the  expiration  of  said  original  letters-pat- 
ent.' This  language  is  particularly  clear  and  significant,  —  such 
gain  and  profits,,  and  such  only  as  have  actually  accrued  to  the 
defendants ;  and  we  are  unable  to  perceive  how,  by  such  an  as- 
sent, the  defendants  below  could  have  been  concluded  against  ex- 
ceptions to  anything  and  everything  which  might  have  been  evolved 
by  that  report,  however  illegal  or  oppressive. 

^<  Considering  next  the  decretal  order  for  the  recommitment  of 
the  first  report,  the  second  report  made  in  obedience  to  that  order, 
and  the  final  decree  made  upon  that  second  report,  we  are  con- 
strained to  regard  them  all  as  alike  irreconcilable  with  the  prayer 
of  the  bill,  with  the  just  import  of  the  consent  decree,  and  with 
those  principles  which  control  courts  of  equity.  In  the  instruc- 
tions to  the  master,  it  will  be  seen  that  he  is  ordered  ^  to  ascertain 
and  report  the  amount  of  profits  which  may  have  been,  or  which 
with  due  diligence  and  prudence  might  have  been,  realized  by  the 
defendants  for  the  work  done  by  them  or  by  their  servants,  com- 
puting the  same  upon  the  principles  set  forth  in  the  opinion  of  the 
court,  and  that  the  account  of  such  profits  commence  from  the 
date  of  the  letters-patent  issued  with  the  amended  specification. 
The  master,  in  his  report  made  in  pursuance  of  the  instructions 
just  adverted  to,  admits  that  the  account  is  not  constructed  upon 
the  basis  of  actual  gains  and  profits  acquired  by  the  defendants  by 
the  use  of  the  inhibited  machine,  but  upon  the  theory  of  awarding 
damages  to  the  complainants  for  an  infringement  of  their  monopo- 
ly. He  admits,  too,  that  the  rate  of  profits  assumed  by  him  was 
conjectural,  and  not  governed  by  the  evidence ;  but  he  attempts 
to  vindicate  the  rule  he  had  acted  upon  by  the  declaration,  that 
he  was  not  aware  that  he  had  '  infused  into  the  case  any  element 
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too  unfavorable  to  the  defendants.  That  by  the  decision  of  the 
court  they  were  trespassers  and  wrongdoers,  in  the  legal  sense  of 
these  words,  and  consequently  in  a  position  to  be  mulcted  in  dam- 
ages greater  than  the  profits  they  have  actually  received,  the  rule 
being,  not  what  benefit  they  have  received,  but  what  injury  the 
plaintiffs  have  sustained.'  To  what  rule  the  master  has  reference 
in  thus  stating  the  grounds  on  which  his  calculations  have  been 
based,  we  do  not  know.  We  are  aware  of  no  rule  which  converts 
a  court  of  equity  into  an  instrument  for  the  punishment  of  simple 
torts ;  but  upon  this  principle  of  chastisement  the  master  admits 
that  he  has  been  led,  in  contravention  of  his  original  view  of  the 
testimony  and  upon  conjecture  as  to  reality  of  the  facts,  and  not 
upon  facts  themselves,  to  double  the  amount  which  he  had  stated 
to  be  a  compensation  to  the  plaintiffs  below,  and  the  compensation 
prayed  for  b/  them ;  and  the  Circuit  Oourt  has,  by  its  decree, 
pushed  this  principle  to  its  extreme,  by  adding  to  this  amount  the 
penalty  of  interest  thereon,  from  the  time  of  filing  the  bill  to  the 
date  of  the  final  decree. 

^^  We  think  that  the  second  report  of  the  master,  and  the  final 
decree  of  the  Circuit  Court,  are  warranted  neither  by  the  prayer 
of  the  bill,  by  the  justice  of  this  case,  nor  by  the  well-established 
rules  of  equity  jurisprudence.  If  the  appellees,  the  plaintiffs 
below,  had  sustained  an  injury  to  their  legal  rights,  the  courts 
of  law  were  open  to  them  for  redress,  and  in  those  courts  they 
might,  according  to  a  practice  which,  however  doubtful  in  point 
of  essential  right,  is  now  too  inveterate  to  be  called  in  question, 
have  claimed  not  merely  compensation  but  vengeance  for  such 
injury  as  they  could  show  that  they  had  sustained.  But  before  a 
tribunal  which  refuses  to  listen  even  to  any  save  those  acts  and 
motives  which  are  perfectly  fair  and  liberal,  they  cannot  be  per* 
mitted  to  contravene  the  highest  and  most  benignant  principle 
of  the  being  and  constitution  of  that  principle."  ^ 

§  487.  An  injunction  should  not  be  dissolved  merely  on  account 
of  doubts  as  to  the  validity  of  the  patent,  which  arise  from  objec- 
tions to  the  technical  form  or  signature  of  the  letters,  or  other  acts 

^  These  principles  have  been  applied  ia  the  subsequent  case  of  Dean  v.  Mason, 
20  How.  198.  See  also  Silsby  v.  Foote,  20  How.  378;  and  Elwood  v.  Christy, 
18  Com.  Ben.  N.  S.  494. 
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or  omissions  of  the  public  officers,  and  not  from  any  neglect  or 
wrong  of  the  patentee.^ 

Nor  is  it  sufficient  ground  for  dissolving  an  injunction,  that  there 
has  been  delay  in  the  several  steps  necessary  to  the  acquisition  of 
the  patent,  provided  that  such  delay  was  not  usual  and  that  the 
application  was  followed  up  with  reasonable  diligence.  Or  that 
the  patentee  has  ia  the  mean  while  sold  the  manufactured  article. 
And  if  tliird  parties,  inquiring  at  the  Patent  Office,  are  informed 
that  no  patent  has  been  obtained  for  such  articles,  and  act  upon 
the  information,  the  patentee  is  not  bound  by  such  action  of  the 
Patent  Office  officials,  and  a  temporary  injunction  granted  him 
cannot  be  dissolved  on  that  ground.^ 

§  438.  Upon  the  question  of  granting  an  injunction  against  a 
party  who  has  had  the  use  of  the  invention  by  permission  or  grant 
of  the  patentee,  the  doctrine  seems  to  be  this.  A  licensee  wlio  de- 
rives his  license  from  one  tenant  in  common  of  a  patent  cannot  be 

^  Woodworth  v.  Hall,  1  Woodb.  &  M.  889,  400.  In  this  case,  Mr.  Justice 
Woodbary  said  :  ^  Finally,  it  is  contended  that  if  any  donbt  exists  as  to  the  va- 
lidity of  a  patent,  as  some  assuredly  does  here,  as  before  stated,  the  injunction 
should  be  dissolved.  This  may,  with  some  qualification  as  to  the  matters  connect- 
ed with  the  subject,  be  true  in  granting  an  injunction,  as  laid  down  in  4  Wash. 
C.  C.  584,  if  the  doubt  relate  to  the  merits,  that  is,  the  originality  or  usefulness  of 
a  patent,  or  a  patentee's  own  error  in  his  speciiication.  But  when  the  objection 
relates  to  the  technical  form  or  signature  of  papers  connected  with  the  letters, 
and  the  doubts  arise  from  acts  of  public  officers,  and  not  any  neglect  or  wrong  of 
the  patentee,  the  position  seems  to  me  not  sound.  More  especially  should  an  in- 
junction, once  granted,  not  be  disturbed  for  such  doubts,  when,  as  in  this  case, 
the  term  for  trial  of  the  merits  is  near ;  and  the  allowing  such  doubts  to  prevail, 
even  to  the  extent  of  disolving  an  injunction,  might  not  merely  affect  the  present 
patent  and  present  parties,  but  operate  injuriously  on  all  other  patents  and  par- 
ties where,  for  the  last  ten  years,  by  a  contemporaneous  and  continued  construc- 
tion of  the  patent  law,  chief  clerks  have,  under  its  authority,  signed  patents  or 
other  important  papers  as  acting  commissioner,  in  the  necessary  absence  of  the 
commissioner,  or  made  mistakes  of  a  clerical  character  in  the  form  of  the  letters. 
In  my  opinion,  so  far  from  its  being  proper,  under  such  circumstances,  to  dissolve 
an  injunction  for  doubts  on  suc^  technical  objections,  it  is  rather  the  duty  of  the 
court,  if,  as  here,  mischievous  consequences  are  likely  to  ensue  to  others  from  in- 
terfering, and  if,  as  here,  legislative  measures  have  been  recommended  by  the 
public  officers,  which  are  pending,  to  remedy  or  obviate  the  possible  evil  from  any 
public  mistakes,  not  to  dissolve  an  injunction  already  granted,  unless  required 
to  do  it  by  imperative  principles  of  law,  showing  the  letters-patent  to  be  clearly 
void." 

*  Sparkman  v.  Higgins,  1  Blatchf.  205. 


_w 


472  THE  LAW  OF  PATENTS.  [CH.  X. 

enjoined  by  another  co-tenant.^  A  party  who  has  had  the  use  of  an 
invention,  under  a  contract  for  an  annual  rent,  or  other  estimated 
rate  of  payment,  may  discontinue  the  payment,  and,  if  he  still  use 
the  invention,  the  patentee  may  sue  him  for  the  rent  due,  or  for 
an  infringement.  If  an  action  is  brought  for  the  rent,  and  the 
defendant  is  not  estopped  by  the  terms  of  his  contract  from  deny- 
ing the  validity  of  his  patent,  the  plaintiff  cannot  recover  without 
giving  him  an  opportunity  to  do  so.^  The  same  is  true  under  an 
action  for  the  infringement,  if  the  defendant  is  not  estopped.' 
Where,  therefore,  a  court  of  equity  does  not  see  that  the  defend- 
ant is  estopped  from  denying  the  validity  of  the  patent,  but  that  he 
has  a  right  to  resist  the  patent,  it  will  deal  with  a  defendant  who 
has  used  under  a  license  or  other  contract,  or  under  permission, 
upon  the  question  of  injunction,  as  it  deals  with  other  defendants  ; 
and,  as  we  have  seen,  if  the  bill  which  prays  for  an  injunction 
also  shows  that  rent  is  due  by  contract,  the  court  will  order  the 
money  to  be  paid  into  court,  to  await  the  result  of  an  acti6n  at 
law.* 

^  Clum  V.  Brewer,  2  Curtis,  C.  C.  506. 

«  Hayne  v,  Maltby,  8  T.  R.  488. 

'  As  to  estoppel  and  failure  of  consideration,  see  Bowman  v.  Taylor,  2  Ad.  & 
Ell.  278,  and  other  cases  collected  in  Webs.  Fat  Cas.  290,  note. 

*  Neilson  v,  Fothergill,  Webs.  Fat.  Cas.  287,  288.  The  bill  showed  that  the 
plaintiffs  had  called  on  the  defendants  for  an  account  of  the  iron  smelted  by  the 
use  of  the  invention,  in  order  to  ascertain  the  sum  due,  and  that  the  defendants 
had  rendered  an  account  in  writing  of  all  the  iron  smelted  by  them  up  to  the  2cl 
of  August,  1839,  and  duly  paid  one  shilling  per  ton  on  the  same ;  that  the  plain- 
tiff had  applied  to  the  defendants  for  an  account  of  the  iron  smelted  since  the  2d 
day  of  August,  1839,  and  for  like  payments,  but  the  defendants  had  refused.  It 
appeared  that  the  draft  of  a  license  was  sent  to  the  defendants,  containing  amongst 
others  a  clause  for  revoking  the  license  upon  the  nonpayment  of  the  rent,  and 
that  this  license  ioas  kept ;  that  the  payments  were  made  in  conformity  to  it,  and 
that  the  plaintiffs,  after  August,  1839,  revoked  the  license.  An  injunction  had  been 
granted,  which  the  defendants  now  moved  to  discharge.  Lord  Cottenham,  L.  C.  : 
**  This  case  is  deprived  of  those  circumstances  upon  which  I  acted  in  the  other, 
namely,  the  party  who  claims  to  be  patentee  permitting  them  to  incur  expense, 
in  the  expectation  of  being  permitted  to  use  the  furnaces  upon  the  payment  cif 
the  rent,  which  is  all  the  plaintiff  requires.  But  here,  all  that  is  accounted  for, 
because  that  was  done  under  a  contract,  and  for  two  years  at  least  the  party  has 
had  the  benefit  of  the  works  which  he  has  so  erected,  and  the  patentee  has  kept 
his  contracts  with  the  defendants ;  he  has  not  interposed  and  endeavored  to  de- 
prive them  of  the  benefit  of  their  expenditure.  It  is  the  act  of  the  manufacturer 
which  has  put  an  end  to  this  connection ;  he  has,  therefore,  exposed  himself  to 
any  degree  of  injury  that  may  arise  from  the  expenditure  upon  these  works,  and 
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§  438  a.  A  licensee,  who  has  obtained  a  license  upon  certain 
terms,  will  be  held  hj  a  court  of  equity  to  a  compliance  with  those 

it  appears  that  there  is  no  answer  to  the.  claim  to  this  rent  from  August,  1839,  to 
August,  1840.  I  shall  have  to  consider,  if  your  client  declines  to  escape  from  the 
injunction  upon  the  terms  I  propose  to  him,  whether  the  injunction  should  not  go 
in  a  case  which  is  deprived  of  those  equitable  circumstances  which  induced  me  to 
dissolve  it  in  the  others.  (Wigram :  Your  lordship  will  give  me  the  benefit  of  the 
supposition,  that,  at  law,  I  have  a  defence  if  the  patent  is  good  for  nothing.)  If 
you  can  show  me  that  there  is  a  real  question  to  try,  the  money  must  be  paid  into 
court  instead  of  being  paid  to  the  parties ;  but  at  all  events,  I  do  not  see  how  far 
that  year,  from  August,  1889,  to  August,  1840,  Irhen  you  went  on  under  the  con- 
tract without  giving  notice  to  determine,  you  can  escape  paying  it,  either  into 
court  to  abide  the  event  of  the  trial  of  the  question  at  law,  or  paying  it  to  the  par- 
ty, if  there  is  no  question  to  try. 

Wigram,  in  reply.  "  Your  lordship  said  you  should  consider,  whether,  since 
August,  1840,  we  were  to  be  considered  as  holding  adversely,  and,  therefore, 
whether  liable  or  not  to  pay  for  what  was  gone  by,  we  were  at  all  events  wrong- 
doers. And  then  you  put  me  to  show,  whether  I  could  not  in  law  defend  myself 
for  what  was  said  to  be  due  in  August,  1840.  The  principle  which  I  have  always 
understood  to  govern  cases  of  this  sort  is  this,  that,  excluding  the  law  of  estoppel, 
if  you  go  into  a  court  of  law,  and  can  show  a  total  failure  of  consideration  for  the 
contract,  there  you  may  always  defend  yourself;  if,  on  the  other  hand,  you  cannot 
make  out  a  case  of  total  failure  of  consideration,  you  are  liable  upon  your  con- 
tract, and  you  may  or  may  not  have  your  cross  action.  This  is  the  general  prin- 
ciple in  these  cases,  subject  to  the  question,  whether  that  which  has  been  done 
may  or  may  not  amount  to  an  estoppel.  The  whole  question  in  the  case  of  Bow- 
man 17.  Taylor,  relied  upon  for  the  plaintiff,  was,  whether  or  not  there  could  be  an 
estoppel  by  recital,  and  it  was  held  that  there  could.  In  Hayne  v.  Maltby,  the 
question  was,  whether  there  was  any  estoppel,  there  being  no  recital  of  the  plain- 
tiff's title,  but  only  an  agreement  and  a  covenant  to  pay,  and  the  court  held  that 
there  was  not  In  that  case  Mr.  Justice  Ashurst  said,  the  plaintiffs  use  this  pat- 
ent as  a  fraud  on  all  mankind,  and  they  state  it  to  be  an  invention  of  the  patentee, 
when  in  truth  it  was  no  invention  of  his.  The  only  right  conferred  on  the  de- 
fendant by  the  agreement  was  that  of  using  this  machine,  which  was  no  more  than 
that  which  he  in  common  with  every  other  subject  has,  without  any  grant  from 
the  plaintiff.  That  is  exactly  our  case.  We  say  that  all  mankind  have  a  right  to 
use  it,  but  that  some  people  have  taken  licenses,  supposing  it  to  be  the  plaintiff's 
inventiofl.  On  the  money  then  being  paid  into  court,  the  injunction  should  be 
dissolved." 

Lord  Cottenham,  L.  C. :  "  The  case  of  Hayne  v.  Maltby  appears  to  me  to  come 
to  this,  —  that  although  a  party  has  dealt  with  the  patentee  and  has  carried  on 
business,  yet  that  he  may  stop,  and  then  the  party  who  claims  to  be  patentee  can- 
not recover  without  giving  the  other  party  the  opportunity  of  disputing  his  right, 
and  that  if  the  defendant  successfully  dispute  his  right,  that  notwithstanding  he 
has  been  dealing  under  a  contract,  it  is  competent  to  the  defendant  so  to  do. 
That  is  exactly  coming  to  the  point  which  I  put,  whether  at  law  the  party  was 
estopped  from  disputing  the  patentee's  right,  after  having  once  dealt  with  him  as 
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terms.  In  such  cases,  however,  the  court  will  act  with  due  regard 
to  the  substantial  rights  of  both  parties,  neither  permitting  on  the 
one  hand  the  licensee  to  continue  his  use  in  disregard  of  the  agree- 
ment, nor  on  the  other  hand  working  an  unreasonable  forfeiture  of 
the  license.  Thus,  in  Brooks  v.  Stolley,^  the  defendant  in  an  in- 
junction bill  had  been  allowed  to  use  the  plaintiff's  machine  on  cer- 
tain conditions,  viz. :  ^^  that  the  said  John  StoUey  should  pay  the  said 
Brooks  and  Morris  one  dollar  and  twenty-fire  cents  for  each  and 
every  thousand  feet  of  boards  he  may  plane,  payable  on  Monday  of 
every  week,"  &c.  The  defendant  admitted  failure  of  payment. 
The  court  ruled  that  the  terms  of  the  agreement  made  the  per- 
formance of  its  stipulations  by  the  defendant  a  condition  to  bis 
continued  use  of  the  machine,  and  that  the  case  was  one  in  which 
equitable  relief  was  in  place,  but  that,  unlike  an  ordinary  case  of 
infringement^  an  unconditional  injunction  which  would  virtually 
annul  the  agreement  would  be  excessive.  Said  the  court :  ^^  The 
complainants  invoke  the  aid  of  equity,  not  to  decree  a  specific  per- 
formance of  the  contract,  but  to  protect  their  rights  as  assignees  of 
the  patent.  This  right,  they  allege,  has  been  infringed.  The  de- 
fendant relies  on  the  license  contained  in  the  contract ;  but  hav- 
ing failed  to  make  the  weekly  payments,  he  has  no  pretence  of 
right  to  run  the  machine.  To  entitle  himself  to  the  benefit  of  the 
license,  it  is  incumbent  on  the  defendant  to  do  all  that  he  is  bound 
to  do A  question  is  made  whether  the  failure  of  the  defend- 
ant to  make  the  weekly  payments  operates  as  a  forfeiture  of  the 
contract.  There  is  no  condition  of  forfeiture  in  the  contract. 
Whether  it  has  been  abandoned  by  the  defendant  must  depend 
upon  the  circumstances  of  the  case.  A  court  of  chancery  will  not 
decree  the  cancelment  of  a  contract,  except  for  fraud  or  mistake. 
....  An  injunction  is  prayed  which,  in  effect,  will  annul  the 

the  proprietor  of  that  right ;  and  it  appears  from  the  authority  of  that  case,  and 
from  the  other  cases,  that  from  the  time  of  the  last  payment,  if  the  manufacturer 
can  successfully  resist  the  patent  right  of  the  party  claiming  the  rent,  thab  he  maj 
do  BO  in  answer  to  an  action  for  the  rent  for  the  use  of  the  patent  during  that  year. 
That  being  so,  I  think  that,  upon  the  money  being  paid  into  court,  that  is  to  say, 
upon  the  amount  of  the  rent  for  that  year  being  paid  into  court  (if  required),  and 
the  same  undertaking  being  given  to  account  for  the  subsequent  period,  the  same 
order  ought  to  be  made  in  this  case  as  in  the  others.  There  must  be  an  under- 
taking to  deal  with  the  amount  of  that  in  the  same  way  as  before.  The  great  dif- 
ficulty in  this  case,  which,  however,  is  surmounted  in  the  undertaking,  is,  that  the 
said  suit  does  not  go  to  that  year's  rent" 
^  S  McLean,  528. 
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patent.  Now,  although  it  may  be  admitted  that  the  defendant,  as 
the  facts  in  the  case  stand,  could  not  successfully  invoke  in  his 
behalf  the  action  of  a  court  of  equity  or  law,  yet,  under  the  relief 
asked  by  the  complainants,  a  somewhat  different  view  may  be 
taken.  Are  the  complainants  entitled  to  an  absolute  injunction, 
which  shall  annihilate  the  contract  ?  It  appears  to  me  that  short 
of  this  adequate  relief  may  be  given."  It  will  be  observed  that  the 
breach  in  question  consisted  in  a  mere  nonpayment  of  money. 

In  the  similar  case  oi  Wilson  v.  Sherman  (under  the  same, 
Woodworth's,  patent),^  the  court  decided  that  one  ground  for 
granting  an  injunction  failed,  inasmuch  as  the  contract  constitut- 
ing the  alleged  violation  of  the  agreement  had  been  fully  com- 
pleted before  the  bringing  of  the  bill ;  also  that  the  grant  of  an  in- 
junction, on  the  ground  of  forfeiture  of  the  license,  would,  under 
the  circumstances  of  the  case,  be  too  rigorous  an  exercise  of  the 
power  of  the  court.  The  violation  was,  in  this  case,  selling  outside  ' 
of  the  county  agreed  upon  in  the  license  the  materials  manufac- 
tured by  the  patented  machine. 

But  perhaps  the  fullest  exposition  of  the  equitable  rights  existing 
mutually  between  patentee  and  licensee  is  contained  in  the  de- 
cision of  the  Lord  Chancellor  in  Warwick  v.  Hooper :  ^  "  Prom 
what  I  have  stated,  it  appears  that  the  equity  relied  on,  on  the 
part  of  the  plaintiffs,  results  from  the  following  facts :  that  the 
plaintiff  are  assignees  of  a  certain  patent ;  that  the  defendant  ac- 
cepted a  license  to  use  the  patent  invention  upon  certain  terms, 
one  of  which  was  to  pay  a  royalty  or  rent  to  the  amount  of  at  least 
jE2,000  a  year,  to  be  made  up  at  the  end  of  each  year,  in  manner 
stated  in  the  license,  and  that  in  default  of  such  payment  being 
made,  die  license  might  be  determined ;  that  the  defendant  has 
made  default  in  such  payment  in  every  year  except  the  first,  since 
the  license  was  granted ;  and  that  the  plaintiff  have  in  conse- 
quence determined  the  license  according  to  the  proviso  in  that  be* 
half  enabling  them  to  do  so.  On  the  defendant's  behalf ....  it  is 
insisted,  first,  that  the  condition  as  to  the  payment  of  the  £2,000 
yearly  was  dispensed  with  by  the  agreement  embodied  in  the  letter 
of  the  4th  of  November,  1845 ;  and,  secondly,  that  if  the  condition 
as  to  the  payment  of  the  £2,000  yearly  was  not  dispensed  with, 
and  the  covenant  to  pay  such  sum  had  been  broken  by  nonpayment 
of  such  sum,  yet  that  the  plaintifis  had  elected  not  to  treat  such 

^  1  Blatchf.  536.  '  3  £.  L.  &  £q.  233. 
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breach  as  a  forfeiture  of  the  license,  but  to  continue  the  license  bj 
the  acceptance  of  payment  of  the  royalties  under  the  license,  ac* 
cruing  due  for  a  period  subsequent  to  the  last  breach  of  covenant. 

^'  I  shall  first  consider  the  point  whether  the  license  granted  to 
the  defendant  by  those  under  whom  the  plaintiffs  claim,  has  been 
legally  determined,  so  as  to  make  the  defendant  a  wrongdoer,  as 
against  the  plaintiffs,  by  continuing  to  use  the  patented  invention ; 
because,  if  the  license  has  not  determined,  there  is  an  entire  failure 
of  the  equity  set  fort  in  the  plaintiff's  bill ;  and  I  think  this  point 
may  be  determined  upon  principles  and  authorities  which  can  be 
open  to  very  little  doubt  or  dispute.  The  proviso  contained  in  the 
license  for  determining  the  same,  upon  default  being  made  in  the 
payment  of  the  j£2,000  a  year,  was  inserted  exclusively  for  the 
benefit  of  the  grantors,  and  the  defendant,  the  grantee,  could  in 
no  manner,  by  any  option  or  act  of  his,  determine  the  license ; 
*  nor  were  the  grantors  bound,  in  the  event  of  default  being  made 
in  the  stipulated  payments,  to  avoid  the  license  or  to  treat  it  as  de- 
termined ;  and  until  they,  the  grantors,  should  in  the  prescribed 
manner  declare  the  option  and  exercise  the  right  to  treat  the  de- 
fault as  a  ground  of  forfeiture,  the  license  would  continue  in  full 
force  notwithstanding  any  breaches  of  covenants  and  conditions  on 
the  part  of  the  defendant  which  might  have  occurred.  It  is  not 
necessary  to  cite  authority  for  this  well-established  proposition. 
The  question  to  be  determined  is,  whether  the  plaintiffs,  by  re- 
ceiving royalties  which  accrued  for  two  quarters  after  the  expira- 
tion of  the  year  ending  July  27, 1849,  did  not  treat  and  act  upon 
the  license  as  an  existing  and  continuing  license,  and  thereby  elect 
conclusively  not  to  treat  the  previous  breaches  of  covenant  as 
gfounds  of  forfeiture,  and  thereby  preclude  themselves  from  after- 
wards determining  the  license  upon  the  ground  of  any  previous 
breach  of  covenant."  The  Chancellor  then  discusses  the  princi- 
ples recognized  and  adopted  in  similar  cases  arising  between  land- 
lord and  tenant,  and  concludes :  ^^  I  cannot  perceive  any  distinc- 
tion between  the  present  case  and  the  case  of  landlord  and  tenant 
unde^  a  lease  ;  and  it  seems  to  me  to  be  clear  that  the  receipt  of 
the  royalty  under  the  license  for  the  two  quarters  commencing 
after  the  alleged  ground  of  forfeiture  had  occurred,  was  a  conclu- 
sive election  by  the  plaintiffs  not  to  act  upon  the  previous  breaches 
of  the  covenants  as  a  ground  of  forfeiture." 

For  a  full  discussion  of  the  question,  whether  the  Federal  courts 
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had  or  had  not  jurisdictioa  in  the  two  American  cases  above  cited, 
see  infra^  chapter  on  Jurisdiction.    It  may  suffice  here  to  observe 
tha|  the  question  was  decided  affirmatively,  on  the  ground  that  a 
non-compliance  with  the  terms  of  the  license,  coupled  with  a  con- 
tinued use  of  the  patented  invention,  constituted  an  infringement  of 
the  patent,  and  on  that  ground  alone  was  a  proper  subject  of  adj  udica- 
tion  in  the  Federal  courts.    The  case  of  Goodyear  v.  The  Congress 
Rubber  Co.^  may  be  regarded  as  modifying,  or,  to  speak  perhaps 
more  accurately,  limiting,  the  doctrines  already  stated.    The  pat- 
entee, Charles  Goodyear,  had  given  to  Horace  Day  an  exclusive 
license  for  a  specified  purpose,  Day  covenanting  to  use  it  for  no 
other  purpose.     Day  subsequently  using  it  for  other  purposes, 
Goodyear  brought  a  bilMn  New  Jersey  to  restrain  the  violation, 
and  obtain  a  decree  of  account.   The  decree  was  granted,  but  after 
its  rendition,  and  pending  the  accounting  under  it,  Day  assigned 
his  license  to  the  Congress  Rubber  Co.,  who  took  with  full  knowl- 
edge of  the  facts.     Day  also  disposed  of  his  property  with  intent  to 
defeat  the  decree  of  account.    The  Congress  Rubber  Co.  proceeded 
to  manufacture  articles  under  the  license  assigned  to  them.   The  bill 
in  question  was  thereupon  brought  to  restrain  them  from  so  doing, 
on  two  grounds,  first,  that  the  assignor,  the  original  licensee,  had 
violated  his  covenant,  and  that  any  one  holding  under  him  was 
bound  by  equities  against  him ;  secondly,  that  the  Company  had 
not  themselves  fulfilled  the  terms  of  the  license,  by  paying  the  fees 
agreed  upon.     This  last  ground  was  sustained,  but  the  first  was 
overruled  on  demurrer.     The  court  ruled  :    1.  That  the  pat- 
entee had  no  lien  on  the  license  to  secure  the  tariffs.     2.  That  the 
unpaid  tariffs  due  by  the  assignor  afforded  no  ground  for  enjoin- 
ing the  assignees  under  the  license,  and  that  the  question  whether 
the  assignment  was  fraudulent  or  not,  did  not  respect  the  patentee. 
3.  That  the  question  respecting  any  attempt  to  evade  the  New 
Jersey  decree  could  not  arise  until  that  decree  became  final.    4. 
That  the  bill  could  not  be  sustained  against  the  assignees,  to  aid 
either  in  enforcing  that  decree  or  in  collecting  the  tariffs  due  from 
the  licensee  to  the  patentee  at  the  time  of  the  assignment. 

It  may  be  well  to  observe  that  this  case  differs  from  Brooks  v. 
StoUy  and  Wilson  v.  Sherman,  in  that  the  license  here  in  question 
was  an  exclusive  one,  and  from  Warwick  v.  Hooper,  in  that  it  con- 
tained no  provision  for  determining  the  license  in  default  of  non- 

^  8  Blatchf.  449. 
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payment.  The  question  of  jurisdictioQ  moreover  was  not  raised, 
inasmuch  as  the  court  had  jurisdiction  for  another  reason,  the 
plaintiff  being  a  citizen  of  Connecticut  and  the  defendants  dtizens 
of  New  York. 

In  conclusion,  where  the  patentee  assigns  his  whole  interest  in 
the  patent,  reserving  merely  an  annual  income  to  be  paid  by  the 
grantee,  he  can  have  no  action  either  at  law  or  in  equity  under  the 
patent,  but  his  only  remedy  in  case  the  income  is  not  paid  is  an 
action  upon  the  covenant.  Thus,  in  Hartshorn  v,  Day,^  the  recital 
mentioned  that  the  grantee  had  stipulated  to  pay  $  1,200  and  the 
expenses,  and  the  body  of  the  instrument  declared :  ^^  Now  I,  Chaf- 
fee, do  hereby  in  consideration  of  tlie  premises,  &c.,  &c.,  nominate, 
constitute,  and  appoint  said  William  Judson  my  trustee  and  at- 
torney irrevocable,  to  hold  said  patent  and  have  the  control  there- 
of, &c."  This  was  held  to  pass  the  entire  equitable  and  legal  title 
in  the  letters-patent  to  said  Judson,  for  the  benefit  of  Gtoodyear,  so 
that  if  the  annuity  was  not  paid,  the  patentee  had  no  right  to  re- 
voke the  power  of  attorney  and  assign  the  patent  to  another  party. 
Nelson,  J.,  in  giving  the  opinion  of  the  Supreme  Court,  expressly 
declares  the  doctrine  of  Brooks  v.  Stolley  inapplicable  to  this  case. 

§  439.  It  has  been  held  that  in  a  bill  in  equity  for  a  perpetual 
injunction,  it  is  a  good  defence,  that,  prior  to  the  granting  of  the 
patent,  the  inventor  had  allowed  the  invention  to  go  into  public 
use,  without  objection ;  but  that  it  should  be  clearly  established 
by  proof,  that  such  public  use  was  with  the  knowledge  and  consent 
of  the  'inventor.^  This  is  the  same  as  one  ef  the  statute  defences 
against  an  action  at  law,  which  may  all  be  made,  pursuant  to  the 
statute,  in  equity,  if  the  defendant  chooses,  although  the  statute 
has  expressly  made  them  defences  only  in  an  action  at  law. 

§  440.  The  general  principle  of  equity  jurisprudence,  that  the 
court  will  not  lend  its  extraordinary  aid  to  any  claimant  who  has 
encouraged  or  acquiesced  in  an  infringement  of  his  right,  or  who 
has  unreasonably  delayed  prosecuting  for  such  violation,  is  fully  rec- 
ognized in  the  case  of  patentees  applying  for  an  injunction.  Where 
a  patentee  seeks  an  injunction  against  an  alleged  infringer,  and 
the  evidence  shows  that  this  infringer  or  others  have  been  in  the 
habit  of  disregarding  the  exclusive  right  conferred  upon  the  pat- 

^  19  How.  211.  •  Wyeth  v.  Stone,  1  Story's  R  273. 
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entee,  and  this  with  knowledge  either  actual  or  implied,  on  the 
part  of  the  patentee,  the  court  will  dismiss  the  bill  on  the  ground 
that  the  plaintiff  has  been  guilty  of  laches,  or  that  there  is  a  want 
of  that  exclusive  possession  which  lies  at  the  foundation  of  every 
claim  to  an  injunction. 

This  principle  has  been  acknowledged  and  applied  in  several 
copyright  and  patent  cases.  Thus,  in  Lewis  v.  Chapman,^  Uie 
Master  of  the  Rolls  said :  ^^  The  two  works  were  preparing  for  pub- 
lication at  the  same  time.  The  publication  of  the  defendants  be- 
gan first,  and  the  attention  of  the  plaintifis  was  drawn  to  it  at 
the  commencement  and  afterwards  during  the  process  of  the  de- 
fendants' publication,  which  was  completed  six  years  and  a  half 
before  the  bill  was  filed ;  and  for  more  than  one  year  before  the 
bill  was  filed,  a  complete  copy  of  the  defendants'  work  was  in  pos- 
session of  the  plaintifis,  and  had  been  obtained  by  them  for  the 
express  and  avowed  purpose  of  investigating  the  contents  and 
comparing  them  with  the  contents  of  the  plaintiffs'  work  and  the 
contents  of  FuUarton's  book,  which  at  that  time  was  under  consid- 
eration here.  The  delay  of  the  plaintiffi  is  accounted  for  by  reasons 
which  affect  them  and  relate  to  their  cv^n  convenience  only ; .  . .  . 
and  although  the  small  extent  to  which  the  plaintifis  from  time  to 
time  made  themselves  acquainted  with  the  contents  of  the  defend- 
ants' work,  may  in  point  of  fact  be  entirely  true ;  yet  it  appears  to 
me  that  the  plaintiffs,  having  so  strong  an  interest  in  the  subject, 
having  such  powerful  motives  for  vigilant  attention,  and  having 
such  means  of  information,  cannot  be  allowed  in  a  court  of  justice 
to  state  that  they  remained  ignorant  of  that  which  they  had  the 
perfect  means  of  knowing,  and  which  it  was  their  avowed  purpose 
as  well  as  their  strong  interest  to  learn  ;  and  under  these  circum- 
stances I  think  it  my  duty  to  impute  to  them  such  a  knowledge  of 
the  contents  of  defendants'  work  as  made  it  their  duty  to  apply  for 
an  injunction,  if  at  all,  at  a  much  earlier  period.  And  on  the 
ground  of  delay  and  not  for  any  other  reason^  I  think  that  the 
injunction  moved  for  must  be  refused." 

So,  also,  in  Saunders  v.  Smith,^  we  find  the  Lord  Chancellor 
ruling  as  follows :  '^  When  I  look  at  this  book  (the  defendants', 
viz..  Smith's  Leading  Cases),  I  see  that  it  is  a  work  of  very  great 
labor,  and  I  find  the  principle  is  to  take,  first,  the  marginal  note, 
sometimes  with  some  alteration,  and  then  to  take  the  leading  case 

^  3  Beay.  133.  •  3  Mjbie  &  Gr.  711. 
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as  a  principle,  and  then,  by  very  voluminous  and  obviously  very 
laborious  notes,  to  work  out  the  principle.  It  is  clear,  therefore, 
that  the  work  is  one  of  great  labor,  and  that  this  was  evident 
from  the  first  volume  ;  and  I  find  that  the  plaintiffs  were  informed, 
in  March,  1837,  of  an  intention  (on  the  part  of  the  defendant)  to 
deal  with  the  existing  reports  (the  copyright  in  which  had  vested, 
by  assignment,  in  the  plaintiffs)  in  the  manner  now  complained  of. 
I  find  the  first  volume  published,  announcing  the  intention  of 
going  on  with  the  same  plan,  which  necessarily  would  run  over  the 
period  to  which  the  copyrights  of  the  plaintifis  relate,  and  that  no 
remonstrance  is  made  to  Mr.  Smith  upon  the  nature  of  his  work, 
but  he  is  permitted  to  go  on  with  this  laborious  undertaking  until 
the  period  at  which  the  first  part  of  the  second  volume  is  pub- 
lished. In  the  mean  time  there  was  a  communication  between  the 
plaintiffs  and  Mr.  Maxwell,  who  was  interested  in  the  publication 
of  the  work,  and  who  has  as  much  right  to  the  protection  of  the 
court  as  Mr.  Smith ;  and  in  the  proposal  which  he  makes  to  the 
plaintiffs,  he  deals  with  the  work  as  property  he  is  entitled  to  deal 
with,  wishing  to  make  it  the  subject  of  arrangements  between  him- 
self and  the  plaintiffs ;  and  I  do  not  find  that  this  leads  to  any  cau- 
tion or  interference  on  the  part  of  the  plaintiffs  as  to  that  course 
which  Mr.  Smith  had  pursued  in  part,  and  which  the  plaintifis 
must  have  been  aware  that  he  intended  to  pursue  further.  I  do 
not  give  any  opinion  upon  the  legal  question.  I  am  only  to  decide 
whether  the  plaintiffs  are  entitled,  under  the  circumstances,  to  the 
interposition  of  the  court  to  protect  their  legal  right,  when  that 
legal  right  has  not  yet  been  established.  But  I  assume  the  exist- 
ence of  the  legal  right,  and  I  say  that  whatever  legal  rights  the 
plaintiffs  may  have,  the  circumstances  are  such  as  to  make  it  the 
duty  of  a  court  of  equity  to  withhold  its  hand  and  to  abstain  from 
exercising  its  equitable  jurisdiction,  at  all  events  until  the  plain- 
tiffs shall  come  here  with  the  legal  title  established."  ^ 

In  Gollard  v.  Allison,^  the  Chancellor  ruled  thus :  ^'  But  then  it 
is  said  there  is  possession  of  the  patent,  and  that  possession  of  a 
patent  for  a  certain  length  of  time  gives  such  a  title  as  the  court 
will  protect  until  a  trial  at  law  can  be  had.    And  certainly,  if  I 

^  See  also  Bundell  v.  Murray,  1  Jac.  311;  Baily  v.  Taylor,  1  Buss.  &  Myl. 
73 ;  Flatt  v.  Button,  19  Vesey  (Sumn.  ed.),  447 ;  Southey  o.  Sherwood,  2  Meriv. 

485. 
•  4  Mylne  &  Cr.  487. 
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found  that  manufacturers  of  piano-fortes  had  acquiesced,  and  that 
there  was  no  doubt  upon  that  point,  to  which  I  have  before  referred, 
I  should  have  adopted  the  course  which  Lord  Eldon  adopted  and 
which  I  have  followed,  of  protecting  the  right  until  the  trial  should 
have  been  had.  For  that  purpose,  however,  I  ought  to  have  yerj 
satisfactory  evidence  of  exclusive  possession.  Now,  I  find  here, 
that  certain  manufacturers  state  that  they  abstained  from  making 
piano-fortes  in  this  manner,  out  of  respect  for  the  plaintiffs  as  hav- 
ing a  patent ;  while  other  manufacturers,  again,  say  that  they  have 
always  made  them  in  this  way.  Which  of  these  statements  is  true 
lam  not  called  upon  to  decide;  but  the  discrepancy  does  throw 
sufficient  doubt  on  the  case  to  prevent  my  interfering  by  injunc- 
tion. The  result  is,  that  this  case,  in  my  opinion,  wants  that  evi- 
dence of  exclusive  possession  upon  which  Lord  Eldon  acted  in  the 
case  that  has  been  referred  to,  and  that  there  is  so  much  doubt  as 
to  the  novelty  of  what  is  claimed,  and  as  to  the  validity  Of  a  pat- 
ent for  such  a  manufacture,  that  I  do  not  feel  that  I  ought  to 
interfere." 

But  the  case  bearing  most  strongly  on  this  question,  and  contain- 
ing the  development  and  further  application  of  the  principles  al- 
ready embodied  in  those  just  cited,  is  that  of  Wyeth  v.  Stone.^ 
Here  Mr.  Justice  Story  said  :  "  In  the  next  place,  as  to  Wyeth's 
supposed  abandonment  of  his  invention  to  the  public  since  he  ob- 
tained his  patent,  I  agree  that  it  is  quite  competent  for  a  patentee 
at  any  time,  by  overt  acts  or  by  express  dedication,  to  abandon  or 
surrender  to  the  public,  for  their  use,  all  tlie  rights  secured  by  his 
patent,  if  such  is  his  pleasure,  clearly  and  deliberately  expressed. 
So  if,  for  a  series  of  years,  the  patentee  acquiesces,  without  objec- 
tion, in  the  known  public  use  by  others  of  his  invention,  or  stands 
by  and  encourages  such  use,  such  conduct  will  afford  a  very  strong  - 
presumption  of  such  an  actual  abandonment  or  surrender.  A 
fortiorij  the  doctrine  will  apply  to  a  case,  where  the  patentee  has 
openly  encouraged  or  silently  acquiesced  in  such  use  by  the  very 
defendants,  whom  he  afterwards  seeks  to  prohibit  by  injunction 
from  any  further  use  ;  for  in  this  way,  he  may  not  only  mislead 
them  into  expenses,  or  acts,  or  contracts,  against  which  tliey  might 
otherwise  have  guarded  themselves ;  but  his  conduct  operates  as  a 
surprise,  if  not  as  a  fraud  upon  them.  At  all  events,  if  such  a  de- 
fence were  not  a  complete  defence  at  law,  in  a  suit  for  any  infringe- 

1  1  Story's  Rep.  278. 
PAT.  81 
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xnent  of  the  patent,  it  would  certainly  furnish  a  clear  and  satisfao- 
.tory  ground  why  a  court  of  equity  should  not  interfere  either  to 
grant  an  injunction,  or  to  protect  the  patentee,  or  to  give  any  otlier 
relief.  This  doctrine  is  fuUy  recognized  in  Bundell  v.  Murray ^^ 
and  Saunders  v,  Smith.^  But  if  there  were  no  authority  on  the 
point,  I  should  not  have  the  slightest  difficulty  in  asserting  the 
doctrine,  as  founded  in  the  very  nature  and  character  of  the  juris- 
diction exercised  by  courts  of  equity  on  this  and  other  analogous 
subjects. 

^^  There  is  certainly  very  strong  evidence  in  the  present  case, 
affirmative  of  such  an  abandonment  or  surrender,  or  at  least  of  a 
deliberate  acquiescence  by  the  patentee  in  the  public  use  of  his  in- 
vention by  some  or  all  of  the  defendants,  without  objection,  for 
*  several  years.  The  patent  was  obtained  in  1829 ;  and  no  objection 
was  made,  and  no  suit  was  brought  against  the  defendants  for  any 
infringement  until  1839,  although  their  use  of  the  invention  was, 
during  a  very  considerable  portion  of  the  intermediate  period, 
notorious  and  constant,  and  brought  home  directly  to  the  knowl- 
edge of  the  patentee.  Upon  this  point  I  need  hardly  do  more 
than  refer  to  the  testimony  of  Stedman  and  Barker,  who  assert 
such  knowledge  and  acquiescence  for  a  long  period,  on  the  part  of 
the  patentee,  in  the  use  of  these  ice-cutters  by  different  persons, 
(and  among  others  by  the  defendants,)  on  Fresh  Pond,  where  the 
patentee  himself  cut  his  own  ice.  It  is  no  just  answer  to  the  facts 
80  stated,  that  until  1839,  i  the  business  of  Wyeth,  or  rather  of  his 
assignee,  the  plaintiff,  Tudor,  was  altogether  limited  to  shipments 
in  the  foreign  ice-trade,  and  that  the  defendant's  business,  being 
confined  to  the  domestic  ice-trade,  did  not  interfere  practically  with 
his  interest  under  the  patent.  The  violation  of  the  patent  was  the 
same,  and  the  acquiescence  the  same,  when  the  ice  was  cut  by 
Wyeth's  invention,  whether  the  ice  was  afterwards  sold  abroad  or 
sold  at  home.  Nor  does  it  appear  that  the  defendants  have  as  yet 
engaged  at  all  in  the  foreign  ice-trade.  It  is  the  acquiescence  in 
the  known  user  by  the  public  without  objection  or  qualification, 
and  not  the  extent  of  the  actual  user,  which  constitutes  the  ground 
upon  which  courts  of  equity  refuse  an  injunction  in  cases  of  this 
sort.  The  acquiescence  in  the  public  use,  for  the  domestic  trade, 
of  the  plaintifi^'s  invention  for  cutting  ice,  admits  that  the  plaintiff 
no  longer  claims  or  insists  upon  an  exclusive  right  in  the  domestic 

^  1  Jacobs,  811.  s  S  Myln6  &  Cr.  711,  738,  730,  7S5. 
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trade  under  the  patent ;  and  then  he  has  no  right  to  ask  a  court 
of  equity  to  restrain  the  public  from  extending  the  use  to  foreign 
trade  or  for  foreign  purposes.  If  he  means  to  surrender  his  ex- 
clusive right  in  a  qualified  manner,  or  for  a  qualified  trade,  he 
should  at  the  very  time  give  public  notice  of  the  nature  and  extent 
of  his  allowance  of  the  public  use,  so  that  all  persons  may  be  put 
upon  their  guard,  and  not  expose  themselves  to  losses  or  perils, 
which  they  have  no  means  of  knowing  or  averting,  during  his 
general  silence  and  acquiescence. 

^^The  cases  which  have  been  already  cited  fully  establish  tlie 
doctrine,  that  courts  of  equity  constantly  refuse  injunctions,  even 
where  the  legal  right  and  title  of  the  party  are  acknowledged, 
when  his  own  conduct  has  led  to  the  very  act  or  application  of  the 
defendants,  of  which  he  complains,  and  for  which  he  seeks  redress. 
And  this  doctrine  is  applied,  not  only  to  the  case  of  the  particular 
conduct  of  the  party  towards  the  persons,  with  whom  the  contro- 
versy now  exists,  but  also  to  cases  where  his  conduct  with  others 
may  influence  the  court  in  the  exercise  of  its  equitable  jurisdiction. 
Under  such  circumstances,  the  court  will  leave  the  party  to  assert 
his  rights,  and  to  get  what  redress  he  may  at  law,  without  giving 
him  any  extraordinary  aid  or  assistance  of  its  own." 

^  441.  But  although  it  is  a  principle  of  equity,  that  a  patentee 
must  not  lie  by,  and  by  his  silence  or  acquiescence  induce  another 
to  go  on  expending  his  money'  and  incurring  risk,  and  afterwards, 
if  profit  is  made,  come  and  claim  a  share  in  the  profit,  without 
having  been  exposed  to  share  in  the  losses  ;  yet  delay  to  institute 
his  proceedings  may  be  explained  by  the  difficulty  of  getting  evi- 
dence of  the  infringement.^ 

§  442.  It  has  already  been  stated  that  in  all  cases  of  proceedings 
in  equity  to  restrain  the  infringement  of  patents,  in  the  courts  of 
the  United  States,  the  injunction  can,  at  no  time,  be  applied  for 
without  notice  to  the  adverse  party,  giving  him  an  opportunity  to 
oppose  it ;  and,  therefore,  the  injunction  is  always  special.^   Where 

^  Croflflley  v.  Derby  Gas  Light  Company,  Webs.  Pat  Cas.  119,  120.  As  to 
what  would  be  reasopable  time,  in  certain  circumstances,  see  Losh  v.  Hague, 
Webs.  Fat  Cas.  200,  201. 

*  For  the  distmction  between  cornman  and  special  injunctions,  see  2  Story's  £q. 
Jurisp.  §  892. 


484      .  THE  LAW  OF  PATENTS.  [CH.  X. 

the  injunction  is  applied  for  before  an  answer  has  been  filed,  the 
plaintiff,  in  addition  to  the  allegations  in  his  bill,  must  read  affida- 
vits to  show  his  title,  and  the  fact  of  infringement,  especially  if  the 
defendant  appears  and  offers  evidence  against  the  one  or  the  other ; 
and  these  affidavits  should,  in  strictness,  cover  the  issue  of  the 
patent,  the  novelty  of  the  invention,  and  all  other  facts  necessary 
to  the  title.^  It  is  believed,  however,  that  in  our  practice,  where 
the  whole  title  is  set  out  in  the  bill,  which  is  sworn  to,  if  the  de- 
fendant does  not  read  affidavits  denying  the  title,  it  is  not  usual  to 
read  them  in  support  of  the  title,  which  is  considered  as  verified  by 
the  bill  itself.  But,  if  the  defendant  attacks  the  title  by  affidavit, 
it  must  be  supported  by  auxiliary  proof  in  addition  to  the  bill,  in 
order  to  make  out  the  primd  fade  right  to  an  injunction. 

§  443.  In  one  of  the  circuit  courts  of  the  United  States  some 
doubt  has  been  thrown  over  the  question,  whether  the  plaintiff  is 
at  liberty  to  read  affidavits  in«  support  of  his  title,  after  an  answer 
denying  it.  Mr.  Justice  McLean  has  held,  that  on  an  application 
for  an  injun6tion,  after  an  answer,  the  plaintiff  is  not  entitled  to 
read  affidavits  to  contradict  the  answer  upon  the  point  of  title.^ 
Mr.  Justice  Woodbury,  on  the  contrary,  has  held,  that  the  plaintiff 
may  show  from  counter-evidence  that  the  case  is  different  from 
that  disclosed  in  the  affidavits,  or  answer  of  the  defendant,  and 
thus  proceed  to  fortify  his  right  to  an  injunction.^  I  am  inclined, 
after  some  examination  of  the  point,  to  think  that  the  latter  is  the 
more  correct  opinion.^    It  is  settled,  in  the  first  circuit,  by  a  de- 

^  S  Daniels  Ch.  Pr.  1890, 1891,  Amer.  edit.  1846 ;  Hindmarch  on  Patents,  332, 
and  cases  cited. 

*  Brooks  V.  Bicknell,  3  McLean,  250,  255. 

'  Orr  v.  Littlefield,  1  Woodb.  &  Min.  13,  19.  See  the  observations  cited  from 
this  case,  ante. 

*.  If  Mr.  Justice  McLean  is  to  be  understood  to  mean  that  the  plaintiff  is  not 
at  liberty  to  read  affidavits  in  support  of  the  novelty  of  his  invention,  after  an  an- 
swer denying  it,  it  would  seem  that  the  practice  and  other  anthorities  are  op- 
posed to  his  position.  In  the  case  above  cited  (Brooks  v.  Bicknell),  the  principal 
ground  of  objection  to  the  plaintiff's  title  was,  that  the  patent  had  been  illegally 
extended ;  and  the  opinion  does  not  expressly  affirm  that  the  plaintiff  may  not 
adduce  evidence  against  the  answer,  to  support  tlje  novelty  of  his  invention,' al- 
though this  is  implied  in  the  observations  of  the  court.  It  js,  however,  clear,  that 
there  is  a  distinction  between  common  and  special  i]\j unctions  on  this  p(Hnt.  la 
Hill  V.  Thompson,  3  Meriv.  622,  624,  the  leading  case  on  the  subject  of  injunc- 
tions in  patent  causes,  where  Lord  Eldon  laid  down  the  rules  that  have  since  been 
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cisioQ  referred  to  in  the  note  below,  by  Mr.  Justice  Story,  that  the 
whole  question  of  granting  or  dissolving  injunctions,  in  cases  of 

followed  by  all  judges,  an  injunction  had  been  obtained  until  answer,  or  further 
order ;  on  the  coming  in  of  the  answer,  the  defendants  moved  to  dissolve.  The 
report  does  not  expressly  state  that  the  answer  denied  the  validity  of  the  patent, 
but  as  this  was  the  only  question  discussed,  it  is  obvious  that  the  answer  must 
have  contained  such  a  denial ;  and  it  appears  that  a  variety  of  affidavits  were 
produced,  on  both  sides,  tending  respectively  to  impeach,  and  to  assert  the  validity 
of  the  patent,  and  of  the  injunction  to  restrain  the  breach  of  it;  and  amongst 
them,  was  an  affidavit  by  the  plaintiff  on  the  point  of  novelty.  The  same  reasons 
for  allowing  affidavits  of  title  to  be  read  on  a  motion  for  dissolving  an  injunction, 
apply  to  motions  for  granting  it,  in  the  first  instance,  where  the  answer  has  been 
filed.  Now,  upon  the  practice  of  reading  such  affidavits  on  a  motion  to  dissolve, 
there  has*  been  a  considerable  conflict  of  decisions.  But  a  distinction  was  adopted, 
at  a  very  early  period,  with  regard  to  injunctions  for  restraining  certain  wrongful 
acts  of*  a  special  nature,  as  distinguished  from  the  common  injunction  for  staying 
proceedings  at  law.  It  is  the  settled  practice  of  the  court,  in  England,  to  allow 
'  affidavits  to  be  read,  at  certain  stages,  against  the  answer,  in  cases  of  waste,  and 
of  injuries  in  the  nature  of  waste ;  but,  in  cases  of  waste,  they  must  be  confined 
to  the  acts  of  waste,  and  the  tide,  it  is  said,  must  be  taken  firom  the  answer. 
Drewiy  on  Injunc.  429 ;  Gibbs  v.  Cole,  3  F.  Will.  255 ;  Norway  v.  Rowe,  19  Ves. 
146,  153 ;  Smythe  v.  Smythe,  1  Swanst  254,  and  cases  collected  in  the  note. 
The  question  is,  whether  the  same  rule  applies  to  cases  of  patents,  or,  whether 
they  do  not  stand,  in  respect  to  the  admission  of  affidavits  on  the  point  of  title, 
upon  the  reason  of  the  rule  which  permits  affidavits  in  cases  of  waste  upon  the 
facts  of  waste.  The  ground  of  permitting  affidavits  to  be  read  on  the  part  of  the 
plaintiff,  in  cases  of  waste,  is,  that  the  mischief  is  irreparable ;  the  timber,  if  cut, 
cannot  be  set  up  again,  so  that  the  mischief,  if  permitted,  cannot  be  retrieved. 
The  same  reason  exists  in  cases  of  partnership,  by  analogy  to  waste.  Peacock  v. 
Peacock,  19  Yes.  49.  Does  not  this  reason  apply  to  a  denial  of  the  novelty  of 
the  plaintiff's  invention  ?  Such  a  denial  in  the  answer  the  defendant  has  a  right 
to  make,  and  to  have  it  tried  at  law ;  but  if  the  denial  is  to  be  taken  as  true,  on  a 
motion  to  grant  or  to  dissolve  an  injunction,  it  may  work  an  iireparable  mischief 
before  the  plaintiff  can  establish  his  right  at  law ;  and  yet,  this  is  the  conseqitence 
of  adopting  the  rule,  that,  in  cases  of  patents,  the  title  is  to  be  taken  from  the  an- 
swer, on  motions  for  an  injunction.  The  court  must  either  assume  that  the  denial 
in  the  answer,  upon  the  point  of  novelty,  is  true,  and,  therefore,  the  plaintiff  can- 
not have  an  injunction  in  any  case,  of  however  long  possession,  where  the  defend- 
ant chooses  to  make  this  denial ;  or  it  must  say,  that,  however  strong  the  denial  in 
the  answer,  the  plaintiff  shall  always  have  his  injunction ;  or  it  musi  look  into  the 
evidence  on  both  sides  sufficiently  to  determine  whether  it  is  probable  that  the 
plaintiff  will  be  able  to  establish  hb  patent,  and  grant  or  withhold  the  injunction 
accordingly.  The  latter  was  the  course  taken  by  Mr.  Justice  Woodbury,  in  Orr 
V.  Littlefield,  where,  however,  an  answer  had  not  been  filed,  the  defendant  rely- 
ing on  affidavits;  but  the  reasoning  of  the  learned  judge  makes  the  same  course 
applicable  to  cases  where  the  equity  of  the  bill  is  denied  by  the  answer.  See 
the  observations  of  the  court,  cited  ante.     There  is  a  dictum  of  Lord  Lang- 
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irreparable  mischief,  rests  in  the  sound  discretion  of  the  court,  after 
answer,  as  well  as  before. 

It  is  also  decided,  in  the  second  circuit,  that  where  in  an  appli- 
cation for  a  provisional  injunction  the  plaintiffs  read  affidavits  in 
support  of  the  bill,  which  are  met  by  affidavits  from  the  defendant 
setting  up  a  license  in  defence,  there  the  court  may,  under  rule  107, 
and  the  emendation  of  May,  1846,  permit  the  plaintiff  to  put  in 
proofs  of  rebuttal  of  the  defence,  but  that  the  defendant  cannot 
reply  to  such  rebutting  proofs  by  further  evidence  on  his  part. 
Also,  that  the  order  admitting  such  proofs  is  regular,  although  not 
made  until  such  rebutting  proofs  are  received.^ 

dale,  M.  R,  in  Wilaon  v.  Tindal,  Webs.  Pat.  Gas.  780  note  (cited  ante),  that 
*'  notwithstanding  this  order  (the  injunction)  the  defendant  may  put  in  his  an- 
swer, he  may  displace  all  the  affidavits  which  have  been  filed  on  both 'sides." 
This  I  conceive  to  mean  merely,  that  the  defendant  may  show  such  a  case  in  his 
answer,  as  to  control  the  prima  facie  case  made  by  the  plaintiff;  and  not  that  the 
answer  necessarily  displaces  the  affidavits  before  filed.  In  Poor  v.  Carleton,  5 
Sumner,  70,  88,  Mr.  Justice  Story  reviewed  this  whole  subject,  and  laid  down  the 
broad  doctrine  that  the  granting  and  dissolving  injunctions,  in  cases  of  irreparable 
mischief,  rests  in  the  sound  discretion  of  the  court,  whether  applied  for  before  or 
after  answer ;  and  that  affidavits  may,  after  answer,  be  read  by  the  plaintiff  to 
support  the  injunction,  as  well  as  by  the  defendant  to  repel  it,  although  the  an- 
swer contradicts  the  substantial  facts  of  the  bill,  and  the  affidavits  of  the  plaintiff 
are  in  contradiction  of  the  answer. 

>  Day  v.  New  England  Car  Spring  Ck>.,  8  Blatchf.  154.  <*  The  rule  of  pro- 
ceeding applicable  to  injunctions  must  govern  this  case.  The  plaintiff  has  set  oat 
his  rights  and  his  injuries  by  his  bill ;  and  the  defendants  must  be  prepared  to 
make  their  entire  defence  thereto,  by  showing  in  the  first  instance,  by  their  an- 
swer or  by  affidavits,  a  want  of  right  in  the  plaintifia  or  a  superior  right  in  them- 
selves. The  law  allows  the  plaintiff  to  obviate  such  defence  by  suppletory  or  re- 
butting evidence,  and  precludes  the  defendants  from  replying  to  such  rebutting 
evidence  by  further  proofs  on  their  part  This  is  alike  the  rule  at  law  and  in 
equity.  No  court  permits  a  defendant  to  make  a  new  defence  to  proofs  or  argu- 
ments made  in  reply  to  his  own.  He  has  one  hearing  or  chance  alone,  and  must 
abide  t£e  advantage  placed  in  the  hands  of  the  plaintiff.  But  this  disadvantage 
to  a  defendant  is  not  perpetual.  The  defendants  can  file  their  answer  to  the  bill 
and  move  to  dissolve  the  injunction ;  or  they  can  appeal  to  the  discretion  of  the 
court  to  award  only  a  qualified  one,  &c. 

"  As  this  case  stands,  the  defendants  can  meet  it  upon  this  motion,  only  by 
showing,  from  the  depositions  and  documents  before  the  court,  that  the  plaintiff 
has  no  title,  or  that  a  paramount  legal  or  equitable  right  is  vested  in  them.  This 
I  understand  to  be,  in  a  proceeding  by  injunction  bill  to  stay  waste  or  prevent  the 
infringement  of  patent  rights,  the  established  practice  of  this  court  and  of  the 
English  Court  of  Chancery."  Bule  107  of  this  Court,  in  £q.;  Rule,  May,  1846 ; 
1  Blatchf.  656 ;  8  Daniels,  Ch.  Pract  1885, 1886,  notes;  2  Waterman's  Eden  on 
Injunct.  384,  885,  notes. 
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CHAPTER   XI. 

questions  Olf  LAW  AND  QUESTIONS  Olf  FACT. 

§  444.  The  several  provinces  of  the  court  and  the  jury  in  the 
trial  of  patent  causes  have  already  been  incidentally  alluded  to,  but 
it  may  be  proper  to  g^ve  here  a  summary  of  the  principal  questions 
which  constitute  matters  of  fact  and  matters  of  law. 

§  445.  As  to  novelty.  Under  this  general  head  there  are  sev- 
eral distinctions  to  be  carefully  observed.  Novelty,  as  the  term  is 
generally  employed,  embraces  only  the  topics  of  invention  and 
identity.  But  it  is  evident  that,  where  there  is  no  dispute  either 
as  to  identity  or  invention,  the  question  may  arise :  granting  the 
patent  to  be. what  the  patentee  claims  it  to  be,  can  the  court ^  with- 
out aid  of  the  jury,  say  that  the  invention  as  it  stands  has  been 
made  known  to  the  public  ?  This  issue  arose  in  the  case  of  Lang 
t7.  Gisborne^  (already  discussed  in  the  chapter  on  Action  at  Law). 
The  plan  of  tlie  target  invented  and  patented  by  the  plaintiff  was 
admitted  to  be  identical  with  tliat  made  by  the  defendant,  and  also 
with  one  described  in  a  work  which  was  published  in  Paris  before 
the  patentee's  application,  and  of  which  several  copies  had  been 
sold  in  England.  The  only  question,  therefore,  before  the  court, 
was,  whether  the  sale  of  a  few  copies,  unaccompanied  by  evidence 
of  subsequent  public  user,  did  amount  to  a  publication  in  law  such 
as  would  entitle  the  court  to  reject  the  plaintiff's  application.  The 
Master  of  the  Rolls  held  that  such  a  sale  was  a  publication  in  law, 
and  that  the  question  could  not  be  affected  by  any  consideration 
of  the  number  of  the  persons  who  might  or  might  not  be  proved  to 
have  thought  it  proper  to  avail  themselves  of  the  publication. 

This  opinion  is,  we  tliink,  substantially  embodied  in  the  ruling 
of  the  Court  of  Common  Pleas,  in  the  case  of  Stead  v.  Williams.^  It 
must,  however,  be  observed,  that  this  latter  case  differs  from  that 
of  Lang  V.  Gisborne,  inasmuch  as  the  question  of  identity  was  also 
raised,  and  that  therefore  it  was  not  only  proper,  but  necessary,  for 
the  court  to  submit  the  question  of  prior  publication  to  the  jury, 
upon  the  whole  of  the  evidence.    In  Lang  v.  Gisborne,  on  the  con- 

1  6  Law  Times,  n.  s.  771.  *  2  Webs.  FaL  Cas.  126. 
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trary,  no  such  point  was  at  issue,  but  the  whole  resolved  itself  into  a 
question  of  pure  law.  Making,  then,  this  qualification,  we  think  that 
the  Common  Pleas  and  the  Master  of  the  Bolls  are  of  accord  on  the 
question  what  effect  is  to  be  given  to  publications.  At  the  jury 
trial,  Cresswell,  J.  had  instructed  the  jury  thus :  *'  But  then  the 
defendants  do  not  bring  home  to  the  plaintiff  the  fact  of  his  having 
seen  any  of  those  publications ;  and  it  is  for  you  to  judge,  upon  the 
whole  of  the  matter,  whether  you  think  that  he  had  seen  those 
publications,  and  had  derived  his  informatign  from  the  stock  of 
knowledge  previously  given  to  the  public  of  this  country,"  &c. 
This  ruling  was  appealed  from,  and  a  new  trial  was  granted  on  the 
ground  of  misdirection.  Tindal,  C.  J.  observes :  ^^  On  a  full  con- 
sideration of  the  subject,  we  have  come  to  the  conclusion  that  the 
view  taken  by  the  defendants'  counsel  is  substantially  correct ;  for 
we  think,  if  the  invention  has  already  been  made  public  in  Eng- 
land, by  a  description  contained  in  a  work  whether  written  or 
printed,  which  has  been  publicly  circulated,  in  such  case  the  pat- 
entee is  not  the  first  and  true  inventor  within  the  meaning  of  the 
Statute,  whether  he  has  himself  borrowed  his  invention  fipm  such 
publication  or  not ;  because  we  think  the  pubUc  cannot  be  precluded 
from  the  right  of  using  such  information  as  they  were  already  pos- 
sessed of  at  the  time  the  patent  was  granted.  It  is  obvious  that 
the  application  of  this  principle  must  depend  upon  the  partici\lar 
circumstances  which  are  brought  to  bear  on  each  particular  case. 
The  existence  of  a  single  copy  of  a  work,  though  printed,  brought 
from  a  depository  where  it  has  long  been  kept  in  a  state  of  ob- 
scurity, would  afford  a  very  different  inference  from  the  publica- 
tion of  an  encyclopedia  or  other  work  in  general  circulation." 

§  446.  Passing  then  to  the  question  whether  the  patentee  was 
the  inventor  of  the  thing  patented,  and  whether  the  thing  patented 
is  substantially  different  from  anything  before  known,  —  an  issue 
which,  in  distinction  from  the  one  treated  of  in  the  preceding  para- 
graph, might  be  called  the  material  one,  —  we  find  it  broadly 
stated  in  a  number  of  cases,  that  it  is  a  question  for  the  decision 
of  the  jury,  and  that  the  sole  province  of  the  court  consists  in  giv* 
ing  the  proper  instructions  as  to  what  constitutes  novelty  and  suf- 
ficiency of  invention  to  sustain  a  patent.^ 

« 

^  Wbittemore  t;.  Cutter,  1  Gall.  478  ;  Lowell  v.  Lewis,  1  Mas.  182 ;  Carver  v. 
Braintree  Manuf.  Co.,'  2  Story's  R.  432 ;  Washburn  v.  Gould,  8  Story's  R.  122 ; 
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Here,  again,  there  is  a  distinction ,  which  was  formerly  much 
dwelt  upon,  and  which  gave  rise  to  much  discussion.  The  de- 
fendant, who  is  charged  with  infringement  of  a  patent  and  raises 
the  issue  of  novelty,  may  do  so  in  two  ways.  He  may  simply 
allege  that  the  plaintiff's  invention  is  really  no  invention  at  all, 
but  that  it  was  in  public  use  at  the  time  the  letters-patent  were 
obtained.  The  evidence  to  support  such  an  allegation  would  con- 
sist, then,  of  what  is  called  evidence  in  pais^  and  as  such,  could  be 
weighed  and  decided  upon  only  by  the  jury.  All  that  the  court 
can  do  in  such  cases  is  to  instruct  the  jury  that  if  they  are  satis- 
fied that  the  plaintiff's  invention  is  borrowed  from  some  third 
party,  or  substantially  contained  in  some  printed  publication  (i.  e. 
where  there  is  a  dispute  as  to  identity),  or  substantially  in  public 
use  at  the  time  of  the  alleged  invention,  they  must  find  for  the 
defendant.^  On  this  point  all  the  decisions  agree  that  in  such 
cases  the  issue  of  novelty  and  identity  is,  under  proper  instruc- 
tions, to  be  left  to  the  jury. 

It  was,  however,  supposed  —  and  the  supposition  lies  at  the 
foundation  of  a  number  of  important  English  cases  —  that  where 
the  defendant,  in  a  patent  suit,  claims  himself  to  be  acting  under 
a  patent,  or  asserts  that  the  plaintiff's  invention  is  contained  in  a 
patent  granted  to  some  third  party,  in  such  a  case  the  court  alone,  • 
by  virtue  of  its  acknowledged  authority  to  be  the  sole  interpreter 
of  written  instruments,  could  pronounce  upon  the  question  of 
identity.  In  other  words,  the  court  could  say  that  the  process  or 
the  machine  claimed  in  A's  patent  is  identical  with  that  of  B. 
Thus,  in  Bovill  v.  Pimm,^  the  Court  of  Exchequer  say,  "  We  think 
this  is  a  question  of  law,  where  the  facts  are  not  disputed."  Also, 
in  the  recent  case  (1860)  of  Betts  v.  Menzies,^  it  was  held  by  the 
fixchequer  Chamber,  on  appeal  from  the  Queen's  Bench,  that  the 
comparison  of  two  specifications  was  exclusively  within  the  prov* 

Steiner  v.  Heald,  6  E.  L.  &  Eq.  536,  reversing  s.  c.  2  Carr.  &  Eirw.  k.  p.  1022.  The 
patentee  here  had  taken  out  letters-patent  for  the  manufacture  of  garancine  from 
spent  madder.  For  a  long  while  this  spent  madder  had  been  worthless,  although 
still  containing  a  percentage  of  coloring  matter.  It  was  then  discovered  that  by 
treating  j^e^A  madder  with  acid  and  hot  water,  cdl  the  coloring  matter  could  be 
extracted.  The  plaintiff's  invention  consisted  in  treating  the  previous  spent  mad- 
der in  the  same  way.  Held  by  the  Exchequer  Chamber  that  it  was  a  question  for 
the  jury,  whether  this  was  a  new  manufacture  of  garancine. 

'  Stead  V.  Williams,  2  Webs.  Pat  Cas.  126  ;  Stead  v..  Anderson,  Ibid.  147. 

'  36  £.  L.  k  Eq.  441.  '  1  EU.  &  Ell.  Q.  B.  990. 
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ince  of  the  court.  The  decision  assumed  that  this  point  had  been 
decided  in  Bush  v.  Fox,^  a  case  which  had  been  before  the  House 
of  Lords  in  1856. 

In  March,  1862,  the  case  of  Hills  v.  Evans  ^  came  up  before  the 
Lord  Chancellor  Westbury,  and  received  from  him  a  ruling  in  direct 
opposition  to  that  of  the  Exchequer  Chamber,  in  Betts  v.  Menzies. 
In  rendering  his  decision  his  lordship  entered  into  an  elaborate  dis- 
cussion of  the  case  of  Bush  v.  Fox,  and  showed  that  the  House  of 
Lords,  in  that  case,  had  not,  as  was  commonly  supposed,  pro- 
nounced directly  upon  the  question,  but  that  the  Exchequer,  in 
giving  their  decision  in  Betts  v.  Menzies,  had  been  misled  by  obiter 
dicta  of  Lord  Cranworth  in  moving  the  vote  of  the  House.  la 
June,  1862,  Betts  v,  Menzies  came  up  to  the  House  of  Lords,  on 
appeal  from  the  Court  of  Exchequer  Chamber.  The  decision  of 
the  Exchequer  Chamber  was  thereupon  reversed,  and  the  ruling  of 
Lord  Westbury  sustained. 

In  Hills  V.  Evans  the  Lord  Chancellor  said :  ^^  Now  the  argument 
has  been,  that  it  is  the  duty  of  the  court  and  the  right  of  the  court 
to  construe  these  earlier  specifications,  and  that  if  I  found,  from  tlie 
specifications  so  construed,  when  collated  and  compared  with  the 
specification  of  the  plaintiff's  patent,  that  the  invention  described 
in  the  one  was  identical  with  the  invention  described  in  the  other, 
the  court  might  at  once  arrive  at  the  conclusion  that  there  was  no 
novelty  in  the  invention,  and  deal  with  the  whole  matter  as  matter 
of  law,  and  not  as  matter  to  be  submitted  to  the  jury,  and  that  un« 
doubtedly  is  a  question  deserving  of  very  serious  consideration.  It 
is  undoubtedly  true  as  .a  proposition  of  law,  that  the  construction  of 
a  specification,  as  the  construction  of  all  other  written  instruments, 
belongs  to  the  court ;  but  a  specification  of  an  invention  contains, 
most  generally,  if  not  always,  some  technical  terms,  some  pjirasea 
of  art,  and  requires  generally  the  aid  of  the  light  derived  from 
what  are  called  surrounding  circumstances.  It  is  therefore  an 
admitted  rule  of  law,  that  the  explanation  of  the  words  or  technir 
cal  terms  of  art,  the  phrases  used  in  commerce,  and  the  proof  and 
results  of  the  processes  which  are  described  (and  in  a  chemical 
patent,  the  ascertainment  of  chemical  equivalents),  that  all  these 
are  matters  of  fact,  upon  which  evidence  may  be  given,  and  upon 
which  undoubtedly  it  is  the  province  and  right  of  a  jury  to  decide. 
But  when  those  portions  of  a  specification  are  abstracted  and  made 

^  SS  E.  L.  &  £q.  1.  '6  Law  Times,  k.  s.  90. 
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the  sabject  of  evidence,  and  therefore  brought  within  the  province 
of  the  jury,  the  direction  to  be  given  to  the  jury  must  be  a  direc- 
tion given  only  conditionally ;  that  is  to  say,  a  direction  as  to  the 
meaning  of  the  patent,  upon  the  hypothesis  or  basis  of  the  jury 
arriving  at  a  certain  conclusion  with  regard  to  the  mfianing  of 
those  terms,  the  signification  of  those  phases,  the  truth  of  those 
processes,  and  the  result  of  the  technical  procedure  described  in 

the  specification [Citing  fix>m  the  opinion  of  Baron  Parke, 

in  Neilson  v,  Harford.]  Now,  adopting  that  as  the  rule  in  the  com- 
parison of  two  specifications,  each  of  which  is  filled  with  terms  of 
art  and  with  the  description  of  technical  processes,  the  duty  of  the 
court  would  be  confined  to  this,  to  give  the  legal  construction  of 
such  document  taken  independently.  But  after  that  duty  is  dis- 
charged, there  would  remain  a  most  important  function  to  be  still 
performed,  which  is  the  comparison  of  tiiie  two  instruments,  when 
tliey  have  received  their  legal  exposition  and  interpretation ;  and,  as 
it  is  always  a  matter  of  evidence  what  external  thing  is  indicated 
and  denoted  by  any  description,  when  the  jury  have  been  informed 
of  the  meaning  of  the  description  contained  in  each  specification, 
the  work  of  comparing  the  two  and  ascertaining  whether  theVords 
(as  interpreted  by  the  court)  contained  in  specification  A  do  or  do 
not  denote  the  same  external  matter  as  the  words  (interpreted  and 
explained  by  the  court)  contained  in  specification  By  is  a  matter 
of  fact,  and  is,  I  conceive,  a  matter  within  the  province  of  the 
jury,  and  not  within  the  function  of  the  court.  Granting,  there* 
fore,  to  the  full  extent  the  propriety  of  the  expression  of  the  rule 
which  is  liere  contained,  and  taking  either  specification  as  so  inter- 
preted, whether  the  two  specifications  that  are  brought  into  com- 
parison do  or  do  not  indicate  the  same  external  matter  must  be 
determined  by  the  jury,  and  not  as  matter  of  law  by  the  court. 
And  I  find  that  this  has  been  the  case  and  the  course  adopted  by 
learned  judges  in  a  great  variety  of  reported  cases  at  Nisi  Prius." 
The  Chancellor  then  cites  Muntz  v.  Foster,  and  Walton  v.  Potter, 
and  proceeds  to  show  that  a  seemingly  contrary  opinion,  expressed 
by  a  former  Lord  Chancellor  in  Bush  v.  Fox,  in  moving  the  judg- 
ment of  the  House  of  Lords,  was  a  mere  obiter  dictum,  and  not 
embraced  in  that  judgment. 

Similar  language  is  employed  by  Lord  Chancellor  Westbury,  in 
Betts  V.  Menzies,^  before  the  House  of  Lords :  ^^  My  Lords,  the 

^  4  Best  &  Smith,  9  B.  996  ;  7  Law  Times,  tk.  s.  110. 
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« 

second  question  was  this,  ^  can  the  court  pronounce  Betts's  patent 
to  be  void,  simply  on  the  comparison  of  the  two  specifications, 
without  evidence  to  prove  identity  of  invention  ;  and  also  without 
evidence  that  Dobb's  specification  disclosed  a  practicable  mode  of 
producing  the  result  or  some  part  of  the  result  described  in  Betts's 
patent.  Tlie  answer  of  the  learned  judges  involves,  therefore, 
two  conclusions  which  fire  extremely  material  to  the  patent  law. 
One  is  this,  —  that  even  if  there  be  identity  of  language  in  two 
specifications,  remembering  that  those  specifications  describe  ex- 
ternal objects,  even  if  the  language  be  verbatim  the  same,  yet  if 
there  be  terms  of  art  found  in  the  other  specification,  it  is  impos- 
sible to  predicate  of  the  two  with  certainty  that  they  describe  tlie 
same  identical  external  object,  unless  you  ascertain  that  the  terms 
of  art  used  in  the  one  have  precisely  the  same  signification  and  de- 
note the  same  external  objects  at  the  date  of  the  one  specification 
as  they  do  at  the  date  of  the  other.  And,  my  Lords,  this  is  obvi- 
ous ;  for  if  we  take  two  specifications  dated  as  the  present  are,  one 
in  1804  and  the  other  in  1849,  even  if  the  terms  employed  in  the 
one  were  identical  with  the  terms  employed  in  the  other,  —  sup- 
posing that  each  of  them  contained  a  term  of  art,  e.  g.  a  denomi- 
nation of  some  engine,  some  instrument,  some  drug,  some  chemical 
compound,  —  it  might  well  be  that  the  thing  denoted  by  that  name 
in  1804  is  altogether  different  from  the  thing  denoted  by  the  same 
name  in  1849.  If  it  were  necessary  to  enter  into  such  a  subject, 
I  could  give  numerous  examples  —  say  in  chemistry  —  of  things 
that  were  denoted  by  one  name  in  1804  and  which  have  retained 
the  denomination,  but  which,  by  improved  processes  of  chemical 
manufacture,  are  at  present  perfectly  different  in  their  results, 
their  qualities,  and  their  effects,  from  the  things  denoted  by 
the  same  name  some  forty  or  fifty  years  ago.  It  is  perfectly 
clear,  therefore,  that  if  you  compare  two  specifications,  even  if 
the  language  be  the  same,  you  cannot  arrive  at  a  certainty  that 
they  denote  the  same  external  object  and  the  same  external  pro- 
cess, unless  you  enter  into  an  inquiry,  and  ascertain  as  a  fact,  that 
the  thing  signified* by  the  nouns  substantive  contained  in  the  one 
specification  are  prepisely  the  same  as  the  things  signified  by  the 
same  nouns  substantive  contained  in  the  other.  In  all  cases, 
therefore,  where  the  two  documents  profess  to  describe  an  external 
thing,  the  identity  of  signification  between  the  two  documents  con- 
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taining  the  same  description,  must  belong  to  the  province  of  evi- 
dence, and  not  to  that  of  construction."  ^ 

In  England,  therefore,  it  must  be  regarded  as  settled  by  the 
court  of  ultimate  appeal,  that  wherever  there  are  terms  of  art 
employed,  the  court  cannot  compare  two  specifications  and  pro- 
nounce the  inventions  contained  therein  to  be  identical ;  and  that 
the  former  cases  holding  a  different  doctrine  are  overruled.  Thus, 
•  Booth  V.  Kennard,^  as  supporting  the  statement  that  the  court 
may,  on  the  issue  of  novelty,  compare  two  specifications,  is  no 
longer  law.  The  right  of  the  court,  however,  to  pronounce  upon 
the  patentability  of  an  invention  as  there  stated  remains  unaffected. 

§  447.  It  is,  however,  to  be  kept  in  mind  that  the  pa^tentee,  who 
is  the  real  inventor  of  some  useful  machinery  or  process,  may, 
nevertheless,  by  an  improper  wording  of  his  claim,  avoid  the  whole 
patent.  The  jury  may  find,  as  a  matter  of  fact,  that  he  is  the  in- 
ventor of  the  various  steps  in  the  process  or  the  various  items  in 
the  machinery ;  and  yet,  if  the  claim  is  so  clumsily  drawn  up  as  to 
comprise  other  matters  of  which  the  patentee  is  not  the  inventor, 
the  court  must  pronounce  the  patent  invalid,  either  in  whole  or 
in  part.  This  principle  lies  at  the  foundation  of  the  decisions  in 
Kay's  ill-fated  patent  for  flax-spinning.^  Here  the  real  invention 
consisted  in  macerating  flax,  and  spinning  it  at  a  short  ratch  (two 
and  a  half  inches)  by  machinery  already  known.  The  jury  found 
for  the  patentee,  Kay,  that  he  was  the  inventor,  and  that  his  in- 
vention had  been  of  great  public  utility.  But,  unfortunately,  he 
claimed  in  his  specification  to  be  the  inventor  of  the  machinery, 
and  the  court  (the  House  of  Lords)  held  that  such  a  claim  was 
invalid.* 

§  448.  The  question  whether  a  renewed  patent  is  for  the  same 
invention  as  the  original  patent  is  also  a  question  of  fact  for  the 
jury ;  ^  as  is  likewise  the  question  whether  the  invention  has  been 
abandoned  to  the  public.^ 

'  Compare  Hills  v.  London  Gas  Co.,  3  Hurls.  &  Nor.  920  ;  5  Ibid.  811. 

*  2  Hurls.  &  Nor.  84 ;  1  Ibid.  627. 
»  2  Webs.  Pat  Cas.  84-84. 

*  See  chapter  of  Specifications,  where  this  patent  is  discussed  at  length. 

*  Carver  t;.  Braintree  Manuf.  Co.,  2  Story's  R.  482. 

*  Pennock  v.  Dialogue,  2  Pet.  16 ;  Grant  v.  Raymond,  6  Pet.  248 ;  Shaw  v. 
Cooper,  7  Pet  818  ;  McClurg  v.  Eingsland,  1  How.  202 ;  Kendall  v.  Winsor,  21 
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§  449.  The  question  of  utUUy  is  a  question  of  fact,  under  some 
circumstances,  and  under  other  circumstances  it  may  be  for  the 
court,  without  referring  it  to  the  jury,  to  pronounce  the  patent 
Toid.  We  have  seen  that  a  ^^  useful  invention,"  in  the  sense  of 
our  law,  is  one  not  injurious  or  mischievous  to  society,  and  not 
frivolous  or  insignificant,  but  capable  of  use  for  a  purpose  from 
which  some  advantage  can  be  derived ;  and  that  when  an  inven- 
tion is  useful  in  this  sense,  the  degree  or  extent  of  its  usefulness  is 
wholly  unimportant.  There  are,  therefore,  two  modes  in  whidi 
the  utility  of  an  invention  may  be  impeached :  first,  when  it  ap» 
pears,  on  the  face  of  the  letters-patent  and  specification,  that  the 
invention  is  injurious  to  the  morals  or  health  of  society  ;  secondly, 
when  it  appears,  on  evidence,  that  the  thing  invented,  although  its 
object  may  be  innocent  or  useful,  is  not  capable  of  being  used  t^ 
effect  the  object  proposed* 

§  450.  The  question  whether  the  invention  is  useful,  in  the  first 
sense,  is  a  question  whether  the  patent  is  void,  on  the  face  of  it, 
as  being  against  public  policy;  or  in  other  words,  because  the 
subject-matter  disclosed  by  the  patent  is  not  a  patentable  subject. 
This  is  a  question  of  law  for  the  court.^  But  when  it  does  not 
appear  that  the  invention  has  any  noxious  or  mischievous  ten- 
dency, but  on  the  contrary  that  its  object  is  innocent  or  salutary, 
there  may  be  a  further  question,  whether  the  means  by  which  the 
inventor  professes  to  accomplish  that  object  will  in  practice  suo- 
ceed  or  fail.  It  is  not  essential  to  the  validity  of  a  patent  that  the 
success  of  the  means  made  use  of  should  be  complete,  or  that  the 
thing  invented  should  supersede  anything  else  used  for  the  same 
purpose  ;  because  the  law  looks  only  to  the  fact  that  the  invention 
is  capable  of  some  use.  Thus,  if  a  machine  is  useful  for  some  of 
the  cases  for  which  it  is  intended,  although  cases  may  occur  in 

How.  822.  Yet  in  Fennock  v.  Dialogae,  2  Pet.  1,  Story,  J.  rules :  "  The  ques- 
tion which  generally  arisen  at  trials  is  a  question  of  fact  rather  than  of  law ; 
whether  the  acts  or  acquiescence  of  the  party  furnish,  in  the  given  case,  satisfac- 
tory proof  of  an  ikbandonment  or  dedication  to  the  public.  But  when  all  the  facts 
are  given,  there  does  not  seem  any  reason  why  the  court  may  not  state  the  legal 
conclusions  deducible  from  them.  In  this  view  of  the  matter,  the  only  question 
would  be,  whether,  upon  general  principles,  the  facts  stated  by  the  court  would 
justify  the  conclusion." 

^  Langdon  v.  De  Groot,  1  Faine's  C.  C.  B.  208 ;  Lowell  v..LewiB,  1  Mason,  182 ; 
Phillips  on  Patents,  482. 
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which  it  does  not  answer,  it  is  still  nseful,  in  this  sense  of  the  pat- 
ent law ;  ^  but  if  anything  claimed  as  an  essential  part  of  the  in- 
vention is  useless  altogether,  the  patent  is  invalid,  because  there  is 
a  total  failure  in  point  of  usefulness.^  These  questions,  whether 
the  invention  is  capable  of  use  for  the  purpose  for  which  it  is 
claimed,  and  whether  anything  claimed  as  essential  is  entirely 
useless,  depend  upon  evidence,  and  are  questions  of  fact  for  the 
jury.^ 

§451.  In  like  manner,  the  question  whether  an  invention  is  :| 

frivolous  or  insignificant  is  a  question  -of  law.  If  the  object  pro- 
posed to  be  accomplished  is  a  frivolous  or  insignificant  object,  from 
which  no  advantage  can  be  derived  tq  the  public,  it  is  for  the  court 
to  pronounce  the  patent  void,  as  not  being  for  a  patentable  subject. 
But  if  the  object  proposed  is  not  clearly  frivolous  and  unimportant, 
but  the  means  by  which  it  is  proposed  to  be  accomplished  do  not 
succeed  in  producing  the  result,  the  question  returns  to  the  use- 
fulness of  the  means,  and  this  again  becomes  a  question  of  fact  for 
the  jury. 

§  452.  The  construction  of  the  specification,  as  to  the  extent  of 
the  claim,  belongs  to  the  province  of  the  court.  The  court  must 
determine,  upon  the  whole  instrument,  what  the  claim  actually 
covers,  and  whether  the  patent  is  valid  in  point  of  law.  The  jury 
are,  therefore,  to  take  the  construction  of  the  patent,  as  to  the 
extent  of  the  claim,  from  the  court,  and  to  determine  whether  any- 
tliing  that  is  included  in  the  claim  is  not  new.  But  if  the  specifi- 
cation contains  terms  of  art,  which  require  explanation,  by  means 
of  evidence,  it  is  for  the  jury  to  find  the  meaning  of  those  terms. 

Nevertheless,  even  in  such  cases,  the  construction  of  the  claim 
itself  as  such,  that  is,  as  a  statement  in  a  written  instrument,-  be- 
longs to  the  court,  and  cannot  be  left  by  them  to  the  jury.  On 
this  point,  the  ruling  in  Emerson  v.  Hogg^  is  very  precise  and 
lucid :  "  We  think  the  exception  well  taken  to  the  fourth  instruction 
given  by  the  court  to  the  jury,  which  is  as  follows :  *  Whether  the 

^  Haworth  v.  Hardcastle,  Webs.  Pat  Cas.  480.  \,., 

'  Lewis  V.  Marling,  Webs.  Pat  Cas.  490,  495. 

'  Haworth  v.  Hardcastle,  tU  sup, ;  Lewis  v.  Marling,  ut  sup. ;  Hill  t;.  Thomp- 
son, 8  Meriv.  630,  632 ;  Lowell  v.  Lewis,  1  Mason,  182  ;  Bedford  v.  Hunt,  Ibid. 
302. 

*  2  Bbtchf.  1. 
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specification  be  ambiguous  is  generally  a  question  of  law  to  be  de- 
cided by  the  court.  In  this  case  it  is  compounded  of  law  and  fact, 
and  if  the  jury  find  the  fact  to  be  that  a  spiral  wheel  and  a  spiral 
propeller  are  the  same  thing  in  ordinary  acceptation,  then  the 
specification  is  sufficiently  definite  and  certain  in  this  respect.' 
The  part  of  the  specification  to  which  this  instruction  is  applicable 
is  this  :  ^  I  employ  an  improved  spiral  paddle-wheel,  differing 
essentially  from  those  which  have  heretofore  been  essayed.  This 
spiral  I  make  by  taking  a  piece  of  metal  of  such  length  as  I  intend 
the  spiral  propeller  to  be,  and  of  a  suitable  width,  say,  for  example, 
eighteen  inches ;  this  I  bend  along  the  centre,  so  as  to  form  two 
sides,  say  of  nine  inches  in  width,  standing  at  right  angles,  or 
nearly  so,  to  each  other,  and  give  to  it,  longitudinally,  the  spiral 
curvatures  which  I  wish.  Of  these  pifeces  I  prepare  two,  three,  or 
more,  and  fix  them  on  the  outer  end  of  the  paddle-shaft,  by  means 
of  arms  of  a  suitable  length,  say  of  two  feet,  more  or  less,  in  such 
a  position  that  the  trough  form  given  to  them  longitudinally  shall 
be  effective  in  acting  upon  the  water.  It  must  be  entirely  under 
water,  and  operate  in  the  direction  of  the  boat's  way.  Instead  of 
metal,  the  spiral  propeller  may  be  formed  of  wood  and  worked  into 
the  proper  form,  —  the  shape,  and  not  the  material  thereof,  being 
the  only  point  of  importance.' 

''  The  specification  was  objected  to,  on  the  trial,  as  ambiguous, 
and  one  of  the  particulars  urged  in  support  of  the  objection  was, 
that  it  was  uncertain,  upon  the  face  of  the  specification,  whether  the 
patentee  claimed  a  wheel  constructed  spirally,  or  only  spiral  pad* 
dies  attached  to  a  wheel.  The  court  did  not  dispose  of  the  point 
as  a  question  of  construction  merely,  but  left  a  fact  to  be  found  by 
the  jury,  and  indicated  the  rule  of  law  that  would  govern  when 
that  fact  should  be  ascertained.  This  was  undoubtedly  error.  It 
is  tlie  province  and  the  duty  of  the  court  to  settle  the  meaning  of 
the  patent ;  and  if  that  cannot  be  ascertained  satisfactorily,  upon 
the  face  of  the  specification,  the  law  declares  it  insufficient  for 
ambiguity  and  uncertainty.  The  meaning  of  the  terms  employed, 
in  view  of  the  object  the  inventor  had  in  contemplation,  and  to 
ascertain  the  extent  of  his  claim,  must  be  determined  and  declared 
by  the  court  The  specification  is  laid  before  the  jury  as  defined 
and  settled  by  the  exposition  of  the  court,  and  the  matters  of  fact 
presented  by  the  respective  parties  to  support  or  defeat  the  patent 
are  then  to  be  examined  and  applied  as  if  the  construction  fixed 
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hj  tlie  court  had  been  incorporated  in  the  specification.  It  ac- 
cordingly devolved  upon  the  court  to  dispose  of  the  question  as  a 
point  of  law,  and  either  to  decide  in  this  respect  that  the  patent 
was  ambiguous,  and  therefore  void,  and  direct  the  jury  to  find  a 
verdict  for  the  defendants,  or  to  rule  against  the  objection  and  de- 
cide that  the  patent  conveyed,  in  this  particular,  a  meaning  suf- 
ficiently certain,  and  point  out  what  its  claim  was." 

453.  And  here  it  is  very  important  to  ascertain  whether  there 
are  any  principles,  which  are  to  guide  the  court  in  construing  pat- 
ents, peculiar  to  these  instruments,  or  whether  they  are  to  be  con- 
strued in  all  respects  like  other  written  instruments,  and  without 
the  aid  of  extrinsic  evidence.  In  one  sense,  a  patent  is  a  deed, 
being  a  grant  of  the  government  under  seal ;  the  letters-patent, 
the  specification,  and  the  drawings  annexed  being  taken  together 
as  one  instrument.  But  it  often  happens  that  the  extent  of  the 
claim  is  not  manifest  on  the  face  of  the  specification  itself.  The 
question  arises,  therefore,  how  is  the  court  to  ascertain  the  precise 
extent  of  the  claim,  as  matter  of  law  ?  The  specification  is  a  writ- 
ten instrument,  in  which  the  patentee  has  undertaken  to  state  the 
invention  which  he  professes  to  have  made,  and  for  which  he  has 
obtained  letters-patent.  In  determining  the  real  extent  of  the  claim 
thus  made,  it  is  obvious  that  the  actual  invention  of  the  party  is  a 
necessary  auxiliary  to  the  construction  ef  the  language  which  he 
has  employed  in  describing  it.  The  thing  of  which  the  patentee 
was  the  real  inventor  is  what  he  was  entitled  to  claim,  and  the 
question,  in  all  cases  requiring  construction,  will  be,  whether  he 
has  claimed  more  or  less  than  that  thing,  or  exactly  what  that 
thing  is.  If  he  has  claimed  more  than  his  actual  invention,  that 
is,  more  than  that  of  which  he  was  an  original  and  the  first  in- 
ventor, his  claim  is  inoperative,  under  our  law,  pro  tanto.  If  he 
has  claimed  less,  his  exclusive  right  is  restricted  to  what  he  has 
claimed.  If  he  has  claimed  the  just  extent  of  his  actual  invention, 
he  is  entitled  to  hold  it  in  all  its  length  and  breadth. 

§  454.  There  are  two  sources  to  which  the  court  is  eiititled  to 
resort  in  construing  a  claim.  In  the  first  place,  resort  may  be  had 
to  the  descriptive  parts  of  the  specification,  where  the  patentee  has 
undertaken  to  state  what  his  invention  is ;  in  other  words,  the  court 
is  to  inquire  what  the  patentee  has  said  that  he  has  invented.    If 
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his  statement  or  description  of  the  indention  is  clear  and  explicit, 
then  the  language  in  which  he  has  made  his  claim,  which  is  gen- 
erally to  be  found  in  a  summary  statement* of  the  subject-matter 
for  which  he  asks  a  patent,  may  and  should  be  construed  so  as  to 
include  the  actual*  invention  previously  set  forth,  if  it  can  be 
so  construed  without  violation  of  principle  ;  ^  for  the  general 
maxim,  under  which  the  construction  is  to  be  pursued,  is,  accord- 
ing to  the  spirit  of  the  modern  authorities,  ut  res  magis  valeat 
quampereat. 

§  455.  But  it  may  be  uncertain,  upon  the  terms  of  the  descrip- 
tive parts  of  the  specification,  if  unaided  by  evidence,  what  tlie 
precise  extent  of  the  invention  was ;  and  this  may  happen,  without 
that  degree  and  kind  of  ambiguity  which  renders  a  patent  void  for 
uncertainty,  or  because  the  directions  could  not  be  carried  out  by 
a  competent  workman.  For  instance,  the  patentee  may  state  that 
he  employs  something  which  turns  out  not  to  be  new ;  and  the 
question  will  then  be,  whether  he  has  so  described  that  thing  as 
to  claim  it  as  part  of  his  invention  ;  or,  his  invention  may  be  so 
stated  as  to  render  it  doubtful  whether  he  has  invented  or  dis- 
covered the  general  application  of  a  principle  to  produce  a  particu- 
lar effect,  and  is,  therefore,  entitled  to  claim  all  the  forms  in  which 
the  same  principle  can  be  applied  to  produce  the  same  effect,  or, 
whether  he  has  only  invented  or  discovered  a  form  of  giving  eSect 
to  a  principle  the  application  of  which  was  known  before.  So,  too, 
on  the  general  description  of  a  machine,  or  a  manufacture,  which, 
as  a  whole,  may  be  new,  it  may  be  uncertain  whether  the  party 
invented  the  various  parts  of  which  that  whole  is  composed,  or  only 
invented  the  combined  whole,  as  he  has  produced  it ;  and,  if  the 
latter,  whether  he  invented  the  whole,  as  it  may  embrace  all  tha 
forms  and  dimensions  in  which  that  whole  can  be  produced,  or, 

^  See  Russell  o.  Cowley,  Webs.  Pat  Gas.  469, 470 ;  DaToll  v.  Brown,  1  Wood- 
bury &  M.  58,  59.  Where  the  construction  depends,  as  it  generally  does,  in  the 
first  instance,  on  the  terms  of  the  specification,  the  preamble  may  sometimes  be 
resorted  to.  Winans  v.  Boston  &  IVovidence  Railroad,  2  Story's  R.  412 ;  some- 
times the  body  of  the  specification,  Russell  v.  Cowley,  ut  sup, ;  sometimes  the 
summing  up,  Moody  r.  Fiske,  2  Mason,  112,  118.  Grenerally,  the  whole  is  ex- 
amined together,  unless  the  summary  seems  explicitly  to  exclude  the  rest  of  the 
specification  and  to  require  a  construction  by  itself  alone.  MacFarlane  v.  Price, 
Webs.  Pat  Cas.  74;  1  Starkie,  199;  The  King  v.  Cutler,  Webs.  76,  note;  I 
Starkie,  854;  Ames  v.  Howard,  1  Sumner,  482,  485.  See  Davoll  v.  Brown, 
utiup,  * 
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whether  his  claim  is  to  be  confined  to  certain  forms  and  dimen- 
sions, there  being  other  wholes,  of  the  same  general  character,  of 
other  forms  and  dimensions,  which  it  does  not  include. 

§  456.  In  such  cases,  the  character  and  scope  of  the  invention 
can  only  be  ascertained  by  attending  to  what  the  evidence  shows 
is  new  or  old  ;  to  the  state  of  the  art ;  to  the  fact  of  whether  the 
principle,  which  the  patentee  has « employed,  had  been  discovered 
and  applied  before,  and,  therefore,  that  he  could  have  invented 
only  a  new  form  of  the  application,  or  whether  he  has  invented 
the  application  of  the  principle  itself,  and,  consequently,  is  entitled, 
if  he  has  not  restricted  himself,  to  claim  the  same  application  of 
the  same  principle,  under  other  forms  or  dimensions,  or  by  other 
means,  than  those  which  he  has  specifically  described.  The  ques- 
tion, whether  he  has  limited  himself  to  particular  forms,  dimen- 
sions or  methods,  necessarily  involves  an  inquiry  into  the  sub- 
stance and  essence  of  his  invention.  In  other  .words,  before  it 
can  be  ascertained,  in  doubtful  cases,  what  he  has  claimed,  some 
attention  must  be  paid  to  his  actual  invention,  as  ascertained  on 
the  evidence. 

§  467.  To  what  extent,  then,  is  the  court  entitled  to  receive 
evidence  of  the  actual  invention,  and  how  is  that  evidence  to  be 
applied  to  the  construction  of  the  claim  ?  In  the  progress  of  a 
nisiprifis  trial,  the  state  of  the  art,  the  surrounding  circumstances 
,  in  which  the  inventor  was  placed,  the  previous  existence  of  some 
things  mentioned  or  referred  to  in  the  patent,  will  all  be  likely  to 
be  developed  on  the  evidence ;  and  these  facts  may  materially  af- 
fect the  construction  to  be  given  to  the  claim.  It  has  been  said, 
and  with  great  propriety,  that  in  the  exercise  of  the  duty  of  de- 
termining what  the  claim  is,  in  point  of  law,  the  judge  must  gather 
as  he  goes  along ;  informing  himself  upon  the  evidence,  and  ob- 
serving what  facts  are  controverted,  abd  what  facts  are  not  contro- 
verted, which  bear  upon  the  meaning  of  the  claim,  in  reference  to 
its  extent.^  If  the  facts  material  to  the  construction  are  not  left 
in  doubt  on  the  evidence,  the  construction  will  be  given  to  the  jury, 
absolutely  ;  but,  if  the  evidence  requires  a  finding  of  fects  by  the 
jury,  the  construction  vrill  be  given  to  them  conditionally.^ 

^  Per  Lord  Abinger,  C.  B.,  in  Neilflon  v.  Harford,  Webs.  Pat  Cas.  850,  851. 
«  Ibid,  p.  870. 
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Dg  the  facts  which  will  thus  exercise  an  important 
ihe  extent  of  the  claim,  is  the  previous  existence  of 
ntioned  in  the  specification.    If  it  is  manifest,  on  the 
law  .  )rms  in  which  the  patentee  has  described  his  inven- 

tion, that  he  has  included  something  of  which  he  was  not  the  in- 
ventor, his  patent  cannot  be  allowed  to  cover  it.  But  it  may  be 
doubtful  whether  he  has  so  included  the  thing  which  the  evidence 
shows  to  be  old ;  and  then  the  degree  or  extent  to  which  that  thing 
was  known  before,  its  great  familiarity  and  constant  use  for  analo- 
gous purposes,  will  be  important  elements  in  the  question,  whether 
the  patentee  has  claimed  it  as  of  his  own  invention.  This  consid- 
eration has  given  rise  to  the  rule,  that  the  patentee  is  to  be  pre- 
sumed not  to  intend  to  claim  things  which  he  must  know  to  be  in 
use  ;  which  is  only  another  application  of  the  broader  rule,  that  a 
specification  should  be  so  read  as,  consistently  with  the  fair  itnport 
of  language,  will  make  the  claim  coextensive  with  the  actual  dis- 
covery or  invention.^ 

m 

§  459.  Another  important  consideration  will  be  the  state  of  the 
art.  If,  for  instance,  a  patent  contemplates  the  use  of  certain  sub- ' 
stances,  although  it  may  make  use  of  terms  extensive  enough  to 
embrace  other  substances,  which,  in  the  progress  of  the  art,  have 
been  ascertained  to  be  capable  of  the  same  use,  but  at  the  time  of 
the  patent  were  not  known  to  be  so,  or,  being  known  at  the  time 
to  be  capable  of  the  same  use,  were  yet  so  expensive  as  not  to  be 
expected  to  be  in  use  for  the  same  purpose,  the  general  terms  of 
the  specification  will  be  so  interpreted  as  to  include  only  those 
substances  ejusdem  generis  with  the  particular  substances  men- 
tioned, which  may  reasonably  be  supposed,  on  the  state  of  the  art, 
to  have  been  contemplated  at  the  time.  This  is  to  be  ascertained 
by  evidence. 

§  460.  Thus,  on  a  specification  describing  ^^  An  improved  gas 
apparatus,  for  the  purpose  of  extracting  inflammable  gas  by  heat 
from  pit  coal,  or  tar,  or  any  other  substance  from  which  gas,  or 
gasses  capable  of  being  employed  for  illumination,  can  be  extracted 
by  heat,"  it  appeared  that  it  was  known,  at  the  date  of  the  patent, 
as  a  philosophical  fact,  that  oil  would  yield  inflammable  gas,  but 
that  the  apparatus  described  in  the  specification  could  not  be  used 

^  Haworih  t7.  Hardcastle,  Webs.  Pat.  Cas.  484, 485. 
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advantageously,  if  at  all,  for  the  making  of  gas  from  oil ;  it  was 
answered,  that  it  was  a  general  opinion  at  the  time,  that  nothing 
but  coal  would  be  cheap  enough  for  purposes  of  illumination  ;  and 
the  court  held  that  the  patentee  must  be  understood  to  mean 
things  that  were  in  use,  and  not  everything  which  would  produce 
gas,  but,  from  being  so  expensive,  was  never  expected  to  be  in 
use.^ 

§  461.  Sometimes  the  construction  may  rest  on  facts  which  are 
so  referred  to  as  to  make  a  part  of  the  description  and  to  govern 
it.  If  these  facts  are  controverted  they  are  to  be  left  to  the  jury. 
But  if  they  are  proved  or  admitted,  the  court  will  take  notice  of 
them  in  giving  a  legal  construction  to  the  instrument.  Thus, 
where  the  question  was,  whether,  in  the  specification  of  an  im- 
provement in  a  machine  known  by  the  name  of  speeder,  double- 
speeder  or  fly-frame  used  for  roving  cotton  preparatory  to  spin- 
ning, the  patentee  had  confined  himself  to  the  use  of  the  bow-flier, 
that  is,  a  flier  in  ^*  one  continuous  piece,"  as  part  of  his  new  com- 
bination ;  it  appeared  that  the  specification  thus  described  the 
invention :  "  It  will  be  seen  that  the  fliers,  as  used  by  me,  and 
shown  at,  &c.,  are  made  in  one  continuou9  piece^  instead  of  being 
open  at  the  bottom^  as  is  the  case  with  those  generally  used  in  the 
English  fli/'frame,  and  this,  among  other  reasons,  enables  me  to 
give  the  increased  velocity  above  referred  to."  The  patentee  then 
summed  up  his  claim  as  follows  :  ^^  What  I  claim  as  new,  &c.,  is 
the  arrangement  of  the  spindles  and  fliers,  in  two  rows,  in  combi- 
nation with  the  described  arrangement  of  gearing^^^  which  he  had 
previously  pointed  out.  Although  the  language  here  did  not 
admit  of  much  doubt  as  to  the  kind  of  flier  intended  to  be 
claimed,  the  court  took  notice  of  the  admitted  or  apparent  facts, 
which  tended  to  show  that  the  bow-flier  alone  was  intended  ;  one 
of  which  was,  that  the  bow-flier  alone  could  be  geared  as  the  pat- 
entee had  described  his  flier  to  be,  in  two  places,  through  its  bot- 
'  tom ;  the  otheV  form  of  the  open-flier  having  no  bottom  susceptible 
of  being  used  or  geared  in  that  manner.^ 

*  Crossley  v.  Beverley,  Webs.  Pat.  Cas.  106. 

^  DavoU  V.  Brown,  1  Wood.  &  M.  58.  In  this  case,  Mr.  Justice  Wood- 
hvaj  said :  *'  The  constraction  seldom  rests  on  facts  to  be  proved  by  parol, 
unless  they  are  so  referred  to  as  to  make  a  part  of  the  description  and  to  govern 
it;  and  when  it  does  at  all  depend  on  them,  and  they  are  proved  or  admitted, 
and  are  without  dispute,  as  here,  it  is  the  duty  of  the  court,  on  these  facts,  to  give 
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§  462.  The  sufficiency  of  the  description  to  enable  competent 
persons  to  apply  the  invention  is  a  question  of  fact  for  the  jury, 

the  legal  construction  to  the  instroment.  But  whether  the  court  gave  the  right 
construction  to  the  patent  in  dispute,  so  far  as  regards  the  kind  of  fli^  to  be  ased 
in  it,  is  a  proper  question  for  connderation  now ;  and,  if  any  mistake  has  occurred 
in  relation  to  it,  in  the  hurry  and  suddenness  of  a  trial,  it  ought  to  be  corrected, 
and  will  be  most  cheerfolly.  There  is  no  doubt,  as  to  the  general  principle  con- 
tended for  by  the  defendant  in  this  case,  that  a  patentee  should  describe,  with 
reasonable  certainty,  his  inyention.  Several  reasons  exist  for  this.  One  is,  the 
act  of  Congress  itself  requires,  that  he  ^  shaU  particularly  specify  and  point  out  the 
part,  improvement,  or  combination  which  he  claims  as  his  own  invention.'  And 
another  is,  that  unless  this  is  done,  the  public  are  unable  to  know  whether  they 
violate  the  patent  or  not,  and  are  also  unable,  when  the  term  expires,  to  make 
machines  correctly,  and  derive  the  proper  advantages  from  the  patent  These 
principles,  however,  are  not  inconsistent  with  another  one,  equally  well  settled, 
which  is,  that  a  liberal  construction  is  to  be  given  to  a  patent,  and  inventors  sus- 
tained, if  practicable,  without  a  departure  from  sound  principles.  Only  thus  can 
ingenuity  and  perseverance  be  encouraged  to  exert  themselves  in  this  way  useful- 
ly to  the  community ;  and  only  in  this  way  can  we  protect  intellectital  property, 
the  labors  of  the  mind,  productions  and  interests,  as  much  a  man's  own,  and  as 
much  the  fruit  of  his  honest  industry  as  the  wheat  he  cultivates  or  the  flocks  he 
rears.  Grant  v.  Raymond,  6  Peters,  218.  See  also  Ames  v,  Howard,  I  Sumner, 
482,  485;  Wyeth  v.  Stone,  1  Story,  27S,  287;  Blanchard  v.  Sprague,  2  Story, 
164.  The  patent  laws  are  not  now  made  to  encourage  monopolies  of  what  before 
belonged  to  others  or  to  the  public,  which  is  the  true  idea  of  a  monopoly,  but  the 
design  is  to  encourage  genius  in  advancing  the  arts,  through  science  and  ingenu- 
ity, by  protecting  its  productions  of  what  did  not  before  exist,  and  of  what  never 
belonged  to  another  person  or  the  public.  In  this  case,  therefore,  the  jury  were 
instructed  to  consider  the  case  under  these  liberal  views,  unless  the  invention,  such 
as  the  court  construed  it  to  be,  in  point  of  law,  was  described  with  so  much  clear- 
ness and  certainty,  that  other  machines  could  readily  be  made  from  it  by  mechan- 
ics acquainted  with  the  subject. 

"  Looking  to  the  whole  specification  and  drawing,  both  the  figure  and  language, 
could  any  one  doubt  that  bow-fliers  were  intended  to  be  used  in  the  new  combi- 
nation which  was  patented  ?  The  figure  is  only  that  of  a  bow-fiier ;  so  is  the  lan- 
guage. First,  the  s^undles  are  described  as  working  up  and  down  *  through  the 
bottom  of  the  fliers,  as  seen  at  a,'  which  is  not  possible  in  the  case  of  the  open- 
flier,  as  that  has  no  bottom  for  the  spindle  to  work  in. 

**  Again,  the  specification  says,  *  to  the  bottom  of  each  flier  a  tube  is  attached, 
as  seen  at  &,  figures  1  and  2,'  which  is  impracticable  with  an  open-flier.  Again, 
it  says,  *  motion  is  conununicated  to  the  flier  independently,'  but  that  is  not  feaa- 
ble  with  the  open-flier.  And  finally,  towards  the  close,  in  order  to  remove  all 
possible  doubt,  the  specification  adds,  ^  it  will  be  seen  that  the  fliers,  as  used  by 
me,  and  shown  at  u  and  Ick^  are  made  in  one  conlinuous  piece,  instead  of  being 
open  at  the  bottom,  as  is  the  case  with  those  generally  used  in  the  English  fly- 
frames.'  All  know  that  the  flier  in  one  continuous  piece  is  the  bow-flier.  Be- 
sides this,  other  admitted  or  apparent  facts  tended  to  show  that  the  bow-flier 
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on  the  testimony  of  experts  and  the  langaage  itself:^  But  it  does 
not  follow  from  this,  that  the  ooustruction  of  the  specification  is  to 
be  drawn  into  the  proTince  of  the  jury.  Their  province  is,  after 
haying  been  informed  what  the  specification  has  said,  to  determine 
whether  the  directions  are  sufficientiy  clear  and  explicit  to  enable 
a  competent  workman  to  practise  the  invention.  Still,  where  it  is 
evident  on  the  face  of  the  specification  that  no  one  could  use  the 
invention  without  first  ascertaining  by  experiment  the  exact  pro- 
portion of  the  different  ingredients,  the  court  must  pronounce  the 
patent  invalid.'     The  information  of  what  the  specification  has 

alone  was  intended.  One  great  adyantage  claimed  from  the  new  combination  in 
the  patent  was  an  increased  ydocity  of  the  spindle.  Thus,  in  the  early  part  of 
the  specification,  it  is  stated,  among  the  advantages  of  his  improyement,  that  *  the 
machine  will  bear  running  at  a  much  higher  yelocity  than  the  English  flj-frame/ 
And  towards  the  close  he  says,  that  it  is  the  use  of  the  flier  in  *  one  continuous 
piece,'  that  is,  the  bow-flier,  instead  of  the  open  one,  as  in  the  English  fly-firame, 
which,  *  among  other  reasons,  enables  me  to  give  the  increased  velocity  above  re- 
ferred to.'  How  could  there,  then,  be  any  reasonable  doubt,  that  in  his  patent  it 
was  this  bow-flier  he  intended  to  use  in  his  new  combination  ? 

<*  In  truth,  he  not  only  says  so,  and  could  not  otherwise  obtain  one  of  his  princi- 
pal objects  and  advantages,  but  it  is  manifest  from  the  form  of  the  flier  itself,  and 
was  not  doubted  at  the  trial,  that  only  the  bow-flier  could  be  geared,  as  he  de- 
scribed his  flier  to  be,  in  two  places,  through  its  bottom ;  the  other  form  of  the 
open  flier  confessedly  having  no  bottom  susceptible  of  being  used,  or  geared  in 
this  manner.  ....  There  was  no  fact  in  doubt  about  this,  to  be  left  to  the  jury ; 
and  there  was  but  one  construction  as  to  the  kind  of  flier  intended  to  be  used, 
that  was  consistent  either  with  the  drawings,  or  the  express  language  employed, 
or  the  chief  object  of  the  machine  in  its  increased  velocity,  or  in  Uie  practicability 
of  gearing  it  in  the  manner  before  described  by  him  in  two  important  particulars, 
or  of  giving  motion  to  it  *  independently.'  It  is  as  clear  and  decisive  on  this 
point  as  if  he  had  sud  the  be/bre-described  spindles  and  flien,  because  he  ^ys  the 
apindles  and  fliers  *  with  the  described  arrangement  of  the  gearing,'  and  no  other 
spindles  or  fliers,  but  the  short  spindles  and  bow-flien  could  be  geared  in  the 
manner  before  described,  through  the  bottoms  of  the  latter.  Matters  like  these 
must  be  received  in  a  practical  manner,  and  not  decided  on  mere  metaphysi- 
cal distinctions.  (Crossley  v.  Beveriey,  S  Carr.  &  Payne,  A 18,  514.)  Taking 
with  us,  also,  the  settled  rules,  that  specifications  must  be  sustained  if  they  can 
be  fairly  (Russell  v,  Cowley,  1  Cromp.  Mees.  &  Rose.  864,  866 ;  Wyeth  v.  Stone, 
1  Story,  273,  287),  that  we  should  not  be  astute  to  avoid  inventions,  and 
that  it  is  a  question  for  the  court,  and  not  the  jury,  whether  the  specification  can 
be  read  and  construed  intelligibly  in  a  particular  way  (Whitney  v.  Emmett, 
1  Baldw.  SOS,  315 ;  Blanchard  v.;Sprague,  2  Story,  164, 169),  we  think  the  instruc- 
tions given  at  the  trial  in  this  case  were  correct,  and  that  no  sufficient  ground  has 
been  shown  for  a  new  trial." 

^  Lowell  V.  Lewis,  1  Mason,  190,  191. 

«  Wood  V.  Underbill,  5  How.  1. 
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said,  is  to  come  from  the  court ;  although  it  may  happen,  that  in 
determining  the  meaning  of  the  specification,  the  aid  of  the  jury 
will  be  required  to  ascertain  the  meaning  of  words  of  art,  or  the 
surrounding  circumstances,  which  govern  that  meaning.  When 
such  words  of  art  or  such  surrounding  circumstances  do  affect  the 
meaning,  the  court  will  instruct  the  jiuy  that  the  specification  has 
said  so  and  so,  according  as  they  find  the  meaning  of  the  scientific 
terms,  or  the  existence  of  the  surrounding  circumstances.  If  there 
are  no  words  of  art  and  no  surrounding  circumstances  to  be  as- 
certained, the  court,  as  we  have  seen,  will  instruct  the  jury  what  the 
specification  has  said ;  and  then  the  jury  will  determine,  the  speci- 
fication having  said  so  and  so,  whether  the  description  is  sufficient 
to  enable  a  competent  workman  to  put  the  invention  in  practice.^ 

§  468.  There  is  no  positive  rule  by  which  it  can  be  determined, 
in  a  given  case,  a  priori^  whether  the  meaning  of  words  of  art,  or 
the  bearing  of  surrounding  circumstances,  afiects  the  sense  of  the 
specification  ;  or  which  limits  the  right  of  the  plaintiff  to  offer  evi- 
dence to  show  that  its  meaning  is  so  affected.  The  plaintiff  is 
always  entitled  to  say  that  his  specification  requires  the  explanation 
of  facts,  to  determine  the  extent  of  his  claim  and  the  character  of 
his  invention ;  and  the  only  course  that  can  be  taken  is  for  the 
court  to  receive  and  watch  the  evidence,  and  to  apply  it  to  the 
construction,  taking  care  that  it  be  not  allowed  to  go  so  far  as  to 
supply  positive  omissions,  which  would  render  the  specification 
defective.  Within  this  limit,  the  construction,  which  is  nothing 
more  than  the  ascertaining  of  the  meaning  of  what  is  written,  may 
alwayp  be  affected  by  evidence ;  which  is  to  be  taken  into  view, 
although  no  conflict  arises  requiring  a  finding  of  the  jury,  because 
the  court  can  have  no  judicial  knowledge  either  of  the  terms  of 
art,  or  of  the  surrounding  circumstances,  and  cannot  say,  until  it 
has  heard  the  evidence,  that  the  meaning  is  not  to  be  affected  by 
them. 

§  464.  The  provinces  of  the  court  and  the  jury,  then,  are  dis- 

^  It  follows,  from  the  proposition  that  the  court  are  to  declare  what  the  specifi- 
cation has  said,  that  it  is  also  a  question  of  law  upon  the  construction  of  the  spe- 
cification, whether  the  invention  has  been  specifically  described  with  reasonable 
certainty.  This  is  a  distinct  question  from  the  intelligibility  of  the  practical  direc- 
tions, although  both  may  arise  upon  the  same  passages. 
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tinct,  and  upon  this  particular  question  of  the  practicability  of  the 
specification,  it  is  of  consequence  that  they  should  not  be  con- 
founded. When  it  is  put  to  a  jury  to  determine  whether  a  speci- 
fication has  so  fully  and  accurately  described  the  invention  that 
others  can  practise  it  from  the  description,  the  danger  sometimes 
arises,  of  there  undertaking  to  determine  what  the  claim  is ;  be- 
cause the  extent  and  character  of  the  claim  itself  may  depend  on 
the  same  words,  on  which  they  are  to  decide  the  intelligibility  of 
the  directions,  and  may  thus  seem  to  be  inseparably  blended  with 
the  question  of  that  intelligibility.  But  in  truth  these  questions 
are  always  separable,  and  care  should  be  taken  to  separate  them. 
In  one  aspect,  eyerything  is  for  the  jury  which  bears  on  the  ques- 
tion whether  the  specification  suflSciently  describes  the  mode  of 
carrying  the  invention  into  effect;  but,  on  the  other  hand,  the 
meaning  of  the  very  passages  on  which  this  question  arises,  in  re- 
lation to  the  prior  question  of  what  the  specification  has  said,  is 
for  the  court,  after  the  fiskcts  which  bear  upon  that  meaning  have 
been  ascertained. 

Thus,  in  Davis  v.  Palmer,^  Marshall,  C.  J.  says :  "  It  may  not, 
perhaps,  be  easy  to  draw  a  precise  line  of  distinction  between  a 
specification  so  uncertain  as  to  claim  no  particular  improvement, 
and  a  specification  so  uncertain  as  not  to  enable  a  skilful  workman 
to  understand  the  improvement  and  construct  it.  Yet  we  think 
the  distinction  exists.  If  it  does,  it  is  within  the  province  of  the 
jury  to  decide  whether  a  skilful  workman  can  carry  into  execution 
the  plan  of  the  inventor." 

§  465.  The  case  of  Neilson  v.  Harford  presents  an  apt  illustra- 
tion of  the  nicety  and  importance  of  these  distinctions.  Mr.  Neil- 
son  invented  the  application  of  the  hot  blast  to  smelting  furnaces, 
by  introducing  between  the  blowing  apparatus  and  the  furnace  a 
chamber  or  receptacle,  in  which  the  air  was  to  be  heated  on  its 
passage,  before,  it  entered  the  furnace.  After  describing  the  mode 
in  which  this  was  to  be  accomplished,  his  specification  said :  ^^  The 
form  or  shape  of  the  vessel  or  receptacle  [the  vessel  in  which  the 
air  was  to  be  heated]  is  immaterial  to  the  effect,  and  may  be 
adapted  to  the  local  circumstances  or  situation."  This  direction, 
it  was  contended,  was  calculated  to  mislead  a  workman,  because  it 
was  not  true ;  it  was  said,  in  point  of  fact,  that  the  size  or  shape 

^  2  Brock.  29S. 
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of  the  heating  yessel  was  immaterial  to  the  ^  effect ''  on  the  air  in 
that  vessel ;  and  this,  it  was  argued,  was  the  ^'  effect ''  concerning 
which  this  delusive  statement  was  made  in  the  specification.  On 
the  other  hand,  the  plaintiff  contended  that  the  meaning  of  this 
passage  was,  that  the  size  and  shape  of  the  heating  vessel  were  im- 
material to  tlie  effect  on  the  furnace^  and  that  it  was  true,  in  point 
of  fact,  that  some  beneficial  effect  might  be  produced  on  the  fur- 
nace, whatever  the  size  or  shape  of  the  heating  vessel  might  be, 
provided  the  temperature  of  the  air  be  sufficiently  raised. 

466.  The  principal  question  raised  upon  the  pleadings  was, 
whether  the  directions  were  calculated  to  mislead  a  workman  who 
might  be  employed  to  construct  such  an  apparatus,  bj  stating  that 
which  was  not  true.  This,  it  was  allowed,  was  a  question  for  the 
jury,  but  before  it  could  be  determined,  it  was  necessary  to  ascer- 
tain what  the  specification  had  said  ;  since  the  fact  of  its  having 
or  not  having  stated  what  was  not  true,  would  depend  altogether 
upon  the  sense  in  which  the  words  were  to  be  received.  At  the 
trial,  the  presiding  judge  construed  the  word  ^^  effect  **  to  mean 
the  effect  on  the  air  in  the  heating  vessel ;  and  the  jury  having 
found  that  the  size  and  shape  of  the  heating  vessel  were  material 
to  the  extent  of  beneficial  effect  produced,  a  verdict  was  entered 
for  the  defendants. 

§  467.  Upon  a  motion  to  enter  the  verdict  for  the  plaintiff,  on 
this  issue,  founded  on  the  special  verdict,  which  also  ascertained 
that  some  beneficial  result  would  be  produced  from  any  shape  of 
the  heating  vessel,  it  was  argued  with  great  force  and  ingenuity, 
that  the  question  being  whether  the  specification  could  or  could 
not  be  carried  into  effect,  which  is  confessedly  a  question  (or  the 
jury,  the  whole  question  of  the  meaning  of  the  passages  on  which 
they  were  to  decide  the  sufficiency  of  the  specification,  was  also 
for  the  jury,  who  were  to  say  whether  the  words  were  or  were  not 
*  sufficient  for  carrying  into  practical  effect  the  invention  or  dis- 
covery which  the  patentee  supposed  he  had  made.  It  was  further 
argued,  that  the  meaning  of  the  words  depended  upon  evidence ; 
whereas,  if  the  court  were  to  pass  upon  the  meaning  of  the  paper, 
they  must  act  upon  the  written  paper  alone,  without  evidence. 
But  the  court  laid  down  the  doctrine  that  in  all  cases  tlie  meaning 
of  the  specification  is  for  the  court ;  and,  although  the  question 


§  465  -  467.]    QUESTIONS  of  law  and  questions  of  fact.  607 

which  goes  to  the  jurj  is  whether  the  directions  in  the  specification 
are  sufficient  or  not,  it  is  necessary  for  the  court  to  declare  what 
the  specification  has  said.  This  must  be  done,  either  by  taking 
into  view  at  the  time  the  evidence  which  bears  upon  the  meaning, 
where  it  is  not  controverted,  or  bj  leaving  to  the  jury,  as  matters 
of  fact,  to  pass  upon  that  evidence,  in  order  to  ascertain  the  mean- 
ing of  scientific  words,  or  the  surrounding  circumstances  on  which 
the  construction  depends.  In  the  one  case,  the  construction  is 
given  absolutoly ;  in  the  other,  it  is  given  conditionally,  because 
dependent  upon  facts  to  be  found  by  the  jury.^ 

^  Neilflon  V.  Harford,  Webs.  Pat.  Cas.  295,  849.  Sir  W.  Follefct  argued  as  fol- 
lows :  "  I  sabmit  to  your  lordships  that  the  whole  question  upon  the  validity  of  the 
specification,  that  is,  on  the  meaning  of  the  specification, 'and  whether  it  can  or 
cannot  be  carried  into  effect,  is  a  question  for  the  jury  and  not  for  the  court,  and 
that  the  jury  are  to  put  their  construcUon  ppon  the  meaning  of  the  words,  and 
that  the  jury  are  to  say  whether  the  words  are  or  not  sufficient,  and  that  it  is  for 
them  to  say,  whether  the  specification  does  sufficiently  show  the  mode  of  carrying 
the  invention  and  discoyery  which  the  patentee  supposed  he  had  made  into  prac- 
tical effect.  [Lord  Abinger,  C.  B. :  Why  is  the  specification,  which  is  a  written 
instrument,  more  particularly  to  be  considered  by  a  jury,  than  any  other  instru- 
ment ?  The  meaning  of  scientific  words  must  be  matter  of  evidence.]  [Alder- 
son,  B. :  The  construction  of  it  is  sorely  fi>r  the  court]  I  do  not  know  quite  the 
extent  to  which  it  is  supposed  the  authorities  have  .gone  in  stating  that  certain 
papers  are  for  the  court  In  many  cases,  undoubtedly,  written  papers  are  for  the 
court,  but  I  apprehend  that  is  by  no  means  a  general  doctrine  of  law ;  but  that 
written  papers,  which  involve  a  question  of  fact  like  this,  whether  or  not  the  party 
has  sofiiciendy  described  the  invention,  that  that  written  p^)er  is  for  the  jury  and 
not  for  the  court,  because  it  is  for  the  juiy  to  say,  as  a  matter  of  fact,  whether 
there  be  or  not  a  sufficient  description  in  that  instrument  to  enable  parties  to  carry 
it  into  effect  That  I  apprehend  to  be  a  question  entirely  for  the  jury.  Cer- 
tainly, the  whole  of  this  is  a  question  of  evidence,  and  a  question  of  fact  It  is 
a  question  of  fact  as  relates  to  the  paper ;  it  is  a  question  of  fact  as  regards  the 
evidence  at  the  trial;  it  is  not  a  question  of  law  at  all ;  and  I  do  not  know  any 
rule  which  is  to  say  that  the  court  is  to  construe  that  specification,  and  to  take  it 
finom  the  jury,  because,  supposing  the  fact  to  be  that  evidence  was  given  at  the 
trial  on  scientific  matters,  which  evidence  would  aid  the  meaning  or  the  constru- 
ing of  the  instrument,  your  lordships  can  have  no  judicial  notice  of  that  at  all. 
If  it  be  a  written  paper  for  your  lordships  to  decide  upon,  it  must  be  without  evi- 
dence. It  is  not  that  your  lordships  can  come  to  a  conclusion  upon  the  meaning  of 
the  paper  by  looking  at  the  evidence  at  the  trial,  but  if  it  comes  within  the  rule, 
that  it  is  a  written  paper  which  the  court  is  to  act  upon,  then  it  must  act  upon 
the  written  alone.  I  think  I  can  show  your  lordships  that  in  every  single  case  in 
which  any  question  has  arisen,  it  has  been  submitted  to  the  jury,  not  decided  by 
the  court  [Lord  Abinger,  C.  B. :  Not  consistenUy  with  my  recollections ;  I  have 
always  thought  that  the  meaning  of  the  specification  was  to  be  determined  by  the 
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§  468.  The  question  whether  the  invention  disclosed  by  the 
specification  is  a  proper  subject  for  a  patent,  is  a  question  of  law, 
on  which  the  court  will  instruct  the  jury.  It  may  involve  the  find- 
ing of  a  variety  of  facts  ;  but  when  the  facts  are  all  ascertained,  it 
is  purely  a  question  of  law,  whether  the  invention  or  discovery  is 
a  patentable  subject.  This  is  a  distinct  and  very  different  question 
from  that  of  the  novelty  of  the  invention.  The  thing  claimed  as 
the  subject  of  a  patent  may  be  entirely  new,  and  yet  it  may  not 
fall  within  that  class  of  discoveries  or  inventions  recognized  by  the 
patent  law  as  the  subjects  of  patents,  and  as  such  comprehended 
within  the  description  of  the  statute.  Thus,  the  subject-matter 
may  turn  out  to  be  the  application  of  an  old  or  well-known  thing, 
to  a  new  purpose,  constituting  a  new  use  only  so  far  as  the  occa* 
sion  is  concerned ;  which  the  law  decides  is  not  the  subject  of  a 
patent.^  Or,  on  the  other  hand,  the  claim  may  be  for  the  use  of  a 
known  thing  in  a  known  manner,  to  produce  effects  already  known, 
but  producing  those  effects  so  as  to  be  more  economically  or  bene- 

court  That  meaning  may  be  varied  by  the  evidence  of  particular  words.  A 
man  mnst  gather  as  he  goes  along  in  order  to  construe  the  written  instrument 
It  is  quite  new  to  me  that  it  is  not  to  be  considered  by  the  court]  [ Alderson,  B. : 
Surely  the  court  is  to  tell  the  jury  what  the  specification  has  said.  If  the  specifi- 
cation contains  words  of  art,  the  court  is  to  say,  —  If  you  believe  these  words  of 
art  to  mean  so  and  so,  the  specification  has  sud  so  and  so ;  leaving  the  question 
of  words  of  art  to  the  jury.  But  if  there  are  no  words  of  art,  what  the  specifica- 
tion has  said  is  to  be  construed  by  the  court  Then  it  is  to  be  left  to  the  jury, 
whether  the  specification  having  so  said,  it  is  or  not  a  sufficient  description  of  the 
invention  according  to  their  judgment]  I  do  not  mean  the  validity  of  the  speci- 
fication as  to  questions  in  which  you  may  direct  nonsuits  in  point  of  law  arising 
out  of  objections  of  a  different  kind,  but  that  thi^  question,  whether  or  not  the 
specification  sufficiently  describes  the  mode  of  carrying  the  invention  into  effect, 
that  everything  relating  to  that  is  for  the  jury,  and  not  for  the  court,  —  the  mean- 
ing of  the  passages  in  the  specification,  and  everything.  I  should  submit  to  your 
lordships  that  the  whole  of  it  was  for  the  jury,  and  not  for  the  court  [Aider- 
son,  B. :  That  there  are  some  things  in  the  specification  which  are  questions  of 
fact  ik  true,  and  there  are  some  things  in  the  specification  which  are  questions  of 
law;  the  construction  is  to  be  given  by  the  court,  but  the  intelligibility  of  it  is  for 
the  jury.]  That  is  all  I  am  contending.  [Lord  Abinger,  C.  B. :  The  intelligi- 
bility means  with  reference  to  words  of  science,  or  matters  in  it  which  persons 
may  explain  so  as  to  satisfy  the  jury.  Tou  are  discussing  an  abstract  principle 
where  it  is  not  necessary :  if  you  take  an  abstract  principle,  I  must  say  the  mean- 
ing of  the  specification  is  a  matter  of  law,  and  that  the  judge  must  be  informed, 
by  evidence,  of  the  facts,  and  then  he  must  leave  those  fiicts  to  the  juiy,  for  them 
to  find  whether  they  be  true  or  not]  See  also  ante,  note. 
^  LoOi  V.  Hague,  Webs.  Pat.  Cas.  202,  207 ;  Howe  v.  Abbott,  2  Story's  B.  190. 
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ficially  enjoyed  by  the  public ;  which  the  law  decides  is  a  patent- 
able subject.^  In  these  and  other  cases  where  the  question  arises, 
upon  all  the  facts  attending  and  surrounding  the  alleged  invention, 
whether  it  is  a  patentable  subject,  it  is  for  the  court  to  settle  that 
question.  Of  course  the  novelty  of  the  invention  is  a  prerequisite 
to  the  validity  of  the  patent,  and  this  is  a  question  of  fact ;  but  the 
alleged  invention  being  ascertained  to  be  new,  it  is  still  to  be  de- 
termined whether  it  is  that  species  of  invention  to  which  the  law 
gives  the  protection  of  a  patent. 

§  469.  The  question  of  infringement  is,  as  has  already  been 
stated,  a  question  whether  the  invention  of  the  defendant  is  sub- 
stantially the  same  thing  as  that  of  the  plaintiff.  The  identity  of 
two  things  is  a  matter  of  fact,  depending  upon  evidence  ;  and  al- 
though it  is  to  be  determined  under  the  guidance  of  those  princi- 
ples which  determine  what  constitutes  identity  and  diversity  in  the 
sense  of  the  patent  law,  yet  it  is  for  the  jury  to  determine,  as  mat- 
ter of  fact,  under  proper  instructions,  whether  the  two  things  are 
the  same  or  different.^ 

This  is  true  even  where  there  is  no  dispute  as  to  the  particular 
process  or  machine  employed  by  the  defendant,  but  only  whether 
that  process  or  machine  is  an  infringement.  The  court  cannot 
compare  the  plaintiff's  invention  with  that  which  is  used  by  the 
defendant  and  say  that  the  two  are  identical.^ 

For  a  full  discussion  of  the  question,  what  is  proper  evidence  of 
the  infringement,  by  means  of  chemical  equivalents,  of  a  chemical 
process,  see  Heath's  patent  and  the  numerous  decisions  elicited  by 
it,^  supra^  chapter  on  Infringement. 

^  Crane  v.  Price,  Webs.  Pat  Cas.  408, 409. 

'  Boulton  V.  Boll,  2  H.  BL  468 ;  Whittemore  v.  Cutter,  1  Gallifl.  478 ;  Pennock 
r.  Dialogue,  4  Wash.  5S8 ;  Lowell  v.  Lewis,  1  Mason,  191 ;  Phillips  on  Patents, 
431. 

'  Delarue  v,  Dickenson,  7  Ell.  &  Blackb.  788.  Compare  a  similar  question  as 
to  the  provinces  of  court  and  jury  on  the  issue  of  novelty,  at  the  commencement  of 
the  present  chapter. 

*  2  Webs.  Pat.  Cas.  218 ;  82  E.  L.  &  Eq.  45. 


510  THE  LAW  07  PATENTS.  [CH.  XIL 


CHAPTER   XII. 

BVIDEKCB. 

§  470.  The  evidence  appropriate  to  the  different  stages  of  a 
patent  cause  may  be  divided  into  (1.)  the  evidence  of  title,  and  (2.) 
the  evidence  upon  the  point  of  infringement.  Evidence  of  title 
relates  to  the  letters-patent  and  the  plaintiff's  interest  therein,  the 
novelty  and  utility  of  the  invention,  and  the  sufficiency  of  the  speci- 
fication. Evidence  of  the  infringement  relates  to  the  identity  of  the 
thing  made,  used  or  practised  by  the  defendant,  with  the  inven- 
tion of  the  patentee. 

§  471.  I.  As  to  the  plaintiffs  title.  With  regard  to  the  letters- 
patent,  the  statute  of  1886,  §§  4,  5,  makes  a  copy  under  the  seal 
of  the  Patent  Office  and  the  signature  of  the  commissioner  compe- 
tent evidence  that  a  patent  has  been  granted  by  the  government 
for  the  invention  described  in  the  specification  annexed.  If  the 
patent  produced  in  evidence  refers  to  the  description  in  a  former 
patent,  it  is  necessary  to  produce  and  read  that  former  patent,  in 
order  to  show  what  the  invention  is,  if  it  is  not  made  entirely  clear 
and  intelligible  by  the  patent  on  which  the  action  is  brought.^ 

§  471  a.  Wliere  the  patentee  has  surrendered  his  original  patent 
and  taken  out  a  reissue  with  an  amended  specification,  the  action 
of  the  commissioner  of  patents  in  granting  the  reissue  is  conclusive 
evidence  upon  the  question  of  *^  inadvertence,  accident,  or  mis- 
take." The  decision  of  the  commissioner  is  not  re-examinable 
elsewhere,  except  upon  the  ground  of  fraud  or  evident  want  of 
jurisdiction.  Such  is  the  ruling  of  the  Supreme  Court  in  the  case 
of  Stimpson  v.  Westchester  Railroad,'  confirming  the  decision  in 
Woodworth  v.  Stone,*  under  the  provisions  of  the  act  of  1836, 
ch.  357,  §  13,  although  the  same  court  had  previously  decided, 
in  the  case  of  Philadelphia  and  Trenton  Railroad  v.  Stimpson,^  that 

^  Lewis  V.  Davis,  8  Carr.  &  Pa3me,  502.  A  drawing  filed  sabsequent  to  the 
destruction  by  fire  of  the  original  patent  is  admissible  in  evidence.  Emerson  o. 
Hogg,  2  Blatcfaf.  1. 

«  4  How.  880.  •  8  Story's  R.  749.  *  14  Pet  448. 
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the  action  of  the  commissioner  was  only  primd  fade  evidence. 
The  opinion  of  Judge  Story  in  the  case  of  the  Philadelphia  and 
Trenton  Railroad,  as  cited  in  the  note  to  the  following  paragraph, 
must  accordingly  be  understood  with  this  modification.  (  Vid.  on 
this  topic  the  chapter  on  Proceedings  at  the  Patent  OflSce.)  So 
also,  in  the  case  of  an  extension  of  the  term  of  letters-patent, 
the  action  of  the  commisedoner  is  conclusive  evidence  of  all  the 
facts  that  he  is  required  to  find,  and  is  impeachable  only  for  fraud.^ 
The  signature  of  one  styling  himself  ^^  acting  commissioner,"  at- 
tached to  letters-patent,  is  sufficient  in  controversies  between  the 
patentee  and  third  parties.^ 

^  472.  The  letters-patent  being  thus  proved  to  have  issued,  they 
are  primd  facie  evidence  that  the  patentee  was  the  first  inventor 
of  the  thing  patented.'  The  reason  upon  which  this  is  held  is, 
that  our  statute  requires  the  patentee  to  make  oath  that  he  is  the 
first  and  true  inventor  of  the  thing ;  and  when  the  patent  has  is- 
sued, supported  by  this  oath,  the  burden  of  proofs  is  cast  upon  the 
party  who  would  object,  to  show  that  the  grant  has  been  improper- 
ly obtained  by  the  patentee ;  because  the  law  presumes,  in  the  first 
instance,  that  the  patent  has  been  granted  upon  the  proofs  which 
the  statute  requires  to  be  laid  before  the  officers  of  the  govern- 
ment, and  that  those  proofs  were  satisfactory.^  ^ 

^  Clum  V.  Brewer,  2  Curt  C.  C.  506 ;  Colt  v.  Young,  2  Blatch£  471. 

*  Woodworth  v.  Hall,  1  Woodb.  &  Min.  248,  389. 

'  Alden  v.  Dewey,  1  Story's  B.  SS6 ;  Woodworth  v.  Sherman,  S  Story's  B. 
172 ;  Steams  v.  Barrett,  1  Mason,  15S.  It  is  also  held  in  England,  that  the  pat* 
ent  is  prima  facie  eyidence,  on  the  part  of  the  person  claiming  the  right,  that  he 
is  so  entitled.    Minter  v.  Wells,  Webs.  Pat  Gas.  129. 

*  In  the  Philadelphia  and  Trenton  Bailroad  Company  v*  Stimpson,  14  Petors, 
458,  Mr.  Justice  Story,  delivering  the  opinion  of  the  Supreme  Court  of  the  United 
States,  said :  '*  Now  the  objection  is,  that  the  present  patent  does  not  contain  any 
recitals  that  the  prerequisites  thus  stated  in  the  act  have  been  complied  with,  yiz., 
that  the  error  in  the  former  patent  has  arisen  by  inadyertency,  accident,  or  mis- 
take, and  without  any  fraudulent  or  deceptive  Intention ;  and  that  without  such 
recitals,  as  it  is  the  case  of  a  special  authority,  the  patent  is  a  mere  nullity  and 
inoperative.  We  are  of  opinion  that  the  objection  cannot,  in  point  of  law,  be 
maintained.  The  patent  was  issued  under  the  great  seal  of  the  United  States, 
and  is  signed  by  the  President,  and  countersigned  by  the  Secretary  of  State.  It 
is  a  presumption  of  Uw,  that  all  public  officers,  and  especially  such  high  function- 
aries, perform  their  proper  official  duties  until  the  contrary  is  proved.  And  where, 
as  in  the  present  case,  an  act  is  to  be  done,  a  patent  granted  upon  evidence,  and 
prooiii  to  be  laid  before  a  public  officer,  upon  which  he  is  to  decide,  the  fact  that 
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Where  the  defendant  wishes  to  set  up  a  merely  equitable  title 
against  one  who  possesses  the  full  legal  title,  he  must  distincdj 
allege  such  defence  in  his  answer,  and  establish  it  on  the  title. 
The  burden  of  proof  is  against  him.^ 

§  478.  When  the  patentee  wishes  to  strengthen  this  evidence^ 
either  in  the  opening  of  his  case  or  to  rebut  anj  evidence  offered 
by  the  defendant  which  may  have  tended  to  show  that  he  was  not 
the  first  inventor,  he  can  only  call  persons  who  were  in  the  way 
of  hearing  of  the  invention  if  it  had  existed  before,  to  testify  tliat 
they  have  not  heard  of  it.  The  proposition  which  the  plaintiff  has 
to  establish  is,  strictly,  a  negative ;  be  is  to  prOve  that  the  inventiou 
did  not  exist  before  ;  and  therefore,  as  has  been  said,  he  must  pro- 
ceed by  exhausting  the  affirmative  instances  of  it,  by  calling  those 
persons  who  might  have  known  of  it,  if  it  had  existed  before,  but 
who  never  have  heard  of  it ;  and  the  more  those  persons,  from 
their  acquaintance  with  the  particular  trade  or  manufacture, 
were  in  the  way  of  hearing  of  or  meeting  with  it,  the  stronger  the 
evidence  will  be.^ 

he  has  done  the  act  or  granted  the  patent  is  primd  facie  evidence  that  the  prodB 
have  been  regularly  made,  and  were  satisfactory.  No  other  tribunal  is  at  liberty 
to  re-examine  or  controvert  the  sufficiency  of  such  proofs,  if  laid  before  him,  when 
the  law  has  made  such  officer  the  proper  judge  of  their  sufficiency  and  competen- 
cy. It  is  not,  then,  necessary  for  the  patent  to  contain  any  recitals  that  the  pre- 
requisites to  the  grant  of  it  have  been  duly  complied  with,  for  the  law  makes  the 
presumption ;  and  if,  indeed,  it  were  otherwise,  the  recitals  would  not  help  the 
case  without  the  auxiliary  proof  that  these  prerequisites  had  been,  defaciOy  com- 
plied with.  This  has  been  the  uniform  construction,  as  far  as  we  know,  in  all  our 
courts  of  justice,  upon  matters  of  this  sort  «Patent8  for  lands,  equally  with  pat- 
ents for  inventions,  have  been  deemed  primd  facie  evidence  that  they  were  regu- 
larly granted  whenever  they  have  been  produced  under  the  great  seal  of  the  gov- 
ernment, without  any  recitals  or  prooft  that  the  prerequisites  under  which  they 
have  been  issued  have  been  duly  observed.  In  cases  of  patents,  the  courts  of  the 
United  States  have  gone  one  step  further,  and  as  the  patentee  is  required  to 
nuike  oath  that  he  is  the  true  inventor,  before  he  can  obtain  a  patent,  the  patent 
has  been  deemed  primd  facie  evidence  that  he  has  made  the  invention."  See  Pitts 
V.  Hall,  2  Blatchf.  229. 

^  Gibson  v.  Cook,  2  Blatchf.  144. 

*  Cornish  v.  Keene,  Webs.  Pat  Cas.  508 ;  Galloway  v.  Bleaden,  Ibid.  526 ; 
Pennock  v.  Dialogue,  4  Wash.  588.  "  The  fact  of  making  or  exhibiting  an  arti- 
cle never  before  seen  or  heard  of  by  the  witnesses  who  prove  the  fact,  is  at  least 
primd  facie  evidence  of  invention,  until  other  evidence  is  given  to  prove  that  the 
same  article  was  invented,  known  or  in  use,  at  an  antecedent  period  of  time,  and 
that  the  patentee  had  only  embodied  the  conceptions  and  the  discovery  of  Kme 
other  person."  ^ 
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§  474.  Although  this  evidence  is  only  general  and  negative,  it 
is  not,  on  that  account,  without  weight.  To  illustrate  its  force  as 
well  as  its  proper  office,  we  may  suppose  a  case  where  the  defend- 
ant had  succeeded  in  showing  that  some  prior  inventor  had  made 
experiments  in  the  same  line  as  the  patentee,  and  that  this  evi- 
dence goes  so  far  as  to  show  that  that  person  had  probably  accom- 
plished the  same  result  as  the  patentee ;  but  the  point  is  still  left  in 
doubt,  whether  he  had  actually  reached  and  perfected  the  invention 
for  which  the  plaintiff  has  obtained  a  patent.^  The  rule  of  law  in 
such  cases  is,  that  if  the  prior  efforts  of  some  preceding  inventor 
rested  in  experiment  alone,  his  experiments,  however  near  they 
may  have  been  carried  to  the  complete  production  of  the  thing, 
will  not  prevent  a  subsequent,  more  successful  inventor,  who  has 
produced  the  perfect  result  at  which  both  may  have  aimed,  from 
obtaining  a  valid  patent.  The  question  for  the  jury  will  therefore 
be,  in  such  cases,  whether  the  efforts  of  the  prior  inventor  rested 
in  experiment  alone,  without  coming  to  the  point  of  completion, 
both  in  the  theory  and  the  actual  application  of  the  invention. 
Upon  this  question,  the  fact  that  the  invention  was  never  heard  of 
until  it  was  known  to  have  proceeded  from  the  present  patentee, 
is  of  great  weight.  If  it  had  been  heard  of  among  those  persons 
who  make  it  the  business  of  their  lives  to  know  what  is  going  on 
in  the  particular  trade  or  art  which  it  concerns,  or  to  know  what 
inventions  in  all  arts  or  trades  are  from  time  to  time  produced, 
prior  to  the  time  when  it  was  made  by  the  patentee,  the  presump- 
tion would  be  very  strong,  that  the  person  who  is  proved  to  have 
made  near  experiments  towards  it  had  actually  accomplished  the 

^  The  remarks  of  Nelsoii)  J.,  in  Many  v,  Jagger,  1  Blatchf.  872,  seem  to  be  here 
in  point :  *'  But  there  is  one  fact  to  which  we  will  call  your  attention,  that  is  enti- 
tled to  some  consideration,  although  it  is  not  decisive.  The  James  wheel  was  in 
general  use  on  the  Harlem  R  R.  in  1834,  and  to  some  extent  on  the  New  Jersey 
R.  R.  Baldwin  in  Philadelphia  in  1885,  and  Tiers  in  the  same  city  in  1836,  one 
of  them  a  year,  the  other  a  year  and  a  half  after  the  James  wheel  was  in  com- 
mon use  on  these  two  roads,  made  trial  to  cast  the  double-plate  wheel ;  and  we 
think,  on  the  evidence  in  the  case,  it  is  fair  to  infer  that  they  made  their  experi- 
ments with  full  knowledge  of  the  James  wheel If  this  inference  be  a  fair 

one,  and  it  is  for  the  jury  to  say  whether  it  is  or  not,  then,  with  the  James  wheel 
before  them,  Baldwin  and  Tiers  both  failed  to  make  a  double-plate  wheel.  They 
had  the  idea  of  such  a  wheel  in  their  minds,  but  were  unable  to  perfect  it.  The 
conclusion  would  seem  to  follow,  that  the  James  wheel  and  the  double-plate  wheel 
were  not  necessarily  identical,  or  that  the  former  would  necessarily  lead  to  tht 
latter  without  any  ingenuity  other  than  ordinary  mechanical  skill." 
PAT.  88 
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perfect  result,^  Still  the  evidence  would  not  be  conclusire,  be- 
cause the  report  that  such  an  invention  had  been  made  might  have 
arisen  from  what  had  been  done  in  the  way  of  experiment  alone. 
But  it  would  be  very  strong  presumptive  evidence  that  the  experi- 
ments had  terminated  successfully,  if  persons  who  were  in  the  way 
of  hearing  of  such  inventions  should  testify  that  they  had  heard  of 
such  an  invention  having  been  announced,  although  they  had  not 
seen  it.  On  the  other  hand,  if  such  persons  had  not  heard  of  such 
an  invention,  the  evidence  would  not  show  conclusively  that  the 
prior  experiments  rested  in  experiment  alone,  but  it  would  have  a 
very  strong  tendency  to  establish  this  conclusion,  because  tliere  is 
an  irresistible  tendency  in  inventions  to  become  known,  as  to 
their  results,  if  not  as  to  their  processes,  whenever  the  results  are 
accomplished.^ 

§  475.  There  is  one  other  species  of  evidence,  applicable  to  the 
issue  of  novelty,  when  the  question  is  as  to  the  time  when  the  pat- 
entee had  completed  his  invention.  It  may  be  necessary  for  the 
plaintiff  to  rebut  evidence  offered  by  the  defendant  as  to  the  inven- 
tion and  use  of  the  same  thing  by  other  persons  before  tlie  date  of 
his  patent,  and  hence  it  may  be  important  to  show  the  precise  time 
when  the  invention  was  completed  by  the  patentee.  For  this  pur« 
pose  the  patentee  may  give  in  evidence  his  own  declarations,  as 
part  of  the  res  gestce^  describing  the  nature  and  object  of  the  in- 
vention, to  an  extent  which  has  been  defined  by  the  Supreme  Court 
of  the  United  States.^ 

^  If  such  persons  had  seen  the  thing,  no  farther  inquiry  would  be  necessary,  ibr 
the  proof  would  be  positive  that  the  thing  existed  before.  But  the  evidence  we 
are  here  considering  relates  merely  to  the  fact  of  such  persons  having  or  not  heard 
of  the  invention,  which  fact,  if  shown  in  the  affirmative,  of  course  must  be  aided 
hy  proof  of  its  having  been  made  by  somebody,  and  would  not  alone  be  conclusive 
proof  of  its  actual  previous  existence. 

*  The  case  of  Galloway  v.  Bleaden,  Webs.  Pat.  Cas.  521,  525,  presents  a  state 
of  facts  similar  to  that  which  we  have  supposed  in  the  text  Two  witnesses  conver- 
sant with  subjects  of  the  description  of  the  patented  invention,  and  who  devoted 
themselves  to  the  knowledge  of  the  inventions  made  from  week  to  week,  testified 
that  they  had  not  before  heard  of  such  a  discovery  previous  to  the  issuing  of  the 
plaintiff's  patent.  The  court  said  this  was  enough  to  call  on  the  other  side  to 
show  affirmatively  that  the  invention  was  not  new,  and  that  it  was  for  the  jury  to 
say  whether  the  evidence  as  to  what  had  been  done  by  the  antecedent  experi- 
ments or  efforts  of  others,  in  the  way  in  which  it  ought  to  be  understood,  had 
brought  their  minds  to  that  conclusion. 

'  **  In  many  cases  of  inventions,  it  is  hardly  possible  in  any  other  manner  to 
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But  where  the  inventor  has  parted  with  his  interest  in  the  let- 
ter^patent,  e.  g.  by  assignment,  any  subsequent  declarations  made 
by  him  are  wholly  inadmissible,  either  to  show  a  want  of  title  m 
him,  or  to  affect  the  quality  of  the  article,  or  to  impair  in  any  way 
the  rights  of  the  assignee.^ 

§  476.  Sometimes  the  issue  of  novelty  involves  the  identity  or 
diversity  of  the  thing  patented,  compared  with  something  before 
known  or  used,  on  which  the  defendant  relies  to  defeat  the  patent. 
The  nature  of  the  evidence  and  the  sources  from  which  it  is  to  be 
drawn,  are  the  same  upon  this  issue  as  when  the  question  of  iden- 
tity or  diversity  arises  under  the  issue  respecting  an  infringement ; 
and  the  consideration  of  the  principles  of  evidence  on  both  of  these 
issues  may  here  be  postponed  until  we  come  to  the  general  discus- 
sion of  the  question  of  identity. 

§  476  a.   Where  the  patent  is  for  a  combination,  the  patentee  is 

certain  the  precise  time  and  exact  origin  of  the  particular  invention.  The  inven- 
tion itself  is  an  intellectual  process  or  operation ;  and,  like  all  other  expressions  of 
thought,  can  in  many  cases  scarcely  be  made  known,  except  by  speech.  The  in- 
vention may  be  consummated  and  perfect,  and  may  be  susceptible  of  complete  de- 
scription in  words,  a  month,  or  even  a  year  before  it  can  be  embodied  in  any  visi- 
ble form,  machine,  or  composition  of  matter.  It  might  take  a  year  to  construct  a 
steamboat,  after  the  inventor  had  completely  mastered  all  the  details  of  his  inven- 
tion, and  had  fully  explained  them  to  all  the  various  artisans  whom  he  might  em- 
ploy to  construct  the  different  parts  of  the  machinery.  And  yet,  from  those  very 
details  and  explanations,  another  ingenious  mechanic  might  be  able  to  construct 
the  whole  apparatus,  and  assume  to  himself  the  priority  of  the  invention.  The 
conversations  and  declarations  of  a  patentee,  merely  affirming  that  at  some  former 
period  he  invented  that  particular  machine,  might  well  be  objected  to.  But  his 
conversations  and  declarations,  stating  that  he  had  made  an  invention,  and  de- 
scribing its  details  and  explaining  its  operations,  are  properly  to  be  deemed  an  as- 
sertion of  his  right,  at  that  time,  as  an  inventor,  to  the  extent  of  the  facts  and  de- 
tails which  he  then  makes  known,  although  not  of  their  existence  at  an  antecedent 
time.  In  short,  such  conversations  and  declarations,  coupled  with  a  description 
of  the  nature  and  objects  of  the  invention,  are  to  be  deemed  a  part  of  the  res 
gestcBy  and  legitimate  evidence  that  the  invention  was  then  known  to  and  claimed 
by  him ;  and  thus  its  origin  may  be  fixed  at  least  as  early  as  that  periods"  The 
Philadelphia  and  Trenton  Railroad  Company  v.  Stimpson,  14  Peters,  462.  In 
Pettibone  v.  Derringer,  4  Wash.  215,  the  patentee  was  allowed  to  give  in  evi- 
dence his  letters  to  the  Secretary  of  State,  containing  applications  and  specifica- 
tions, and  certified  under  the  department  seal  as  papers  remaining  in  that  office. 
See  Allen  v.  Blunt,  2  Woodb.  &  Min.  121,  where  a  motion  for  a  new  trial,  on  the 
ground  that  such  letters  had  been  admitted  in  evidence,  was  refused. 
^  Many  v.  Jagger,  1  Blatch£  876. 
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not  permitted,  on  the  trial,  to  abandon  a  part  of  the  combination 
as  useless,  still  less  can  he  be  suffered  to  prove  it  useless.^ 

With  regard  to  the  evidence  of  damages  in  an  action  for  in- 
fringement, see  ante^  chapter  on  Infringement,  where  this  topic  is 
discussed  at  length.  Here  it  may  suffice  to  state  that,  in  the  absence 
of  a  license  fee,  actual  damages  must  be  proved  by  evidence  bear- 
ing directly  on  the  point,  so  that  the  jury  may  be  furnished  with 
sufficient  data,  and  not  left  to  the  exercise  of  their  ingenuity  in 
guessing  probable  damages.^ 

§  477.  The  plaintiff  must  also  offer  some  evidence  of  the  utility 
of  his  invention.  The  degree  of  utility,  as  we  have  seen,  is  not 
material ;  but  the  invention  must  be  capable  of  some  use,  bene- 
ficial to  society.  This  is  ordinarily  proved  by  the  evidence  of  per- 
sons conversant  with  the  subject,  who  may  be  called  upon  to  say 
whether  the  thing  invented  is  or  is  not  capable  of  the  use  for  which 
it  is  designed,  or  whether  it  is  an  improvement  upon  what  had  been 
in  use  before.  But  it  may  also  be  proved  by  other  testimony,  which 
will  show  that  large  orders  have  been  given  for  the  article  by  the 
public,  or  that  licenses  have  been  taken  for  the  exercise  of  the 
right. 

§  478.  The  plaintiff,  in  addition  to  the  primd  facie  evidence  of 
the  novelty  of  his  subject-matter,  must  also  offer  some  proof  of  the 
sufficiency  of  his  specification.  In  other  words,  he  must  show, 
to  use  the  language  of  the  statute,  that  his  specification  is  "  in 
such  full,  clear,  and  exact  terms,  as  to  enable  any  person,  skilled 
in  the  art  or  science  to  which  it  appertains,  to  make,  constnict, 
compound,  or  use  "  the  thing  patented.  This  may  be  apparent  to 
the  jury  on  the  face  of  the  specification  itself,  from  its  simplicity 
and  the  absence  of  technical  terms  and  descriptions ;  but  where 
the  invention  is  at  all  complicated,  or  terms  of  art  or  science  are 
made  use  of,  requiring  the  exercise  of  technical  knowledge  to  de- 
termine whether  the  specification  is  sufficient,  it  is  at  least  advis- 
able, if  not  necessary,  for  the  plaintiff,  in  opening  his  case,  to  give 

^  Vance  v.  Campbell,  1  Black.  427. 

*  Seymour  V.  McCormick,  16  How.  480 ;  City  of  New  York  r.  Ransom,  23  How. 
487  ;  Suffolk  Co.  v.  Hayden,  3  Wall.  815.  In  view  of  these  subsequent  cases,  it 
may  be  questioned  whether  the  rule  on  the  evidence  and  measure  of  damages,  as 
laid  down  by  Judge  Nelson,  in  Stevens  v.  Felt,  2  Blatchf.  87,  is  still  to  be  consid- 
ered as  law. 
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some  evidence  that  his  specification  can  be  applied  by  those  to 
"whom  the  law  supposes  it  to  be  addressed.  If  the  sufficiency  of 
the  specification  is  disputed,  the  plaintiff  must  go  into  evidence  to 
sustain  it.  How  much  of  this  evidence  may  properly  be  reserved 
for  answer  to  the  defendant's  case,  and  how  much  should  be  intro- 
duced in  the  plaintiff's  opening,  must  depend  on  the  circumstances 
of  the  trial,  although  it  may  be  stated,  as  a  general  rule,  that  slight 
evidence  of  sufficiency  is  all  that  is  necessary  to  be  offered  at  first, 
in  order  to  make  it  incumbent  on  the  defendant  to  falsify  the  spe- 
cification.^ 

§  479.  The  nature  and  source  of  the  evidence,  to  show  the  suf- 
ficiency of  a  specification,  present  a  topic  of  much  interest,  under 
that  somewhat  difficult  branch  of  the  law  of  evidence  which  relates 
to  experts.  What  is  the  meaning  of  the  statute,  when  it  refers  to 
the  ability  of  persons  **  skilled  in  the  art  or  science  "  to  which  the 
invention  appertains,  ^^  or  with  which  it  is  most  nearly  connected," 
to  make,  construct,  compond,  and  use  the  same  ?  Does  it  mean 
to  adopt  as  witnesses  those  only  who  have  the  practical  skill  of 
artisans  in  the  art  or  science,  and  to  make  their  ability  to  under- 
stand and  apply  the  specification  the  test  of  its  sufficiency,  or  does 
it  include  that  higher  class  of  persons,  who,  from  general  scientific 
knowledge,  or  from  a  theoretical  acquaintance  with  the  principles 
of  the  art  or  science  involved,  might  be  able  to  teach  an  artisan  or 
practical  workman  how  to  practise  the  invention  ?  It  is  apparent 
that  both  of  these  classes  of  persons  may  be  within  the  literal  mean- 
ing of  the  phase  ^^  skilled  in  the  art  or  science  "  ;  but  the  question 
is,  whether  the  law  contemplates  one  only,  or  both  of  them,  as  the 
proper  witnesses  to  determine  the  sufficiency. of  a  specification.  It 
seems  to  me  very  clear  that  the  law  means  to  adopt,  as  a  general 
standard  of  the  sufficiency  of  a  specification,  the  ability  of  skilful 

^  It  seems  to  be  the  rule  in  England  that  the  plaintifF  must  open  with  some  evi- 
dence of  the  sojQiciency  of  his  specification,  unless  the  defendant  admits  that  it 
was  tried  and  succeeded.  Turner  v.  Winter,  Webs.  Fat  Cas.  81 ;  1  T.  R.  602 ; 
Cornish  v.  Keene,  Webs.  Pat.  Gas.  508.  And  if  a  whole  class  of  substances  be 
stated  as  suitable,  the  plaintiff  must  show  that  each  of  them  will  succeed.  Bick- 
ford  V.  Hewes,  Ibid.  218.  Under  our  system  of  pleading,  the  same  rule  should  be 
followed.  Although  the  defendant  is  obliged  to  give  notice  if  he  intends  to  rely 
on  the  insufficiency  of  the  specification,  the  plea  of  not  guilty  puts  the  sufficiency 
of  the  specification  in  issue,  and  the  plaintiff*  must  therefore  prove  it  as  one  of  the 
things  necessary  to  found  bis  action. 


#' 
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practical  workmen  to  practise  the  invention  from  tlie  directions 
given  in  the  specifications.  The  standard  of  acquirement  and 
knowledge  may  vary  with  the  nature  of  the  subject-matter ;  but 
where  the  invention  falls  within  the  province  of  an  art  or  science, 
which  is  practised  by  a  particular  class  of  mechanics,  operators, 
manufacturers,  or  other  workmen,  who  possess  and  whose  voca- 
tion it  is  to  apply  technical  knowledge  in  that  particular  branch  of 
industry,  the  patent  law  refers  to  their  capacity  to  take  the  specifi- 
cation and  carry  out  in  practice  the  direction  which  it  contains, 
without  invention  or  addition  of  their  own. 

§  480.  Thus,  if  the  invention  be  of  a  pump,  or  of  some  improve- 
ment in  pumps,  tiie  question  will  be  whether  a  pump-maker  of 
ordinary  skill  could  construct  one  upon  the  plan  given  in  the 
specification,  from  the  directions  given.^  If  it  be  a  composition  of 
matter  falling  within  the  art  of  practical  chemistry,  the  question 
on  the  specification  will  be  whether  its  directions  are  so  clear  and 
intelligible  that  a  practical  chemist  of  ordinary  skill  could  make 
the  compound  by  following  out  the  directions.'  If  it  be  a  process 
involving  the  application  of  a  principle  in  physics  to  a  particular 
branch  of  manufacture,  to  be  carried  into  effect  in  a  particular 
manner,  the  question  will  be  whetlier  the  directions,  if  fairly  fol- 
lowed out  by  a  competent  workman,  of  the  class  ordinarily  em- 
ployed to  construct  an  apparatus  of  that  kind,  would  produce  the 
effect  intended.^  This  seems  to  be  the  general  rule,  applicable  to 
a  very  large  proportion  of  the  inventions  which  become  the  sub- 
jects of  patents ;  and  accordingly  it  may  be  stated  as  a  general 
rule  that  the  proper  witnesses  to  determine  on  the  sufficiency  of  a 
specification  are  practical  workmen  of  ordinary  skill  in  the  partic* 
ular  branch  of  industry  to  which  the  patent  relates,  because  it  is 
to  them  that  the  specification  is  supposed  to  be  addressed.^ 

^  Lowell  V.  Lewis,  1  MasoD,  182. 

*  Byan  v.  Goodwin,  8  Samner,  514. 

*  Neilson  v.  Harford,  Webs.  Pat  Gas.  871. 

*  Gibson  v.  Brand,  Webs.  Pat  Gas.  629;  Bickford  v.  Skewes,  Ibid.  219  ;  Aik- 
wright  V.  Nightingale,  Ibid.  61 ;  Elliott  v.  Aston,  Ibid.  224 ;  Huddart  v.  Grim- 
shaw,  Ibid.  87;  Morgan  v.  Seaward,  Ibid.  174;  Neilson  v.  Ilarford,  Ibid.  371. 
The  following  instractive  charge,  given  by  Alderson,  B.  to  the  jury  in  Morgan  v. 
Seaward,  contains  an  elaborate  illustration  of  the  law  on  this  point  of  intelligibili- 
ty. **  I  will  now  begin  with  the  specification.  It  is  the  duty  of  a  party  who  takes 
out  a  patent  to  specify  what  his  invention  really  is,  and  although  it  is  the  boonden 
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§  481.  At  the  same  time,  there  maj  be  another  class  of  wit- 
nesses, of  much  higher  character,  competent  to  be  examined  on 

duty  of  a  jury  to  protect  him  in  the  fair  exercise  of  his  patent  right,  it  is  of  great 
importance  to  the  public,  and  by  law  it  is  absolutely  necessary,  that  the  patentee 
should  state  in  his  specification,  not  only  the  nature  of  his  invention,  but  how  that 
invention  may  be  carried  into  effect.  Unless  he  be  required  to  do  that,  monopo- 
lies would  be  given  for  fourteen  yean  to  persons  who  would  not,  on  their  part,  do 
what  in  justice  and  in  law  they  ought  to  do,  state  fairly  to  the  public  what  their 
invention  is,  in  order  that  other  persons  may  know  what  is  the  prohibited  ground, 
and  in  order  that  the  public  may  be  made  acquainted  with  the  means  by  which 
the  invention  is  to  be  carried  into  effect  That  is  the  &ir  premium  which  the 
patentee  pays  ibr  the  monopoly  he  receives.  The  question  is,  whether  Mr.  Gal- 
loway has  in  the  specification,  and  which  is  accompanied  by  a  drawing  which  you 
ought  to  take  as  part  of  the  specification,  described  with  sufficient  clearness  and 
distinctness  the  nature  of  hb  invention,  and  the  mode  by  which  it  is  to  be  carried 
into  effect  He  has  described  two  inventions,  and  if  either  of  those  inventions  is 
not  sufficiently  specified,  the  patent  fails ;  for  if  a  person  runs  the  hazard  of  put- 
ting two  inventions  into  one  patent,  he  cannot  hold  his  patent,  unless  each  can  be 
supported  as  a  separate  patent  In  order  to  support  each,  the  invention  must  be 
useful,  and  must  be  described  in  tlii  specification  in  such  a  manner  as  to  lead  peo- 
ple clearly  to  know  what  the  invention  is,  and  how  it  is  to  be  carried  into  effect 
That  doctrine  must  be  applied  to  each  of  the  two  inventions  contained  in  this 
patent,  that  is,  to  the  invention  of  the  steam-engiue,  and  the  invention  of  the  ma- 
chinery for  propelling  vessels. 

^  To  begin,  therefore,  with  the  steam-engine.  Has  Mr.  Galloway  sufficiently  de- 
scribed it  so  as  to  enable  any  one  to  know  what  he  has  invented,  and  so  as  to  enable  a 
workman  of  competent  skill  to  carry  the  invention  into  effect  ?  Mr.  Justice  BuUer, 
in  the  case  of  the  King  v.  Arkwright,  lays  down  as  the  criterion  that  a  man,  to  enti- 
tle himself  to  the  benefit  of  a  patent  of  monopoly,  must  disclose  his  secret  and  speci- 
fy his  invention  in  such  a  way  that  others  of  the  same  trade,  who  are  artists,  may  be 
taught  to  do  the  thing  for  which  the  patent  is  granted,  by  following  the  directions 
of  the  specification,  without  any  new  invention  or  addition  of  their  own.  That  is 
reasonable  and  proper ;  for  people  in  trade  ought  to  be  told  the  manner  in  which 
the  thing  may  be  done  in  respect  of  which  the  patent  is  granted.  How  ?  Not 
by  themselves  becoming  inventors  of  a  method  of  carrying  it  into  effect,  but  by 
following  the  specification,  without  making  a  new  invention,  or  making  any  addi- 
tion to  the  specification.  If  the  invention  can  only  be  carried  into  effect  by  per- 
sons setting  themselves  a  problem  to  solve,  then  they  who  solve  the  problem  be- 
come the  inventors  of  the  method  of  solving  it,  and  he  who  leaves  persons  to  car- 
ry out  his  invention  by  means  of  that  application  of  their  understanding,  does  not 
teach  them  in  his  specification  that  which,  in  order  to  entitle  him  to  maintain  his 
patent,  he  should  teach  them,  the  way  of  doing  the  thing,  but  sets  them  a  prob- 
lem, which,  being  suggested  to  persons  of  skill,  they  may  be  able  to  solve.  That 
is  not  the  way  in  which  a  specification  ought  to  be  framed.  It  ought  to  be  framed 
so  as  not  to  call  on  a  person  to  have  recourse  to  more  than  those  ordinary  means 
of  knowledge  (not  invention)  which  a  workman  of  competent  skill  in  his  art  and 
trade  may  be  presumed  to  have.    You  may  call  upon  him  to  exercise  all  the  ac- 
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this  point.  These  are  persons  who  possess  a  thorough  scientific 
knowledge,  of  a  theoretical  nature,  of  the  principles  of  the  art  or 

tual  existing  knowledge  common  to  the  trade,  but  you  cannot  call  upon  him  to 
exercise  anything  more.  You  have  no  right  to  call  upon  him  to  tax  his  ingenuity 
or  invention.  Those  are  the  criteria  by  which  you  ought  to  be  governed,  and  you 
ought  to  decide  this  question  according  to  those  criteria.  You  are  to  apply  those 
criteria  to  the  case  now  under  consideration,  and  you  should  apply  them  without 
prejudice,  either  one  way  or  the  other,  for  it  is  a  fair  observation  to  make,  that 
both  parties  here  stand,  so  far  as  this  objection  is  concerned,  on  a  footing  of  per- 
fect equality.  The  public,  on  the  one  hand,  have  a  right  to  expect  and  require 
that  the  specification  shall  be  fair,  honest,  open,  and  sufficient ;  and,  on  the  other 
hand,  the  patentee  should  not  be  tripped  up  by  captious  objections  which  do  not 
go  to  the  merits  of  the  specification.  Now,  applying  those  criteria  to  the  evidence 
in  the  cause,  if  you  shall  think  that  this  invention  has  been  so  specified  that  any 
competent  engineer,  having  the  ordinary  knowledge  which  competent  engineers 
possess,  could  carry  it  into  effect  by  the  application  of  his  skill,  and  the  use 
of  his  previous  knowledge,  without  any  inventions  on  his  part,  and  that  he  could 
do  it  in  the  manner  described  by  the  specification,  and  from  the  informadon  dis- 
closed in  the  specification,  then  the  specification  would  be  sufficient  If,  on  the 
other  hand,  you  think  that  engineers  of  ordinary  and  competent  skill  would  have 
to  set  themselves  a  problem  to  solve,  and  would  have  to  solve  tliat  problem  before 
they  could  do  it,  then  the  specification  would  be  bad. 

"  Further,  if  a  patentee  is  acquainted  with  any  particular  mode  by  which  his 
invention  may  be  most  conveniently  carried  into  effect,  he  ought  to  state  it  in  his 
specification.  That  was  laid  down  in  a  case  before  Lord  Mansfield.  There  the 
question  arose  on  a  patent  for  steel  trusses.  It  appeared  that  the  patentee,  in 
some  parts  of  his  process,  used  tallow  to  facilitate  the  invention  for  which  he  had 
obtained  a  patent,  and  in  his  specification  he  made  no  mention  of  the  use  of  the 
tallow.  The  court  held  the  specification  to  be  bad,  because,  they  said,  you  ought 
not  to  put  people  to  find  out  that  tallow  is  useful  in  carrying  into  effect  the  inven- 
tion of  steel  trusses.  You  ought  to  tell  the  public  so,  if  that  is  the  best  mode  of 
doing  it,  for  you  are  bound  to  make  a  bond  fide  full  and  candid  disclosure.  So 
again  in  the  case  of  the  malt.  That  was  a  patent  for  drying  malt,  and  one  of  the 
objections  taken  was  that  the  patentee  did  not  state  in  his  specification  the  degree 
ef  heat  to  which  the  malt  should  be  exposed.  The  argument  there  was  this. 
They  said,  it  appeared  that  the  specification  was  not  sufficient,  inasmuch  as  it  did 
not  describe  the  extent  of  heat  to  which  the  malt  should  be  exposed,  for  it  only 
said,  ^  the  proper  degree  of  heat  and  time  of  exposure  will  be  easily  learned  by  ex- 
perience, the  color  of  the  internal  part  of  the  prepared  grain  affording  the  best 
criterion.'  Surely,  there  it  would  have  been  competent  to  the  patentee  to  say, 
any  person  of  ordinary  skill,  in  such  a  business,  would  be  able  to  judge  what  color 
the  malt  ought  to  be,  and  that,  by  experiment,  he  would  learn  what  degree  of 
temperature  was  exhibited  at  the  time  when  that  proper  degree  of  color  was  ob- 
tained ;  therefore  the  plaintiff  contended  that  there  was  enough  stated  in  the  spe- 
cification to  enable  the  public  to  carry  the  invention  into  effect,  and  that  the  pat- 
ent ought  to  be  supported,  because  skilful  maltsters  and  skilful  driers  of  malt 
would  easily  know  where  to  stop,  and  what  degree  of  heat  was  requisite  for  the 
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science  to  which  the  patent  relates,  but  who  do  not,  as  an  habitual 
occupation,  devote  themselves  to  the  application  of  those  principles 

purpose.  There  is  no  doubt  that  when  a  man  was  told  that  a  certain  effect  might 
be  produced  upon  the  malt  by  shaking  it  and  subjecting  it  to  a  certain  degree  of 
heat,  his  mind  would  be  set  on  float ;  he  would  be  at  work  upon  it  to  ascertain 
what  that  degree  of  heat  should  be,  and  he  would  probably  find  it  out.  But  that 
18  not  enough.  The  specification  of  a  patent  must  not  merely  suggest  something 
that  will  set  the  mind  of  an  ingenious  man  at  work,  but  it  must  actually  and 
plainly  set  forth  what  the  invention  is,  and  how  it  is  to  be  carried  into  effect,  so 
as  to  save  a  party  the  trouble  of  making  experiments  and  trials.  The  court  in 
that  case  said,  that  a  specification  that  casts  upon  the  public  the  expense  and  la- 
bor of  experiments  and  trials,  is  undoubtedly  bad.  Here,  in  this  case,  the  defend- 
ants take  that  line  of  argument ;  they  say  that  experiments  and  trials  are  neces- 
sary. If  it  be  said  that  all  these  matters  will  be  well  or  easily  known  to  a  person 
of  competent  sJull  (and  to  such  only  the  patentee  may  be  allowed  to  address  him- 
self), then  the  invention  will  not  in  reality  have  given  any  useful  or  valuable  in- 
formation to  the  public. 

'^  Now,  let  us  apply  the  principle  of  this  case  to  the  present,  and  see  whether 
or  not  the  patentee  here  has  given  that  full  information  by  the  specification  and 
drawing,  which,  being  addressed  to  persons  of  competent  skill  and  knowledge, 
would  enable  them,  from  that  specification  and  drawing,  to  carry  the  invention 
into  effect.  On  that  subject  there  is,  undoubtedly,  contradictory  evidence,  but 
you  see  a  specification  is  addressed  to  all  the  world,  and  therefore  all  the  world,  at 
least  those  possessed  of  a  competent  skill,  ought  to  be  able  to  construct  the  ma- 
chine by  following  that  specification.  It  is  not  fair  to  you  or  to  me,  if  we  happen 
to  be  less  inventive  than  our  neighbors,  that  we  should  be  prevented  from  con- 
structing these  machines  by  reason  of  the  specification  not  giving  a  clear  exposi- 
tion of  the  way  in  which  it  is  to  be  done.  In  the  case  of  the  steam-engine,  there 
was  put  in  on  the  part  of  the  defendants  a  model  made,  as  it  was  said,  according 
to  the  specification,  which  model  would  not  work.  The  model  was  a  copy  of  the 
drawing,  and  would  not  work,  because  one  part  happened  to  be  a  little  too  small, 
whereas,  if  it  had  been  a  little  larger,  it  would  have  worked.  Now  a  workman 
of  ordinary  skill,  when  told  to  put  two  things  together  so  that  they  should  move, 
would  of  course,  by  the  ordinary  knowledge  and  skill  he  possesses,  make  them  of 
sufficient  size  to  move.  There  he  would  have  to  bring  to  his  assistance  his  knowl- 
edge that  the  size  of  the  parts  is  material  to  the  working  of  the  machine.  That 
is  within  the  ordinary  knowledge  of  every  workman.  He  says,  *  I  see  this  will 
not  work  because  it  is  too  small,'  and  then  he  makes  it  a  little  larger,  and  finds  it 
will  work.  What  is  required  is,  that  the  specification  should  be  such  as  to  enable. 
a  workman  of  ordinary  skill  to  make  the  machine ;  with  respect  to  that,  therefore, 
I  do  not  apprehend  you  will  feel  much  difficulty,  but  with  respect  to  the  other 
there  is  a  good  deal  more  difficulty.  I  will  not  sum  up  the  evidence  upon  the 
subject  of  the  steam-engine,  but  I  will  confine  myself  to  the  second  invention,  and 
see  whether  that  can  be  carried  into  effect  by  means  of  the  specification  and  the 
drawings,  for  it  is  to  that  question  that  the  whole  is  directed.  That  invention  is 
in  two  parts :  first,  he  says,  it  is  an  improvement  on  paddle-wheels  for  propelling 
vessels,  whereby  the  float-boards  or  paddles  are  made  to  enter  and  come  out  of 
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in  the  practical  exercise  of  that  art,  science,  or  manufacture.  Such 
persons  may,  without  doubt,  be  examined  as  to  the  sufficiency  of 

ihe  water  at  positions  the  best  adapted,  as  far  as  experiments  have  determined 
the  angle,  for  giving  full  effect  to  the  power  applied.  He  says,  as  far  as  experi- 
ments have  determined  the  angle.  That  clearly  speaks  of  an  invention  for  en- 
abling a  party  to  use  paddle-wheels  for  propelling  vessels,  which  may  be  adjusted 
in  such  a  way  as  that  they  may  enter  and  come  out  of  the  water  in  angles  the  best 
adapted  to  give  effect  to  the  power  of  the  engine,  that  is  to  say,  at  the  angle  a,  if 
that  shall  be  the  best  position  for  giving  full  effect  to  the  power  of  the  engine,  at 
at  the  angle  6,  if  that  shall,  hereafter,  by  experiment,  be  determined  to  be  the 
proper  angle.  It  appears  from  his  statement  here,  that  the  proper  angle  was  a 
matter  of  considerable  doubt  at  that  time ;  and,  therefore,  be  does  not  profess  to 
set  down  an  individual  angle  as  the  best,  which  appears  to  have  been  one  of  the 
ideas  of  the  defendant,  as  to  the  effect  of  the  plaintiff's  spedfication.  But  he 
says,  I  will  give  you  a  method  of  enabling  the  paddle-wheels  to  enter  and  come 
out  of  the  water,  with  the  position  the  best  adapted  for  giving  full  effect  to  the 
power  of  the  engine.  Then,  at  the  end  of  the  specification,  after  having  described 
the  manner  in  which  it  is  to  be  done,  he  says,  that  his  claim  is  '  for  the  mode  here- 
inbefore described  of  giving  the  required  angle  to  the  paddles  (that  is,  any  angle 
which  may  be  required  by  the  person  ordering  the  machinery)  by  means  of  the 
rods  ^,  A,  t, y,  and  ib,  the  bent  stems  marked/,  the  disk  a,  and  the  crank  b'  Now, 
I  do  not  think  that  means  he  is  to  give  you  a  machine,  the  angle  of  which  may 
now  be  a,  and  now  b,  but  that  if  you  wish  to  have  a  machine,  the  paddles  of  which 
shall  enter  at  angle  a,  which  you  tell  him,  and  go  out  at  angle  6,  which  you  tell 
him,  he  ought  to  be  able  to  construct  a  machine  which  shall  answer  to  your  or- 
der. That  I  take  to  be  what  the  inventor  says  he  has  enabled  the  public  to  do 
by  means  of  his  specification  and  plan.  He  then  describes  the  invention.  In  Fig. 
4,  you  have  the  shape  of  the  stem,  and  a  particular  angle  is  mentioned,  but  it  ia 
obvious  that  that  is  not  an  angle  to  which  the  parties  are  necessarily  to  be  con- 
fined. Then  he  says,  *  g.  A,  i,  j\  and  k  are  connecting  rods  attached  at  one  of 
their  ends  by  pins  or  bolts,  r,  to  the  bent  stems,/  of  the  float-boards,  and  the  oth- 
er ends  of  all  these  rods,  excepting  g,  are  attached  to  the  disk,  a,  by  pins  <»*  bolts, 
«,  as  shown  in  Fig.  5.'  The  only  observation  is,  that  he  ^ves  no  dimensions ;  he 
fixes  no  points  either  for  the  centre  or  the  eccentric,  or  for  the  crank  to  which 
the  eccentric  centre  is  attached ;  therefore,  if  those  can  only  be  ascertained  by 
experiments  subsequently  to  be  made,  then  the  specification  is  bad.  The  whole, 
in  some  degree,  turns  upon  the  length  of  the  rods  and  the  position  of  the  centre 
of  the  eccentric.  The  principle  upon  which  these  parties  proceed,  and  upon  which 
all  the  inventions  in  that  respect  proceed,  is,  that  the  wheel,  with  its  spokes,  to 
which  the  floats  are  attached,  turns  round  on  an  axis,  and  the  floats  are  made  to 
turn  by  means  of  an  eccentric,  and  therefore  the  floats  bend  as  the  wheel  revolves, 
and  they  bend  in  a  particular  manner,  according  as  the  floats  are  disposed  and 
according  to  the  position  of  the  centre  of  the  eccentric,  by  which  they  are  regu- 
lated. They  are  regulated  by  means  of  a  fixed  bar,  which  is  attached  to  the  cen- 
tre of  the  eccentric  disk.  The  others  are  movable  boards,  which  are  attached, 
apparently  to  the  circumference  of  that  same  disk,  and  the  whole  b  made  to  re- 
volve by  the  fixed  bar  being  attached  to  a  fixed  point  of  the  wheel  itself,  and. 


§  481.]  EVIDENOE.  523 

a  specification ;  but  the  question  which  should  be  propounded  to 
them,  in  cases  where  Uiere  is  a  recognized  class  of  practical  work- 

therefore,  the  revoludon  of  the  wheel  forcing  that  fixed  point  round,  turns  round 
the  eccentric  disk,  and  with  it  changes  continually  the  position  of  all  those  rods 
which  are  affixed  to  the  circumference  of  that  disk,  and,  according  to  their  being 
on  one  or  the  other  dde  of  that  disk,  they  operate  on  the  respective  float-boards 
to  which  they  are  attached.  All  that  turns  upon  the  position  of  the  eccentric 
axis  and  the  length  of  the  respectiye  rods  operating  through  the  medium  of  this 
centre  upon  the  respective  float-boards.  Now  the  question  is,  whether,  in  the 
absence  of  any  statement  as  to  the  dimensions  of  these  different  parts,  and  of  any 
directions  for  finding  the  centre  of  the  eccentric,  you  think  the  specification  is  suf- 
ficient or  not,  and  that  must  be  determined  by  the  evidence  which  has  been  given 
by  the  witnesses  on  the  one  side  and  on  the  other. 

<'  Now,  gentlemen,  yon  cannot  treat  the  actual  picture  which  is  given  in  the 
drawing  as  any  guide  to  the  particular  angle  or  to  the  particular  position  of  the 
eccentric ;  and  for  this  simple  reason.  If  that  were  the  criterion,  then  the  sub- 
stance of  the  invention  would  be  the  particular  angle  contained  in  the  particular 
drawing,  and,  in  order  to  show  an  infiringement,  they  ought  to  have  shown  that 
Mr.  Seaward's  wheel  entered  the  water  at  the  same  angle  as  the  angle  described 
by  the  drawing,  and,  therefore,  in  that  case,  you  would  be  bound  to  find  the  first 
issue  for  the  defendant,  namely,  that  there  was  no  infiringement.  If,  however, 
you  treat  the  picture  or  the  drawing  as  only  an  illustration  of  the  invention,  and 
not  as  confining  the  invention  to  the  particular  angle  there  described,  then  you 
ought  to  find  in  the  specification  some  directions  which  should  enable  you  to  con- 
struct the  machine  in  a  new  form,  or  you  ought  to  be  satisfied  that,  without  any 
instructions,  a  workman  of  ordinary  and  competent  skill  and  knowledge  would  be 
able  to  do  it  Now,  I  do  not  think  that  Mr.  Carpmael  gives  any  evidence  to  that 
point ;  but  Mr.  Brunei  says,  *  I  have  read  the  specification,  and  I  think  I  could 
construct  by  it  a  machine  at  any  required  angle  without  difficulty.'  You  see  he 
says,  *  I  think  I  could  construct  by  it  a  machine  at  any  required  angle  without 
difficulty ' ;  but  whether  Mr.  Brunei  could  do  it  or  not,  is  not  the  point  I  dare 
say  Mr.  Brunei,  the  inventor  of  the  block  machinery,  could  invent  anything  of 
this  sort,  the  moment  it  was  suggested  to  him,  but  that  is  not  the  criterion.  The 
question  is,  whether  a  man  of  ordinary  knowledge  and  skill,  bringing  that  ordina- 
ry knowledge  and  skill  to  bear  upon  the  subject,  would  be  able  to  do  it 

**  Then  the  evidence  of  Mr.  Park  is  much  more  material.  He  says, '  I  could, 
without  any  difficulty,  make  the  machine  so  that  the  paddles  could  enter  the  water 
at  any  angle.'  He  prepared  the  models  which  have  been  used.  Now,  the  crite- 
rion is,  whether,  at  the  time  when  the  specification  was  introduced  to  the  world, 
Mr.  Park  would  have  been  able  to  construct  the  machine  with  his  ordinary 
knowledge  and  skill,  without  the  peculiar  knowledge  he  has  since  obtained  upon 
the  subject,  from  being  employed  to  make  the  models  for  Mr.  Morgan,  because  it 
would  not  be  at  all  fair  to  allow  your  verdict  to  be  influenced  by  knowledge  so 
acquired ;  but  he  says,  with  his  ordinary  knowledge  and  skill  he  could,  without 
difficulty,  construct  a  wheel,  so  that  the  paddles  should  enter  the  water  at  any 
angle.  He  says,  if  the  diameter  of  the  wheel  is  given,  which  it  is  fair  should  be 
given,  and  the  immersion  of  the  float,  and  that  is  also  &ir  to  be  given,  he  could 
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men,  who  would  be  called  upon  to  apply  the  directions  of  the 
specificatiou,  is,  whether  a  person  of  that  class,  of  ordinary  skill, 

do  it.  Those  are  reasonable  data  for  him  to  reqoirei  and  if,  with  his  ordinary  skill 
and  knowledge,  and  without  that  peculiar  knowledge  which  he  has  obtained,  in 
consequence  of  his  connection  with  the  plaintiffs,  and  with  this  cause,  he  could 
do  it,  that  would  be  evidence  on  which  you  would  be  entitled  to  place  reliance. 
Then  he  tells  you  how  he  could  do  it :  now,  I  do  think  it  would  have  been  a  vast 
deal  better  if  the  specification  had  given  xxa  the  same  information,  for  that  is  what 
a  specification  ought  to  do. 

'*  The  specification  ought  to  contain  a  full  description  of  the  way  in  which  it  is 
to  be  done.  The  question  really  is,  whether,  upon  the  whole  evidence,  yon  are 
of  opinion  that  the  specification  does  fairly  and  fully  and  properly  give  to  the 
public  that  information  which  the  public  are  entitled  to  receive,  that  is  to  say, 
whether  it  tells  them,  without  having  recourse  to  experiments,  how  to  do  it,  or 
whether  it  even  tells  them  what  is  the  course  their  experiments  ought  to  take,  — 
to  what  point  their  examinations  and  experiments  should  be  directed.  He  says, 
he  could  do  it  with  the  skill  he  pk)8sesse8 ;  and  he  has  described  the  manner  in 
which  he  proposes  to  do  it.  He  says, '  I  have  seen  this  drawing ' ;  then  he  pro- 
duces a  drawing,  and  he  says,  '  This  represents  my  plan  of  drawing  it.  An  engi- 
neer of  competent  skill  would  have  no  difficulty  in  doing  it.'  His  doing  it  him- 
self I  do  not  consider  so  material,  but  he  says  an  engineer  of  competent  skill  would 
have  no  difficulty  in  doing  it.    That  is  material. 

"  Then,  when  that  drawing  was  shown,  some  of  the  gentlemen  appearing  on 
behalf  of  the  defendants  drew  an  angle  upon  it  as  the  angle  of  entering,  and  asked 
him  how  that  could  be  done.  No  doubt  his  principle  would  enable  him  to  work 
out  any  angle,  but  there  are  a  set  of  angles  which  would  cause  the  centre  of  the 
eccentric  to  go  beyond  the  wheel  itself,  which,  therefore,  it  is  impossible  to  carry 
into  effect,  but  those  angles  are  such  as  would  not  be  required  in  ordinary  prac- 
tice by  any  persons.  You  should  discard,  on  both  sides,  all  exaggerated  cases, 
and  look  to  the  substance  of  the  thing.  If  you  think,  in  substance,  that  the  inform 
mation  really  communicated  would  be  enough  in  all  ordinary  cases,  or  in  such 
cases  as  are  likely  to  occur,  then  that  would  do ;  but  if  it  is  not  a  clear  statement, 
and  if  it  does  not  give  such  information  as  will  render  it  unnecessary  for  parties 
to  make  experiments,  then  the  specification  would,  in  that  respect,  be  insufficient. 
It  is  most  important  that  patentees  should  be  taught  that  they  are  bound  to  set 
out  fully  and  fairly  what  their  invention  is ;  for,  suppose  a  person  were  to  make 
an  invention,  and  get  a  right  of  making  it  for  fourteen  years,  to  the  exclusion  of 
all  other  persons,  it  would  be  a  very  great  hardship  upon  the  public,  if  he  were  to 
be  allowed  to  state  his  specification  in  such  a  way,  that,  at  the  expiration  of  the 
term  of  his  patent,  he  might  laugh  at  the  public,  and  say,  I  have  had  the  benefit 
of  my  patent  for  fourteen  years,  but  you,  the  public,  shall  not  now  carry  my  in- 
vention into  effect,  for  I  have  not  shown  you  how  it  is  to  be  done.  I  have  got  my 
secret,  and  I  will  keep  it. 

**  Mr.  George  Cottam  says,  *  It  is  a  common  problem  to  find  a  centre  from  three 
given  points,  and  a  person  of  ordinary  en^neering  skill  ought  to  be  able  to  do 
that.'  The  question  is,  whether  it  ought  not  to  be  suggested  to  him  by  the  spe- 
cification, that  that  is  the  problem  to  be  solved.    Then  Mr.  Curtis  says,  *  I  have 
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could  practise  the  invention  from  these  directions.  There  does 
not  seem  to  be  any  authority,  which  goes  the  length  of  saying  that 

made  wheeU  on  this  plan.'  You  see  he  made  the  two  wheels  which  were  sent  to 
the  Venice  and  Trieste  Company,  bnt  those  were  made  under  the  direction  of 
Mr.  Galloway,  the  inventor.  Now,  it  somewhat  detracts  from  the  weight  due  to 
his  t^timony,  not  as  to  his  respectability,  but  as  to  the  value  of  his  evidence  to 
you,  that  he  had  received  the  verbal  instructions  of  Mr.  Galloway.  It  may  be, 
that  he  could  do  it,  because  of  his  practice  under  Mr.  Galloway ;  and  it  must  be 
recollected  that  people  in  other  places  would  not  have  that  advantage.  He  says, 
he  would  not  have  any  difficulty  in  doing  it ;  and  he  says, '  I  should  not  consider 
my  foreman  a  competent  workman  unless  he  were  able  to  make  the  wheel  from 
the  specification  and  drawings.'  He  says,  *•  I  could  alter  the  angle  by  altering  the 
cranks.'  The  question  is  not,  whether  he  could  do  that,  but  whether  he  could 
alter  the  angle  to  a  particular  angle  by  altering  the  cranks  in  a  particular  way, 
that  is,  whether,  having  the  angle  given  to  him,  he  could  make  the  alteration  that 
was  desired.  Then  Mr.  Joseph  Clement  says,  he  is  a  mechanic,  and  did  the  work 
of  Mr.  Babbage's  calculating-machine ;  that  he  has  seen  the  model  of  the  steam- 
engine  and  paddle-wheels.  He  speaks  of  the  similarity  of  the  plantiffs'  and  defend- 
ants' wheels,  and  says,  *  I  could  make  the  machine  from  the  specification  and  drawing. 
The  float  ought  to  enter  the  water  at  a  tangent  to  the  epicycloid.'  That  is  only 
his  opinion  as  to  the  most  convenient  angle.  The  real  motion  of  the  boat  is  this. 
The  wheel  keeps  turning  round  and  round  on  its  own  axis ;  during  that  time  the 
boat  has  a  progressive  motion.  The  wheel,  therefore,  has  a  double  motion ;  there* 
fore  every  point  of  the  wheel  does  not  move  in  a  circle,  but  in  a  cycloid,  that  being 
the  curve  described  by  the  rolling  of  a  circle  on  a  flat  surface.  He  says,  it  should 
enter  at  a  tangent,  that  is,  that  the  angle  should  be  such  that  it  will  enter  the 
water  perpendicularly,  in  consequence  of  the  motion  of  the  boat,  and  of  the  point 
of  the  wheel.  He  says,  in  like  manner,  it  ought  to  go  up.  That  is,  probably,  a 
very  correct  view  of  the  case.  He  says,  '  I  should  have  no  difficulty  in  construct- 
ing a  float  to  enter  at  any  angle  ordinarily  required.  A  man,  properly  instructed 
in  mechanics,  would  have  no  difficulty  in  doing  it'  That  is  his  evidence,  which 
it  is  material  for  you  to  consider ;  and  he  is  a  mechanic  himself. 

^  Then,  Henry  Mornay,  a  young  gentleman  in  Mr.  Morgan's  employment, 
where  he  has  been  apparently  studying  the  construction  of  engines,  speaks  of  a 
circumstance  which  does  appear  to  me  to  be  material.  He  says,  Mr.  Morgan,  in 
practice,  makes  his  rods  of  difierent  lengths.  He  must  necessarily  do  so,  in  order 
that  the  floats  may  follow  at  the  same  angle  as  that  at  which  the  driving  float  en- 
ters the  water.  The  problem  which  Mr.  Park  solved,  is  a  problem  applying  to 
three  floats  only ;  but  it  appears  that  the  other  floats  will  not  follow  in  the  same 
order,  unless  some  adjustment  of  the  rods  is  made.  Now,  suppose  it  was  to  be  de- 
sired that  the  floats  should  all  enter  the  water  at  the  given  or  required  angle,  if 
one  should  go  in  at  one  angle,  and  one  at  another,  the  operation  of  the  machine 
would  not  be  uniform ;  and  the  specification  means  that  the  party  constructing  a 
wheel,  should  be  able  to  make  a  wheel,  the  floats  of  which  shall  all  enter  at  the 
same  angle,  and  all  go  out  at  the  same  angle.  Now,  in  order  in  practice  to  carry 
that  into  effect,  if  there  are  more  than  three  floats,  something  more  than  Mr. 
Park's  problem  would  be  required ;  and  Mr.  Mornay  says,  actually,  that  Mr.  Mor- 
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a  specification,  in  cases  of  this  kind,  would  be  good,  if  every  compe- 
tent artisan  who  might  be  called  were  to  testify  that  he  could  not 

gan,  in  practice,  makes  lus  rods  of  different  lengths,  and  he  must  necessarily  do 
that,  in  order  that  the  floats  may  follow  at  the  same  angle  as  the  driTing  float  en* 
ters  the  water.  If  so,  he  should  have  said  in  hia  specification,  *  I  make  my  rods  of 
different  lengths,  in  order  that  the  rest  of  my  floats  may  enter  at  the  same  Vgle; 
and  the  way  to  do  that  is  so  and  sa'  Or,  he  might  have  said,  *  it  may  be  deter- 
mined so  and  so.'  But  the  specification  is  totally  silent  on  the  snlject ;  thereforei 
a  person  reading  the  specification  would  never  dream  that  the  other  floats  mnst 
be  governed  by  rods  of  unequal  length ;  and  least  of  all  could  he  ascertain  what 
their  lengths  should  be,  until  he  had  made  experiments.  Therefore,  it  is  contend- 
ed that  the  specification  does  not  state,  as  it  should  have  stated,  the  proper  man- 
ner of  doing  it  He  says,  if  they  are  made  of  equal  lengths,  though  the  govern- 
ing rod  would  be  vertical  at  the  time  of  entering,  and  three  would  be  so  when 
they  arrived  at  the  same  spot,  by  reason  of  the  operation  Mr.  Park  suggests,  yet 
the  fourth  would  not  come  vertical  at  the  proper  point,  nor  would  the  fifth,  sixth, 
or  seventh.  Then  they  would  not  accomplish  that  advantage  which  professes  to 
be  acquired.  The  patentee  ought  to  state  in  his  specification  the  precise  way  of 
doing  it  If  it  cannot  completely  be  done  by  following  the  specification,  then  a 
person  will  not  infiringe  the  patent  by  doing  it  If  this  were  an  infringement-^  it 
would  be  an  infringement  to  do  that  perfectly,  which,  according  to  the  specifica- 
tion, requires  something  else  to  be  done  to  make  it  perfect  If  that  be  correct, 
you  would  prevent  a  man  from  having  a  perfect  engine.  He  says,  practically 
speaking,  the  difference  in  the  length  of  the  rods  would  not  be  very  material,  the 
difference  being  small.  But  the  whole  question  is  small,  therefore  it  ought  to 
have  been  specified ;  and  if  it  could  not  be  ascertained  fully,  it  should  have  been 
so  stated.  Now,  this  is  the  part  to  which  I  was  referring,  when,  in  the  prelimina- 
ry observations  I  addressed  to  you,  I  cited  the  case  before  Lord  Mansfield,  on  the 
subject  of  the  introduction  of  tallow,  to  enable  the  machine  to  work  more  smooth- 
ly. There,  it  was  held,  that  the  use  of  the  tallow  ought  to  have  been  stated  in 
the  specification.  This  small  adjustment  of  these  different  lengths  may  have  been 
made  for  the  purpose  of  making  the  machine  work  more  smoothly  ;  if  so,  it  is  just 
as  much  necessary  that  it  should  be  so  stated  in  the  specification,  as  it  was  that 
the  tallow  should  be  mentioned.  The  true  criterion  is  this,  —  has  the  specificar 
tion  substantially  complied  with  that  which  the  public  has  a  right  to  require  ? 
Has  the  patentee  communicated  to  the  public  the  manner  of  carrying  his  inven- 
tion into  ed'cct  ?  If  he  has,  and  if  he  has  given  to  the  public  all  the  knowledge 
he  had  himself,  he  has  done  that  which  he  ought  to  have  done,  and  which  the 
public  has  a  right  to  require  from  him. 

**  I  will  now  read  the  defendant's  evidence,  and  you  will  see  whether,  upon  the 
whole,  there  is  evidence  before  you,  on  which  you  think  you  can  come  to  any 
reasonable  conclusion. 

**  Now,  first  of  all,  Mr.  Donkin,  a  man  of  considerable  experience,  is  called ;  but 
before  I  go  to  his  evidence,  I  will  remark,  that  I  have  always  found  that  there  is 
a  great  deal  of  contradiction  in  questions  of  this  description ;  but  that  is  not  to  be 
attributed,  in  the  least  degree,  to  corruption,  or  to  any  intention  to  misrepresent 
or  mislead,  —  people's  opinions  vary.    They  come  to  ^tate  to  you  not  matters  of 
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apply  the  directions  successfully,  provided  a  scientific  witness  of 
tlie  other  class  were  to  testify  that  he  could  teach  or  demonstrate 

&ct,  bat  matters  of  opimon,  and  they  t^  70a,  conscientiotisly,  what  their  opinion 
really  is.  Yon  may  have  a  great  dfference  of  opinion  among  scientific  men  on  a 
qoesdon  relating  to  science ;  but  though,  hj  their  eyidence,  they  contradict  one 
another,  they  are  not  influenced  by  a  corrupt  desire  to  misrepresent 

**  Now,  Mr.  Donkin  says,  *  On  first  reading  the  specification,  I  thonght  there 
was  a  defect  in  its  not  explaining  the  mode  of  obtaining  the  required  angle.  In 
my  judgment,  a  workman  of  ordinary  skill  would  not  be  able  to  find  out  any  mode 
of  obtaining  the  required  angle.'  He  says,  a  geometrician  might  discover  the 
mode  of  adjusting  the  three  angles,  the  angle  of  immersion,  the  vertical  angle,  and 
the  angle  of  emersion ;  but,  in  order  to  ctiscover  the  mode  by  which  all  the  pad- 
dles may  enter  at  the  same  angle,  another  discovery  must  be  made.  He  says,  it 
requires  to  be  ascertained,  by  experiment  or  diagram,  whether  the  adjustment  is 
to  be  made  by  altering  the  bent  stem,  or  by  varying  the  length  of  the  rods,  and 
you  have  nothing  but  the  drawing  to  guide  you  in  that  respect.  He  says,  he 
must  first  ascertain  whether  he  is  to  produce  the  efiect  by  altering  the  centre,  or 
by  altering  the  bent  stem,  or  varying  the  lengths  of  the  movable  rods.  What  are 
those  but  experiments  to  ascertain  how  the  thing  should  be  done,  all  of  which  he 
ought  to  have  been  saved,  by  its  being  stated  in  the  specification  how  to  do  it 
However,  that  is  his  evidence ;  he  says,  the  angle  must  depend  on  the  dimensions 
of  the  several  parts  of  the  wheel.  Then  he  goes  on  to  the  other  parts  of  the  case, 
and,  on  his  cross-examination,  he  says,  <  I  think  a  competent  workman  would  be 
able  to  do  it  if  he  made  the  previous  discovery ;  but  he  would  not  do  it  unless  a 
careful  investigation  was  gone  into.'  He  says, '  Few  ordinary  workmen  would  be 
able  to  get  the  desired  angle ;  I  think  my  foreman  would,  I  think  a  person  mod- 
erately acquainted  with  geometry  might  do  it,  but  he  must  find  it  out ;  he  could 
sit  down  and  determine  it  If  he  possessed  proper  information,  he  ought  to  be  able 
to  do  it  An  engineer  properly  skilled  in  geometry  ought  to  be  able  to  find  out 
how  the  angle  was  to  be  determined.  If  he  sat  down  and  referred  to  his  general 
knowledge,  he  would  find  it  out'  Now,  the  criterion  is  not,  whether  he  could 
find  it  out  or  not,  but,  whether  he  could  do  it  by  means  of  the  information  con- 
tained in  this  specification  and  drawing,  calling  in  aid  his  general  knowledge,  and 
those  mechanical  means  with  which  he  may  reasonably  be  expected  to  be  familiar ; 
but  if  he  is  to  sit  down  and  consider  how  it  is  to  be  done,  that  is  not  sufficient 
You  will  judge,  whether  or  not  the  evidence  of  this  witness  satisfies  you  on 
these  points,  and  whether  it  makes  out  the  proposition  for  which  the  defendants 
contend. 

**  Then,  Mr.  Brunton  says,  '  I  think  a  workman  of  competent  skill  could  not 
construct  a  machine  so  as  to  have  the  floats  enter  at  any  particular  angle  and 
leave  at  a  particular  angle/  He  says,  if  the  required  angle  was  different  fi*om  the 
drawing,  it  would  be  an  exceedingly  difficult  thing,  and  he  is  not  prepared  to  say 
how  he  could  do  it  Then,  Mr.  Hawkins  says,  *  I  do  not  think  a  workman  of  or- 
dinary skill  could,  from  the  plan  and  specification,  make  a  wheel  that  should  enter 
and  quit  the  water  at  a  different  angle  from  that  given  in  the  drawing,  unless  he 
possessed  considerable  ingenuity  for  inventing  the  method  of  doing  it.' 

*^  Then,  Mr.  Peter  Barlow  says,  *  There  are  not,  I  think,  sufficient  data  to  ad- 
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to  an  artisan  how  to  apply  them  ;  ^  although  proof  may  be  ofiered 
of  the  opinions  of  scientific  witnesses,  that  a  particular  means  which 

just  the  angle.'  He  says,  if  the  length  of  the  stems  was  given,  the  difficulty  would 
be  very  great,  but  it  would  have  been  a  guide,  and  it  ought  to  have  been  ex- 
plained. That  appears  to  me  to  be  a  very  good  common-sense  observation.  Then, 
Mr.  John  Donkin  says,  *  I  think  an  ordinary  workman  would  find  considerable 
difficulty  in  altering  a  paddle-wheel  to  suit  a  particular  angle,  and  I  doubt  whether 
he  could  do  it'  On  his  cross-examination,  he  says,  *  It  requires  more  than  a  com- 
mon knowledge  of  geometry ;  I  think  a  man  moderately  acquainted  with  geome- 
try might  do  it,  but  he  would  have  to  make  experiments,  and  his  first  experiments 
would  fail.  A  skilful  engineer  would  have  less  difficulty  in  it,  but  he  ought  to  be 
able  to  find  it  out.'  Then,  Mr.  Bramah  says,  *  I  think  I  could  discover  how  to  do 
it.'  He  has  been  an  engineer  many  years,  and  he  says,  '  I  think  I  could  discover 
it,  but  I  do  not  know  at  present  how  to  do  it  Yesterday,  I  attended  to  the  evi- 
dence, and  this  morning  I  tried  to  find  out  how  it  was  to  be  done,  but  I  could  not' 
Supposing  Mr.  Bramah  had  to  make  a  machine  of  this  kind,  is  he  to  sit  down  and 
invent  a  mode  of  doing  it,  or  ought  he  not  to  have  such  information  afiTorded  as 
would  enable  him  to  do  it  at  once  by  means  of  the  specification  ?  Then,  Mr. 
Francis  Bramah  says,  *  I  have  examined  the  specification  :  I  could  not  make  a 
machine  from  the  specification,  the  floats  of  which  should  enter  and  leave  the  wa- 
ter at  any  required  angle.  Till  I  came  into  court  yesterday,  I  presumed  that  the 
angle  given  in  the  drawing  was  the  best  angle,  that  is,  that  the  specification  bad 
not  only  stated  how  to  do  it,  but  had  described  the  best  angle.'  If  so,  it  would 
be  a  specification  only  for  that  particular  angle.  He  says,  *  I  can  go  as  far  as  I 
was  told  yesterday,  but  no  farther.'  « 

*^  Now,  gentlemen,  I  have  gone  through  the  evidence  on  both  sides  on  this  point, 
and  the  question,  upon  this  part  of  the  case,  revolves  itself  into  this :  Do  the  wit- 
nesses on  the  plaintiff's  side  satisfy  you  that  the  patentee  has,  in  his  specification, 
given  to  the  public  the  means  of  making  a  machine  which  shall  enter  and  leave 
the  water  at  any  angle  that  may  be  ordered :  that  is,  if  a  man  ordered  a  machine 
at  an  angle  likely  to  be  required  for  entering  and  going  out,  and  to  be  vertical  at 
the  bottom,  could  an  ordinary  workman,  with  competent  skill,  execute  that  order 
by  following  the  directions  given  in  this  specification  ?  If  you  think  he  could, 
then  the  specification  would  be  sufficient  If,  on  the  other  hand,  you  think  he 
would  not  be  able  to  execute  the  order,  unless  he  sat  down  and  taxed  his  inven- 
tion to  find  out  a  method  of  doing  that  which  has  not  been  sufficiently  described 
in  the  specification,  then  the  specification  would  be  bad.  If  you  think  the  specifi- 
cation good,  then  you  ought  to  find  for  the  plaintiffs  upon  that  issue ;  if  you  think 
the  specification  bad,  then  you  ought  to  find  for  the  defendants." 

^  In  Allen  v.  Blunt,  S  Story's  R  747,  748,  Mr.  Justice  Story  made  use  of  the 
following  language :  "  As  to  the  relative  weight  of  the  evidence  of  persons  practi- 
cally engaged  in  the  trade,  employment,  or  business  of  the  particular  branch  of 
mechanics  to  which  the  patent  right  applies,  and  the  evidence  of  persons  who,  al- 
though not  practical  artisans,  are  thoroughly  conversant  with  the  subject  of  me* 
chanics  as  a  science.  It  appears  to  me,  that  the  Patent  Acts  look  to  both  classes 
of  persons,  not  only  as  competent,  but  as  peculiarly  appropriate  witnesses,  but  fi>r 
different  purposes.    Two  important  points  are  necessary  to  support  the  claim  to 
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might  be  used  to  carry  out  the  general  directions  of  a  specification, 
would  succeed,  without  showing  that  that  means  had  actually ^ 
been  tried  and  had  succeeded.^ 

an  inrention :  First,  that  it  sbould  be  substantially  new,  as,  for  example,  if  it  be  a 
piece  of  mechanism,  that  it  should  be  substantially  new  in  its  structure  or  mode  of 
operation.    Secondly,  that  the  specification  should  express  the  mode  of  construct- 
ing, compounding,  and  using  the  same  in  such  full,  clear,  and  exact  terms,  *  as  to 
enable  any  person  skilled  in  the  art  or  science  to  which  it  appertains,  or  with  which 
it  is  most  nearly  connected,  to  make,  construct,  compound,  and  use  the  same.' 
Now,  for  the  latter  purpose,  a  mere  artisan  skilled  in  the  art  with  which  it  is  con- 
nected, may  in  many  cases  be  an  important  and  satisfactory  witness.    If,  as  a,  mere 
artisan,  he  can,  from  the  description  in  the  specification,  so  make,  construct,  com- 
pound, and  use  the  same,  it  would  be  very  cogent  evidence  of  the  sufficiency  of 
the  specification.    Still,  it  is  obvious,  that,  although  a  mere  artisan,  who  had  no 
scientific  knowledge  on  the  subject,  and  who  was  unacqu^unted  with  the  various 
mechanical  or  chemical  equivalents  employed  in  such  cases,  might  not  be  able  to 
make  and  compound  the  thing  patented,  firom  the  specification ;  yet,  a  person  who 
was  skilled  in  the  very  science  on  which  it  depended,  and  with  the  mechanical 
and  chemical  powers  and  equivalents,  might  be  able  to  teach  and  demonstrate  to 
an  artisan,  how  it  was  to  be  made  or  constructed,  or  compounded  or  used.    A  foT" 
Hori  he  would  be  enabled  so  to  do,  if  he  combined  practical  skill  with  a  thorough 
knowledge  of  the  scientific  principles  on  which  it  depended."  It  is  not  quite  clear, 
upon  this  passage,  whether  the  learned  judge  did  or  did  not  mean  to  intimate,  that 
a  specification  would  be  good,  if  a  scientific  witness  could  teach  an  artisan  how  to 
make,  compound,  or  use  the  thing  patented,  although  the  artisan  could  not  prac- 
tise the  invention  without  such  aid.     The  sense  in  which  he  seems  to  oppose  the 
word  *'  artisan  "  to  that  class  of  persons  who  are  not  practical  artisans,  but  who 
are  *'  thoroughly  conversant  with  the  subject  of  mechanics  as  a  science,"  or  are 
^  skilled  in  the  very  science  on  which  the  invention  depends,"  would  seem  to  im- 
ply that  an  obscurity  or  other  defect  in  a  specification,  which  would  embarrass  an 
artisan,  may  be  cured  by  a  scientific  person,  whose  superior  knowledge  of  the 
principles  of  the  science  might  be  used  to  teach  the  workman  from  the  specifica- 
tion ;  if  so,  this  is  not  the  standard  which  the  same  learned  judge  adopted  on  other 
occasions.    In  Lowell'v.  Lewis,  1  Mas.  190,  he  instructed  the  jury,  that  the  ques- 
tion was,  whether  the  specification  was  so  clear  and  full,  that  a  pump-maker  ofor^ 
dinary  skiU  could,  from  the  terms  of  the  specification,  construct  a  pump  on  the 
plan  described.    Perhaps,  however,  in  the  more  recent  case,  he  intended  only  to 
draw  a  distinction  between  mere  mechanics  or  laborers  in  a  particular  art,  manu- 
facture, or  trade,  and  persons  conversant  with  the  science  on  which  it  depends ; 
and  to  say  that  the  latter  are  competent,  and  often  the  most  satisfactory  witnesses, 
which  is  certainly  obvious.    It  is  scarcely  to  be  presumed  that  he  meant  to  say, 
that  where  the  description  in  a  paten tis  of  a  thing  which  a  particular  class  of 
mechanics  would  be  employed  to  make,  the  specification  would  be  sufficient,  al- 
though it  could  not  be  carried  out  by  a  workman  of  that  class  having  ordinary 
skill,  provided  it  could  be  understood  by  a  ^  person  thoroughly  conversant  with 

^  Neilson  v.  Harford,  Webs.  Fat.  Cas.  295,  315,  816. 
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§  482.  Whether  there  is  a  class  of  inyentions  addressed  so  entire- 
ly to  scientific  witnesses,  as  to  render  their  knowledge  and  skill 
requisite,  in  the  practical  application  of  the  directions,  so  that 
there  cannot  be  said  to  be  any  recognized  class  of  artisans,  to  whose 
capacity  the  directions  can  be  referred,  is  another  question.  This 
must  depend  on  the  nature  of  the  invention. 

§  483.  Before  it  can  be  determined,  in  any  case,  what  class  of 
persons  are  to  be  taken  as  those,  whose  ability  to  apply  the  direc- 
tions furnishes  the  standard  of  the  sufficiency  of  the  specification, 
it  must  first  be  ascertained  to  what  class  of  persons  the  specifica- 
tion is  presumed  to  be  addressed,  as  being  those  who  are  to  carry 
out  the  directions.  If  the  inquiry  arose  after  the  patent  had  ex- 
pired, this  class  of  persons  would,  in  most  cases,  be  readily  ascer- 
tained by  observing  what  persons  applied  themselves  to  the  practice 
of  the  invention.  But  it  actually  arises  before  the  patent  has  ex- 
pired, and  before  its  dedication  to  the  public  enables  us  to  see  what 
persons  will  undertake  to  practise  the  invention.  That  state  of 
things  must,  therefore,  be  anticipated,  so  far  as  to  ascertain  what 
persons  will  undertake  practically  to  carry  out  the  directions  of  the 
patent,  for  the  purpose  for  which  the  invention  is  designed.  The 
standard,  therefore,  will  vary  greatly,  according  to  the  nature  of 
the  invention.'  In  some  cases  the  persons  who  will  undertake  to 
practise  it  will  be  very  numerous,  in  others,  very  limited,  in  point 
of  numbers.  In  some  cases  the  qualifications  will  be  very  mod- 
erate, in  others,  a  very  high  state  of  accomplishment,  skill,  and 
knowledge  will  be  requisite.  The  nature  and  objects  of  the  inven- 
tion must  be  resorted  to,  to  see  to  what  persons  the  specification  is 
to  be  presumed  to  be  addressed.  If  it  be  a  machine  destined  to  a 
particular  use,  the  workmen  whose  vocation  it  is  to  make  similar 
machines  for  similar  purposes,  will  be  the  persons  who  would  be 
called  upon  to  make  the  machine  after  the  patent  has  expired.  If 
it  be  a  composition  of  matter,  involving  the  knowledge  of  practical 
chemists,  such  persons  will  attempt  to  practise  the  invention, 
when  they  are  at  liberty  to  do  so.  If  it  be  a  manufacture  of  an 
improved  character,  the  persona  whose  business  it  has  been  to 
make  the  old  article,  will  be  the  persons  who  will  make  the  new 

the  subject  of  mechanics  as  a  science.''  This,  as  a  general  proposition,  woald 
confine  the  practice  of  many  inventions,  after  the  patent  had  expired,  to  the  lat- 
ter class  of  persons,  which  the  patent  law  does  not  intend. 
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one.  In  all  these  and  similar  cases,  where  there  is  a  class  of  work- 
men who  are  habituated  to  the  practical  exercise  of  the  art  or 
science  under  which  the  patented  invention  falls,  the  specification 
is  to  be  presumed  to  be  addressed  to  them  ;  and,  although  scien- 
tific witnesses  may  be  examined  as  to  the  clearness  and  fulness  of 
the  specification,  its  sufficiency  must  be  referred  to  the  ability  of 
competent  practical  workmen,  of  ordinary  skill,  to  understand  and 
apply  it.  This  limitation  of  the  evidence  follows,  necessarily, 
from  the  principle  that  the  specification  cannot  be  supported  by  the 
fresh  invention  and  correction  of  a  scientific  person.  The  ordi- 
nary  knowledge  and  skill  of  practical  workmen  being  the  standard, 
where  the  specification  is  for  the  benefit  of  a  particular  trade,  the 
evidence  cannot  be  carried  so  far  as  to  include  the  degree  of  skill 
and  knowledge  possessed  by  a  scientific  person,  who  could,  on  a 
mere  hint,  invent  the  thing  proposed  to  be  accomplished ;  although 
such  a  witness  may  be  asked  whether  a  competent  workman  could 
attain  the  object  of  the  patent  by  following  out  the  directions.^ 

§  4841  But  if  the  invention  be  of  a  character  entirely  novel, 
embodying  an  effect  never  before  produced,  and  which  it  is  not 
within  tlie  province  of  any  particular  class  of  workmen  to  produce, 
but  which  it  belongs  rather  to  the  province  of  men  possessed  of 
some  science  to  apply,  by  directing  the  labors  of  common  artisans, 
upon  principles  which  such  artisans  do  not  commonly  understand 
or  undertake  to  use,  then  the  specification  may  be  presumed  to  be 
addressed  to  men  capable  of  applying  those  principles,  and  not  to 
mere  artisans,  who  have  previously  been  employed  in  the  construc- 
tion of  things  of  the  same  class  which  it  is  the  object  of  the  inven- 
tion to  supersede.  Thus,  in  the  case  of  an  invention,  which  con- 
sisted in  an  improvement  on  paddle-wheels  for  propelling  vessels, 
by  a  mode  of  constructing  them,  so  that  the  floats  might  enter  and 
quit  the  water  at  any  required  angle,  the  specification  would  be 
addressed  to  engineers  capable  of  determining  what  angle  was  re- 
quired, and  it  ought  to  fiimish  the  rules  by  which  such  persons 
could  ascertain  the  angle,  and  the  mechanical  means  by  which  it 
could  be  applied  in  practice.^  The  understanding  of  such  a  spe- 
cification would  be  somewhat  above  the  range  of  acquirements  be- 

^  Moi^n  V.  Seaward,  Webs.  Pat  Cas.  174 ;  Neiimn  v.  Harford,  Ibid.  371 ;  The 
HooibhiU  Ck>.  v.  Neikon,  Ibid.  692. 
'  Morgan  v.  Seaward,  Webs.  Pat  Cas.  170. 
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longing  to  mechanics  employed  in  the  manual  labor  of  constructing 
the  machinery y  that  is  to  say,  the  specification  would  be  addressed 
to  competent  engineers,  of  ordinary  skill  in  that  profession.^ 

§  485.  But  it  should  be  remembered  that  whenever,  in  a  case  of 
this  kind,  as  in  all  other  cases,  the  persons  to  whom  the  specification 
is  to  be  presumed  to  be  addressed  have  been  ascertained,  a  rule 
becomes  applicable,  which  defines  the  nature  and  scope  of  the  evi- 
dence that  may  be  offered,  to  explain  the  specification.  This  rule 
is,  that  the  patentee  must  not,  in  framing  his  specification,  call  upon 
the  persons  to  whom  it  is  addressed  to  exercise  more  than  the 
actual  existing  knowledge  common  to  their  trade  or  profession. 
He  has  a  right  to  exhaust  this  knowledge  ;  but  if,  in  order  to  ap- 
ply his  directions,  the  members  of  the  trade  or  profession  are  re- 
quired to  tax  their  ingenuity  or  invention,  so  that,  beyond  the 
exercise  of  ordinary  and  competent  skill,  they  would  have  to  solve 
a  problem  or  supply  something  in  the  process,  by  the  exercise  of 
the  inventive  faculty,  the  specification  would  be  bad.' 

§  486.  II.  As  to  the  Infringement.  Upon  the  question  of  in- 
fringement, the  point  to  be  determined  is,  whether  the  thing  made 
or  used  by  the  defendant  is,  in  the  sense  of  the  patent  law,  identi- 
cal with  the  invention  of  the  patentee.  This  is  the  same  question 
as  that  which  arises  on  the  issues  of  novelty,  when  it  is  necessary 
to  determine  whether  the  invention  of  the  patentee  is  the  same  as 
some  former  thing,  or  different,  and  therefore  entitled  to  be  re- 
garded as  a  novelty.  We  may,  therefore,  here  consider  the  prin- 
ciples of  evidence  applicable  to  the  inquiry,  whether  two  things  are 
identical  in  the  sense  of  the  patent  law. 

§  487.  It  is  obvious  that  there  may  be  two  kinds  of  evidence 
applicable  to  this  issue,  both  of  which  may  be  drawn  from  experts. 
Whether  one  thing  is  like  another,  is  a  matter  of  judgment,  to  be 
determined  on  the  evidence  of  our  own  senses,  or  the  senses  of 
others.  If  we  rely  on  the  senses  of  others,  the  sole  testimony 
which  they  can  bear  is,  either  as  to  the  matters  of  fact  which  con- 

^  Morgan  v.  Seaward,  Webs.  Pat.  Cas.  1 70. 

'  Ibid.  It  should  also  be  remembered  that  the  court,  in  construing  the  claim, 
is  not  bound  to  receive  the  testimony  of  experts.  Winans  v.  N.  Y.  &  Erie  IL  B» 
21  How.  88. 
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stitute  the  precise  differences  or  resemblances  between  the  two 
things,  or  as  to  matter  of  opinion,  by  which  they  infer  that  these 
differences  or  resemblances  do  or  do  not  affect  the  question  of  the 
substantial  identity  of  the  two  things.  Both  of  these  kinds  of 
evidence,  however,  run  so  nearly  into  each  other,  and  the  bound- 
aries between  them  are  often  so  shadowy,  that  it  is  sometimes  difB- 
cult  to  draw  the  line  between  fact  and  opinion.  The  actual  differ- 
ences or  resemblances  between  two  things  are  primd  facie  matters 
of  fact,  to  be  observed  by  the  senses ;  but,  with  the  act  of  observing 
these  differences  or  resemblances,  we  blend  the  process  of  reason- 
ing* ^y  which  we  determine,  for  our  own  satisfaction,  what  is  a  real, 
and  what  only  an  apparent  difference  or  resemblance  ;  what  con- 
stitutes a  difference  or  resemblance,  in  point  of  principle  ;  and  the 
result  of  this  process,  expressed  in  the  conclusion,  that  the  two 
things  are,  or  are  not  identical,  is  matter  of  opinion.  Between 
these  two  branches  of  evidence  it  is  exceedingly  difficult  to  draw 
the  line  so  as  to  define  the  true  office  of  an  expert,  and  to  admit 
all  proper  evidence  of  facts  and  opinions,  without  leaving  to  the 
witness  the  whole  determination  of  the  issue.^ 

§  488.  At  the  same  time  it  is  certain  that  a  boundary  exists 
somewhere.  The  question  whether  two  things  are  identical,  in 
the  sense  of  the  patent  law,  is  a  mixed  question  of  law  and  fact ; 
and  when  it  is  submitted  to  a  jury,  it  is  for  the  court  to  instruct 
them,  after  the  actual  differences  or  resemblances  are  ascertained, 
what  constitutes,  in  point  of  law,  a  difference  or  identity.^  There 
is,  therefore,  a  most  important  function  to  be  discharged,  if  one 
may  so  say,  by  the  law  itself ;  for  it  has  to  determine,  upon  all  the 
facts  open  to  the  observation  of  the  senses,  whether  guided  by  the 
superior  facility  for  observation  enjoyed  by  experts,  or  not  so  as- 
sisted, whether,  in  the  sense  of  the  law,  there  is  an  identity  or  a  dif- 

^  In  Dixon  v.  Moyer,  4  Wash.  68,  71,  Mr.  Justice  Washington  said :  ^  In  ac- 
tions of  this  kind,  persons  acquainted  with  the  particular  art  to  which  the  contro* 
versy  relates  are  usually  examined  for  the  purpose  of  pointing  out  and  explaining 
to  the  jury  the  points  of  resemblance,  or  of  difference,  between  the  thing  patented 
and  that  which  is  the  alleged  cause  of  the  controversy ;  and  the  opinions  of  such 
witnesses,  in  relation  to  the  materiality  of  apparent  differences,  are  always  enti- 
tled to  great  respect  But,  after  all,  the  jury  must  judge  for  themselves,  as  well 
upon  the  information  so  given  to  them,  as  upon  their  own  view,  where  the  arti- 
cles, or  models  of  them,  are  brought  into  court" 

'  Barrett  v.  Hall,  1  Mas.  447,  470. 
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ference.  This  function  is  always  in  danger  of  being  encroached 
upon  by  a  loose  mode  of  receiving  the  testimony  of  experts,  by 
whom  the  whole  question  is  often  in  reality  left  to  be  decided.^ 

§  489.  The  testimony  of  persons  skilled  in  the  particular  subject 
is  undoubtedly  admissible  for  two  purposes :  firsts  to  point  out  and 
explain  the  points  of  actual  resemblance  or  difference ;  secondly^  to 
state,  as  matter  of  opinion^  whether  these  resemblances  or  differ- 
ences are  material ;  whether  they  are  important  or  unimportant ; 
whether  the  changes  introduced  are  merely  the  substitution  of  one 
mechanical  or  chemical  equivalent  for  another,  or  whether  they 
constitute  a  real  change  of  structure  or  composition,  affecting  the 
substance  of  the  invention.  But  when  these  facts  and  opinions 
have  been  ascertained,  the  judgment  of  the  jury  is  to  be  exercised 
upon  the  whole  of  the  evidence,  under  the  instructions  of  the  court 
as  to  what  constitutes  such  a  change  as  will  in  point  of  law  amount 
to  a  fresh  invention  and  therefore  will  not  be  an  infringement^ 

§  490.  The  duty  of  giving  this  instruction  should  not  be  sur- 
rendered by  the  court.  A  scientific  witness  may  be  asked,  for 
instance,  whether  in  his  opinion  a  particular  machine  is  substan- 
tially new  in  its  structure  or  mode  of  operation,  or  whether  it  is 
substantially  the  same  thing  as  another,  with  only  apparent  differ- 
ences of  form  and  structure.  But  when  the  differences  or  resem* 
blances  have  been  pointed  out,  and  when  the  view  that  science 
takes  of  their  relative  importance  has  been  ascertained  ;  when  the 
fact  appears  of  whether  a  particular  change  is  or  is  not  regarded 
by  mechanicians  as  the  substitution  of  one  mechanical  equivalent 
for  another,  the  court  must  instruct  the  jury  whether  the  particu- 
lar change  amounts,  in  point  of  law,  to  a  change  of  what  is  com- 

^  Thus  in  U.  S.  Annunciator  Co.  v.  Sanderson,  8  Blatchf.  184,  it  was  held  that 
where  two  machines  were  to  all  appearance  the  same,  the  positive  testimony  of  an 
expert  that  they  were  in  principle  different,  was  not  to  be  followed,  unless  such 
expert  should  show  satisfactorily  wherein  the  difference  consisted. 

'  In  Allen  v.  Blunt,  S  Story's  R.  742,  748,  749,  Mr.  Justice  Story,  discnasing 
the  relative  value  of  scientific  witnesses  and  mere  artisans,  said :  '*  The  very  hig^ . 
est  witnesses  to  ascertain  and  verify  the  novelty  of  an  invention,  and  the  noveltj 
or  diversity  of  mechanical  apparatus  and  contrivances  and  equivalents,  are  be- 
yond all  question,  all  other  circumstances  being  equal,  scientific  mechanics ;  they 
are  far  the  most  important  and  useful  to  guide  the  judgment  and  to  enable  the  jury 
to  draw  a  safe  conclusion  whether  the  modes  of  operation  are  new  or  old,  identical  or 
diverse,** 
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monly  called  the  principle  of  the  machine.  This  is  a  question 
wholly  aside  from  the  function  of  a  witness.  The  most  skilful  and 
scientific  mechanician  in  tlie  world  can  only  say  what,  in  his  opin- 
ion,  are  the  differences  or  resemblances  between  one  machine  and 
another,  and  how  far  they  are  regarded  by  mechanicians  as  ma- 
terial or  substantial.  But  the  question  of  what  constitutes  a  fresh 
invention,  or  what,  upon  a  given  state  of  facts,  amounts  to  a 
change  so  great  as  to  support  an  independent  patent  for  a  new 
thing,  is  a  question  of  law  ;  and  this  question  is  involved  in  every 
issue  as  to  the  identity  of  two  things,  whether  it  relates  to  the 
question  of  infringement  or  of  prior  invention.^ 

§  491.  The  evidence  for  the  defendant,  upon  the  question  of 
novelty,  will  of  course  consist  of  proof,  positive  in  its  nature,  that 
the  thing  patented  existed  before ;  and  if  any  credible  evidence 
of  this  is  adduced,  it  will  outweigh  all  the  negative  evidence  that 
can  be  offered  by  the  plaintiff.^  Thus,  in  Parker  v.  Ferguson,' 
where  a  witness  testified  to  his  having  assisted  in  the  construc- 
tion of  a  single  water-wheel  exactly  similar  to  that  of  the  plain- 
tiff, for  a  person  who  removed  it  to  a  place  some  twelve  miles 
off,  so  that  witness  never  again  saw  it,  the  court  instructed  the 
jury,  that,  if  they  were  satisfied  of  the  credibility  of  the  witness, 
they  must  consider  the  proof  of  want  of  novelty  as  established. 
But  testimony  by  a  witness  that  he  had  seen  an  article  which 
might  have  been  made  by  a  machine  similar  to  that  of  the  plaintiff, 
is  not  sufficient  to  defeat  the  latter's  title.^  But  whenever  the  de- 
fendant relies  on  the  fact  of  a  previous  invention,  knowledge,  or 
use  of  the  thing  patented,  he  must  give  notice  of  the  names  and 
places  of  residence  of  the  persons  whom  he  intends  to  prove  as 
having  possessed  a  prior  knowledge  or  had  a  prior  use  of  it.^ 

^  See  the  instnictions  of  the  court  in  Walton  v.  Potter,  Webe.  Pat.  Cas.  585, 
586,  587,  589,  591 ;  Huddart  v,  Grimshaw,  Ibid.  85,  86, 91, 92,  95.  See  also  the 
examination  of  certain  experts  in  Russell  v.  Cowley,  Ibid.  462,  before  Lord  Lynd- 
hurst,  in  the  Exchequer,  cited  ante. 

'  Manton  v,  Manton,  Dav.  Pat  Cas.  250.  ^ 

*  1  Blatch£  407.  *  Treadwell  v.  Bladen,  4  Wash.  703. 

*  See  ante,  chapter  on  Action  at  Law.  The  notice  need  not,  however,  specify 
the  places  in  which  such  user  was  made.  Where  the  defence  is  prior  publication 
in  some  printed  work,  the  notice  must  specify  the  particular  part  of  the  work  re- 
ferred to,  if  the  same  be  one  of  a  general  character,  e.  g.  a  scientific  dictionary. 
Foote  0.  Silsby,  1  Blatchf.  445.    Compare  Vance  v.  Campbell,  1  Black.  427. 


636  THE  LAW  OF  PATENTS.  [CH. 

§  491  a.  In  an  action  for  infringement,  evidence  going  to  show 
the  superiority  of  defendant's  machine  to  that  of  the  patentee  is  im- 
proper, except  to  prove  a  substantial  difference  between  the  two.^ 
In  one  case  where  the  defendant  and  the  plaintiff  had  executed  a 
bond,  in  which  the  former  acknowledged  the  validity  of  the  latter's 
patent  and  recited  a  previous  infringement,  it  was  held  that  this, 
together  with  other  evidence,  might  be  received  as  tending  to  show 
a  subsequent  breach,  but  did  not  of  itself  raise  any  implication.' 

In  a  recent  English  case,  where  the  patentee  had  a  patent  for  a 
process  of  treating  chemically  sewage  matter  with  the  view  of 
thereby  obtaining  a  valuable  manure,  a  similar  process  used  by 
the  Board  of  Health  simply  for  the  purpose  of  disinfection,  so  that 
this  product  was  rejected  as  a  by-product,  was  to  be  regarded  as 
no  evidence  of  infringement.^ 

§  492.  Persons  who  have  used  the  machine  patented  are  not 
thereby  rendered  incompetent  as  witnesses,  on  account  of  interest.^ 
It  has  been  held  that  a  witness  who  was  patentee  in  another  pat- 
ent, and  had  sold  to  the  defendant  the  right  to  use  the  machine, 
the  use  of  which  was  complained  of  as  an  infringement,  was  a  com- 
petent witness,  since  any  verdict  that  the  plaintiff  might  recover 
could  not  be  given  in  evidence  by  the  plaintiff  in  an  action  against 
the  witness.^    A  patentee  who  has  assigned  the  whole  of  his  inter- 

* 

est  in  the  patent  is  a  competent  witness  for  the  assignee  in  support 
of  it.^  It  is  not,  however,  admissible  to  offer  evidence  going  to 
show  that  the  patentee,  after  assigning  his  entire  interest,  had  de- 
clared the  patent  abandoned  and  worthless.^  The  £issignee  of  the 
exclusive  right  for  a  certain  county  or  district  is  to  be  received  as 
witness  in  an  action  for  infringement  in  another  district  in  which 
he  has  no  direct  interest.^  Where  evidence  of  prior  user  by  some 
third  party  is  attempted  to  be  shown,  the  declaration  of  such  party 

*  Alden  r.  Dewey,  1  Story,  836, 

*  Byam  v.  Eddy,  2  Blatchf.  521. 

'  Higgs  V,  Goodwin,  1  Ell.  Bl.  &  Ell.  529.    See  also  chapter  on  Infringement 
^  Evans  v,  Eaton,  7  Wheat  S56  ;   Evans  v.  Hettich,  Ibid.  453 ;  2  GreenL  on 

Evid.  §  508.    It  is  no  objection  to  the  competency  of  a  witness,  that  he  is  sued  in 

another  action  for  infringement  of  the  same  patent    Ibid. 

*  Treadwell  v.  Bladen,  4  Wash.  704. 

*  Bloxam  v.  Elsee,  1  Garr.  &  Payne,  563. 

^  Wilson  V.  Simpson,  9  How.  109  ;  Many  v.  Jagger,  1  Blatchf.  372. 
'  Back  V.  Hermance,  1  Blatchf.  322. 
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as  to  his  motives  for  such  user  are  inadmissible  as  mere  hearsay.^ 
A  licensee  is  a  competent  witness  for  the  patent,  in  an  action  for 
an  infringement,  for  he  has  no  direct  pecuniary  interest  in  sup- 
porting the  patent,  but  it  may  be  for  his  advantage  that  it  should 
not  be  supported.^  Evidence,  on  the  part  of  the  plaintiff,  that  the 
persons,  of  whose  prior  use  of  a  patented  machine  the  defendant 
had  given  evidence,  had  paid  the  plaintiff  for  licenses,  ought  not 
to  be  absolutely  rejected,  though  entitled  to  very  little  weight.^ 

§  492  a.  In  several  recent  cases,  the  Supreme  Court,  in  constru- 
ing the  Judiciary  Act  of  1789,  §  34,  has  decided  that  where,  under 
the  laws  of  any  State,  parties  may  be  examined  in  their  own  behalf, 
the  plaintiff,  in  an  action  for  infringement  brought  in  a  district 
embracing  such  a  State,  is  a  competent  witness.^ 

§  498.  Where  the  defence  is  set  up  that  the  patentee  being  an 
alien  has  not  complied  with  §  18  of  the  act  of  1836,  which  requires 
that  such  patentee  must  put  and  continue  on  sale  to  the  public, 
on  reasonable  terms,  the  invention  for  which  the  patent  was 
granted,  the  burden  of  proof  rests  on  the  defendant.^ 

^  Hjrde  v.  Palmer,  7  Law  Times,  N.  s.  823. 
'  Derosne  v.  Fatrie,  Webs.  Fat  Cas.  154. 
'  Evans  v,  Eaton,  S  Wheat  454. 

*  Vance  v.  Campbell,  1  Black.  427 ;  Haussknecht  v.  ClaTpool,  Ibid.  481. 

*  Tatbam  v.  Lowber,  2  Blatchf.  49. 
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CHAPTER   XIII, 


juaisBioTioir. 


§  494.  The  Constitation  of  the  United  States  confers  upon  Con- 
gress power  ^'  to  promote  the  progress  of  science  and  useful  arts, 
by  securing  for  limited  times,  to  authors  and  inventors,  the  ex- 
clusive right  to  their  respective  writings  and  discoveries."  This 
power  is  general ;  there  is  no  distinction  which  limits  it  to  cases 
where  the  invention  has  not  been  known  or  used  by  the  public. 
Accordingly  it  is  well  settled  that  Congress  may  pass  general  or 
special  laws  in  favor  of  inventors ;  and  they  may  leave  a  particular 
inventor  to  the  protection  afforded  by  a  general  law,  or  they  may 
pass  a  special  law  in  his  behalf,  or  they  may  exempt  his  case  from 
the  operation  of  a  general  law  by  extending  his  exclusive  right  be> 
yond  the  term  fixed  by  such  general  law.^  They  may  even  grant 
to  an  inventor  the  exclusive  right  to  his  invention  after  the  same 
has  gone  into  public'  use.  The  grant  does  not  imply  an  irrevo- 
cable contract  with  the  public  that,  at  the  expiration  of  the  period, 
the  invention  shall  become  public  property.  Where,  however, 
Congress  does,  by  special  law,  grant  to  an  inventor  the  monopoly 
of  his  invention  afler  the  same  has  gone  into  public  use,  such 
enactment  will  not,  without  unmistakable  language  to  that  efiect, 
be  construed  to  work  retrospectively,  by  rendering  the  use  of  a 
machine  embraced  under  the  patent  unlawful  for  the  time  pre- 
vious to  the  enactment.^ 

^  Evans  o.  Eaton,  8  Wheat  454 ;  8.  c.  Pet  C.  C.  882 ;  Evans  o.  Hettich,  7 
Wheat  458 ;  Blanchard  v,  Sprague,  2  Story's  Rep.  164 ;  8.  c.  8  Somn.  535 ; 
Woodworth  v.  Hall,  1  Woodb.  &  Min.  248. 

'  Blanchard  v.  Sprague,  supra*  Letters-patent  were  granted  to  the  plaintiff, 
Thomas  Blanchard,  on  the  6th  of  September,  1819  ;  and  being  deemed  inopen^ 
tive,  by  reason  of  defects  in  the  specification,  new  letters^patent  were  granted  on 
the  20th  of  January,  1820,  for  the  space  of  fourteen  years.  Afterward,  by  act  of 
Ck^ngress,  passed  the  SOth  of  June,  1834,  the  sole  right  was  granted  to  the  plain- 
tiff to  make,  use,  and  vend  his  invention  for  the  term  of  fourteen  years,  from  the 
12th  of  January,  1834.  This  act  not  being  thought  to  describe  with  sufficient  ac- 
curacy the  letters-patent,  to  which  it  was  intended  to  refer,  an  additional  act  was 
passed  on  the  6th  of  February,  1839,  renewing  the  act  of  the  SOth  of  June,  1884, 
and  correcting  the  date  of  the  12th  of  January,  1834,  to  the  20th  of  January, 
1834.    This  last  act  was  as  follows :  <^  An  Ad  to  amend  and  carry  into  effect  A« 
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§  495.  In  accordance  with  the  general  powers  thus  constitution- 
ally conferred,  Con^ss  has  regulated  the  matter  of  the  jurisdic- 

inteniion  of  an  (Kt  entitled  An  Act  to  renew  the  patent  of  Thomas  Blanchard,  ap- 
proved June  SOthf  1884.  Sec.  1.  Be  it  enacted,  &c.,  That  the  rights  secured  to 
Thomas  Blanchard,  a  citizen  of  the  United  States,  by  letters-patent  granted  on 
the  sixth  of  September,  eighteen  hundred  and  nineteen,  and  afterwards  on  a  cor- 
rected specification  on  the  20th  d&y  of  January,  Anno  Domini  eighteen  hundred 
and  twenty,  be  granted  to  the  said  Blanchard,  his  heirs  and  assigns,  for  the  fur- 
ther term  of  fourteen  years  from  the  20th  of  January,  eighteen  hundred  and  thir- 
ty-four, said  invention  so  secured  being  described  in  said  last-mentioned  letters  as 
an  engine  for  turning  or  cutting  irregular  forms  out  of  wood,  iron,  brass,  or  other 
material  which  can  be  cut  by  ordinary  tools.  Provided,  that  all  rights  and  privi- 
leges heretofore  sold  or  granted  by  said  patentee  to  make,  construct,  use,  or  vend 
the  said  invention,  and  not  forfeited  by  the  purchasers  or  grantees,  shall  enure  to 
and  be  enjoyed  by  such  purchasers  or  grantees  respectively,  as  fully  and  upon  the 
same  conditions  during  the  period*  hereby  granted  as  for  the  term  that  did  exist 
when  such  sale  or  grant  was  made.  Sec.  2.  And  be  it  further  enacted,  that  any 
person  who  had  bond  fidt  erected  or  constructed  any  manufacture  or  machine  for 
the  purpose  of  putting  said  invention  into  use,  in  any  of  its  modifications,  or  was 
ao  erecting  or  constructing  any  manufacture  or  machine  for  the  purpose  aforesaid, 
between  the  period  of  the  expiration  of  the  patent  heretofore  granted  on  the  thir- 
tieth day  of  June,  one  thousand  eight  hundred  and  thirty-four,  shall  have  and 
enjoy  the  right  of  using  said  invention  in  any  such  manufacture  or  machine  erect- 
ed or  erecting  as  aforesaid,  in  all  respects  as  though  this  act  had  not  passed.  Pro- 
Tided,  that  no  person  shall  be  entitled  to  the  right  and  privilege  by  this  section 
granted,  who  has  infringed  the  patent  right  and  privilege  heretofore  granted,  by 
actually  using  or  vending  said  machine  before  the  expiration  of  said  patent, 
without  grant  or  license  from  said  patentee  or  his  assignees,  to  use  or  vend  the 
same." 

Upon  this  act,  Mr.  Justice  Story  said :  "  Then  it  is  suggested,  that  the  grant  of 
the  patent  by  the  act  of  Congress  of  1839,  ch.  14,  is  not  constitutional ;  for  it  op- 
erates retrospectively  to  give  a  patent  for  an  invention,  which,  though  made  by  the 
patentee,  was  in  public  use  and  enjoyed  by  the  community  at  the  time  of  the  pas- 
sage of  the  act.  But  this  objection  is  fairly  put  at  rest  by  the  decision  of  the  Su- 
preme Court  in  the  case  of  the  patent  of  Oliver  Evans.  Evans  v.  Eaton,  8  Wheat. 
454.  For  myself  I  never  have  entertained  any  doubt  of  the  constitutional  au- 
thority of  Congress  to  make  such  a  grant.  The  power  is  general  to  grant  to  in- 
ventors ;  and  it  rests  in  the  sound  discretion  of  Congress  to  say,  when  and  for 
what  length  of  time  and  under  what  circumstances  the  patent  for  an  invention 
shall  be  granted.  There  is  no  restriction  which  limits  the  power  of  Congress  to 
cases  where  the  invention  has  not  been  known  or  used  by  the  public.  All  that  is 
required  is,  that  the  patentee  should  be  the  inventor.  The  only  remaining  objec- 
tion is,  that  the  act  is  unconstitutional,  because  it  makes  the  use  of  a  machine  con- 
structed and  used  before  the  time  of  the  passage  of  the  act  of  1834,  ch.  213,  and 
the  grant  of  the  patent  under  the  act  of  1839,  ch.  14,  unlawful,  although  it  has 
been  formerly  decided,  that  under  the  act  of  1834,  the  plain tifi*  had  no  valid  pat- 
ent ;  and  so  the  defendant,  if  he  constructed  and  used  the  machine  during  that 
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tion  in  patent  cases  by  two  enactments.  The  act  of  July  4, 1886, 
ch.  357,  §  17,  declares :  — 

^'  That  all  actions,  suits,  controversies,  and  cases  arising  under 
any  law  of  the  United  States,  granting  or  confirming  to  inventors 
the  exclusive  right  to  their  inventions  or  discoveries,  shall  be  origi- 
nally cognizable,  as  well  in  equity  as  in  law,  by  the  circuit  courts 
of  the  United  States,  or  any  district  court  having  the  powers  and 
jurisdiction  of  a  circuit  court,  which  courts  shall  have  power, 
upon  bill  in  equity  filed  by  any  party  aggrieved,  in  any  such  case, 
to  grant  injunctions,  according  to  the  course  and  principles  of 
courts  of  equity,  to  prevent  the  violation  of  the  rights  of  any  in- 
ventor, as  secured  to  him  by  any  law  of  the  United  States,  on  such 
terms  and  conditions  as  said  courts  may  deem  reasonable.  Pro- 
videdy  however,  tliat  from  all  judgments  and  decrees  from  any  sucli 
court,  rendered  in  the  premises,  a  writ  of  error  or  appeal,  as  the 
case  may  be,  shall  lie  to  the  Supreme  Court  of  the  United  States, 
in  the  same  manner  and  under  the  same  circumstances  as  is  now 
provided  by  law  in  other  judgments  and  decrees  of  circuit  courts, 
and  in  all  other  cases  in  which  the  court  shall  deem  it  reasonable 
to  allow  the  same."  ^ 

The  right  of  appeal,  as  thus  conferred,  has  been  recently  modi- 
fied by  the  act  of  1861,  ch.  37,  §  1,  which  provides :  — 

^^  That  from  all  judgments  and  decrees  of  any  circuit  court 
rendered  in  any  action,  suit,  controversy,  or  case  at  law  or  in 
equity,  arising  under  any  law  of  the  United  States,  granting  or 

period,  did  lawful  acts,  and  cannot  now  be  retrospectively  made  a  wrong-doer.  If 
this  were  the  true  result  of  the  language  of  the  act,  it  might  require  a  good  deal 
of  consideration.  But  I  do  not  understand  that  the  act  gives  the  patentee  any 
damages  for  the  construction  or  use  of  the  machine,  except  afler  the  grant  of  pat- 
ent under  the  act  of  1839,  ch.  14.  If  the  language  of  the  act  were  ambiguouB 
the  court  would  give  it  this  construction,  so  that  it  might  not  be  deemed  to  create 
rights  retrospectively,  or  to  make  men  liable  for  damages  for  acts  lawful  at  the  time 
when  they  were  done.  The  act  of  Congress  passed  in  general  terms  ought  to  be 
80  construed,  if  it  may,  as  to  be  deemed  a  just  exercise  of  constitutional  author- 
ity ;  and  not  only  so,  but  it  ought  to  be  construed,  not  to  operate  retrospective- 
ly or  ex  past  facto,  unless  that  construction  is  unavoidable ;  for  even,  if  a  retro- 
spective act  is  or  may  be  constitutional,  I  think  I  may  say  that,  according  to  the 
theory  of  our  jurisprudence,  such  an  interpretation  is  never  adopted  without  abso- 
lute necessity ;  and  courts  of  justice  always  lean  to  a  more  benign  construction. 
But  in  the  present  case  there  is  no  claim  for  any  damages  but  such  as  have  ac- 
crued to  the  patentee  from  a  use  of  hb  machine  since  the  grant  of  the  patent  un- 
der the  act  of  1889,  ch.  14.** 
^  See  also  act  of  February  15, 1819,  ch.  19. 
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confirming  to  authors  the  exclusive  right  to  their  inventions  or 
discoveries,  a  writ  of  error  or  appeal,  as  the  case  may  be,  shall  lie 
at  the  instance  of  either  party,  to  the  Supreme  Court  of  the  United 
States,  in  the  same  manner  and  under  the  same  circumstances  as 
is  now  provided  by  law  in  other  judgments  and  decrees  of  such 
circuit  courts,  without  regard  to  the  sum  or  value  in  controversy 
ifi  the  action." 

§  496.  The  judicial  interpretation  of  these  enactments  has  been 
to  the  effect,  that  the  jurisdiction  thereby  conferred  upon  the 
circuit  and  district  courts  in  the  first  instance,  and  to  the  Su- 
preme Court  on  appeal,  is  not  merely  an  original  one,  but  also  an 
exclusive  one,  so  that  the  State  courts  have  no  cognizance  what- 
ever of  actions  in  which  the  validity  or  force  of  letters-patent  is 
involved.^ 

But  where  the  controversy  at  issue  does  not  turn  upon  the  let- 
ters-patent themselves,  but  rather  upon  the  force  of  some  contract 
under  them,  e.  g.  an  assignment  or  license,  which  acknowledges 
their  validity,  in  such  cases  the  jurisdiction  appertains,  as  in  other 
contracts,  to  the  State  courts,  and  can  only  be  brought  into  the 
United  States  courts  on  some  other  ground,  e.  g.  that  of  citizenship 
or  residence,  which  would  justify  the  application.  Thus,  in  a 
recent  case,^  a  bill  for  injunction  was  brought  uppn  a  special 
agreement  entered  into  between  the  plaintiff  and  the  defendant, 
adjusting  several  suits  pending  between  them  concerning  patent 
rights  claimed  by  the  plaintiff.  It  charged  a  breach  of  the  agree- 
ment and  prayed  for  an  account.  Nelson,  J.,  in  dismissing  the 
bill,  said :  ^'  It  was  attempted  to  sustain  the  jurisdiction  on  the 
ground  that  the  suit  is  brought  under  the  Patent  Act,  where  ju- 
risdiction depends  on  the  subject-matter,  and  that  the  gravamen 
laid  was  the  infringement  of  patent  rights.  But  there  is  no  foun- 
dation for  this  position.  The  bill  is  not  constructed  for  the  pur- 
pose of  presenting  a  question  of  the  infringement  of  a  patent,  but 
is  brought  for  the  violation  of  a  contract." 

Hence  a  bill  brought  to  enforce  the  specific  performance  of  a 
contract  to  convey  a  patent  is  not  cognizable  in  the  United  States 
courts  ;  but,  semble,  that  an  objection,  on  that  account,  should  be 

^  Dudley  v,  Mayhew,  3.  Comst  H ;  Elmer  v.  Fennel,  40  Maine,  434  ;  Parsons 
V.  Barnard,  7  Johns.  144. 

'  Goodyear  v.  Day,  1  Blatcli£  565. 
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taken  before  the  pleadings  are  closed  and  the  evidence  published.^ 
Nor  a  suit  brought  to  enforce  the  coYenants  of  a  licensee.^ 

While,  however,  it  is  true  that  a  contract  under  a  patent,  e.  g.  a 
license,  is  not  per  se  cognizable  in  the  United  States  courts,  so  as 
to  permit  a  suit  to  be  brought  there  for  the  recovery  of  the  sums 
agreed  upon,  still,  a  licensee  whose  right  is  conditioned  upon  the 
weekly  payment  of  a  certain  sum,  and  who  neglects  to  pay  the 
same,  but  continues  to  use  the  invention,  is  virtually  guilty  of  an 
infringement  of  the  patent,  and  may,  like  any  other  infringer,  be 
enjoined  by  a  United  States  court.  This  point  was  decided  in  the 
case  of  Brooks  v.  StoUey,^  where  the  Court  said :  — 

^'  It  is  suggested,  that,  as  the  whole  controversy  in  the  case  arises 
under  the  contract  of  license,  the  parties  to  which  being  citizens 
of  this  State,  the  Federal  court  cannot  take  jurisdiction.  This 
objection  would  be  unanswerable  if  no  right  were  involved  in  the 
controversy  except  what  arises  out  of  the  contract ;  as,  for  instance, 
the  Circuit  Court  could  take  no  jurisdiction,  under  the  contract,  of 
an  action  merely  to  recover  the  sums  agreed  to  be  paid  by  the  de- 
fendant ;  but,  in  the  present  aspect  of  the  case,  it  is  not  limited  to 
the  contract.  The  complainants  set  up  their  right  under  the  patent, 
imd  allege  that  the  defendant  is  infringing  that  patent ;  that  the 
license  affords  no  justification  to  the  defendant.  The  right  then 
of  the  complainants  to  an  injunction  is  not  founded  by  them  on 
the  contract,  but  on  the  assignment  of  the  patent. 

^'  Now  the  terms  of  the  contract  make  the  performance  of  its 
stipulations  by  the  defendant  a  condition  to  his  continued  use  of 
the  machine  ;  and  if  the  words  of  the  contract  did  not  import  and 
indeed  clearly  sustain  this  view,  equitable  considerations,  arising 
from  the  nature  of  the  contract,'  would  require  such  a  construction 
of  it.  The  payment  is  to  be  made  weekly.  Could  any  reasonable 
construction  of  the  contract  give  the  right  to  run  the  machine  by  the 
defendant,  in  default  of  such  payment  7  The  frequent  settlement 
and  payment  show  that  longer  indulgence  was  not  intended  by  tlie 
parties,  and  that  a  remedy  at  law  would  be  no  adequate  relief  to 
the  complainants.  To  enforce  the  payment  by  legal  means  would 
require  a  weekly  suit ;  and  this  woiild  subject  the  complainants  to 
inconvenience,  delay,  and  expense,  which  would  be  nearly,  if  not 

^  Nesmith  v.  Calvert,  1  Woodb.  &  MIn.  84. 

'  Goodyear  v.  Union  Rubber  Co.,  MS.,  IngersoU,  J. 

*  3  McLean,  528. 
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quite,  equal  to  the  amount  recoyered.  Such  a  construction  of  the 
contract  would  be  as  inequitable  as  the  remedy  proposed  would  be 
inadequate.  The  complainants  inyoke  the  aid  of  equity,  not  to 
decree  a  specific  execution  of  the  contract,  but  to  protect  their 
rights  as  assignees  of  the  patent.  This  right  they  allege  has  been 
infringed.  The  defendant  relies  on  the  license  contained  in  the 
contract ;  but  having  failed  to  make  the  weekly  payment,  he  has 
no  pretence  of  right  to  run  the  machine.'' 

§  497.  With  regard  to  the  question,  in  which  particular  district 
mn  action  for  the  infringement  of  patent  rights  may  or  must  be 
brought,  it  has  been  held  in  the  case  of  Chaffee  v.  Hayward,^  that 
such  action  can  only  be  brought  in  that  district  in  which  the  de- 
fendant resides  or  in  which  he  is  personally  serred  with  the  sum- 
mons, and  that  the  commencement  of  an  action  by  attaching  the 
property  of  a  non-resident  defendant  was  not  sufficient  to  confer 
jurisdiction.  It  was  urged  (Arguendo  that  the  Circuit  Court,  having 
jurisdiction  of  the  svbject-matter^  was  by  the  Process  Act  of  1792, 
§  2,  at  liberty  to  issue  its  process  in  the  same  form  as  a  process 
from  the  Supreme  Court  of  any  State  comprised  in  that  district, 
and  that  if  the  service  by  attachment  was  good  by  the  laws  of  that 
State,  as  they  stood  at  the  time  of  the  passage  of  the  Process  Act, 
then  it  was  good  under  the  laws  of  the  United  States.  But  the 
Supreme  Court  did  not  accept  these  conclusions.  Catron,  J.,  in 
rendering  the  opinion  of  the  court,  said :  ^^  By  §  11  of  the  Judici- 
ary Act  of  1789,  it  is  provided,  *  That  no  civil  suit  in  a  circuit  or 
district  court  shall  be  brought  against  an  inhabitant  of  the  United 
States  by  any  original  process  in  any  other  district  than  that 
whereof  he  is  an  inhabitant  or  in  which  he  shall  be  found  at  the 
time  of  serving  the  writ.'  It  has  been  several  times  held  by  this 
court  as  the  true  construction  of  the  foregoing  section,  that  juris- 
diction of  the  person  of  a  defendant  (who  is  an  inhabitant  of  an- 
other State)  can  only  be  obtained  in  a  civil*  action,  by  service  of 
process  on  his  person  within  the  district  where  the  suit  is  insti- 
tuted ;  and  that  no  jurisdiction  can  be  acquired  by  attaching 
property  of  a  non-resident  defendant,  pursuant  to  a  State  attach- 
ment law.^  It  is  insisted,  however,  that  these  rulings  were  had 
in  cases  arising  where  the  jurisdiction  depended  on  citizenship  ; 

1  20  How.  208. 

*  TolaDd  V.  Spragae,  12  Pet.  S27 ;  also  15  Pet  171 ;  17  Hew.  424. 
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whereas  here  the  suit  is  founded  on  an  act  of  Congress  conferring 
jurisdiction  on  the  circuit  courts  of  the  United  States  in  suits  by 
inventors  against  those  who  infringe  their  patents,  including  all 
cases  both  at  law  and  in  equity,  arising  under  the  patent  laws, 
without  regard  to  the  citizenship  of  the  parties  or  the  amount 
in  controversy,  and  that  therefore  the  eleventh  section  of  the 
Judiciary  Act  does  not  apply,  but  the  process  acts  of  the  State 
where  the  suit  is  brought  must  govern,  and  that  the  act  of  Ooq- 

gress,  May  8, 1792,  so  declares That  act  (§  2)  declares  that 

until  further  provision  shall  be  made,  and  except  whereby  this  act 
*  or  other  stattUes  of  the  United  States  is  otherwise  provided,'  the 
forms  of  writs  and  executions  and  modes  of  processes  in  suits  at 
common  law  shall  be  the  same  in  each  State  respectively  as  are 
now  used  or  allowed  in  the  Supreme  Court  of  the  same.  This  was 
to  be  the  mode  of  process,  unless  provision  had  been  made  by  Con- 
gress ;  and  to  the  extent  that  Congress  had  provided,  the  State 
laws  should  not  operate.  Now  the  only  statute  of  the  United 
States  then  existing  regulating  practice  was  the  Judiciary  Act  of 
1789,  which  is  above  recited.  The  eleventh  section  is  excepted 
out  of  and  stands  unaffected  by  the  subsequent  process  acts,  and 
is  as  applicable  in  this  case  as  it  was  to  those  where  jurisdiction  de- 
pended on  citizenship.  It  applies  in  its  terms  to  all  civil  suits ;  it 
makes  no  exceptions,  nor  can  the  courts  of  justice  make  any. 
The  judicial  power  extends  to  all  cases  in  law  and  equity  arising  un- 
der the  Constitution  and  laws  of  the  United  States  ;  and  it  is  pur- 
suant to  this  clause  of  the  Constitution  that  the  United  States  courts 
are  vested  with  power  to  execute  the  laws  respecting  inventors  and 
patented  inventions ;  but  where  the  suits  are  to  be  brought,  is 
left  to  the  general  law,  to  wit,  to  the  eleventh  section  of  the  Judi- 
ciary Act,  which  requires  personal  service  of  process  within  the 
,  district  where  the  suit  is  brought,  if  the  defendant  be  an  inhabitant 
of  another  State." 

This  decision  affirms  the  rulings  in  Saddler  v.  Hudson,^  and 
Allen  V.  Blunt ;  ^  and  is  followed  in  Goodyear  v.  Chaffee.^ 

The  case  of  Day  v.  Newark  Rubber  Co.,*  goes  still  further. 
Here  the  defendant  was  a  corporation  chartered  under  the  laws 

^  Saddler  v.  Hudson,  2  Cnrtis,  C.  C.  6. 

*  Allen  V.  Blant,  1  Blatchf.  480. 

*  Goodyear  o.  Chaffee,  3  Blatchf.  268. 
«  1  Blatchf.  628. 
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of  New  Jersey,  but  having  an  agency  and  store  in  New  York. 
The  suit  was  commenced  by  attaching  the  goods  in  the  store, 
and  also  by  serving  a  sununons  on  its  president  in  New  York. 
The  motion  to  quash  the  writ  of  foreign  attachment  and  sum- 
mons was  allowed,  on  the  ground  that  the  corporation  was  not 
an  inhabitant  of  the  New  York  district,  nor  found  within  it  at 
the  time  of  serving  the  process, — a  corporation  having  no  corporate 
existence  out  of  the  State  under  whose  laws  it  is  created.  The 
court  said :  ^^  Without  pursuing  the  examination  of  the  case  fur- 
ther, we  are  satisfied,  for  the  reasons  stated,  that  neither  the  levy- 
ing of  the  writ  of  attachment  upon  the  goods  of  the  defendants  in 
this  district,  nor  the  service  of  the  summons  upon  their  president 
within  it,  nor  both  together,  have  the  effect  to  give  jurisdiction  to 
the  coui*t  in  this  case  against  the  defendants ;  and  further,  that,  ac^ 
cording  to  the  true  construction  of  the  eleventh  section  of  the  Judi^ 
ciary  Act  of  1789,  the  court  would  have  no  jurisdiction  in  suits  in- 
stituted against  foreign  corporations,  even  in  cases  where  the  State 
practice,  if  adopted  by  it,  would  authorize  the  institution  of  such 
suits  by  the  attachment  of  their  goods  fotmd  within  their  jurisdic- 
tion." 

§  498.  Where,  however,  the  court  has  jurisdiction  of  the  person 
of  the  defendant,  it  may  restrain  him  from  violating  the  patent  in 
a  district  other  than  the  one  in  which  the  suit  is  brought.  Still, 
where  it  may  be  necessary  to  proceed  directly  against  the  machine 
itself,  as  in  cases  of  extreme  contumacy  or  of  fraudulent  contriv- 
ance to  evade  an  injunction,  sernble^  proceedings  must  be  instituted 
in  the  district  in  which  the  machine  is  located.^ 

The  equity  jurisdiction  conferred  upon  the  circuit  courts  by  the 
act  of  1836,  §  17,  is  irrespective  of  the  right  of  the  plaintiff  to  an 
injunction  or  his  demand  for  one.  Consequently  the  patentee  is 
entitled  to  a  discovery  and  account  after  the  expiration  of  the  term 
for  which  the  patent  is  granted.^ 

^  Boyd  V.  McAlpin,  8  McLean,  427 ;  Wilflon  v.  Sherman,  1  Blatchf.  536,  citing 
Simpson  v,  Wilson,  4  How.  709,  and  Wilson  v.  Simpson,  9  How.  109. 

'  Nevins  v.  Johnson,  8  Blatchf.  80.  ^  The  arrangement  of  the  provisions  of 
sec.  1 7  may  be  fairly  referred  to,  as  implying  that  the  power  to  award  injunctions 
was  introduced  by  Congress,  rather  as  ancillary  to  the  general  equity  jurisdiction 
imparted,  than  as  the  substantive  and  primary  purpose  of  the  enactment  It  bears 
more  the  aspect  of  an  incident  to  the  jurisdiction  before  conferred  than  a  condition 
of  the  jurisdiction  itself!" 
PAT,  85 
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§  499.  With  regard  to  the  appellate  jarisdiction  of  the  Sa* 
preme  Court,  it  may  be  stated  that  it  does  not  extend  by  virtue  of 
the  act  of  1836,  §  17,  to  cases  where  the  matter  in  coutroversy  is, 
not  the  settlement  of  the  claims  and  rights  of  a  patentee,  but  the 
mere  amount  of  costs.  Such  a  question  is  left  for  decision  under 
the  proyisions  of  the  Judiciary  Act  of  1789,  and  consequently  the 
amount  in  issue  must  exceed  $  2,000,^  This  limitation  would  still 
seem  applicable  under  the  provisions  of  the  act  of  1861,  ch.  87, 
whereby  an  appeal  lies  to  the  Supreme  Court  irrespective  of  the 
value  or  amount  in  controversy. 

In  Hogg  V.  Emerson,  6  How.  439,  it  was  held,  that  when  a  case 
is  sent  up  to  the  Supreme  Court,  under  the  discretion  conferred 
upon  the  court  below,  by  the  act  of  1836,  the  whole  case  must  go 
up ;  the  word  ^^  reasonable,"  in  the  statute,  applying  rather  to  the 
cases  themselves  than  to  the  points  of  the  cases. 

^  Sizer  o.  Many,  16  How.  9S. 
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ACT  OF  1790,  CHAPTER  7. 

1  Statutes  at  Labge,  109. 

Repealed  by  Act  of  1793,  Chap.  11,  §  12. 

An  Act  to  promote  the  progress  of  useful  arts. 

Section  1.  Be  it  enacted  by  the  Senate  and  Howe  of  Representatives 
of  the  United  States  of  America  in  Congress  assembled^  That  upon  the  peti- 
tion of  any  person  or  persons  to  the  Secretary  of  State,  the  Secretary  for 
the  Department  of  War,  and  the  Attorney-General  of  the  United  States, 
setting  forth  that  he,  she,  or  they  hath  or  have  invented  or  discovered  any 
useful  art,  manufacture,  engine,  machine,  or  device,  or  any  improvement 
therein  not  before  known  or  used,  and  praying  that  a  patent  may  be 
granted  therefor,  it  shall  and  may  be  lawful  to  and  for  the  said  Secretary 
of  State,  the  Secretary  for  the  Department  of  War,  and  the  Attorney-Gen- 
eral, or  any  two  of  them,  if  they  shall  deem  the  invention  or  discovery  suf- 
ficiently useful  and  important,  to  cause  letters-patent  to  be  made  out  in  the 
name  of  the  United  States,  to  bear  teste  by  the  President  of  the  United 
States,  reciting  the  allegations  and  suggestions  of  the  said  petition,  and  de- 
scribing the  said  invention  or  discovery,  clearly,  truly,  and  fully,  and  there- 
upon granting  to  such  petitioner  or  petitioners,  his,  her,  or  their  heirs,  ad- 
ministrators, or  assigns  for  any  term  not  exceeding  fourteen  years,  the  sole 
and  exclusive  right  and  liberty  of  making,  constructing,  using,  and  vending 
to  othess  to  be  used,  the  said  invention  or  discovery ;  which  letters-patent 
shall  be  delivered  to  the  Attorney-General  of  the  United  States  to  be  ex- 
amined, who  shall,  within  fifteen  days  next  afler  the  delivery  to  him,  if  he 
shall  find  the  same  conformable  to  this  act,  certify  it  to  be  so  at  the  foot 
thereof,  and  present  the  letters-patent  so  certified  to  the  President,  who 
shall  cause  the  seal  of  the  United  States  to  be  thereto  affixed,  and  the  same 
shall  be  good  and  available  to  the  grantee  or  grantees  by  force  of  this  act, 
to  all  and  every  intent  and  purpose  herein  contained,  and  shall  be  re- 
corded in  a  book  to  be  kept  for  that  purpose  in  the  office  of  the  Secretary 
of  State,  and  delivered  to  the  patentee  or  his  agent,  and  the  delivery 
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thereof  shall  be  entered  on  the  record  and  indorsed  on  the  patent  hj  the 
said  Secretary  at  the  time  of  granting  the  same. 

Section  2.  And  be  it  further  enacted^  That  the  grantee  or  grantees  of 
each  patent  shall,  at  the  time  of  granting  the  same,  deliver  to  the  Secre- 
tary of  State  a  specification  in  writing,  containing  a  description,  accom- 
panied with  drafts  or  models,  and  explanations  and  models  (if  the  natm« 
of  the  invention  or  discovery  will  admit  of  a  model),  of  the  thing  or  things 
by  him  or  them  invented  or  discovered,  and  described  as  aforesaid,  in  the 
said  patents ;  which  specification  shall  be  so  particular,  and  said  models  so 
exact,  as  not  only  to  distinguish  the  invention  or  discovery  from  other 
things  before  known  and  used,  but  aldo  to  enable  a  workman  or  other  per- 
son skilled  in  the  art  of  manufacture,  whereof  it  is  a  branch,  or  wherewith 
it  may  be  nearest  connected,  to  make,  construct,  or  use  the  same,  to  the 
end  that  the  public  may  have  the  full  benefit  thereof,  after  the  expiration 
of  the  patent  term ;  which  specification  shaU  be  filed  in  the  office  of  the 
said  Secretary,  and  certified  copies  thereof  shall  be  competent  evidence  in 
all  courts  and  before  all  jurisdictions,  where  any  matter  or  thing,  touching 
or  concerning  such  patent,  right,  or  privilege  shall  come  in  question. 

Section  3.  And  be  it  further  enacted.  That  upon  the  application  of  any 
person  to  the  Secretary  of  State,  for  a  copy  of  any  such  specification,  and 
for  permission  to  have  similar  model  or  models  made,  it  shaU  be  the  duty 
of  the  Secretary  to  give  such  copy,  and  to  permit  the  person  so  applying 
for  a  similar  model  or  models,  to  take,  or  make,  or  cause  the  same  to  lie 
taken  or  made,  at  the  expense  of  such  applicant. 

Section  4.  And  be  it  further  enacted,  That  if  any  person  or  persons 
shall  devise,  make,  construct,  use,  employ,  or  vend,  within  these  United 
States,  any  art,  manufacture,  engine,  machine,  or  device,  or  any  invention 
or  improvement  upon,  or  in  any  art,  manufacture,  engine,  machine,  or  de- 
vice, the  sole  and  exclusive  right  of  which  shall  be  so  as  aforesaid  granted 
by  patent  to  any  person  or  persons,  by  virtue  and  in  pursuance  of  this  act, 
without  the  consent  of  the  patentee  or  patentees,  their  executors,  adminis- 
trators, or  assigns,  first  had  and  obtained  in  writing,  every  person  so  ofiend- 
ing  shall  forfeit  and  pay  to  the  said  patentee  or  patentees,  his,  her,  or  their 
executors,  administrators,  or  assigns,  such  damages  as  shall  be  assessed  by 
a  jury,  and  moreover  shall  forfeit  to  the  person  aggrieved,  the  thing  or 
things  so  devised,  made,  constructed,  used,  employed,  or  vended,  contrary 
to  the  true  intent  of  this  act,  which  may  be  recovered  in  an  action  on  the 
case  founded  on  this  act. 

Section  5.  And  be  it  furOier  enacted,  That  upon  oath  or  affirmation 
made  before  the  judge  of  the  District  Court  where  the  defendant  resides, 
that  any  patent  which  shall  be  issued  in  pursuance  of  this  acty  wa»  ob*- 
tained  surreptitiously  by,  or  upon  false  suggestion,  and  motion  suiedd  f6  the 
aaid  court,  within  one  year  after  issuing  the  said  patent,  but  not  afterwards^ 


PATEKT  LAWS.  551 

it  shall  and  may  be  lawful  to  and  for  the  judge  of  the  said  district  court,  if 
the  matter  alleged  shall  appear  to  him  to  be  sufficient,  to  grant  a  rule  that 
the  patentee  or  patentees,  his,  horror  their  executors,  administrators,  or  as- 
signs, show  cause  why  process  should  not  issue  against  him,  her,  or  them, 
to  repeal  such  patents ;  and  if  sufficient  cause  shall  not  be  shown  to  the 
contrary,  the  rule  shall  be  made  absolute,  and  thereupon  the  said  judge 
shall  order  process  to  be  issued  as  aforesaid,  against  such  patentee  or  pat- 
entees, his,  her,  or  their  executors,  administrators,  or  assigns.  And  in 
case^no  sufficient  cause  shall  be  shown  to  the  contrary,  or  if  it  shall  ap- 
pear that  the  patentee  was  not  the  Arst  and  true  inventor  or  discoverer, 
judgment  shall  be  rendered  by  such  court  for  the  repeal  of  such  patent  or 
plants ;  and  if  the  party  at  whose  complaint  the  process  issued  shall  have 
judgment  given  against  him,  he  shall  pay  all  such  costs  as  the  defendant 
shall  be  put  to  in  defending  the  suit,  to  be  taxed  by  the  court,  and  re- 
covered in  such  manner  as  costs  expended  by  defendants  shall  be  recov- 
ered in  due  course  of  law. 

Section  6.  And  be  it  further  enaetedj  That  in  all  actions  to  be  brought 
by  such  patentee  or  patentees,  his,  her,  or  their  executors,  administrators, 
or  assigns,  for  any  penalty  incurred  by  virtue  of  this  act,  the  said  patents 
or  specifications  shall  be  primd  facie  evidence  that  the  said  patentee  or 
patentees  was  or  were  the  first  and  true  inventor  or  inventors,  discoverer 
or  discoverers,  of  the  thing  so  specified,  and  that  the  same  is  truly  speci- 
fied ;  but  that  nevertheless  the  defendant  or  defendants  may  plead  the  gen- 
eral issue,  and  give  this  act,  and  any  special  matter  whereof  notice  in 
writing  shall  have  been  given  to  the  plaintifi^,  or  his  attorney,  thirty  days 
before  the  trial,  in  evidence  tending  to  prove  that  the  specification  filed  by 
the  plaintiff  does  not  contain  the  whole  of  the  truth  concerning  his  inven- 
tion or  discovery ;  or  that  it  contains  more  than  is  necessary  to  produce  the 
effect  described ;  and  if  the  concealment  of  part,  or  the  addition  of  more 
than  is  necessary,  shall  appear  to  have  been  intended  to  mislead,  or  shall 
actually  mislead  the  public,  so  as  the  effect  described  cannot  be  produced 
by  the  means  specified,  then,  and  in  such  cases,  the  verdict  and  judgment 
shall  be  for  the  defendant 

Section  7.  And  he  it  further  enacted^  That  such  patentee  as  aforesaid 
shall,  before  he  receives  his  patent,  pay  the  following  fees  to  the  several 
officers  employed  in  making  out  and  perfecting  the  same,  to  wit :  For  re- 
ceivmg  and  filing  the  petition,  fifty  cents ;  for  filing  specifications,  per  copy- 
sheet  containing  one  hundred  words,  ten  cents ;  for  making  out  patent,  two 
dollars ;  for  affixing  great  seal,  one  dollar ;  for  indorsing  the  day  of  deliv- 
ering the  same  to  the  patentee,  including  all  intermediate  services,  twenty 
cents. 

Approved  April  10, 1790. 


552  PATENT ,  LAWS. 

ACT  OF  1798,  CHAPTER  11. 

1  Stattttes  at  Laboe,  818. 

Sepeahd  hy  Ad  0/I886,  Chap.  857,  §  21. 

An  Act  to  promote  the  progress  of  useful  arts,  and  to  repeal  the  Act  here- 
tofore made  for  that  purpose. 

Section  1.  Be  it  enacted  hy  the  Senate  and  Htmee  of  RepresentdUvee 
of  the  United  States  of  America  in  Oongrees  auemUedj  That  when  any 
person  or  persons,  being  a  citizen  or  citizens  of  the  United  States,  shall  al- 
lege that  he  or  they  have  invented  any  new  and  use^l  art,  machine,  man- 
ufacture, or  composition  of  matter,  or  any  new  and  useful  improvement 
on  any  art,  machine,  manufacture,  or  composition  of  matter,  not  known  or 
used  before  the  application,  and  shaU  present  a  petition  to  the  Secretary 
of  State,  signifying  a  desire  of  obtaining  an  exclusive  property  in  the  same, 
and  praying  that  a  patent  may  be  granted  therefor,  it  shall  and  may  be 
lawful  for  the  said  Secretary  of  State  to  cause  letters-patent  to  be  made 
out  in  the  name  of  the  United  States,  bearing  teste  by  the  President  of  the 
United  States,  reciting  the  allegations  and  suggestions  of  the  said  petition, 
and  giving  a  short  description  of  the  said  invention  or  discovery,  and  there- 
upon granting  to  such  petitioner  or  petitioners,  his,  her,  or  their  heirs,  ad- 
ministrators, or  assigns,  for  a  term  not  exceeding  fourteen  years,  the  full 
and  exclusive  right  and  liberty  of  making,  constructing,  using,  and  vending 
to  others  to  be  used,  the  said  invention  or  discovery,  which  letters-patent 
shall  be  delivered  to  the  Attorney-General  of  the  United  States,  to  be  ex- 
,  amined ;  who,  with  in  fifteen  daysafter  such  delivery,  if  he  finds  the  same 
conformable  to  this  act,  shall  certify  accordingly,  at  the  foot  thereof,  and 
return  the  same  to  the  Secretary  of  State,  who  shall  present  the  letters-pat- 
ent, thus  certified,  to  be  signed,  and  shall  cause  the  seal  of  the  United  States 
to  be  thereto  afi^ed ;  and  the  same  shall  be  good  and  available  to  the 
grantee  or  grantees,  by  force  of  this  act,  and  shall  be  recorded  in  a  book, 
to  be  kept  for  that  purpose,  in  the  office  of  the  Secretary  of  State,  and  de- 
livered to  the  patentee  or  his  order. 

Section  2.  Provided  ahjoaysy  and  he  it  further  enacted^  That  any  per- 
son who  shall  have  discovered  an  improvement  in  the  principle  of  any 
machine,  or  in  the  process  of  any  composition  of  matter,  which  shall  have 
been  patented,  and  shall  have  obtained  a  patent  for  such  improvement,  he 
shall  not  be  at  liberty  to  make,  use,  or  vend  the  original  discovery,  nor 
shall  the  first  inventor  be  at  liberty  to  use  the  improvement :  And  it  is 
hereby  enacted  and  declared,  that  simply  changing  the  form  or  the  propor- 
tions of  any  machine,  or  composition  of  matter,  in  any  degree,  shall  not  be 
deemed  a  discovery. 
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Section  3.  And  be  it  farther  en<zcted,  That  every  inventor,  before  he  can 
receive  a  patent,  shall  swear  or  affirm,  that  he  does  verilj  believe  that  he 
is  the  true  inventor  or  discoverer  of  the  art,  machine,  or  improvement  for 
which  he  solicits  a  patent,  which  oath  or  affirmation  may  be  made  before 
Any  person  authorized  to  administer  oaths,  and  shall  deliver  a  written 
description  of  his  invention,  and  of  the  manner  of  using,  or  process  of 
compounding  the  same,  in  such  full,  clear,  and  exact  terms,  as  to  distin- 
guish the  same  from  all  other  things  before  known,  and  to  enable  any  per- 
son skilled  in  the  art  or  science  of  which  it  is  a  branch,  or  with  which  it  is 
most  nearly  connected,  to  make,  compound,  and  use  the  same.  And  in  the 
case  of  any  machine,  he  shall  fully  explain  the  principle,  and  the  several 
modes  in  which  he  has  contemplated  the  application  of  that  principle  or 
character,  by  which  it  may  be  distinguished  from  other  inventions ;  and  he 
shall  accompany  the  whole  with  drawings  and  written  references,  where 
the  nature  of  the  case  admits  of  drawings,  or  with  specimens  of  the  ingre- 
dients, and  of  the  composition  of  matter,  sufficient  in  quantity  for  the  pur- 
pose of  experiment,  where  the  invention  is  of  a  composition  of  matter ; 
which  defscription,  signed  by  himself,  and  attested  by  two  witnesses,  shall 
be  filed  in  the  office  of  the  Secretary  of  State,  and  certified  copies  thereof 
shall  be  competent  evidence  in  all  courts,  where  any  matter  or  thing, 
touching  such  patent  right  shall  come  in  question.  And  suich  inventor 
shall,  moreover,  deliver  a  model  of  his  machine,  provided  the  Secretary 
shall  deem  such  model  to  be  necessary. 

Section  4.  And  be  it  further  enacted^  That  it  shall  be  lawful  for  any 
inventor,  his  executor  or  administrator,  to  assign  the  title  and  interest  in 
the  said  invention,  at  any  time,  and  the  assignee,  having  recorded  the  said 
assignment  in  the  office  of  the  Secretary  of  State,  shall  thereafter  stand  in 
the  place  of  the  original  inventor,  both  as  to  right  and  responsibility,  and 
so  the  assignees  of  assigns,  to  any  degree. 

Section  5.  And  be  it  further  enacted^  That  if  any  person  shall  make, 
devise,  and  use,  or  sell  the  thing  so  invented,  the  exclusive  right  of  which 
shall,  as  aforesaid,  have  been  secured  to  any  person  by  patent,  without  the 
consent  of  the  patentee,  his  executors,  administrators,  or  assigns,  first  ob- 
tained in  writing,  every  person  so  offending  shall  forfeit  and  pay  to  the 
patentee  a  sum  that  shall  be  at  least  equal  to  three  times  the  price  for 
which  the  patentee  has  usually  sold  or  licensed,  to  other  persons,  the  use 
of  the  said  invention,  which  may  be  recovered  in  an  action  on  the  case 
founded  on  this  act,  in  the  circuit  court  of  the  United  States,  or  any  other 
court  having  competent  jurisdiction. 

Section  6.  Provided  always,  and  be  it  further  enacted.  That  the  defend- 
ant in  such  action  shall  be  permitted  to  plead  the  general  issue,  and  give 
this  act,  and  any  special  matter,  of  which  notice  in  writing  may  have  been 
given  to  the  plaintifi*  or  bis  attorney,  thirty  days  before  trial,  in  evidence. 
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tendiog  to  prove  that  the  specificatioa  filled  by  the  plaintiff  does  not  contain 
the  whole  truth  relative  to  his  discovery,  or  that  it  contains  more  than  is 
necessary  to  produce  the  described  effect,  which  concealment  or  addition 
shall  fully  appear  to  have  been  made  for  the  porpose  of  deceiving  the  pub- 
lic, or  that  the  thing  thus  secured  by  patent  was  not  originally  discovered 
by  the  patentee,  but  had  been  in  use,  or  had  been  described  in  some  pub- 
lic work  anterior  to  the  supposed  discovery  of  the  patentee,  or  that  he  had 
surreptitiously  obtained  a  patent  for  the  discovery  of  another  person ;  in 
either  of  which  cases  judgment  shall  be  rendered  for  the  defendant,  with 
costs,  and  the  patent  shall  be  declared  void. 

Section  7.  And  be  it  Jurther  enacted^  That  where  any  State,  before  its 
adoption  of  the  present  form  of  government,  shall  have  granted  an  ezcla- 
sive  right  to  any  invention,  the  party  claiming  that  right  shall  not  be  capa- 
ble of  obtaining  an  exclusive  right  under  this  act,  but  on  relinquishing  his 
right  under  such  particular  State,  and  of  such  relinquishment,  his  obtaining 
an  exclusive  right  under  this  act  shall  be  sufficient  evidence. 

Section  8.  And  he  it  further  enactedy  That  the  persons  whose  applica- 
tions for  patents  were,  at  the  time  of  passing  this  act,  depending  before  the 
Secretary  of  State,  Secretary  at  War,  and  Attorney-General^  according 
to  the  act  passed  the  second  session  of  the  first  Congress,  entituled  **  An  Act 
to  promote  the  progress  of  useful  arts,"  on  complying  with  the  conditions 
of  this  act,  and  paying  the  fees  herein  required,  may  pursue  their  respec- 
tive claims  to  a  patent  under  the  same. 

Section  9.  And  be  it  further  enacted,  That  in  case  of  interfering  ap- 
plications, the  same  shall  be  submitted  to  the  arbitration  of  three  persons, 
one  of  whom  shall  be  chosen  by  each  of  the  applicants,  and  the  third  per- 
son shall  be  appointed  by  the  Secretary  of  State ;  and  the  decision  or 
award  of  such  arbitrators,  delivered  to  the  Secretary  of  State  in  writing, 
and  subscribed  by  them,  or  any  two  of  them,  shall  be  final,  as  far  as  re- 
spects the  granting  of  the  patent.  And  if  either  of  the  applicants  shall 
refuse  or  fail  to  choose  an  arbitrator,  the  patent  shall  issue  to  the  opposite 
party.  And  where  there  shall  be  more  than  two  interfering  applications, 
and  the  parties  applying  shall  not  all  unite  in  appointing  three  arbitrators, 
it  shall  be  in  the  power  of  the  Secretary  of  State  to  appoint  three  arbi- 
trators for  the  purpose. 

Section  10.  And  be  it  further  enacted.  That  upon  oath  or  affirmation 
being  made  before  the  judge  of  the  District  Court  where  the  patentee,  &is 
executors,  administrators,  or  assigns  reside,  that  any  patent,  which  shall  be 
issued  in  pursuance  of  this  act,  was  obtained  surreptitiously,  or  upon  false 
suggestion,  and  motion  made  to  the  said  court,  within  three  years  after  issa- 
ing  the  said  patent,  but  not  afterwards,  it  shall  and  may  be  lawful  for  the 
judge  of  the  said  District  Court,  if  the  matter  alleged  shall  appear  to  him 
to  be  sufficient,  to  grant  a  rule,  that  the  patentee,  or  his  executor,  adminis- 
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traior,  or  aseign  sbow  caase  wbj  ptx>ce8s  slionld  not  issue  against  him  to 
repeal  such  patent  And  if  sufficient  cause  shall  not  be  shown  to  the  con- 
trary, the  rule  shall  be  made  absolute,  and  thereupon  the  said  judge  shall 
order  process  to  be  issued  against  such  patentee  or  his  executors,  admin- 
istrators, or  assigns,  with  costs  of  suit  And  in  case  no  sufficient  cause 
8hall  be  shown  to  the  contrary,  or  if  it  shall  appear  that  the  patentee  was 
not  the  true  inventor  or  discoverer,  judgment  shall  be  rendered  by  such 
oonrt  for  the  repeal  of  such  patent ;  and  if  the  party,  at  whose  complaint 
the  process  issued,  shall  have  judgment  given  against  him,  he  shall  pay 
all  such  costs  as  the  defendant  shall  be  put  to  in  defending  the  suit,  to  be 
taxed  by  the  court,  and  recovered  in  due  course  of  law. 

Section  11.  And  be  it  further  enactedj  That  every  inventor,  before  he 
presents  his  petition  to  the  Secretary  of  State,  sigiiifying  his  desire  of  ob- 
taining  a  patent,  shall  pay  into  the  treasury  thirty  dollars,  for  which  he  shall 
take  duplicate  receipts ;  one  of  which  receipts  he  shall  deliver  to  the  Sec- 
retary of  State,  when  he  presents  his  petition ;  and  the  money  thus  paid 
shall  be  in  full  for  the  sundry  services  to  be  performed  in  the  office  of  the 
Secretary  of  State,  consequent  on  such  petition,  and  shall  pass  to  the  ac- 
count of  clerk-hire  in  that  office :  Provided  netferthelesSf  That  for  every 
copy,  which  may  be  required  at  the  said  office,  of  any  paper  respecting 
any  patent  that  has  been  granted,  the  person  obtaining  such  copy  shall 
pay,  at  the  rate  of  twenty  cents,  for  every  copy-sheet  of  one  hundred 
words,  and  for  every  copy  of  a  drawing,  the  party  obtaining  the  same,  shall 
pay  two  dollars,  of  which  payments  an  account  shall  be  rendered,  annu* 
ally,  to  the  treasury  of  the  United  States,  and  they  shall  also  pass  to  the 
account  of  clerk-hire  in  the  office  of  the  Secretary  of  State. 

Section  12.  And  be  it  further  enacted^  That  the  act,  passed  the  tenth 
day  of  April,  in  the  year  one  thousand  seven  hundred  and  ninety,  intituled 
**  An  Act  to  promote  the  progress  of  useAil  arts,**  be,  and  the  same  is 
hereby,  repealed :  Provided  always^  That  nothing  contained  in  this  act 
shall  be  construed  to  invalidate  any  patent  that  may  have  been  granted 
under  the  authority  of  the  said  act ;  and  all  patentees  under  the  said 
act,  their  executors,  administrators,  or  assigns,  shall  be  considered  within 
the  purview  of  this  act,  in  respect  to  the  violation  of  their  rights ;  pro- 
vided such  violations  shall  be  committed  after  the  passing  of  this  act 

Approved  February  21, 1793. 
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ACT  OF   1794,  CHAPTER  58. 

1  Statutes  at  Labge,  393. 

Repealed  hy  Act  of  1836,  Chap.  357,  §  21. 

An  Act  supplementary  to  the  Act  intituled  ^  An  Act  to  promote  the  progress 
of  useful  arts.'' 

Be  it  enacted  hy  the  Senate  and  House  of  Sepresentatives  of  the  United 
States  of  America  in  Congress  assembled,  That  all  suits,  actions,  process 
and  proceedings,  heretofore  had  in  any  District  Court  of  the  United  States, 
under  an  act  passed  the  tenth  day  of  April,  in  the  year  one  thousand  seven 
hundred  and  ninety,  intituled  ^  An  Act  to  promote  the  progress  of  useful 
arts,"  which  may  haVe  been  set  aside,  suspended,  or  abated,  by  reason  of 
the  repeal  of  the  said  act,  may  be  restored,  at  the  instance  of  the  plaintiff 
or  defendant,  within  one  year  from  and  after  the  passing  of  this  act,  in  the 
said  courts,  to  the  same  situation,  in  which  they  may  have  been  when  they 
were  so  set  aside,  suspended,  or  abated ;  and  that  the  parties  to  the  said  suits, 
actions,  process  or  proceedings  be,  and  are  hereby,  entitled  to  proceed  in 
such  cases,  as  if  no  such  repeal  of  the  act  aforesaid  had  taken  place :  Pro- 
vided  altoat/s,  That  before  any  order  or  proceeding,  other  than  that  for 
continuing  the  same  suits,  after  the  reinstating  thereof,  shall  be  entered  or 
had,  the  defendant  or  plaintiff,  as  the  case  may  be,  against  whom  the  same 
may  have  been  reinstated,  shall  be  brought  into  court  by  summons,  attadi- 
ment,  or  such  other  proceeding  as  is  used  in  other  cases  for  compelling  the 
appearance  of  a  party. 

Approved  June  7, 1794. 

ACT  OP   1800,  CHAPTER  25. 

2  Statutes  at  Labge,  37. 

JRepealed  hy  Act  of  1836,  Chap.  357,  §  21. 

An  Act  to  extend  the  privilege  of  obtaining  patents  for  useful  discoveries 
and  inventions,  to  certain  persons  therein  mentioned,  and  to  enlarge 
and  define  the  penalties  for  violating  the  rights  of  patentees. 

Section  1.  Be  it  enacted  hy  the  Senate  and  House  of  Representatives 
of  the  United  States  of  America  in  Congress  assemlled^  That  all  and  sin- 
gular the  rights  and  privileges  given,  intended  or  provided  to  citizens  of 
the  United  States,  respecting  patents  for  new  inventions,  discoveries,  and 
improvements,  by  the  act  intituled  '^  An  Act  to  promote  the  progress  of  use- 
ful arts,  and  to  repeal  the  Act  heretofore  made  for  that  purpose,"  shall  be, 
and  hereby  are,  extended  and  given  to  all  aliens  who  at  the  time  of  peti- 
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tioniDg  in  the  manner  prescribed  by  the  said  act,  shall  have  resided  for  two 
years  within  the  United  States,  which  privileges  shall  be  obtained,  used, 
and  enjoyed  by  such  persons,  in  as  full  and  ample  manner,  and  under  the 
same  conditions,  limitations,  and  restrictions,  as  by  the  said  act  is  provided 
and  directed  in  the  case  of  citizens  of  the  United  States :  Provided  always^ 
That  every  person  petitioning  for  a  patent  for  any  invention,  art,  or  discov- 
ery, pursuant  to  this  act,  shall  make  oath  or  affirmation  before  some  person 
duly  authorized  to  administer  oaths  before  such  patent  shall  be  granted, 
that  such  invention,  art,  or  discovery  hath  not,  to  the  best  of  his  or  her 
knowledge  or  belief,  been  known  or  used  either  in  this  or  any  foreign  coun- 
try, and  that  every  patent  which  shall  be  obtained  pursuant  to  this  act,  for 
any  invention,  art,  or  discovery,  which  it  shall  afterward  appear  had  been 
known  or  used  previous  to  such  application  for  a  patent,  shall  be  utterly 
void. 

Section  2.  And  he  it  further  enactedj  That  where  any  person  hath 
made,  or  shall  have  made,  any  new  invention,  discovery,  or  improvement, 
on  account  of  which  a  patent  might,  by  virtue  of  this  or  the  above-mentioned 
act,  be  granted  to  such  person,  and  shall  die  before  any  patent  shall  be 
granted  therefor,  the  right  of  applying  for  and  obtaining  such  patent,  shall 
devolve  on  the  legal  representatives  of  such  person  in  trust  for  the  heirs 
at  law  of  the  deceased,  in  case  he  shall  have  died  intestate ;  but  if  other- 
wise, then  in  trust  for  his  devisees,  in  as  full  and  ample  manner,  and  under 
the  same  conditions,  limitations,  and  restrictions  as  the  same  was  held,  or 
might  have  been  claimed  or  enjoyed  by  such  person,  in  his  or  h'er  lifetime ; 
and  when  application  for  a  patent  shall  be  made  by  such  legal  representa- 
tives, the  oath  or  affirmation,  provided  in  the  third  section  of  the  before- 
mentioned  act,  shall  be  so  varied  as  to  be  applicable  to  them. 

Section  8.  And  be  it  further  enacted^  That  where  any  patent  shall  be 
or  shall  have  been  granted  pursuant  to  this  or  the  above-mentioned  act,  and 
any  person  without  the  consent  of  the  patentee,  his  or  her  executors,  ad- 
ministrators, or  assigns,  first  obtained  in  writing,  shall  make,  devise,  use,  or 
sell  the  thing  whereof  the  exclusive  right  is  secured  to  the  said  patentee 
by  such  patent,  such  person  so  offending  shall  forfeit  and  pay  to  the  said 
patentee,  his  executors,  administrators^  or  assigns,  a  sum  equal  to  three 
times  the  actual  damage  sustained  by  such  patentee,  his  executors,  admin- 
istrators, or  assigns,  from  or  by  reason  of  such  offence,  which  sum  shall  and 
may  be  recovered  by  action  on  the  case  founded  on  this  and  the  above- 
mentioned  act,  in  the  Circuit  Court  of  the  United  States,  having  jurisdic- 
tion thereon. 

Section  4.  And  be  it  further  enactedy  That  the  fifth  section  of  the 
above-mentioned  act,  intituled  ^  An  Act  to  promote  the  progress  of  useful 
arts,  and  to  repeal  the  Act  heretofore  made  for  that  purpose,"  shall  be,  and 
hereby  is,  repealed. 

Approved  April  17, 1800. 
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ACT  OF  1819,  CHAPTER  19. 

3  Statutes  at  Labge,  481. 

Sepealed  by  Act  q/  1886,  Chap.  S57,  %  21. 

An  Act  to  extend  the  jurisdiction  of  the  Circuit  Courts  of  the  United 
States  to  cases  arising  under  the  law  relating  to  patents. 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United 
States  of  America  in  Congress  assenMedj  That  the  Circuit  Courts  of  the 
United  States  shall  have  original  cognizance,  as  well  in  equity  as  at  law,  of 
all  actions,  suits,  controversies,  and  cases  arising  under  any  law  of  the 
United  States,  granting  or  confirming  to  authors  or  inventors  the  exclusive 
right  to  their  respective  writings,  inventions,  and  discoveries ;  and  upon  any 
bill  in  equity,  filed  by  any  party  aggrieved  in  any  such  cases,  shall  have 
authority  to  grant  injunctions,  according  to  the  course  and  principles  of 
courts  of  equity,  to  prevent  the  violation  of  the  rights  of  any  authors  or 
inventors,  secured  to  them  by  any  laws  of  the  United  States,  on  such  terms 
and  conditions  as  the  said  courts  may  deem  fit  and  reasonable  :  Provided 
however^  That  irom  all  judgments  and  decree  of  any  Circuit  Courts  ren- 
'  dered  in  the  premises,  a  writ  of  error  or  appeal,  as  the  case  may  require^ 
shall  lie  to  the  Supreme  Court  of  the  United  States,  in  the  same  manner, 
and  under  the  same  circumstances,  as  is  now  provided  by  law  in  other  judg- 
ments and  decrees  of  such  circuit  courts. 
Approved  February  15, 1819. 

ACT  OF  1832,  CHAPTER  162. 

4  Statutes  at  Labge,  559. 
Repeated  by  Act  i^  1886,  Chap.  357,  %  21. 

An  Act  concerning  patents  for  useful  inventions. 

Section  \.  Beit  enacted  by  the  Senate  and  House  of  Representatipss  4^ 
the  United  States  of  America  in  Congress  assemUed^  That  it  shall  be  the 
duty  of  the  Secretary  of  State,  annually,  in  the  month  of  January,  te  re* 
port  to  Congress,  and  to  publish  in  two  of  the  newspapers  printed  in  the 

« 

city  of  Washington,  a  list  of  all  the  patents  ibr  discoveries,  inventioos,  and 
improvements,  which  shall  have  expired  within  the  year  immediately  pve- 
ceding,  with  the  names  of  the  patentees,  alphabetically  arranged. 

Section  2.  And  be  it  further  enacted.  That  application  to  Congress  to 
probng  or  renew  the  teirm  of  a  patent  shall  be  made  before  its  expiration, 
and  shall  be  notified  at  least  once  a  month,  for  three  months  before  its  pre* 
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sentatioD,  in  two  newspapers  printed  in  the  city  of  Washington,  and  in  one 
of  the  newspapers  in  which  the  laws  of  the  United  States  shall  be  pub- 
lished in  the  State  or  Territoiy  in  which  the  patentee  shall  reside.  The 
petition  shall  set  forth  particularly  the  grounds  of  the  application.  It  shall 
be  verified  by  oath ;  the  evidence  in  its  support  may  be  taken  before  any 
judge  or  justice  of  the  peace ;  it  shall  be  accompanied  by  a  statement  of  the 
ascertained  value  of  the  discovery,  invention,  or  improvement,  and  of  the 
receipts  and  expenditures  of  the  patenteCi  so  as  to  exhibit  the*  profit  or  loss 
arising  therefrom. 

Section  3.  And  be  it  farther  encusiedy  That  wherever  any  patent  which 
has  been  heretofore,  or  shall  be  hereafter,  granted  to  any  inventor  in  pursu- 
ance of  the  act  of  Congress,  entitled  **  An  Act  to  promote  the  progress  of 
useful  arts,  and  to  repeal  the  Act  heretofore  made  for  that  purpose,"  passed 
on  the  twenty-first  day  of  February,  in  the  year  of  our  Lord,  one  thousand 
seven  hundred  and  ninety-three,  or  of  any  of  the  acts  supplementary  there- 
to, shall  be  invalid  or  inoperative,  by  reason  that  any  of  the  terms  or  con- 
ditions prescribed  in  the  third  section  of  the  said  first-mentioned  act,  have 
not,  by  inadvertence,  accident,  or  mistake,  and  without  any  fraudulent  or 
deceptive  intention,  been  complied  with  on  the  part  of  the  said  inventor, 
it  shall  be  lawful  for  the  Secretary  of  State,  upon  the  surrender  to  him  of 
snch  patent,  to  cause  a  new  patent  to  be  granted  to  the  said  inventor  for 
the  same  invention  for  the  residue  of  the  period  then  unexpired,  for  which 
the  original  patent  was  granted,  upon  his  compliance  with  the  terms  and 
conditions  prescribed  in  the  said  third  section  of  the  said  act  And,  in 
case  of  his  death,  or  any  assignment  by  him  made  of  the  same  patent,  the 
like  right  shall  vest  in  his  executors  and  administrators,  or  assignee  or 
asdgnees :  Provided  however^  That  such  new  patent  so  granted  shall,  in  all 
respects,  be  liable  to  the  same  matters  of  objection  and  defence  as  any 
original  patent  granted  under  the  said  first-mentioned  act  But  no  public  use 
or  privilege  of  the  invention  so  patented,  derived  from  or  afler  the  grant  of 
the  original  patent,  either  under  any  special  license  of  the  inventor,  or 
without  the  consent  of  the  patentee  that  there  shall  be  a  free  public  use 
thereof,  shall,  in  any  manner,  prejudice  his  right  of  recovery  for  any  use 
or  violation  of  his  invention  after  the  grant  of  such  new  patent  as  afore- 
said. 

Approved  July  3, 1832. 
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ACT  OF   1832,  CHAPTER  203. 

4  Statutes  at  Large,  577. 

Repealed  hy  Act  o/1836,  Chap.  357,  §  21. 

An  Act  oonceming  the  iBsuing  of  patents  to  aliens,  for  useful  discoyeries 
and  inventions. 

Be  it  enacted  hy  the  Senate  and  House  of  Representatives  of  the  United 
States  of  America  in  Congress  assembled,  That  the  privileges  granted  to 
the  aliens  described  in  the  first  section  of  the  act,  to  extend  the  privilege  of 
obtaining  patents  for  useful  discoveries  and  inventions  to  certain  persons 
therein  mentioned,  and  to  enlarge  and  define  the  penalties  for  violating  the 
rights  of  patentees,  approved  April  seventeenth,  eighteen  hundred,  be  ex- 
tended in  like  manner  to  every  alien  who,  at  the  time  of  petitioning  for  a 
patent,  shall  be  resident  in  the  United  States,  and  shall  have  declared  his 
intention,  according  to  law,  to  become  a  citizen  thereof:  Provided^  That 
every  patent  granted  by  virtue  of  this  act  and  the  privileges  thereto  apper* 
taining,  shall  cease  and  determine  and  become  absolutely  void  without 
resort  to  any  legal  process  to  annul  or  cancel  the  same  in  case  of  a  failure 
on  the  part  of  any  patentee,  for  the  space  of  one  year  from  the  issuing 
thereof,  to  introduce  into  public  use  in  the  United  States  the  invention  or 
improvement  for  which  the  patent  shall  be  issued ;  or  in  case  the  same  for 
any  period  of  six  months  after  such  introduction  shall  not  continue  to  be 
publicly  used  and  applied  in  the  United  States,  or  in  case  of  failure  to  be- 
come a  citizen  of  the  United  States,  agreeably  to  notice  given  at  the  earli- 
est period  within  which  he  shall  be  entitled  to  become  a  citizen  of  the 
United  States. 

Approved  July  13, 1832. 

ACT  OF  1836,  CHAPTER  357. 

5  Statutes  at  Large,  117. 

An  Act  to  promote  the  progress  of  the  useful  arts,  and  to  repeal  all  Acts 
and  parts  of  Acts  heretofore  made  for  that  purpose. 

Section  1.  Be  it  enacted  by  the  Senate  and  Bouse  of  Representatives  of 
the  United  States  of  America  in  Congress  assembled,  That  there  shall  be 
established  and  attached  to  the  Department  of  State  an  office  to  be  denom- 
inated the  Patent  Office ;  the  chief  officer  of  which  shall  be  called  the  Com- 
missioner of  Patents,  to  be  appointed  by  the  President,  by  and  with  the 
advice  and  consent  of  the  Senate,  whose  duty  it  shall  be,  under  the  direct 
tion  of  the  Secretary  of  State,  to  superintend,  execute,  and  perform  aU 
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such  acts  and  things  touching  and  respecting  the  granting  and  issuing  of 
patents  for  new  and  useful  discoveries,  inventions,  and  improvements,  as 
are  herein  provided  for,  or  shall  hereafter  be,  by  law,  directed  to  be  done 
and  performed,  and  shall  have  the  charge  and  custody  of  all  the  books, 
records,  papers,  models,  machines,  and  all  other  things  belonging  to  said 
office.  And  said  commissioner  shall  receive  the  same  compensation  as  is 
allowed  by  law  to  the  Commissioner  of  the  Indian  Department,  and  shall 
be  entitled  to  send  and  receive  letters  and  packages  by  mail,  relating  to  the 
business  of  the  office,  free  of  postage. 

Section  2.  And  be  it  further  enacted^  That  there  shall  be  in  said  office 
an  inferior  officer,  to  be  appointed  by  the  said  principal  officer,  with  the 
approval  of  the  Secretary  of  State,  to  receive  an  annual  salary  of  seven- 
teen hundred  dollars,  and  to  be  called  the  Chief  Clerk  of  the  Patent  Office  ; 
who,  in  all  cases  during  the  necessary  absence  of  the  commissioner,  or 
when  the  said  principal  office  shall  become  vacant,  shall  have  the  charge 
and  custody  of  the  seal,  and  of  the  records,  books,  papers,  machines, 
models,  and  all  other  things  belonging  to  the  said  office,  and  shall  perform 
the  duties  of  commissioner  during  such  vacancy.  And  the  said  commis- 
sioner may  also,  with  like  approval,  appoint  an  examining  clerk,  at  an 
annual  salary  of  fifteen  hundred  dollars ;  two  other  clerks  at  twelve  hun- 
dred dollars  each,  one  of  whom  shall  be  a  competent  draughtsman ;  one 
other  clerk  at  one  thousand  dollars ;  a  machinist  at  twelve  hundred  and 
fifty  dollars ;  and  a  messenger  at  seven  hundred  dollars.  And  said  com- 
missioner, clerks,  and  every  other  person  appointed  and  employed  in  said 
office  shall  be  disqualified  and  interdicted  from  acquiring  or  taking,  except 
by  inheritance,  during  the  period  for  which  they  shall  hold  their  appoint- 
ments, respectively,  any  right  or  interest,  directly  or  indirectly,  in  any 
patent  for  an  invention  or  discovery  which  has  been,  or  may  hereafter  be 
granted. 

Section  S.  And  he  it  further  enactedy  That  the  said  principal  officer, 
and  every  other  person  to  be  appointed  in  the  said  office,  shall,  before  he 
enters  upon  the  duties  of  his  office  or  appointment,  make  oath  or  affirma- 
tion truly  and  faithfully  to  execute  the  trust  committed  to  him.  And  the 
said  commissioner  and  the  chief  clerk  shall  also,  before  entering  upon 
their  duties,  severally  give  bonds,  with  sureties,  to  the  Treasurer  of  the 
United  States,  the  former  in  the  sum  of  ten  thousand  dollars,  and  the  latter 
in  the  sum  of  five  thousand  dollars,  with  condition  to  render  a  true  and 
faithful  account  to  him  or  his  successor  in  office,  quarterly,  of  all  moneys 
which  shall  be  by  them  respectively  received  for  duties  on  patents,  and  for 
copies  of  records  and  drawings,  and  all  other  moneys  received  by  virtue  of 
said  office. 

Section  4.  And  he  it  further  enactedy  That  the  said  commissioner  shall 
cause  a  seal  to  be  made  and  provided  for  the  said  office,  with  such  device 
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as  the  President  of  the  United  States  shall  approve ;  and  oopies  of  anj 
records,  books,  papers,  or  drawings  belonging  to  the  said  office,  ander  the 
signature  of  the  said  commissioner,  or,  when  the  office  shall  be  vacant,  an- 
der the  signature  of  the  chief  clerk,  with  the  said  seal  affixed,  shall  be 
competent  evidence  in  all  cases  in  which  the  original  records,  books,  papers, 
or  drawings  could  be  evidence.  And  anj  person  making  application  there- 
for may  have  certified  copies  of  the  records,  drawings,  and  otlier  papers 
deposited  in  said  office,  on  paying  for  the  written  copies  the  sum  of  ten 
cents  for  every  page  of  one  hundred  words ;  and  for  copies  of  drawings 
the  reasonable  expense  of  making  the  same. 

Section  5.  [See  act  of  1887,  ch.  45,  §  6.]  And  he  it  further  enacted, 
That  all  patents  issued  from  said  office  shall  be  issued  in  the  name  of  the 
United  States,  and  under  the  seal  of  said  office,  and  be  signed  by  the  Sec- 
retary of  State,  and  countersigned  by  the  commissioner  of  the  said  office, 
and  shall  be  recorded,  together  with  the  descriptions,  specifications,  and 
drawings,  in  the  said  office,  in  books  to  be  kept  for  that  purpose.  Every 
such  patent  shall  contain  a  short  description  or  title  of  the  invention  or  dis- 
covery, correctly  indicating  its  nature  and  design,  and  in  its  terms  grant  to 
the  applicant  or  applicants,  his  or  their  heirs,  administrators,  executors,  or 
assigns,  for  a  term  not  exceeding  fourteen  years,  the  full  and  exdosive 
right  and  liberty  of  making,  using,  and  vending  to  others  to  be  used,  the 
said  invention  or  discovery,  referring  to  the  specifications  for  the  particu- 
lars thereof,  a  copy  of  which  shall  be  annexed  to  the  patent,  specifying 
what  the  patentee  claims  as  his  invention  or  discovery. 

Section  6.  And  be  it  further  enacted,  That  any  person  or  persons,  hav- 
ing discovered  or  invented  any  new  and  useful  art,  machine,  manufacture, 
or  composition  of  matter,  or  any  new  and  useful  improvement  on  any  art, 
machine,  manufacture,  or  composition  of  matter,  not  known  or  used  bj 
others  before  his  or  their  discovery  or  invention  thereof,  and  not,  at  the 
time  of  his  application  for  a  patent,  in  public  use  or  on  sale,  with  his  oon> 
sent  or  allowance,  as  the  inventor  or  discoverer ;  and  shall  desire  to  obtain 
an  exclusive  property  therein,  may  make  application,  in  writing,  to  the 
Commissioner  of  Patents,  expressing  such  desire,  and  the  commissioner, 
on  due  proceedings  had,  may  grant  a  patent  therefor.  But  before  any  in- 
ventor shall  receive  a  patent  for  any  such  new  invention  or  discovery,  he 
shall  deliver  a  written  description  of  his  invention  or  discovery,  and  of  the 
manner  and  process  of  making,  constructing,  using,  and  compounding  the 
same,  in  such  full,  clear,  and  exact  terms,  avoiding  unnecessary  prolixity, 
as  to  enable  any  person  skilled  in  the  art  or  science  to  which  it  appertains, 
or  with  which  it  is  most  nearly  connected,  to  make,  construct,  compound 
and  use  the  same ;  and  in  case  of  any  machine,  he  shall  fully  explam  the 
principle,  and  the  several  modes  in  which  he  has  contemplated  the  applica- 
tion of  that  principle  or  character  by  which  it  may  be  distinguished  from 
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other  inventions ;  and  shall  particularlj  specify  and  point  out  the  part,  im- 
provement, or  combination,  which  he  claims  as  his  own  invention  or  dis- 
coveiy.  He  shall,  furthermore,  accompany  the  whole  with  a  drawing,  or 
drawings,  and  written  references,  where  the  nature  of  the  case  admits  of 
drawings,  or  with  specimens  of  ingredients,  and  of  the  composition  of  mat- 
ter, sufficient  in  quantity  for  the  purpose  of  experiment,  where  the  inven- 
tion or  discovery  is  of  a  composition  of  matter ;  which  descriptions  and 
drawings,  signed  by  the  inventor  and  attested  by  two  witnesses,  shall  be 
filed  in  the  Patent  Office ;  and  he  shall  moreover  furnish  a  model  of  his  in- 
vention, in  all  cases  which  admit  of  a  representation  by  mod^l,  of  a  conve- 
nient size  to  exhibit  advantageously  its  several  parts.  The  applicant  shall 
also  make  oath  or  affirmation  that  he  does  verily  believe  that  he  is  the 
original  and  first  inventor  or  discoverer  of  the  art,  machine,  composition,  or 
improvement,  for  which  he  solicits  a  patent,  and  that  he  does  not  know  or 
believe  that  the  sitme  was  ever  before  known  or  used ;  and  also  of  what 
country  he  is  a  citizen ;  which  oath  or  affirmation  may  be  made  before  any 
person  authorized  by  law  to  administer  oaths. 

Section  7.  [See  act  of  1839,  ch.  88,  §§  7-12,  and  act  of  1863,  ch. 
102,  §  1.]  And  be  it  further  enacted,  That,  on  the  filing  of  any  such  appli- 
cation, description,  and  specification,  and  the  payment  of  the  duty  herein- 
after provided,  the  commissioner  shall  make,  or  cause  to  be  made,  an  ex- 
amination of  the  alleged  new  invention  or  discovery ;  and  if,  on  any  such 
examination,  it  shall  not  appear  to  the  commissioner  that  the  same  had 
been  invented  or  discovered  by  any  other  person  in  this  country  prior  to 
the  alleged  invention  or  discovery  thereof  by  the  applicant,  or  that  it  had 
been  patented  or  (^escribed  in  any  printed  publication  in  this  or  any  foreign 
country,  or  had  been  in  public  use  or  on  sale  with  the  applicant's  consent 
or  allowance  prior  to  the  application,  if  the  commissioner  shall  deem  it 
to  be  sufficiently  useful  and  important,  it  shall  be  his  duty  to  issue  a  patent 
therefor.  But  whenever,  on  such  examination,  it  shall  appear  to  the  com- 
missioner that  the  applicant  was  not  the  original  and  first  inventor  or  dis- 
coverer thereof,  or  that  any  part  of  that  which  is  claimed  as  new  had  before 
been  invented  or  discovered,  or  patented,  or  described  in  any  printed  pub- 
lication in  this  or  any  foreign  country,  as  aforesaid,  or  that  the  description 
is  defective  and  insufficient,  he  shall  notify  the  applicant  thereof,  giving 
him,  briefly,  such  information  and  references  as  may  be  useful  in  judging  of 
the  propriety  of  renewing  his  application,  or  of  altering  his  specification  to 
embrace  only  that  part  of  the  invention  or  discovery  which  is  new.  In 
every  such  case,  if  the  applicant  shall  elect  to  withdraw  his  application,  re- 
linquishing his  claim  to  the  model,  he  shall  be  entitled  to  receive  back 
twenty  dollars,  part  of  the  duty  required  by  this  act,  on  filing  a  notice  in 
writing  of  such  election  in  the  Patent  Office,  a  copy  of  which,  certified  by 
the  commissioner,  shall  be  a  sufficient  warrant  to  the  treasurer  for  paying 
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back  to  the  said  applicant  the  said  sum  of  twenty  dollars.  "  But  if  the  ap- 
plicant in  such  case  shall  persist  in  his  claims  for  a  patent,  with  or  witboat 
any  alteration  in  his  specification,  he  shall  be  required  to  make  oath  or 
affirmation  anew,  in  manner  as  aforesaid.  And  if  the  specification  and 
claim  shall  not  have  been  so  modified  as,  in  the  opinion  of  the  commis- 
sioner, shall  entitle  the  applicant  to  a  patent,  he  may,  'on  appeal,  and  upon 
request  in  writing,  have  the  decision  of  a  board  of  examiners,  to  be  com- 
posed of  three  disinterested  persons,  who  shall  be  appointed  for  that  pur- 
pose by  the  Secretary  of  State,  one  of  whom  at  least,  to  be  selected,  if 
practicable  and  convenient,  for  his  knowledge  and  skill  in  the  particular 
art,  manufacture,  or  branch  of  science  to  which  the  alleged  invention  ap- 
pertains ;  who  shall  be  under  oath  or  affirmation  for  the  faithful  and  im- 
partial performance  of  the  duty  imposed  upon  them  by  said  appointment. 
Said  board  shall  be  furnished  with  a  certificate  in  writing,  of  the  opinion 
and  decision  of  the  commissioner,  stating  the  particular  grounds  of  his  ob- 
jection, and  the  part  or  parts  of  the  invention  which  he  considers  aa  not 
entitled  to  be  patented.  And  the  said  board  shall  give  reasonable  notice 
to  the  applicant,  as  well  as  to  the  commissioner,  of  the  time  and  place  of 
their  meeting,  that  they  may  have  an  opportunity  of  furnishing  them,  with 
such  facts  and  evidence  as  they  may  deem  necessary  to  a  just  decision ; 
and  it  shall  be  the  duty  of  the  commissioner  to  furnish  to  the  board  of  ex- 
aminers such  information  as  he  may  possess  relative  to  the  matter  under 
their  consideration.  And  on  an  examination  and  consideration  of  the  mat- 
ter by  such  board,  it  shall  be  in  their  power,  or  of  a  majority  of  them,  to 
reverse  the  decision  of  the  commissioner,  either  in  whole  or  in  part,  and 
their  opinion  being  certified  to  the  commissioner,  he  shall  be  governed 
thereby  in  the  further  proceedings  to  be  had  on  such  application :  Provided 
however,  That  before  a  board  shall  be  instituted  in  any  such  case,  the  ap- 
plicant shall  pay  to  the  credit  of  the  treasury,  as  provided  in  the  ninth  sec- 
tion of  this  act,  the  sum  of  twenty-five  dollars,  and  each  of  said  persons  so 
appointed  shall  be  entitled  to  receive  for  his  services  in  each  case  a  sum 
not  exceeding  ten  dollars,  to  be  determined  and  paid  by  the  commissioner 
out  of  any  moneys  in  his  hands,  which  shall  be  in  full  compensation  to  the 
persons  who  may  be  so  appointed,  for  their  examination  and  certificate  as 
aforesaid. 

Section  8.  [See  act  of  1839,  ch.  88,  §  6.]  And  be  it  further  enacted^ 
That  whenever  an  application  shall  be  made  for  a  patent  which,  in  the 
opinion  of  the  commissioner,  would  interfere  with  any  other  patent  for 
which  an  application  may  be  pending,  or  with  any  unexpired  patent  which 
shall  have  been  granted,  it  shall  be  the  duty  of  the  commissioner  to  give 
notice  thereof  to  such  applicants,  or  patentees,  as  the  case  may  be ;  and  if 
either  shall  be  dissatisfied  with  the  decision  of  the  commissioner  on  the 
question  of  priority  of  right  or  invention,  on  a  hearing  thereof,  he  may  ap* 
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peal  from  such  decision,  on  the  like  terms  and  conditions  as  are  provided 
in  the  preceding  section  of  this  act ;  and  the  like  proceedings  shall  be  had, 
to  determine  which  or  whether  either  of  the  applicants  is  entitled  to  re- 
ceive a  patent  as  prayed  for.  But  nothing  in  this  act  contained  shall  be 
construed  to  deprive  an  original  and  true  inventor  of  the  right  to  a  patent 
for  his  invention,  by  reason  of  his  having  previously  taken  out  letters-pat- 
ent therefor  in  a  foreign  country,  and  the  same  having  been  published,  at 
any  time  within  six  months  next  preceding  the  filing  of  his  specification 
and  drawings.  And  whenever  the  applicant  shall  request  it,  the  patent 
shall  take  date  from  the  time  of  the  filing  of  the  specification  and  drawings, 
not  however  exceeding  six  months  prior  to  the  actual  issuing  of  the  patent ; 
and  on  like  request,  and  the  payment  of  the  duty  herein  required,  by  any 
applicant,  his  specification  and  drawings  shall  be  filed  in  the  secret  ar- 
chives of  the  ofiice  until  he  shall  furnish  the  model  and  the  patent  be  issued, 
not  exceeding  the  term  of  one  year,  the  applicant  being  entitled  to  notice 
of  interfering  applications. 

Section  9.  [See  act  of  1861,  ch.  88,  §  10.]  And  be  it  further  enacted^ 
That  before  any  application  for  a  patent  shall  be  considered  by  the  com- 
misstoner  as  aforesaid,  the  applicant  shall  pay  into  the  treasury  of  the 
United  States,  or  into  the  Patent  Office,  or  into  any  of  the  deposit  banks, 
t6  the  credit  of  the  treasury,  if  he  be  a  citizen  of  the  United  States,  or  an 
alien,  and  shall  have  been  resident  in  the  United  States  for  one  year  next 
preceding,  and  shall  have  made  oath  of  his  intention  to  become  a  citizen 
thereof,  the  sum  of  thirty  dollars ;  if  a  subject  of  the  king  of  Great  Britain, 
the  sum  of  five  hundred  dollars ;  and  all  other  persons  the  sum  of  three 
hundred  dollars ;  for  which  payment  duplicate  receipts  shall  be  taken,  one 
of  which  to  be  filed  in  the  office  of  the  Treasurer.  And  the  moneys  re- 
ceived into  the  treasury  under  this  act  shall  constitute  a  fund  for  the  pay- 
ment of  the  salaries  of  the  officers  and  clerks  herein  provided  for,  and  all 
other  expenses  of  the  Patent  Office,  and  to  be  called  the  Patent  Fund. 

Section  10.  And  be  it  further  enacted.  That  where  any  person  hath 
made,  or  shall  have  made,  any  new  invention,  discovery,  or  improvement, 
on  account  of  which  a  patent  might  by  virtue  of  this  act  be  granted,  and 
such  person  shall  die  before  any  patent  shall  be  granted  therefor,  the  right 
of  applying  for  and  obtaining  such  patent  shall  devolve  on  the  executor 
or  administrator  of  such  person,  in  trust  for  the  heirs  at  law  of  the  de- 
ceased, in  case  he  shall  have  died  intestate ;  but  if  otherwise,  then  in  trust 
for  his  devisees,  in  as  full  and  ample  manner,  and  under  the  same  condi- 
tions, limitations,  and  restrictions  as  the  same  was  held,  or  might  have  been 
claimed  or  enjoyed  by  such  person  in  his  or  her  lifetime ;  and  when  appli- 
cation for  a  patent  shall  be  made  by  such  legal  representatives,  the  oath  or 
affirmation  provided  in  the  sixth  section  of  this  act  shall  be  so  varied  as  to 
be  applicable  to  them* 
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Section  11.  And  be  it  further  enacted,  That  eveiy  patent  shall  be  as- 
signable in  law,  either  as  to  the  whole  interest,  or  any  undivided  part 
thereof,  by  any  instrument  in  writing ;  which  assignment,  and  also  every 
grant  and  conveyance  of  the  exclusive  right,  under  any  patent,  to  make  and 
use,  and  to  grant  to  others  to  make  and  use  the  thing  patented  within  and 
throughout  any  specified  part  or  portion  of  the  United  States,  shall  be  re- 
corded in  the  Patent  Office  within  three  months  from  the  execution  thereof^ 
for  which  the  assignee  or  grantee  shall  pay  to  the  commissioner  the  sum  of 
three  dollars. 

Section  12.  [See  act  of  1861,  ch.  88,  §§  9,  10.]  And  be  it  Jurther 
enacted,  That  any  citizen  of  the  United  States,  or  alien,  who  shall  have 
been  a  resident  of  the  United  States  one  year  next  preceding,  and  shall 
have  made  oath  of  his  intention  to  become  a  citizen  thereof,  who  shall  have 
invented  any  new  art,  machine,  or  improvement  thereof,  and  shall  desire 
further  time  to  mature  the  same,  may,  on  paying  to  the  credit  of  the  treas- 
ury, in  manner  as  provided  in  the  ninth  section  of  this  act,  the  sum  of 
twenty  dollars,  file  in  the  Patent  Office  a  caveat,  setting  forth  the  design 
and  purpose  thereof,  and  its  principal  and  distinguishing  characteristics, 
and  praying  protection  of  his  right  till  he  shall  have  matured  his  invention ; 
which  sum  of  twenty  dollars,  in  case  the  person  filing  such  caveat  shall 
afterwards  take  out  a  patent  for  the  invention  therein  mentioned,  shall  be 
considered  a  part  of  the  sum  herein  required  for  the  same.  And  such 
caveat  shall  be  filed  in  the  confidential  archives  of  the  office,  and  preserved 
in  secrecy.  And  if  application  shall  be  made  by  any  other  person  within 
one  year  from  the  time  of  filing  such  caveat,  for  a  patent  of  any  invention 
with  which  it  may  in  any  respect  interfere,  it  shall  be  the  duty  of  the  com- 
missioner to  deposit  the  description,  specifications,  drawings,  and  model, 
in  the  confidential  archives  of  the  office,  and  to  give  notice,  by  mail,  to  the 
person  filing  the  caveat,  of  such  application,  who  shall,  within  three  months 
afler  receiving  the  notice,  if  he  would  avail  himself  of  the  benefit  of  his 
caveat,  file  his  description,  specifications,  drawings,  and  model ;  and  if,  in 
the  opinion  of  the  commissioner,  the  specifications  of  claim  interfere  with 
each  other,  like  proceedings  may  be  had  in  all  respects  as  are  in  this  act 
provided  in  the  case  of  interfering  applications:  Provided  however.  That 
no  opinion  or  decision  of  any  board  of  examiners,  under  the  provisions  of 
this  act,  shall  preclude  any  person,  interested  in  favor  or  against  the  validity 
of  any  patent  which  has  been  or  may  hereafter  be  granted,  from  the  right 
to  contest  the  same  in  any  judicial  court  in  any  action  in  which  its  validity 
may  come  in  question. 

Section  13.  [See  act  of  1837,  ch.  45,  §§  5-8,  and  act  of  1861, 
ch.  88,  §  9.]  And  be  it  further  enacted,  That  whenever  any  patent  which 
has* heretofore  been  granted,  or  which  shall  hereafter  be  granted,  shall  be 
inoperative,  or  invalid,  by  reason  of  a  defective  or  insufficient  description 
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or  specification,  or  bj  reason  of  the  patentee  claiming  in  his  specification 
as  his  own  invention  more  than  he  had  or  shall  have  a  right  to  claim  as 
new ;  if  the  error  has  or  shall  have  arisen  by  inadvertency,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  intention,  it  shall  be  law- 
ful for  the  commissioner,  upon  the  surrender  to  him  of  such  patent,  and  the 
payment  of  the  further  duty  of  fifteen  dollars,  to  cause  a  new  patent  to  be 
issued  to  the  said  inventor,  for  the  same  invention,  for  the  residue  of  the 
period  then  unexpired  for  which  the  original  patent  was  granted,  in  accord- 
ance with  the  patentee's  corrected  description  and  specification.  And  in 
case  of  his  death,  or  any  assignment  by  him  made  of  the  original  patent,  a 
similar  right  shall  vest  in  his  executors,  administrators,  or  assignees.  And 
the  patent,  so  reissued,  together  with  the  corrected  description  and  specifi- 
cation, shall  have  the  same  effect  and  operation  in  law,  on  the  trial  of  all 
actions  hereafter  commenced  for  causes  subsequently  accruing,  as  thongh 
the  same  had  been  originally  filed  in  such  corrected  form,  before  the  issuing 
out  of  the  original  patent  And  whenever  the  original  patentee  shall  be 
desirous  of  adding  the  description  and  specification  of  any  new  improve- 
ment of  the  original  invention  or  discovery  which  shall  have  been  invented 
or  discovered  by  him  subsequent  to  the  date  of  his  patent,  he  may,  like 
proceedings  being  had  in  all  respects  as  in  the  case  of  original  applications, 
and  on  the  payment  of  fifteen  dollars,  as  hereinbefore  provided,  have  the 
same  annexed  to  the  original  description  and  specification ;  and  the  com- 
missioner shall  certify,  on  the  margin  of  such  annexed  description  and 
specification,  the  time  of  its  being  annexed  and  recorded ;  and  the  same 
shall  hereafter  have  the  same  effect  in  law,  to  all  intents  and  purposes,  as 
though  it  had  been  embraced  in  the  original  description  and  specification. 

Section  14.  And  be  it  further  enacted^  That  whenever,  in  any  action  for 
damages  for  making,  using,  or  selling  the  thing  whereof  the  exclusive  right 
is  secured  by  any  patent  heretofore  granted,  or  by  any  patent  which  may 
hereafter  be  granted,  a  verdict  shall  be  rendered  for  the  plaintiff  in  such 
action,  it  shall  be  in  the  power  of  the  court  to  render  judgment  for  any 
sum  above  the  amount  found  by  such  verdict  as  the  actual  damages  sus- 
tained by  the  plaintiff,  not  exceeding  three  times  the  amount  thereof,  ac- 
cording to  the  circumstances  of  the  case,  with  costs;  and  such  damages 
may  be  recovered  by  action  on  the  case,  in  any  court  of  competent  juris- 
diction, to  be  brought  in  the  name  or  names  of  the  person  or  persons  inter- 
ested, whether  as  patentees,  assignees,  or  as  grantees  of  the  exclusive  right 
within  and  throughout  a  specified  part  of  the  United  States. 

Section  15.  [See  act  of  1837,  ch.  45,  §  9 ;  and  by  act  of  1839,  ch. 
88,  §  7.]  And  he  it  further  enacted.  That  the  defendant  in  any  such  action 
shall  be  permitted  to  plead  the  general  issue,  and  to  give  this  act  and  any 
special  matter  in  evidence,  of  which  notice  in  writing  may  have  been  given 
to  the  plaintiff  or  his  attorney,  thirty  days  before  trial,  tending  to  prove 
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that  the  description  and  specification  filed  by  the  plaintiff  does  not  contain 
the  whole  truth  relative  to  his  invention  or  discover}',  or  that  it  contains 
more  than  is  necessary  to  produce  the  described  efiect ;  which  oonoealment  or 
addition  shall  fully  appear  to  have  been  made  for  the  purpose  of  deceiving 
the  public,  or  that  the  patentee  was  not  the  original  and  first  inventor  or 
discoverer  of  the  thing  patented,  or  of  a  substantial  and  material  part 
thereof  claimed  as  new,  or  that  it  had  been  described  in  some  public  work 
anterior  to  the  supposed  discovery  thereof  by  the  patentee,  or  had  been  in 
public  use  or  on  sale  with  the  consent  and  allowance  of  the  patentee  be* 
fore  his  application  for  a  patent,  or  that  he  had  surreptitiously  or  unjustly 
obtained  the  patent  for  that  which  was  in  fact  invented  or  discovered  by 
another,  who  was  using  reasonable  diligence  in  adapting  and  perfecting  the 
same ;  or  that  the  patentee,  if  an  alien  at  the  time  the  patent  was  granted, 
had  failed  and  neglected,  for  the  space  of  eighteen  months  from  the  date  of 
the  patent,  to  put  and  continue  on  sale  to  the  public,  on  reasonable  terms, 
the  invention  or  discovery  for  which  the  patent  issued ;  in  either  of  which 
cases  judgment  shall  be  rendered  for  the  defendant  with  costs.    And  when- 
ever the  defendant  relies  in  his  defence  on  the  fact  of  a  previous  invention, 
knowledge,  or  use  of  the  thing  patented,  he  shall  state,  in  his  notice  of 
special  matter,  the  names  and  places  of  residence  of  those  wliom  he  intends 
to  prove  to  have  possessed  a  prior  knowledge  of  the  thing,  and  where  the 
same  had  been  used :  Provided  however^  That  whenever  it  shall  satisfac- 
torily appear  that  the  patentee,  at  the  time  of  making  his  application  for 
the  patent,  believed  himself  to  be  the  first  inventor  or  discoverer  of  the 
thing  patented,  the  same  shall  not  be  held  to  be  void  on  account  of  the  in- 
vention or  discovery  or  any  part  thereof  having  been  before  known  or  ased 
in  any  foreign  country,  it  not  appearing  that  the  same  or  any  substantial 
part  thereof  had  before  been  patented  or  described  in  any  printed  publica- 
tion.   And  provided  also,  That  whenever  the  plaintiff  shall  fail  to  sustain 
his  action  on  the  ground  that  in  his  specification  of  claim  is  embraced  more 
than  that  of  which  he  was  the  first  inventor,  if  it  shall  appear  that  the  de- 
fendant had  used  or  violated  any  part  of  the  invention  justly  and  truly 
specified  and  claimed  as  new,  it  shall  be  in  the  power  of  the  court  to  ad- 
judge and  award  as  to  costs,  as  may  appear  to  be  just  and  equitable. 

Section  16.  [See  act  of  1839,  ch.  88,  §  10.]  And  he  it  further  enacUd, 
That  whenever  there  shall  be  two  interfering  patents,  or  whenever  a  pat- 
ent on  application  shall  have  been  refused  on  an  adverse  decision  of  a 
board  of  examiners,  on  the  ground  that  the  patent  applied  for  would  inter- 
fere with  an  unexpired  patent  previously  granted,  any  person  interested  in 
any  such  patent,  either  by  assignment  or  otherwise,  in  the  one  case,  and 
any  such  applicant  in  the  other  case,  may  have  remedy  by  bill  in  equity ; 
and  the  court  having  cognizance  thereof,  on  notice  to  adverse  parties,  and 
other  due  proceedings  had,  may  adjudge  and  declare  either  the  patents  void 
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in  the  whole  or  in  part,  or  inoperative  or  invalid  in  any  particular  part  or 
portion  of  the  United  States,  according  to  the  interest  which  the  parties  to 
SQch  suit  may  possess  in  the  patent  or  the  inventions  patented,  and  may 
also  adjudge  that  such  applicant  is  entitled,  according  to  the  principles  and 
provisions  of  this  act,  to  have  and  receive  a  patent  for  his  invention,  as 
specified  in  his  claim,  or  for  any  part  thereof,  as  the  fact  of  priority  of  right 
or  invention  shall  in  any  such  case  be  made  to  appear.  And  such  adjudi- 
cation, if  it  be  in  favor  of  the  right  of  such  applicant,  shall  authorize  the 
commissioner  to  issue  such  patent,  on  his  filing  a  copy  of  the  adjudication, 
and  otherwise  complying  with  the  requisitions  of  this  act.  Provided  hoW' 
ever^  That  no  such  judgment  or  adjudication  shall  afiect  the  rights  of  any 
person  except  the  parties  to  the  action  and  those  deriving  title  from  or 
under  them  subsequent  to  the  rendition  of  such  judgment 

Section  17.  [See  act  of  1861,  ch.  37.]  And  be  it  Jurther  enacted^ 
That  all  actions,  suits,  controversies,  and  cases  arising  under  any  law  of  the 
United  States,  granting  or  confirming  to  inventors  the  exclusive  right  to 
their  inventions  or  discoveries,  shall  be  originally  cognizable,  as  well  in 
equity  as  at  law,  by  the  Circuit  Courts  of  the  United  States,  or  any  Dis- 
trict Court  having  the  power  and  jurisdiction  of  a  Circuit  Court ;  which 
courts  shall  have  power,  upon  a  bill  in  equity  filed  by  any  party  aggrieved, 
in  any  such  case,  to  grant  injunctions,  according  to  the  course  and  princi- 
ples of  Courts  of  Equity,  to  prevent  the  violation  of  the  rights  of  any  inven- 
tor as  secured  to  him  by  any  law  of  the  United  States,  on  such  terms  and 
conditions  as  said  courts  may  deem  reasonable :  Provided  however^  That 
from  all  judgments  and  decrees  from  any  such  court  rendered  in  the  prem- 
ises, a  writ  of  error  or  appeal,  as  the  case  may  require,  shall  lie  to  the  Su- 
preme Court  of  the  United  States,  in  the  same  manner  and  under  the  same 
circumstances  as  is  now  provided  by  law  in  other  judgments  and  decrees  of 
Circuit  Courts,  and  in  all  other  cases  in  which  the  court  shall  deem  it  rea- 
sonable to  allow  the  same. 

Section  18.  [See  act  of  1848,  ch.  47,  §  1,  and  act  of  1861,  ch.  88, 
§§  12,  16.]  And  be  it  further  enacted^  That  whenever  any  patentee  of  an 
invention  or  discovery  shall  desire  an  extension  of  his  patent  beyond  the 
term  of  its  limitation,  he  may  make  application  therefor,  in  writing,  to  the 
Commissioner  of  the  Patent  Office,  setting  forth  the  grounds  thereof;  and 
the  commissioner  shall,  on  the  applicant's  paying  the  sum  of  forty  dollars  to 
the  credit  of  the  treasury,  as  in  the  case  of  an  original  application  for  a  pat- 
ent, cause  to  be  published  in  one  or  more  of  the  principal  newspapers  in 
the  city  of  Washington,  and  in  such  other  paper  or  papers  as  he  may  deem 
proper,  published  in  the  section  of  country  most  interested  adversely  to  the 
extension  of  the  patent,  a  notice  of  such  application  and  of  the  time  and 
place  when  and  where  the  same  will  be  considered,  that  any  person  may 
appear  and  show  cause  why  the  extension  should  not  be  granted.    And  the 
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Secretary  of  State,  the  Commissioner  of  the  Patent  Office,  and  the  Solicitor 
of  the  Treasury  shall  constitute  a  board  to  hear  and  decide  upon  the  evi- 
dence produced  before  them  both  for  and  against  the  extension,  and  shall 
sit  for  that  purpose  at  the  time  and  place  designated  in  the  published  notice 
thereof.  The  patentee  shall  furnish  to  said  board  a  statement,  in  writings 
under  oath,  of  the  ascertained  value  of  the  invention,  and  of  his  receipts 
and  expenditures,  sufficiently  in  detail  to  exhibit  a  tme  and  faithful  account 
of  loss  and  profit  in  any  manner  accruing  to  him  from  and  by  reason  of 
said  invention.  And  if,  upon  a  hearing  of  the  matter,  it  shall  appear  to 
the  full  and  entire  satisfaction  of  said  board,  having  due  regard  to  the  pub- 
lic interest  therein,  that  it  is  just  and  proper  that  the  term  of  the  patent 
should  be  extended,  by  reason  of  the  patentee,  without  neglect  or  fault  on 
his  part,  having  failed  to  obtain,  from  the  use  and  sale  of  his  invention,  a 
reasonable  remuneration  for  the  time,  ingenuity,  and  expense  bestowed  upon 
the  same,  and  the  introduction  thereof  into  use,  it  shall  be  the  duty  of  the 
commissioner  to  renew  and  extend  the  patent,  by  making  a  certificate 
thereon  of  such  extension,  for  the  term  of  seven  years  from  and  after  the 
expiration  of  the  first  term  ;  which  certificate,  with  a  certificate  of  said 
board  of  their  judgment  and  opinion  as  aforesaid,  shall  be  entered  on  rec- 
ord in  the  Patent  Office ;  and  thereupon  the  said  patent  shall  have  the  same 
efibct  in  law  as  though  it  had  been  originally  granted  for  the  term  of  twenty- 
one  years.  And  the  benefit  of  such  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented,  to  the  extent  of  their  respec- 
tive interests  therein :  Provided  however^  That  no  extension  of  a  patent 
shall  be  granted  afler  the  expiration  of  the  term  for  which  it  was  originallj 
issued. 

Section  19.  And  be  it  further  enacted^  That  there  shall  be  provided 
for  the  use  of  said  office,  a  library  of  scientific  works  and  periodical  publica- 
tions, both  foreign  and  American,  calculated  to  fadlitate  the  discharge  of 
the  duties  hereby  required  of  the  chief  officers  therein,  to  be  purchased 
under  the  direction  of  the  Committee  of  the  Library  of  Congress.  And 
the  sum  of  fifleen  hundred  dollars  is  hereby  appropriated  for  that  purpose, 
to  be  paid  out  of  the  patent  fund. 

Section  20.  And  he  it  further  enacted^  That  it  shall  be  the  duty  of  the 
commissioner  to  cause  to  be  classified  and  arranged,  in  such  rooms  or  gal- 
leries as  may  be  provided  for  that  purpose,  in  suitable  cases,  when  neces- 
sary for  their  preservation,  and  in  such  manner  as  shall  be  conducive  to  a 
beneficial  and  favorable  display  thereof,  the  models  and  specimens  of  com- 
positions and  of  fabrics  and  other  manufactures  and  works  of  art,  patented 
or  unpatented,  which  have  been,  or  shall  hereafter  be,  deposited  in  said 
office.  And  said  rooms  or  galleries  shall  be  kept  open  during  suitable 
hours  for  public  inspection. 

Section  21.  And  he  it  further  enactedf  That  all  acts  and  parts  of  acts 
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heretofore  passed  on  this  sabject  be,  and  the  same  are  herebj  repealed : 
Provided  however^  That  all  actions  and  processes  in  law  or  equity  sued  out 
prior  to  the  passage  of  this  act  may  be  prosecuted  to  final  judgment  and 
execution,  in  the  same  manner  as  though  this  act  had  not  been  passed,  ex- 
cepting and  saving  the  application  to  any  such  action  of  the  provisions  of 
the  fourteenth  and  fifteenth  sections  of  this  act,  so  far  as  thej  maj  be  ap- 
plicable thereto ;  And  provided  ahoy  That  all  applications  or  petitions  for 
patents,  pending  at  the  time  of  the  passage  of  this  act,  in  cases  where  the 
duty  has  been  paid,  shall  be  proceeded  with  and  acted  on  in  the  same  man- 
ner as  though  filed  after  the  passage  hereof. 
Approved  July  4, 1836. 


ACT  OF   1837,  CHAPTER  45. 

5  Statutes  at  Large,  191. 

An  Act  in  addition  to  the  act  to  promote  the  progress  of  science  and  useful 
arts. 

Section  1.  Be  it  enacted  hy  the  Senate  and  House  of  Representativee  of 
the  United  States  of  America  in  Confess  assemlledj  That  any  person  who 
may  be  in  possession  of,  or  in  any  way  interested  in,  any  patent  for  an  in- 
vention, discovery,  or  improvement,  issued  prior  to  the  fifteenth  day  of 
December,  in  the  year  of  our  Lord  one  thousand  eight  hundred  and  thirty- 
six,  or  in  an  assignment  of  any  patent,  or  interest  therein,  executed  and  re- 
corded prior  to  the  said  fifteenth  day  of  December,  may,  without  charge,  on 
presentation  or  transmission  thereof  to  the  Commissioner  of  Patents,  have 
the  same  recorded  anew  in  the  Patent  Office,  together  with  the  descriptions, 
specifications  of  claim  and  drawings  annexed  or  belonging  to  the  same ;  and 
it  shall  be  the  duty  of  the  commissioner  to  cause  the  same,  or  any  authen- 
ticated copy  of  the  original  record,  specification,  or  drawing  which  he  may 
obtain,  to  be  transcribed  and  copied  into  books  of  record  to  be  kept  for  that 
purpose ;  and  wherever  a  drawing  was  not  originally  annexed  to  the  pat- 
ent and  referred  to  in  the  specification,  any  drawing  produced  as  a  delinea- 
tion of  the  invention-,  being  verified  by  oath  in  such  manner  as  the  commis- 
sioner shall  require,  may  be  transmitted  and  placed  on  file,  or  copied  as 
aforesaid,  together  with  certificate  of  the  oath ;  or  such  drawings  may  be 
made  in  the  office,  under  the  direction  of  the  commissioner,  in  conformity 
with  the  specification.  And  it  shall  be  the  duty  of  the  commissioner  to 
take  such  measures  as  may  be  advised  and  determined  by  the  Board  of 
Commissioners  provided  for  in  the  fourth  section  of  this  act,  to  obtain  the 
patents,  specifications,  and  copies  aforesaid,  for  the  purpose  of  being  so 
transcribed  and  recorded.     And  it  shall  be  the  duty  of  each  of  the  several 
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clerks  of  the  judicial  courts  of  the  United  States,  to  transmit  as  soon  as 
may  be,  to  the  Commissioner  of  the  Patent  Office,  a  statement  of  all  the 
authenticated  copies  of  patents,  descriptions,  specifications,  and  drawings  of 
inventions  and  discoveries  made  and  executed  prior  to  the  aforesaid 
fifteenth  day  of  December,  which  may  be  found  on  the  files  of  his  office ; 
and  also  to  make  out  and  transmit  to  said  commissioner,  for  record  as  afore- 
said, a  certified  copy  of  every  such  patent,  description,  specification,  or 
drawing,  which  shall  be  specially  required  by  said  commissioner. 

Section  2.  And  be  it  further  enactedy  That  copies  of  such  record  and 
drawings,  certified  by  the  commissioner,  or,  in  his  absence,  by  the  chief 
clerk,  shall  be  prima  facie  evidence  of  the  particulars  of  the  invention  and 
of  the  patent  granted  therefor  in  any  judicial  court  of  the  United  States, 
in  all  cases  where  copies  of  the  original  record  or  specification  and  drawings 
would  be  evidence,  without  proof  of  the  loss  of  such  originals ;  and  no 
patent  issued  prior  to  the  aforesaid  fifteenth  day  of  December  shall,  after 
the  first  day  of  June  next,  be  received  in  evidence  in  any  of  the  said  courts 
in  behalf  of  the  patentee  or  other  person  who  shall  be  in  possession  of  the 
same,  unless  it  shall  have  been  so  recorded  anew,  and  a  drawing  of  the  in- 
vention, if  separate  from  the  patent,  verified  as  aforesaid,  deposited  in  the 
Patent  Office ;  nor  shall  any  written  assignment  of  any  such  patent,  exe- 
cuted and  recorded  prior  to  the  said  fifteenth  day  of  December,  be  received 
in  evidence  in  any  of  the  said  courts  in  behalf  of  the  assignee  or  other 
person  in  possession  thereof,  until  it  shall  have  been  so  recorded  anew. 

Section  3.  [See  act  of  1842,  ch.  263,  §  2.]  And  be  it  further  enacted^ 
That  whenever  it  shall  appear  to  the  commissioner  that  any  patent  was 
destroyed  by  the  burning  of  the  Patent  Office  building  on  the  aforesaid 
fifteenth  day  of  December,  or  was  otherwise  lost  prior  thereto,  it  shall  be 
his  duty,  on  application  therefor  by  the  patentee  or  other  person  interested 
therein,  to  issue  a  new  patent  for  the  same  invention  or  discovery,  bearing 
the  date  of  the  original  patent,  with  his  certificate  thereon  that  it  was  made 
and  issued  pursuant  to  the  provisions  of  the  third  section  of  this  act,  and 
shall  enter  the  same  of  record :  Provided  however.  That  before  such  patent 
shall  be  issued  the  applicant  therefor  shall  deposit  in  the  Patent  Office  a 
duplicate,  as  near  as  may  be,  of  the  original  model,  drawings,  and  descrip- 
tion, with  specification  of  the  invention  or  discovery,  verified  by  oath,  as 
shall-  be  required  by  the  commissioner ;  and  such  patent,  and  copies  of  such 
drawings  and  descriptions,  duly  certified,  shall  be  admissible  as  evidence  in 
any  judicial  court  of  the  United  States,  and  shall  protect  the  rights  of  the 
patentee,  his  administrators,  heirs,  and  assigns,  to  the  extent  only  in  which 
they  would  have  been  protected  by  the  original  patent  and  specification. 

Section  4.  And  be  it  further  enacted.  That  it  shall  be  the  duty  of  the 
commissioner  to  procure  a  duplicate  of  such  of  the  models,  destroyed  by 
fire  on  the  aforesaid  fifteenth  day  of  December,  as  were  most  valuable  and 
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interesting,  and  whose  preservation  would  be  important  to  the  public ;  and 
such  as  would  be  necessary  to  facilitate  the  just  discharge  of  the  duties  im- 
posed by  law  on  the  commissioner  in  issuing  patents,  and  to  protect  the 
rights  of  the  public  and  of  patentees  in  patented  inventions  and  improve- 
ments :  Provided^  That  a  duplicate  of  such  models  may  be  obtained  at  a 
reasonable  expense :  And  provided  alsoj  That  the  whole  amount  of  ex- 
penditure for  this  purpose  shall  not  exceed  the  sum  of  one  hundred  thousand 
dollars.  And  there  shall  be  a  temporary  board  of  commissioners,  to  be 
composed  of  the  Commissioner  of  the  Patent  Office  and  two  other  persons 
to  be  appointed  by  the  President,  whose  duty  it  shall  be  to  consider  and 
determine  upon  the  best  and  most  judicious  mode  of  obtaining  models  of 
suitable  construction  ;  and  also  to  consider  and  determine  what  models 
may  be  procured  in  pursuance  of,  and  in  accordance  with,  the  provisions 
and  limitations  in  this  section  contained.  And  said  commissioners  may 
make  and  establish  all  such  regulations,  terms,  and  conditions,  not  inconsis- 
tent with  law,  as  in  their  opinion  may  be  proper  and  necessary  to  carry  the 
provision  of  this  section  into  effect,  according  to  its  true  intent 

Section  5.  [See  act  of  1836,  ch.  357,  §  13.]  And  be  it  further  enactedf 
That,  whenever  a  patent  shall  be  returned  for  correction  and  reissue  under 
the  thirteenth  section  of  the  act  to  which  this  is  additional,  and  the  patentee 
shall  desire  several  patents  to  be  issued  for  distinct  and  separate  parts  of 
the  thing  patented,  he  shall  first  pay,  in  manner  and  in  addition  to  the  sum 
provided  by  that  act,  the  sum  of  thirty  dollars  for  each  additional  patent  so 
to  be  issued,:  Provided  howevery  That  no  patent  made  prior  to  the  aforesaid 
fiAeenth  day  of  December  shall  be  corrected  and  reissued  until  a  duplicate 
of  the  model  and  drawing  of  the  thing  as  originally  invented,  verified  by 
oath  as  shall  be  required  by  the  commissioner,  shall  be  deposited  in  the 
Patent  Office ; 

Nor  shall  any  addition  of  an  improvement  be  made  to  any  patent  here- 
tofore granted,  nor  any  new  patent  be  issued  for  an  improvement  made  in 
any  machine,  manufacture,  or  process,  to  the  original  inventor,  assignee,  or 
possessor  of  a  patent  therefor,  nor  any  disclaimer  be  admitted  to  record, 
until  a  duplicate  model  and  drawing  of  the  thing  originally  invented,  veri- 
fied as  aforesaid,  shall  have  been  deposited  in  the  Patent  Office,  if  the 
commissioner  shall  require  the  same ;  nor  shall  any  patent  be  granted  for 
an  invention,  improvement,  or  discovery,  the  model  or  drawing  of  which 
shall  have  been  lost,  until  another  model  and  drawing,  if  required  by  the 
commissioner,  shall,  in  like  manner,  be  deposited  in  the  Patent  Office ; 

And  in  all  such  cases,  as  well  as  in  those  which  may  arise  under  the 
third  section  of  this  act,  the  question  of  compensation  for  such  models  and 
drawings  shall  be  subject  to  the  judgment  and  decision  of  the  commissioners, 
provided  for  in  the  fourth  section,  under  the  same  limitations  and  restrictions 
as  are  therein  prescribed. 
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Section  6.  [See  act  of  1836,  ch.  357,  §  5.]  And  be  %t  further  enacted. 
That  any  patent  hereafter  to  be  issued,  may  be  made  and  issued  to  the 
assignee  or  assignees  of  the  inventor  or  discoverer,  the  assignment  thereof 
being  first  entered  of  record,  and  the  application  therefor  being  duly  made, 
and  the  specification  duly  sworn  to  by  the  inventor.  And  in  all  cases  here- 
after, the  applicant  for  a  patent  shall  be  held  to  furnish  duplicate  drawings, 
whenever  the  case  admits  of  drawings,  one  of  which  to  be  deposited  in  the 
office,  and  the  other  to  be  annexed  to  the  patent,  and  considered  a  part  of 
the  specification. 

Section  7.  And  he  it  further  enactedy  That,  whenever  any  patentee 
shall  have,  through  inadvertence,  accident,  or  mistake,  made  his  specification 
of  claim  too  broad,  claiming  more  than  that  of  which  he  was  the  original 
or  first  inventor,  some  material  or  substantial  part  of  the  thing  patented 
being  truly  and  justly  his  own,  any  such  patentee,  his  administrators,  execu- 
tors, and  assigns,  whether  of  the  whole  or  of  a  sectional  interest  therein, 
may  make  disclaimer  of  such  parts  of  the  thing  patented  as  the  disdaimant 
shall  not  claim  to  hold  by  virtue  of  the  patent  or  assignment,  stating  therein 
the  extent  of  his  interest  in  such  patent ;  which  disclaimer  shall  be  in  writ- 
ing, attested  by  one  or  more  witnesses,  and  recorded  in  the  Patent  Office, 
on  payment  by  the  person  disclaiming  in  manner  as  other  patent  duties  are 
required  by  law  to  be  paid,  of  the  sum  of  ten  dollars.  And  such  disclaimer 
shall  thereafter  be  taken  and  considered  as  part  of  the  original  specifica- 
tion, to  the  extent  of  the  interest  which  shall  be  possessed  in  the  patent  or 
right  secured  thereby,  by  the  disclaimant,  and  by  those  claiming  by  or  un- 
der him  subsequent  to  the  record  thereof.  But  no  such  disclaimer  shall 
affect  any  action  pending  at  the  time  of  its  being  filed,  except  so  far  as 
may  relate  to  the  question  of  unreasonable  neglect  or  delay  in  filing  the 
same. 

Section  8.  [See  act  of  1861,  ch.  88,  §  9.]  And  he  it  further  enactedj 
That,  whenever  application  shall  be  made  to  the  commissioner  for  any 
addition  of  a  newly  discovered  improvement  to  be  made  to  an  existing 
patent,  or  whenever  a  patent  shall  be  returned  for  correction  and  reissue, 
the  specificution  of  claim  annexed  to  every  such  patent  shall  be  subject  to 
revision  and  restriction,  in  the  same  manner  as  are  original  applications 
for  patents  ;  the  commissioner  shall  not  add  any  such  improvement  to  the 
patent  in  the  one  case,  nor  grant  the  reissue  in  the  other  case,  until  the 
applicant  shall  have  entered  a  disclaimer,  or  altered  his  specification  of 
claim  in  accordance  with  the  decision  of  the  commissioner;  and  in  all 
such  cases,  the  applicant,  if  dissatisfied  with  such  decision,  shall  have  the 
same  remedy,  and  be  entitled  to  the  benefit  of  the  same  privileges  and 
proceedings  as  are  provided  by  law  in  the  case  of  original  applications  for 
patents. 

Section  9.  [See  act  of  1836,  ch.  357,  §  15.]  And  he  it  further  enactedy 
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(anything  in  the  fifteenth  section  of  the  act  to  which  this  is  additional  to 
the  contrary  notwithstanding),  That,  whenever  hy  mistake,  accident,  or 
inadvertence,  and  without  any  wilfal  default  or  intent  to  defraud  or  mislead 
the  public,  any  patentee  shall  have  in  his  specification  claimed  to  be  the 
original  and  first  inventor  or  discoverer  of  any  material  or  substantial 
part  of  the  thing  patented,  of  which  he  was  not  the  first  and  original  in* 
ventor,  and  shall  have  no  legal  or  just  right  to  claim  the  same,  in  every 
such  case  the  patent  shall  be  deemed  good  and  valid  for  so  much  of  the  in- 
vention or  discovery  as  shall  be  truly  and  bond  fde  his  own ;  Provided,  It 
shall  be  a  material  and  substantial  part  of  the  thing  patented,  and  be  de- 
finitely distinguishable  from  the  other  parts  so  claimed  without  right  as 
aforesaid.  And  every  such  patentee,  his  executors,  administrators,  and  as- 
signs, whether  of  the  whole  or  of  a  sectional  interest  therein,  shall  be  en- 
titled to  maintain  a  suit  at  law  or  in  equity  on  such  patent  for  any  infringe- 
ment of  such  part  of  the  invention  or  discovery  as  shall  be  bond  Jide  his 
own  as  aforesaid,  notwithstanding  the  specification  may  embrace  more 
than  he  shall  have  any  legal  right  to  claim.  But,  in  every  such  case  in 
which  a  judgment  or  verdict  shall  be  rendered  for  the  plaintifi",  he  shall 
not  be  entitled  to  recover  costs  against  the  defendant,  unless  he  shall  have 
entered  at  the  Patent  Office,  prior  to  the  commencement  of  the  suit,  a  dis- 
claimer of  all  that  part  of  the  thing  patented  which  was  so  claimed  without 
right.  Provided  however^  That  no  person  bringing  any  such  suit  shall  be 
entitled  to  the  benefits  of  the  provisions  contained  in  this  section,  who 
shall  have  unreasonably  neglected  or  delayed  to  enter  at  the  Patent  Office 
a  disclaimer  as  aforesaid. 

Section  10.  [See  act  of  1861,  ch.  88,  §  6.]  And  he  it  further  enacted^ 
That  the  commissioner  is  hereby  authorized  and  empowered  to  appoint 
agents,  \h  not  exceeding  twenty  of  the  principal  cities  or  towns  in  the 
United  States  as  may  best  accommodate  the  different  sections  of  the  coun- 
try, for  the  purpose  of  receiving  and  forwarding  to  the  Patent  Office  all 
such  models,  specimens  of  ingredients  and  manufactures,  as  shall  be  intend- 
ed to  be  patented  or  deposited  therein,  the  transportation  of  the  same  to  be 
chargeable  to  the  patent  fund« 

Section  11.  And  he  it  further  enacted,  That,  instead  of  one  examining 
clerk,  as  provided  by  the  second  section  of  the  act  to  which  this  is  ad- 
ditional,  there  shall  be  appointed,  in  manner  therein  provided,  two  examin- 
ing clerks,  each  to  receive  an  annual  salary  of  fifteen  hundred  dollars ; 
and  also,  an  additional  copying  clerk,  at  an  annual  salary  of  eight  hundred 
dollars.  And  the  commissioner  is  also  authorized  to  employ,  from  time 
to  time,  as  many  temporary  clerks  as  may  be  necessary  to  execute  the 
copying  and  draughting  required  by  the  first  section  of  this  act,  and  to 
examine  and  compare  the  records  with  the  originals,  who  shall  receive  not 
exceeding  seven  cents  for  every  page  of  one  hundred  words,  and  for  draw- 
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ings  and  comparison  of  records  with  originals,  such  reasonable  compensa- 
tion  as  shall  be  agreed  upon  or  prescribed  by  the  commissioner. 

Section  12.  [See  act  of  1861,  ch.  88,  §  9.]  And  be  it  further  encicted^ 
That,  wherever  the  application  of  any  foreigner  for  a  patent  shall  be  re- 
jected and  withdrawn  for  want  of  novelty  in  the  invention,  pursuant  to  the 
seventh  section  of  the  act  to  which  this  is  additional,  the  certificate  thereof 
of  the  commissioner  shall  be  a  sufficient  warrant  to  the  treasurer  to  pay 
back  to  such  applicant  two  thirds  of  the  duty  he  shall  have  paid  into  the 
treasury  on  account  of  such  application. 

Section  13.  And  be  it  further  enacted^  That  in  all  cases  in  which  an 
oath  is  required  by  this  act  or  by  the  act  to  which  this  is  additional,  if  the 
person  of  whom  it  is  required  shall  be  conscientiously  scrupulous  of  taking 
an  oath,  affirmation  ma^  be  substituted  therefor. 

Section  14.  And  be  it  further  enacted.  That  all  moneys  paid  into  the 
treasury  of  the  United  States  for  patents  and  for  fees  for  copies  furnished 
by  the  Superintendent  of  the  Patent  Office  prior  to  the  passage  of  the  act 
to  which  this  is  additional,  shall  be  carried  to  the  credit  of  the  patent  fund 
created  by  said  act ;  and  the  moneys  constituting  said  fund  shall  be,  and 
the  same  are  hereby,  appropriated  for  the  payment  of  the  salaries  of  the 
officers  and  clerks  provided  for  by  said  act,  and  all  other  expenses  of  the 
Patent  Office,  including  all  the  expenditures  provided  for  by  this  act ;  and 
also  for  such  other  purposes  as  are  or  may  be  hereafter  specially  provided 
for  by  law.  And  the  commissioner  is  hereby  authorized  to  draw  upon 
said  fund,  from  time  to  time,  for  such  sums  as  shall  be  neceasary  to  carry 
into  effect  the  provisions  of  this  act,  governed,  however,  by  the  several 
limitations  herein  contained.  And  it  shall  be  his  duty  to  lay  before  Con- 
gress, in  the  month  of  January,  annually,  a  detailed  statement  of  the  expen- 
ditures and  payments  by  him  made  from  said  fund ;  And  it  shall  also  be  his 
duty  to  lay  before  Congress,  in  the  month  of  January,  annually,  a  list  of  all 
patents  which  shall  have  been  granted  during  the  preceding  year,  desig- 
nating, under  proper  heads,  the  subjects  of  such  patents,  and  furnishing  an 
alphabetical  list  of  the  patentees,  with  their  places  of  residence ;  and  he 
shall  also  furnish  a  list  of  all  patents  which  shall  have  become  public  prop- 
erty during  the  same  period ;  together  with  such  other  information  of  the 
state  and  condition  of  the  Patent  Office  as  may  be  useful  to  Congress  or  the 
public. 

Approved  March  8, 1837. 
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ACT  OF   1839,  CHAPTER  88. 
5  Statutes  at  Large,  353. 

An  Act  in  addition  to**  An  Act  to  promote  the  progress  of  the  useful  arts." 

Segtioit  1.  Be  it  enacted  hy  the  Senate  and  House  of  Representatives  of 
the  United  States  of  America  in  Congress  assembled^  That  there  shall  be 
f^pointed,  if^manner  provided  in  the  second  section  of  the  act  to  which  this 
is  additional,  two  assistant  examiners,  each  to  receive  an  annual  salary  of 
twelve  hundred  and  fifty  dollars. 

Section  2.  And  he  it  further  enacted,  That  the  commissioner  be  author- 
ized to  employ  temporary  clerks  to  do  any  necessary  transcribing,  whenever 
the  current  business  of  the  office  requires  it ;  Provided,  however.  That  in- 
stead of  salary,  a  compensation  shall  be  allowed,  at  a  rate  not  greater  than 
is  charged  for  copies  now  furnished  by  the  office. 

Section  3.  And  he  it  further  enacted.  That  the  commissioner  is  hereby 
authorized  to  publish  a  classified  and  alphabetical  list  of  all  patents  granted 
by  tiie  Patent  Office  previous  to  smd  publication,  and  retain  one  hundred  - 
copies  for  the  Patent  Office  and  nine  hundred  copies  to  be  deposited  in  the 
library  of  Congress,  for  such  distribution  as  may  be  hereafter  directed ;  and 
that  one  thousand  dollars,  if  necessary,  be  appropriated,  out  of  the  patent ' 
fund,  to  defray  the  expense  of  the  same. 

Section  4.  And  he  it  further  enacted^  That  the  sum  of  three  thousand 
six  hundred  and  fifty-nine  dollars  and  twenty-two  cents  be,  and  is  hereby, 
appropriated  ftx>m  the  patent  fund,  to  pay  for  the  use  and  occupation  of 
rooms  in  the  City  Hall  by  the  Patent  Office. 

Section  5.  And  be  it  further  enacted,  That  the  sum  of  one  thousand 
dollars  be  appropriated  from  the  patent  fund,  to  be  expended  undei^fce  di- ' 
rection  of  the  oonmiissioner,  for  the  purchase  of  necessary  books  wr  the ' 
library  of  the  Patent  Office. 

Section  6.  [See  act  of  1836,  cL  357,  §  8.]  And  he  it  further  enact- 
ed, That  no  person  shall  be  debarred  from  receiving  a  patent  for  any  inven- 
tion or  discovery,  as  provided  in  the  act  approved  on  the  fourth  day  of 
July,  one  thousand  eight  hundred  and  thirty-six,  to  which  this  is  additional, 
by  reason  of  the  same  having  been  patented  in  a  foreign  country  more  than 
six  months  prior  to  his  application  :  Provided,  That  the  same  shall  not  have 
been  introduced  into  public  and  common  use  in  the  United  States,  prior  to 
the  application  for  such  patent :  And  provided  also.  That  in  all  cases  every 
such  patent  shall  be  limited  to  the  term  of  fourteen  years  from  the  date  or 
publication  of  such  foreign  letters-patent 

Section  7.  [See  act  of  1836,  ch.  357,  §§  7,  15.]  And  he  it  further 
huicted.  That  every  person  or  corporation  who  has,  or  shall  have,  purchased 
or  constructed  any  newly  invented  machine,  manufacture,  or  composition  of 
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matter,  prior  to  the  application  bj  the  inventor  or  discoverer  for  a  patent, 
shall  be  held  to  possess  the  right  to  use,  and  vend  to  others  to  be  used,  the 
specific  machine,  manufacture,  or  composition  of  matter  so  made  or  por- 
chased,  without  liability  therefor  to  the  inventor,  or  any  other  person  inter- 
ested in  such  invention ;  and  no  patent  shall  be  held  to  be  invalid  by  reason 
of  such  purchase,  sale,  or  use  prior  to  the  application  for  a  patent  as  afore- 
said, except  on  proof  of  abandonment  of  such  invention  to  the  public ;  or 
that  such  purchase,  sale,  or  prior  use  has  been  for  more  than  two  years 
prior  to  such  application  for  a  patent 

Section  8.  And  be  it  further  enacted^  That  so  much  of  the  eleventh 
section  of  the  above  recited  act  as  requires  the  payment  of  three  dollars  to 
the  Commissioner  of  Patents  for  recording  any  assignment,  grant,  or  con- 
veyance of  the  whole  or  any  part  of  the  interest  or  right  under  any  patent, 
be,  and  the  same  is  hereby,  repealed ;  and  all  such  assignments,  grants,  and 
conveyances  shall,  in  future,  be  recorded  without  any  charge  whatever. 

Section  10.  [See  act  of  1886,  ch.  357,  §  16.]  And  be  it  further 
enacted^  That  the  provisions  of  the  sixteenth  «ection  of  the  before-recited 
act  shall  extend  to  all  cases  where  patents  are  refused  for  any  reason  what- 
ever, either  by  the  Commissioner«of  Patents  or  by  the  Chief  Justice  of  the 
District  of  Columbia,  upon  appeals  from  the  decision  of  said  commissioner, 
as  well  as  where  the  same  shall  have  been  refused  on  account  of,  or  by  rea- 
son of,  interference  with  a  previously  existing  patent ;  and  in  all  cases 
where  there  is  no  opposing  party,  a  copy  of  the  bill  shall  be  served  upon 
the  Commissioner  of  Patents,  when  the  whole  of  the  expenses  of  the  pro- 
ceeding shall  be  paid  by  the  applicant,  whether  the  final  decision  shall  be 
in  his  favor  or  otherwise. 

Section  11.  [See  act  of  1836,  ch.  357,  §  7.]  And  be  it  further  en- 
acted,Mt&t  in  all  cases  where  an  appeal  is  now  allowed  by  law  from  the 
dedsiW  of  the  Commissioner  of  Patents  to  a  board  of  examiners,  pro- 
vided for  in  the  seventh  section  of  the  act  to  which  this  is  additional,  the 
party,  instead  thereof,  shall  have  a  right  to  appeal  to  the  Chief  Justice  of 
the  District  Court  of  the  United  States  for  the  District  of  Columbia,  by 
giving  notice  thereof  to  the  commissioner,  and  filing  in  the  Patent  Office, 
within  such  time  as  the  commissioner  shall  appoint,  his  reasons  of  appeal, 
specifically  set  forth  in  writing,  and  also  paying  into  the  Patent  Office,  to 
the  credit  of  the  patent  fund,  the  sum  of  twenty-five  dollars.  And  it  shall 
be  the  duty  of  said  Chief  Justice,  on  petition,  to  hear  and*  determine  all 
such  appeals,  and  to  revise  such  decisions  in  a  summary  way,  on  the  evi- 
dence produced  before  the  commissioner,  at  such  early  and  convenient  time 
as  he  may  appoint,  first  notifying  the  commissioner  of  the  time  and  place 
of  hearing,  whose  duty  it  shall  be  to  give  notice  thereof  to  all  parties  who 
appear  to  be  interested  therein,  in  such  manner  as  said  judge  shall  pre- 
scribe.   The  commissioner  shall  abo  lay  before  the  said  judge  all  the 


PATENT  LAWS.  579 

original  papers  and  eyidence  in  the  case,  together  with  the  grounds  of  his 
decision,  fallj  set  forth  in  writing,  touching  all  the  points  involved  by  the 
reasons  of  appeal,  to  which  the  revision  shall  be  confined.  And  at  the  *- 
quest  of  any  party  interested,  or  at  the  desire  of  the  judge,  the  commis- 
sioner and  the  examiners  in  the  Patent  Office  may  be  examined  upder 
oath,  in  ^explanation  of  the  principles  of  the  machine  or  other  thing  for 
which  a  patent,  in  such  case,  is  prayed  for.  And  it  shall  be  the  duty  of 
said  judge,  afler  a  hearing  of  any  such  case,  to  return  all  the  papers  to  the 
commissioner,  with  a  certificate  of  his  proceedings  and  decision,  which  shall 
be  entered  of  record  in  the  Patent  Office ;  and  such  decision,  so  certified, 
shall  govern  the  further,  proceedings  of  the  commissioner  in  such  case : 
Provided  hmcever,  That  no  opinion  or  decision  of  the  judge  in  any  such 
case  shall  preclude  any  person  interested  in  favor  or  against  the  validity 
of  any  patent  which  has  been  or  may  hereafter  be  granted  from  the  right 
to  contest  the  same  in  any  judicial  court,  in  any  action  in  which  its  validity 
may  come  in  question. 

Section  12.  [See  act  of  1836,  ch.  357,  §  7,  and  act  of  1861,  ch. 
88,  §  1.]  ^nd  he  it  furtJier  enacted^  That  the  Commissioner  of  Patents 
shall  have  power  to  make  all  such  regulations,  in  respect  to  the  taking  of 
evidence  to  be  used  in  contested  cases  before  him,  as  may  be  just  and  rea- 
sonable. And  so  much  of  the  act  to  which  this  is  additional,  as  provides 
for  a  board  of  examiners,  is  hereby  repealed. 

Section  13.  [See  act  of  1852,  ch.  107,  §  3.]  And  he  it  further  en- 
adedy  That  there  be  paid  annually,  out  of  the  patent  fund,  to  the  said 
Chief  Justice,  in  consideration  of  the  duties  herein  imposed,  the  sum  of  one 
hundred  dollars. 

Approved  March  3, 1839. 


ACT  OF   1842,  CHAPTER  263. 

5  Statutes  at  Labge,  543. 

An  Act  in  addition  to  ^  An  Act  to  promote  the  progress  of  the  useful  arts," 
and  to  repeal  all  acts  and  parts  of  acts  heretofore  made  for  that  pur- 
pose. 

Section  1.  Beit  enacted  hy  the  Senate  and  Route  of  Representatives  of 
the  United  States  of  America  in  dmgress  osserMed^  That  the  Treasurer 
of  the  United  States  be,  and  he  hereby  is,  authorized  to  pay  back,  out  of 
the  patent  fund,  any  sum  or  sums  of  money,  to  any  person  who  shall  have 
paid  the  same  into  the  Treasury,  or  to  any  receiver  or  depositary  to  the 
credit  of  the  Treasurer,  as  for  fees  accruing  at  the  Patent  Office  through 
mistake,  and  which  are  not  provided  to  be  paid  by  existing  laws,  certificate 
thereof  being  made  to  the  said  Treasurer  by  the  Commissioner  of  Patents. 
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Section  2.  [See  act  of  1837,  ch.  45,  §  8.]  And  be  it  further  enactedy 
That  the  third  section  of  the  act  of  March,  eighteen  hundred  and  thirtj- 
scTBn,  which  authorizes  the  renewing  of  patents  lost  prior  to  the  fifteenth 
of  December,  eighteen  hundred  and  thirtj-six,  is  extended  to  patents 
granted  prior  to  said  fifteenth  day  of  December,  though  they  may  have 
been  lost  subsequently :  Provided  however,  The  same  shall  not  h|ve  been 
recorded  anew  under  the  provisions  of  said  act. 

Section  3.  [See  act  of  1861,  ch.  88,  §  11.]  And  be  it  further  en- 
actedf  That  any  citizen  or  citizens,  or  alien  or  aliens,  having  resided  one 
year  in  the  United  States,  and  taken  the  oath  of  his  or  their  intention  to 
become  a  citizen  or  citizens,  who  by  his,  her,  or  their  own  industry,  genius, 
efibrts,  and  expense,  may  have  invented  or  produced  any  new  and  original 
design  for  a  manufacture,  whether  of  metal  or  other  material  or  materials, 
or  any  new  and  original  design  for  the  printing  of  woollen,  silk,  cotton,  or 
other  fabrics,  or  any  new  and  original  design  for  a  bust,  statue,  or  bas  re- 
lief or  composition  in  alto  or  basso  relievo,  or  any  new  and  original  im- 
pression or  ornament,  or  to  be  placed  on  any  article  of  manufacture,  the 
same  being  formed  in  marble  or  other  material,  or  any  new  and  useful  pat- 
tern, or  print,  or  picture,  to  be  either  worked  into  or  worked  on,  or  printed 
or  painted  or  cast  or  otherwise  fixed  on,  any  article  of  manufacture,  or  any 
new  and  original  shape  or  configuration  of  any  article  of  manufacture  not 
known  or  used  by  others  before  his,  her,  or  their  invention  or  production 
thereof,  and  prior  to  the  time  of  his,  her,  or  their  application  for  a  patent 
therefor,  and  who  shall  desire  to  obtain  an  exclusive  property  or  right 
therein  to  make,  use,  and  sell  and  vend  the  same,  or  copies  of  the  same,  to 
others,  by  them  to  be  made,  used,  and  sold,  may  make  application  in  writing 
to  the  Commissioner  of  Patents  expressing  such  desire,  and  the  commis- 
sioner, on  due  proceedings  had,  may  grant  a  patent  therefor,  as  in  the  case 
now  of  application  for  a  patent :  Provided,  That  the  fee  in  such  cases, 
which  by  the  now  existing  laws  would  be  required  of  the  particular  appli- 
cant, shall  be  one  half  the  sum,  and  that  the  duration  of  said  patent  shall  be 
seven  years,  and  that  all  the  regulations  and  provisions  which  now  apply  to 
the  obtaining  or  protection  of  patents  not  inconsistent  with  the  provisioA 
of  this  act  shall  apply  to  applications  under  this  section. 

Section  4.  And  be  it  further  enctcted.  That  the  oath  required  for  appli- 
cants for  patents  may  be  taken,  when  the  applicant  is  not,  foi  the  time  be- 
ing, residing  in  the  United  States,  before  any  minister,  plenlpotentiaiy, 
chargi  d'affaires,  consul,  or  commercial  agent  holding  commission  under  the 
government  of  the  United  States,  or  before  any  notary  public  of  the  for- 
eign country  in  which  such  applicant  may  be. 

Section  5.  And  be  it  further  enacted,  That  if  any  person  or  persons 
shall  paint  or  print  or  mould,  cast,  carve,  or  engrave,  or  stamp,  upon  any- 
thing made,  used,  or  sold,  by  him,  for  the  sole  making  or  selling  which  he 
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hath  not  or  shall  not  have  obtained  letters-patent^  the  name  or  any  imita- 
tion of  the  name  of  any  other  person  who  hath  or  shall  have  obtained  let- 
ters-patent for  the  sole  making  and  vending  of  such  thing,  without  consent 
of  such  patentee,  or  his  assigns  or  legal  representatives ;  or  if  any  person, 
upon  any  such  thing  not  having  been  purchased  from  the  patentee,  or  some 
person  who  purchased  it  from  or  under  such  patentee,  or  not  having  the 
license  or  consent  of  such  patentee,  or  his  assigns  or  legal  representatives, 
shall  write,  paint,  print,  mould,  .cast,  carve,  engrave,  stamp,  or  otherwise 
make  or  affix  the  word  "  patent,*'  or  the  words  "  letters-patent,"  or  the  word 
**  patentee,"  or  any  word  or  words  of  like  kind,  meaning,  or  import,  with 
the  view  or  intent  of  imitating  or  counterfeiting  the  stamp,  mark,  or  other 
device«of  the  patentee,  or  shall  affix  the  same,  or  any  word,  stamp,  or  de- 
vice, of  like  import,  on  any  unpatented  article,  for  the  purpose  of  deceiving 
the  public,  he,  she,  or  they,  so  offending,  shall  be  liable  for  such  offence  to 
a  penalty  of  not  less  than  one  hundred  dollars,  with  costs,  to  be  recovered 
by  action  in  any  of  the  Circuit  Courts  of  the  United  States,  or  in  any  of  the 
District  Courts  of  the  United  States  having  the  powers  and  jurisdiction  of 
a  Circuit  Court ;  one  half  of  which  penalty,  as  recovered,  shall  be  paid  to 
the  patent  fund,  and  the  other  half  to  any  person  or  persons  who  shall  sue 
for  the  same. 

Section  6.  [See  act  of  1861,  ch.  88,  §  18.]  And  he  it  further  en- 
actedy  That  all  patentees  and  assignees  of  patents  hereafter  granted  are 
hereby  required  to  stamp,  engrave,  or  cause  to  be  stamped  or  engraved,  on 
each  article  vended,  or  offered  for  sale,  the  date  of  the  patent ;  and  if  any 
person  or  persons,  patentees,  or  assignees,  shall  neglect  to  do  4f  ^^9  she,  or 
they  shall  be  liable  to  the  same  penalty,  to  be  recovered  and  disposed  of 
in  the  manner  specified  in  the  foregoing  fifUi  section  of  this  act.        * 

Approved  August  29,  1842. 

ACT  OF   1848,  CHAPTER  47. 

9  Statutes  at  Labge,  231. 

An  Act  to  provide  additional  examiners  in  the  Patent  Office,  and  for  other 
purposes. 

Section  1.  [See  act  of  1836,  ch.  357,  §  18.]  Be  it  enacted  hy  the 
Senate  and  Home  of  Representatives  of  the  United  States  of  America  in 
Congress  assembled,  That  there  shall  be  appointed,  in  the  manner  provided 
in  the  second  section  of  the  act  entitled  ''  An  act  to  promote  the  progress 
of  usefiil  arts,  and  to  repeal  all  acts  and  parts  of  acts  heretofore  made 
for  that  purpose,"  approved  July  fourth,  eighteen  hundred  and  thirty-six, 
two  principal  examiners,  and  two  assistant  examiners,  in  addition  to  the 
number  of  examiners  now  employed  in  the  Patent  Office ;  and  that  here* 
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after  each  of  the  principal  examiners  employed  in  the  Patent  Office  shall 
receite  an  annual  salary  of  twenty-five  hundred  dollars,  and  each  of  the 
assistant  examiners  an  annual  salary  of  fifteen  hundred  dollars:  J^n^ 
videdf  That  the  power  to  extend  patents,  now  vested  in  the  board  composed 
of  the  Secretary  of  State,  Commissioner  of  Patents,  and  Solicitor  of  the 
Treasury,  by  the  eighteenth  section  of  the  act  approved  July  fourth, 
eighteen  hundred  and  thirty-six,  respecting  the  Patent  Office,  shall  hereaf- 
ter be  vested  solely  in  the  Commissioner  of  Patents  ;  and  when  an  applica- 
tion is  made  to  him  for  the  extension  of  a  patent  according  to  said  eigh- 
teenth section,  and  sixty  days'  notice  given  thereof,  he  shall  refer  the  case 
to  the  principal  examiner  having  charge  of  the  class  of  inventions  to  which 
said  case  belongs,  wKo  shall  make  a  full  report  to  said  commissionei*  of  the 
said  case,  and  particularly  whether  the  invention  or  improvement  secured 
in  the  patent  was  new  and  patentable  when  patented ;  and  thereupon  the 
said  commissioner  shall  grant  or  refuse  the  extension  of  said  patent,  upon 
the  same  principles  and  rules  that  have  governed  said  board ;  but  no  patent 
shall  be  extended  for  a  longer  term  than  seven  years. 

Section  2.  [See  act  of  1861,  ch.  88,  §  10.]  And  be  it  further  enacted, 
That  hereafter  the  Commissioner  of  Patents  shall  require  a  fee  of  one  dol- 
lar for  recording  any  assignment,  grant,  or  conveyance  of  the  whole  or  any 
part  of  the  interest  in  letters  patent,  or  power  of  attorney,  or  license  to  make 
or  use  the  thing  patented,  when  such  instrument  shall  not  exceed  three  hun- 
dred words ;  the  sum  of  two  dollars  when  it  shall  exceed  three  hundred 
and  shall  not  exceed  one  thousand  words ;  and  the  sum  of  three  doUars 
when  it  shft  exceed  one  thousand  words ;  which  fees  shall  in  all  cases  be 
paid  in  advance. 

SECfriON  3.  And  be  it  further  enacted^  That  there  shall  be  appointed,  in 
manner  aforesaid,  two  clerks,  to  be  employed  in  copying  and  recording, 
and  in  other  services  in  the  Patent  Office,  who  shall  each  be  paid  a  salary 
of  one  thousand  two  hundred  dollars  per  annum. 

Section  4.  And  be  it  further  enacted^  That  the  Commissioner  of  Pat- 
ents is  hereby  authorized  to  send  by  mail,  free  of  postage,  the  annual  re- 
ports of  the  Patent  Office,  in  the  same  manner  in  which  he  is  empowered 
to  send  letters  and  packages* relating  to  the  business  of  the  Patent  Office. 

Approved  May  27, 1848. 
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ACT  OF   1849,  CHAPTER  108. 

•  9  Statutes  at  Labob,  395. 

Extract  from  the  Act  entitled  ^'  An  Act  to  establish  the  Home  Department, 
and  to  provide  for  the  Treasury  Department  an  Assistant  Secretary 
of  the  Treasury  and  a  Commissioner  of  the  Customs.'' 

Section  2.  And  be  it  further  enacted^  That  the  Secretary  of  the  Inte- 
nor  shall  exercise  and  perform  all  the  acts  of  supervision  and  appeal  in  re- 
gard to  the  office  of  Commissioner  of  Patents,  now  exercised  by  the  Secre- 
tary of  State ;  and  the  said  Secretary  of  the  Interior  shall  sign  all  requisi- 
tions for  the  advance  or  payment  of  money  out  of  the  Treasury  on  estimates 
or  accounts,  subject  to  the  same  adjustment  or  control  now  exercised  on 
similar  estimates  or  accounts  by  the  First  or  Fifth  Auditor  and  First 
Comptroller  of  the  Treasury. 

Approved  March  d,  1849. 


ACT  OF   1852,  CHAPTER  107. 
10  Statutes  at  Laboe,  75. 

An  Act  in  addition  to  ^An  Act  to  promote  the  progress  of  the  useful  arts." 

Section  1.  [See  act  of  1839,  ch.  88,  §  11.]  Be  it  enacted  by  the 
Senate  and  Bouse  of  Representatives  of  the  United  Stales  of  America  in 
Congress  assejnhled,  That  appeals  provided  for  in  the  eleventh  section  of 
the  act  entitled  An  act  in  addition  to  an  act  to  promote  the  progress  of 
the  useful  arts,  approved  March  the  third,  eighteen  hundred  and  thirty- 
nine,  may  also  be  made  to  either  of  the  assistant  judges  of  the  Circuit 
Court  of  the  District  of  Columbia,  and  all  the  powers,  duties,  and  responsi- 
bilities imposed  by  the  aforesaid  act,  and  conferred  upon  the  chief  judge, 
are  hereby  imposed  and  conferred  upon  each  of  the  said  assistant  judges* 

Section  2.  And  be  it  further  enacted,  That  in  case  appeal  shall  be 
made  to  the  said  chief  judge,  or  to  either  of  the  said  assistant  judges,  the 
Commissioner  of  Patents  shall  pay  to  such  chief  judge  or  assistant  judge 
the  sum  of  twenty-five  dollars,  required  to  be  paid  by  the  appellant  into 
the  Patent  Office  by  the  eleventh  section  of  said  act,  on  said  appeal. 

Section  3.  And  be  it  further  enacted.  That  section  thirteen  of  the  afore- 
said act,  approved  March  the  third,  eighteen  hundred  and  thirty-nine,  is 
hereby  repealed. 

Approved  August  30, 1852. 


684  PATENT  LAWS. 

ACT  OF   1859,   CHAPTER  80. 

11  Statutes  at  Large,  422.  '^ 

Extract  from  ^  An  Act  making  appropriations  for  ihe  legislative,  executive, 
and  judicial  expenses  of  the  government,''  &c 

Section  4.  And  be  it  further  enactedy  That  the  Secretary  of  the  Inte- 
rior be,  and  he  is  hereby,  directed  to  cause  the  annual  rejport  of  the  Com- 
missioner of  Patents  on  mechanics  hereafter  to  be  made  to  the  Senate  and 
House  of  Representatives  to  be  prepared  and  submitted  in  such  manner  as 
that  the  plates  and  drawings  necessary  to  illustrate  each  subject  shall  be  in- 
serted so  as  to  comprise. the  entire  report  in  one  volume  not  to  exceed 
eight  hundred  pages. 

Approved  March  3, 1859. 

ACT  OF   1861,  CHAPTER  37. 

12  Statutes  at  Larob,  130. 

An  Act  to  extend  the  right  of  appeal  from  the  decisions  of  Circuit  Courts 
to  the  Supreme  Court  of  the  United  States. 

Section  1.  [See  act  of  1836,  ch.  357,  §  17.]  Be  it  enacted  by  the  Sen- 
ate and  House  of  Representatives  of  the  United  States  of  America  in  dm- 
gress  assembled^  That  from  all  judgments  and  decrees  of  any  Circuit  Court 
rendered  in  any  action,  suit,  controversy,  or  case,  at  law  or  in  equity,  aris- 
ing under  any  law  of  the  United  States  granting  or  confirming  to  authoxs 
the  exclusive  right  to  their  respective  writings,  or  to  inventors  the  exclu- 
sive right  to  their  inventions  or  discoveries,  a  writ  of  error  or  appeal,  as  the 
case  may  require,  shall  lie,  at  the  instance  of  either  party,  to  the  Supreme 
Court  of  the  United  States,  in  the  same  manner,  and  under  the  same  dr- 
cumstances  as  is  now  provided  by  law  in  other  judgments  and  decrees  of 
such  Circuit  Courts,  without  regard  to  the  sum  or  value  in  controversy  in 
the  action. 

Approved  February  18, 1861. 

ACT  OF   1861,  CHAPTER  88. 
12  Statutes  at  Large,  246. 

An  Act  in  addition  to*'^  An  Act  to  promote  the  progress  of  the  useful  arts.'' 

Section  1.  [See  act  of  1839,  ch.  88,  §  12.]  Be  it  enacted  by  the  Sen- 
ate and  House  of  Representatives  of  the  United  States  of  America  in  Con" 
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gress  auenMedy  That  the  Commissioner  of  Patents  may  establish  rnles  for 
taking  affidavits  and  depositions  required  in  cases  pending  in  the  Patent 
Office,  and  such  affidavits  and  depositions  maj  be  taken  before  any  justice 
of  the  peace,  or  other  officer  authorized  by  law  to  take  depositions  to  be 
nsled  in  the  courts  of  the  United  States,  or  in  the  State  courts  of  any  State 
where  such  officer  shall  reside ;  and  in  any  contested  case  pending  in  the 
Patent  Office  it  shall  be  lawful  for  the  clerk  of  any  court  of  the  United 
States  for  any  district  or  territory,  and  he  is  hereby  required,  upon  the 
application  of  any  party  to  such  contested  case,  or  the  agent  or  attorney  of 
such  party,  tq  issue  subpoenas  for  any  witnesses  residing  or  being  within 
the  said  district  or  territory,  commanding  such  witnesses  to  appear  and 
testify  before  any  justice  of  the  peace,  or  other  officer  as  aforesaid,  residing 
within  the  said  district  or  territory,  at  any  time  and  place  in  the  subpoena 
to  be  stated ;  and  if  any  witness,  after  being  duly  served  with  such  subpoena, 
•  shall  refuse  or  neglect  to  appear,  or,  after  appearing,  shall  refuse  to  testify 
(not  being  privileged  from  giving  testimony),  such  refusal  or  neglect  being 
proved  to  the  satisfaction  of  any  judge  of  the  court  whose  clerk  shall  have 
issued  such  subpoena,  said  judge  may  thereupon  proceed  to  enforce  obedi- 
ence to  the  process,  or  to  punish  the  disobedience  in  like  manner  as  any  court 
of  the  United  States  may  do  in  case  of  disobedience  to  process  of  stdfpoma 
ad  testificandum  issued  by  such  court ;  and  witnesses  in  such  cases  shall  be. 
allowed  the  same  compensation  as  is'  allowed  to  witnesses  attending  the 
courts  of  the  United  States :  Provided^  That  no  witness  shall  be  required 
to  attend  at  any  place  more  than  forfy  miles  from  the  place  where  the  sub- 
poena shall  be  served  upon  him  to  give  a  deposition  under  this  law  :  PrO' 
vided  also,  That  no  witness  shall  be  deemed  guilty  of  contempt  for  refusing 
to  disclose  any  secret  invention  made  or  owned  by  him :  And  provided  Jur- 
ther.  That  no  witness  shall  be  deemed  guilty  of  contempt  for  disobeying  any 
subpoena  directed  to  him  by  virtue  of  this  act,  unless  his  fees  for  going  to, 
returning  from,  and  one  day's  attendance  at  the  place  of  examination,  shall 
be  paid  or  tendered  to  him  at  the  time  of  the  service  of  the  subpoena. 

Section  2.  And  he  it  further  enacted,  That  for  the  purposes  of  securing 
greater  uniformity  of  action  in  the  grant  and  refusal  of  lett^^-patent,  thei^e  ' 
shall  be  appointed  by  the  President,  by  and  with  the  advice  and  consent  of 
the  Senate,  three  examiners  in  chief,  at  an  annual  salary  of  three  thousand 
dollars  each,  to  be  composed  of  persons  of  competent  legal  knowledge  and 
scientific  ability,  whose  duty  it  shall  be,  on  the  written  petition  of  the  ap- 
plicant for  that  purpose  being  filed,  to  revise  and  determine  upon  th^valid- 
ity  of  decisions  made  by  examiners  when  adverse  to  the  grant  of  letters- 
patent  ;  and  also  to  revise  and  determine  in  like  manner  upon  the  validity 
of  the  decisions  of  examiners  in  interference  cases,  and  when  required  by 
the  commissioner  in  applications  for  the  extension  of  patents,  and  to  per- 
form such  other  duties  as  may  be  assigned  to  them  by  the  commissioner ; 
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Section  11.  [See  act  of  1842,  ch.  263,  §  3.]  And  he  it  furiher 
enactedy  That  anj  citizen  or  citizens,  or  alien  or  aliens,  having  resided  one 
year  in  the  United  States,  and  taken  the  oath  of  his  or  their  intention  to  be- 
come a  citizen  or  citizens,  who,  bj  his.  her,  or  their  own  industry,  genius, 
efforts,  and  expense  may  liave  inyented  or  produced  any  new  and  original 
design,  or  a  manufacture,  whether  of  metal  or  other  material  or  materials^ 
and  original  design  for  a  bust,  statue,  or  bas-relief,  or  composition  in  alto  or 
basso  relievo,  or  any  new  and  original  impression  or  ornament,  or  to  be 
placed  on  any  article  of  manufacture,  the  same  being  formed  in  marble  or 
other  material,  or  any  new  and  useful  pattern,  or  print,  or  picture,  to  be 
either  worked  into  or  worked  on,  or  printed,  or  painted,  or  cast,  or  otherwise 
fixed  on  any  article  of  manufacture,  or  any  new  and  onginal  shape  or  con- 
figuration of  any  article  of  manufacture,  not  known  or  used  by  others  before 
his,  her,  or  their  invention  or  production  thereof,  and  prior  to  the  time  of 
his,  her,  or  their  application  for  a  patent  therefor,  and  who  shall  desire  to 
obtain  an  exclusive  property  or  right  therein  to  make,  use,  and  sell,  and 
vend  the  same,  or  copies  of  the  same,  to  others,  by  them  to  be  made,  used, 
and  sold,  may  make  application,  in  writing,  to  the  Commissioner  of  Patents, 
expressing  such  desire;  and  the  commissioner,  on  due  proceedings  had, 
may  grant  a  patent  therefor,  as  in  the  case  now  of  application  for  a  patent, 
for  the  term  of  three  and  one  half  years,  or  for  the  term  of  seven  years, 
or  for  the  term  of  fourteen  years,  as  the  said  applicant  may  elect  in  his 
application :  Provided,  That  the  fee  to  be  paid  in  such  application  shall  be 
for  the  term  of  three  years  and  six  months,  ten  dollars,  for  seven  years, 
fifteen  doUars,  and  for  fourteen  years,  thirty  dollars :  And  provided^  That 
the  patentees  of  designs  under  this  act  shall  be  entitled  to  the  extension  of 
their  respective  patents  for  the  term  of  seven  years,  from  the  day  on  which 
said  patent  shall  expire,  upon  the  same  terms  and  restrictions  as  are  now 
provided  for  the  extension  of  letters-patent 

Section  12.  [See  act  of  1836,  ch.  357,  §  18.]  And  he  it  further 
enacted^  That  all  applications  for  patents  shall  be  completed  and  prepared 
for  examination  within  two  years  after  the  filing  of  the  petition,  and  in  de- 
fault thereof  they  shall  be  regarded  as  abandoned  by  the  parties  thereto ; 
unless  it  be  shown  to  the  satisfaction  of  the  Commissioner  of  Patents  that 
such  delay  was  unavoidable ;  and  all  applications  now  pending  shall  be 
treated  as  if  filed  after  the  passage  of  this  act,  and  all  applications  for  the 
extension  of  patents  shall  be  filed  at  least  ninety  days  before  the  expiration 
thereof;  and  notice  of  the  day  set  for  the  hearing  of  the  case  shall  be  pub- 
lished, as  now  required  by  law,  for  at  least  sixty  days. 

Section  13.  [See  act  of  1842,  ch.  263,  §  6.]  And  he  it  JurOur 
enactedy  That  in  all  cases  where  an  article  is  made  or  vended  by  any  per- 
son under  the  protection  of  letters-patent,  it  shall  be  the  ^uty  of  such  per- 
son to  give  sufficient  notice  to  the  public  that  said  article  is  so  patented, 
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either  by  fixing  thereon  the  word  "  patented,**  together  with  the  day  and  year 
the  patent  was  granted ;  or  when,  from  the  character  of  the  article  patented, 
that  may  be  impracticable,  by  enveloping  one  or  more  of  the  said  articles, 
and  affixing  a  label  to  the  package,  or  otherwise  attaching  thereto  a  label 
on  which  the  notice,  with  the  date,  is  printed ;  on  failure  of  which,  in  any 
snit  for  the  infringement  of  letters-patent  by  the  party  failing  so  to  mark 
the  article  the  right  to  which  is  infringed  apon,  no  damage  shall  be  recov- 
ered by  the  plaintiff,  except  on  proof  that  the  defendant  was  duly  notified 
of  the  infringement,  and  continned  after  such  notice  to  make  or  vend'  the 
article  patented.  And  the  sixth  section  of  the  act  entitled  ^  An  Act  in 
addition  to  an  Act  to  promote  the  progress  of  the  useful  arts,"  and  so  forth, 
approved  the  twenty-ninth  day  of  August,  eighteen  hundred  and  forty-two, 
be,  and  the  same  is  hereby,  repealed. 

Section  14.  [See  act  of  1862,  ch.  182.]  And  he  it  further  enacted. 
That  the  Commissioner  of  Patents  be,  and  he  is  hereby,  authorized  to  print, 
or  in  his  discretion  to  cause  to  be  printed,  ten  copies  of  the  description  and 
claims  of  all  patents  which  may  hereafter  be  granted,  and  ten  copied  of  the 
drawings  of  the  same,  when  drawings  shall  accompany  the  patents :  Pro- 
vided,  The  cost  of  printing  the  text  of  said  descriptions  and  claims  shall 
not  exceed,  exclusive  of  stationery,  the  sum  of  two  cents  per  hundred  words 
for  each  of  said  copies,  and  the  cost  of  the  drawing  shall  not  exceed  fifty 
cents  per  copy ;  one  copy  of  the  above  number  shall  be  printed  on  parch- 
ment to  be  affixed  to  the  letters-patent ;  the  work  shall  be  under  the  di- 
rection, and  subject  to  the  approval,  of  the  Commissioner  of  Patents,  and 
the  expense  of  the  said  copies  shall  be  paid  for  out  of  the  patent  fund.  • 

Section  15.  And  he  itjurther  enacted^  That  printed  copies  of  the  letters- 
patent  of  the  United  States,  with  the  seal  of  the  Patent  Office  affixed 
thereto  and  certified  and  signed  by  the  Commissioner  of  Patents,  shall  be 
legal  evidence  of  the  contents  of  said  letters-patent  in  all  cases. 

Section  16.  [See  act  of  1836,  ch.  357,  §§  5,  18.]  And  he  itjurther 
enacted,  That  all  patents  hereafter  granted  shall  remain  in  force  for  the 
term  of  seventeen  years  from  the  date  of  issue;  and  all  extension  of 
such  patents  is  hereby  prohibited. 

Section  17.  And  he  it  further  enacted,  That  all  acts  and  parts  of  acts 
heretofore  passed,  which  are  inconsistent  with  the  provisions  of  this  act,  be, 
'  and  the  same  are  hereby,  repealed. 

Approved  March  2, 1861. 
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ACT  OF  1862,  CHAPTER  182. 

12  Statutes  at  Large,  583. 

An  Act  njfiking  supplemental  appropriations  for  sundry  civil  expenses,  &c. 

Section  4.  [See  act  of  1861,  ch.  88,  §  14.]  For  the  fund  of  the  Patent 
Office,  fif^j  thousand  eight  hundred  and  fiftj-five  dollars  and  fortj-nine  cents, 
to  supply  a  deficieucy  existing  under  the  act  of  March  second,  eighteen 
hundred  and  sixty-one,  entitled  '*  An  Act  in  addition  to  an  Act  to  promote 
the  progress  of  the  useful  arts  " :  Provided^  That  the  fourteenth  section  of 
said  act  be,  and  the  same  is  hereby,  repealed. 

Approved  July  16, 1862. 

ACT  OF  1863,  CHAPTER  102. 

•  12  Statutes  at  Large,  796. 

An  Act  to  amend  an  Act  entitled  ^  An  Act  to  promote  the  progress  of  the 
useful  arts." 

Section  1.  [See  act  of  1836,  ch.  357,  §  7.]  Be  it  enacted  by  the  Sen- 
ate and  ffotue  of  Representatives  of  the  United  States  of  America  in  Con- 
gress cusembUd,  That  so  much  of  section  seven  of  the  act  entitled  "  An  Act 
to  promote  the  progress  of  the  useful  arts,"  approved  July  fourth,  eighteen 
hundred  and  thirty-six,  as  requires  a  renewal  <^  the  oath,  be,  and  the  same 
is  hereby,  repealed. 

Section  2.  And  be  it  further  enacted^  That,  whereas  the  falling  off  of 
the  revenue  of  the  Patent  Office  required  a  reduction  of  the  compensation 
of  the  examiners  and  clerks,  or  other  e'taiployees  in  the  office,  after  the 
thirty-first  day  of  August,  eighteen  hundred  and  sixty-one,  that  the  Com- 
missioner of  Patents  be,  and  he  is  hereby,  authorized,  whenever  the  reve- 
nue of  the  office  will  justify  him  in  so  jioing,  to  pay  them  such  sums,  in 
addition  to  Avhat  they  shall  already  have  received,  as  will  make  their  com- 
pensation the  same  as  it  was  at  that  time. 

Section  3.  [See  act  of  1864,  ch.  159.]  And  be  it  further  enacted, 
That  every  patent  shall  be  dated  as  of  a  day  not  later  than  six  months 
after  the  time  at  which  it  was  passed  and  allowed,  and  notice  thereof  sent 
to  the  applicant  or  his  agent  And  if  the  final  fee  for  such  patent  be  not 
paid  within  the  said  six  months,  the  patent  shall  be  withheld,  and  the  in- 
vention therein  described  shall  become  public  property  as  against  the  ap- 
plicant therefoi;:  Provided,  That  in  all  cases  where  patents  hav^^Ben  al- 
lowed previous  to  the  passage  of  this  act,  the  said  six  months  shall  be  reck- 
oned from  the  date  of  such  passage. 

Approved  March  3,  1863.  .  , 
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ACT  OF  1864,  CHAPTER  159. 

13  Statutes  at  Labge,  194. 

An  Act  amendatory  of  "  An  Act  to  amend  an  Act  entitled  An  Act  to  pro- 
mote the  progress  of  the  useful  arts,"  approved  March  three,  eighteen 
hundred  and  sixtj-three. 

[See  act  of  1863,  ch.  102,  §  3.]  Be  it  enacted  by  the  Senate  and  House 
of  Bepresentatives  of  the  United  States  of  America  in  Congress  assembled^ 
That  any  person  having  an  interest  in  an  invention,  whether  as  the  inven- 
tor or  assignee,  for  which  a  patent  was  ordered  to  issue  upon  the  payment 
of  the  final  fee,  as  provided  in  section  three  of-  an  act  approved  March 
three,  eighteen  hundred  and  sixtj^ree,  but  who  has  failed  to  make  pay- 
ment of  the  final  fee,  as  provided  by  said  act,  shall  have  the  right  to  make 
the  payment  of  such  fee,  and  receive  the  patent  withheld  on  account  of  the 
non-payment  of  said  fee,  provided  such  payment  be  made  within  six  months 
from  the  date  of  the  passage  of  this  act :  Providedy  That  nothing  herein 
shall  be  so  construed  as  to  hold  responsible  in  damages  any  persons  who 
have  manufactured  or  used  any  article  or  thing  for  which  a  patent,  as  afore- 
said, was  ordered  to  be  issued. 

Approved  June  25, 1864. 


ACT  OF  1865,  CHAPTER  112. 

13  Statutes  at  Labge,  533. 

An  Act  amendatory  of  '^  An  Act  to  amend  an  Act  entitled  An  Act  to  pro- 
mote the  progress  of  the  useful  arts,"  approved  March  three,  eighteen 
hundred  and  sixty  three. 

[See  act  of  1863,  ch.  102^  §  3.]  Be  it  enacted  by  the  Senate  and  House 
of  Representatives  of  the  United  States  of  America  in  Congress  assembled^ 
That  any  person  having  an  interest  in  an  invention,  whether  as  inventor  or 
assignee,  for  which  a  patent  was  ordered  to  issue  upon  the  payment  of  the 
final  fee,  as  provided  in  section  three  of  an  act  approved  March  three, 
eighteen  hundred  and  sixty-three,  but  who  has  failed  to  make  payment  of 
the  final  fee,  as  provided  in  said  act,  shall  have  the  right  to  make  an  appli- 
cation for  a  patent  for  his  invention,  the  same  as  in  the  case  of  an  original 
application,  provided  such  application  be  made  within  two  years  after  the 
date  ol  the  allowance  of  the  original  application :  Provided,  That  nothing 
herein  shall  be  so  construed  as  to  hold  responsible  in  damages  any  persons 
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who  have  manufactured  or  used  any  article  or  thing  for  which  a  patent 
aforesaid  was  ordered  to  issue.    This  act  shall  apply  to  all  cases  now  in  the 
Patent  Office,  and  also  to  such  as  shall  hereafter  be  filed.    And  all  acts  or 
parts  of  acts  inconsistent  with  this  act  are  hereby  repealed. 
Approved  March  8, 1865. 
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N.  B.  —  Th«  references  are  to  tbe  Sections,  unless  indicated  by  the  abbreviation 

p.,  which  refers  to  the  page. 


A. 

ABANDONMENT  OF  EXPERIMENTS,  85-97. 

(See  Experiments.)  v 

ABANDONMENT  OF  INVENTION, 

before  application  for  letters-patent,  102,  108. 

what  is  described,  but  not  claimed  as  new,  presumptiyely  abandoned,  117. 

matter  of  defence,  381.    (See  Action  at  Law;  Equity.) 

pleadable,  by  statute,  under  General  Issue,  882. 

how  shown  against  patentee,  883  -  385. 

how  far  intention  of  patentee  material,  to  show,  886  -  888. 

no  particular  length  of  time  required  to  show,  885. 

not  shown  by  mere  public  experiment  on  part  of  patentee,  889. 

use  for  purposes  of  gain  must  be  shown,  889'. 

even  a  profitable  public  experiment  not  necessarily  an,  889. 

piratical  user  by  parties  to  whom  patentee  has  intrusted  his  knowledge, 

no,  89). 
bow  affected  by  special  statutory  provision,  892  -  395. 
public  use  by  inventor  within  two  years  preceding  grant  of  letters-patent, 

no,  393,  894. 
by  filing  an  imperfect  specification,  895  a. 
(i/2€r  grant  of  letters-patent,  440.     (See  Equity.) 
ACCIDENT,  (See  also  Mistake.) 

may  lead  to  invention  or  discovery,  82. 
ACCOUNT,  (See  also  Equity.) 

generally  ordered,  where  patentee  sent  to  law,  426. 
ACTION  AT  LAW, 

action  on  the  case,  a  remedy  for  infringement,  844. 
one  suit  for  repeated  infringements,  858. 
Parties  by  whom  brought,  845. 
when  in  name  of  grantee,  346. 
when  by  patentee  in  behalf  of  licensee,  846. 
when  by  assignee  alone,  847. 
when  by  patentee  and  assignee  jointly,  847. 
discrepancy  between  English  and  American  decisions,  847. 
in  name  of  patentee,  where  only  an  agreement  to  atsign,  847. 
against  whom  brought,  346. 
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ACTION  AT  LAW,  Continued. 

against  one  joint-owner  by  the  other  (^see  405  a),  846. 
against  a  corporation,  847. 

against  a  covenantee,  by  administrator  under  an  extenmon,  348. 
Declaration  in,  must  show  title  in  plaintiff,  349. 

must  aver  plaintiff  to  be  "  the  original  and  first  inventor,"  350. 

must  aver  patent  to  be  "  new  and  useful,"  not  known  or  used  before 

plaintiff's  invention,  &c.,  350. 
need  not  aver  the  specific  time  when  invention  was  made,  350. 
need  not  set  forth  the  description  as  given  in  the  specification,  352. 
must  aver  citizenship,  qwere,  351. 

must  aver  that  letters-patent  were  obtained  in  due  form,  351. 
but  need  not  set  forth  all  the  steps,  351. 
must  aver  value  of  patent  right,  353. 
breach  by  defendant  and  damages  to  plaintiff,  353. 
need  not  set  forth  the  particular  acts  complained  of  as  infringing,  358. 
should  set  forth  the  substance  of  the  invention,  352. 
must  make  profert  of  the  letters-patent,  352. 
must  show  breach  before  action  brought,  353. 

not  demurrable,  if  commencing  in  trespass  and  concluding  in  debt,  353. 
by  assignee,  must  allege  patentee's  title,  his  own,  and  due  recording  of 

assignment,  854. 
omission  to  allege  recording  of  assignment,  when  cured  by  verdict, 
854. 
Pleadings  and  Defences,  statutory  provisions  for,  356  -  358. 
under  General  Issue  without  Notice^ 
defendant  may  show  that  he  does  not  infringe,  860. 
that  he  acts  under  licetise  from  patentee,  860. 
that  plaintifi'  is  an  alien  and  not  entitled  to  patent,  360. 
that  he  has  no  good  title  as  assignee,  860. 
that  letters-patent  were  not  duly  issued,  360. 
that  the  invention  is  not  patentable,  361. 
that  the  specification  is  not  intelligible  as  to  the  invention,  363. 
that  patentee  had  direct  knowledge  of  foreign  invention  (?),  372. 
under  General  Issue  with  NoticCj 
defendant  may  show  fraudulent  concealment  or  addition  in  specifi- 
cation, 365  -  868. 
want  of  novelty,  369  -  880  a. 
prior  dedication  to  the  public,  881  -  895. 
that  patent  was  surreptitiously  obtained,  396,  897. 
that  the  patentee  (being  an  alien)  has  neglected  to  put  his  inven- 
tion in  public  use,  898. 
apart  from  General  Issue  defendant  may  plead  specially  a  surrender 
of  the  patent  since  suit  begun,  899. 
ADDITIONS, 

to  patented  inventions,  now  applied  for  by  independent  patents,  280. 
ADMINISTRATORS  AND  EXECUTORS, 

have  same  right  to  apply  for  and  hold  a  patent  that  the  inventor  had,  177. 
may  amend  or  surrender  specification,  286,  287. 
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AFFIDAVIT, 

in  support  of  motion  for  injunction,  406,  408. 

when  read  supplementally,  448. 
AFFIRMATION,  (See  Oath.) 

when  substituted  for  oath,  p.  576,  §  IS. 
ALIENS 

may  take  out  patent  in  U.  S.,p.564,§8;  p.577,§6;  p.580,§  3;  p.  588,  §  11. 

may  file  caveat,  p.  566,  §  12 ;  p.  587,  §§  9,  10. 
ALTERATION, 

very  slight,  but  productive  of  beneficial  result,  subject  of  a  patent,  11. 

of  Specification.        (See  Amendment.) 
AMBIGUITY, 

in  description  of  the  invention,  is  fatal,  234. 

of  claim,  distinguishable  from  want  of  clear  and  sufficient  description,  235. 

produced  by  introduction  of  things  unnecessary,  236. 

produced  by  misuse  of  terms,  238. 
AMENDED  PATENT, 

presumed  to  be  for  same  invention  as  the  original,  281. 

cannot  cover  a  substantially  different  invention,  281. 

agreement  to  convey  gives  an  equitable  title,  284. 

relates  back  to  commencement  of  original  term,  284. 

enures  to  benefit  of  prior  assignee,  284. 
AMENDMENT,  (See  also  Disclaimer,) 

of  specification,  by  disclaimer,  266,  267. 

by  surrender  and  reissue,  279,  280. 

right  of,  does  not  authorize  surrender  of  valid  patents  for  fraudulent  pur- 
poses, 281. 

may  give  an  invalid  patent  validity/»281. 

right  of,  applies  to  extended  patents,  281,  285. 

right  of,  gives  patentee  the  power  to  retain  whatever  he  deems  proper,  283* 
ANALOGOUS  USE.        (See  Application;  Double  Use.) 
APPEALS.  (See  Jurisdiction.) 

APPLICANT, 

who  may  be,  for  letters-patent,  p.  562,  §  6  ;  p.  564,  §  8  ;  p.  577,  §  6  ;  p.  588, 

§11. 
APPLICATION,  (See  also  Principle.) 

for  letters-patent,  in  form  of  petition,  271. 
verified  by  oath,  272,  273. 
if  granted,  valid,  although  not  verified,  274. 
abandoned  unless  completed  within  two  years,  p.  588,  §  12. 
analogous,  what  is,  66. 

not  analogous,  where  a  new  result  is  attained  by  discovery  of  a  new  prop- 
erty of  matter,  67-69,  79. 
new,  of  an  old  process,  held  patentable,  10. 
analogous,  of  well-known  machinery,  not  patentable,  49,  55,  et  seq, 
ART, 

definition  of,  as  used  in  American  statutes,  9. 
advantage  of  using  the  term  in  patent  acts,  12. 
patented,  how  infringed,  304. 
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ARTS  (LOST), 

86  note,  98-97. 
ARTICLE.  (See  Product.) 

ASSIGNEE, 

rights  of,  unaffected  by  a  reissue,  197. 

entitled  to  benefit  of  disclaimer,  210. 

rights  of,  under  extension  or  renewal,  206  -  209. 

rights  of,  where  the  term  b  extended  by  special  enactment,  206. 
ASSIGNMENT, 

before  letters-patent  are  obtained,  168. 

confers  an  inchoate  right,  169. 

of  an  incomplete  iuTention,  only  valid  as  a  contract,  1 70. 

legal  formalities  of,  171. 

whether  a  particular  instrument  amounts  to,  172,  173. 

after  letters-patent  are  obtained,  regulated  by  statute,  178. 

legal  formalities  of,  180. 

yarioas  kinds  of,  181. 

distinction  between,  and  license,  181. 

recording  clause  interpreted,  181  -  188. 

unrecorded,  good  except  against  purchaser  for  value  and  in  good  faith,  183. 

in  general, 

implies  no  warranty  of  title,  184. 

effect  of  recording  a  contract  to  convey  inventions  not  in  esse,  188,  note. 

of  part  of  a  patent,  constitutes  joint  ownership  but  not  per  se  partnership, 
186. 

agreement  to  convey  interest  in  a  future  term  not  yet  obtained,  no,  195. 

effect  of  agreement  to  assign,  194. 

presumption,  that  nothing  but  present  term  assigned,  208,  209. 

of  exclusive  rights  within  certain  limits,  what  rights  conferred  by,  297. 

by  operation  of  law,  e.  g.  bankruptcy,  1 74,  1 75. 


B. 
BANKRUPTCY, 

effect  of,  on  an  invention  complete  but  not  patented,  175. 

whether  creditors  have  the  right  to  use  bankrupt's  patent,  or  merely  to 

sell  it,  176. 

BILL  IN  EQUITY.  (See  Equity.)  - 


C. 
CAVEAT, 

for  incomplete  invention,  270. 

not  conclusive  evidence  of  incompleteness  of  invention,  270. 
CHANCERY.  (See  Equity.) 

CHANGE, 

produced  by  omitting  a  step  in  the  process  or  an  ingredient,  79-81. 

simply  of  form  or  proportions,  no  invention,  89,  44. 

a  mere  colorable,  not  patentable,  88. 


GENERAL  INDEX.  599 

CHANGE,  Continued. 

utility  of,  tested  by  resnft,  84,  85. 

even  slight,  may  become  the  sabject  of  a  patent,  18. 
CHEAPNESS,  (See  also  Superiokity.) 

mere,  of  materials,  disconnected  with  novelty  of  method,  not  patentable, 
72,  73. 
CHEMICAL  EQUIVALENTS.    (See  Equivalents;  Infringement.) 
CIRCUIT  COURT.  (See  Jurisdiction.) 

CLAIM,  (See  also  Court.) 

object  of,  not  to  aid  the  description  but  to  ascertain  what  is  claimed  as 
new,  227. 

a  means  of  clearly  presenting  the  subject-matter  of  the  patent,  232. 

must  distinguish  between  the  old  and  new,  280. 

not  presumed  to  cover  well-known  articles,  281. 

need  not  describe  in  detail  what  is  old,  288. 

ambiguous,  where  it  covers  a  whole  class  of  subjects,  only  one  of  which  an- 
swers, 284. 

not  ambiguous,  where  each  method  answers,  284  a. 

for  variations  in  application  of  a  general  principle,  how  to  be  made, 
241. 

must  not  be  for  an  abstract  principle,  but  for  a  principle  embodied  in  a 
particular  organism,  242,  244. 

must  be  for  a  machine  and  not  for  a  **  principle,"  '<  mode  of  operation,"  &c., 
242,  269,  p.  264-266. 

fbr  an  applied  principle,  will  cover  similar  methods,  245  -  247. 

for  a  combination,  how  determined,  249. 

though  clumsily  worded,  may  cover  both  process  and  product,  295. 

though  too  broad,  does  not  prevent  a  subsequent  patent  by  the  same 
inventor,  117. 

for  a  machine,  will  not  cover  a  process,  12-14. 

sufficiency  of,  decided  by  the  court,  229. 
COMBINATION, 

what  a  technical,  111. 

how  claimed,  249. 

how  infringed.    (See  Infringement.) 
COMMISSIONER  (ACTING), 

recognized  by  law,  278. 

action  of,  in  granting  reissue,  conclusive,  282. 

action  of,  in  granting  extension,  conclusive,  287. 
COMPOSITION  OF  MATTER,    (See  Manufacture.) 

in  what  it  consists,  28. 

what  constitutes  novelty  of,  29. 

novelty  of,  how  determined,  47. 
CONCEALMENT  (FRAUDULENT), 

or  addition,  vitiates  letters-patent,  -250. 
CONGRESS,  (See  also  Jurisdiction.) 

may  pass  general  or  special  laws  in  favor  of  inventors,  494. 

may  pass  retrospective  laws,  494. 
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CONSTRUCTION, 

of  patent  (claim),  by  the  court,  222,  229,  235,  249. 

judged  of  by  the  jury,  222,  228,  285. 

to  be  Uberal,  225,  281. 

principles  of,  453,  456. 

of  the  specifications  of  several  leading  patents,  269. 
CONSTRUCTIVE  USE, 

whether  infringement  by,  292,  293. 
CONSUMPTION, 

tmauthorized,  of  patented  ardcle,  an  infringement,  301. 
CORRECTION, 

of  mistake  in  letters-patent,  by  whom  made,  277. 

effect  of,  277. 
CORPORATION 

may  be  used  for  infringement,  347.  ^ 

COSTS,  (See  also  Action  at  Law.) 

when  given,  although  patentee,  fails  to  sustain  his  action,  372. 

not  granted  in  case  of  delay  in  filing  disclaimer,  379. 
COUNSEL  FEES, 

not  included  in  damages,  341. 
COURT,    (See  also  Action  at  Law;  Equity;  Jurisdiction;  Jury.) 

province  of,  to  construe  letters-patent,  222. 

to  decide  whether  patentee's  claim  is  explicit,  229. 

may  sometimes  pass  upon  the  issue  of  novelty,  445. 

cannot  compare  two  specifications  and  pronounce  them  identical^  446. 

to  decide  whether  the  invention  is  useful,  i.  e.  not  injurious,  450. 

whether  the  invention  is  frivolous,  451. 

to  pass  upon  the  claim,  447,  452. 

even  where  terms  of  art  are  used,  452. 

in  construing,  governed  by  what  principles,  458-461. 

to  decide  whether  invention  is  patentable,  468. 


D. 

DAMAGES, 

are  actual,  not  vindictive,  337. 

may  be  trebled  by  the  court,  337. 

are  the  amount  of  profits  actually  made  by  defendant,  338. 

not  what  he  might  have  made  with  reasonable  diligence,  338. 

in  addition,  all  losses  suffered  by  patentee  through  the  piracy,  338. 

must  be  calculated,  not  guessed  at,  338. 

general  rule  for  estimating,  note  to  p.  347,  348. 

for  a  patented  improvement,  how  calculated,  338. 

not  the  same,  whether  patent  be  for  the  whole  machine  or  only  an  im 

provement,  338. 
nominal,  where  merely  making  a  machine  is  proved,  389,  340. 
do  not  include  counsel  fees,  341. 
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DEATH, 

of  inventor  before  taking  out  patent,  p.  565,  §  10. 
DECLARATION.  (See  Action  at  Law.) 

DEDICATION.        (See  Abandonment  of  Invention.) 
DEFENCES.  (See  Action  at  Law;  Equity.) 

DESCRIPTION,  (See  also  Jury.) 

sufficiency  of,  a  question  for  the  jury,  228,  258. 

required  by  statute,  252. 

must  be  sufficient  for  persons  skilled  in  the  art,  258. 

must  enable  skilled  workmen  to  apply  without  further  invention  of  their 
own,  255. 

must  not  omit  any  step  or  process  which  facilitates,  256. 

faulty,  which  mentions  no  mode  of  removing  injurious  foreign  matter,  257. 

faulty,  which  omits  to  state  where  unusual  ingredients  may  be  procured, 
258. 

faulty,  which  mentions  generally  a  class  of  substances,  some  of  which  do 
not  answer,  258. 

how  it  must  state  variable  proportions  of  ingredients,  259. 

need  not  explain  what  is  well  known,  260. 

of  a  long  and  complicated  process,  construed  liberally,  260. 

invalidated  by  fsdse  statement,  260. 

need  not  explain  slight  deviations,  261. 

of  machinery  to  be  accompanied  by  drawings,  262. 

and  drawings,  mutually  explanatory,  262. 

what  constitutes  a  prior,  878. 

cont£uned  in  a  prior  patent,  must,  to  defeat  pliuntiff's  claim,  be  itself  full 
and  clear,  878  a. 

not  sufficient,  that  it  contain  a  hint  of  the  process,  878  a. 
DIRECTIONS.  (See  Descbiption.) 

DISCLAIMER,    (See  also  Amendment  ;  Action  at  Law  ;  Costs.) 

allowed  by  statute,  878, 874. 

mode  of  amending  imperfect  specification,  286. 

merely  strikes  out  what  is  disclaimed,  and  cannot  be  read  in  explanation 
of  what  remains,  267. 

when  allowed,  and  by  whom  to  be  made,  266,  267. 

enures  to  benefit  of  assignees,  210. 
DISCOVERY, 

meaning  of,  judicially  ascertained,  8. 
DISTRICT  COURT.  (See  Jurisdiction.) 

DISTRICT  (JUDICIAL), 

in  what,  a  suit  must  be  brought,  497. 
DOUBLE  USE,  (See  also  Application.) 

of  machine  or  process,  how  decided,  50  -  56. 

examples  of,  56,  et  seq, 
DRAWINGS, 

to  accompany  specifications  of  machines,  262. 

form  part  of  the  specification,  262. 

ordinarily  need  not  be  made  on  a  scale,  268. 

attested  by  inventor  and  two  witnesses,  264. 
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E. 

ENTIRETY.  (See  Unity.) 

EQUITABLE  TITLE, 

how  conyerted  into  a  legal,  284. 
EQUITY,  (See  aUo  Jcribdiction.) 

court  of,  may  restrain  infringements  hy  injunction,  400. 
grounds  of  jurisdiction  of,  400. 

general  principles  of,  regulating  the  granting  of  injunctions,  401. 
Parties  by  whom  a  bill  may  be  brought,  402. 

same  in  general  as  in  actions  at  law,  402,  408. 

distinction  in  case  of  assignee  for  a  particular  district,  404,  405. 

offoinst  whom  a  bill  may  be  brought,  488  a. 

against  whom  a  bill  may  not  be  brought,  405  a, 

when  injunction  granted  against  a  licensee,  438,  438  a. 
Bill  in,  what  it  should  contain,  406. 

should  be  sworn  to,  406. 

omission  of  the  oath  no  ground  for  demurrer,  after  a  hearing,  406. 

how  affected  by  subsequent  surrender  and  reissue,  407. 
Injunction,  on  what  principles  granted,  408. 

application  for,  to  be  accompanied  with  an  affidavit,  408,  442. 

denied  in  case  of  abandonment  or  laches,  489  -  441. 

notice  must  be  served  on  defendant,  409. 

always  special,  442. 

order  of  indemnity  not  usual,  409. 

when  patentee  must  first  establish  his  right  by  action  at  law,  410. 

rule  laid  down  by  Lord  Eldon,  410. 

rule  adopted  by  our  courts,  411. 

three  classes  of  cases  under,  412. 

where  no  opposing  evidence  is  offered,  413. 

during  extended  terms  of  an  established  patent,  413. 

when  opposing  evidence  is  offered,  414-422. 

where  novelty  is  impeached  by  so-called  publication  in  law,  418  a. 

where  the  question  of  infringement  is  doubtful,  419. 

effect  of,  on  defendant's  business  an  element  for  consideration,  420. 

where  there  is  a  full  hearing,  428. 

when  not  granted  gimpliciter^  what  course  taken,  424. 

when  patentee  first  sent  to  law,  424. 

how  affected  by  questions  of  time,  exclu^ve  possession,  &c.,  425. 

where  there  has  been  possesion  under  a  surrendered  patent,  426. 

when  granted,  but  patentee  sent  to  law,  427. 

may  be  granted  where  the  question  of  novelty  is  directiy  in  issue,  429. 

motion  to  dissolve,  how  decided,  430. 

on  what  grounds,  487. 

when  may  be  made,  480. 
after  trial  at  law,  481. 

when  ordered  to  stand  over,  432. 

where  new  trial  at  law  applied  for,  432,  483. 
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EQUITY,  Continued, 

Account  of  profits,  when  ordered,  420,  484. 

what  compnsed  under,  436. 
Inspection,  when  order  of  mutual,  granted,  485. 
Evidence  when  admitted  supplementally,  448. 
EQUIVALENTS,  (See  also  Infringement.) 

use  o£  chemical  in  the  question  of  infringement,  848  a. 
mechanical^  not  confined  in  the  patent  law  to  those  strictly  known  as  such 
in  mechanics,  882. 
EVIDENCE,  (See  ako  Action  at  Law.) 

what  amounts  to,  of  use  of  a  patented  machine,  292,  298. 

presumptive,  of  similarity  of  process,  where  the  products  are  identical, 

813. 
what  may  be  given  in  as,  under  the  general  issue,  359  -  898. 
two  kinds  of,  in  a  patent  cause,  470. 
of  title,  relates  to  what,  471. 

conclusive,  action  of  commissioner  in  granting  a  reissue,  471  a. 
primd  facie,  of  novelty  and  invention,  472. 
negative,  when  to  be  offered  by  plaintiff*,  478. 

effect  of  such  evidence,  474. 
of  novelty,  plaintiff^'s  own  declarations,  475. 

plaintiff'^s  declarations  inadmissible  when  made  after  an  assignment,  475, 
by  patentee  to  show  part  of  a  combination  useless,  inadmissible,  476  a. 
of  damages,  must  be  directly  to  the  point,  476  a. 

(See  Damages.) 
of  utility,  to  be  offered  by  patentee,  477. 
of  sufficiency  of  the  specification,  478. 
who  may  give,  as  experts,  479. 

general  rules  for  determining,  479-485. 
depends  upon  the  subject-matter,  479,  482. 
persons  of  ordinary  skill,  479,  480. 
persons  thoroughly  scientific,  481,  488,  484. 
determined  by  the  invention  itself,  485. 
principles  of,  as  applied  to  the  questions  of  identity,  487,  489. 
of  infi-lngement  by  use  of  chemical  equivalents,  848  a. 
of  experts,  to  be  submitted  to  the  jury  under  proper  instructions,  488, 490. 
of  experts,  admissible  both  to  prove  facts  and  to  give  opinions,  489. 
for  defendant,  must  be  positive,  491. 

and  if  credible,  outweighs  all  negative  evidence  for  the  plaintiff*,  491. 
what  persons  competent  to  give,  492,  492  a. 
when  admitted  in  equity  supplementally,  448. 
EXECUTORS.        (See  Administrators  and  Executors.) 
EXPERIMENTS, 

abandonment  of,  85-97. 
distinguished  from  invention,  87-91. 
antecedent,  by  others,  may  be  used  by  inventor,  878. 
making  a  patented  machine  for  the  sake  of,  whether  an  infringement, 
qtuarej  291. 
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EXPERTS,  (See  also  Evidence.) 

testimony  of,  wlien  resorted  to,  479  -485. 
who  regarded  as,  479-481. 

depends  on  subject-matter,  488,  484. 
practical  workmen,  254. 
EXTENSION  OF  PATENT  TERM, 

when  and  by  whom  granted  formerly,  287. 

action  of  commissioner  in  granting,  not  re-ezaminable,  287. 

must  now  be  by  special  act,  287. 

term  virtually  extended  to  16  (19)  years,  (287,)  895. 

does  not  destroy  the  right  to  use  a  patented  machine  lawfully  acquired, 

198-200,297. 
rights  of  assignees  under  an,  198  -  210. 

(See  Assignees;  Assignment.) 
during  an,  the  specification  may  be  surrendered  and  reissued,  285. 

F. 
FEE-BILL,  275. 

FIRST  INVENTOR, 

alone  entitled  to  a  patent,  82. 

may  be  the  discoverer  of  a  lost  art,  86,  98-97. 

meaning  of,  in  our  statute,  86. 

the  expression,  how  construed  in  England,  88. 

he  who  first  adapts  his  invention  to  use,  88  note. 

in  a  race  of  diligence,  91  note. 

notwithstanding  prior  experiments,  91. 

how  far  he  may  take  suggestions  from  others,  120-123. 

may  use  antecedent  experiments,  878. 

patentee  must  believe  himself  to  be,  82. 
FOREIGNER.  {See  Alien.) 

FOREIGN  INVENTION, 

not  patentable  in  this  country,  98,  99. 
FOREIGN  PATENT, 

when  does  not  defeat  a  patent  in  this  country,  98,  99. 
FRAUD.  (See  Concealment.) 

G. 

GENERAL  ISSUE,  (See  also  Action  at  Law.) 

may  be  pleaded  in  an  action  for  infringement,  856,  857. 
defences  under,  without  notice,  860  -  868. 

requiring  notice,  365  -  398. 

GRANTEE,  (See  also  Assignee.) 

for  particular  district  may  bring  an  action  in  his  own  name,  346. 

L 

IDENTITY,  (See  also  Infringement.) 

of  machines  or  of  improvements  thereon,  28. 
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IDENTITT,  Continued. 

of  two  or  more  machines,  explained  generally,  805  -  807. 
question  of,  cannot  be  decided  by  fixed  rules,  807. 
IMPROVEMENT, 

of  a  machine  already  patented,  itself  patentable,  24. 
a  test  of  novelty  and  sufficiency,  82-89. 

in  a  machine,  how  to  be  described  and  claimed,  288,  239,  240,  241. 
several,  embraced  under  one  patent,  108-110. 
subsequent,  must  now  be  applied  for  by  a  separate  patent,  265,  280. 
subject  of  a  patent,  8-19,  22. 
INCIDENTAL 

production  of  a  patented  article  no  infringement,  800. 
INCOMPLETE  INVENTION, 
protected  by  caveat,  270. 
INFRINGEMENT,        {See  also  Action  at  Law  ;  Damages  ;  Equity.) 
repealed,  sued  for  in  one  acUon,  858. 
no,  to  use  processes  which  patentee  has  kept  back,  287. 
no,  use  of  an  American  invention  on  a  foreign  vessel  entering  our  ports, 

289. 
consists  in  making,  using,  or  vending,  289. 
punishable  by  action  at  law,  288. 
of  a  patented  machine,  290. 

no,  to  make  patented  machine  as  an  experiment,  291. 
one  contracting  for  articles  to  be  made  by  a  patented  machine,  an  in- 
fringer, qwere^  292. 
sale  of  the  materials  of  a  patented  machine,  no,  294. 
articles  produced  by  patented  machine,  no,  295. 

where  patent  covers  both  process  and  product,  the  use  of  either  an,  295. 
nonpayment  of  license-fee  may  be  an,  297. 
no,  to  continue  using  a  patented  machine  during  an  extension  of  the  term, 

297. 
incidental  production  of  a  patented  article  not  per  se  an,  800. 
by  one  who  executes  an  order  involving  use  of  patented  machine,  308. 
of  a  machine^  what  constitutes,  808. 

not  determinable  by  fixed  rules,  808. 

not  a  material  alteration,  809. 

involves  doctrine  of  mechanical  equivalents,  810. 

jury  to  decide  whether  mechanical  equivalents  used,  810. 

by  an  equivalent  which  is  itself  patentable,  811. 
of  a  manufacture^  a  question  of  substantial  identity,  812. 
o£sL  process,  presumed,  if  the  effects  be  similar,  818,  814. 
of  an  applied  principle,  how  determined,  816. 

a  question  of  substantial  identity,  820. 

examples  of,  817  -  819. 

a  mere  variation  in  the  mode,  322. 

a  circuitous  mode  of  accomplishing  the  same  result,  828  -  327. 
where  the  proportions  of  the  ingredients  are  essential,  no,  to  vary  them, 
828,  829. 


606  GENERAL  IKDEX. 

INFRINGEMENT,  CortUnued. 

superior  utility  a  test  of,  830. 

a  question  of  practical  and  substantial  identity,  331. 

of  a  combination,  in  what  consists,  382. 

may  turn  upon  the  use  of  mechanical  equivalents,  832. 

mechanical  equivalents  not  merely  diose  known  as  such  in  mechanics, 
383. 
use  of  patented  machine  after  a  reissue,  342. 
no,  use  of  a  machine  before  patent  is  granted,  342. 
but  such  use  continued  after  grant,  is  an,  342. 
use  of  any  one  of  several  distinct  improvements,  333. 
where  parts  of  a  combinaUon  are  novel,  382. 
by  use  of  chemical  equivalents,  343  a. 
INJUNCTION,  (See  Equity.) 

bill  in,  what  it  sliould  contain,  406. 
on  what  principles  granted,  408. 

application  for,  to  be  accompanied  with  affidavit,  408,  442. 
denied  in  cases  of  abandonment  or  laches,  43d  -  441. 
notice  served  on  defendant,  409. 
always  special,  442. 
order  of  indemnity  not  usual,  409. 
rules  for  granting,  before  trial,  410,  411. 

three  classes  of  cases  under,  412. 
where  novelty  impeached  by  publication  in  law,  418  a. 
where  infringement  doubtful,  419. 
where  defendant's  business  would  be  injured,  420. 
on  a  full  hearing,  428. 
where  patentee  first  sent  to  law,  424  -  426. 
where  granted,  but  patentee  sent  to  law,  427. 
granted  where  issue  of  novelty  is  directly  raised,  429. 
motion  to  dissoive,  how  decided,  430. 

on  what  grounds,  437. 

when  may  be  made,  430. 

after  trial  at  law,  431. 

ordered  to  stand  over,  432. 

when  new  trial  at  law  has  been  applied  for,  432,  433. 
INSPECTION, 

mutual,  when  ordered,  43d. 
INTENTION, 

when  material  to  show  abandonment,  386  -  388. 
INVENTION,  (See  aUo  First  Iw vbntor  ;  Novelty.) 

meaning  of,  judicially  ascertained,  8. 
sufficiency  of,  in  what  consists,  31  -  40. 
frivolous,  not  the  subject  of  a  patent,  32,  83,  45. 
does  not  consist  in  mere  use  of  cheaper  materials,  72,  73. 
presumption  that  patentee  is  the  inventor,  118. 
not  invalidated  by  reasons  of  hints  or  suggestions  from  others,  119. 
belongs  to  the  real  inventor,  even  though  he  be  in  patentee's  employ,  120. 
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INVENTION,  Continued, 

valid,  even  although  patentee  has  been  ajuisied  in  carrying  out  his  plan, 

120-122. 
of  workman,  whether  patentable  by  employer  without  an  assignment, 

qucarej  123. 

J. 
JOINT  INVENTION, 

can  be  patented,  112-114. 

effect  of  separate  patents  upon  a  subsequent  joint  patent,  118. 

whether  one  of  two  joint  iuTentors  can  take  out  letters  in  his  own  name 

alone,  114, 115. 

JOINT  OWNERSHIP,  (See  Assignment.) 

whether  one  co-tenant  can  sue  the  other  for  infringement,  188-190, 

405  0.  (See  Action  at  Law  ;  Equity.) 

JURISDICTION, 

of  Congress,  494. 

original,  of  Circuit  and  District  Courts,  495. 

appellate,  of  Supreme  Court,  495. 

of  the  Federal  courts,  exclusive,  496. 

of  the  Federal  courts  does  not  extend  to  contracts  under  a  patent,  per  se, 

496. 

but  may  where  the  violation  of  a  contract  amounts  to  an  infringement, 

496. 

in  what  judicial  district  a  suit  to  be  brought,  497.  \ 

of  the  person,  gives  the  right  to  enjoin  violations  in  other  districts,  296, 

498. 

equity,  irrespective  of  demand  for  injunction,  498. 

appellate,  of  Supreme  Court,  not  extended  to  mere  costs,  499. 

JURY,  (^See  also  Court.) 

to  pass  upon  the  use  of  mechanical  equivalents,  810. 

to  decide  the  question  of  novelty,  446. 

even  where  two  specifications  are  to  be  compared,  446. 

to  decide  whether  reissue  is  for  the  same  invention  as  the  original,  448. 

whether  patentee  has  abandoned  his  invention,  448. 

whether  invention  is  useful,  i.  e.  of  practical  utility,  450. 

to  pass  upon  sufficiency  of  specification,  228,  462  -  467. 

but  under  proper  instructions,  462  -  464. 

to  decide  upon  question  of  infringement,  469. 

even  where  there  is  no  dispute  as  to  machines  or  processes  employed, 

469. 

K. 

KNOWLEDGE  (PRIOR).  (.See  Use.) 

L. 

LAW  OF  NATURE.  (See  Principle.) 

LAW  AND  FACT.  (See  Court  ;  Jury.) 
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LICENSE,  (See  Absignmsnt.) 

whether  aangnable,  21 S. 

whether  apportionable,  214. 
LICENSEE,  (See  Assignee.) 

distinction  between,  and  an  assignee,  211,  212. 

to  what  extent  estopped,  215-217. 

cannot  recover  royalties  paid,  216. 

whether  he  can  withhold  payments  after  patent  pronounced  invalidy  216. 

who  continues  to  use,  estopped,  217. 

position  of,  under  a  violation  of  the  agreement,  218. 
LOST  ARTS.  (See  Arts.) 


M. 
MACHINE, 

is  a  function  embodied  in  a  particular  mechanism,  20,  21. 

when  the  subject  of  a  patent,  21. 

improvement  in,  when  patentable,  22. 

novelty  of,  how  determined,  46,  48. 

when  entirely  new,  110. 

three  classes  of,  110,  111. 

difference  between,  and  a  process,  12  - 15,  57  -  64,  269. 

how  infringed,  290.         (See  Infringement.) 

does  not  in  America  comprise  a  fabric  or  substance,  27. 
MANUFACTURE, 

judicial  interpretation  of,  as  employed  in  England,  3-7. 

embraces  in  England  machinery,  fabrics,  processes,  25,  26. 

distinction  between,  and  a  machine,  27. 

how  infringed,  298.        (See  Infringement.) 
MARKS, 

required  to  be  put  on  patented  article  for  sale,  p.  581,  §  6. 
MATERIALS, 

sale  of  the,  of  a  patented  machine,  no  infringement,  294. 
MECHANICAL  EQUIVALENTS. 

(See  Equivalents;  Infringement.) 
MISTAKE, 

clerical  or  typographical,  not  fatal,  288. 

corrected  by  the  secretary,  277. 

conclusively  presumed  from  action  of  commissioner  in  granting  reiasae, 
282. 
MODE.  (See  Process;  Manufacture.) 

MONOPOLY, 

distinction  between,  and  grant  of  letters-patent,  2. 

N. 
NEW  PATENT, 

issued,  on  surrender  of  the  old,  280. 

presumed  to  be  for  the  same  invention,  281. 
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NON-PAYMENT 

of  license  fee,  when  an  infringement,  297. 
NOTICE, 

in  pleading  General  larae,  870,  871. 

must  particularize,  871. 

must  specify  the  particular  parts  of  the  patent  to  be  attacked,  880. 

of  evidence  showing  general  state  of  the  art  at  time  of  patentee's  invention, 
not  necessary,  880  a. 
NOVELTY,  (See  First  Invkntob  ;  Invention.) 

a  statutory  requisite,  1,  8. 

of  a  process,  in  what  consists,  15-18. 

of  a  composition  of  matter,  29. 

not  determined  by  fixed  rules,  50. 

want  of,  in  any  one  part  of  the  patent,  fatal  in  England,  888. 

but  not  in  this  country,  if  such  part  is  distinguishable  fxoai  the  rest,  834. 

what  is,  in  machineiy,  22,  28. 

what  amount  of  thought  implied  in,  81,  82. 

the  great  test  of  invention,  41. 

implies  more  than  a  frivolous  invention,  S3. 

utility  a  test  of,  84-40. 

some  evidence  of,  to  be  offered,  472-474. 

prima  facie  evidence  of,  472. 

what  evidence  of,  other  than  the  patent,  may  be  given  by  plaintiff*,  478. 

two  issues  concerning,  41,  82, 445,  446. 

relates  to  other  countries,  82,  88. 

inconsistent  with  a  foreign  patent,  98,  99. 

inconsistent  with  prior  description  in  a  public  work,  98,  99. 

failure  of,  renders  patent  void,  869,  870. 

O. 

OATH, 

to  accompany  an  application  for  patent,  220,  272,  278. 

prima  facie  evidence  of  novelty,  472. 

form  of,  when  varied,  p.  565,  §  10. 

irregularity  in,  cured  by  grant  of  patent,  274. 

affirmation  substituted  for,  p.  576,  §  13. 

renewal  of,  repealed,  p.  590,  §  1. 
OMISSION, 

fix>m  the  specification  of  what  is  essential,  is  fatal,  248. 

aUler  of  what  affects  only  the  degree  of  benefit,  247,  248. 

of  an  ingredient  or  step  in  well-known  process  may  be  patentable,  77,  81. 
OR, 

how  construed  sometimes,  233  a. 
ORIGIN 

of  the  patent  systems  of  England  and  America,  1. 
OTHERS, 

used  by  <<  oihere^  how  construed,  82-84. 
FAT.  39 
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P. 


PARTIES.  (See  Action  at  Law  ;  Equity.) 

PATENT, 

for  what  granted,  p.  562,  §  6  ;  580,  §  S ;  588,  §  11. 

grant  of,  confers  a  peculiar  legal  estate,  167. 

▼alid,  though  application  be  unverified,  274. 

defeated  by  imperfectly  worded  claim,  447. 

itself  evidence  of  novelty,  472. 

which  of  two  applicants  entitled  to,  91. 

design  of  the  law  of,  831. 

construed  with  the  specification,  221,  225. 

cannot  be  more  extenave  than  the  invention,  280,  239. 

same,  may  cover  two  machines,  110. 

but  not  two  distinct  inventions,  107. 

cannot  be  both  joint  and  several,  109. 

who  may  take  {see  Applicant). 

foreign,  when  does  not  prevent  a  patent  in  the  United  States,  99. 

construction  of,  by  the  court,  222,  230,  446,  452. 

construed  liberally,  225,  231. 

application  for,  how  made,  271. 

how  issued,  276. 

mistakes  in,  how  corrected,  277. 

when  surrendered  and  a  new  one  taken  out,  280  -  285. 

how  extended,  287. 

how  assigned,  168-1 78. 

assignment  of,  when  recorded,  178  - 183. 

for  how  long  granted,  287,  395. 

infringement  of  (see  Infringement). 

rendered  invalid  by  fraud,  386. 

damages  fur  infringing  (see  Damagrb),  337-341. 

when  granted,  relates  back  to  time  of  invention,  342. 

remedy  for  infringement  (see  Action  at  Law  ;  Remedy  in  Equity). 
PATENTABILITY,    (See  Invention  ;  Novelty  ;  Utility.) 

decided  by  the  character  of  the  result,  and  not  by  the  amount  of  ingenuity 
shown,  41. 
^PATENTEE, 

who  may  be  (see  Applicant). 
PERSONAL  REPRESENTATIVES.    (See  Administrators.) 
•PETITION.  (See  Application.) 

PLEADINGS.  (See  Action  at  Law.) 

PRESUMPTION 

that  patentee  is  the  inventor,  118. 
PRINCIPLE,  (See  Infringement.) 

a  mere,  not  a  manufacture  under  the  English  statute,  5. 
what  meant  by  a,  125,  126. 

patentability  of  a,  discussed  in  several  leading  cases,  127-157. 
where  the  inventor  describes  some  mode  of  application,  133, 135. 


•  ' 
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PRINCIPLE,  Continued. 

infringed  by  machinery  different  from  patentee's,  but  practically  attaining 
the  same  rcsalt,  136,  188, 149. 

requisites  of  a  patent  for,  141. 

defined,  146. 

mere  statement  of  a  general,  novel  result  not  construed  as  a  claim  for  a 
principle,  148. 

claim  for,  where  the  machinery  is  not  new,  152. 

claim  for,  apart  from  all  means  of  application  is  invalid,  155, 156. 

claim  for  abstract,  invalid  because  preventing  subsequent  invention,  157. 

no  fixed  rules  for  deciding,  163- 165. 
PRINTED  PUBLICATION.    (See  Public  Work.) 
PROCESS,    (See  Infrinoement  ;  Omission  ;  Substitution.) 

a  manufacture,  under  the  English  statute,  5. 

cannot  be  claimed  as  an.  improvement  in  machinery,  13,  269, 

novelty  of,  in  what  consists,  15-18. 

and  product,  may  be  claimed  together,  269. 

difference  between,  and  machine,  269. 
PRODUCT, 

sale  of,  by  a  patented  machine,  no  infringement,  295. 
PROFERT, 

of  letters-patent,  part  of  the  declaration,  352. 

effect  of,  352,  note. 

in  a  bill  for  an  injunction,  406. 
PROFITS-  (See  Damages.) 

PROOF,  (See  Evidence.) 

burden  of,  on  defendant,  to  show  want  of  novelty,  472. 
on  patentee,  to  show  infringement,  314. 
on  patentee,  to  show  sufficiency,  478. 
when  on  patentee,  237. 

on  defendant,  to  show  that  an  alien  patentee  has  not  put  his  in- 
vention into  public  use,  493. 
PUBLICATION,  (See  Description.) 

what  amounts  to  a,  376. 

ordinarily  a  question  for  the  jury,  376. 

in  law,  a  question  for  the  court,  376. 
PUBLIC  USE, 

prior,  destroys  right  to  a  patent,  83,  381. 

meaning  of,  91,  97,  386. 

difference  between  English  and  American  law,  390. 

how  to  be  specified  in  defendant's  notice,  377. 
PUBLIC  WORK,         (See  Action  at  Law  ;  Novelty.) 

what  is  a,  376. 

prior  description  in,  inconsistent  with  novelty,  369. 

R. 

RECORDING  OF  ASSIGNMENT,    (See  Assignment.) 
when  necessary,  178-183. 
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REINVENTION.  (See  Invention.) 

REISSUE, 

when  allowed,  279  -  285. 
REMEDY.  (See  Action  at  Law  ;  Equity.) 

RENEWAL,  (See  Reissue  ;  Extension.) 

distinctioii  between,  and  reissue,  197,  note. 

of  oath,  repealed,  p.  590,  §  1. 
REPAIR, 

lawful  owner  of  a  patented  machine  may  repair,  297. 
REPUGNANCY 

between  title  of  the  patent  and  the  description  of  the  specification  is  fatal, 
224. 
RESULT, 

beneficial,  test  of  invention,  84,  85. 
RULE  OF  DAMAGES,.       (See  Damages.) 

8. 
SALE, 

of  patented  articles  to  patentee's  agent  employed  for  purposes  of  detection^ 

not  per  se  an  infringement,  800. 
of  the  miterials  of  a  patented  machine,  no  infringement,  294. 
SCIENCE, 

discovery  in,  disconnected  from  any  method  of  application,  not  patentable, 
169. 
SECRETARY  OP  STATE, 

functions  of,  superseded,  276. 
SECRETARY  OF  INTERIOR, 

to  exercise  general  control  and  supervision,  276. 
SERVANT, 

suggestions  by,  when  consistent  with  novelty,  120-128.  ' 
manual  dexterity  of,  may  be  used  by  inventor,  121. 
when  principle  is  suggested  by,  120. 
SKILL.  (5^6  Description  ;  Experts.) 

SPECIFICATION,  (See  Claim  ;  Description.) 

occupies  in  America  a  different  position  from  that  in  England,  221. 
construed  together  with  the  letters-patent,  221. 
construction  of,  for  the  court,  222. 
object  of,  227,  228. 

examples  of  construction  of  various,  288  a. 
must  disclose  patentee's  best  knowledge,  237. 
must  be  attested,  264. 

no  longer  to  be  amended  by  the  addition  of  improvements  by  the  sdme  in- 
ventor, 265. 
amended  by  disclaimer,  266,  267. 

by  surrender  and  reissue,  279  -  281. 
Claim, 

object  of,  not  to  aid  the  description  but  to  ascertain  what  is  claimed  as 
new,  227. 
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SPECIFICATION,  Condnued. ' 

a  meant  of  clearly  presenting  ihe  subject-matter,  282. 

must  distinguish  between  the  old  and  the  new,  280. 

not  presumed  to  cover  what  is  well  known,  281. 

need  not  describe  in  detail  what  is  old,  28S. 

when  ambiguous,  284. 

when  not  ambiguous,  284  a. 

lor  Tariadons  in  application,  how  to  be  drawn  up,  241. 

not  for  an  abstract  principle,  242,  244. 

for  a  "machine"  and  not  "a  mode  of  operation,**  242,  269,  p.  264- 

266. 
covers  similar  methods  of  application,  245-247. 
for  a  combination,  249. 

though  clumsiljr  worded,  may  cover  both  product  and  process,  295. 
too  broad,  does  not  prevent  subsequent  patents  by  the  same  inventor, 

117. 
for  a  machine,  does  not  cover  the  process,  12-14. 
sufficiency  of,  decided  by  the  court,  229. 

DSSCBIPTION, 

sufficiency  of,  for  the  jury,  228,  258. 

required  by  statute,  252. 

sufficient  for  persons  skiUed  in  the  art,  258. 

must  enable  skiUed  workmen  to  apply  without  invention  of  their  own, 

255. 
must  not  omit  any  step  or  process  which  facilitates,  256. 
must  tell  how  to  remove  injurious  foreign  matter,  257. 
must  state  where  unusual  ingredients  may  be  procured,  258. 
how  it  must  state  variable  proportions  of  the  ingredient,  259. 
need  not  explain  what  is  well  known,  260. 
of  a  long  and  complicated  process,  construed  liberally,  260. 
invalidated  by  false  statements,  260. 
need  not  explain  slight  deviations,  261. 
when  to  be  accompanied  with  drawings,  262. 
and  drawings,  mutually  explanatory,  262. 
what  constitutes  a  prior,  878. 
contained  in  a  prior  patent,  must,  to  defeat  pliuntiff*8  invention,  be 

itself  full  and  clear,  878  a. 
not  sufficient,  that  it  contain  a  hint  of  the  process,  878  a. 
SUBJECT-MATTER,    (See  Application  ;  Improvement  ;  Principle.) 
what  may  be  the,  of  letters-patent,  p.  662,  §  6  ;  p.  680,  §  8  ;  p.  588,  §  11. 
must  be  new  and  useful,  80  -  40.  x 

when  may  be  an  art,  9-19. 

a  machine,  20  -  24. 
a  manufacture,  25-27. 
a  composition  of  matter,  29. 
cannot  be  a  mere  theory  or  principle,  124-166. 

the  application  of  what  is  old  to  a  new  puipose*  49  -  72. 
not  a  frivolous  invention,  45. 
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SUBSTITUTION 

of  new  for  old  ingredients  in  a  process,  which  produces  a  beneficial  result, 
patentable,  75,  76. 
SUFFICIENCY.    (See  Claim  ;  Description  ;  Inventiok.) 
SUGGESTIONS  (See  Servants.) 

of  others,  when  consistent  with  invention,  120-123,  878. 
SUPERIORITY, 

mere,  of  materials  employed,  not  jt>^  s«,  the  subject  of  a  patent,  72,  78. 
SUPREME  COURT.  (See  Jurisdiction.) 

SURRENDER.  (See  Amendment;  Reissue.) 

T. 
TERM 

of  letters-patent  virtually  extended  to  16  (19)  yean,  287,  895. 
THEORY.  (See  Principle.) 

THOUGHT, 

amount  of,  hecessary  to  constitute  invention,  82. 

U. 

UNITY,  (See  Joint  Invention.) 

whether  one  patent  can  cover  both  the  entire  machine  and  also  the  parts, 

108, 109. 
under  head  of,  machines  arranged  into  three  claflsess,  110,  111. 
USE, 

incidental,  of  a  patented  process,  for  a  different  purpose,  no  infringement, 

804. 
what  kind  of  use  of  patented  composition  or  manufacture  constitutes  an  in- 
fringement, 299. 
priory  as  to  Hmef 

what  constitutes,  85-97. 

in  a  single  instance  subsequently  abandoned,  does  not  necessarily 

defeat  invention,  85,  86. 
but  in  certain  cases  may,  87  and  note,  94. 
turns  upon  the  inquiry,  whether  there  was  a  complete  invention 

anterior  to  the  patentee's,  87,  89,  91. 
depends  upon  the  subject-matter,  97. 
*         distinction  between  English  and  American  statutes,  88. 
how  affected  by  intermediate  abandonment,  91. 
two  classes  of  cases  under,  94,  95. 

relative  importance  of  witnesses'  accurate  recollections  of,  96. 
prior,  as  to  place, 

in  a  foreign  country,  not  sufficient  to  defeat  an  honest  inventor, 
98,  99. 
of  the  invention  at  the  time  of  application,  with  patentee's  consent,  100-104. 
USEFUL, 

twofold  meaning  of, 

1.  as  opposed  to  injurious,  449. 

2.  as  capable  ofpractical  application,  449. 


GEN£BAL  INDEX.  615 

USELESS, 

claim  of  a  useless  part  will  not  be  fatal,  if  the  machine  as  a  whole  is  useful, 
335. 

claiming  what  patentee  knows  to  be,  is  fatal,  385. 
UTILITY, 

of  invention,  what  is,  105, 106. 

want  of,  equivalent  to  want  of  novelty,  385. 

V. 

VENDOR 

of  articles  made  hy  a  patented  machine  is  responsible  if  connected  in  any 
with  use  of  the  machine,  296. 
VERDICT 

cures  what  defects  in  the  declaration,  354. 
VOIDABLE, 

letters-patent  are,  if  patentee  claims  what  he  knows  to  be  useless,  335. 
a  description  which  withholds  any  part  of  the  inventor's  knowledge  ren- 
ders letters-patent,  256  -  259. 

W. 

WITNESS.  (See  Evidence.) 

WOREIMAN,  (See  Invention  ;  Servant.) 

mere,  not  liable  to  suit  for  infringement,  290. 
WRIT  OF  ERROR 

lies  to  the  Supreme  Court,  495. 
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The  refereucctf  are  to  the  pangraphf ,  although  in  lome  instances  the  page  is  also 

giTen,  in  biackets. 


A. 

ACID.  (See  also  Daguebreottpiko.) 

Where  the  term  ^  acid  "  is  used  generally  in  a  description,  and  it  is 
proved  that  a  well*known  acid,  e.  g.  nitric,  will  not  answer,  the 
description  is  faulty,  258,  843  a.  (pp.  855-357.) 

ALKALI.  (See  CBMEirr.) 

ALLOT.  (See  Metal  Plates.) 

ALUM. 

A  novel  method  of  applying  alum  and  soap  for  the  purpose  of 
rendering  fabrics  water*proof  held  patentable,  although  the 
same  ingredients  had  been  previously  used  for  the  same  pur- 
pose, 17,  77. 

ANCHOR. 

An  anchor  in  which  the  improvement  consisted  in  making  the 
flukes  in  one  piece,  and  welding  the  shaft  at  one  heating  in  a 
conical  hole  between  the  flukes,  held  not  patentable,  88,  52. 

ANTHRACITE  COAL.    (See  also  Bricks.) 

The  use  of  anthracite  coal  in  combination  with  a  hot  blast,  for 
making  iron,  held  an  invention,  although  bituminous  coal  and 
a  hot  blast  and  anthracite  and  a  cold  blast  had  previously 
been  employed  for  that  purpose,  18,  84,  85,  56,  78,  75,  76. 

ANTIMONY  (SULPHURET  OF). 

The  omission  of  sulphuret  of  antimony  in  making  matches,  the 
substance  of  a  patented  invention,  284. 

AQUAFORTIS. 

Omitting  to  mention  the  use  of  aquafortis  in  a  patented  process, 
held  to  vitiate  the  description,  256. 

AXLES.  (See  Cabriaobs.) 


620  INDEX  OF  SUBJECTS  OF  PATENTS. 

B. 

BANK-NOTES.  {See  Printing.) 

BARK-MILL. 

The  description  in  the  specification  of  a  patented  bark-mill  held 
sufficient,  261. 

BELLS.  (See  Fire-Bells.) 

BITUMINOUS  COAL.    {See  Anthracitb  Coal.) 

BITUMINOUS  SCHISTUS. 

Omitting  to  mention  how  bituminous  schistus  could  be  purified 
from  iron,  held  to  vitiate  a  patented  process  in  which  it  was  one 
of  the  ingredients,  257. 

BLAST.  {See  Exhaust.) 

BOBBIN. 

The  production  of  a  hard,  uniform  bobbin  bj  means  of  centrifugal 
force,  the  subject  of  a  patent,  144,  267.  (p.  257.) 

BOG^-OCHRE. 

A  patent  for  the  purification  of  gas  bj  means  of  artificially  pre- 
pared oxides  of  iron,  not  infringed  bj  the  use  of  bog-ochre, 
343  a.  (p.  363.) 

BORAX.  {See  Cement.) 

BREAKER.  {See  Coal-Breaker.) 

BRICKS. 

Where  the  patent  was  for  making  bricks  from  a  mixture  of  claj 
and  anthracite  coal,  and  the  description  gave  the  proportions  aa 
variable,  held  that  it  was  not  defective,  259.  (pp.  246,  247.) 

I 

C. 

CABLE.  {See  Telegraph.) 

CABLE-HOLDER. 

A  patent  for  an  improved  cable-holder  held  bad,  because  the  claim 
left  the  invention  uncertain,  233  a. 

CAISSON. 

The  use,  for  submarine  structures,  of  a  caisson  which  had  been 
formerly  employed  on  land,  improperly  claimed  as  an  improved 
caisson  itself,  60. 

CARBURET.  {See  Manganese.) 

CARDS.  {See  also  Wool-Cards  ;  India-Rubber.) 

A  patent  for  improvements  in  making  weaving-cards  elastic  by  the 
application  of  India-rubber,  held  to  be  infringed  by  any  method 
of  applying  that  article,  312,  323  -  327. 
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CAR-WHEEL. 

A  patented  car-wheel  made  wholly  of  bar-iron,  bj  welding,  how 

infringed,  832.  (pp.  334,  335.) 
The  claim  in  a  patent  for  an  improved  car-wheel  sustained,  althoagb 

nominally  for  the  method  of  constracting,  269  (p.  266),  474. 

CARRIAGES.  (See  also  Shutters.) 

Winans's  patent  for  an  improvement  in  the  construction  of  the  axles 
and  bearings  of  railroad  and  other  carriages^  defeated,  through 
want  of  novelty,  230,  (note,  p.  210.) 

CASTING. 

A  method  of  casting  iron  rollers  or  cylinders  by  changing  the 
direction  of  the  conveying  tube  from  a  horizontal  or  perpendicu- 
lar one  to  a  tangent,  held  patentable,  11. 

CEMENT.  {See  also  Acid.) 

A  patent  for  making  cement  from  gypsum,  alkali,  and  an  acid, 
infringed  by  the  use  of  borax,  343  a.  (pp.  355  -  357.) 

CENTRIFUGAL  FORCE.    {See  Bobbin.) 

CHAIN-CABLE.  {See  Links.) 

CHAIR  (ROCKING). 

A  patent  for  a  rocking-chair  with  adjustable  back,  held  void  for 

want  of  novelty,  49,  51.    • 
A  patent  for  a  self-adjusting  chair  sustained^  243,  246. 

CHALK  {See  Matches.) 

CHAMBERS. 

The  use  of  separate  chambers  in  condensing  muriatic-acid  gas, 
made  the  subject  of  a  patent,  but  improperly  claimed,  233  a.  (p. 
215.) 

CHARCOAL.  {See  also  Pit-Coal.) 

The  application  of  charcoal  to  the  filtration  of  sugar,  held  patenta- 
ble, 35. 
CHISEL.  {See  Ice-Cutting.) 

CIRCUIT.  {See  Telegraph.) 

CLAY.  {See  Bricks,  Door-Knobs.) 

CLEANER.  {See  Cotton.) 

CLUTCH-BOX.  {See  Loom.) 

COAL-BREAKERS. 

A  patent  for  a  coal-breaking  apparatus,  discussed  under  the  issue 
of  dedication,  395  a. 

COAL-TAR.  {See  Manganese.) 

COLD-BLAST.  {See  Anthracite  Coal.) 
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COLD-SHORT.  (See  Lime,) 

CONDENSER. 

Watt's  improvement  in  the  steam-engine,  bj  the  introduction  of  a 
separate  condenser,  sustained,  127-130. 

CONDUCTING-TUBE.     (Compare  Casting.) 

Merely  changing  the  direction  of  a  conducting-tube,  held  patenta- 
ble, 11. 

COPPER.  (See  Metal  Plates.) 

COPPERPLATE.  (See  also  Printing.) 

Whether  a  patented  process  of  copperplate  printing  is  infringed  by 
steel-plate  printing,  42. 

COTTON.  (See  Labelling;  Rib.) 

COTTON-CARDS.  (See  Wool-Cards.) 

COTTON-CLE  ANER. 

A  patented  cotton-cleaner,  discussed  under  the  issues  of  delay  and 
abandonment,  395  a. 

COUNTERFEITING.       (See  Printing.) 

CURLING, 

A  process  of  curling  palm-leaf,  for  mattresses,  which  had  been  em- 
ployed for  curling  hair,  held  not  patentable,  55. 

CYLINDERS.  (See  Casting.) 


D. 

DAGUERREOTYPING. 

The  description  of  a  long  and  complicated  process  of  daguerreo- 
typing,  held  sufficiently  clear,  260. 

DAMPER. 

The  invention  of  a  self-adjusting  damper,  consisting  of  a  simple 

metallic  rod,  held  patentable,  149,  242. 
Defendant's  notice  of  prior  description,  in  an  action  at  law  brought 

for  infringement,  held  imperfect,  377. 

DEODORIZATION.     (See  Sewage.) 

DETONATING. 

The  use  of  detonating  powder  as  a  priming  for  fire-arms,  held  to  be 

patentable,  132. 
How  infringed,  817. 

DISINFECTION.        (See  Sewage  Matter.) 

DOORr-KNOBS. 

The  substitution  of  day  or  porcelain  for  wood  and  iron,  in  making 
door-knobs,  decided  to  be  no  invention,  51,  71. 
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E. 

EARTH.  {See  Telegraph.) 

ELECTRIC.  {See  Target  ;  Telegraph.) 

EVAPORATION. 

A  claim  for  an  improvement  in  evaporation,  by  forcing  air  through 
pipes  into  the  liquid  or  solution,  how  construed,  233  a.  (p.  214.) 

EXCAVATION.  {See  Caisson.) 

EXHAUST. 

A  combination  of  blast  and  exhaust,  for  cleaning  the  grinding  sur- 
faces of  millstones,  held  patentable,  although  each  had  previously 
been  used  separately,  140. 

How  infringed,  819. 

F. 

FILTERING.  {See  Charcoal.) 

FIRE-ARMS.  {See  Detonating.) 

FIRE-BELLS. 

The  use  of  fire-bells  on  fire-engines,  to  be  rung  by  the  motion  of  the 
carriage,  for  the  purpose  of  giving  alarm,  held  an  invention,  56. 

FIRE-PROOF. 

A  patent  for  rendering  buildings  fire-proof,  considered  valid,  131. 

FLAX.  {See  Spinning.) 

FLOATS.  {See  Paddle-Wheel.) 

FLOUR 

An  improvement  in  the  machinery  for  making  fiour,  patented  by 
special  act  of  Congress,  108. 

FLUKES.  {See  Anchor.) 

FLY-FRAME. 

Construction  of  the  claim  in  a  patent  for  an  improved  fiy-frame,  461. 

FOSSIL-SALT. 

Where  the  directions  were,  to  use  '^  sea-salt  or  sal-gem  or  fossil- 
salt,"  it  was  shown  that  fossil-salt  was  a  generic  term  including 
the  others,  and  that  therefore  the  description  was  likely  to  mis- 
lead, 238. 

FROG.  (See  Loom.) 

FURNACES.  {See  Chambers.) 

G. 
GARANCINE. 

/         Whether  the  process  of  extracting  garancine  from  spent  madder  by 

the  same  means  as  those  used  with  fresh  madder  is  patentable, 

qu(sre,  79,  80,  446. 
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GAS.  (See  also  Bog-Ochre  ;  Seeds.) 

The  specification  of  an  improvement  in  making  gas  from  pit-coal, 
tar,  or  any  other  substance  from  which  gas  can  be  extracted,  held 
not  to  be  too  broad,  230,  note ;  460. 

GAS-FLAME.  (See  Lace.) 

GAS-METER. 

Profits  from  infringing  a  patented  gas-meter,  how  calculated,  436. 

GIN.  (See  Rib.) 

GLUE.  (See  Matches.) 

GUTTA-PERCHA. 

Uoder  a  joint-patent  for  making  goods  from  gatta-percha,  one  of 
the  patentees  restrained  from  using  that  article  for  coating  tele- 
graph wires,  405  a. 

GYPSUM.  (See  Cement.) 

H. 
HAMMER. 

A  patented  hammer  of  wrought  iron,  held  not  infringed  bj  one 

made  of  steel,  —  on  special  grounds  however,  307. 

HARNESS. 

A  patent  for  improved  harness  machinery,  discussed  under  the 
issues  of  abandonment,  delay,  piratical  user,  &&,  &c.,  391  a. 

HAT-MAKING. 

A  patented  machine  for  hat-making,  defeated  because  fraudulently 
claimed  as  a  process  or  mode  of  operation,  260. 

HEAT.  (See  Damper  ;  India-Rubber.) 

HOT-BLAST.         (See  also  Anthracite  Coal.) 

The  use  of  the  hot-blast  in  the  manufacture  of  iron,  held  to  be  an 

invention,  133  - 139,  247,  248,  255,  467. 
How  infringed,  319. 

L 
ICE-CUTTING. 

A  machine  for  ice-cutting  held  to  be  novel  and  patentable,  48, 110, 

148. 

How  infringed,  308. 

Whether  abandoned,  440.  (pp.  481  -  483.) 

INDIA-RUBBER.  (See  also  Cards.) 

Goodyear's  patent  for  vulcanizing  India-rubber  by  artificial  heat, 

infringed  by  the  use  of  steam,  313,  343. a.  (pp.  353,  354.) 
Construed  to  cover  both  process  and  product,  269.  (pp.  262,  263.) 
Protected  by  injunction,  429. 
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IODINE.  {See  Daguerreottping.) 

IRON.       (See  Anthracite   Coal  ;    Bituminous   Schistus  ;    Hot- 
Blast;  Lime;  Fit-Coal;  Fuddlers'  Balls.) 

IRREGULAR  FORMS. 

A  patent  for  a  machine  for  cutting  irregular  forms,  sustained,  243. 
How  infringed,  308.  (pp.  308,  309.) 

Not  so  apportionable  (as  to  its  functions)  as  to  allow  the  assignee  to 
sue  in  his  own  name,  347.  (pp.  368,  369.) 


L. 
LABELLING. 

The  mere  putting  up  of  cotton  in  small  packages  and  labelling,  no 
invention,  45. 
LACE. 

An  improvement  in  the  art  of  making  lace,  by  singeing  off  the 
superfluous  threads  bj  a  gas  flame,  held  to  be  the  subject  of  a 
patent,  16,  35, 132. 
Evidence  of  infringement,  314. 

Where  a  patent  was  assigned  so  far  as  it  covered  close  lace-weav- 
ings  and  purle  edgeSy  whether  such  assignee  could  sue  in  his  own 
name,  347.  (p.  366.) 
LAND.  {See  Water.) 

LEAD-FIFE. 

An  improvement  in  the  art  of  making  lead-pipe  by  forcing  the 
lead,  in  a  heated  state  and  under  heavy  pressure,  around  a  fixed 
core,  defeated  by  reason  of  the  patentee's  improperly  clahning 
the  machinery  as  new,  61  -  67,  151  -  153. 
LIME. 

The  use  of  lime  in  iron-smelting,  to  prevent  ^  cold-short,**  made  the 
subject  of  a  patent,  240,  note. 

Not  infringed,  328, 329. 

LINKS. 

The  substitution  of  broad-headed  links  in  place  of  pointed,  held  to 
be  a  patentable  improvement  in  making  chain-cables,  37. 

LOCKS  (DOUBLE-FACED). 

Damages  for  infringement  of  a  patented  Janus  lock,  how  estimated, 
338.  (p.  346,  note.) 

LOOMS. 

An  improvement  in  looms,  discussed,  146. 

An  improved  arrangement  for  instantly  stopping  a  loom,  discussed 
under  the  question  of  infringement,  332.  (pp.  336  -  338.) 

PAT.  40 
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M. 

MACERATION.  (See  Spinning.) 

MADDER.  {See  Garancine.) 

MANGANESE. 

A  patent  for  making  cast-steel  by  the  use  of  carburet  of  manganese, 
held  not  to  be  infringed  by  the  use  of  coal-tar  and  oxide  of  man- 
ganese, 343  a.  (p.  359  seq.) 

MATCHES. 

The  manufacture  of  matches  by  the  use  of  old  ingredients  in  a  new 

combination,  held  patentable,  47. 
A  patent  for  making  matches  from  phosphorus,  chalk,  and  glue, 

sustained,  234.  (note  pp.  217,  218.) 
How  infringed,  343  a. 

MATTRESSES.  (See  Curling.) 

METAL  PLATES. 

A  patent  for  manufacturing  metal  plates  for  sheathing  ships,  from  an 

alloy  of  zinc  and  copper,  rolled  at  a  red  heat,  sustained,  €8,  259, 

(note  p.  248,)  418  a. 
How  infringed,  343  a.  (p.  358.)  * 

METER.  (See  Gas.) 

MILLSTONES.  (See  Exhaust.) 

MINIUM.  (See  White-Lead.) 

MURIATIC  GAS.  (See  Chambers.) 


N. 
NAILS. 

A  patent  for  cutting  and  heading  nails  at  one  operation,  discussed, 

243. 
How  infringed,  309. 

O. 

OIL.  .  (See  Seeds.) 

ORGANZINE. 

Construction  put  upon  the  'phrase  "  sofl  or  organzine  silk,"  as  used 
in  a  specification,  233  a.  (pp.  215,  216.) 

OXIDE  OF  IRON.  (See  Boo  Ochre.) 

OXIDE  OF  MANGANESE.    (See  Manganese.) 
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P. 

PADDLE-WHEELS. 

The  specification  of  a  patent  for  an  improved  paddle-wheel,  dis- 
cussed, 237,  255. 

How  infringed,  310. 

Nature  of  the  testimony  of  experts  considered,  480.  (note  pp.  518- 
528.) 

Not  defeated  by  proof  that  patentee  had  sold  two  wheels,  under 
charge  of  secrecy,  to  be  used  out  of  the  country,  390.  (note  pp. 
411-413.) 

Construction  of  the  claim  for  an  improved  paddle-wheel,  452. 

PALM-LEAF.  (See  Curling.) 

PAVEMENT.  {See  Wooden.) 

PHOSPHORUS.  {See  Matches.) 

PIN-MACHINE. 

Infringement  of  a  patented  pin-machine,  discussed,  309. 

PIPES.  {See  Evaporation  ;  Casting.) 

PIT-COAL.  {See  also  Gas.) 

The  substitution  of  pit-ooal  for  qharcoal,  in  the  manufacture  of  iron, 
held  to  be  patentable,  35,  73. 

PLANING^MACHINE.     (Wood  worth's.) 

Account  of  profits  for  infringement  of  a  planing-machine,  how  esti* 
mated,  436. 

PLOUGH.  (&«  a&o  Ice-Cdttino.) 

The  infringement  of  a  patented  plough,  discussed,  332.  (p.  335.) 

PORCELAIN.  ,   (&6  Door-Knob.) 

POTASH  (CHLORATE  OF).     {See  also  Matches.) 

The  omission  of  chlorate  of  potash  in  making  matches  the  substance 
of  a  patented  invention,  234.  (note  pp.  217,  218.) 

PRINTING.  {See  also  Copperplate.) 

Printing  on  both  sides  of  bank-notes,  as  a  security  against  counter- 
feiting, held  patentable,  10. 

An  improvement  in  the  art  of  copper-printing  bj  preparing  the  paper 
with  an  enamelled  surface  of  white-lead  or  size,  sustained,  17,  77. 

PROPELLER.  '  {See  Paddle-Wheel.) 

PROPELLING. 

A  claim  for  an  improvement  in  propelling  and  navigating  vessels^ 
sustained  as  an  entirety,  110. 

PUDDLERS'-BALLS. 

An  improvement  in  the  art  of  making  puddlers'-balls,  defeated,  bj 
reiason  of  the  patentee's  improperly  claiming  the  fnachineryy  14. 
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PUMP. 

Infringement  of  a  patented  pump,  discussed,  309. 

RAILROAD  CAR. 

Winans's  patent  for  improved  cars,  not  impeached  by  want  of  nov- 
elty in  the  parts,  269.  (p.  264.) 

Infringement  of  a  patented  car,  built  in  the  shape  of  the  frustrum 
of  a  cone,  discussed,  310  note. 

RATCH.  {See  Spinning.) 

REACH.  (See  Spinning.) 

REAPING-MACHINE. 

The  claim  in  McCormick's  patent  held  to  be  merely  for  the  com- 
bination of  the  fingers,  blades,  and  reels,  and  not  for  those  parts 
themselves  individually,  249. 

The  claim  for  the  seat,  construed  as  a  claim  for  its  position  merely, 
and  not  for  a  new  seat  per  se,  269.  (p.  261.) 

How  infringed,  308.  (pp.  307  -  809.) 

Damages  for  infringement,  how  estimated,  338.  (note  pp.  347,  348.) 

RED-LEAD.  (See  White-Lead.) 

RETORTS.  (See  Chambers.) 

RIB. 

The  claim  of  an  improvement  in  constructing  the  rib  of  a  cotton-gin, 
held  not  too  broad  or  inaccurate,  234  a,  235. 

ROCEING-CHAIR.  (See  Chair.) 

RODS.  (See  Paddle-Wheel.)* 

ROLLERS.  (See  Casting.) 

ROVING.  (See  Flt-Frame.) 

S. 

SAFE. 

Whether  patentee's  invention  defeated  by  evidence  showing  that  a 
similar  safe  had  once  been  made  and  abandoned,  85  -  87,  92  -  97. 

SAIL-CLOTH.  (See  Starch.) 

SAL-GEM.  (See  Fossil-Salt.) 

SCHIST.  (See  Bituminous  Schist.) 

SEA-SALT.  (See  Fossil-Salt.) 

SEAT.  (See  Reapino-Machine.) 
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SEEDS. 

Where  gas  had  previously  been  made  from  oil,  held  to  be  a  sub- 
stantial invention,  to  manufacture  it  directly  from  the  seeds  from 
which  the  oil  was  extracted,  81, 142, 143. 

SEWAGE-MATTER. 

A  patent  for  treating  sewage-matter  chemically  in  order  to  produce 
fertilizing  materials,  held  not  infringed  by  the  Board  of  Health 
using  the  same  process  merely  for  the  purpose  of  disinfection  and 
deodorization,  800. 

SEWING-MACHINE. 

Howe's  patent  held  to  be  a  machine  new  as  a  combination,  and  also 

in  all  its  parts,  110,  111,  269. 
How  infringed,  808.  (pp.  809  -  311.) 

SHANE.  {See  Anchor.) 

SHEATHING.  (See  Metal  Plates.) 

SHUTTERS. 

Where  a  patent  was  taken  out  '^  for  improvements  in  carriages," 
whereas  the  invention  was  in  fact  an  improvement  in  shtUterSy 
held  that  the  title  was  not  discrepant,  224,  note. 

SILK.  (See  Orgakzine.) 

SINGEING.  {See  Lace.) 

SIZE.  {See  Printing.) 

SOAP.  {See  Alum.) 

SOFT  METAL. 

The  use  of  soft  metal  for  diminishing  friction  and  preventing  heat, 
held  patentable,  although  it  had  previously  been  used  for  steam- 
packing,  69. 

SPEEDER.  {See  Fly-Frame.) 

SPINDLE. 

A  patent  which  described  a  hollow  spindle  asjtxed,  not  defeated  by 
the  finding  of  the  jury,  that  the  use  of  a  hollow  revohing  spindle 
was  not  new,  288  a.  (pp.  212,  218.) 

SPINNING. 

An  improvement  in  the  art  of  spinning  flax,  by  macerating  the 
fibres  and  then  spinning  them  at  a  short  '^  reach  **  (ratch),  de- 
feated as  a  claim  for  improved  machtnert/y  12, 18, 57-59,  269.  (p. 
260.) 

SPIRAL.  {See  Paddle-Wheel.) 

STARCH. 

The  omission  of  starch  in  making  sail-cloth,  erroneously  claimed  as 
an  invention,  280,  note. 


630  INDEX  OF  SUBJECTS  OF  PATENTS. 

STAT.  (See  Links.) 

STEAM. 

The  substitution  of  steam  for  other  calorific  agents,  not  the  subject 
of  letters-patent,  if  a  mere  colorable  variation,  33. 

STEAM-ENGINE.  (See  Condenseb.) 

STEEL.  (See  Manganese.) 

STEEL-PLATE.     (See  Copperplate  ;  Printing.) 
STOP-ROD.  (See  Loom.) 

STOVE.  (See  Damper.) 

STOVE  (COOKING). 

An  improvement  in  the  construction  of  a  cooking-stove,  by  intro- 
ducing a  fire-chamber  in  front,  held  patentable,  11 1, 269.  (p.  267.) 
SUBMARINE.  (See  Telegraph.) 

SUGAR.  (See  Charcoal.) 

T, 
TALLOW. 

Omitting  to  specify  the  use  of  tallow  in  a  patented  invention  for 

making  steel  trusses,  held  to  vitiate  the  description,  256. 

TAR.  (See  Gas.) 

TARGET. 

A  patent  for  an  electric  target,  defeated  by  evidence  of  a  so-called 
prior  publication  in  law,  376,  (pp.  393,  394,)  445. 

TEETH.  (See  Cards.) 

TELEGRAPH, 

The  eighth  claim  of  Morse's  patent,  in  which  he  claimed  all  and 
every  application  of  the  electric  current  to  telegraphing,  irre- 
spective of  any  machinery  employed,  held  too  broad,  125,  126, 
154  -  166,  242.  (note  pp.  229,  230.) 

A  patent  for  the  loccU  circuits  sustained  however,  although  the 
previous  patent  for  terminal  circuits  had  been  defeated,  on  the 
ground  that  the  claim  was  too  broad,  117. 

A  patent  for  giving  signals  by  means  of  electric  currents  through 
metallic  circuits,  infringed  by  the  use  of  the  earth  as  a  return 
circuit,  311. 

A  patent  for 'improved  apparatus  in  laying  submarine  cables,  not 
defeated  by  evidence  that  a  public  experiment  had  been  a 
source  of  profit  to  the  inventor,  389. 

TELEGRAPH  WIRES.  (See  Gutta-Percha.) 

THERMOSTAD.      .  (See  Damper.) 
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TILES.  {See  Bricks.) 

TRUSSES.  {Ste  Tallow.) 

TURNING-TABLE. 

A  patent  for  an  improved  turning-table,  defeated  by  reason  of  the 
patentee  not  distingaishing  between  the  old  and  the  new,  233  a. 
(pp,  213,  214) 

.V. 
VALVE.  {See  Pump.) 

W. 
WATCH-CHAIN. 

A  patent  for  making  watch-chains,  infringed  by  one  who  frauda- 

lently  contracts  with  third  parties  for  the  manufacture  of  pirated 

chains,  292. 

WATER.  {See  also  Caisson.) 

The  use  of  a  machine  under  water,  which  had  originally  been  used 
on  land,  not  the  subject  of  a  patent,  56,  60. 

WATER-PROOF.  {See  Alum.) 

WEAVING.  {See  Lace.) 

WELDING.  (See  Anchor.) 

WfiLEELS. 

Where  a  certain  description  of  wheels  has  been  used  in  ordinary 

carriages,  the  application  of  them  to  railway  carriages  is  no 

invention,  55. 
A  patented  wheel,  how  defeated  on  the  issue  of  novelty,  87,  note ;  89. 

WHITE-LEAD.  {See  also  Printing.) 

A  patent  for  making  white-lead,  held  void  for  ambiguity,  234. 

WOODEN  PAVEMENT. 

A  claim  for  the  invention  of  a  wooden  pavement,  discussed  under 
the  issue  of  novelty,  91,  (note  pp.  75,  76,)  376,  445. 

WeOL-CARDS. 

A  claim  for  an  improved  machine  for  making  wool-cards,  con- 
strued, 46. 

Z. 

ZINC.  {See  Metal  Plates.) 
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